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Webb  v.  Blickensdebfeb. 

Decided  December  iO,  190$. 

82  O.  O.,  159. 

PRACTICKp— BRnKARINO—DKCISIOX  Aoaiubt  Evidbxck. 

On  a  motion  for  rehearing  of  a  caeo  originally  honnl  and  determined  by  tb« 
Acting  CommlMioner»  apon  the  ground  of  ileoif ion  contrary  to  evidence,  the 
Coroniimioner  will  not  dietnrb  the  prior  docltion  upon  n  showing  that  the  testi- 
mony was  closely  balanced  and  admitted  the  possibility  of  a  contrary  conolnslon ; 
bnt  it  mnst  app4«r  that  the  decision  was  clearly  against  the  weight  of  testimony. 

Motion  for  rehearing. 

TTrB-WHimiO  VACUIXK. 

Application  of  George  B.  Webb,  llled  December  2, 1S91,  No.  413,750. 
Application  of  George  0.  Blickeusderfer,  flicd  October  29,  1891,  No. 
410,231. 

Mr.  BcKvy  B.  Donnelly  for  Webb. 

MeM9rs.  IlaUoek  &  Halleck  for  Blickensdeifer. 

8niONi)H<.  ViYmmintiUmer: 

TbiB  is  a  motion  for  a  rclieaviiig  in  the  .ibove-entitlcd  cause,  wherein 
a  deciaion  was  rendered  by  the  Acting  Commissioner,  November  10, 
1802. 

The  Qrst  of  the  alleged  errors  in  the  decision  of  the  Acting  Commis- 
mner  is  this: 

1.  The  decision  of  the  Actinji;  CuuiiiiiMHioiu'r  errs  in  holding  tliat  the  prospectus 
pnbliHhc«l  alkoiit  Juno  15,  18SS),  ami  iiitnuliircd  {is  an  exhibit  in  bi^hulf  of  niirkeuii« 
ilcrfcr  ciiniiot  fulrly  lit*-  liold  t<>  show  tliut  niidirntMlcrU'i-  h;Ml  conceived  the  i(l«»a  of 
how  to  apply  thu  adJustubictttop«  iu6i|bsUuiiiilly  tlio  uiauner  covcit^d  by  the  iiMUc. 


2  DECISIONS    OF   THE  COMMI68IOKER   OF   PATEKT8. 

(a)  In  ruling  thus  improperly  tlio  Acting  CoininissioDer  nnjufitly  ignores  tlie  fact 
that  tbe  siibfleqneiit  acts  of  Hlickentderfor,  wliou  considrred  in  connection  with  the 
prospectUH  gives  weight  and  effect  to  sucli  prospectus  and  establishes  by  it  the  fact 
that  at  tbe  date  of  the  pnblication  of  the  prospectus  he  had  conceived  of  the  inyen- 
tion  in  ibsue. 

The  prospectus  ^natter  referred  to  in  this  allegation  is  as  follows: 

By  au  adjustable  stop  tlie  paper- carriage  is  instantly  brought  to  the  same  position 
oach  time,  so  that  the  commencement  of  each  line  is  directly  under  the  preceding 
one.  A  sccondnry  adjustable  stop  is  also  of  great  service,  and  is  especially  efficient 
in  the  printing  of  accounts,  bills,  etc. 

No  error  is  foniul  in  the  decision  of  the  Acting  Goinndssioner  upon 
this  point. 

The  second  of  the  alleged  errors  in  the  decision  of  the  Acting  Com- 
missioner is  this: 

2.  The  decision  of  the  Acting  ConimiHMioner  errs  in  holding:  "It  further  appears 
from  the  testimony  that  the  parts  of  Exhibit  B  were  Attod  to  a  machine  at  the  time 
the  testimony  was  taken ;  but  it  does  not  appear  that  either  Exhibit  B  or  D  was 
reduced  to  a  form  adapte<l  to  practical  use  within  the  meaning  of  the  issue  at  any 
time  prior  thereto.  Assuming  that  this  Exhibit  B  shows  that  BHckensderfer  had  m 
conception  of  the  invention  in  ooutrovorsy,  it  is  not  clour  just  when  this  exhibit  was 
made.  He  filed  his  application  October  29, 1891,''  andthns  limiting  Blickensderfer'a 
reduction  to  practiise  to  October  29, 1891,  when  he  filed  an  "allowable"  application. 

(a)  In  ruling  thus  improperly  the  Acting  Commissioner  unjustly  ignores  the  fact 
that  Mr.  John  K.  Uallock  testified  (BHckensderfer  Record,  p.  44)  that  he  "saw  the 
colnmnating  device  now  in  contest"  in  Washington;  that  he  met  Mr.  BHckensderfer 
there,  and  that  it  "  was  aboutthe  Ist  of  May,  1891;  •  •  •  that  I  am  not  positive  aa 
to  the  exact  day;  but  I  ain  quite  certain  that  I  reached  Washington  on  the  5th  of 
May.  I  know  it  was  the  first  week  in  May.  I  recognise  the  exhibit  (BHckensderfer 
Exhibit  B)  as  the  same  device  which  I  there  saw  at  that  time  for  the  first  time." 

(5)  In  ruling  thus  improperly  the  Acting  Commissioner  ignores  the  testimony  of 
George  C.  BHckensderfer,  who  testified  that  Exhibit  B  was  made  directly  after  the 
drawing  Exhibit  C  was  made,  "within  a  day  or  two,"  and  that  the  drawing  was 
made  "March  20,  1891,"  (BHckensderfer  Reconl,  pp.  7  and  8,)  which  testimony 
clearly  proves  that  Exhibit  B  wns  mudo  not  later  than  March  22,  1891. 
.  (c)  lu  ruling  thus  improperly  the  Acting  CommiKsioner  ignores  the  testimony  of 
Blickensderfer's  witnesH,  llorvey  Smith,  who  test ificH  that  he  rccugnized  the  draw- 
ing Exhibit  C  and  saw  it  ''  tho  last  of  March,  1891,"  and  who  wns  asked: 

"Q.  9.  Please  again  look  nt  Exhibit  B,  and  pari  ten  farltfmth  reference  lo  the  eeparatt 
partSf  of  which  the  slotted  bar  toith  adjmtahh  eiope  ia  one,  and  8tat<)  whether  yon  recog- 
nize the  device  there  Miown  as  one  whicli  yon  saw,  or  substantially  like  whst  yon 
saw,  Mr.  BHckensderfer  making,  as  you  have  HtnUuX  in  your  last  answer.— A.  This 
is  the  one.  I  think  this  \h  the  identical  piece  originally  made,  from  the  fact  that  I 
have  seen  no  oth<*r  one  niailc  like  tlii.s. 

"(^.  10.  Did  yon  understand  nt  tbe  time  yon  saw  Mr.  Blirkcnsdcrfcr  making  that 
device  shown  in  Exhibit  B  and  tlie  drawing  shown  in  Exhibit  C  what  the  object  and 
purpose  of  the  device  were? — A.  I  undcrHtood  it  fully." 

All  of  which  shows  clearly  that  the  invention  in  issue  was  known  fully  to  Kerrey 
Smith  as  early  as  Marcli,  1891;  that  the  exhibits  were  seeu  by  him,  and  that  th* 
device  "waein  perfect  op( ration"  before  th«  Ist  of  Ajiril,  1891,  as  ujipears  from  answer 
to  X-Q.  14,  BHckensderfer  Keiord,  p.  43. 

(d)  In  ruling  thus  improperly,  eM)iei*iany  with  reference  to  the  date  of  filing  an 
^*allow€tble  application"  by  BHckrnMderter,  the  Acting  Conmiissioncr  ignoi*eH  the  fact 
that  the  interfering  application  filed  Octolier  29, 1891,  is  f^  divisional  application 
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i  ftn  application.  No.  396,972,  Hied  July  7, 1881 ,  aad  on  irhich  Letters  Patent  No. 
472,602,  dated  April  12,  1S92,  was  granted,  which  application  fully  descrihod  and 
■bowed  the  Inrention  in  controversy. 

A  i)erfinent  remark  jast  hero  is  this:  Whatever  a  judicial  tribunal 
may  be  willing  to  do  in  ordering  or  denying  a  rehearing  on  a  decision 
made  by  itself,  it  is  certainly  incnnibent  upon  that  tribunal  to  follow 
the  ordinary  rales  governing  rehearings  and  new  trials  on  a  motion  for 
a  rehearing  of  a  decision  made  by  another  tribunal*  and  this  principle 
is  thought  to  be  fully  applicable  to  a  case  where  the  Commissioner  is 
aaked  to  rehear  a  decision  made  by  an  Acting  CommisAioner. 

The  foregoing  allegation  of  error  relates  mainly,  if  not  wholly,  to 
findings  of  fact  made  by  the  Acting  CommiHsioner.  In  RoherU  v, 
SekyKifler  (12  Blatchi,  444)  the  Court  said : 

The  Tordict  of  a  Jury  is  not  to  be  set  aside  nioroly  bocanso  the  conrt  might  have 
airived  at  a  different  conclnsion.  Unless  the  conrt  can  see  that  the  Jnry  was  palpa- 
bly mistaken  and  that  the  weight  of  evidence  is  decidedly  against  their  verdict,  it 
ahoold  not  bo  set  aside. 

The  Acting  Commissioner  made  this  precise  and  definite  finding  of 
fhet  as  to  the  date  of  conception  of  the  matter  in  controversy  by  each 
of  the  parties: 

Upon  the  above  state  of  facts  it  is  held  that  WebVs  datu  of  conception  of  the 
invention  in  controversy  mnst  be  limited  to  March  31,  1891,  and  that  he  reditcetl  it 
to  praetioo  Jnne  20, 1S91;  that  Bllolcensderfer's  date  of  invention  must  also  bo  lim- 
ited to  March  31,  ISlll,  and  that  he  reduced  it  to  practice  by  the  filing  of  an  allowa- 
ble ^plication  on  October  29, 1891. 

That  is  a  reasonable  finding  upon  the  facts.  It  is  conceded  that 
some  tribunal  might,  ux)on  the  evidence,  have  given  BHckonsderfer  a 
little  earlier  date  of  conception.  It  is  a  matter  of  the  nice  balancing 
of  evidence.  The  weight  of  testimony  is  not  cle<irly  against  the  Act- 
ing Commissioner's  decision,  and  therefore,  under  the  rule  governing 
rdiearings  and  new  trials,  it  should  not  be  disturbed.  Given  the  pre- 
mise that  both  parties  had  the  conception  on  the3lBtday  of  March, 
1891,  the  conclusion  properly  follows  that  Webb  was  the  first  to  reduce 
to  practice.  There  is  not  in  the  testimony  of  any  witness  brought  for- 
ward by  Blickensderfer  a  full  and  clear  statement  of  anything  which 
amounts  to  a  reduction  to  practice  prior  to  the  filing  of  Blickensderfer's 
application  for  patent  involved  in  interference.  The  Acting  Commis- 
sioner could  not  consider  Blickensderfer's  application  filed  July  7, 1891, 
for  the  good  reason  that  it  was  not  in  evidence. 

The  third  of  the  alleged  errors  in  the  decision  of  the  Acting  Com- 
missioneris  this: 

3.  The  decision  of  the  Acting  Comrote»ioner  em  in  holdini;  that  ^'Wobb  shows 
that  he  conceived  the  invention  in  controversy  as  early  us  March,  ISOl,  at  whicli 
time  he  discloved  the  invention  to  the  witness,  Shepnrd/* 

(a)  In  mliui;  thus  improperly  tlie  Acting;  Coniuiissioiier  nnjiiMtl}'  ignores  the  fiict* 
that  Webb'H  witness,  Shepord^  tchtifios  thut  in  March,  1SD1,  he  flaw  no  devices  for 
eolusa  work  and  uevor  saw  any  till  June  20, 1S91,  the  only  knowledge  he  had  being 
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derived  f^om  a  conveTsation,  and  that  tlie  dovicon  which  he  did  see  in  June,  1891, 
were  different  from  those  alleged  to  hnve  been  described  to  him  by  Webb  in  March 
previous,  and  thus  giving  greater  weight  to  doubtful  testimony  in  behalf  of  Webb 
than  to  the  more  satisfactory  testimony  in  behalf  of  Blickensdcrfor. 

It  is  not  found  that  the  dccisionof  the  Acting  Gomniissioner  is  clcnrly 
against  the  weight  of  evidence,  and  therefore  his  finding  upon  tliis 
point  is  not  open  to  disturbance. 

The  fourth  of  the  alleged  errors  in  the  decision  of  the  Acting  Goni- 
missioner  is  this: 

4.  The  decision  of  the  Acting  Commissioner  errs  in  holding  that  Webb  was  the 
first  to  reduce  the  invention  to  practice  and  on  Juno  20,  1891. 

(a)  In  ruling  thus  the  Acting  Commissioner  nnjustly  ignores  the  fact  as  proven 
by  Bllokensderfer's  witness,  J.  K.  Hallock,  that  he  saw  the  device  "  now  in  contest '' 
as  early  as  May,  1891,  at  Washington  City. 

Mr.  Hallock's  testimony  thus  referred  to  is  this: 

About  the  1st  of  May,  1891,  I  visited  Wtishington,  and  there  mot  Mr.  Bliokens- 
derfer,  and  then  for  the  first  time  I  saw  the  oolumnating  device  now  in  contest. 

The  issue  involves  the  presence  of  '^  the  frame  of  the  machine,^ 
meaning  thereby  a  type-writing  machine,  and  it  cannot  be  absolutely 
certain  from  what  Mr.  Ilallock  testifies  that  he  saw  the  entiro  combina- 
tion, including  the  type-writing  machine,  at  this  time.  The  more 
reasonable  inference  is  that  he  only  saw  what  may  bo  specifically  railed 
i<  the  columnatiug  device.''  Here  again  the  decision  of  the  Acting 
Commissioner  is  not  clearly  against  the  weight  of  evidence,  and  there- 
fore cannot  be  disturbed. 

The  fifth  of  the  alleged  errors  in  the  decision  of  the  Acting  Commis- 
sioner is  this: 

5.  In  view  of  the  foregoing  errors  of  fact,  the  decision  of  tho  Acting  Commissioner 
errs  as  to  the  matter  of  law  in  awarding  priority  of  invention  to  Webb. 

The  alleged  errors  of  fact  have  already  been  considered.  Given  the 
facts  as  found  by  the  Acting  Commissioner,  the  conclusions  of  law 
follow.  '  It  is  a  case  where  there  is  warrant  for  strongly  suspecting  that 
Blickensderfcr  might  have  readily  proved  himself  the  prior  inventor 
to  the  satisfaction  of  the  Acting  Commissioner,  but  has  not  done  it. 

The  motion  for  rehearing  is  denied. 


Teters  V,  HlSBY. 

Decided  December  i7,  ISOS. 
«2  O.  (i.,  315. 

PKACTICK— EVI1>KNCE  OF  PiSCJ.OSL'RK  ANI»   UkI>U(T10N  TO  PKACnrE   AllUoAD. 

What  an  applicant  liiw  done  abroad  by  wuy  of  discloHur«  or  roducti«iu  t-o 
])nicticc  in  not  pertinent  to  the  quCHtiou  as  to  whether  he  exereiaed  reiwthiablo 
tlili>(euee  urishiK  in  an  intcrlcronce  in  tlie  OJlicc. 

Appeal  oh  motion  to  take  testimony  abroad.     Digitized  by  CjOOglc 
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OABTBUMn-MACHUn. 

Application  of  G.  M.  Peters,  filed  JtOy  31, 1891,  No.  401, 292.  Appli- 
cation  of  0.  S.  Hisey,  filed  June  24, 1889,  No.  315,308. 

Mr.  Frank  T.  Braton  f6r  Peters. 
Mr.  E.  M.  Marble  for  Hisey. 

SiMONDS,  CammisHoner : 

This  is  an  appeal  'from  a  decision  of  tlie  Examiner  of  Interferences 
denying  Hisey's  motion  to  take  testimony  abroad.  The  testimony 
sought  to  be  taken  abroad  consists  of  alleged  disclosures  of  the  inven- 
tion ill  controversy  made  in  Europe.  Hisey's  contention  is  not  that  he 
desires  to  prove  the  disclosures  in  Europe  by  itself,  but  that  he  desires 
to  show  it  is  conoboraUve  of  Hisey's  claim  that  he  had  made  the 
invention  in  America  before  he  went  to  Europe.  The  soundness  or 
onsoundness  of  that  contention  can  be  made  apparent  by  supposing 
all  the  occurrences  to  have  taken  place  in  America— to  wit,  that  Hisey 
had  one  day  disclosed  to  A  and  some  days  later  disclosed  to  B.  It  is 
dear  that  to  prove  the  later  disclosure  to  B  is  not  corroborative  of  the 
allegation  of  the  earlier  disclosure  to  A,  and  the  situation  is  not 
altered  by  the  fact  that  A  is  in  America  and  B  is  in  Europe. 

Hisey  cites  the  case  of  Philadelphia  and  Trenton  B,  B.  Co.  v.  Stimpsou 
(14  Peters,  448,)  where  the  Court  says: 

The  oonvenations  ftnd  declarations  of  a  patentee  merely  affirming  that  at  some 
former  period  he  invented  that  particular  maohiae  might  well  be  objected  to;  bat 
hia  eoDTersations  and  declarationa  stating  that  he  had  made  an  inyention  and  describ- 
ing its  details  and  explaining  its  operations  are  properly  to  be  deemed  an  assertion 
of  his  rights  at  that  time  as  an  inventor  to  the  extent  of  the  facts  and  details  which 
he  then  makes  known,  although  not  of  their  existence  at  an  antece«lent  time.  In 
shorty  each  conversations  and  declarations,  coapled  with  a  description  of  the  nature 
and  objects  of  the  invention,  are  to  be  deemed  a  part  of  the  re$ge$ke,  and  legitimate 
evidence  that  the  invention  was  then  known  to  and  claimed  by  him,  and  thus  its 
origin  may  be  fixed  at  least  as  early  as  that  period. 

Obviously  this  language  was  used  with  reference  to  matters  occurring 
in  this  country  and  cannot  be  said  to  have  any  rea\  bearing  upon  the 
question  whether  or  not  disclosures  made  in  a  foreiini  countFy  may  be 
received  as  evidence  upon  the  question  of  priority  of  invention.  There 
is  no  prohibition  in  the  statutes  against  considering  occurrences  abroad 
in  connection  with  the  question  of  priority  of  invention ;  but  the  statute 
makes  it  certain  that  use  abroad  (a  larger  thing  than  mere  disclosure) 
aifects  nothing  here,  and  it  has  been  the  accepted  doctrine  of  this  office 
that,  by  parity  of  reasoning,  invention  abroad  affects  nothing  here. 

Hisey  farther  contends  that  it  is  his  right  to  show  what  he  did  dur- 
ing his  absence  in  Euro]ie  in  order  that  he  may  establish  the  reasonable 
diligence  which  is  incumbent  upon  him  in  this  case. 

The  Constitntion  of  the  United  States,  when  it  authorizes  the  grant- 
ing of  patents,  <4n  order  to  promote  the  progress  of  science  and 
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tho  useful  artH,"  evidently  means  the  promotion  of  the  progress  of 
science  and  the  useful  iirts  iu  the  United  States  of  America.  The 
stiitute  which  makes  public  use  abroad  of  no  account  here  proceeds 
upon  that  theory.  What  llisey  did  abroad,  either  by  way  of  disclosure 
or  reduction  to  practice,  was  not  for  the  purpose  of  promoting  the  prog- 
ress of  science  and  the  useful  arts  in  America,  and  it  therefore  is  not 
l)ertineut  to  the  question  whether  he  exercised  reasonable  diligence, 
for  the  end  to  which  his  diligence  was  directed  wtis  not  the  end  to  whicli 
the  Constitution  or  the  statute  has  in  view. 

For  these  reasons  the  testimony  sought  to  be  taken  abroad  would 
not  be  competent  if  taken,  and  the  decision  of  the  Examiner  of  Inter- 
ferences is  affirmed. 


Ex  PASTE  Adam  Both  Grocery  Company. 

Decided  Deeemher  17, 189S. 

62  O.  G.,  315. 

Practice— TnADK-MARK—WoRi>  and  PicrrRK. 

A  word  and  a  picture  wliich  are  true  alternativcB  and  invariably  express  the 
en  me  idea  may  bo  covorod  by  one  Trade-Mark  roj^istratiou;  but  the  rule  iriH  not 
cover  the  case  of  a  word  and  a  picture  capable  of  Huch  a  variety  of  oiodiflcutionH 
that  two  of  them  might  appear  08  substuutiolly  dificreut  things  to  an  ordinary 
pnrcha 


On  Petition. 

TRADB'MARK  RBOIVTHATION. 

Application  of  the  Adam  Both  Grocery  Compaoy  filed  July  23, 1892, 
No.  42,324. 

Mewt'Sj  Fowler  and  Fotcler  for  the  applicant. 

SiMONDS,  Commissioner: 

This  is  a  i>etition  taken  from  the  action  of  the  Examiner  of  Trade* 
Marks  npon  an  application  for  registration,  the  point  of  the  ])etition 
being  expressed  as  follows: 

The  following  is  the  point  of  the  decision  on  which  the  petition  is  taken : 
'*Tbo  cHSontinl  features  of  Haid  Trailo-Mark  are  the  word  'Sqi'IRRKi/  and  the  rep- 
resentation of  a  squirrel,  ustnl  cither  conjointly  or  separately." 

Said  resist riition  wiut  refused  on  the  ground  that  the  alternative  form  tliercin  set 
forth  was  not  iidniissible  and  that  two  distinct  registrations  were  necessary. 

The  Examiner's  decision  from  which  this  appeal  was  taken  was  made 
October  2i,  1892,  and  in  as  follows: 

The  Kxaniiucr  fails  to  bo  convinced  by  the  argument  filed  that  npplicnnt  isontitled  to 
tho  altvrnalivc  form  of  claim  in  this  case.  The  picture  shown  represents  a  squintd; 
but  a  ilyiug  Hqnirn*!  <'an  be  represented  pictorially;  so  can  the  gi'ound  sipiirrel,  nnd 
both  such  representations  differ  materially  from  the  one  shown  iu  the  drawing. 
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There  mn  repreaentatioiiB  of  other  an inmls  which  so  cioAoly  resemble  some  of  the 
squirrel  family  QS  to  be  easily  mistaken  by  the  general  pnrchosinj;  imbUc— for 
iustance,  the  '* aye-aye''  and  others,  shown  in  Webster's  Unabriil||;ed  Dictionary. 
The  Examiner  is  of  the  opinion  that  this  cose  conies  under  the  Commissioner's  deciKion 
as  rendered  in  The  Tawa  Farming  Tool  ComjfaHy.  The  icord  squirrel  may  be  repre- 
sented by  sneh  widely-different  pictures  as  to  be  unrecognized  as  a  squirrel  by  the 
general  ^inrchasing  public,  and  this  is  more  latitude  than  is  allowed  under  the  alter- 
moHre  form  of  Trade-Mark. 

It  is  beld,  on  the  one  hand,  that  a  word  and  a  picture  which  are  tnie 
alternatives  and  which  inevitably  express  the  same  idea  may  be  covered 
by  one  registration.  It  is  also  held,  on  the  other  hand,  that  there  can- 
not be  covered  by  one  repstration  a  word  and  also  a  picture  capable  of 
sQch  a  vai-iety  of  modilicationB  that  two  of  the  modifications  might 
appear  to  be  substantially  difierent  things  to  an  ordinary  purchaser. 

It  follows  that  the  Exaniiiier'8  decision  must  be  afiiimed  as  the  case 
ift  now  presented;  but  the  right  remains  to  applicant  to  cover  the  word 
"Squirrel"  and  the  picture  of  a  squirrel,  as  shown,  leaving  the  courts 
to  detemiine  what  variations  or  modifications  of  that  picture  may  be 
made  without  substantial  departure. 


Ex  PABTK  HiEN. 

Decided  December  29, 189S. 

G2  0.G.,316. 

PRAcncR— Sbctioh  4394,  Rkviskd  Statutes— Abandonmknt. 

Where  an  apidicant  allowed  two  years  to  lapse  without  response  to  an  Office 
action,  and  hta  application  thereby  became  abandoned,  and  he  subsequently 
moved  a  revival  of  it  on  the  ground  of  error  on  the  part  of  the  Examiner  in  not 
origtnaUy  holding  his  claims  patentable,  Held  that  a  possible  error  by  the 
Examiner  does  not  care  the  applicant's  own  laches,  and,  it  not  appearing  that 
the  delay  was  unavoidable,  the  motion  must  bo  denied. 

Oh  Petition. 

bhakb-dbam. 

Application  of  Phillip  Hien  filed  November  28, 1888,  No.  202,046. 

Mr.  W.  H.  Singleton  for  the  applicant. 

SmoifBS,  Commissioner: 

This  is  a  jietition  setting  fortli  that  petitioner  filed  an  application  for 
patent  November  28, 1888,  which  was  ac^tcd  on  by  the  Ofiice  for  the 
last  time  December  2,  1889,  that  action  Ix'iiig  a  rcje(;tion  of  certain 
claims,  including  claims  1  and  2;  that  no  action  tliereiifbcr  was  taken 
by  Uie  i)etitioner  upon  that  applicatii)n  for  more  than  two  years,  so  that 
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on  the  2d  day  of  December,  1891,  tbe  application  became  abandoned 
for  lack  of  prosecntion  for  two  years ;  that  on  the  18th  day  of  Febraary, 
1891,  another  party  filed  an  application  for  a  patent,  which  was  allowed 
July  14, 1891,  and  eventuated  in  the  isBue  of  a  patent  January  12, 1892; 
that  the  second  application  which  thus  eventuated  in  a  patent  had 
claims  substantially  the  same  as  those  rejected  in  this  petitioner's 
application;  that  by  the  allowance  of  those  claims  in  the  application 
which  eventuated  in  a  patent  the  Office  practically  a4judged  claims  1 
and  2  of  i>etitioner's  said  application  to  be  allowable;  that  thereupon 
the  Office  shbuld  have  of  its  own  motion  taken  up  the  petitioner's  said 
application  and  allowed  the  said  claims  1  and  2;  wherefore  petitioner 
prays  for  the  revival  of  said  abandoned  application,  and,  as  a  conse- 
quence of  such  revival,  that  it  be  placed  in  interference  with  the  said 
patent  granted  to  said  other  party. 
The  section  of  statute  to  be  considered  is  this: 

Sec.  4394.  All  applications  for  patents  shall  be  completed  and  prepared  for  exam- 
ination within  two  years  after  the  filing  of  the  application,  and  in  default  thereof  or 
npon  failure  of  the  applicant  to  prosecute  the  some  within  two  years  after  any 
action  therein,  of  which  notice  shaU  have  been  given  to  the  applicant,  they  Hhall  be 
rcgarrded  as  abandoned  by  the  parties  thereto),  unless  it  be  shown  to  tlie  satisfaction 
of  the  Commissioner  of  Patents  that  such  delay  was  unavoidable. 

There  is  no  showing  that  the  delay  made  by  applicant  was  unavoid- 
able. On  the  contrary,  the  factB  seem  to  point  to  an  acquiescence  in 
the  rejection  on  the  part  of  the  petitioner.  To  this  the  petitioner 
makes  the  contention  that  obviously  the  action  of  the  Office  in  reject- 
ing his  said  claims  1  and  2  wa«  an  error,  which  error  it  should  have 
voluntarily  and  of  its  own  motion  cured  when  it  found  out  that  error 
by  acting  npon  the  later  application  of  the  other  party.  In  reply  to 
this  it  is  to  be  said  that  the  patent  law  expressly  recognizes  the  lia- 
bility to  error  on  the  part  of  the  Primary  Examiners  when  it  gives  to 
an  applicaiit  the  right  to  appeal  from  them  to  the  Board  of  Examiners- 
in-Chief.  It  expressly  recognizes  the  liability  to  error  on  the  part  of 
the  Examiners-inOhief  when  it  gives  to  an  applicant  the  right  to 
appeal  from  them  to  the  Gbmmissioner  in  person,  and  it  expressly 
recognizes  the  liability  to  error  on  the  part  of  the  GoQimissioner  when 
it  gives  to  an  applicant  the  right  to  appeal  from  him  to  the  Supreme 
Court  of  the  District  of  Columbia. 

If  the  identity  between  applicant's  claims  Land  2  and  claims  allowed 
in  the  application  of  the  other  party  be  as  applicant  contends,  and  if 
thereupon  the  Primary  Examiner  had  voluntarily  taken  up  petitioner's 
application  for  consideration,  that  would  have  been  well  enough;  but 
the  statute  quoted  does  not  relieve  applicant  from  the  obligation  of 
acting  upon  his  rights  within  two  years  by  reason  of  any  error  com- 
mitted by  the  Office. 

The  petition  is  denied. 


Digitized  by 


Google 
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Ex  PARTS  OLIFFOED. 

Decided  December  i7,  ISOS. 

62  O.  G.,  316. 

PRAcncK— Bulk  66— Rbjrction    for  *'Lack  ok  Invkktiox*'  axp  "Want  op 
Novelty." 
A  rf^ection  for  "lack  of  invention"  Held  in  cffoot  a  rnjuction  for  "want  of 
novelty,"  and  that  the  Examiner  uiast  cito  rcfercnccH  under  llule  66. 

On  Petition. 

HAR'KE88-TUQ. 

Application  of  Martin  CliflTord  flted  June  27, 1892,  No.  438,180. 
Mes9rf.  0.  A.  Snow  A  Co.  for  the  applicant. 

diMONPS,  0<mmis9ianer: 

This  is  a  petition  taken  fi*om  tlie  action  of  tlie  Primary  Examiner 
r^ecting  an  application  for  patent  <^for  lack  of  iiivcutiou  "  witliont  citing 
rd'erences. 

The  first  letter  of  rejection  was  this,  under  date  of  September  7, 1802: 

In  view  of  tho  common  nse  of  wear-plntcs  on  the  vnrioas  parts  of  harnesn,  and  the 
ftict  that  such  wear-plates  are  made  of  such  contourB  as  to  lit  tho  parte  to  which 
they  are  to  be  applied,  applicant's  device  lacks  invention,  and  the  claims  are 
n^cctcd. 

Thereupon  applicant  filed  a  paper  as  follows: 

In  this  application  it  will  be  noticed  that  a  wear-plate  is  not  broadly  claimed; 
bat  a  wear-plate  having  a  particular  confitructioii  is  claimed  and  sconis  to  call  for 
the  citatittu  of  a  reference  at  least  appruximating  tho  device  as  specifically  claimed  in 
elaim  2.  The  argnment  set  forth  by  the  Examiner  is  not  tenable  for  the  reason  that 
it  could  be  equally  well  applied  to  all  other  clasnes  in  his  divinion  or  in  any  divJHion 
of  the  Oftlce.  It  is  well  shown  by  the  terms  of  hin  letter  that  the  Examiner  was 
nnable  to  find  a  reference  to  the  device  as  claimed,  and  in  view  of  the  fact  tliat 
applicant  is  nnable  to  determine  where  to  look  for  the  wear-pluto  he  has  invented 
it  is  asked  that  he  may  be  directed  to  the  illustration  or  other  matter  where  the 
\  may  be  found. 


ThercniK>n  the  Examiner,  under  date  of  October  1, 1802,  made  the 
following  action: 

In  view  of  the  fact  that  this  application  is  rejected  for  lack  of  invention,  references 
are  not  reqnired.    (See  ex  parte  Wilkinson ^  C.  D.,  1870,  22.) 

Wliat  has  followed  since  has  been  practically  a  rcpotitiou  of  these 
two  actions. 
The  decision  of  the  Office  referred  to  is  in  those  words: 

This  application  was  rejected  by  the  Examiner,  because,  in  his  opinion,  the  device 
was  "eescntially  deficient  in  imtentable  invention."  Thereupon  tlie  :ip))licaut 
demanded  a  reference  or  a  patent,  llie  Examiner  gave  no  refenjiico  and  refused  a 
patent.  Applicant  reiterat«*s  his  demand  for  a  reference  under  iCule  'SI,  and  appeals 
to  the  Commissioner  in  iierson  under  Kule  45.  *^y 
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Ho  has  mistaken  both  hU  rights  and  his  remedy. 

Rule  87  proYideB,  that  'hipoii  the  rejection  of  an  aiipliealiou  for  want  of  novelty 
the  applicant  will  be  famisbed  witli  a  specific  reference/*  etc.  The  present  appli- 
cation is  not  rejected  "  for  want  of  novelty/'  but  for  wont  of ''  pntctitable  invention.'' 
This  objection  may  concede  that  the  thing  is  new,  but  deny  tliat  invention  was 
inyolved  in  its  prodnction.  No  reference  is  required  either  by  rnlo  or  by  law  to 
establish  this  ground  of  rejection. 

But,  if  It  were  so,  the  remedy  is  by  appeal  to  the  Board  of  £xaminers-in-Chief,  and 
not  to  the  Commissioner  in  person.  This  is  not  a  decision  upon  an  intermediate 
question,  nor  is  it  a  refusal  to  act  The  Examiner's  decision  goes  to  the  meiits  of 
the  applioation  and  is  adverse  to  the  applicant.  If  the  Examiner  gives  a  general 
reference,  and  the  applicant  is  entitled  to  a  specific  reference  and  demands  it,  tho 
remedy  is  by  appeal  to  the  Board,  who  would  then  hold  the  general  reference  to 
be  no  reference,  or  an  insufficient  one,  and  reverse  the  decision  of  the  Extuiiiner  in 
rejecting  the  application.  The  case  tloes  iy>t  differ  in  principle  ftoni  one  in  which 
a  specific  reference  is  given  which  the  applicant  claims  to  be  insnfticiont  to  form  the 
basis  of  A  Judgment  of  rejection. 

The  appeal  is  dismissed. 

Whatever  may  have  been  the  circumstances  of  the  case  in  which 
that  decision  was  made  it  does  not  furnish  a  warrant  for  the  Examin- 
er's action  in  this  case,  or  in  any  other  case  easily  imaginable.  The 
rejection  evidently  should  have  been  for  lack  of  patentable  novelty,  and 
the  proceedinn^  should  have  been  under  Bule  66,  the  first  sentence  of 
which  is  as  follows: 

Upon  the  rejection  of  an  application  for  want  of  novelty  the  Examiner  must  cite 
the  beat  referenoes  at  his  command. 

The  petition  is  granted.  The  case  will  stand  as  if  only  once  rejected, 
and  the  Examiner  will  give  the  references  asked  for. 


Jebbby  City  Packing  Company  r.  Jacob  Dold  Packing  Company. 

DwAdtd  Deeemher  $9, 1899. 

62  O.  G.,  317. 

Practicr— -Trade-Mark— Concession  of  Priority  by  Corporation— Use  of 
Seal. 
Where  the  Examiner  of  Interferences  refused  to  recognize  a  concession  of 
priority  of  Trade-Mark  adoption  ezecuted^  by  an  officer  of  a  cor]>oration  without 
the  corporate  seal,  Held  that  a  concession  of  priority  is  not  such  an  Instrnment 
as  requires  the  use  of  a  seal  by  corporation  or  individual,  and  thai,  it  satisfac- 
torily appearing  on  the  record  that  the  officer  was  empowered  to  execute  the 
paper,  the  Office  will  accept  it. 

Appeal  on  motion. 

TBADB-MABK  YOU  CXmSD  MBATS. 

Application  of  the  Jersey  City  Packing  Company  filed  Febrnary  13, 
1892.    Application  of  the  Jacob  Dold  Packing  Company  Hied  October 
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Me9$m.  A.  C.  Frasfr  <fc-  Co.  for  the  Jersey  City  Piusking  Company. 
Mr.  William  J.  Hntchins  for  the  Jacob  J)old  Packing  Company. 

SiMONDS,  Commimoner: 

This  is  a  Traile-Mark^interference  in  which  the  senior  party,  a  corpo- 
ration, conceded  priority  by  a  paper  writing  signed  by  the  treasurer  of 
the  concern,  but  without  the  official  seal.  The  Examiner  of  Interfer- 
ences refused  to  recognize  this  paper  and  forthwith  decided  the  inter- 
ference in  favor  of  the  party  making  tlie  concession,  whereui)on  the 
party  in  whose  favor  the  coucest»ion  was  made  appeals  to  the  Com- 
missiouer. 

It  is  well  recognized  in  law  now  that  a  corporation  may  execute 
papers  under  the  same  requirements  that  would  be  exacted  from  indi- 
viduals in  a  like  position — that  is,  tlie  corporate  seal  need  not  be  used 
unless  the  law  would  lequire  the  use  of  a  seal  if  an  individual  were 
executing  the  paper.  (4  Am.  and  Eng.  Enc.  Law,  p.  242,  and  cases 
cited.) 

A  concession  of  priority  is  not  in  itself  bucIi  a  paper  as  requires  a 
seal  to  give  it  effect.  Since  the  use  of  the  seal  is  not  a  legal  require- 
ment in  this  case,  the  solo  remaining  question  is  one  of  fact.  Was 
Dold,  the  treasurer,  authorized  to  execute  this  concession  on  behalf  of 
the  company!  The  record  answers  this  question  in  the  affirmative. 
The  original  implication  on  behalf  of  the  company  was  made  by  George 
P.  Dold,  and  the  oath  was  signed  by  him.  The  f^t  that  the  Office  has 
all  along  recognized  his  right  to  act  for  the  company  and  that  the  com- 
pany has  given  at  least  a  constructive  acquiescence  to  his  acts  is  suffi- 
cient evidence  for  the  puriioses  of  this  case  to  warrant  the  assumption 
that  his  original  authority  from  the  company  was  broad  enough  to  com- 
prehend the  action  under  consideration. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


Ex  PASTE  Mills. 

Decided  December  S,  189$. 

62  O.  G.,  317. 

PnACTicn— Final  Fkf— Skction  4885,  Rkvisxd  Statutks. 

No  discretion  is  vested  in  the  Commissioner  by  virtne  of  the  terms  of  Sootion 
4S^  of  the  Revised  Statutes  to  accept  and  apply  a  final  fee  received  more  than 
six  months  after  notice  of  allowance  sent  to  the  applicant,  even  though  the.  last 
day  of  the  six  months  falls  upon  a  national  holiday. 

On  Petition. 


Application  of  George  W.  Mills  filed  January  12, 1892,  Ko.  417,892. 
Mr.  J.  L.  Levy  for  tbe  apiilicant  Digitized  by  Google 
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Fkotiiingham,  Asnistant  CommiSHioner: 

Tills  is  a  petition  requesting  that  the  above-entitled  application  be — 

ruiuKtatod  nnd  roanowed  aud  the  final  fee  applied  thereto  as  having  been  paid  within 
the  lime  allowed  by  law. 

It  appears  that  the  said  application  was  passed  to  issue  May  21, 1892; 
that  the  notice  of  allowance  wns  sent  Alay  24, 1892,  and  that  conse- 
quently the  six  mouths  withiu  which  the  final  fee  should  have  been 
paid,  according  to  the  provisions  of  the  statute,  expired  November  24, 
1892.  The  last-mentioned  date  fell  upon  a  national  holiday — to  wit, 
Thanksgiving  day— on  which  day  the  Patent  Office  was  properly  closed. 
The  final  fee  was  not  received  by  the  Office  until  November  26,  1892, 
more  than  six  mouths  after  notice  of  allowance  had  been  sent  to  the 
applicant. 

It  is  contended  on  behalf  of  the  applicant  that  under  this  state  ol 
facts  the  six  months  did  not  expire  until  November  25, 1892,  so  far  as 
the  payment  of  the  fee  wa«  concerned. 

I  am  unable  to  take  this  view  of  the  case,  even  assuming  that  the 
said  fee  was  lying  in  the  post  office  at  Washington  on  November  24, 
1892,  as  set  forth  in  the  petition. 

Section  4885  of  the  Kevised  Statutes  provides  that— 

every  patent  shall  bear  date  as  of  a  day  not  later  than  six  months  from  the  time  at 
wliicli  it  was  passed  and  allowed  and  notice  thereof  was  sent  to  the  applicant  or  his 
agent;  and  if  the  final  fee  is  not  paid  witliiu  that  period  the  patent  shall  be  withheld. 

It  is  held  that  no  discretion  is  vested  in  the  Commissioner  by 
virtue  of  the  terms  of  the  above  statute  or  otherwise  to  permit  the 
final  fee  to  be  paid  more  than  six  months  after  notice  of  allowance  sent*. 
The  word  "shall"  used  in  the  statute  is  mandatory.  {Se*^  ex  parte 
Anderaon,  0.  D.,  1892, 221 ;  CI  O.  G.,  886;  ex  parte  Kiley,  0.  D.,  1891, 13C; 
56  O.  G.,  1203.) 

The  petition  is  denied. 


Ex  PARTE  Anderson. 

Decided  December  17,  1S9S, 
62  O.  G.,  449. 

1.  Practice— Rrvocation  of  Powkr  of  Attohxey—Aitlicant  and  Assignf.r. 

The  assiguee  of  an  entire  interest  may  control  the  nppointuieut  and  di8niii».i] 
of  au  attorney  to  the  exchiHion  of  the  upplicsiut;  but  wheu  ixu  AppUcunt  joins 
with  an  assiguee  of  Icbm  than  the  whole  interest,  or  with  the  grantee  or  a  liceusee, 
in  making  a  power  it  will  require  the  co-opcnitiou  of  both  to  revoke  it. 

2.  Samk. 

When  an  applicant  alone  makes  a  power  of  attorney,  he  may  revoke  and 
anpoiut  auew  to  the  exclusion  of  every  ouo  except  the  assignee  of  the  whole 
interest. 

In  the  Matter  of  the  protest  of  the  attorney  of  recoi-d,  Mr.  B.  W. 
Anderson,  against  the  revocation  of  the  power  of  attorney  given  to  him 
by  the  applicaut,  William  W.  McEwan,  assignor  to Meehau  and  McEwau. 
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SiMONDS,  Commiisioner : 

The  question  now  bronght  up  pertainB  to  tlie  right  of  an  applicant  to 
revoke  a  power  of  attorney  and  apiK>int  anew  against  the  protest  of  tlie 
party  who  has  an  nndividcd  half-interest  in  the  inventions  songht  to 
be  patented  in  applications  Nos.  419,053,  419,604  and  419,930. 

The  Office  rale  is  this: 

20.  Powers  of  attorney  may  bo  revoked  at  any  stage  in  the  proceed  in;^  of  n  case 
npon  application  to  and  approved  by  the  ComniiBsioner;  and  when  so  revoked  the 
Office  wiH  couininuicate  directly  with  the  applicant,  or  snch  other  attorney  as  ho 
niay  appoint.  An  attonioy  will  1>e  ])rojnpt1y  notilied  by  the  Examiner  in  charge  of 
the  case  of  tlic  revocation  of  his  power  of  attorney.  An  nHsignnient  of  an  nudivided 
interest  will  not  operate  ns  u  revocation  of  tho  power  ])revionAly  given;  but  the 
assignee  of  the  entire  interest  may  be  represented  by  an  attorney  of  his  own  selec- 
tion. 

The  course  to  be  followed  in  this  and  like  cases  is  this:  The  assignee 
of  the  entire  intere^^t,  whatever  the  date  of  the  making  of  the  iissign- 
ment,  may  control  tho  appointment  and  dismissal  of  an  attorney  to 
the  exclusion  of  the  applicant.  This  does  not  prevent  an  applicant 
from  revoking  a  power  made  by  him,  but  it  is  very  clear  that  the 
assignee  of  the  whole  interest  may,  if  he  choose,  appoint  as  attorney 
the  same  person  whose  jwwer  was  revoked  by  the  a])plicant.  When 
an  applicant  joins  with  the  assignee  of  less  than  the  whole  interest,  or 
with  the  grantee,  or  with  a  licensee,  in  making  that  power,  it  will 
require  the  co-operation  of  both  to  revoke  itj  but  if  permitted  to  be 
revoked  the  applicant  may  appoint  a  new  attorney  acting:  alone.  When 
an  applicant  alone  makes  a  power -of  attorney,  he  will  be  permitted  to 
revote  it  and  appoint  anew  to  the  exclusion  of  any  one  except  the 
assignee  of  the  whole  interest. 

The  assignments,  grants,  and  lit'cnses  referred  to  most  be  such  as 
are  within  the  definitions  and  decisions  of  the  courts. 

The  revocation  in  these  cases  is  approved. 


Pratt  and  Johns  v.  Thomson. 

Drcided  December  29 ^  1592, 
02  <).  (i.,419. 
rRACTICE— AmKNDKD  ritKLIMINAUV  StaTKMKNT. 

Upon  motion  of  a  junior  party  to  amend  his  own  and  strike  out  the  senior 
party's  anictidod  preliminary  statement,  certain  facts  Held  to  warrant  an  equita- 
ble treatment  of  the  matter,  and  both  amendments  recr.ived. 

Appbal  on  motion. 

(X)MI*OSITtON  FOR  I5SUIATISO  MATKKIAL. 

ApplicJition  of  Kufus  N.  Pratt  and  Henry  W.  ,Iolins  liled  June  2, 1SS7, 
Xo,  240,085.  Tatent  granted  to  Klihu  Thomson  Uttobor  0,  1891,  No. 
400,705. 
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Mr,  H.  R.  Williams  for  Pratt  and  Johns. 

Mr.  H.  0.  Tmonsend  and  Mr.  J.  R.  Edson  for  Thomson. 

SiMONDS,  Oammissianer: 

Two  questions  oome  to  the  Gommissioner  together.  One  is:  Shall 
the  amendment  of  the  preliminary  statement  of  Pratt  and  Johns  1>6 
permitted  T  The  other  is :  Shall  Thomson's  amended  preliminary  state- 
ment be  allowed  to  stand  f  Thomson  has  the  better  ])ositiou  on  these 
questions  technically;  but  an  initial  and  important  fact  leading  him 
thereto,  was  his  error  in  making  his  first  preliminary  statement  This 
fact  warrantsan  equitable  treatment  of  the  whole  matter.  Actingequit- 
ably,  both  amendments  should  be  rejected  or  both  received.  Both 
will  be  received.  The  apiM^al  from  the  action  of  the  Examiner  of  Inter- 
ferences, refusing  to  strike  out  Thomson's  amended  preliminary  state- 
ment^ is  denied,  and  the  appeal  from  his  action  refusing  Pratt  and  Johns 
permission  to  amend,  is  granted. 


House  v.  Butleb. 

Decided  Jannarg  U,  1803, 
62  O.  G.,  587. 

PftAcncK— Rule  109— Motion  to  Amknd  Under. 

It  is  within  the  discretion  of  the  Examiner  of  Jntorforences  to  extend,  upon  % 
proper  showing,  the  limitation  of  time  within  which  amotion  for  leave  to  amend 
an  application  under  Rule  109  should  be  brought. 

Appeal,  on  motion. 

PLOUB-SIFTBB. 

Application  of  Warren  D.  House  filed  June  14, 1802,  No.  436,743. 
Application  of  Henry  F.  Butler  filed  June  16, 1892,  No.  436,522. 

Messrs.  Pennie  d^  Qoldshoronffh  for  House. 
Mr.  Richard  H.  Manning  for  Butler. 

Fbothingham,  Assistant  Commissioner: 

This  is  an  api^eai  taken  on  behalf  of  House  from  the  decision  of  the 
Examiner  of  Interferences  tninsinittinp^  to  the  rrininry  Examiner  the 
motion  of  Butler  "to  amend  his  application  in  accordance  with  Rule 
No.  109. '^ 

It  appears  that  on  December  1, 1892,  and  within  twenty  days  after 
the  preliminary  statements  had  been  received  and  approved,  Butler 
filed  amotion  for  leave  to  amend  his  application  and  file  certain  addi- 
tional claims;  that  on  December  2, 1892,  said  motion  wsis  dismissed  by 
the  Examiner  of  Interferences,  mainly  upon  the  <;rouiMl  that  it  was  not 
noticed  for  hearing  on  any  day  certain,  but  ^^  without  prejudice  to  the 
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iif:ht  of  Batler  to  renew  tbe  same  and  give  the  notice  required  by  the 
rules;"  that  on  December  13, 1892,  more  than  twenty  days  after  the 
statements  had  been  received  and  approved,  Bntler  filed  what  may 
fairly  be  called  a  renewal  of  the  motion  filed  December  1, 1892,  and 
that  the  Examiner  of  Interferences  held  with  reference  to  the  last- 
named  motion  that  the  record  afforded  <<  ample  explanation  why  the 
same  was  not  brought  within  the  next  twenty  days,"  and  ordered  that 
tlie  motion  ^<be  transmitted  to  the  Primary  Examiner  for  his  action 
under  Bule  109." 

From  this  latter  decision  the  present  appeal  is  taken  and  the  follow- 
ing are  alleged  to  be  the  reasons  therefor: 

1.  That  the  motion  in  question  waa  not  brought  within  the  ]>eriod  spocified  by 
Role  109. 

2.  That  the  Examiner  of  Interferences  has  no  authority  to  extend  the  limitation 
of  time  presoiibed  by  said  rule  within  which  such  motions  are  to  be  brought. 

•S.  Thai  the  proposed  amendment  forming  a  part  of  the  motion  papers  is  not  an 
amoDdment  authorized  by  the  rule,  for  the  reason  that  the  claims  it  presents  are  not 
the  same  or  substantially  the  same  as  those  made  by  House. 

That  part  of  Bule  109  which  is  involved  in  the  present  appeal  is  as 
follows: 

*  *  *  The  applioaut  may,  at  any  time  within  twenty  days  after  the  preliminary 
atatemeats  *  *  *  of  the  parties  have  been  received  and  approved,  on  motion 
duly  made,    •    •    •    file  an  amendment.    •    *    * 

The  language  of  Bule  122  relating  to  the  time  within  which  motions 
to  dissolve  are  to  be  brought  is  as  follows: 

Motions  to  dissolre  an  interference  *  *  *  should,  if  possible,  be  made  not  later 
tlMn  the  twentieth  day  after  the  statements  of  the  parties  have  been  received  and 
approved. 

When  a  regular  and  seasonable  motion  to  dissolve  under  Bule  122  is 
filed,  the  Examiner  of  Interferences  has  no  discretion  in  the  matter; 
but  it  is  his  clear  duty  to  transmit  such  motion  with  the  files  and  papers 
to  the  Primary  Examiner  for  his  determination.  {Green  v.  Sail  v.  Sie- 
mens V.  Fieldj  C.  D.,  1886,  43;  37  O.  G.,  1475.)  When  a  motion  to  dis- 
solve under  Bule  122  is  filed  after  the  expiration  of  the  twenty  days, 
the  Examiner  of  Interferences  is  required  by  the  decisions  to  exercise 
his  judicial  discretion  in  passing  upon  the  showing  concerning  the  delay, 
and  his  decision  thereon  wiU  not  be  disturbed,  except  in  cases  of  abuse 
of  discretion  or  of  disregard  of  some  rule  or  law.  (Reynolds  v.  Haber- 
mamyC.  D^  1889, 195;  49  O.  G.,  130,  and  cases  therein  cited.) 

In  the  case  of  Laurent- OSly  v.  Payen  (0.  D.,  1890,  68;  51 0.  G.,  621) 
it  was  hddy  with  reference  to  Bule  122,  that — 

ttie  iAtemiadiate  period  of  twenty  days  is  not  inelastic,  but  may  be  made  to  esctend 
into  a  prior  or  later  period  when  the  circumstanoes  warrant  such  action  on  the  part 
of  the  Office.    •    •    • 

By  analogy  I  see  no  good  reaKon  why  the  Examiner  of  InttTferonccH 
should  not  have  a  Uke  jurisdiction  over  a  motion  iiled  purHuant  to  the 


16  DECISIONS  OP   THE   COMMISSIONER   OP  PATENTS. 

provisions  of  Bale  109.  It  can  scarcely  be  contended  that  theiangnage 
of  Bule  109,  above  quoted,  prohibits  the  exercise  of  any  discretion  on 
the  part  of  the  Office  in  permitting  a  motion  made  thereunder  to  be 
brought  after  twenty  days.  Furthermore,  the  Examiner  of  Interfer- 
ences had  at  the  time  of  the  bringing  of  the  motion  under  considera- 
tion jurisdiction  of  the  interference,  and  by  the  provisions  of  Bule  123 
the  motion  was  properly  brought  before  him  in  the  first  instance. 

In  the  case  of  Keller  v.  Sherfelt  v.  Appleby  v.  Hansimy  (30  MS.  Dec, 
105,)  wherein  an  amendment  was  sought  to  be  made  to  the  claims,  the 
twenty  days  having  expired,  the  Commissioner  directed  that  the  mov- 
ing party  should  go  ^'  to  the  Examiner  of  Interferences  and  enter  a 
motion  predicated  upon  a  proper  showing.'' 

In  the  case  of  Bowen  v.  Bradley  (G.  D.,  1892;  68  O.  G.,  386)  the  pres- 
sent  Commissioner  held  that  motions  to  reopen  an  interference  case  and 
all  similar  motions  should  be  brought  in  the  first  instance  before  the 
Examiner  of  Interferences. 

In  view  of  what  has  been  said  above,  it  follows,  with  resi>ect  to  the 
second  reason  of  appeal,  that  upon  a  proper  showing  the  Examiner  of 
Interferences  has  authority  to  extend  the  limitation  of  time  prescribed 
within  which  a  motion  for  leave  to  amend  under  Bule  109  should  be 
brought.  In  view  of  what  has  been  stated,  it  is  not  necessary  to  con- 
sider the  first  reason  of  appeal.  With  reference  to  the  third  reason  of 
appeal,  it  is  held  that  the  question  whether  or  not  the  claims  pi^esented 
by  the  proposed  amendment  are  the  same  or  substantially  the  same  as 
those  made  by  House  is  one  which  should  be  considered  by  the 
Primary  Examiner,  and  not  by  the  Examiner  of  Interferences,  in  the 
first  instance.  It  follows,  therefore,  that  the  reasons  of  appeal  are  not 
well  taken. 

Upon  examination  of  the  whole  case,  I  do  not  feel  warranted  in  dis- 
turbing the  decision  of  the  Examiner  of  Interferences,  and  it  is  accord- 
ingly hereby  affirmed. 


Ex  PARTE  American  Chemical  Company. 

Decided  January  19,  tS9S, 

02  O.  «.,  588. 

Tradk-Maiik— Word  *'Ma«ico." 

The  word  ''Mogioo  "  HeM  not  ftntlcipated  by  the  word  "Magic''  already  reg- 
istered for  iiRe  on  a  similar  claw  of  j;oodfl. 

Appeal  from  Examiner  of  Trtwle-Marks. 

PULliTir  80A1'. 

Ai>p1ii*ntion  of  the  Anmican  Oheniiral  Company  for  Tnidc-Mark  filed 
Muy  11),  1602. 

Digitized  by  VjOOQ  IC 

Messrs,  Paul  dt  Mcrtcin  for  the  applicants.  ^ 
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SiMONDS,  CommisMoner: 

This  is  a  petition  taken  from  the  decision  of  the  Examiner  of  Trade- 
Marks  declining  to  register  the  word  ^^Magico"  as  a  Trade-Mark  for  a 
cleaning  eompoond,  in  view  of  the  fact  that  the  word  ''Magic"  has 
already  been  registered  to  another  party  for  a  like  kind  of  compound, 
the  Examiner  saying: 

This  csM  has  been  njeoted  on  reference  to  the  word  ''Magic/'  registered  March 
SI,  1S86,  No.  12,057,  for  l>ar-floap,  and  No.  21,011,  of  April  19, 1^2,  for  a  oompoand 
IbrieinoTing  grease  ftom  clothing,  which  seems  so  closely  to  resemble  applicant's 
Trmde-Hark  aa  olaimed  as  to  be  calculated  to  deceive  the  purchasing  public.  Atten- 
tion is  called  to  the  fact  that  the  device  as  shown  and  described  consists  of  more 
than  the  mere  word  "Magico"  and  is  clearly  distinguished  from  the  Trade-Marks 
sited  by  the  presence  of  a  number  of  dwarfish  figures  known  as  "Brownies."  The 
ineliislonof  these'in  the  essential  features  would  entirely  remove  the  Examiner's 
obJsetioDS,  as  he  has  already  suggested  to  the  applicant,  and  would  make  his  Trade- 
Mark  absolutely  distinctive;  but  as  claimed,  his  right  to  it  is  doubtibl,  audit  seems 
to  fidl  within  the  line  of  cases  in  regard  to  which  the  Commissioner  has  decided  that 
the  dimbt  ahould  be  resolved  against  the  applicant.  (See  case  of  Sxpmie  Coon, 
C.  D.,  lSe2, 82;  58  O.  O.,  946.) 

The  Examiner's  ground  of  objection  would  be  well  taken  if  ^^Magico" 
were  a  mere  )uiown  variation  of  ^^Magic;"  bat  it  is  thought  that  this 
newly  coined  word  brings  with  it  such,  an  elemeut  of  novelty  as  to  of 
itself  attract  attention  and  prevent  confusion  in  the  minds  of  ordioary 
pnrobasers. 

The  decision  of  the  Examiner  is  reversed. 


Ex  PASTE  Brand  Stovb  Company,  (Limited.) 

Doeidei  January  19, 189S. 

S2  O.  O.,  688. 

Tbade-Kark— Word  "Famocs''  Kot  Pkoper  Subject  of. 

The  word  " Famous"  is  merely  desciiptire  in  its  nature  and  not  registrable  as 
aTrade-Mark. 

Appeal  from  Examiner  of  Trade-Marks. 

C00KIM0«r0TB  Aim  RAITOK. 

Application  of  the  Brand  Stove  Company^  (Limited;)  for  Trade-Mark 
filed  July  15, 1884. 

Mr.  H.  O.  Underwood  for  the  applicants. 
SiMONDSy  Commissioner: 

This  is  a  petition  from  the  refasal  of  the  Examiner  of  Tracle-Marks 
to  register  the  word  ^'Famous"  as  a  Trade-Mark  for  cookiDg-stoves, 
ranges,  and  heating-stoves.    The  Examiner  says: 

The  refiiaal  is  based  on  the  Exami Dor's  opinion  that  this  word  is  not  an  arbitrary 

or  ftndAd  woid-symbol,  bat  an  advertising  epithet  such  as  any  person  producing 

18182] 
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mercbanclise  may  freely  use.  When  employed  in  ooDnection  with  any  merclin  Kline, 
it  conveys  the  idea  that  snch  merchandiBe  is  actually  famous— that  is,  widely  known 
or  celebrated— such  expressions  being  aotually  synonymous  with  it. 

It  would  seem  to  be  clear  that  the  word  ^^ Famous"  is  normally 
merely  descriptive  in  its  nature  and  as  such  not  subject  to  sequestra- 
tion by  any  one  as  a  Trade-Mark.  'No  showing  is  made  which  gives 
the  word  <^  Famous"  in  this  connection  any  other  than  its  normal 
meaning. 

The  petition  is  denied. 


Ex  PASTE  Peyser  &  Go. 

Decided  Jannanj  10,  1803. 

63  0.  G.,  6S8. 

1.  Tbadb-Mark— Gloves. 

A  "representation  of  a  band  with  eyelets  therein  and  cross-laoings  connecting 
the  eyelets"  Held  not  registrable  as  a  Trade-Mark,  since  its  function  is  purely 
decoratiye  in  the  connection  in  which  it  is  intended  for  use. 

2.  Samb. 

The  primary  function  of  a  Trade-Mark  is  to  denote  the  origin  of  the  article 
which  bears  it.  A  *' representation''  which  upon  its  face  appears  clearly  to  have 
another  purpose,  such  as  decoration,  and  which  by  reason  of  that  decorative 
character  creates  no  suspicion  that  it  is  intended  as  a  Trade-Mark,  is  not  regis- 
trable as  such. 

Appeal  from  Examiner  of  Trade-Marks. 


Application  of  Henry  M.  Peyser  &  Co.  filed  July  22, 1893. 
Messrs.  Munn  &  Go.  for  the  applicants. 

SiHONDSy  Commissioner: 

This  is  a  petition  from  the  decision  of  the  Examiner  of  Trade-Marks 
refusing  registry  as  a  Trade  Mark  for  gloves  a  <<  represeiit4ition  of  a 
band  with  eyelets  therein  and  cross-lacings  connecting  the  eyelets." 

The  primary  frinctiou  of  a  Trade-Mark  is  to  denote  the  origin  of  the 
article  which  bears  it.  A  <^ representation"  which  upon  its  face 
appears  clearly  to  have  another  purpose — such  for  instance,  as  decora- 
tion— and  which  by  reason  of  its  purely  decorative  chsiracter  creates 
no  suspicion  that  it  is  intended  as  a  TradeMark,  does  not  seem  to  be 
within  the  fair  purview  of  the  law.  Words  and  symbols  which  do 
not  seem  to  be  witliin  a  fair  purview  of  the  law  sometimes  acquire 
a  Trade-Mark  character  by  long  use,  which  courts  protect,  and  when 
such  words  and  syuibols  have  acquired  that  character  in  the  courts 
then  the  Office  should  register  them. 

But  it  is  thought  that  the  Office  should  not,  iij  t||ie^^bsence  of  a  sus- 
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taininiir  court  adjudication,  register  as  a  Trade- Mark  a  **  representation" 
sac^  as  this  one,  which  on  the  face  of  things  is  purely  decorative  in  its 
character  and  as  such  cannot  create  a  suspicion  that  it  has  a  Trade- 
Mark  character. 
The  petition  is  denied. 


CShaughnessy  v.  Van  Depoele. 

Decided  January  tSy  1893, 

62  O.  O.  1063. 

ISTERFERRNCK—PRiORmr— Rules  114,  115,  116. 

Where  one  of  the  parties  to  an  interference  failed  to  file  his  preliminary  stnte- 
ment  within  the  time  limited,  and  the  Examiner  of  Interferences  decided  the 
interference  in  favor  of  his  opponent  **  in  accordance  with  the  provisions  of 
Bnlee  114, 115,  and  116,''  Held  on  appeal  that  as  the  appellant  diHclosed,  bat 
did  not  claim,  the  inventiou  in  controversy  in  application  antedating  his  oppo- 
nent's earliest  claimed  date,  the  Office  must  consider  this  in  determining  the 
qneetion  of  priority. 

APPBAI4  from  Examiners  in-Ghief. 

ELECTBIC   RAUWAT. 

Application  of  Patrick  F.  O'Shaughnessy  filed  September  27,  1888, 
:^o.  286,542.  Patent  granted  Charles  J.  Van  Depoele  July  23,  1889, 
No.  407,749;  application  filed  June  7, 1889. 

Messrs,  Dyer  db  Seely  for  O'Shaughnessy. 
Mr,  F.  Jannus  for  Van  Depoele. 

BDiOin>B,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners  in-Chief  award- 
ing priority  to  Van  Depoele  upon  the  following  interference  issue: 
•  •••••• 

The  following  is  the  decision  of  the  Examiner  of  Interferences: 

X)ie  d*/ heretofore  sot  for  final  hearing  having  piiesed,  and  O'Shaughnessy,  the 
Jonior  party,  having  failed  to  file  a  statement  within  the  time  allowed  for  that  pur- 
pose, judgment  of  priority  of  invention  is  hereby  rendered  in  favor  of  Charles  J. 
Yaa  Depoele,  the  senior  party  herein,  in  accordance  with  the  provisions  of  Bules 
114, 115,  and  lid. 

The  following  is  the  decision  of  the  Examiners-inChief: 

O^Bhaaghneesy's  appUoation.  althoagh  filed  September  27, 1888,  showed  no  inven- 
tion to  call  for  an  interfsrence  with  Van  Depoele's  application,  filed  abont  two 
Biontlu  later,  and  thia  division  of  the  latter  went  to  patent  Jnly  23, 1889,  as  No. 
407,749.  On  September  11, 1890,  O'Shaughnessy,  having  failed  to  establish  patent- 
able novelty  in  any  of  his  original  claims,  filed  his  present  series  of  claims  and 
demanded  (October  8, 1890)  an  interference  with  Van  Depoele's  ]>atent,  which  was 
afterward  withdrawn  and  redemanded  August  6, 1892.    The  Examiner  accordingly 
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declared  the  interference,  and,  stricfly  following  Role  116,  laid  down  for  hia  gnidance, 
made  O'Shaughuessy  junior  applicant  with  consequent  burden  of  proof  to  overcome. 
CShaughneasy  having  fniled  to  put  in  any  preliminary  staiement,  Judgment  was 
rendered  upon  the  record  in  favor  of  Yan  Depoele  in  accordance  with  Rule  114.  We 
find  no  error  in  the  Examiner'a  action,  the  same  heing  strictly  mlable,  and  the  same 
rules  are  binding  upon  our  action  until  repealed.  We  have  no  choice  but  to  aflBrm 
the  Examiner's  decision,  and  if  appellant  finds  himself  i^grieved  he  has  the  remedy 
of  an  appeal  to  the  Commissioner  of  Patents  in  person,  where  the  rule  itself  can  be 
discussed  and  questioned  with  a  view  to  a  decision  modifying  Commissioner's  deci- 
sion in  Benityion  v.  Merritt  (C.  D.,  1892, 54;  58  O.  G.,  1415,)  where  the  present  Rule  116 
was  established. 

The  Examiner's  decision  awarding  priority  of  invention  to  Van  Depoele  under  the 
rules  is  affirmed. 

No  question  is  made  bat  that  O^Bhaagnessy's  application  for  patent 
filed  September  27, 1888,  discloses,  without  claiming  the  improvement 
in  controversy,  and  that  Van  Depoele  neither  by  application  for  patent, 
by  preliminary  statement,  nor  by  evidence  has  shown  any  conception  of 
the  invention  in  controversy  dating  back  to  September  27, 1888;  but 
O'Shanghnessy  filed  no  preliminary  statement  in  this  interference,  rely- 
ing, as  he  claims,  upon  Bole  114,  which  is  as  follows: 

114.  If  the  Junior  party  to  an  interference,  or  if  any  party  thereto  other  than 
the  senior  party,  fail  to  file  a  statement,  or  if  his  statement  fail  to  overoome  the 
prima  fade  case  made  by  the  respective  dates  of  application.  Judgment  against  such 
party  may  be  rendered  upon  the  record,  and  the  interference  will  proceed  between 
the  remaining  parties.  Within  the  period  fixed  as  a  limit  of  appeal  ft  m  such  Judg- 
ment, said  party  may  bring  any  of  the  motions  permitted  by  the  rules,  provided  he 
has  not  waived  his  right  of  appeal.  The  filing  of  such  a  motion,  noticed  for  hearing 
within  the  limit  of  appeal,  will  operate  to  stay  the  running  of  the  time  so  limited 
until  the  final  determination  of  the  motion. 

The  Examiner  of  Interferences  bases  his  decision  upon  Bules  114, 
115,  and  116.  Bale  114  has  already  been  quoted.  The  following  are 
Bules  115  and  116: 

116.  If  a  party  to  an  interference  fail  to  file  a  statement,  testimony  wiU  not  be 
received  subsequently  from  him  to  prove  that  he  made  the  invention  at  a  date  prior 
to  his  application. 

116.  In  original  proceedings  in  cases  of  interference  the  several  parties  wUl  be 
presumed  to  have  made  the  invention  in  the  chronological  order  in  which  they  claimed 
the  same  in  their  completed  applications  for  patents  clearly  iUustratisg  and  describ- 
ing the  invention ;  and  the  burden  of  proof  will  rest  upon  the  party  who  shaU  seek 
to  establish  a  different  state  of  facts. 

The  Examiners-in-Ghief  base  their  decision  upon  Bules  114  and  116, 
tofi:ether  with  the  decision  in  Rennyson  v.  Merritt  (C.  D.,  1892,  54;  58 
O.  G.,  1415.) 

Let  attention  be  first  given  to  Eennpson  v.  Merritt  That  decision 
quotes  Bule  116,  and  says:  ' 

,  It  being  held  that  Rennyson's  claims  in  interference  were  not  embraced  in  hia 
original  statement  of  invention  or  in  any  claim  originally  presented  by  him,  he  will 
be  treated  os  the  Junior  inventor. 

The  question  thus  decided  was  as  to  which  of  the  parties  should 
stand  as  plaintiff  and  which  as  defendant;  no  more  than  that;  and 
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'^▼liat  was  said  is  to  be  understood  by  reference  to  what  is  spoken 
ot"  {Vermont  Farm  Machine  Co.  y.  Cammissionerj  C.  D.,  1884, 207; 
27  O.  6.,  621;  22  Blatclif.,  32.) 

The  principal  object  of  Bole  116  as  it  now  exists  is  to  determine  the 
^'boiden  of  proof ''—in  other  words,  to  determine  the  iMMition  of  the 
parties  as  plaintiff  and  defendant 

In  this  case  it  makes  (yShangbnessj  the  plaintiff. "  What  then!  If 
the  case  had  been  snch  that  the  parties  had  proceeded  to  the  taking  of 
testniKniyi  (yShanghnesqr  oonld  readily  haye  proyed  the  possession  of 
the  myention  by  him  back  to  September  27, 1888,  by  offering  his  appli- 
calion  of  that  date  in  eyidence.  But  the  case  did  not  proceed  to  the 
taking  of  testimony  because  the  Office,  under  Bule  114,  proceeded  to 
decide  the  case  upon  the  evidence  already  in  its  possession.  If  the 
Office  in  inspecting  that  evidence  does  not  consider  O'Shaughnessy's 
application,  the  Office  thereby  deprives  him  of  all  chance  to  prove  his 
case.  When  looking  at  evidence  in  this  way  and  for  this  purpose,  the 
Office  must  act  fiiirly,  and  it  clearly  is  not  ftir  to  deprive  O'Shaugh- 
neflsy  of  the  opportunity  to  prove  his  case  and  thenVefhse  to  consider 
the  eyidence  which  he  had  already  placed  in  possession  of  the  Office. 
So  much  for  the  spirit  of  the  rules,  and  the  letter  thereof  is  in  accord- 
ance with  the  spirit. 

Bole  114  says  that  in  a  case  like  this  <^  the  respective  dates  of  appli- 
cation" are  to  be  considered.  Obeying  both  the  letter  and  the  spirit  of 
Bules  114, 115,  and  116  the  Office  must  consider  O'Shaughnessy's  appli- 
cation*   To  consider  it  is  to  make  O'Shanghnessy  the  prior  inventor. 

The  decision  of  the  Examiners-in-Ohief  is  reversed,  and  priority  is 
awarded  to  O'Shanghnessy. 


Ex  PASTE  H.  J.  Heinz  Go« 

Dedded  JeMtuury  £8, 1895. 
62  O.  O.,  1064. 

L  Saannutiov  of  Labbu— ''Psiirre"  and  <' Labels.'' 

Undor  aaeiioitS  of  the  Aot  of  Jane  IS,  1S74,  relating  to  patents,  trade-marlcs, 
and  eopyrlghtSy  ''Prints"  as  veU  as  ''Labels"  are  entitled  to  registration. 

9.  Pusposs  ov  TBS  Labsl  Act. 

The  purpose  of  the  so  called  "Label  act"  was  to  relegate  to  the  Patent  Office 
an  legistry  In  the  general  nature  of  or  akin  to  copyright  of  things  which  are 
flMve  a4i  vaets  «r  appnrteiianees  of  articles  of  trade  and  to  leave  to  the  Librarian 
«f  Congiess  the  registry  of  things  whose  valne  in  exchange  resides  in  them- 
■elTea.  In  any  ease  some  spark  of  intelleetaal  creation  most  be  present.  (Sea 
MEfmrte  PsImst,  C.  D.,  1S93, 6;  68  O.  G.,  S88.) 

3.  COMSTITUTIOHALITr. 

UntU  the  Sapreme  Coort  distinctly  says  otherwise  the  Label  law  is,  for  tha 
Patent  Offioe^  oonstitutionsL 

On  PBxniov.  Digitized  by  Googlc 
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LABEL  Pi)B  PICKLES,  ETC. 

Application  of  H.  J.  Heinz  Co.  tiled  October  31, 1892. 

Messrs.  W.  Bal'eweU  d;  Sons  for  the  applicant. 

SiMONDS,  Commissioner: 

This  is  a  petition  taken  from  the  decision  of  the  Examiner  of  Trade- 
Marks  denying  registration  as  a  print  to  a  cardboard  device  shaped  to 
the  outline  of  a  encumber  pickle,  having  a  short  stem  and  colored  and 
shaded  upon  one  face  in  representation  of  a  pickle,  except  as  to  thtee 
round  inset  pictures  in  colors,  each  showing  a  laughing  child  holding  a 
fat  bottle.  On  the  green  ground  is  printed  the  word  **  Heinz's,"  and 
the  three  little  pictures  bear,  respectively,  the  words  "Preserves," 
"Celery  Sauce,"  and  "Ket<?hup''  in  inconspicuous  fashion.  It  is  an 
artistic  novelt}*.  It  is  not  used  as  a  label,  but  is  handed  about  as  an 
advertisement.  Tlie  Trade  Mark  Examiner's  reason  for  not  admitting 
it  to  registry  is  thus  exx>ressed  in  his  answer  to  the  petition. 

Applicant  preseuti4  for  registration  a  la1»el  for  pickles  consisting  of  a  card  having 
the  shape  and  color  to  reiiresent  a  cucamber  and  having  upon  it  three  circular  disks 
each  bearing  a  fanciful  picture.  The  Examiner  has  refused  registration  on  the 
ground  that  the  so-called  label  included  such  fanciful  and  arbitrary  matter  as  con- 
stituted a  trade-mark  and  can  only  be  protected  as  snch.  From  this  objection 
petition  is  now  taken.  The  Examiner  has  nothing  to  say  in  answer  to  the  petition 
except  to  cite  the  present  Commissioner's  decision  in  ex  parte  Palmer  (C.  D.,  1892,6; 
58  O.  G.,  383)  and  the  line  of  decisions  following  it,  and  to  remark  that  the  thing 
presented  does  not  seem  to  fall  within  the  narrow  margin  marked  out  by  the  Com- 
missioner as  the  limits  of  lawful  label  registration. 

The  Examiners'  decision  is  that  the  Office  may  only  give  registry  for 
a  print  or  Label  to  a  thing  which  is  "  not  a  Trade-Mark,"  and  that  this 
device  is  not  entitled  to  registry  because  it  has  arbitrary  or  &ncifal 
features  capable  of  sequestration  as  a  Trade-Mark.  The  Examiner's 
decision'is  in  accord  with  the  practice  of  the  Office  down  to  this  time, 
and  yet  if,  on  the  facts  shown  in  this  case,  applicant  were  to  apply  for 
•registry  of  this  device  as  a  Trade-Mark  the  Office  would  at  once  and 
rightly  reject  the  application,  for  the  reason  that  it  is  not  in  use  affixed 
to  any  article  of  trade.  The  latter  position  being  a  sound  one,  the 
former  must  be  abandoned,  for  a  thing  cannot  be  both  a  Trade-Mark 
and  not  a  Trade-Mark  at  one  and  the  same  time. 

Another  objection— though  it  does  not  seem  to  be  raised  on  the  record 
— ^remains  to  be  considered.  Kegistry  for  this  device  can  be  had  only 
under  section  3  of  the  act  of  Congress  relating  to  patents,  trade-marks, 
and  copyrights,  approved  June  18, 1874,  to  wit: 

Sec.  3  That  in  the  construction  of  this  act  the  words  **  engraying,  cut,  and  prini^ 
shall  be  applied  only  t^o  pictorial  illustrations  or  works  connected  with  the  fine  arts, 
and  no  prints  or  labels  designed  to  be  used  for  any  other  article  of  manulactnTd 
shall  be  entered  under  the  copyright  law,  but  may  be  registered  in  the  Patent  Office. 
And  the  Commissioner  of  Patents  is  hereby  charged  with  the  snpervision  and  control 
of  the  entry  or  registry  of  such  prints  or  labels  in  conformity  with  the  regulations 
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provided  by  law  as  to  copyrights  of  prints,  except  that  there  shall  be  paid  for 
recording  the  title  of  any  print  or  label,  not  a  trade-mark,  six  dollars,  which  shall 
cover  the  expense  of  furnishing  a  copy  of  the  record  under  the  seal  of  the  Commis- 
sioner of  Patents,  to  the  party  entering  the  same. 

This  section  of  statute  gives  registry  to  ^^any  print  or  label  not  a 
trade-mark ^'^  but  the  office  rules,  after  quoting  this  section,  say: 

The  words  'Sprints"  and  "labels,"  as  used  in  this  act,  so  far  as  it  relatee  to 
registration  in  the  Patent  Office,  are  construed  as  synonymuns,  and  are  defined  as 
any  device,  picture,  word  or  words,  figure  or  figures,  (not  a  trade-mark)  impressed 
or  stamped  directly  upon  the  articles  of  manafactaro,  or  upon  a  slip  or  piece  of 
paper,  or  other  material,  to  be  attached  in  any  manner  to  manufactured  articles,  or 
to  bottles,  boxes,  and  packages  containing  them,  to  indicate  the  contents  of  the 
package,  the  name  of  the  manufacturer,  or  the  place  of  manufacture,  the  quality  of 
goods,  directions  for  use,  etc. 

The  rules  give  no  reason  for  saying  this.  The  statute  specifies  two 
things  as  entitled  to  registry.  It  specifies  a  'Sprint"  and  it  also 
specifies  a  'Habel."  The  Office  says  in  so  many  words  by  its  rules 
that  the  statute  only  specifies  one  thing,  and  its  settled  practice  says 
that  thing  is  a  label,  whicli  this  device  is  not.  One  can  only  con- 
jecture why  the  Office  rules  and  its  practice  have  been  made  to  say 
this.  Whence  came  such  a  mode  of  construction!  Certainly  not 
from  tbe  courts  of  England  or  America  acting  on  cognate  questions. 
The  English  statute  of  monopolies,  passed  in  A.  D.  1624,  left  as 
Bnbjec^matter  for  patents  only  a  "manufacture;^  but  the  British 
courts  have  made  that  one  word  as  comprehensive  in  meaning  as  the 
''art,  machine,  manufacture,  or  composition  of  matter"  of  our  statute. 
Our  Constitution  only  authorizes  Congress — 

to  promote  the  progress  of  acienoe  and  useful  arU  by  securing  for  limited  times  to 
authors  and  inyentors  the  excluslye  right  to  their  respective  writ%%ig9  and  <f<soovaries; 

but  under  that  authorization  Congress  has  assumed  to  give  the 
exclusive  right  for  limited  times  for — 

any  book,  map,  chart,  dramatic  or  musical  composition,  engraring,  cut,  or  of  % 
painting,  drawing,  chromo,  statue,  statuary,  and  of  models  or  designs  intended  to 
be  perfected  as  works  of  the  fine  arts. 

and  the  courts  have  sustained  them  in  so  doing.  But  how  does  Haw- 
thorne's ''  Scarlet  Letter"  promote  the  progress  of  science  and  the  use- 
fid  arts,  and  when  did  a  statue  come  to  be  included  among  <<  writings 
or  discoveries,"  and  how  does  it  "  promote  the  progress  of  science  and 
useful  artef"  And  yet  with  these  examples  before  it  the  Patent  Office 
says  that  two  different  words  must  be  made  to  mean  the  same  thing, 
although  they  are  not  so  generally  understood  or  defined.  It  is  most 
in  consonance  with  law  and  with  common  sense  to  give  to  words,  in 
the  absence  of  an  overmastering  reason  to  the  contrary,  their  ordinary, 
usual,  and  commonly-accepted  meaning. 

It  may  then  be  reasonably  assumed  that  "  prints  "  as  well  as  "  labels  " 
are  entitled  to  registry  under  the  section  of  statute  above  quoted.  Let 
the  inquiry  be  made  at  this  point  what  the  probable  purpose  of  the 
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80  called  <^ Label  act"  above  qnpted  is.  It  is  believed  to  be  to  relegate 
to  the  Patent  Office  aU  regifittry  in  tbe  general  natore  of,  or  akin  to, 
copyright  of  things  which  are  mere  acfj-nncts  or  apportenances  of  arti- 
cles of  trade  and  to  leave  to  the  Librarian  of  Congress  the  registry  of 
things  whose  value  in  exchange  resides  in  themselves;  bat  the  stand- 
ard of  excellence  required  in  order  to  entitle  to  registry  at  all  was  not 
changed.  In  any  case  some  spark  of  intellectual  creation  must  be 
present,  a  proposition  discussed  in  ex  parte  Palmer j  (0.  D.,  1802,  6; 
58  O.  G.,  383.)  The  fact  that  the  thing  registered  in  the  Patent  Office 
is  a  mere  ai^nnct  of  an  article  of  trade  does  not  prevent  it  firom  sub- 
serving the  constitutional  purpose.  Literature  (as  distinguished  ftom 
scientific  writings)  and  fine  arts  (as  distinguished  from  useftil  arts) 
seem  to  be  accepted  as  within  the  constitutional  purview,  although  it 
requires  a  liberal  construction  to  bring  it  about  that  they  '<  promote 
the  progress  of  science  and  useful  arts."  Premising  that  the  fine  arts 
are  within  the  constitutional  purview,  then  if  a  lithograph  upon  the 
walls  of  a  room  is  something  which  may  ^<  promote  the  progress  of 
science  and  usefhl  arts"  it  does  not  cease  so  to  do  by  being  affixed  to 
a  box  of  goods. 

The  objection  is  sometimes  heard  that  the  so  called  ^^ Label  act"  says 
that- 

no  prints  or  labeLs  designed  to  be  vsed  in  any  other  artieles  of  nuuiaflMstare  shall 
be  entered  under  the  eopyrigbt  law. 

What  then  t  The  Oonstitution  does  not  say  that  the  protection  given 
shall  .be  caUed  ^<  copyright,"  or  ^'  patent,"  or  by  any  other  specific  name; 
and  if  the  so-called  <*Lab€il  act"  be  warranted  by  the  Constitution,  and 
it  be  not  a  part  of  the  copyright  law,  a  practical  consequence  may  be 
that  no  remedy  is  provided  for  infringement;  but  Congress  may  note 
the  omission  and  supply  it. 

But  matters  may  not  be  so  bad  as  that.  Until  the  Supreme  Court 
says  otherwise,  the  label  law  is,  for  the  Patent  Office,  constitutional. 
The  teachings  of  that  Court  in  Higgins  v.  Keuffel  (C.  D.,  1891, 403;  65 
O.  0.9  H39;  140  U.  B.,  428)  tend  to  the  inference  that  the  label  law 
is  a  past  of  the  copyright  law.  The  clause  in  the  label  law  which  says 
that— 

no  prints  or  Ubels  designed  to  be  need  for  anj  other  articles  of  mannfiMstore  shall 
be  entered  under  tbe  eopyrlybt  law 

must  be  read  in  the  light  of  the  fiactthat  the  copyright  law  then 
existed  elsewhere  in  the  statutes,  and  that  this  phrase  intended  to  make 
direcit  reference  thereto.  It  is  to  be  read  remembering  that  it  also 
says— 

the  CommissUmer  of  Patents  is  bereby  obarged  with  the  snpenrlsion  and  control  of 
the  ontry  or  registry  of  sacb  prints  or  labels,  in  oot^ormit^  with  ike  re§iUaUon$  pre^ 
vided  6y  I«t9  «•  to  eopifrigki, 

which  the  courts  may  hold  attaches  the  label  law  to  the  copyright 
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lav,  and  in  that  case  it  will  not  be  a  matter  of  violence  for  the  courts 
to  also  hold  that  the  clanse— 

so  prints  or  labels  designed  to  be  used  for  any  otUer  articles  of  inanafsctiire  shall 
be  entered  nnder  the  copyright  law 

IB  oomniensurate  in  meaiilDg  with — 

BO  prints  or  labels  designed  to  be  used  for  any  other  articles  of  manufacture  RhaU 
be  entered  at  provide  in  the  copyright  law; 

and  if  that  be  done  the  objection  under  discussion  practically  disap- 
pears. 

Now  does  the  device  sought  to  be  registered  come  fairly  into  the  cat- 
egory of  "  prints  •  •  •  designed  to  be  used  for  any  other  articles 
of  manufacturer  If  '^printSy''  as  distinguished  iVom  .^^labels,"  are  to 
be  recognized  at  all  under  the  so-called  <^  Label  law,"  and  it  is  thought 
that  the  affirmative  of  that  question  has  been  reasonably  demonstrated, 
then  the  device  now  sought  to  be  registered  seems  to  come  fairly  within 
the  meaning  of  the  word  <<  print,"  and  it  is  clear  that  it  is  one  of  those 
<<mere  adjuncts  or  appurtenances  of  articles  of  trade,"  the  registry  of 
which  is  relegated  to  the  Patent  Office  by  the  so-called  <<  Label  law." 
That  it  possesses  a  sufficiency  of  novelty  and  intellectual  creation  has 
not  been  questioned. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Ex  PARTE  Oeoss. 

Decided  Xovemher  B5, 1808, 

82  O.  a,  1205. 

Ahticipation— Kkt-Fastrnrr  . 

"A  Iroy-fastener  made  of  a  single  piece  of  light  wire  and  provided  with  a  bent 
hook  and  adapted  to  take  orer  the  knob-spindle  and  a  flattened  nnyieUling 
abank  adapted  to  or  inserted  through  the  bow  of  the  key,''  etc.,  Held  anticipated 
Vy  a  key-fastener  consisting  of  a  piece  of  round  wire  bent  to  siphon  shape, 
the  short  leg  hooked  over  the  knob  shaft,  and  the  long  leg  projecting  down 
tliroagh  the  key's  eye. 

Appsal  from  Examiners  in-Chief. 

KBToPAirrEll  KK. 

Application  of  Elam  A.  Gross  filed  September  8, 1801,  No.  405,085. 
JfetfTf •  0.  A.  Snow  dk  Co.  for  the  applicant, 

BdfONBS,  Commissi4mer: 

This  is  an  appeal  firom  the  decision  of  the  Examiners-in-Chicf  deny- 
ing patentable  novelty  to  the  constmction  covered  by  the  following 
claim: 

A  key-fsstener  made  of  a  single  piece  of  Ught  wire  and  provided  with  a  bent  hook 
and  adj^ted  to  take  OTor  the  knob-spindle  and  a  flattened  unyielding  shank  adapted 
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to  be  inwrted  through  the  bow  of  the  key  and  fill  the  entire  space  therein  and  have 
the  o<lges  thereof  in  line  with  the  disposition  of  said  hook  end  and  at  right  angles  to 
the  disposition  of  the  keyhole  and  contacting  with  the  edges  of  the  bow,  so  that  a 
tendeney  to  tnm  the  key  is  withstood  without  bending  or  yielding  on  the  part  of 
the  shank,  substantially  as  set  forth. 

One  of  the  references  is  a  patent  to  H.  8.  Wilcox  for  lock-fasteners, 
Ko.  4t^jU7j  dated  Jane  14, 1864.  Wilcox  nses  a  piece  of  round  wire 
bent  into  the  shape  of  a  siphon  with  one  short  leg  and  one  long  one. 
The  short  leg  is  hooked  over  the  knob-shaft  and  the  long  leg  projects 
downward  through  the  eye  of  the  key.  Flatten  this  long  leg  so  that 
the  flattened  part  lies  in  the  same  plane  with  the  two  bent  legs  and 
applicant's  improvement  is  produced.  This  flattening  of  the  leg  brings 
about  two  advantages,  in  that  it  strengthens  the  long  leg  against  a 
twisting  action  applied  to  the  key,  and  also  in  that  it  prevents  the  key 
ttom  being  rotated  to  the  degree  which  was  i>ossible  before;  but  neither 
of  these  improvements  is  of  a  non-obvious  nature,  either  in  the  means 
used  or  the  result  attained.  The  object  is  obvious  and  the  means  used 
are  obvious. 

The  decision  of  the  Examiners-in-Ohief  is  affirmed. 


Ex  PABTB  Walter. 

Decided  Deeembtr  17,  1S92. 

62  O.  G.,  1206. 
Dbsigk  Patrmt. 

In  an  application  for  design  patent  the  question  whether  its  ntility  Trjurants 
the  granting  of  the  patent  is  a  question  of  merit  and  not  snbject  luatter  for 
interlocutory  appeaL 

On  Pbtition. 

niBIOH  lOB  AH  BVYILOn  VOB  TIOKBTS. 

Application  of  Maurice  0.  Walter  filed  July  5,  l£92y  Ko.  439,081. 

Mr.  Oeorge  M.  Loekfcood  for  the  applicant. 

SiMONDS,  Commigiioner : 

This  is  a  petition  requesting  that  the  Examiner  in  charge  of  the 
application,  which  is  for  a  patent  for  a  design,  be  advised  as  follows: 

1.  That  under  section  4929,  Sevised  Statutes,  it  is  not  necessary  that  a  design  he 
described  with  reference  to  both  shape  and  ornamentation. 

2.  That  applicant  has  sufficiently  described  bis  design  with  reference  to  both 
ahape  and  ornamentation,  and  that  further  description  of  the  same  be  not  insistod 
upon. 

8.  That  if  applicant  is  the  first  to  place  the  described  ornamentation  upon  the 
enlarged  flap  of  an  envelope  for  a  utilitarian  purpose  the  resulting  design  is  a  new 
and  original  one. 
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The  appeal  is  an  interlocutory  appeal.  It  will  be  observed  that  the 
third  of  these  requests  reaches  to  the  merits  of  the  application.  The 
reoord  shows  the  applicant  prosecuting  his  application  to  a  final  rejec- 
turn  npon  the  merits,  knowing  meanwhile  the  objections  as  to  form  and 
arguing  with  reference  to  them.  It  is  now  too  late  to  have  these  ques- 
tions of  form  reviewed  npon  an  interlocutory  appeal. 

The  petition  is  denied. 


BnxTNaoEB  v.  Smith. 

Decided  September  IS,  189S. 
62  O.  O.,  1511. 

1.  IXTSRTSRKNCB— EtIDBKCX. 

Certain  evidence  introduced  by  a  party  to  an  interference  to  fix  bis  time  of 
conception  and  to  identify  his  invention  as  that  called  for  by  the  interference 
iaene,  examined,  andlfeM  inanfllcient  for  the  latter  parpoae. 

2.  Reductiom  to  PRAcncE— Reasonable  Diligrkce— What  u  Not. 

Where  a  party  to  an  interference  claimed  to  have  had  a  conception  of  the 
invention  in  controversy  on  or  abont  April  1,  18S7,  and  to  have  made  variona 
Bketehea  and  discloenres  of  it  between  that  date  and  March  7, 1889,  when  he  filed 
an  application  for  patent,  and  where  it  appears  that  he  took  no  other  step  toward 
developing  the  invention  during  that  interval,  although  he  knew  the  great  valne 
of  the  invention,  waa  an  experienced  inventor,  and  meanwhile  filed  at  least  two 
other  applications  for  patents,  Held  his  delay  to  either  actnaUy  or  constructively 
rednee  to  practice  in  this  interval  was  not  the  exercise  of  reasonable  diligence. 

Appbal  from  Examiners-in-Ohief. 

AST  OP  DIOBSHNO  PAPEB-PITLP. 

Applications  Nos.  349,621,  349,022,  and  349,623  of  Hennann  Brnngger 
filed  April  26, 1890^  application  Ko.  302,277  of  Sidney  Smith  filed  Marcli 
7,1889. 

Meurg.  Fhilippy  Munson  &  Phelps  for  Brnngger. 
Mr.  E.  A.  Sprague  for  Smith. 

SlHOin>s,  CommUswner : 

This  is  an  appeal  taken  by  Smith  from  the  decision  of  the  Board  of 

Examiners-in-Ghief  awarding  priority  of  invention  to  Brnngger  upon 

the  following  interference  issues: 

•  •••••• 

The  decision  of  the  Examiner  of  Interferences  was  in  favor  of  Brnng- 
ger. The  decision  of  the  Board  is  also  in  his  favor,  with  one  of  the 
Examiners-in-Chief  dissenting. 

Brnngger  is  a  foreigner.  He  (joined  with  another  applicant  by  mis- 
take) filed  an  application  iu  this  Office  November  1, 1888,  disclosing 
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tbe  iniprovemeut  in  controversy,  and  a  Freucli  patent  issued  for  liis 
invention  November  30, 1888. 

Smith  claims  to  have  bad  a  conception  of  the  invention  on  or  about 
the  Ist  day  of  April,  1887,  and  to  have  made  varions  sketches  and  dis- 
closures of  it  between  that  date  and  the  7th  of  March,  1889,  when  he 
filed  his  application  in  controversy;  but  he  took  no  other  step  toward 
developing  the  invention  during  that  interval.  The  Examiner  of  Inter- 
ferences and  the  three  members  of  the  Board  agree  in  the  finding  that 
Smith  had  the  conception  and  made  the  disclosures  substantially  as 
claimed;  but  all,  with  the  exception  of  the  dissenting  Examiner-in- 
Ohief,  find  that  he  was  not  duly  diligent  in  reducing  to  practice. 

Smith's  claim  to  have  had  the  conception  of  the  invention  and  to 
have  made  a  disclosure  thereof  prior  to  the  filing  of  Brungger's  appli- 
cation of  November  1, 1888,  rests  on  certain  testimony  which  it  is  proper 
to  examine  somewhat  in  detail. 

Edward  R.  Tinker  is  one  of  the  witnesses  whose  testimony  is  relied 
upon  by  Smith  in  this  record,  and  the  following  is  question  7  put  to 
Tinker,  with  the  objection  thereto: 

Q.  7,  Did  Sidney  Smith  eyer  explain  to  yon  the  featnreB  of  a  bisnlphite  digester 
for  making  wood  into  paper-pulp  hj  means  of  an  acid  liqaor  and  heat^  said  heat 
being  applied  to  the  outside  of  the  digester,  while  the  aeid  liquor  and  wood  are  on 
tlie  inside,  the  process  forming  an  insoluble  lining  on  the  inside  of  the  digester  by  a 
deposit  of  lime  from  the  decomposition  of  the  aoid  liquor  t 

(Objected  to  as  incompetent  and  leading.) 

The  objection  that  the  question  is  leading  is  sustained.  With  this 
question  and  its  answer  eliminated  from  the  record  Tinker  gives  no 
testimony  that  assists  Smith  materially. 

Another  witness  relied  upon  by  Smith  in  this  regard  is  William  J. 
Govill.  The  following  is  question  6  put  to  Covill,  with  the  objection 
thereto: 

Q.  6.  Can  you  fix  the  time  of  that  conversation  or  other  conversations  that  you 
had  with  Sidney  Smith  wherein  he  explained  to  you  the  process  of  lining  digesters 
by  the  action  of  a  sulphite  liquor,  as  stated  in  your  last  answer? 

(Same  objection  as  to  Q.  S.) 

IS^either  counsel  nor  witness  had  mentioned  <^ sulphite  liquor"  at  the 
time  this  question  was  put,  and  the  objection  that  the  question  is  sug- 
gestive and  leading  is  sustained.  With  this  question  and  answer 
eliminated  from  the  record  Govill's  testimony  does  not  materially  assist 
Smith. 

Edward  Boward  is  another  witness  relied  upon  by  Smith  in  this 
regard.  The  foUowing  is  question  3  put  to  Howard,  with  the  objection 
thereto: 

Q.  8.  Did  Sidney  Smith  ever  explain  or  disclose  to  you  a  design  of  a  wood-pulp 
digester  to  be  heated  by  the  direct  products  of  combustion,  together  with  a  process 
of  lining  the  interior  surface  of  the  samef  And,  if  so,  please  give  the  date  or  dates 
of  such  explanation  or  explauations,  disclosure  or  disclosures,  the  language  as  near 
as  you  can  remember  used  by  him  in  describing  said  digester  and  pTocess  of  Uniiig, 
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and  the  eircttmBtenees  oonnectod  therewith  which  enabled  yoa  to  fix  the  date  or 


(Objeeted  to  as  inoompetent  and  grosaly  leading  and  tuggeetive.) 

The  objection  is  sostained.  Willi  this  qaestion  and  answer  out  of 
the  record  Howard's  testimony  does  not  assist  Smith  materially. 

George  S.  Bamnm  is  another  witness  relied  upon  by  Smith  in  this 
rei^ard.  The  following  are  question  10  and  redirect  question  1  put  to 
fiamum,  with  their  answers: 

Q.  10.  How  did  yon  nnderstand  that  the  lining  was  to  be  formed  on  the  inner  but- 
&ee  of  the  boQert 

A.  I  nndentood  that  the  stnff  or  the  acid  that  waa  in  the  digester  created  alining 
on  the  inside  of  it  by  transmitting  heat  to  the  enter  snrface  of  the  digester. 

S.-I>.  Q.  1.  In  yonr  eroes-examination,  in  answer  to  question  66,  yon  testified  that 
yoa  ooold  not  detail  the  salient  points  of  the  snbject-matters  involved  in  this  inter- 
ferenee.  Can  yon  state  in  general  terms  what  kind  of  acid  Uqnor  Mr.  Smith  pro- 
posed to  use  in  his  new  digestert  State  as  near  as  yon  can  what  yon  understood 
fiom  Sidney  Smith  at  the  time  he  first  explained  his  said  invention  to  yon. 

A.  I  miderstood  that  the  liqnor  that  he  was  going  to  nse  in  his  digesters  was  the 
same  tliU  is  now  need  in  dissolring  the  wood  pnlp  that  they  pnt  in  the  digesters. 

These  answers  do  not  bring  out  the  essential  points  of  the  improve- 
menty  and  aside  fiom  these  questions  and  answers  Bamnm's  testimony 
does  not  materially  assist  Smith. 

John  M.  Crocker  is  another  witness  relied  upon  by  Smith  in  this 
regard.  The  following  are  question  4,  cross-interrogatory  23,  cross- 
interrogatory  36,  and  cross-interrpgatory  40  put  to  this  witness,  with 
their  answers: 

Q.  4.  Did  Sidney  Smith  ever  disclose  or  explain  to  yon  a  design  of  a  wood-pnlp 
digester  with  a  method  of  lining  the  interior  surface  thereof  t  And,  if  so,  please  state 
when,  where,  and  under  what  eircumstanbes.  he  made  such  disclosure  or  explana- 
tion, and,  as  near  as  you  can  remember,  the  language  used  in  describing  the  same. 

A.  He  described  a  wood-pulp  digester  to  me  in  Hay,  1887,  when  he  was  being 
treated  by  me  at  my  office  in  Cambridge.  As  I  remember,  his  process  differed  from 
the  ordinary  process  by  applying  the  heat  to  the  ontside  of  the  sheU  of  the  digester, 
by  which  he  claimed  that  a  deposit  of  mono-sulphite  of  calcium  was  deposited  as 
an  insoluble  ooating  upon  the  interior  of  the  shell.  He  told  me  that  the  usual  proo- 
eas  was  by  heating  the  liqnor  on  the  inside,  and  that  his  method  differed  ttom  the 
ordinary  method  by  applying  the  heat  externally. 

Crosa-int.  23.  Hare  yon  read  any  papers  or  had  read  to  you  any  papers  relating  to 
any  of  the  matters  yon  haye  testified  about  t 

A.  IhaTO. 

Crosa-int.  96.  Now,  what  did  he  hare  you  read  that  Ibrt 

A.  To  refresh  my  mind  in  relation  to  this  prooess. 

Cross  int.  40.  Your  recollection  was  a  little  dim  about  the  first  description  at  this 
time,  wasn't  it,  and  wasn't  as  ftesh  aa  after  you  had  read  the  paper? 

A.  Well,  no;  it  wasn't  as  fresh  as  after  I  read  the  paper. 

The  specific  mention  of  << mono-sulphite  of  calcium  ""so  early  in  the 
history  of  the  improvement  (answer  to  questTon  4J  strikes  one  with 
surprise,  and  the  fact  that  the  witness  is  a  physician  possessing,  pre- 
sumably, a  knowledge  of  chemistry,  coupled  with  the  fkct  that  he  had 
Just  read  a  paper  describiog  the  improvement  in  controversy,  crsalea 
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the  saspiciou  that  he  nucousciously  imports  his  later  knowledge  into 
the  early  disclosure. 

In  addition  to  these  witnesses  Smith  produces  certain  sketclies  and 
descriptions  of  the  digesters  made  by  him  in  1887,  of  which  Smith 
Exhibit  No.  3,  dated  October  31, 1887,  is  a  favorable  type.  It  shows 
heat  exteriorly  applied  to  the  digesting- vessel,  and  within  the  circle 
denoting  the  digester  are  the  words  "  No  lead  nor  tile  lining;'^  but  these 
sketches  do  not  bring  out  the  essential  points  of  the  improvement  in 
controversy  with  certainty.  To  say  that  the  digester  was  to  have  no 
lead  or  tile  lining  was  not  to  say  what  the  lining  was  to  be. 

The  foregoing  is  a  r^sum^  of  the  imxK)rtantpart  of  the  testimony  for 
Smith  as  regards  conception  and  disclosure  prior  to  the  filing  of 
Brungger's  application  of  November  1, 1888.  On  the  other  hand,  there 
are  certain  facts  which  militate  against  a  finding  that  Smith  possessed, 
an  effective  conception  of  the  improvement  in  controversy  until  after 
the  date  last  mentioned.  Smith  puts  his  conception  as  the  result  of 
thought  and  mental  processes;  but  such  thinking  was  opposed  to  past 
experience,  and  Brutigger's  improvement  was,  as  a  matter  of  fEict,  an 
accidental  discovery.  Again,  Smith  had  a  son  Clarence,  a  chemist 
educated  at  Harvard  College  and  the  Boston  School  of  Technology, 
who  went  abroad  in  September,  1888,  at  the  behest  of  other  parties  for 
the  express  purpose  of  investigating  digesters  in  Europe.  Naturally 
this  son  would  have  been  the  person  of  all  others  to  whom  Smith  would 
have  communicated  the  improvement;  but  he  does  not  appear  as  a 
witness.    Again,  Smith  was  a  party  to  the  following  contract: 

This  agreement,  made  this  day  between  Henry  L.  Carter,  of  the  city  of  Philadel- 
phia, State  of  Pennsylvania,  and  Sydney  Smith,  Frederick  W.  Smith,  and  Clarence 
W.  Smith,  aU  of  the  city  of  Boston,  State  of  Massachusetts,  parties  of  the  first  part, 
and  the  Susquehanna  Water  Power  and  Paper  Company,  situated  in  Harford 
eounty,  in  the  State  of  Maryland,  and  the  York  Haven  Paper  Company,  situated  in 
York  county,  State  of  Pennsylvania,  parties  of  the  second  part,  witnesseth: 

That  the  said  parties  of  the  first  part,  having  made  a  certain  agreement  between 
themselves,  which  they  do  by  these  presents  ratify  and  confirm,  to  wit,  that  such 
knowledge  as  they  now  possess  or  may  hereafter  acquire  which  is  or  may  be  valua- 
ble in  the  manufacture  of  pulp  or  paper,  either  or  both,  by  the  ''  sulphite  process," 
so  called,  or  by  any  kindred  process  or  processes  by  whatever  name  designated; 
and  further  that  all  mechanical  devices  valuable  either  as  secrets  or  inventions, 
either  patented  or  otherwise,  which  are  or  can  be  applied  to  the  business  aforesaid, 
shall  be  considered  their  common  property,  and  are  to  be  used  and  owned  for  their 
•ole  benefit  and  profit,  share  and  share  alike,  except  as  hereinafter  otherwise 
provided. 

For  and  in  consideration  of  the  sum  of  one  dollar  and  other  valuable  considera- 
tions paid  by  the  parties  of  the  second  part  to  tho  parties  of  the  first  part,  it  is 
further  agreed  that  the  parties  of  the  second  part  shall  have  the  right  and  privilege 
to  avail  themselves,  respectively,  at  any  fVituro  time  of  all  the  knowledge  possessed 
by  the  parties  of  the  first  part  in  reference  to  the  manufacture  of  pulp  or  paper  by 
the  sulphite  process  or  any  kindred  process  or  processes,  and  shall  have  the  privi- 
lege of  using  any  mechanical  devices,  either  patented  or  otherwise,  which  are  or  can 
be  applied  to  the  buniness  aioresaid  and  which  may  be  known  or  possessed  by  the 
parties  of  thm  first  part;  and  they,  the  parties  of  the  second  part,  may  make  addi- 
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tioos  to  their  respectire  planta  by  erecting  any  building  or  buildings  on  the  premiuet 
now  owned  by  them  at  York  Hnven,  and  near  Conowingo,  for  the  purpose  of  ntil- 
iiing  and  patting  into  practice  the  devices,  secrets,  knowledge,  appliances,  inyen- 
tioos.  etc.,  poeeessed  by  the  parties  of  the  first  part  as  previously  herein  mentioned. 
It  is  farther  agreed  that  the  parties  of  the  first  part  or  any  person  or  persons  whom  they 
niay  designate  shall  at  all  times  have  the  privilege  of  entering  the  premises  of  the 
parties  of  the  seeond  part  withont  any  restraint  to  inspect  their  plants  and  works, 
the  object  of  thia  being  that  the  said  parties  of  the  first  part  may  avail  themselves 
of  any  and  all  aseftil  information  for  their  own  advantage  and  profit;  and  the  par- 
ties of  the  second  part  do  hereby  farther  agree  to  reveal  and  disclose  to  the  parties 
of  the  first  part  all  secrets,  devices,  knowledge,  appliances,  or  iuveutiops  relative  to 
the  solphite  or  any  other  kindred  process  of  which  they  may  be  possessed;  in  like 
maimer  aa  is  provided  above  for  similar  revelations  and  disclosures  by  the  party  of 
the  first  part  to  the  party  of  the  second  part. 

It  is  farther  agr^bd  that  the  party  of  tiie  second  part  shall  forfeit  their  rights  and 
prtvOegea  aa  above  specified  shoold  they  neglect  commencing  operations  looking  to 
the  developing  of  the  sulphite  or  other  kindred  process  or  processes  within  eighteen 
Bontha  fh>m  this  date. 

This  ooutraot  calls,  practically,  for  a  commanicatioii  by  Smith  to  the 
otiier  fiarties  to  the  contract  of  this  improyemeut  in  controversy;  bat 
there  does  not  appear  to  have  been  any  such  communication. 

Still  again,  Smith  is  an  experienced  inventor  and  patentee,  and 
made  at  least  two  other  applications  for  patents  between  April  1, 1887, 
and  the  date  of  the  filing  of  his  application  in  controversy,  with  no 
adequate  explanation  of  why  he  did  not  meanwhile  apply  for  a  patent 
for  tliis  improvement 

Still  again,  Smith,  as  a  maker  of  boiler-settings,  was  in  constant 
contact  all  this  time  with  manufiicturers  of  paper-pulp  from  wood.  He 
knew  the  great  value  of  the  improvement.  The  market  stood  ready  to 
his  hand,  and  he  knew  it,  but  made  no  sign. 

Yet  again,  at  the  time  Smith  filed  the  application  for  patent  in  con- 
troversy he  had  never  tried  this  improvement  in  actual  practice;  but 
in  that  application  he  specified  details  of  proce«iure  which  could  only 
be  known  by  actual  use  and  trial. 

l%e  son,  Clarence,  went  abroad  in  September,  1888,  under  the  fol- 
lowing contract: 

lliiB  agreement,  made  this  day  between  the  Susqnohanna  Water  Power  and  Paper 
Cosapany,  of  Harford  county ,  State  of  Maryland,  and  tho  York  Haven  Paper  Com- 
pany, of  York  county,  State  of  Pennsylvania,  parties  of  the  first  part,  and  Clarence 
W.  Smith,  of  the  city  of  Boston,  State  of  MassachuBctts,  party  of  the  second  part, 
vitneaaeth: 

Thai  the  parties  of  the  flrs^part,  desiring  the  services  of  the  party  of  the  second 
psrt,  hereby  agree  to  employ  him  for  one  year  from  this  date  at  a  salary  of  fifteen 
hundred  dollars  peraanum;  to  send  him  to  Europe,  defraying  all  the  expenses  of  the 
trip,  fumiah  him  with  suitable  apartments  and  his  board  at  York  Haven,  Pennsyl- 
Tunia;  equip  a  suitable  room  or  rooms  with  chemical  and  mechanical  apparatus 
suitable  for  the  investigation  of  any  and  all  processes  for  tho  manufacture  of  pulp 
or  paper,  or  both;  but  in  no  case  at  any  time  shall  the  party  of  the  second  part  be 
required  to  remain  at  York  Haven  or  elsewhere  to  the  prejudice  of  his  health,  and 
»•  ehaage  of  hia  location  for  such  cause  shall  change  his  rights  or  cmolanients  as 
» and  prorlded  for  in  this  instrument.  ^' 
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The  party  of  the  second  part  figreee  to  use  hia  beat  eiforta  and  devote  Ua  eneigiea 
in  seiring  the  partiea  of  the  first  part  and  their  intereata  with  a  view  of  derelopini^ 
the  sulphite  or  any  kindred  process  or  proceaaea,  so  that  they  may  adopt  and  make 
tall  nse  of  his  lesearehea,  discoyeries,  inrentions,  or  patenta,  as  ia  specified  in  ft 
certain  written  agreement  bearing  even  date  with  thia,  between  the  aforeaaid  com- 
panies and  H.  L.  Carter,  Sydney  Smith,  Frederick  W.  Smith,  and  Claranoe  W. 
Smith.  In  view  of  the  moderate  aalary  above  mentioned  the  party  of  the  second 
part  wUl  not  be  required  by  the  partiea  of  the  firat  part  to  devote  all  hia  time  to 
them;  and  ftirther,  they  agree  hereby  to  defray  all  hia  ezpenaea  while  serving  their 
interests. 

While  abroad  with  Henry  L.  Garter,  Clarence  W.  Smith  saw  Bmng- 
ger's  apparatus  and  process  in  regolar  and  daily  use.  He  retamed  to 
this  country  in  December,  1888,  and  meanwhile  had  written  letters 
vto  his  fiftther,  which  are  not  in  evidence. 

The  present  trfer's  finding  apon  the  point  now  under  oonsideration 
is  that  Smith  had  and  disclosed  to  others  before  Bmngger  made  the 
application  of  November  1, 1888,  the  idea  of  giving  digesters  a  con- 
tinnoas  coat  to  efiectively  resist  the  acid  liquor  used  therein,  and  the 
means  to  be  used  which  he  had  in  mind  and  which  he  disclosed  may 
have  been  those  comprehended  by  the  terms  of  the  interference  issue; 
but  that  identity  is  not  proved  with  satisfitctory  certainty.  Even 
receiving  and  giving  fuU  eflfect  to  the  testimony  rejected  as  evoked  l^ 
leading  questions,  known  fiicts  militate  so  strongly  against  the  posses-^ 
sion  of  an  efifective  conception  of  the  improvement  by  Smith  at  the  time 
in  question  as  to  warrant  a  well-grounded  suspicion  that  the  witnesses 
unconsciously  supply  the  link  to  connect  the  original  general  idea  with 
the  later  specific  accomplishment.  And  when  Smith  received  flram  his 
son  Clarence,  as  he  unquestionably  must  have  done,  the  detafls  of 
Brungger's  digester,  they  doubtless  seemed  to  him  simply  the  practi- 
cal carrying  out  of  his  own  ideas,  of  which  he  had  the  right  to  avail 
himselfl  But  if  it  be  conceded  that  Smith  had  a  conception  of  the 
improvement  in  controversy  in  April,  1887,  his  delay  to  either  actually 
or  constructively  reduce  to  practice  until  he  applied  for  a  patent, 
March  7, 1889,  was,  not,  under  the  circumstances,  the  exercise  of  rea- 
sonable diligence. 

The  decision  of  the  £zaminers-in-Chief  is  affirmed. 


Bbunogeb  v.  Bmith. 

Decided  Fehruary  8, 1893, 

62  O.  O.,  1513. 

TssTiMOHT— Weight  and  Constbuction  of. 

TeBtiroony  mast  be  conttnied  with  reference  to  ''the  ordinary  Iswe  that 
govern  lioman  condact/'  (Quoting  and  disonseing  AilantU  Wwk9  r,  Bradg, 
CD.,  1883, 314;  23  0.0.,  1330;  107U.8.,193,and  Te2vA<iMCafM,G.D.,1888^S21} 
48  O.  O.,  877;  126  U.  S..  1.)  ^y 
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2.  ABA2n>o3CMKXT— Two  Years'  Limitation  Refbrs  to  Complbtbd  Inybntion. 
The  two  yeaxB  withiu  which  the  law  requires  an  inventor  to  act  if  he  would 
sftTe  his  invention  from  abandouuicnt  relate  to  a  completed  Invention  ftnd  haT% 
no  reference  to  the  conception  and  matoring  of  the  invention. 

If onoN  for  lehearing. 

ixr  cp  Dionmo  fjlpeb-pulp. 

Applications  of  Hennaim  firangger  filed  April  26, 1890,  Koe.  349,622 
and  349,623;  application  of  Sidney  Smith  filed  March  7, 18d9. 

Meur9.  Pkil^y  Mun$an  di  Pkelpi  for  firangger. 
Mr.  B.  A.  8pragu0  for  Smith. 

SncoiiDSy  Oommu^ioner: 

This  is  a  motion  for  a  rehearing  of  the  above-entitled  case,  wherein 
decision  was  rendered  September  13, 1892. 

It  was  not  questioned  that  firangger,  who  was  a  foreigner,  made  a 
saiBcient  disclosnre  of  the  improvement  in  controversy  in  this  coontry 
in  November,  1888.  Aside  from  the  question  of  abandonment,  hewin* 
after  considered,  the  important  question  is  whether  Smith  suffldentiy 
proves  a  knowledge  by  him  of  the  invention  in  controversy  previous 
to  the  disclosure  which  firungger  made  in  November,  1888. '  As  was 
laid  in  the  former  decision— 

there  aie  certain  fiftota  which  milltata  agaiiiat  a  finding  that  Smith  poeacMed  aa 
effeetlTe  conception  of  the  improvement  in  eontroveiay  nntil  after  the  date  laat 
mantioned. 

These  are: 

Firai.  Smith  pnta  hJa  ejnoeption  aa  the  zeanlt  of  thought  and  mental  proceasea; 
hat  each  thinking  waa  oppoaed  to  paat  ezpcrience,  and  Brupgger'a  improvement 
waa,  aa  a  matter  of  ftot>  an  accidental  diacovery. 

AH  past  experience  had  taught  that  bisulphite  liquor  would  imme- 
diately attack  the  iron  shell  of  the  digester- vessel  upon  coining  in  con- 
tact therewith,  and  there  was  nothing  in  this  experience  to  lead  a  man 
to  suspect  that  he  could  make  that  very  bisulphite  liquor  Aimish  a  good 
and  effective  lining  for  the  digester-vessel.  Smith  says  that  the  thing 
was  taught  by  the  common  deposition  of  lime  in  a  tea-kettle.  Not  at  alL 
Water — such  as  housewives  use  in  tea-ketties— is  not  the  same  thing 
as  the  bisulphite  liquor. 

Seoond*  Smith  had  a  aon  Clarence,  a  chemist,  educated  at  Harvard  CoUege  and 
the  Beaton  School  of  Technology,  who  went  ahroad  in  Septemher,  1888,  at  the  heheat 
of  other  parties  for  t he  express  purpose  of  investigating  digesters  in  Europe.  Natur- 
aUy  this  son  would  have  been  the  person  of  all  others  to  whom  Smith  would  hava 
rommnnicatod  the  improvement;  but  he  does  not  appear  as  a  witness. 

Moreover,  it  was  Smith's  duty  to  have  communicated  the  improve- 
ment in  controversy  to  his  son,  if  he  had  himself  possessed  it,  under 
the  contract,  a  part  of  wliich  is  soon  to  be  quoted. 
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Third.  Smith  was  a  party  in  a  contract,  a  part  of  which  ia  as  follows: 
''This  agreement  made  this  day  between  Henry  L.  Carter  of  the  city  of  Phila- 
delphia, State  of  Pennsylvania,  and  Sydney  Smith,  Frederick  W.  Smith,  and  Clar  • 
ence  W.  Smith,  all  of  the  city  of  Boston,  State  of  Massachusetts,  parties  of  the  first 
part,  and  the  Susquehanna  Water  Power  and  Paper  Company,  situated  in  Harfortl 
County,  in  the  State  of  Maryland,  and  the  York  HaTen  Paper  Company,  situated 
in  York  County,  State  of  FennaylTania,  parties  of  the  second  part,  witnesseth: 

^'That  the  said  parties  of  the  first  part,  having  made  a  oeitain  agreement  between 
themselves,  which  they  do  by  these  presents  ratify  and  confirm,  to  wit:  That  such 
knowledge  as  they  now  possess  or  may  hereafter  acquire  which  is  ormay  be  Taloable 
in  the  manufacture  of  pulp  or  paper,  either  or  both,  by  the  'sulphite  process,'  so 
called,  or  by  any  kindred  process  or  processes  by  whatever  name  designated ;  and 
fhrther  that  all  mechanical  devices  valuable  either  as  secrets  or  inventions,  either 
patented  or  otherwise,  which  are  or  can  be  applied  to  the  business  aforesaid,  shall 
be  considered  their  common  property,  and  are  to  be  used  and  owned  for  their  sole 
benefit  and  profit,  share  and  share  alike,  except  as  is  hereinafter  otherwise  provided." 

Under  that  contract  it  was  Smitb'B  duty  to  commanicate  the  improve- 
ment  in  controversy,  if  he  had  possessed  it,  to  Henry  L.  Oarter  and 
the  others  named;  but  he  did  not,  and  he  naturally  would  have  done 
so,  because  at  the  time  the  contract  was  executed  there  was  evidently 
a  friendly  relation  between  all  the  parties;  biit  Smith  did  not  commu- 
nicate it.  Carter  says  he  did  not.  Smith  says  he  did.  But  Garter, 
when  he  saw  Brunggei's  invention  abroad,  quickly  contracted  to  pay 
$5,000  for  a  license  for  a  ten  ton  plant— a  thing  he  would  never  in 
reason  have  done  if  under  the  contract  quoted  he  was  personally 
entitled  to  own  a  fourth  part  of  the  whole  thing. 

Fourth.  Smith  is  an  experienced  inventor  and  pat^^ntee,  and  made  at  least  two 
other  applications  for  patents  between  April  1,  1887,  and  the  date  of  the  filing  of 
his  application  in  controversy,  with  no  adequate  explanation  of  why  he  did  not 
meanwhile  apply  for  a  patent  for  this  improvement. 

Fifth.  Smith,  as  a  maker  of  boiler-settings,  was  in  conKinnt  contact  all  this  time 
with  manufacturers  of  paper-pnlp  from  wood,  lie  knew  the  great  value  of  the 
improvement.  The  market  stood  ready  to  his  band,  and  he  knew  it,  bnt  made  no 
sign. 

It  is  urged  that  the  expense  of  building  a  digesting  apparatus  to 
practically  use  this  improvement  was  too  great  for  Smith  to  undertake. 
It  is  easily  to  be  seen  that  for  an  expense  not  exceeding  one  hundred 
dollars  a  practical  experiment  could  have  been  tried  which  would  have 
demonstrated  whether  or  not  the  improvement  would  work. 

Sixth.  At  the  time  that  Smith  filed  the  application  for  patent  in  controversy  he 
had  never  tried  this  improvement  in  actual  practice;  but  In  that  application  he 
specified  details  of  procedure  which  could  only  bo  known  by  actual  use  and  trial. 

This  is  a  fact  that  shows  that  Smith  appropriated  as  a  part  of  his 
application  details  which  had  been  worked  out  by  somebody  else. 

Smith  points  to  the  testimony  of  Edward  li.  Tinker,  William  J.. 
Govill,  Edward  Howard,  George  S.  Barnum,  and  John  M.  Crocker,  and 
incidentally  to  that  of  some  other  witnesses,  and  claims  that  their  testi- 
mony, taken  with  that  of  Smith  himself,  sufficiently  proves  his  ctase.  A 
considerable  part  of  the  testimony  of  these  witnesses  was  duly  objected 
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to  when  taken  aa  leading.  The  objection  was  repe^ited  at  the  first 
beariiT^  of  the  case.  As  to  the  more  imx>ortant  parts  of  that  testimony* 
the  objection  was  snstained,  and  no  good  reason  is  seen  for  varying  the 
decision  formerly  made  apon  that  point.  But  suppose  the  entirety  of 
the  testimony  oflfered  in  Smith's  behalf  be  received  without  diminution. 
It  is  still  insufficient  to  overcome  the  case  which  Smith's  actions  make 
against  him. 

Of  a  contention  simflar  to  that  now  made  by  Smith,  tiie  Supreme 
Court  once  said: 

His  wholo  oondnot  for  months^  m  weU  as  his  totftl  silence  on  the  enbjeot  of  any 
pfrior  inTention  made  bj  himself  in  an  hia  interoonrae  with  his  aaaociatea  in  the 
eontract  with  the  GoTernment  offloera  in  charge,  and  with  the  anperintendenta  and 
ownen  of  the  foundry  where  the  "  Wiggina  Ferry"  was  fitted  up,  ia  the  atrongest 
poaaible  proof  that  no  Bao)i  invention  as  he  olaima  had  been  projected  by  him.  The 
witneaaea  who  apeak  of  his  oonveraationa  and  sketches  in  December,  1S66,  and  early 
in  1S66,  as  commnnicated  to  them  with  the  utmost  freedom,  with  no  apparent  object 
so  fiff  aa  they  were  concerned,  must  either  be  mistaken  as  to  the  time  or  as  to  the 
dsrieea  deaeribed.  Interested  aa  he  is  in  the  zesolt  of  the  suit,  his  own  testimony 
cannot  be  allowed  to  prevail  against  a  coorse  of  oondact  so  utterly  at  variance  with 
it.  It  niAy  be  tme;  bnt  we  cannot  give  it  effect  against  what  he  himself  did  and 
did  not  do  without  disregarding  the  ordinary  laws  that  govern  human  conduct. 
{Aitmmiie  Wifrk$  v.  Braify,  0.  D.,  1S88,  214;  28  O.  G.,  1830;  107  U.  8.,  102.) 

In  a  later  celebrated  case  where  a  hundred  witnesses  (more  or  less) 
were  produced  to  show  that  Daniel  Drawbaugh  had  done  a  certain 
thingi  the  Supreme  Court  said : 

We  have  not  overlooked  the  depositions  that  have  been  taken  in  such  large  num- 
beia  to  show  that  Drawbaugh  was  successful  with  "  F,''  *'  B/'  "C, "  •'!, ''  and  "  A"^ 
before  "D"  and  "E''  were  made.  They  have  been  studied  with  care,  and  if  they 
contained  all  the  testimony  in  the  case  it  would  be  more  difficult  to  reach  the  con- 
elusion  that  Drawbangh's  claim  was  not  sustained.  But  in  our  opinion  their  effect 
has  boen  completely  overcome  by  the  conduct  of  Drawbaugh,  about  which  there  is 
BO  dispute,  from  the  time  of  his  visit  to  the  Centennial  until  he  was  put  forward  by 
the  promotors  of  the  People's  Company,  nearly  four  years  afterward,  to  contest  the 
elnlms  of  BeU.  He  was  silent  so  far  as  the  general  public  were  concerned,  when,  if 
he  had  reaUy  done  what  these  witnesses  now  think  he  did,  he  would  most  certainly 
have  spoken.  There  is  hardly  a  single  act  of  his  conne^.ted  with  his  present  claim, 
from  the  time  he  heard,  before  going  to  Philadilphia,  that  some  une  else  had 
invented  a  telephone,  which  was  on  exhibition  at  the  Centennial,  that  is  n(»t 
•otirvly  inconsistent  with  the  idea,  even  then,  of  a  complete  OiBCovery  or  invention 
by  hiinaelf  which  could  be  put  to  any  practical  use. 

»  •  •  •  •  «  ft 

We  do  not  doubt  that  Drawbaugh  may  have  concfived  the  idea  that  apcech  could 
b«-  transmitted  to  a  distance  by  means  of  electricity,  and  that  he  was  experimenting 
upon  that  subject;  but  to  hold  that  he  had  discovered  the  art  of  doing  it  before  Bell 
did  would  be  to  construe  testimony  without  reheard  to  "the  ordinary  laws  that 
govern  human  conduct. "  {Aiiantie  Works  v.  Bradg,  C.  D.,  1883,  214 ;  23  O.  G.,  1830; 
107  U.  8.,  192,  203.)  Without  pursuing  the  subject  further  we  decide  that  the 
Drawbaugh  defense  has  not  been  made  out.  (Te/epAoas  Gates,  C.  D.,  1888,  321; 
430.0.,377:  126  U.  8.,  1.) 

Since  the  time  when  the  memory  of  man  rauneth  not  to  the  contrary 
the  world  has  ag^reed  that  <^  actions  speak  loader  than  words."    In 
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these  two  oases  just  oited  the  greatest  Oourt  in  the  world  has  agreed 
to  the  same  propositioiL  Its  soundness  is  not  open  to  dispute.  It  is  a 
proposition  applicable  to  this  case. 

It  is  not  a  qnestion  as  to  whether  Smith  or  his  witnesses  have  told 
willfol  falsehoods.  Their  truthful  intent  is  not  doubted.  It  is  a  ques- 
tion simply  of  the  weight  of  evidence,  remembering  always  the  capacity 
of  the  human  being  for  error  and  mistakes.  As  was  said  in  substauoe 
in  the  former  decision,  it  is  found  that  Smith  did  have  the  idea  in  his 
mind  of  lining  digesting- vessels  with  a  contiouons  coating  in  the  gen- 
eral nature  of  an  enamel,  and  that  he  disclosed  that  idea  to  other 
persons;  but  his  idea  was  of  a  result  which  he  desired  and  not  of 
means  which  he  had  invented.  When  his  son  Clarence  came  back 
from  Europe  and  told  him  of  Brungger's  invention,  Smith,  so  far  as  his 
own  mental  processes  were  concerned,  recogniked  in  that  simply  his 
own  invention,  and  to  that  extent  he  was  self-deceived.  His  witnesses 
are  unable  to  discriminate  between  Smith's  early  communication  to 
them  of  a  desired  result  and  his  later  communication  to  them  of  the 
means  by  which  that  result  was  attained. 

At  the  argument  on  the  motion  for  rehearing  Smith  contended  with 
earnestness  tbat  certain  experiments  he  was  permitted  to  make  at 
Wilmington  after  the  return  of  the  parties  from  Europe  showed  that 
all  the  parties  were  acquiescing  in  Smith's  claim  to  the  improvement 
in  controversy.  Not  at  all.  The  testimony  shows  that  the  Wilming- 
ton experiment  was  for  the  purpose  of  determining  whether  Smith's 
plan  of  using  fire  on  the  exterior  of  a  digester-vessel  was  superior  in 
practice  of  Brungger's  method  of  using  steam  in  that  relation,  and  that 
particular  question  is  not  involved  in  this  controversy. 

As  to  abandonment,  Smith  earnestly  contends  that  the  law  posi- 
tively allowed  him  two  frill  years  fr^m  the  conception  of  the  invention 
wherein  to  mature  it.  It  is  well  settled  that  the  two  years  in  question 
pertain  to-a  eompleted  invention. 

The  motion  for  rehearing  is  denied. 


Ex  PARTE  BiLEY. 

Decided  February  tO,  1893, 

62  O.  G.,  1515. 

Rbhkarino. 

Motion  for  rehenrfng  in  matter  of  protostB  of  Riley  v,  Barnard  doniod  in  view 
of  certain  evidence  herein  qnoted. 

Motion  for  rehearing  in  the  matter  of  the  protest  of  Prof.  G.  Y. 
Biley  against  the  issuance  of  patents  to  William  t^.  Barnard  for  an 
improvement  in  emulsions  and  method  of  making  the  same,  and  in  fluid 
distributers.  OOgle 


DECISIONS  OF  THE   COMMLS6IONEB   OF   PATENTS.  37 

BiHONDS,  Commissioner: 

This  is  a  motion  for  a  rehearing  in  the  matter  of  the  protest  of  Prof. 
G.  Y.  Biley  against  the  issnance  of  two  patents  to  William  S.  Barnard, 
(now  deceased  and  represented  by  Mrs.  Mary  N.  Barnard,  his  widow 
and  administratiix,)  one  for  emulsion  and  method  of  making  thesame, 
and  the  other  for  a  flnid-distribater,  the  former  decisions  wherein  were 
renden-d  June  2, 1892  (0.  D.,  1892, 127  and  134;  59  O.  G.,  1919  and  1921.) 
The  pi-otests  in  both  cases  are  here  considered  together. 

BABKABD'S  EESEBVATION  OF  HIS  INVENTIONS. 

The  following  letter*  from  Riley  to  BariiarJ  is  produced,  omitting 
it8  poi>U»i:ript: 

Department  of  the  Intkrior, 
Office  of  the  U.  8.  Entomological  Commission, 

Wa9hington,  D.  C,  Mag  £5, 1S81, 
DsAK  Pbof.  Babhabd:  I  hftTe  yoor  favor  of  the  23d  inst.  There  will  be  no  tUffl- 
eolty,  in  my  Judgment,  in  getting  a  patent  in  your  own  name  for  any  device  you 
perfect  aod  ohooee  to  patent^  notwithstanding  yon  do  so  in  pnrsoanoe  of  work  for 
the  eoaflniaaion.  The  question  of  pay  by  the  Government  may  complicate  the  mat- 
ter, ihoagh  this  may  be  arranged.  I  want  yon  to  have  all  credit  for  improvement 
and  ahoiild  wish  yon  to  reoeive  whatever  personal  benefit  yon  can  therefor. 

In  regazd  to  matters  here,  I  feel  quite  confident  now  that  Dr.  Loring  has  been 
^ipt^ted.  Comstock  cannot  remain,  however  maoh  he  may  try  to.  However,  he 
will  endeavor  to  get  some  other  position  here  rather  than  go  back  to  Ithaca  under 
prsaent  nnfavorable  drmunstances.  I  shall,  without  much  doubt,  therefore,  be  able 
to  Sivo  yon  employment  after  July  lst>  and  will  be  able  before  very  long  to  give  yon 
definite  decision. 

Tonrs,  sincerely, 

C.  V.  BlLBT. 

OONOEBNINO  PLUIB-DISTBIBUTEB. 

The  followlDg  is  presented  as  having  apj)eare(l  in  the  New  York  Trih- 
nne  of  Thursday,  April  20, 1882,  Biley  now  denying  that  he  gave  the 
credit  of  inventing  the  floid-distribater  to  Bamai'd,  as  stated  therein: 

THE  ACADBMT  OF  SCIENCES. 

1%§  Smemjf  of  tike  CoiUm-Orower^Paj^  read  hg  Profwwr  BiUg  on  ike  Cotton^  Worm 
smd  moikodo  of  dMUrojf'mg  U—Otker  papon  read  at  the  eeoond  daji^a  meeting, 

[By  tdegnun  to  the  Tilbnne.] 

Washington,  D.  C,  April  19. 

Among  the  papers  read  before  the  National  Academy  of  Sciences  to-day  was  one 
by  Prof.  C.  y.  Biley,  entomologist  of  the  Department  of  Agricalinre,  on  some  dis- 
coaaiona  that  enhance  the  value  of  cotton  and  orange  crops.  Professor  Biley  said  that 
in  a  paper  read  before  the  Academy  in  1S79  it  had  been  shown  by  the  most  careful 
eoBpataiion  that  the  annual  loss  from  the  cotton-worm  averaged  $15,000,000  from 
the  eloae  of  the  war  to  that  time,  and  consequently  any  effort  to  protect  the  plant 
from  its  rarages  was  well  worthy  of  consideration  from  a  natural  point  of  view. 

"At  that  time,"  he  said,  ''the  chief  and  only  satisfactory  remedy  against  the 
»of  the  inseot  was  an  application  of  some  form  of  arsenic  and  partiou- 
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Iftrly  of  Pttris-Green,  thrown  broadcast  orer  them  by  more  or  lees  imperfect  dustinf 
or  spriDkliug  oontriyances.  *  *  "  As  a  cheaper  substitate  for  Paris-Green,  arsen- 
ical refuse  from  the  manufactnre  of  any  aniline  dyes,  which  had  at  that  time  been 
not  fnlly  tested,  has  proved  on  the  whole  very  satisfactory  and  reduces  the  first  cost 
of  material  firom  an  average  of  fifty  cents  to  an  average  of  five  cents  per  acre,  even 
used  according  to  the  old  methods.  I  have  also  discovered  that  pyrethrnm,  per- 
fectly harmless  to  the  higher  animals  and  plants,  may  be  more  or  less  succeBsftilly 
used  for  this  purpose,  simply  mixed  in  water  at  the  ratio  of  about  one  pound  to 
about  one  hundred  gnllous  of  water.  •  •  •  The  greatest  advance,  however,  has 
been  mado  in  improved  appliances.  I  could  not  begin  to  enumerate  the  various  con- 
trivances, whether  for  powdering  or  spraying,  whctlier  by  horse-power  or  by  hand, 
that  have  been  perfected  and  are  now  being  illustrated  and  described  in  a  final 
report  already  ordered  by  Congress.  By  the  adoption  of  an  entirely  new  atomizing 
principle,  conceived  by  one  of  my  assistants,  Prof.  W.  S.  Barnard — viz.,  the  rotatiii;; 
or  cyclone  principle— we  are  able  to  throw  a  spray  of  any  extent  desired  from  the 
ground  upward  onto  the  under  surface  of  the  leaves  by  a  minimuiii  of  power  made 
automatic,  if  need  be.  With  this  cyclone-nozzle  attaohod  in  multiple  to  a  wagon 
and  worlceil  with  a  small  force-pump  one  barrel  of  poisoned  liquid  will  go  thrice  as 
far  as  by  the  old  methods  and  will  suffice  for  four  to  seven  acres,  according  to -the 
size  of  the  cotton  and  the  height  i¥om  the  ground  the  spray  niiiHt  be  forced.  lu 
short,  at  a  first  cost  for  material  of  one  cent  per  acre  two  men  with  a  team  and  a 
wagon  can  destroy  all  the  worms  on  from  eight  to  sixteen  acres  rows  of  cotton  as 
last  as  the  team  can  walk.'' 

OONOEBNING  EMITLSION. 

In  the  fourth  report  of  the  United  States  Entomological  Oommissiou 
on  the  ootton-worm,  together  with  a  chapter  on  the  boll- worm,  by 
Charles  Y.  Biley,  Ph.  D.,  issned  from  the  Government  Printing  Office 
in  1885,  the  following  appears  on  page  156: 

The  above  mentioned  methods  of  applying  kerosene  are  of  little  or  no  value  in 
our  warfare  againt  the  cotton- worm ;  but  an  important  step  toward  a  practical 
solution  of  this  difficult  question  was  made  in  the  summer  of  1880.  Professor  Bar- 
nard  while  in  the  field  at  Selma,  Ala.,  suggested  the  use  of  milk  as  a  medium  to 
£soiUtate  the  mixing  of  kerosene  and  water.  First  it  was  found  that  the  oil  mixes 
mnoh  more  readily  .with  the  milk  than  with  water.  If  a  small  quantity  of  the  oil  is 
•tirted  up  in  a  mnoh  larger  quantity  of  milk,  the  oil  particles  will  remain  much  longer 
Bospended  in  the  milk  tlian  in  waiter,  thns  permitting  a  practical  application  of  the 
mixture.  It  was  further  found  that  even  a  large  proportion  of  the  kerosene  oould 
be  mixed  with  milk  by  violently  shaking  up  the  closed  vessel  containing  the  mix- 
ture. Thns  one  part  of  kerosene  to  two  parts  of  milk  would  unite  after  several 
minutes'  shaking  to  form  a  kind  of  emulsion,  in  which  the  two  ingredients  did  not 
separate  until  after  many  hours,  and  whioh  then  oould  always  be  restored  by  shak- 
ing to  its  apparently  homogeneous  condition. 

There  are  many  affidavits  submitted  pro  and  can  concerning  other  mat- 
ters; but  it  is  sufficient  for  the  present  purpose  to  decide  the  motion 
for  the  rehearing  upon  the  evidence  hereinbefore  quoted. 

The  rehearing  is  denied. 
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Slattest  9.  Bhallenbeboeb, 

Decidfd  Mairk  i,  fsVJ. 
62  O.  6.,  1515. 

SRDUCnOir  TO  PRACTICS— RKA80XA1ILK  DlLKiKXCE. 

An  interval  of  a  year  and  a  hnlf  after  conception  of  an  Invention,  dnring 
which  the  inventor  practicalJ/  ga%'e  np  work  on  his  improvement,  Held  to  nega- 
tive reasonable  diligence. 

Appeal  from  Examiners-in-Chief. 

BIXCTXIC  MBTEa. 

Application  of  Mannaduke  M.  M.  Slattery  filed  Febrnary  4,  1889, 
No.  298,605y  (Emma  L.  Slattery,  wlminiHtratrix;)  patent  granted  Oliver 
B.  Shallenberger  August  14, 1888,  No.  388,(103. 

Mr.  R.  8.  Taylor  for  Slattery. 

Me$sr9.  Pope,  Edgecomb  d;  Terry  and  Mr.  H.  8.  MacKaye  for  Shallen- 
berger. 

SiMONBS,  CammtMioner: 

This  is  an  appeal  from  the  decision  of  the  Examiuers-in-Ghief  award- 
ing priority  of  invention  to  Shallenberger  upon  the  following  interfer- 
ence issue: 

Shallenberger  conceived  the  invention  in  controversy  in  the  latter 
part  of  April,  1888.  He  reduced  it  to  practice  in  May,  1888.  He 
applied  for  his  patent  June  6, 1888,  and  began  its  commercial  develop- 
ment in  July,  1888. 

The  state  of  facts  is  one  which  makes  it  proper  to  apply  to  Slattery 
with  fiill  force  the  settled  doctrine  of  the  law  that  in  order  to  overcome 
a  patent  granted  one  who  claims  to  be  a  prior  inventor  must  prove  his 
case  beyond  reasonable  doubt.  Slattery  claims  a  conception  of  the 
improvement  in  controversy  in  September,  1886,  and  a  reduction  to 
practice  soon  afterward.  That  he  did  not  reduce  to  practice  at  this 
time  is  evident  from  the  difficulty  he  had  in  making  a  practical  device 
when,  in  1888,  he  undertook  to  do  so.  There  is  a  fair  though  perhaps 
not  a  conclusive  degree  of  evidence  offered  in  Slattery's  behalf  that  he 
did  have  a  conception  of  the  improvement  in  controversy  in  1880,  and 
for  the  purposes  of  the  present  decision  let  that  be  assumed.  After 
what  he  did  in  the  fall  of  1886  he  did  not  again  take  up  the  matter 
practically  until  the  summer  of  1888,  and  meanwhile  his  need  of  such 
a  device  was  rather  urgent  at  times.  But  did  he  use  diligence  mean- 
while t    Diligence  is — 

eoDJitaat  and  earticet  effort  to  acoomplisli  what  is  undertaken;  constancy  in  tbo  per- 
formiince  of  dnty  or  th(>  conduct  of  business;  persistent  exertion  of  body  or  mind; 
industry ;  aasiduity. — Centurif  DhiioHary. 
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Hie  evidence  on  this  point  does  not  establish  abandonment  on  the 
part  of  Slattery;  bat  it  does  tend  to  show  that  for  a  year  and  a  half 
he  ^ave  up  efforts  to  practically  embody  the  improvement,  because  he 
fonud  it  easier,  pleJlsanter,  and  more  profitable  to  do  something  else. 
Kcasonable  diligence  is  not  proved  with  satisfactory  conclusiveness. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Wheaton  v.  Kendall. 

Vecided  March  1^  189S. 

62  O.  Q.,  1516. 

Discix>8rRB  TO  Attorney— Suggestion  by  Employe. 

Tlie  (liBclosare  by  an  Uirentor  to  his  attorney  entitles  the  InTentor  to  the 
benefit  of  the  rale  laid  down  In  Agawam  Co*  y.  Jordan  (7  Wall.,  583)  in  a  8ii1>- 
seqnent  interference  between  the  partieSi  the  Ibsub  of  which  is  the  diecloaecl 
invention. 

Appeal  from  the  Examiners-in-Chief. 

CANHBADINO  MACHISl. 

Application  of  M.  A.  Wheaton  filed  July  28,  1891,  No.  400,990; 
Patent  No.  450,624,  granted  April  21, 1891,  to  0.  B.  EendaU. 

Messrs,  Dewey  dt  Co,  and  Mr.  T.  Walter  Fowler  for  Wheaton. 
Mr.  N.  A.  Aeker  and  Mr.  B.  W.  Bishop  for  EeudalL 

SiMONDS,  Commissioner: 

This  is  an  appeal  fh>m  the  decision  of  the  Examiners-in-Ohief  award- 
ing priority  to  Kendall  upon  the  following  interference  issne: 
•  •••••• 

Wheaton  is  an  attorney-at-law.  Kendall  was  a  stockholder  in  and 
manager  of  the  Aatomatic  Can  Company  of  San  Francisco.  That  com- 
pany operated  under  the  patents  of  Kendall  and  Angell,  and  was  sued 
for  allegeil  infringement  of  the  can-making  patents  of  another  party. 
It  was  in  this  relation  that  Kendall  and  Wheaton  first  met.  Kendall 
was  in  consultation  with  Wheaton  about  this  infringement,  real  or 
alleged,  from  time  to  time.  Wheaton  produced  his  embodiment  of  the 
improvement  in  controversy  while  this  State  of  facts  continued.  The 
relation  of  Wheaton  and  Kendall  meanwhile  was  virtually  that  of 
attorney  and  client.  ^ 

Before  Kendall  and  Wheaton  came  together  Kendall  had  disclosed 
to  others  and  illustrated  by  movements  of  his  hands  and  fingers  the 
centralldea  of  the  improvement  in  controversy.  Kendall's  idea  at  this 
time  was  very  crude  and  elementary;  but  it  was  enough  of  an  idea 
when  disclosed  to  the  inventive  mind  of  another  to  enable  that  other 
to  perfect  and  embody  it.  Wheaton  had  that  inventive  mind.  Ken- 
dall says  tliat  he  made  the  disclosure  to  Wheaton.  Wheaton  says  that 
he  did  not^    It  is  found  as  a  fact  that  Kendall  was  possessed  of  this 
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erade  idea  at  the  time.  The  relation  between  Kendall  and  Wheaton 
and  the  questions  they  discussed  were  such  as  to  make  it  probable  that 
Kendi^  did  make  the  disclosure.  Kendall  has  a  patent,  while  Wheaton 
is  an  applicant  for  patent.  It  is  therefore  found  that  Kendall  did  make 
the  disclosure,  although  it  is  perfectly  evident  that  Wheaton  does  not 
think  that  he  is  indebted  to  Kendall  even  for  the  first  crude  sugges- 
tion. Wheaton  made  many  features  of  invention  of  his  own  in  perfect- 
ing and  adapting  and  developing  Kendall's  crude  idea.  It  is  a  case 
which  might  well  be  settled  niK)n  the  basis  of  a  joint  invention.  But 
Wheaton  did  not  reject  Kendall's  crude  idea;  he  built  upon  it. 

In  view  of  the  relation  of  attorney  and  client  existing  between  Ken- 
dall and  Wheaton,  the  former  is  equitably  entitled  to  the  benefit  of  the 
following  principle  laid  down  by  the  Supreme  Court: 

Where  a  person  bus  discovered  nn  improved  principle  in  a  niacliine,  mamifactute, 
or  composition  of  matter,  and  employs  other  persons  to  assist  kirn  in  carrying  ont 
tbat  principle,  and  they,  in  the  course  of  oxperiiiionts  arising  from  that  employment, 
m-ike  valuable  discoveries  ancillary  to  the  plan  and  preconceived  design  of  the 
employer,  such  suggested  improvements  are  in  general  to  be  regarded  as  the  pnip- 
ertjof  the  party  who  discovered  the  original  improved  principle,  and  may  be 
embodied  in  his  patent  as  a  part  of  his  invention.  (Agawam  Co,  v.  Jordan,  7  Wall., 
583.) 

The  decision  of  the  Board  of  Examiners-in-Ghief  is  affirmed. 


Ex  PARTE  Davis. 

Deeided  October  7, 1803. 
62  0.  G.,  1516. 

PnAcncK— Affidavit  Rbquired  by  Rulr  94,  Paragraph  2. 

The  affidavit  required  by  paragraph  2  of  Role  94  mast  identify  the  InTention 
in  oontrofveny  and  state  that  aflfiant  made  it  before  the  patentee's  application 
wa«  filed;  but  it  does  not  caU  for  a  statement  of  &ots  showing  date  of  inven- 
tion. The  right  to  eall  for  snch  a  showing  is  discretionary  with  the  Office. 
(Citing  JMctv.  Tkanwm,  C.  D.,  1891,  23S;  57  O.  Q.,  1598.) 

On  Petition. 

SHATT-TUO. 

Application  of  Wiliiam  H.  Davis  filed  March  10,  1892,  No.  424,421. 
Messrs.  Hopkins  db  Atkins  for  the  applicant. 

JPkothingham,  Assistant  Commissioner: 

This  is  a  petition  taken  from  the  action  of  the  Examiner  in  requir- 
ing applicant  to  famish  a  statement  of  facts  showing  the  date  of  his 
invention,  for  the  purpose  of  interference,  under  section  2  of  Bule94. 

Upon  examination  it  appears  that  the  affidavit  sets  forth  in  substance 
that  applicant  invented  the  subject-matter  disclosed  in  an  accompany- 
ing sketch  on  or  abont  the  6th  day  of  January,  1890,  that  on  or  about 
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the  1st  day  of  Angust,  1890,  he  disclosed  Bach  invention  to  others,  and 
that  the  said  sketch  represents  his  invention  as  originally  made  and 
disclosed  to  others.  A  sketch  and  a  brief  description  thereof  accom- 
pany the  affidavit.  The  Examiner  holds  that  the  affidavit  is  insufficient 
in  view  of  certain  decisions  cited  in  his  answer  to  the  present  petition. 

It  appears  that  the  patent  with  which  an  interference  is  sought  was 
granted  April  21, 1891,  on  an  appropriation  filed  February  12, 1891. 

In  the  case  of  Ries  v.  Thomson  (0.  D.,  1891, 233;  57  O.  G.,  1598)  the 
present  Commissioner  stated,  while  commenting  upoD  paragraph  2  of 
Bule  94,  as  follows: 

Thi«  paragraph  2  as  it  now  reads  does  not  oall  for  the  showing  of  facts  that  is  called 
for  by  Kale  75.  This  paragraph  2  means  that  the  affidavit  shall  identify  the  inven- 
tion in  controversy  and  state  that  affiant  made  it  before  the  patentee's  application 
was  filed,  reserving  to  the  Office  always  the  right  to  call  for  a  showing  of  facts  at 
its  discretion.  This  aflQdavit  is  a  matter  wholly  between  the  Office  and  the  appli- 
cant|  and  is  not  open  to  examination  or  question  by  a  third  party. 

Upon  examination  of  the  present  case  there  do  not  appear  to  be  any 
extraordinary  circumstances  such  as  would  warrant  the  Office  iu  call- 
ing for  a  st-atement  of  facts  showing  the  date  of  the  inyeotion.  It  fol- 
lows, therefore,  under  the  doctrine  as  announced  in  the  case  above  citM, 
that  the  affidavit  is  sufficient  for  the  purposes  of  interference  under 
section  2  of  Bule  94. 

The  decision  of  the  Examiner  is  overruled. 


Kennyson  r.  Merritt. 

JJtclded  March  1,  1S9J, 

63  O.  0.,  151. 

Ihtbrfkrkncr— Rkduction  to  Practice— Evidknce  of. 

Where  a  party  to  an  interference  claimed  to  have  reduced  to  practice  early  in 
18S7  and  then  discontinned  the  nse  of  his  invention  for  two  years,  meantime 
applying  for  two  other  patents  upon  devices  o^  the  sane  general  character^  Eeld 
that  such  coiulnct  was  incousistont  with  the  supposition  that  he  made  a  snccesji- 
fnl  reduction  to  jiractice  at  the  earlier  date. 

Appeal  from  Examiners-in-Chief. 

TTPB  warri-vo  maciiinb. 

Application  of  William  Kenuynon  filed  May  6,  1880,  No.  309,712. 
Application  of  MortimerG.  :Merritt  filed  September  25, 1888,  No.  'i8(>,304. 

Mr.  C.  D.  Davis  for  IJennyson. 
Mr,  Jacob  Felbel  for  Merritt. 

BiMONDS,  Commissioner: 

Tliis  is  an  appeal  from  the  decision  of  the  Board  of  Examiners-in- 
Chief  awarding  priority  to  Merritt  upon  the  following  interference 
isRucs: 
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Merritt  had  a  ooDception  of  the  iuTentioQ  ia  oontroversy  iu  ISSS.  In 
the  same  year  he  reduced  it  to  practice,  and  in  the  same  year  began 
patting  machines  embodying  the  improvement  on  the  market,  and  filed 
hh  i4>plication  for  patent  September  2o,  1888. 

Beunyson  claims  to  have  conceived  and  to  have  reduced  to  practice 
hi  the  first  half  of  the  year  1887.  He  claims  to  have  applied  and  tried 
the  impTovemeot  practically  for  a  short  period  at  that  time,  when  its 
aae  was  discontinued  until  after  his  application  for  patent  was  filed, 
May  6y  1889.  Meanwhile  he  applied  for  two  other  patents  upon  devioes 
of  the  same  general  nature,  neither  of  them  showing  this  improvement. 
Of  a  somewhat  similar  state  of  fiicts  the  Supreme  Court  once  said : 

Now,  if  Norton  hsd,  m  he  pretends,  invented,  m  early  M  1854  the  stamps  for  which 
he  took  ont  his  subsequent  patents  in  1882  and  1863,  it  is  hardly  conceivable  that  he 
sboold  have  taken  ont  the  patents  for  1867  and  18&9  in  the  form  in  which  they  stand. 
The  faet  that  he  did  take  them  ont  reduces  it  almost  to  a  demonstration  that  he  had 
not  invented  any  snch  stamps  at  this  time.  (Jamet  r.  Campbell,  C.  D.,  1882,  07 ;  21 
O.G.,837;  104  U.  8.,  856.) 

It  is  not  doubted  that  Rennyson  tried  the  improvement  in  contro- 
versy experimentally  in  the  first  half  of  1837;  but  his  subsequent  con- 
duct already  referred  to  is  inconsistent  with  the  finding  that  he  then 
made  the  thing  successftd*  Treating  what  Rennyson  did  in  the  first 
half  of  1887  as  evidence  of  a  conception  of  the  improvement  in  contro- 
versy,  his  subsequent  action  in  filing  the  applications  already  referred 
to  is  evidence  of  a  lack  of  reasonable  diligence  on  his  part  in  reducing 
this  particular  improvement  to  practice. 

The  decision  of  the  Examiners-iu-Ohief  is  affirmed. 


Lakx  v.  Hunteb,  Jr. 

DmfUhd  March  1,189S. 

6S  (X  G.,  151. 

Intsrfsrshck— Priobitt— RacosD  EvmsNCK— Notecb  or. 

Where  the  Junior  party  having  the  earlier  filing  date  filed  hi  the  OtBee  a 
notice  that  he  woold  take  no  testhnony,  but  Iroald  lely  npon  hit  application 
and  the  record  of  the  interference  as  oTidenoe  ot  inytation  and  reduction  to  prac- 
tice, Held  that  serriee  of  the  same  should  hare  been  made  upon  the  other  party ; 
hot  no  substantial  injury  haying  resulted  to  the  latter  because  of  lack  of  such 
serriee,  and  the  amendment  of  Bule  116  being  comparatiTely  recent,  want  of 
senrice  was  waived. 

Appeal  from  the  Examiners-in-Cbief. 

■LaCTRIC-UOHT  CABBOir. 

Application  of  G.  M.  Lane,  filed  September  11,  1800,  No.  304,834, 
Application  of  D.  Hunter,  Jr.,  filed  August  21,  IHDi,  l>o,  4aa,C-U    ^|^ 

o 
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Messrs.  R,  S.  6c  A.  P.  Lacey  fur  Lane. 
Mr.  0.  A,  Terry  for  Hanter,  Jr. 

SiMONDS,  Chmmissumer: 

This  is  an  appeal  from  the  decision  of  the  Examineraf  n-Chicf  award- 
ing priority  of  invention  to  Lane  upon  the  following  interference  issue: 
•  •••••• 

Lane  filed  his  application  September  11, 1890,  and  Hnnter  filed  his 
August  24, 1891;  but  Lane  is  the  Junior  party,  because  he  waBthe 
later  in  point  of  time  to  make  the  claim  in  issue.  Neither  party  has 
taken  any  evidence;  but  Lane  has  filed  the  ibllowing  pajier: 

In  the  matter  of  the  aboYe  interference  time  for  taking  testimony  in  behalf  of 
George  M.  Lane  is  hereby  waived,  and  notice  is  hereby  given  that  Lane  will  rely  on 
hifl  application  and  the  recor<l  in  this  interference  and  will  offer  the  same  in  proof 
at  the  day  of  hearing  to  establish  the  date  of  his  invention  and  reduction  to  i>r.ic- 
tice,  which  is  September  11,  1890;  and,  to  expedite  matters,  it  is  requested  that 
time  be  set  in  Avhich  Hnnter  only  may  take  testimony,  and  that  a  day  be  fixed  for 
the  hnal  hearing. 

Clause  7  of  Rule  154  is  as  follows: 

Upon  notice  given  to  the  opposite  party  before  the  dosing  of  the  testimonyi  any 
official  record,  and  any  special  matter  contained  in  a  printed  publication,  if  compe- 
tent evidence  and  pertinent  to  the  issue,  may  be  used  as  evidence  at  the  hearing. 

Lane's  application  of  September  11, 1890,  discloses  the  improvement 
in  controversy.  He  is  entitled  to  this  date  of  invention  if  he  has 
properly  complied  with  clause  7  of  Bule  154.  He  should  have  shown 
<<  notice  given  to  the  opposite  party."  This  requires  not  only  the 
notice  filed  in  the  Office,  but  also  a  service  of  same  on  the  opposite 
party.  The  service  on  the  opposite  party  is  wanting;  but  as  Hunter 
has  taken  no  substantial  hurt  thereby  and  the  amendment  to  Bnle 
116  is  comparatively  recent  the  want  of  service  on  the  opposite  party 
is  waived  by  the  Office  and  the  decision  of  the  board  is  affirmed. 


JUBNGST.r.  BOYEB.     JUENGST  V.  LOBD. 

Dtdded  March  il,  189S. 

68  O.  G.,  152. 

Ihtebfekence— Priority--Rkduction  to  Practick— What  CoNBTrruTSS. 
Seduction  to  practice  of  a  mechanism  consists  in  the  construction  of  the 
mechanism  of  a  size  capable  of  practical  use  and  a  knowledge,  preferably  by 
actual  trial,  that  it  -will  work  practically  for  the  intended  purpose. 
Samk— Sams — Samk—Operativeness  of  Invention. 

Where  the  mechanism  embodying  the  issue  in  interference  works  practically 
and  another  mechanism  connected  thereto  fails  to  work  practically,  HM  that 
each  stands  on  its  own  basis  and  that  the  former  is  competent  evidence  of  redac- 
tion to  practice. 

Appeal  f^m  Examiiiers-iu-Chief. 
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Application  of  Charles  A.  Jaengst,  filed  September  24,  1890,  No. 
366,034.  Patent  granted  Ibi  ael  D.  Boyer  H^oveinber  26, 1889,  No.  416,029. 
Patent  granted  Charles  E.  Lord  March  5, 1889,  Ko.  398,898. 

Mr.  E.  O.  Oilman  and  Mr.  J.  8.  Ru$h  for  Jnengst. 

Mestrs.  Peek  A  Rector  and  Messrs.  Church  A  Church  for  Boyer. 

Mr.  C.  E.  Lord  and  Mr.  Edward  Rector  for  Lord. 

SocoKDS,  Commis^icner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief  award- 
ing priority  of  invention  to  Boyer  in  one  case  (A)  and  to  Lord  in  the 
other  case  (B). 

The  issue  in  Case  A  is  : 

In  A  register,  the  oombiiiAtioii  of  a  plurality  of  keys,  of  a  coupler  to  which  the  keys 
beeome  locked  as  soon  as  displaced  ftom  their  normal  position,  said  conpler  being 
aioTable  op  aad  down  with  said  keysthroaghont  their  limit  of  play,  and  an  arrester 
lior  compelling  the  displaced  keys  to  make  a  complete  stroke  before  returning  to  their 
nonnal  position,  substantially  as  set  forth. 

The  issue  in  case  B  is: 

1.  In  a  cash-register,  the  combination,  with  the  registering-keys,  of  the  key-coup- 
ler adapted  to  couple  the  displaced  keys  together  during  their  registering  motion* 
substantially  as  described,  and  for  the  purpoaes  specified. 

3.  In  a  cash-register,  the  combination,  with  the  registering-keys,  of  the  key-coup- 
ler adapted  to  couple  the  displaced  keys  together  during  their  registering  motion 
and  to  uncouple  said  keys  from  each  other  after  the  registration  has  been  completed, 
sabstaniiany  as  described,  and  for  the  purposes  specified. 

3.  In  a  caah-register,  the  combination,  with  the  registering-keys,  each  adapted  to 
engage  with  a  key-coupler,  of  the  movable  key-coupler  support,  and  the  key-conpler 
moonted  thereon  and  adapted  to  engage  with  displaced  registering-keys  during 
their  registering  motion,  substantially  as  described,  and  for  the  purposes  specified. 

Boyer  and  Lord  rely  upon  their  resi)ectiye  record  dates. 

Jaengst  made  a  cash-register  in  1886  containing  the  improvements 
in  oontroversy.  He  claims  that  it  contained  a  redaction  to  practice  ot 
the  improvements  in  controversy;  that  subsequently  he  never  aban- 
doned those  inventions  to  the  public,  and  that  they  were  never  in  pub- 
lie  use  and  on  sale  for  mere  than  two  years  prior  to  his  application  for 
patent  therefor  now  involved  in  these  interferences.  It  is  found  tljat^ 
provided  Juengst  made  the  i  eduction  to  practice  in  1886,  he  did  not 
subsequently  abandon  to  the  public,  and  that  two  years'  public  use  did 
not  intervene. 

The  question  remains  whether  Juengst  made  a  reduction  to  practice 
in  1886.  In  the  case  of  a  mechanism  redaction  to  practice  consists  in 
the  construction  of  the  mechanism  of  a  size  capable  of  practical  use 
and  a  knowledge,  preferably  by  actual  trial,  that  it  will  work  practi- 
•ally  for  the  intended  purpose.  The  cash-register  which  Juengst  made 
in  1886  was  of  the  ordinary  working  size.    Different  persons  testify 
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that  on  actual  trial  the  mechanism  covered  by  the  interference  issaes 
worked  practically  and  successfnlly.  This  testimony  is  not  met  or  over- 
oome,  and  there  is  nothing  in  the  surrounding  circumstances  to  cast 
grave  suspicion  on  the  credibility  or  the  recollection  of  the  witnesses. 
The  cash-register  is  in  evidence.  Competent  testimony  is  produce<l 
that  the  mechanism  in  controversy  contained  in  that  cash-register,  if 
made  anew  with  an  ordinary  degree  of  mechanical  perfection,  will  work 
practically  and  successfully  for  the  purpose  for  which  it  is  designed. 
No  testimony  is  offered  to  the  contrary;  but  it  is  also  in  evidence  that 
other  mechanism  contained  in  that  cash-register  and  not  embraced  in 
the  controversy  did  not  work  practically  and  successfully  in  1886  and 
will  not  now,  and  on  this  imperfection  of  the  cash-register  as  a  whole 
it  is  contended  that  the  1886  operations  did  not  amount  to  a  reduction 
to  practice  of  the  mechanism  in  controversy.  Cert^uu  court  cases  are 
Educed  in  support  of  this  contention — such,  for  instance,  as  Johnson 
V.  Boot  (1  Fish.,  351)  and  Seymour  v.  O$bome  (11  Wall.,  516)— and  cer- 
tain other  cases  are  adduced  against  it — such,  for  instance,  as  Coffin  v. 
Ogdm^  (5  O.  G,,  270;  18  WaD.,  120,-)  Reed  v.  Cutterj  (1  Story,  690,)  and 
PiokeHng  v.  McOuUoughy  (CD.,  1882,  28;  21  O.  G.,  73;  104  U.  S.,  310.) 

An  examination  of  the  cases  shows  that  the  courts  have  not  settled 
the  question  for  the  Office.  For  the  Office  it  is  Mrly  an  open  question. 
Its  decision  ought  to  rest  on  some  reason.  No  good  reason  is  given — 
possibly  none  can  be  given — why  one  mechanism  which  works  practi- 
cally is  not  a  reduction  to  practice  because  some  other  mechanism  con- 
nected thereto  fails  to  work  practically.  It  would  seem  as  though 
each  mechanism  ought  to  stand  on  its  own  basis  in  that  regard.  The 
decision  is  made  that  each  mechanism  does  statid  on  its  own  basis  in 
that  regard. 

The  decision  of  the  Examiners-in-Chief  is  reversed,  and  priority  is 
awarded  to  Juengst  over  Boyer  and  Lord. 


Ex  PARTE  AMEHIOAN  BeLL  TELEPHONE  COMPANY. 

Decided  March  28,  1893. 

63  O.  G.    162. 

Practice— Certifikd  Copies ^of  Pending  Appucation. 

The  Office  is  not  warrd.nted  in  farnlBbiug  copies  of  the  papers  in  a  pending 
application,  except  to  parties  in  int-erest,  unless  adyisved  by  a  court  of  compe- 
tent  Jurisdiction,  having  a  case  before  it,  that  evidence  of  this  sort  within  the 
possession. of  the  Office  is  essential  to  the  proper  decision  of  the  case. 

In  the  Matter  of  the  petition  of  the  American  Bell  Telephone  Com- 
pany for  certified  copies  of  an  application  of  Daniel  Drawbaugh,  filed 
April  3, 1884,  or  certain  parts  thereof.  *-^ 
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SIMOND3,  Cammiisioner: 

This  petition  asks,  first,  for  certified  copy  of  Drawbaugb's  applica- 
tion of  April  3f  18S4,  down  to  the  time  of  the  decision  in  Ux  parte 
Drawhaughj  (C.  D.,  1891, 182;  57  O.  O.,  603,)  and,  second,  if  that  be 
denied,  then  for— 

a  certified  copy  of  each  and  every  action,  letter,  and  paper  referred  to  in  the  said 
Coniniiet«ioner'«  decision,  or  in  the  decieions  of  the  Examiner  of  Interferences  and 
the  Examiners-in-Chief ;  also,  a  copy  of  the  file- wrapper  down  to  date  of  said  decis- 
ion of  the  Commissioner. 

In  connection  with  this  petition  consideration  has  been  given  to  the 
following  allegation  in  the  bill  brought  by  the  Attorney-General  to 
repeal  the  patent  granted  November  17,  1891,  to  Emil  Berliner,  No. 
463,569: 

And  your  orator  avers  on  information  and  helief  that  said  application  of  said 
Drawbangh  was  never,  prior  to  the  issue  of  said  Patent  No.  468,569,  completed  or 
presented  for  allowance  by  the  Patent  Office  in  each  form  as  to  be  allowable,  inde- 
pendently of  any  interference  with  said  application  of  said  Berliner  which  could  or 
might  hftve  been  found  to  exist,  and  if,  as  said  respondent  company  claims  and  pre- 
tends, the  Examiners  of  the  Patent  Office  kept  said  Patent  No.  463,569  suspended 
from  issue  for  nine  years  waiting  to  see  whether  said  Drawbaugh  would  present  his 
application  in  such  form  as  to  warrant  a  declaration  of  interference  between  it  and 
said  application  of  said  BerUner,  such  procedure  on  their  part  was  contrary  to  law 
and  the  duty  imposed  on  them,  and  it  was  within  the  power  of  the  respondent  com- 
pany by  timely  and  proper  assertion  of  its  rights  before  the  Patent  Office  to  terminate 
such  unlawful  delay  and  secure  final  action  on  said  application. 

The  Drawbangh  application  is  regarded  as  still  pending,  he  having 
the  right  to  appeal  to  the  Supreme  Conrt  of  the  District  of  Golnmbia 
from  the  said  Commissioner's  decision.  Therefore,  to  grant  either  of 
the  reqnests  of  the  petition  is  to  go  connter  to  the  settled  practice  of  the 
Office,  and  it  is  thought  that  the  Office  rule  which  requires  applications 
for  patents  to  be  kept  coufideiitial  is  both  sound  and  discreet.  Bnt 
this  mle  ought  not  to  be  carried  so  far  as  to  defeat  the  ends  of  justice 
by  keeping  out  of  a  party  defendant'd  reach  evidence  essential  to  the 
proving  of  his  case. 

It  is  thought  that  when  a  court  of  competent  jurisdiction,  having  a 
case  before  it,  advises  the  Office  that  certain  evidence  of  this  sort  within 
the  possession  of  the  Office  is  essential  to  the  prox>er  decision  of  the 
case,  the  Commissioner  will  then  be  justified  in  furnishing  it. 

On  the  present  showing  the  petition  is  denied. 
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'    Ex  PASTE  MUNN  &  Co. 
Dedded  March  SI,  1893. 


1.  PRACTICV— DBM0N8TRATI0N  09  OPSRAnYSNKSS  OF  InVKMTIOKS. 

The  Examiner's  action  in  holding  that  no  testimony  ae  to  the  operatiTenesa 
of  an  inyention  wonld  he  sufficient  to  warrant  the  withdrawal  of  the  ohjeotion 
to  the  granting  of  a  patent  nnless  eonflrmed  hy  a  personal  inspection  of  the 
Examiner  or  his  deputized  assistant,  SM  not  warranted  by  the  rules.    (Rule  76. ) 

2.  Samb— Sams— Detail  or  Ezamikebs. 

It  Is  the  settled  praotioe  of  the  Office  not  to  detail  Ezaminen  to  supervise  and 
report  upon  tests  of  InTentions  outside  of  the  city  of  Washington. 

In  the  Mattes  of  the  request  of  Mann  &  Go.,  attorneys  fbr  James 
8.  Patten,  that  an  Examiner  be  detailed  to  go  to  Baltimore  to  inspect 
an  apparatus  involved  in  application  No.  433^272,  for  an  improvement 
in  refHgeratiug  apparatus. 

SiMONDS,  GommisHaner: 

This  is  a  request  that  an  Examiner  be  detailed  to  inspect  an  appa- 
ratus  in  Baltimore  with  a  view  to  determining  whether  an  alleged 
invention  presented  in  an  application  for  a  patent  is  operative.  The 
Examiner  holds  that  it  is  not  operative,  and  on  Inquiry  by  applicant 
the  Examiner  says: 

No  testimony  as  to  the  suoctes  of  such  a  test  will  he  considered  sufficient  to  war- 
rant the  withdrawal  of  the  objection  made  to  the  granting  of  a  patent  unless  con- 
flnned  hy  personal  inspection  of  the  Examiner  or  hisdeputiied  assistant. 

The  Examiner's  action  is  not  warranted  by  the  rules.    (See  Bule  76.) 

If  the  Office  and  the  applicant  agree  upon  a  test,  it  should  be  made 
in  the  city  of  Washington,  if  practicable.  If  agreed  upon  elsewhere,  it 
can  only  be  upon  the  condition  that  the  supervision  and  examination 
thereof  and  the  report  thereon  be  made  by  a  qualified  person  desig- 
nated by  the  Office.  It  is  the  settled  practice  of  the  Office  not  to- 
detail  Examiners  on  such  duty. 

The  request  is  denied. 


Ex  PARTE  Bishop* 

Decided  October  7, 189$. 

68  0.  G.  153. 

Designs— Subjvct-ICattbb—Pbbmaturk  PsTmoir. 

Where  a  petition  was  taken  from  the  action  of  the  Examiner  ohjecting  to  the 
claims  as  not  setting  forth  proper  subjects  matter  for  a  design,  no  repetition  of 
snch  action  having  been  made,  Held  that  the  petition  was  prematurely  taken 
and  that  the  Examiner  should  have  made  his  reasons  for  objecting  to  the  claima 
a  basis  for  a  r^ection. 

On  PKTITIOM.  digitized  by  GOOgk 
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jsmum  woB  ▲  aABXBirr-CDPPOvrBB. 

Application  of  Charlefi  E.  Bishop  filed  March  8, 1892,  No.  424,228. 
Mr.  J7.  A.  West  for  the  applicant 

FBOTHiNeHAM,  Aisistont  OimmUHoner: 

This  is  a  petition  taken  from  the  action  of  the  Examiner  in  refttsing 
to  eonsider  the  case  npon  its  merits  and  in  requiring  that  certain 
alleged  informalities  in  the  claims  should  be  corrected. 

The  record  shows  that  on  Angnst  10, 1892,  the  applicant  filed  a  snb- 
stitnte  spedflcation  containing  two  claims,  and  that  on  Augast  24, 
1892y  on  consideration  of  the  case  as  thus  amended,  the  Examiner 
objected  in  the  following  language  to  the  said  claims: 

Keither  of  the  daima  of  applicant  can  be  constnied  to  be  for  ao  article  of  mana- 
fSMture  haying  either  a  new  and  original  shape  or  a  new  and  original  surface  orna- 
mentation, or  aa  old  ahapie  pins  a  new  and  original  ornamentation,  the  only  anbjecta 
for  which  a  design  patent  may  iaane,  for  neither  of  the  claims  sets  up  an  artiole, 
each  of  them  reciting  a  anrfaee,  or  aorfacea,  which  ia  a  mere  fragment  of  the  atatu* 
tory.aabjeet.  Furthermore,  neither  of  the  didma  can  be  oonatmed  to  be,  eyen  aa  a 
cUira  for  a  anrfaee,  for  a  different  deaign  than  that  recited  in  the  other. 

When  theee  formal  objectiona  haye  been  removed,  the  application  wiU  be  given 
ftutber  eooaideration. 

Applicant  thereupon  filed  the  present  x>etition,  in  which  it  is  stated 
that  the  ix>int  raised  by  the  objections  set  forth  in  the  letter  of  the 
Examiner  above  referred  to  are  not'sufficient  to  waiTant  the  Examiner 
in  refusing  to  pass  the  case  to  issue.  On  September  3,  1892,  the  Exam- 
iner wrote  the  applicant  in  substance  as  follows:  That  the  petition  was 
premature  under  Bule  145,  in  that  the  Examiner  had  only  ma;de  one 
action,  but  that  if  applicant  should  file  an  amendment  before  the  day 
set  tar  the  hearing  of  his  petition,  substituting  for  the  claims  now  in 
the  case  the  one  contained  in  the  final  words  of  the  said  petition,  all 
the  formal  objections  would  disappear  and  action  on  the  merits  would 
promptly  ioUow  the  withdrawal  of  the  i>etition.  On  September  6, 1892, 
the  applicant  requested  that  the  said  application  be  amended  by 
adding  the  claim  last  above  suggested  and  asked  a  reconsideration  of 
the  two  claims  already  in  the  case. 

It  is  clear  from  the  above  state  of  facts  that  the  petition  is  pre- 
maturely brought,  inasmuch  as  the  Examiner  has  not  repeated  the 
action  from  which  the  present  i)etition  is  taken.  It  is,  however,  advis- 
able to  indicate  that  the  first  so  called  « objection '^  in  the  letter  of 
August  24,  1892,  should  have  been  a  rejection,  inasmuch  as  it  is  in 
effect  a  statement  that  the  claims  do  not  contain  proper  subject-matter 
for  a  design  patent  With  respect  to  the  second  objection,  I  am  of 
the  opinion  at  present  that  the  two  claims  are  the  same  in  legal  effect. 

In  view  of  what  has  been  said  above,  it  follows  that  the  petition 

should  be  and  is  hereby  dismissed,  and  the  case  is  remanded  to  the 

Examiner  for  action  in  conformity  herewith  and  for  such  further  action 

as  the  condition  of  the  case  may  require.  OOglc 
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Beiohbnbaoh  V.  Goodwin. 

Decided  April  4, 189S. 
eS  O.  G.  811. 

1.  IRTXBFERVKCS— BURDBN  OF  PROOF. 

The  bnrden  of  proof  in  an  interference  is  mpon  the  eontestant  who  &ils  U> 
make  a  claim  to  the  improTement  in  controTersj  or  a  statement  of  invention 
equivalent  thereto  ontil  after  the  tame  was  claimed  hj  the  other  party^  to  the 
interference. 

3.  iMTKRFBRUrCS  RKTWSKV  APPUCATION  AlTD  PAnCMT— RiOBT  OF  APFUOAllT  TO 
MaKB  iNTRRFERIira  CLAIMS. 

Where  an  applicant  copied  the  claims  of  a  patent  and  thus  proToked  an  inter- 
ference, Held  that  all  tribunals  that  pass  npon  the  question  ofpriority  of  inTsn- 
tion  most  decide  whether  the  applicant  is  entitled  to  claim  thatinTontion  in  his 
application. 

Appeal  from  the  Primary  Examiner. 

im  MAKurACTDBi  OT  ruxiBLB  pooToaunno  nun. 

Patent  No.  417,202  granted  December  10, 1889,  to  H.  M.  Beiohen- 
bach.  Application  of  Hannibal  Goodwin  filed  May  2,  1887,  No. 
236,780. 

MeMrs.  Church  db  Church  for  Beichenbach. 

Mr.  B.  W.  Parker  and  Messrs.  Pennie  A  Ooldsb&raugh  for  Goodwin. 

BncoilDB,  Cemmissianer: 

This  is  an  appeal  from  a  decision  of  the  Primary  Examiner  refusing 
to  dissolve  the  interference,  the  grounds  and  reasons  of  appeal  being 
stated  as  follows: 

1.  The  Examiner  erred  in  his  finding  that  the  inyentf on  described  and  claimed  in 
the  patent  to  Reichenbaoh  was  the  same  as  that  deseribed  and  claimed  in  the  Good- 
win application  here  involyed. 

2.  The  Examiner  erred  in  his  finding  that  the  inyention  described  and  claimed  in 
the  Beichenbach  patent  is  described  and  claimed  in  the  Qoodwin  application. 

8.  The  Examiner  erred  in  his  finding  that  an  interference  in  iaot  exista  between 
the  InTentions  of  the  Beichenbach  patent  and  the  (Goodwin  application. 

4.  The  Examiner  erred  in  his  finding  that  the  subject-matter  of  the  eUdma  of  the 
Reichenbaoh  patent  is  diaclosed  or  claimed  in  the  Goodwin  application. 

6.  The  Examiner  erred  in  his  finding  that  the  application  of  Goodwin  ocmtained  a 
claim  or  equivalent  statement  of  inyention  ooToring  the  snbject-matter  in  isane  at 
or  prior  to  the  filing  date  of  the  Reichenbach  application. 

6.  The  Examiner  erred  in  his  finding  that  the  invention  in  issae  was  either  claimed 
or  included  in  an  equivalent  statement  of  invention  in  the  amendment  of  July  18, 1887. 

7.  The  Examiner  erred  in  his  finding  that  the  Goodwin  application  claimed  or 
described  the  invention  in  issue  at  the  date  of  the  Beichenbach  patent. 

8.  The  Examiner  erred  in  refiiaing  to  dissolve  the  interference  because  of  the  want 
of  interference  in  fact. 

9.  The  Examiner  erred  in  refusing  to  dissolve  the  interference  because  of  the  irregu- 
larity in  the  declaration,  in  that  by  reason  of  said  declaration  Goodwin  is  aeoorded 
a  flctitioua  record  date.  ,^^^^  by  GoOglc 
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10.  Tbe  Examiner  erred  in  refneiag  to  shift  the  burden  of  proof  and  to  find  ar 
matter  of  fact  that  the  burden  of  proof  was  upon  Goodwin  because  of  the  absence  of 
claim  or  equivalent  statement  of  inyention  prior  to  the  flliugof  Reichenbach'e  appli- 
cation. 

These  reasons  of  appeal  may  be  condensed  into  two,  to  wit:  First, 
t^oodwin  had  not  the  right  to  claim  in  bis  application  the  invention 
patented  to  Beicbenbach  in  his  patent,  and,  second,  if  the  interference 
is  to  proceed  tbe  burden  of  proof  sbonld  be  shifted  to  Goodwin.  Only 
the  latter  can,  noder  the  rales  and  practice,  be  considered  on  this  apjieaL 
It  is  found  that  Goodwin  did  not  daim  the  improvement  in  controversy 
Dor  make  a  statement  of  invention  equivalent  thereto  until  after  the 
same  was  elaimed  by  Heichenbach,  wherefore  the  burden  of  proof  is  on 
Goodwin,  and  the  dedsion  of  tbe  Primary  Examiner  is  reversed  on  that 
point 

The  question  is  raised  whether  Goodwin  is  entitled  to  daim  in  his 
application  the  invention  patented  to  Beicbenbach  by  his  patent.  What 
that  invention  is  must  be  determined  ilh>m  Keicbenbach's  patent  Good- 
win, by  copying  his  claims,  has  accepted  the  contest  over  priority  on 
that  bads.  When  the  case  is  dedded  upon  its  merits  all  tribunals  that 
pass  upon  it  must  decide  whether  Goodwin  is  entitled  to  daim  that 
invention  in  bis  application.  Beicbenbach  cannot  meddle  with  Good- 
win's right  to  make  a  certain  claim  when  the  Of&ce  is  dealing  with  Gk>od- 
win's  claim  ex  parte;  but  when  in  an  interference  Goodwin  is  seeking 
to  dispossess  Bdchenbach  then  Goodwin's  right  to  make  the  daim  is 
in  issue. 


Ex  PARTE  AjffDBBSOir. 

DetHiMLJtmmeiry  IS,  1993. 

as  0.  G.,  468. 

AMBHnMXHT  t7in>BB  BxTLB  7S— Gbkkbio  and  bB^mnc  Claims  nr  DirFBamrr 

AFPUCAHOMS— CROSS-BErKRSKCB  DiSCLAIMINO  QXNKRIO  InVXNTXON. 

Where  an  applicant  haa  two  applioatlona  In  the  Office  discloaing  diiferent 
•peciea  of  the  same  inyention,  eaoh  eontaiiiing  apeoiflo  olaima  and  one  contain* 
Ing  a  claim  broad  enon|^  to  cover  both  apecies,  and  the  one  containing  only 
apedflc  claima  has  heen  allowed,  a  croaa-reference  disclaiming  the  anbject- 
matter  of  the  broad  claim  may  be  inaerted  into  the  allowed  oaae  nnder  Bole  78 
without  withdrawing  it  firom  the  iaane. 

Oh  Pbtitioh. 


Application  of  Abraham  A.  Anderson  filed  September  la,  1802^  Fa. 
145,631. 

JfiSMTt*  Mmmm  d  Oo.  for  applicant  Digitized  by  Google 
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Fbothinoham^  Assistant  Commissioner: 

This  is  a  petition  requestiog  that  a  certain  amendment  alleged  to 
contain  «<  a  cross-reference  in  compliance  with  Bnle  43"  be  entered  in 
the  above  entitled  case  in  accordance  with  the  proyisions  of  Bole  78 
without  withdrawing  the  application  from  issne. 

It  appears  that  the  proposed  amendment  consists  of  a  reference  to  a 
pending  application  (Serial  No.  445,630)  of  the  above  named  applicant 
and  a  disclaimer  of  certain  specified  matter  alleged  to  be  claimed 
therein. 

The  Examiner  declined  to  recommend  the  said  amendment  on  the 
ground  that  <Hhe  subject  matter  of  the  proposed  disclaimer  does  not 
materially  differ  fh>m  the  subject-matter  covered  by  the  claims  in  this 
case." 

Upon  examination  it  appears  that  applicant  has  in  his  earlier  appli- 
cation illustrated,  described,  aud  claimed  one'sped^  of  his  invention; 
that  in  the  present  application  he  has  illustrated,  described,  and  daimad 
another  species  of  his  invention;  that  the  earlier  application  contains 
a  claim  broad  enough  to  cover  both  species,  and  that  the  Examiner  has 
allowed  the  specific  claims  in  each  application. 

Under  this  state  of  facts  I  see  no  good  reason  why  the  first  part  of 
the  disclaimer,  which  comprises  the  substance  of  the  broad  claim  of 
the  earlier  application,  may  not  properly  be  entered  in  the  present 
case,  for  It  follows  from  the  aUowance  or  presumptive  allowance  of  the 
claims  for  the  one  species  in  one  application  and  of  the  claims  for  the 
other  species  in  the  other  application  that  they  are  patentably  different. 
Applicant  is  clearly  entitled  to  have  a  claim  in  the  one  case,  or  the 
other  broad  enough  to  cover  both  species,  if  the  state  of  the  art  will 
permit  of  it. 

With  reference  to  the  second  part  of  the  disclaimer  it  is  held  that 
there  is  no  necessity  therefor,  in  view  of  the  ts^t  that  the  claim  which 
it  is  sought  to  disclaim  could  not  properly  be  made  in  this  application. 
There  is  no  such  element  in  the  device  in  this  case  as  <<a  head  formed 
of  two  centrally  apertured  hinged  sections." 

Upon  the  filing  of  an  amendment  comprising  only  the  first  part  of 
the  disclaimer,  I  see  no  valid  reason  at  present  why  it  may  not  be 
admitted. 

To  the  foregoing  extent  the  petition  is  granted. 


Digitized  by 


Google 
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Ex  PASTE  MOOBE. 

Dteided  FtlbrMary  6, 1S9$. 

O.  O.,  463. 

Catkat^Notics  to  Caveator— SEcnoN  4902,  Revised  Statutes— Extensioit  or 
Tims  fob  Fiuno  Appucation. 
Under  the  proviaions  of  section  4902  of  the  Revised  Statniea  the  CoinmissioneT 
hss  so  power  to  extend  the  time  within  which  %  osveator  may  avail  himself  of 
his  cave»i,  by  filing  an  application  for  patent,  beyond  three  months  from  the 
time  of  placing  the  notice  in  the  post-oflSoe  at  Washington,  with  the  usnal  time 
raqnired  for  transmitting  it  to  the  caveator  added  thereto. 

In  the  Matter  of  the  request  of  Filbnore  Moore  for  an  extension  of 
time  within  which  to  file  an  application  for  Lettei-s  Patent  for  an  inven- 
tion  relating  to  shoe-soles. 

Mr.  Phillips  AhbeU  for  petitioner. 

FROTHUfOHAM,  AssigUmt  OammistUmer: 

It  i^pean  that  on  September  17,  1892,  said  Moore  filed  a  caveat 
relating  to  certain  improvements  in  soles  for  shoes;  that  on  November 
12, 1802,  a  letter  was  mailed  by  the  Office  to  applicant,  in  care  of  his 
attorney,  Ko.  206  Broadway,  New  York,  of  which  the  following  is  a  copy : 

In  eomplianee  with  the  provisions  of  Bnle  206,  the  caveator  is  herewith  notified 
thst  an  application  has  heen  iiled  fbr  sahstantiaUy  the  invention  set  forth  in  this 
eaTcafty  and  that,  in  order  to  ayailhlmself  of  his  caveat,  he  most  file  his  application 
within  three  months  ftom  November  14, 1892,  said  three  months  to  expire  Febmary 
U,188S; 

that  on  November  14, 1803,  the  said  attorney  wrote  a  letter  to  the  said 
Moore,  addressing  it  to  the  last  addrens  known  to  the  attorney — to  wit-, 
111  Bast  Forty-fifth  street,  New  York  city — the  substance  of  the  letter 
being  a  notification  that  another  party  had  <<  filed  an  application  for  a 
patent  for  improvement  in  shoe-soles"  which  was  '*  in  some  respects  the 
same  as  the  one  described"  in  the  said  caveat,  and  that  he  shonld  file 
an  application  therefor  <<  within  three  months— that  is,  on  or  abont 
Febroary  14, 1893."  It  appears  that  in  September,  1S92,  Moore  sailed 
far  Europe;  that  the  said  letter  was  forwarded  to  him  and  was  not 
received  by  him  until  some  time  in  January,  1893,  and  that  as  late 
as  January  25, 1893,  Moore  was  still  in  Europe.  It  is  therefore  now 
lequested  that  an  extension  of  time  be  granted  within  which — 

hs  may  file  his  application  for  Letters  Patent  until  April  1, 1S9S,  which  does  not 
givs  Dr.  Moore  more  than  three  months  from  the  time  he  received  the  notice  to 
which  he  is  entitled  nnder  Bnle  306  within  which  to  file  his  case. 

The  following  language  appears  in  section  4902  of  the  Revised  Stat- 
utes: 

If  Mich  person  desires  to  ayail  himself  of  his  caTcat^  he  shall  file  his  description, 
^eeifleations,  drawings,  and  modt^l  within  three  months  from  the  time  of  placing 
^  notice  in  the  post-office  at  Washington,  with  the  nsnal  time  required  for  trans- 
iMlBg  it  toihseaTeator  added  thereto;  which  time  shall  be  indorsed  in  the  notiOT[^ 
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The  same  lan^age  is  found  in  section  40  of  the  patent  act  of  1870 
and  also  in  section  9  of  the  patent  act  of  1861.  In  section  12  of  the 
patent  act  of  1836  the  following  language  is  found: 

And  if  •pplioation  shaU  be  made  by  any  other  person  witMn  one  year  ftom  the 
time  of  filing  such  caTeat,  for  a  patent  of  any  invention  with  whioh  it  may  in  aoy 
respect  interfere,  it  shall  be  the  duty  of  the  Commissioner  to  deposit  thedeseription, 
specifloations,  drawings,  and  model,  in  the  confidential  arohiyes  of  the  Oftoe,  and 
to  give  notice,  by  mail,  to  the  person  fiiing  the  caveat  of  snch  applleation,  who 
shall,  within  three  months  after  receiving  the  notice,  if  he  would  avail  himself  of 
the  benefit  of  his  caveat,  file  his  description,  specifications,  drawings,  and  model. 

It  thus  appears  from  examination  of  the  patent  act  of  1836  that  the 
three  months  did  not  begin  to  run  until  after  the  caveator  had  received 
notice  of  the  filing  of  an  interfef  log  application.  The  patent  act  of  1861, 
however,  changed  the  law  in  this  respect,  and  stated  and  provided  that 
the  three  months  should  begin  to  run  from  the  time  that  the  notice 
of  the  filing  of  an  interfering  application  was  deposited  in  thepost^ffice 
plus  the  regular  time  for  transmission  of  the  same  to  the  caveator. 
This  is  substantially  what  is  required  by  the  provisions  of  the  Revised 
Statutes.  In  the  present  case  the  Office  has  given  a  notice  of  three 
months  and  two  days. 

It  is  therefore  held  that  the  Office  has  given  all  the  notice  that  it  is 
required  to  give  under  the  statutes,  and  that  under  all  the  facts  in  the 
case  the  Commissioner  has  no  power  to  extend  the  time  as  requested. 

The  petition  is  denied. 


BOHLS  V.  B0N81.0K. 

as  O.  O.,  464. 

>  iMTBBFBBBirca— TianMOinr  or  Wmnuf  Amodstiho  to  Claim  or  Intxmtoe- 
8HIP  Not  AK INCOMPUITS  Cavxat  or  Apfucatioh. 
The  testimony  of  a  witneas  in  interference  prooeedinga  to  the  effect  that  he  \m 
the  inyentor  of  the  aabjeet-matter  of  the  iasne  in  controT«rty  ia  not  an  ineom- 
plate  oaToat  or  appUoation  for  patent  within  the  meaning  of  the  patent  lawa. 
.  Samk— SospsynoM  or  PaocBKDiKo»— Statutobt  Bar  to  Graiit  or  Patrmt. 
Although  the  testimony  in  an  interference  anggesta  a  statutory  bar  to  grant 
of  a  patent,  it  ia  the  osaal  practice  to  let  the  case  take  ita  regnlar  oonxae  to  final 
hearing  and  award  of  priority. 

Appeal  on  motion. 


Application  of  Henry  Bohls  filed  July  6, 1891,  No.  398,630.    Appli- 
cation  of  James  A.  Bonsack  filed  November  12, 1889,  No.  330,041. 

Ueur%.  6.  H.  it  W.  T.  Howard  for  Bohls. 

Jle$$rs»  Duncan,  Ourtii  dn  Page  and  Mr.  B.  F.  Newbury  for  Bonsack 
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Feothinqham,  AaHfUmt  Oammiaianer: 

This  is  an  appeal  taken  on  behalf  of  Bohls  from  the  decision  of  the 
Examiner  of  Interferences  denjring  his  motion  to  suspend  the  aboye^ 
eotitled  interference,  as  hereinafter  set  forth* 

The  motion  is  as  follows: 

And  now  eomes  Heniy  Bohls,  by  his  attorneys,  O.  H.  Sl  W.  T.  Howard,  and  mores 
for  tiie  raspension  of  thisinterfexence  and  such  subsequent  action  as  shall  bo  deemed 
neeeeaary  looking  to  the  addition  as  a  party  thereto  of  one  J.  C.  Stcbvr,  of  .San  Fran- 
ciaeo,  Cal.,  whose  depoaitiony  taken  in  behalf  of  said  Bonsack,  and  from  which 
eztraeta  are  appended,  is  in  the  nature  of  an  incomplete  or  informal  caveat  or  applica- 
tioD,  setting  forth  clearly  and  under  oath  that  said  Steber  claims  the  iuvention  of  the 
iHne,  such  motion  being  made  under  Bule  129  of  the  United  States  Patent  Office,  or 
such  other  as  may  be  deemed  applicable  j  and  farther  under  the  established  practice 
oftbiaOffioe  under  which  said  Steber  should  be  officially  communicated  with  and 
Informed  that  he  has  on  file  an  incomplete  oayeat  or  application,  and  invited  to  com- 
plete the  same. 

Attached  to  this  motion  are  certain  extracts  firom  the  testimony  of 
laid  Steber. 

The  Examiner  of  Interferences  denied  the  motion,  and  thereupon 
Bohls  took  the  present  appeal,  assigning  the  following  as  reasons  of 
appeal: 

1.  The  Examiner  of  Interferences  erred  in  subBtantiaUy  holding  that  said  Steber 
had  no  standing  before  the  Office. 

3.  The  Exantiner  erred  in  holding  that  the  fisets  brought  before  him  are  insufficient 
to  warrant  the  inquiry  prayed  for. 

It  may  be  assumed  that  the  said  extracts  from  the  testimony  of  Steber 
show  that  he  considers  or  claims  that  he  is  the  inventor  of  the  subject 
matter  of  the  issue. 

It  is  contended  on  behalf  of  Bohls  that  they  amount  in  substance  to 
the  filing  of  an  incomplete  caveat,  or  of  an  incomplete  applicatioui 
and  that  he  should  therefore  be  notified  by  the  Office  and  advised  in 
what  particular  the  instrument  or  paper  fails  to  comply  ^vith  the 
requirements,  so  that  he  may  have  the  opportunity  of  completing  the 
instrument  or  paper  with  a  view  to  asserting  bis  rights  as  an  inventor. 
The  difficulty  with  this  contention  is  that  the  deposition  of  Steber  does 
not  amount  in  any  sense  to  an  application  for  a  patent  within  the 
meaning  of  the  law.  He  makes  no  request  of  the  Commissioner  of 
Patents.  He  merely  claims  to  be  the  inventor  of  that  for  which  the 
two  contestants  are  striving  to  obtain  Letters  Patent.  This  is  not  an 
unusual  state  of  fhcts.  It  often  appears  during  the  progress  of  an  inter- 
ference that  neither  of  the  contestants  is  the  inventor  of  the  subject 
matter,  because  the  testimony  may  show  that  some  one  else  is  the  prior 
inventor.  Until,  however,  this  third  party  asserts  his  right  to  the 
Invention  by  making  an  <<  application  therefor,  in  writing,  to  the  Com- 
missioner  of  Patents,"  etc.,  no  patent  will  issue  to  anybody.  Even 
a.Hsnming  Steber^s  deposition  to  be  an  application  for  a  patent,  it  is  not 
the  practice  of  the  Office  to  suspend  an  interference  after  the  testimony 
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of  one  of  the  parties  has  been  taken  (as  in  the  present  ctise)  without 
the  consent  of  the  parties.  After  the  termination  of  the  interference 
the  application  of  the  saccessAil  party  would  be  placed  in  interference 
with  that  of  Steber. 

Furthermore,  it  must  betheld  that  the  deposition  of  Steber  does  not 
amount  to  an  incomplete  caveat  in  any  sense  in  which  the  word 
^<  caveat ''  is  used  in  the  patent  law. 

In  section  4902  of  the  Revised  Statutes  the  following  language  appears : 

Src.  4902.  Any  citizen  of  the  United  States  who  makes  any  new  invention  or 
diacoveryy  and  deeires  farther  time  to  mature  the  same,  may,  on  payment  of  the  teem 
required  by  law,  file  in  the  Patent  Office  a  eayeat  setting  fwth  the  design  thereof, 
and  of  its  distinguishing  characteristics,  and  praying  protection  of  his  right  nnttl 
he  fihaU  have  matured  his  invention. 

It  does  not  appear  from  the  deposition  of  Steber  that  he  ''dcHires 
further  time  to  ra-^»tnre'' his  invention.  Neither  does  it  appear  tliere- 
from  that  he  requests  "protection  of  his  right  until  he  shall  have 
matured  his  invention."  There  is  nothing  to  indicate  that  Steber 
intended  to  take  advantage  of  the  law  relating  to  the  filing  of  caveats. 

It  is  obvious  that  the  Commissioner  would  not  be  wan  anted  in  recog- 
nizing any  caveator  except  the  one  recognized  by  the  patent  laws. 

Furthermore,  assuming  that  Steber's  deposition  amounts  to  a  caveat, 
he  is  not  entitled  to  notice  of  any  applications  interfering  with  his 
caveat  prior  to  the  filing  of  his  caveat  He  would  be  entitled  only  to 
notice  of  those  interfering  applications  which  may  be  flle&L  within  one 
year  after  the  filing  of  his  caveat,  so  that  in  the  present  case,  assuming 
that  he  had  filed  a  caveat  when  his  deposition  was  filed  in  the  Ofllce, 
he  would  not  be  entitled  to  any  notice,  for  it  does  not  appear  that  any 
interfering  application  has  been  filed  subsequently  thereto.  As  a 
matter  of  fact^  he  already  had  notice  of  the  fact  that  other  parties  were 
contesting  his  alleged  invention  when  he  gave  his  deposition. 

The  fact  that  Steber  claims  the  invention  in  coniroversey  as  his 
invention  may  be  suggestive  of  a  statutory  bar  to  the  grant  of  a  patent 
to  either  or  both  of  the  parties  to  the  interference;  but  this  is  all  that 
it  can  properly  amount  to,  even  if  the  evidence  should  establish  the 
existence  of  such  statutory  bar. 

It  is  well  settled  that  in  almost  every  case  where,  during  the  progress 
of  an  interference,  the  evidence  discloses  that  which  amounts  to  a  statu- 
tory bar  to  the  grant  of  a  patent  to  either  one  of  the  parties  for  the 
subject  matter  of  the  interference,  '*  the  interest  of  the  public  will  be 
conserved  by  letting  the  case  take  its  regular  course  to  final  hearing 
and  award  of  priority."  (See  Hicks  v.  Keating  v.  Purvis,  db  BUgramj 
C.  D.,  1887,  40;  40  O.  G.,  343.) 

In  the  affidavit  of  counsel  attached  to  the  motion  papers,  it  is  stated 
among  other  things,  that — 

in  his  opinion  the  interests  of  Jnstiee  require  that  the  intentions  of  said  Steber  at  to 
a  detiire  to  maintain  or  relinquish  his  claim  to  the  invention  should  he  made  known 
before  the  deterrniuation  of  this  interferenee. 

Digitized  by  VjOOQ  IC 
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To  this  it  need  only  be  said  that  there  is  nothing  in  the  patent  laws 
that  requires  an  inventor  to  make  his  intention  known  as  to  whether 
he  will  file  an  application  or  not. 

Under  all  the  circamsta^nces  of  the  case  it  is  held  that  the  Oommis- 
sloner  woald  not  be  warranted  in  granting  the  motion. 

The  decisiou  of  the  Examiner  of  Interferences  is  afiirmed. 


Ex  PABTE  Wilson. 

Decided  February  16,  JS9S. 

as  O.  G.,  465. 

ADDmoKAL  Oath  Undib  Paragraph  3  of  Rclb  4S— Not  Rkquibvd. 

Where  an  ftpplloation,  ezecated  in  Liverpool,  Englaud,  wm  filed  forty-elght 
days  later,  Beid  that  the  delay  was  not  unreasonable  and  that  an  adcUtUnial 
oath  should  not  be  required.    Previously  decided  cases  reviewed. 

Ov  Petition. 

eiMB  AHD  GJJO  APPAXATUS. 

Application  of  Martin  L.  Wilson  filed  October  24, 1892,  No.  U9^79L 
Mr.  Oearge  0.  DymonA  and  Mr,  Henry  Connett  for  the  applicant. 

FsoTHUVOHAM,  AMtitont  Commissioner: 

This  is  a  petition  taken  from  the  action  of  the  Examiner  in  requiring 
an  additional  oath  to  the  specification  on  the  ground  that  the  applica- 
tion had  not  been  filed  within  a  reasonable  time  after  the  execution  of 
the  original  oath. 

The  applicant  requests  that  'Hhe  Examiner  be  instructed  that  no 
new  oath  is  required  in  this  case,''  and  that  the  Commissioner  *^ con- 
strue the  meaning  of  Rule  46  for  the  futare  guidance  of  applicants  and 
attorneys." 

In  the  case  under  consideration  it  appears  that  the  applicant  is  a 
foreigner;  that  the  application  was  executed  in  Liveri)ool,  England, 
on  September  6, 1892,  and  that  it  was  filed  on  October  24, 1892,  forty- 
eight  days  after  the  execution  of  the  original  oatb.  The  petitioner 
states  that  the  ^'paiiers  were  received  by  the  attorney  of  record  Irom 
his  foreign  correspondent  on  October  13, 1892.". 

In  disposing  of  this  petition  it  became  necessary  to  examine  the 
cases  Id  which  the  applictint  has  been  held  to  have  filed  his  applica- 
tion within  a  << reasonable  time"  after  the  exocntion  of  the  original 
oatb. 

In  the  ease  of  ex  parte  Jaehson  (42  MS.  Dec.,  1872)  it  appears  that  the 
application  was  filed  August  19, 1889,  and  that  the  original  oath  was 
executed  on  July  11,  ISSX  Applicant  in  that  case  was  a  resident  of 
the  State  of  Illinois.    No  reason  was  given  by  the  applicant  for  the 
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delay  in  filing  the  application.  The  Commissioner  held  that  the  appli- 
cation was  filed  within  a  reasonable  time,  and,  after  granting  the  peti- 
tion, stated  as  follows: 

•  •  •  Bat  it  is  not  intended  to  imply  that  oaaee  may  not  oceni  In  whiek  a 
Ikilnre  to  file  the  application  within  six  weeks  after  ezeention  of  the  same  w£Q  be 
held  to  be  an  nnreasonable  time  nnder  all  the  circumstances  of  the  partienlar  eases. 

In  the  case  of  ex  parte  Steitz  (42  MS.  Dec,  352)  it  appears  that  the 
application  was  not  filed  nntil  fifty-six  days  after  the  execution  of  the 
original  oath.  The  applicant  in  t^at  case  was  a  resident  of  the  State 
of  Wisconsin,  and  the  reason  given  for  not  filing  the  application  sooner 
was  that  he  had  not  paid  the  attorney's  fees  for  preparing  the  applica- 
tion. It  was  held  that  the  application  was  filed  within  a  reasonable 
time,  and  that  no  general  rule  could  be  laid  down  which  should  govern 
in  all  cases;  but  what  was  ^'reasonable  time"  mast  depend  in  a  given 
case  upon  the  particular  state  of  tkcts  therein  presented. 

On  the  other  hand,  in  the  case  of  ex  parte  Woodhauee  (43  MS.  Dec«^ 
451)  it  was  held  that  nine  months  between  the  filing  of  the  application 
and  ''the  execution  of  the  papers"  was  unreasonable,  and  the  require- 
ment  of  the  Examiner  for  a  new  oath  was  sustained. 

In  view  of  the  two  dedsious  first  above  cited,  I  am  of  the  opinion 
that  the  flM^ts  in  the  present  case  are  not  such  as  would  warrant  the 
Gommissioner  in  caUing  for  an  additional  oath. 

The  petition  is  granted. 


Ex  PABTB  AOKBOYB  et  aU 

DMided  March  tl,J8$S. 

68  O.  O.,  406. 

AjnucATiom  vob  Patbmts— ▲ttbstatton  of  Ikvkmtob's  Sionatubx  to  Brad- 
nc^noN. 
The  attestation  hy  hoo  witnesses  of  the  inventor's  sig^tnre  to  the  speciflation 
fonnlng  part  of  his  appUoation  for  patent  is  made  imperatiye  hy  section  4S8S; 
Bevlsed  Stotntes,  and  Bnle  40. 

Bbfbbbnob. 

BIKNDMOIISOiaPO  FUBXACB. 

Application  of  William  Ackroyd,  Thomas  H.  Ackroyd,  and  John 
Willonghby  filed  Apra  22, 1881,  No.  389,984« 

Mr.  Jolm  B.  WaUk  and  Mr,  Jamee  L.  Iforrie  for  the  applicants. 

Fbothingham,  Acting  Oammiseioner: 
The  above  entitled  application  has  been  informally  referr^  by  the 
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Primary  Exfuiiiner  to  tbe  Couimissioner  for  an  expressiou  of  opinion 
upon  the  following  state  of  fact«: 

It  appears  that  the  signatures  to  the  specification  are  attested  by 
one  witoeas  only  instead  of  two,  as  required  by  the  statute,  and  that 
the  application  is  otherwise  ready  for  allowtmce. 

The  last  daose  of  section  4S88,  Bevised  Statutes  of  the  United 
States,  reads  as  foUows: 

Tlie  «p0ciAeatioii  and  elaim  •hall  be  signed  by  the  iaTentoi  and  atteated  by  twe 
witneaaee. 

The  first  clause  of  Bule  40  is  as  follows: 

40.  The  apecification  must  be  signed  by  the  inventor  or  by  his  exeentor  or  admin- 
iatrator,  and  the  signatnre  mutft  be  attested  by  ttro  witnesses. 

The  word  ^^shall"  of  the  statute  and  the  word  ^^must"  of  the  rule 
are  held  to  be  mandatory. 

In  the  case  of  ej^lMireeMcCulloch,  decided  August  27, 1887,  where  the 
applicant's  signatnre  at  the  end  of  the  specification  as  filed  was  attested 
by  one  witness  only,  Mr.  Commissioner  Hall  made  the  following  decision : 

It  ia  hereby  directed  that  this  application  be  received  and  forwarded  for  exami- 
nation;  bot  if  the  invention  is  foond  to  be  patentable  the  case  shall  be  withheld 
from  Isaae  ontil  the  applicant  shall  file  an  aocurate  copy  of  the  specification  bear- 
ing the  aame  date  aa  the  one  filed,  aigned  by  applicant,  and  attested  by  two  wit- 
Bosnf  ^  in  conformity  to  the  mlcs. 

The  Examiner  is  therefore  directed  not  to  pass  tbe  case  to  issue 
antfl  a  proper  specification  has  been  filed  in  accordance  with  said 
dedsioiu 


nXJNTEB  V.  SPBAGUB. 

Dtdded  JaHnary  S,  ISOS, 

as  O.  G..  611. 

UmERFFRmrcK— Uas  oy  TasnMOinr  Taken  in  a  Prior  Iktrrfkrkxck— Diftbr- 

RST  PaRTIFJ»— PRODUCnOK  OF  WlTXK8SK». 

Teetiinony  taken  in  one  interference  cannot  be  used  in  a  subsequent  inter* 
I'creuce  when  sach  use  ia  opposed  by  a  party  to  such  later  interfiTnce  who  was 
neither  a  party  nor  privy  to  ths  earlier  interference  at  the  time  the  testimony 
waa  taken  and  thereafter  and  when  it  does  not  appear  that  the  witnesses  who 
teatiBetl  in  the  earlier  interference  oannot  bs  procured  to  testify  ia  the  later  one. 

Affsal  on  motion. 

BLBOTaiO-BAILWAT  IfOTOB. 

Application  of  Rndol]ili  M.  rinnter  fllod  acptombor  10,  i880,  No, 
;i:!4,077.  i*at(*ut  junaiilod  Fruiit  J.  8]>iague  March  2o^  18::o,  Xo.  424,* 
43G. 

J/r.  H.  M.  HiuUirjfro  se, 

MinHtB.  Dyvv  i(-  Sid  if  for  Hprajnie,  Digitized  by  GoOglc 
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Fbothingham,  Amstant  GommisHxoner: 

This  is  an  appeal  tttken  &om  the  decision  of  the  Examiner  of  Inter- 
ferences denying  a  motion  made  on  behalf  of  HuTiter  for  permission  to 
nse  testimony  taken  in  interference  No.  13,586  in  the  nl>oye-entitled 
interference,  as  hereinafter  set  forth. 

it  appears  that  Hunter  filed  a  motion  that  leave- 
be  granted  to  him  to  use  in  this  interfereiico^  so  for  as  relevant  and  material  and 
■abject  to  the  right  of  Ihe  ooif testing  parties  to  reeall  the  witneseesy  the  testimonj 
heretofore  taken  in  the  interferenoe  of  Van  IhpoeU  t.  KnigU  y.  BrUl  y.  Hunter,  No. 
18,586. 

It  is  stated  in  the  motion  papers  that  the  said  motion  is  brought 
under  the  provisions  of  Rule  157  and  for  reasons*  set  forth  in  the  affi- 
davit of  said  Hunter  annexed  to  the  motion,  as  follows: 

That  he  is  one  of  the  parties  to  the  interferenoe  of  Hnnter  r,  Sprague,  No.  14,438. 

That  this  interferenoe  Is  npon  an  electric-railway  oar  having  the  same  general 
strnoturo  as  that  required  in  the  interference  of  Van  DepoeU  y.  Knight  y.  BriU  ▼. 
SunUir,  No.  13,686,  of  wliicb  Sprague  was  a  former  party  npon  the  identical  con- 
•traction  of  truck  which  forms  the  Hubjeot  matter  of  the  present  interference. 

That  deponent's  application  in  this  interference  is  a  division  of  bis  original  appli- 
cation involved  in  the  aforeaaid  intorforence,  13,586,  and  is  identical  in  every  respect. 

Deponent  avers  that  the  exhibits  which  be  must  nse  in  this  interference  are  the 
same  exhibits  that  were  need  in  the  interferenoe  13,586,  and  that  the  testimony  which 
he  has  taken  relative  to  the  said  exhibits  in  that  case  applies  with  equal  force  to  the 
invention  involved  in  the  present  interference,  14,433,  and  that  there  is  no  valid  reason 
why  the  said  testimony  taken  in  the  interferenoe,  18,586;  should  not  be  permitted  to 
be  used  in  the  present  interference,  14,433. 

Deponent  farther  avers  that  the  Electric  Car  Company  of  America,  the  owners  of 
the  said  application,  are  financially  embarrassed  to  such  an  extent  that  it  would  be 
needless  hardship  plaoed  upon  them  to  compel  them  to  take  all  of  this  testimony 
over  again,  because  the  structures  involved  are  identically  the  same  in  both  cases, 
and  the  application  involved  in  this  case  is  a  division  of  the  application  which  was 
involved  in  the  other  case.  No.  13,586. 

The  Examiner  of  Interferences  denied  the  motion,  and  from  this 
decision  the  present  appeal  is  taken,  the  rensons  for  which  are  stated 
to  be  that  said  decision — 

was  not  made  in  conformity  with  tne  meaning  of  liuie  157  of  the  Rules  of  Practice; 

It  appears  that  Spragiie's  patent  involved  in  the  present  interference 
was  not  involved  in  the  earlier  interference,  altliongh  Sprague  was  a 
party  thereto  on  another  application  which  was  a  division  of  the  appli- 
cation on  which  the  said  patent  was  granted;  that  prior  to  the  taking 
of  the  testimony  which  Hnnter  now  seeks  permission  to  use,  as  above 
set  forth,  it  was  held  by  the  Oommissioner  that  Spragne's  application 
was  not  rightly  in  the  earlier  interference,  and  it  was  accordingly  dis- 
solved as  to  his  application. 

It  appears  that  the  subject-matter  of  the  issue  is  different  from  that 
of  the  issue  in  the  former  interference.  It  may  be  assumed  for  the  pur- 
poses of  this  case  that  Hunter's  application  involved  herdn  is  a  division 
of  his  application  involved  in  the  former  interference,    GoOqIc 
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It  does  not  i^pear  from  the  reooid  thst  Spngae  was  either  a  party 
or  privy  to  the  former  interference  proceeding  at  the  time  the  testimony 
was  taken  and  thereafter,  and  it  does  not  appear  that  the  witnesses 
who  testified  in  the  £r»nner  interference  cannot  be  prooored  in  the  pres- 
ent interference. 

Bole  157  is  as  fonows: 

157.  Bj  IfiTt  of  the  CoumDiittiaiiery  .flnt  obteined,  testioMmy  token  In  m*  Interfer- 
caee  pvoceedlng  nuiy  b«  naed  ia  any  other  or  sniMoqnent  inteifereaoe  proceeding,  to 
frr  as  reloTMii  end  material,  sabjeet,  howeyer,  to  the  right  of  any  oontetting  party 
to  reeall  witneeece  whose  depositions  haTS  been  taken,  and  to  take  other  testimony 
in  labnttol  of  the  depositions. 

The  last  part  of  Bale  153  is  as  follows: 

155.  •  •  •  In  contested  oases  the  praotioe  on  points  to  which  the  mles  shall  BoS 
be  i^licable  wiB  confonn,  as  nearly  as  possible,  to  that  of  the  United  Btotes  coortt 
In  equity  proceedings. 

Bnle  159  provides  that  the  established  roles  of  evidence  ''will  be 
applied  strictly  in  all  practice  before  the  Olfice." 

The  general  roles  of  the  relevancy  of  depositions  taken  in  a  prior 
proceeding  as  evidence  in  a  sobsequent  proceeding  are  as  follows:  A 
deposition  taken  in  one  soit  cannot  be  read  in  evidence  as  proof  of  its 
contents  in  another  soit  against  one  who  was  neither  a  party  to  the 
former  soit  nor  privy  to  a  party.  (Tappan  v.  Beardsley^  10  Wall,  427; 
RMikerfwrd'y.  Geddes,  4  Wall.,  220;  The  Steamboat  John  H.  StaHnj  9 
Ben*9  331.) 

In  the  case  last  above  cited  it  was  held  that  a  deposition  taken  by 
the  owners  of  a  schooner  in  a  soit  against  a  steamboat  for  damage  to 
the  schooner  occasioned  by  a  collision  cannot  be  read  in  another  suit 
against  the  same  steamboat  by  the  master  of  the  schooner  for  damages 
to  the  cargo  occasioned  by  the  same  collision. 

It  woold  seem,  however — 

thst,  to  estoblish  the  Hsct  that  a  oertoin  snit  was  brought,  or  the  time  of  its  com- 
mencement, the  record  of  it  may  be  need  against  one  who  wss  no  party  to  it;  bnt 
only  so  mnch  as  is  necessary  for  that  purpose  is  admissible.  (Syllabus  in  Tapp^M  y. 
BmrdBleg,  $Mpra.) 

It  was  further  held  in  the  case  last  above  cited  that — 
Depositions  which  are  incorporated  into  snch  a  record  are  not  admissible  in  another 
snit  where  the  wltueMcs  are  competent  and  cun  be  procured  In  the  second  suit, 

and  that — 

the  right  and  the  opportunity  in  a  person  to  cross-examine  are  essential  to  the  use 
of  snch  depositions  ngainst  lilm.    (Syllabus. ) 

it  is  clear  umler  tlic  above  state  of  facts  and  the  established  rules  of 
evidence  tliat  tne  motion  eonld  not  properly  be  granted.  Thequestion, 
then,  to  be  dcteriuiiied  is  whether  the  established  rules  of  evidence  are 
to  be  tiuidifled  by  the  provisions  of  Bule  157  to  such  an  extent  as  to 
warrant  the  Ck>mmissioner  in  overruling  the  decision  of  the  Examiner 
of  luterfereuoes.  gtized  by  (o( 


62  DECISIONS   OF   THE   COMMISSIONER  OF   PATENTS. 

It  is  difficult  to  say  just  what  state  of  facts  will  warrant  the  Commis- 
sioner Id  exercising  the  discretion  conferred  upon  him  nnder  the  pro- 
visions of  Rule  157  where  there  is  opposition  as  in  the  presen  t  case,  and 
it  will  not  be  attempted.  It  is  sufficient  to  state  that  nnder  all  the 
facts  in  the  case  the  conclusion  arrived  at  by  the  Examiner  of  Inter- 
ferences is  hereby  concurred  in. 


Seoob  and  Segob  v.  Knapp. 

Decided  Janutary  11,  1S9S. 
68,0.0.,  612. 

IXTBRFSBBKGS— XJSX  OF   TkSTIMONT  TaKBN   Uf  A   PBIOR   IHTKRyBKBirCB— PXRTI. 

NKNCB  OF  EviDEKCB— Different  Parties. 
Testimony  taken  hi  one  Interferenoe  should  not  be  admitted  into  a  snbseqiient 
interference  between  different  parties  against  the  protest  of  one  of  the  parties 
to  tha  latter  interference,  eren  tboogb  the  evidence  sooght  to  be  introduced  is 
pertinent  to  the  later  issna  and  the  protesting  par^  was  also  a  party  to  the 
earlier  interference. 

Appeal  on  motion. 


Application  of  Gordillo  O.  Becor  and  William  H.  Secor  filed  May  7, 
1892,  No.  432,133.  Application  of  Edgar  Knapp  filed  Febmary  6, 1891, 
No.  380,539. 

Mr.  H.L.  Osgood  and  Messrs,  Pennie  A  Ooldsborough  for  Secor  and 
Secor. 
Mr.  Oeorge  D.  Judson  and  Messrs.  Johnson  dt  Johnson  for  Knapp. 

Fbothingham,  Acting  Commissioner: 

This  is  an  appeal  taken  on  behalf  of  Knapp  from  the  decision  of  the 
Examiner  of  Interferences  '<  allowing  the  motion  of  Secor  and  Secor  to 
nse  testimony  under  Rule  157." 

It  appears  that  on  November  21,  1892,  the  following  motion  was 
made  on  behalf  of  Secor  and  Secor: 

That  an  order  be  made  iu  the  above  entitled  intcrfereQce  granting  iiermiasion  to 
8ecor  and  Secor  to  use  the  testimony  taken  on  behalf  of  Willinm  H.  Secor  in  the 
interference  No.  15,386  between  said  William  H.  Secor  and  Edgar  Knapp,  which 
interference  was  decided  in  favor  of  said  Knapp  in  the  above  iutcrferonoe  in  accord- 
ance with  and  subject  to  the  provisions  of  the  157th  Kiilc  of  Practice. 

The  Examiner  of  Interferences  granted  this  motion  and  from  such 
action  the  present  appeal  is  taken,  and  the  reason  therefor  is  stated  to 
be  that— 

the  Examiner  erred  by  rendering  a  decision  contrary  to  law. 

The  record  shows  that  on  October  23, 1891,  an  interference  was 
declared  between  certain  claims  of  the  application  of  William  H.  Secor, 
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fikd  April  3, 1891,  Serial  No.  387,550,  and  ceri;aiii  claims  of  the  appli- 
eatioii  of  Edgar  Knapp,  filed  Febniary  6, 1891,  Serial  No.  380,539;  that 
the  said  Seoor  and  Cordillo  O.  Seoor,  bis  father,  gave  testimony  in  said 
interference,  which  testimony  was  daly  filed;  that  priority  was  decided 
in  &Tor  of  Knapp  on  the  ground  that  the  testimony  showed  that 
William  H.  Seoor  was  a  Joint  inventor  with  bis  father;  that  on  May  7, 
1892,  the  said  William  H.  Seoor  and  Cordillo  O.  Secor  filed  an  appli- 
eatkmy  Serial  No.  432,183,  and  that  said  application  was  placed  in 
interferenee  with  the  said  application  of  Knapp  on  an  issne  which  on 
its  Ikce  appears  to  be  slightly  different  from  that  of  the  earlier  inter- 
ference, which  was  decided  in  &Tor  of  Knapp,  as  above  stated.  It  far- 
ther appears  that  the  joint  application  of  Secor  and  Secor  contains 
matter  not  iUnstrated,  described,  or  claimed  in  the  sole  application  of 
WiDiam  H.  Secor. 

It  does  not  appear  that  the  witnesses  whose  testimony  it  is  songhtto 
use  in  the  present  interference  cannot  be  produced  to  give  testimony 
therem,  nor  does  it  appear  that  any  special  hardship  will  result  if 
fleeor  and  Seoor  are  required  to  take  new  testimony  to  prove  their  case. 

The  ordinary  rules  of  evidence  in  equity  proceedings  relating  to  the 
relevancy  of  depositions  taken  in  a  previous  proceeding  as  evidence  in 
a  subsequent  proceeding  have  been  set  forth  in  the  case  of  Hunter  v. 
S^agvey  (53  MS.,  Dec.  1.)  Under  these  rules  it  is  clear  that  the  motion 
eoold  not  properly  be  granted.  It  is  contended,  however,  on  behalf  of 
Beoor  and  Secor,  that  under  the  provisions  of  Rule  157  and  under  the 
fects  in  the  present  case  the  Commissioner  would  be  justified  in  exer- 
cising his  discretion  and  in  granting  the  motion,  and  that  the  object  of 
Bule  157  is  to  save  time  and  expense.  It  is  contended,  on  the  other 
hand,  on  behalf  of  Knapp,  that  the  parties  to  the  two  interferences 
and  the  subjects  matter  thereof  are  different  and  that  he  is  entitled  to 
see  and  hear  the  witnesses  give  their  testimony  to  prove  their  case  and 
to  avail  himself  of  all  the  rights  and  privileges  accorded  to  him  by  the 
established  rules  of  evidence. 

It  may  be  assumed  to  be  true  that  Secor  and  Secor  are  willing  to 
rely  upon  the  device  concerning  which  testimony  was  given  in  the 
earlier  interference  to  prove  priority  in  the  present  case,  and  that  the 
evidence  in  relation  thereto  is  pertinent  to  this  case;  but  the  fact 
remains  that  the  parties  to  this  interference  are  not  the  same  as  those 
to  the  earlier  interference.    It  is  well  settled  that— 

An  iBYentlon  aUeged  to  b«  made  by  two  persons  jointly  is  one  thing  and  an  inyan- 
tion  by  one  of  those  persons  alone  is  another.  The  inventions  in  such  a  case  are  to 
he  eonddered  as  if  made  by  two  different  persons,  the  two  Joint  inventors  conati- 
tnting  one  entity  on  the  one  hand  and  one  of  them  alone  the  second  entity  on  the 
other  hand.  (See  Kohler  v.  Kohler  and  Chamhen,  C.  D.,  1888, 19;  43  O.  G.,  247; 
Mmdy.  Brawn,  C.  D.,  18S9, 173;  48  O.  Q.,  397;  «x  parj^  MacLay,  C.  D.,  1889,  220; 
ISO.  G.,  1043;  Sityderr,  Kanneberg,  C.  D.,  1892,  71;  580.  G.,  1840.) 

Such  being  the  case,  there  npx)ear8  to  be  no  good  reason  for  admit- 
ting  the  testimony  into  this  case  against  the  protest  of  Knapp,  although 
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be  was  a  party  to  such  earlier  interferenoe.  Under  all  the  cboiun- 
staiices  I  am  unable  to  reaeli  the  conclusion  that  it  is  advisable  to 
deprive  Knapp  of  his  right  to  the  benefit  of  the  established  rules  of 
evidence  in  equity  proceedings.  Furthermore,  there  would  appear  to 
be  no  special  hardship  if  Secor  and  Seoor  are  obliged  to  take  testi- 
mony in  the  usual  way. 
The  decision  of  the  Examiner  of  InterflBrences  is  overruled. 


Ex  PABTB  Bbown. 

Deeided  October  8, 1830. 

63  O.G.,759. 

Payment  op  Fikal  Fees— Time  Allowkd— Six  Calendab  Months. 

Under  the  practice  of  tlie  Patent  Office  the  time  within  which  a  final  fee  may 
he  paid  is  six  ealwkdar  months  from  the  date  of  the  notloe  of  allowance. 

On  Petition. 

SAw-en. 
Application  of  Walter  M.  Brown  filed  February  6, 1889,  No.  298^920. 

Mitchell,  Cotnmisinoner: 

In  the  practice  of  the  Patent  Office  the  six  months  allowed  for  the 
payment  of  the  final  fee  has,  time  out  of  mind,  been  constmecl  to  be  six 
calendar  months.  The  practice  thus  prevailing  must  be  adhered  to 
until  it  is  held  illegal  by  competent  judicial  authority.  I  have  no 
doubt  whatever  that  the  practice  is  a  valid  and  legal  one.  (Sheets  v. 
8helden^9  Lessee^  2  Wall.,  177;  Union  Bank  of  Georgetown  v.  Forrest^  3 
Cranch  C.  C,  218.  8ee  also,  EdwardtPs  Lessee  v.  Darbtfj  12  Wheat, 
210;  United  States  v.  The  Ship  Recorder ^  1  Blatchf.  218.) 

Tlie  final  fee  in  this  case  having  been  duly  applied  within  the  six 
calendar  months  after  the  allowance  of  the  application,  the  case  is  not 
forfeited,  and,  consequently,  tiic  petition  for  renewal  cannot  be  granted. 


Parkin  and  Wbigdt  v.  Jknness. 

Decided  Fehrwtr^  f ,  1808. 
63  O.  O.,  769. 

1.  iKTERnBRBKCK— Evlt)l»;CB    OK    IKVKKTION  IN  FOIlKIGN  COUKTRY— WHAT  MaT 
BK  SECEIVRD  as. 

Evidence  of  invention  in  a  foreign  rountry  cannot  be  received  in  an  interfer- 
ence proceeding  unless  Huch  evidence  in  in  the  form  of  a  publication  or  patent 
or  is  for  the  purpose  of  showing  that  some  one  of  the  ('ontestants  is  not  an  orig- 
inal inventor.    {(Irein  v.  Hall  v.  Skv.tu$  v.  Fivld,  C.  !>.,  1880,  110;  46  0.6., 

1515.)  «-' 
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1  Savk— Facts  Oocvrriko  in  Forkioh  Coumtrt— EriDKircB  to  bk  Excludxd. 
In  eonBidering  the  quMtion  of  prior  or  public  use  or  prior  inTontion  ftll  eyi- 
doioe  of  fiteti  occurring  in  %  foreign  conntry  mnst  be  excluded.  ( Avim  and  Tap^ 
«•  T.  Bbehp,  C.  D.,  imi,  166;  57  O.  O.,  128.) 

1  Samb— TrniMOHY  nr  Forkioh  Countrt— Rbquisitbs    of  Pubucation  ab 
FomroAnoN  for. 
In  order  to  oonetitnte  a  proper  foundation  for  taking  teetinioiiy  in  a  foreign 
country,  a  publication  mnst  diecloee  the  invention  in  controTersy  and  must  die- 
eloee  it  ae  the  inyention  of  tbe  party  seeking  to  take  such  testimony. 

4  Syidkvck  of  iKvuinoN— Forriom  Prirtsd  PuBUCAnoK  OR  Patrnt— What 

18  Not. 

Tbe  so-called  publications  made  in  the  British  QfliM  Jommal  and  the  German 

Jsiptrte/  Gag9H0  concerning  applications  for  patents  and  the  laying  open  of  such 

applications  to  public  inspection  do  not  constitute  either  publications  of  or 

patents  Ibr  the  iuTcntions  iuTolyed. 

Motion  for  lehearing. 


AppUeation  of  Biohard  A.  Parkin  and  John  0.  Wright  filed  Vovem- 
ber  30,  1891,  ISo.  413,513.  Application  of  Bdwin  J.  Jennesa  filed 
Oetober  31, 1891,  XTo.  410,491. 

Mr.  P.  T.  Ihdge  ftxr  Parkin  and  Wright. 
Me$9r8.  Baynumd  d  Omokm^Aro  for  Jennesa. 

Fbothinghim,  A99i9tanii  OommiMUHMr.* 

This  is  a  motion  broaghtou  behalf  of  Parkin  and  Wright  for  a  rehear- 
ing of  the  appeal  taken  by  Jenneas  firom  the  deoUdon  of  the  Examiner 
of  Interferences,  granting  their  motion  to  take  teatimony  abroad,  and 
which  appeal,  on  October  25, 1892,  was  decided  adveraely  to  Parkin 
and  Wright  by  the  Acting  Gommiasioner. 

The  following  are  stated  to  be  the  reasons  fbr  bringing  the  motion 
under  conaideration : 

That  the  Commissioner  erred — 

FIfs*.  In  holding  that  the  testimony  which  Richsrd  ▲.  Pnrkin  and  John  C.  Wright 
would  give  would  be  immaterial. 

Seeond.  In  holding  that  the  testimony  which  William  P.  Thompson  would  gire 
would  be  immaterial. 

mid.  In  not  holding  that  publication  of  the  iuTcntion  of  Parkin  and  Wright  in 
England  in  the  CjfclM  of  September  28, 1881,  established  %  prima  fmtU  case. 

Fourth.  In  not  hohling  that  the  testimony  which  William  P.  Thompson  would 
give  as  to  the  identity  of  Richard  A.  Parkin  and  John  C.  Wright  with  the  parties 
named  in  the  German  patent,  No.  6,049,  was  material. 

Fifth.  In  not  holding  that  the  testimony  which  William  B.  Drirer  would  give 
concerning  the  detailed  description  of  the  iuTentUmof  Parkin  and  Wright  in  the 
CftXM  of  September  28, 1801,  was  material. 

Copies  of  certain  affidavits  filed  in  the  case  are  offiared  in  support  of 
the  present  motion.    These  afSdavits  relate  to  the  testimony  which  it 
is  deeired  to  take  abroad,  and  Jiayo  not  heretofore  been  made  a  partof 
)S183pat 5  rooal(> 
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the  motion  to  take  testimonj  abroad.  They  caunot  therefore  properly 
be  considered,  except  incidentally,  on  a  motion  for  rehearing. 

It  appears  that  the  application  of  Jenness  was  filed  October  31, 1891« 
and  that  the  application  of  Parkin  and  Wright,  who  are  foreign  invent- 
ors, was  filed  Fovember  30, 1801. 

Bnle  158  (2)  is  as  follows: 

158.  By  leATO  of  the  Commisiionery  first  obtained,  teeiimoiiy  may  be  taken  in  fov^ 

eign  countries,  upon  complying  witli  the  following  requirements: 

•  •••••  • 

S.  It  mnst  appear  that  the  testimony  desired  is  material  sad  competent,  and  that 
it  cannot  be  talcen  in  thii  country  at  all  or  oaiinot  be  taken  here  without  haidship 
and  injury  to  the  moving  party  greatly  exceeding  that  to  which  the  opposite  party 
will  be  exposed  by  the  taking  of  such  testimony  abroad. 

It  is  well  settled  that  evidence  of  InTcntion  in  a  foreign  coontry  can- 
not be  received  in  an  interference  proceeding,  unless  such  eyidence  is 
in  the  form  of  a  publication  or  patent  or  is  for  the  purjiose  of  showing 
that  some  one  of  the  contestants  is  not  an  original  inventor.  {Qreen  v« 
Hall  V.  Biemem  v.  Fields  C.  D.,  1889, 110;  46  O.  G.,  1515.)  It  is  also 
held  that  in  considering  the  question  of  prior  use  or  public  use  all  evi- 
dence of  facts  occurring  in  a  foreign  country  must  be  excluded,  and 
that  in  considering  the  question  of  prior  invention  all  evidence  of  &cts 
occurring  in  a  foreign  country  must  be  excluded,  (^rotrii  and  Toplifi 
v.  Bixby,  C.  D.,  1891,  I665  57  O.  G.,  123.) 

In  the  case  of  De  Ferranii  v.  WettmgKouse  (0.  D.,  1890, 114;  52  O.  O., 
467)  it  was  held  that— 

The  fact  that  the  specification  (British)  of  the  foreign  applicant  was  made  ennoss 
Ible  to  the  pubUc  in  an  unpublished  form  prior  to  the  filing  date  of  the  American 
application  is  immaterial,  because  it  was  not  then  a  printed  publication,  nor  was  it 
•  patent.    (Syllabus.) 

In  the  same  case  priority  was  decided  in  &vor  of  Westinghouse, 
because  on  the  date  of  the  filing  of  his  application — 

there  was  no  printed  publication  or  patent  in  existenoe  •  •  •  disclosing  the 
iuYcntion  in  controversy  as  the  invention  of  De  Ferranti. 

The  words  <<  as  the  invention  "  in  the  above  quotation  are  to  be  par- 
ticularly observed. 

With  reference  to  the  first  allegation  of  error  it  is  only  necessary  to 
consider  the  following  matters:  It  appears  from  insjiectiop  of  the  orig- 
insd  motion  that  Parkin  and  Wright  would  testify,  among  other  things 
that-- 

the  first  advertisement  of  the  invention  appeared  in  the  Illu$irat9i  OfloM  JmmuU 
(patents)  on  May  IS,  1891,  and  in  Fiad  SporU  on  Hay- 11,  and  the  fiitt  description 
appeared  in  the  CfolUi  of  September  28, 1891. 

It  is  not  clear  iVom  this  statement  that  they  will  testify  that  the 
alleged  publications  are  publications  of  their  own  invention  as  distin- 
guished Aroro  publications  of  merely  the  subject-matter  of  the  inven- 
tion. Copies  of  the  alleged  publications  were  not  made  a  part  of  the 
original  motion,  although  copies  of  the  last  two  publications  have  been 
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made  a  part  of  the  motion  for  rehearing.  It  is  clear  that  the  alleged 
pablication  in  the  Official  Journal  is  not  a  printed  publication.  This 
merely  consists  of  an  advertisement  of  the  fact  that  the  complete  spec- 
iflcation  (British) has  been  accepted/specifying  the  date  of  application^ 
title  of  invention,  and  name  of  applicant.  (See  De  F&rranti  v.  Weiting' 
haute,  8upra.) 

The  following  is  stated  to  be  a  copy  of  the  extract  from  Field  Spcrte 
ofMayll,ld91: 

I  had  ihepleMura  of  intpeetiog  laat  week  an  inTention  of  Ifeem.  R.  A.  Perklit 
and  J.C.  Wright  (the  noted  reeord  brewer,)  whieh  like  many  Teoent  inventioiui  in 
eyeling  mMtm^  refers  to  the  pneiunatic  tire,  end  unlike  many  reoent  noyeltiee,  has 
■ome  practical  ntilitj  afiovt  it.  It  ie  designed  to  rednce  the  liability  of  the  tire  to 
panetore  to  a  minimam.  In  fbot,  ftom  the  teats  to  whieh  I  pat  the  model,  I  fail  to 
see  how  a  tire  ean  bnrst  or  pnnetare  when  this  method  is  adopted.  As  the  patent 
is  not  yet  ftUly  protected,  I  eannot  reveal  ftiriher  details  at  present.  In  the  mean- 
time I  would  adriae  eyelists  who  are  etiU  wavering  between  a  enshion  and  a  pneu- 
matie  tired  maehtne  to  wait  a  Uttle  longer  and  see  this  patent. 

This  is  on  its  &ce  clearly  not  a  publication,  as  there  is  no  disclosure 
of  the  invention. 

With  reference  to  the  publication  in  the  OyeliHt  September  23, 1891, 
I  see  no  good  reason  at  present  why  a  motion  to  take  testimony  abroad 
might  not  be  granted,  provided  it  is  stated  in  the  motion  that  it  is  for 
the  purpose  of  proving  that  said  publication  was  a  publication  of  their 
own  invention.  It  is  to  be  observed  that  the  said  publication  refers  to 
the  invention  as  <<  Wright's  Protectors,"  and  not  ParUn  and  Wrighfs; 
but  this  may  perhaps  be  open  to  explanation  by  oral  testimony. 

It  also  appears  that  Parkin  and  Wright  would  testify  as  follows: 

We  applied  for  a  British  patent  for  the  invention  on  the  6th  day  of  May,  1891, 
Ke.  7,829,  and  again  with  slight  alteration  on  the  23d  day  of  May,  1891,  No.  8,744. 
We  also  applied  for  a  German  patent  on  Jnne  18, 1891,  No.  6,049,  the  specification  of 
whieh  was  laid  open  to  pnblio  inspectioii  in  or  about  Angnst,  1891,  and  issued  in 
printed  form  about  three  months  later. 

With  reference  to  the  British  applications  it  need  only  be  stated 
that  they  are  neither  printed  publications  nor  patents. 

With  reference  to  the  specification  of  the  German  patent  being 

printed  '*  about  throe  months  later"  than  the  time  it  was  <Maid  oi)en 

to  public  inspection,"  it  need  only  be  stated  that  it  is  not  clear  that 

this  would  disclose  a  date  of  publication  prior  to  October  31, 1801, 

the  date  of  filing  Jenness's  application.    In  order  to  determine  whether 

the  German  specification  berame  a  printed  publication  at  the  time  it 

was  ^<laid  open  to  public  inspection,  in  or  about  August,  1891,"  it 

becomes  necessary  to  examine  the  Gtorman  patent  act  as  amended  by 

the  act  of  1891.    (See  55  O.  G.,  1826.)    The  said  act  of  .1891  (sec.  23) 

provides  that  if  the  Patent  OHice  couRiders  the  application  to  be  in 

due  order  and  tiie  giunt  of  a  patent  adniissible  tiie  publication  of  tlie 

application  U  ordei^.    This  Hu-called  publicati(»u  is  not  a  publication 

of  the  whole  application  or  the  ^^esnential  contents"  thereof  asiset 

oogle 


68  DECI8I0KB  OF  THE   COMMISSIONER  OF  PATEin*8. 

forth  in  the  traDBlation  of  the  said  sectioD,  (55  O.  O.,  1827,)  for  upon 
examination  of  a  copy  of  the  Imperial  Oazetie  it  appears  that  only  the 
name  of  the  apph'cant,  the  title  of  the  inyention,  the  date  of  the 
application,  and  the  notice  that  the  subject-matter  of  the  application  is 
provisionally  protected  against  unauthorized  use  is  required.  The 
said  section  further  provides  that  at  the  same  time  the  application,  eta, 
will  be  laid  open  to  public  insi)ection  in  the  Patent  Office. 

It  iSy  therefore,  clear  that  the  above  proceedings  do  not  constitute 
either  a  publicntion  of  or  a  patent  for  the  invention.  It  is  true  that  in 
the  translation  of  said  section  it  is  stated  that  ^Hhe  publication  takes 
place  in  such  manner  that  the  name  of  the  applicant  and  the  essential 
contents  of  the  application  are  advertised,"  etc.;  but  it  is  dear^  IVom 
an  inspection  of  the  so-called  <^ publication"  and  of  the  original  act,  that 
It  does  not  amount  to  more  thaii  is  ab<)ve  stated.  It  is,  therefore,  held 
that  the  German  speciAcation  did  not  become  a  printed  publication  <<in 
or  about  August,  1891." 

With  resi)ect  to  the  other  matters  to  which  it  is  stated  that  Parkin 
and  Wright  would  testify,  it  need  only  be  stated  that  under  th^  gen- 
eral rules  laid  down  as  above  they  are  not  relevant  and  materisd. 

In  view  of  what  has  been  stated  above,  it  follows  that  it  is  not  neces- 
sary to  consider  the  remaining  allegations  of  error,  for  they  involve 
substantially  the  same  questions  that  have  already  been  passed  upon, 
and  that  the  motion  fbr  rehearing  should  be  and  is  hereby  denied.  Per- 
mission, however,  is  hereby  given  to  renew  the  motion  with  reference 
to  the  publication  in  the  Oyclisij  in  accordance  with  the  views  above 
expressed. 


Ex  PABTE  ESOHNBB. 

Dedded  March  10, 189S. 

68  O.  G.,  700. 

Practice— Amrnpmext  After  Decision  bt  ExAMiinBRS-iN-CHiBr--0LAiM8  for 
DiFFERE^iT  Invention. 
An  applicant  having  originaUy  presented  only  claims  for  a  method  and  having 
prosecuted  them  to  a  final  rejection  and  taken  an  appeal  to  the  Examinem-in- 
Chief,  has  made  his  election,  and  he  cannot  be  permitted  to  thereafter  snbstitnte 
claims  covering  mechanism  alleged  to  be  capable  of  carrying  ont  the  method 
originally  diiiiued  merely  because  they  are  believed  to  be  patentable  and  do  not 
include  new  matter. 

On  Petition. 

XAffUVACTOn  or  TUBIS  or  bards  fOB  mOS-WBAB,  BTO. 

Applioitfon  of  lionis  Eschiier  filed  Jane  12, 1889,  No,  dlS^Odi, 
Messrs.  Howson  di  Howsim  for  tbe  applicanti 
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Pbothihghaic,  Acting  Cammiisianer : 

This  is  a  pedtiiMi  reqaesting  thtft  the  Examine  be  instracted  <^to 
aefcupon  the  dalois  presented  by  the  amendmeot  dated  February  2, 
1893.'' 

The  reeord  shows  that  the  application  as  originaUy  filed  contained 
daims  fi»r  an  alleged  method;  that  these  claims  were  flnaUy  r^eoted 
hj  the  Primary  Examiner;  that  on  appeal  this  action  was,  on  Noyem- 
ber  28, 1892,  affirmed  by  the  Exaniiners-in-GLief ;  that  thci  eiifter  and 
on  Febroary  3, 1803,  the  applicant  presented  the  amendment  above 
reteied  to^  comprising  a  change  in  the  title  of  the  invention  from 
^'Maonfiustore  of  tabes  or  bands  for  neckwear,  etc,''  to  <^  Improve- 
ments in  dnplex  guides  for  double-needle  sewing-machines,''  and  sub- 
stantially a  substitnte  spedflcation  with  claims  fbr  mechanism  alleged 
to  be  eapaMe  of  carrying  out  the  said  method,  in  place  of  the  said 
method  claims. 

The  Examiner  refhsed  to  enter  this  amendment,  on  the  ground  that 
it  presented  matter  not  covered  by  the  original  oath  of  invention  and 
that  the  case,  having  been  decided  by  the  Examiners-ih-Ohief  on  appeal, 
could  not  properly  be  reopened  by  the  Primary  Examiner  except  in 
accordance  witii  the  provisions  of  Bule  142.  Thereupon  the  present 
petition  was  taken. 

It  is  contended  on  behalf  of  the  applicant  that  he  might  have  filed 
the  claims  for  the  mechanism  when  he  originally  filed  his  application, 
along  with  the  process  claims;  that  he  has  a  right  to  do  so  now;  that 
the  amendment  does  not  contain  new  matter,  and  that  the  subject- 
matter  of  the  claims  presented  by  the  amendment  is  not  so  different 
irom  that  of  the  original  claims  as  to  require  a  new  examination.  He 
also  states  in  the  petition  that  the  claims  originally  presented  were  not 
in  such  form  as  to  properly  set  forth  the  patentable  novelty  of  the 
invention,  and  that,  having  been  convinced  of  this,  he  now  desires  to 
change  the  form  of  the  claims  so  as  to  properly  express  it 

The  last  clause  of  Bule  142  is  as  follows: 

And  eoiM  whieh  have  been  decided  by  either  the  Comyiissioiier  or  the  £zamineni> 
in-Ohief  will  not  be  reopened  by  the  Primary  Examiner  without  like  authority,  and 
then  only  for  the  eoneideration  of  matters  not  already  a4)ndloated  niton,  nnlflcieut 
eaoM  being  eliown. 

Under  all  the  fiicts  in  this  case  it  is  clear  that  *^  sufficient  cauHe"  has 
not  been  shown  for  reopening  this  case  for  the  entry  of  the  proposed 
amendment.  Upon  t^e  showing  made  it  must  be  held  that  applicant 
made  his  election  as  to  which  of  two  supposed  inventions  be  would 
prosecute  in  the  present  application,  assuming  that  both  the  method 
and  the  apparatus  were  originally  disclosed  therein,  and  that  he  must 
stand  by  such  election.  Applicant's  proper  course  would  appear  to  be 
to  file  a  new  application. 

The  petition  is  denied.  ^         , 
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Ex  PASTE  BAACKB8. 

DmMmi  M^reh  7, 189S. 

68  O.  G.,  900. 

1.  Form  of  Claims— ELRXsirr  of  Combinatiox— Bkoad  Statsmkht  of. 

A  elnim  toYmxk%  »  combination  of  etemenis  is  not  objeetioiiablo  in  form  1 
the  terrnn  employed  to  designate  one  of  snoh  elements  are  broad  enough  to  ooYor 
either  of  two  devices  that  differ  in  stmotnre  and  mode  of  operation  bat  are 
shown  and  described  as  capable  of  performing  the  same  ftmetion. 

2.  SaMV— SUBSTAKTIAL  IdKHTITY— WHAT  IS  NOT. 

Two  claims  are  not,  as  a  matter  of  form,  substantially  alike  when  correspond- 
ing elements  are  set  forth  broadly  in  one  sad  specifically  in  the  other,  and  when 
one  includes  an  element  neither  actually  nor  impliedly  included  in  the  other. 

3.  Sams— RsFKRKMCK  to  Location  or  Ofbration  ofMschavum  Not  imAppu. 

CATION  OBJRCTIONABU. 

A  claim  containing  words  of  limitation  which  are  dependent  upon  the  loca- 
tion or  operation  of  mechanism  that  forms  no  part  of  the  inyention  claimed  and 
is  neither  shown  nor  described,  is  objectionable. 

On  Petition. 

nancB  tea  ootuiio  wns  aona 

Application  of  John  M.  ^.  Baackes  filed  Noyember  12,  1891,  Vo. 
411,600. 

Messrs.  Hall  db  Fa/if  for  the  applicant. 

Frothinoham,  Acting  Commissioner: 

This  is  a  petition  taken  from  the  action  of  the  Examiner  objecting  to 
the  form  of  certain  claims. 

Claims  1,5,  and  7  are  objected  to  because  of  the  employment  therein 
of  the  words  <^a  device  for  coiling  wire  rods"  and  <<a  coiling  device." 
Applicant  shows  and  describes  one  foim  of  mechanism  for  coiling  wire, 
the  principal  features  of  which  are  a  withdrawable  non-rotary  support 
or  mandrel  and  a  rotary  device,  termed  a  '^ay-off,"  for  coiling  the  wire 
upon  such  support  or  mandrel,  and  another  consisting  of  a  reel  which 
is  adapted  to  rotate  and  thus  coil  the  wire  about  itselfl 

The  Examiner  states  in  his  answer  to  the  petition  that  the  expressions 
above  quoted— 

are  of  snch  breailth  as  to  cover  either  the  devioe  lor  colling  wire  npon  the  withdraw- 
able support  or  mandrel  k  or  the  sapport  itself,  and  it  is  not  certainly  known  which 
of  these  two  elemeuts  the  specitied  claims  are  intended  to  cover. 

Notwithstanding  this  statement,  1  am  of  the  opinion  that  the  non- 
rotary support  cannot  properly  be  regarded  as  a  coiling  device,  and  it 
is  obvious  that  the  ^'  lay-off"  and  rotary  reel  are  coiling  devices.  The 
coiling  device  being  merely  an  element  of  a  combination  and  not  claimed 
as  new  per  se^  it  may  properly  be  presented  in  terms  broad  enough  to 
oover  all  forms  of  ooiling  device  shown  and  described  and  all  other 
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known  devices  for  performing  the  same  fimction.  The  state  of  the  art 
bearing  npon  the  sabject-matter  of  these  claims  should  alone  determine 
whether  or  not  the  claims  are  to  be  limited  in  terms  to  a  specific  strao- 
toie. 

Claims  3  and  4  are  objected  to  on  the  ground  that  they  are  substan- 
tially alike.  Upon  inspection  of  these  claims  it  is  found  that  claim  3 
inchides  as  one  of  its  elements  <<a  device  upon  which  the  rod  may  be 
ooOedy"  and  that  claim  4  indndcs  as  a  corresponding  element  <^a  man- 
dreL"  Furthermore,  daim  4  includes  as  an  element  <^  means  for  with- 
diawiug  it  (the  mandrel)  beneath  the  surface  of  the  floor.''  This  is  an 
elemoit  not  specified  in  claim  3,  and  it  is  not  apparent  that  it  is  an  ele- 
Bient  that  mnat  necessarily  be  read  into  the  combination.  In  view  of 
these  fmsim  it  cannot  properly  be  held  as  a  matter  of  Ibrrn  that  claims  3 
and  4  are  anbstantiaQy  identical 

Glaima  14  and  15  are  objected  to  because  of  the  reference  in  each  to 
''the  line  of  rod- delivery.''  The  fixaminer  holds  that  ^^theline  of  rod- 
dehvery"  is  not  a  part  of  this  apparatus,  and  that  <^ reference  to  it  does 
not  deAnitely  indicate  the  position  of  any  element  thereot" 

The  words  of  limitation  to  which  objection  is  made  pertain  to  the 
ihiisldng-rollSy  not  shown  or  described  in  this  case,  and  to  the  material 
operated  upon,  and  are  definite  only  so  long  as  the  final  stand  of  finish- 
mg-roUs  and  the  rotary  lay-off  are  maintained  in  certain  relative 
positions,  the  one  to  the  other.  As  these  claims  are  now  drawn  they 
dislingoish  i^>plicant's  apparatus  firom  other  apparatus  having  rotary 
lay-offii  only  by  statements  respecting  the  operation  of  feeding  wire 
theretOL  This  would  not  be  a  good  ground  for  objection  if  the  opera- 
tion refored  to  pertained  solely  to  this  apparatus,  since  the  daim,  if 
not  properly  differentiated  from  the  references,  could  be  rejected.  A 
limitation,  however,  whidi  is  dependent  npon  the  location  or  operation 
of  mechanism  forming  no  part  oi  the  present  invention  and  not  showiP 
or  described  is  not  a  proper  limitation. 

If  i^plicant  does  not  choose  to  indude  <<the  means  for  delivering  the 
rod  to  flie  receiving-aperture  of  the  lay-off  and  to  state  its  position,"  as 
required  by  the  Examiner,  he  can  at  least  specify  the  position  of  the 
axis  of  the  lay-off  with  reference  to  some  stationary  portion  of  the 
apparatus  in  snch  a  manner  as  to  distinguish  his  invention  from  what 
is  shown  by  the  prior  state  of  the  art  provided  any  real  difference 
exists. 

To  the  foregoing  extent  the  petition  is  granted. 
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BX  PABTB  BLiJCESLKB. 

Decided  Aprau,lS9$. 

es  o.  o..  uoi. 

L  APrUGATIOV  FOB  PlTXNT— WmiBBAWAL  FBOM  IMUX. 

An  ftpplioatton  will  not  be  withdrawn  from  iMue  for  the  iiiertlon  of  »  claim 
in  the  abeenoe  of  any  showing  of  great  hardahip  or  irremediable  ii^ory. 
S.  Samb— Sams— Claim  Yoluktabilt  Canoblbd. 

The  withdrawal  of  an  applioation  from  iasne  for  the  pnrpoae  of  inserting  a 
dafan  prerionaly  presented  and  Tolnntarily  canceled  will  not  be  pennitted. 

On  Pbtition. 


Application  of  George  8.  Blakedee  filed  December  9,  1800,  No. 
450,450. 

Mr.  Jamet  A.  OowUi  and  Mr.  D.  0.  Beinohl  for  the  applicant 

VtaHSB,  Ai$Ukmt  Cammiaioner: 

This  is  a  petition  requesting  the  withdrawal  of  the  above-entitled 
application  from  issne  for  the  purpose  of  inserting  an  additional  daioL 
Applicant  bases  his  petition  npon  the  alleged  ground  that — 

the  claims  as  now  allowed  do  not  coyer  and  embody  all  of  my  invention  as  set  forth 
in  the  specification  and  drawings,  nor  what  I  am  entitied  to  as  manifested  in  the 
hirtory  of  the  art. 

It  appears  from  the  record  that  a  claim  substantially  like  the  one 
now  sought  to  be  introduced  was  presented  in  the  application  as  origi- 
nally filed;  that  it  was  r^ected  upon  reference  to  certain  patents,  and 
that  it  was  thereupon  canceled  by  the  applicant 

It  fhrther  appeared  that  the  application  was  allowed  March  12, 1801; 
that  it  beSune  forfeited  September  12, 1801,  by  reason  of  the  fiulnre  to 
pay  the  final  fee;  that  it  was  renewed  January  23, 1803,  and  that  it 
was  again  allowed  February  1, 1803. 

Applicant's  action  in  yoluntarily  canceling  a  claim  firom  his  original 
application  in  response  to  an  official  action  is  in  itself  suffident  to  pre* 
dude  the  withdrawal  of  the  application  from  issue  for  the  purpose  of 
Introducing  substantially  the  same  claim  at  this  late  period  in  the  his- 
tory of  the  case.    (ExparU  Wood,  0.  D.,  1802,  4;  58  O.  G.,  273.) 

Furthermore,  the  withdrawal  of  the  application  and  the  introduction 
of  a  claim  heretofore  hdd  by  the  Examiner  to  be  not  patentable  would 
entail  additional  labor  on  the  part  of  the  office  long  after  the  examina- 
tion of  the  case  has  become  closed.  The  Office  is  abeady  oyerburdened 
with  work  and  is  in  no  condition  to  ]*e-examine  any  case  mei'dy  because 
of  a  change  of  purpose  on  the  part  of  the  applicant  It  is  the  duty  of 
an  applicant  not  to  permit  his  case  to  go  to  issue  unless  he  is  prepared 
to  accept  the  daims  allowed. 
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In  ibis  case  applicant  is  ou titled  to  less  Uian  the  usual  consideration 
by  reason  of  tbe  fact  that  bis  application  bas  been  forfeited  and  renewed. 
It  is  obvions  tbat  tbe  claim  now  soagbt  to  be  introdaeed  migbt  and 
sbonld  bave  been  presented  at  tbe  time  of  tbe  renewal,  or  at  least 
beftxre  tbe  second  allowance,  even  assuming  tbat  it  was  not  intention- 
ally omitted  from  tbe  case  as  originally  allowed.  Moreover,  tbere  is 
Bo  sbowuig  that  great  hardship  or  irremediable  iignry  willresnlt  if  the 
spplieHtiou  is  not  withdrawn  and  the  proposed  claim  admitted,  and 
sQcb  is  not  thought  to  be  the  case. 

The  petition  is  denied. 


BZ  PAETB  EYEBSON. 

JDeoOed  Ma^  9,  X89S. 

63  O.  6.,  1881. 

Dituxoh—Prociss  akd  Apparatus— Office  Classificatioii. 

As  s  general  mle  claims  for  a  process  and  claims  corering  means  for  carrying 
oat  SQeb  process  may  be  Joined  in  one  application ;  bnt  when  the  process  belongs 
to  one  division  of  the  Office  and  the  apparatus  to  another  Joinder  sbonld  not  be 
permitted. 

Oh  Pbtitioh . 

MANUrAOTUBI  OF  SKAMUMS  MRAL  TUBMB. 

Application  of  George  H.  Eversou  filed  December  6,  1892,  No. 
454,250. 

Jfastrt.  Lehmamnj  PatHsan  dt  Nesbit  for  the  applicant. 

FiBHBB,  A8$Ut4mt  Commissioner: 

This  is  a  petition  taken  from  tbe  action  of  the  Examiner  in  requiring 
division  between  two  sets  of  claims  in  the  above  entitled  application, 
the  first  set  covering  a  method  and  the  second  a  rolling-mill  for  carry- 
ing cot  said  method. 

Upon  examination  of  the  application  it  appears  that  the  mechanism 
covered  by  the  second  set  of  claims  is  designed  for  and  employed  in 
carrying  oat  the  method  set  forth  in  tbe  first  set  of  claims.  It  follows 
that  the  inventions  covered  by  the  sets  of  claims  are  interdei)endent 

Bo  fiur  as  I  am  aware,  tbe  conrts  have  never  held  a  patent  invalid  on 
the  ground  that  it  contained  claims  for  a  method  or  process  and  for 
mechanism  or  apparatus  for  carrying  said  method  or  process  into  effect 
It  is  now  the  well  established  practice  of  the  OflQce  that  claims  for  a 
process  and  claims  covering  means  for  carrying  out  snch  process  may 
be  joined  in  one  applir-ation,  especially  when  the  same  examination  will 
practically  cover  both  inventions.    This  general  mle  will  not  be  dis^ 


74  DEClSlONfl  OF  THE  COMMlSSlONEfl  OF  PATENTS. 

tarbed.  An  important  exception  to  tbis  mio  shottld,  however,  be  reeog- 
uized.  It  is  tliat  the  Ofiioe  claBBiflcation  mast  be  eonsidered  in  deter- 
mining tlie  qnentJon  whether  process  and  apparatus  may  be  Joined  in 
the  same  application.  This  question  of  classification  is  one  of  the 
highest  importance,  and  unless  the  lines  of  classification  are  kept  dear 
there  is  danger  that  the  present  patent  system  will  fidl  to  pieces  of  its 
own  weight.  If,  therefore,  the  process  should  be  classified  in  one  division 
and  the  apparatus  in  another,  asufOisient  reason  would  exist  for  requir- 
ing division.  The  present  petition  covers  exactly  this  pointy  and  it  is, 
therefore,  denied. 


Ex  PAETB  HTTLBSET. 

Deeidtd  Mm^  17, 189S. 

eS  0.  G.,  1687. 

Claim— ALTRBNATIVENE88  OF. 

A  claim  having  tbe  phrase  ''one  or  more''  la  alternatiye  in  tonu.  If  tho  ele- 
ments covered  by  such  phrase  are  not  duplioates. 

On  Petition. 

WASRIWO-MAOHUfB  OTLUTDn. 

Application  of  Balph  De  W.  Hulbert  filed  April  4, 1892,^0. 427,649. 

MeM^TM  C.  &  E.  W.  Bradford  for  the  applicant 

FiSHBE,  Anitistani  Cofn^niaUmer: 

This  is  a  itetition  taken  firom  the  action  of  the  Examiner  in  objecting 
to  a  certtun  claim  as — 

alternative  Jn  form,  and  declining  farther  action  on  the  merits  until  said  alleged 
objection  is  removed. 

The  claim  in  question  is  as  follows: 

•  •  •  •  •  •  • 

The  particular  words  objected  to  are  <<one  or  more.''  The  devices 
referred  to  by  the  term  *< ribs''  are  shown  and  described  as  of  two 
kinds— one  at  each  longitudinal  sideof  the  dooror  cover  opening,  having 
one  wing,  and  tlie  other  v<arietv  having  two  wings;  but  the  same  letter 
of  reference  is  employed  to  designate  each  form  of  the  device. 

While  it  is  obvious  that  a  rib  having  only  one  wing  could  be  employe<l 
in  lieu  of  each  or  any  of  those  shown  as  having  two  wings,  it  is  equally 
dear  that  it  would  not  be  practicable  to  employ  the  two- winged  variety 
at  either  side  of  the  door-opening.  Such  a  state  of  flEMts  seems  to  indi- 
cate that  these  two  varieties  of  ribs  are  not  mechanical  equivalents  in 
the  structure  constituting  applicant's  alleged  invention.  However,  as 
the  two  devices  do,  to  a  large  extent,  effect  the  same  flinetion,  there  is 
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apparent  no  good  reason  why  applicant  sboaM  not  be  permitted  to 

eofwboth  of  them  by  a  proper  generic  term  or  terms,  aasnming  that 

keisabletodoso. 

If  the  two  wings  in  the  one  case  constitate  a  w^ere  dnplication  of  the 
one  wing  in  the  other,  applicant  coold  properly  set  fbrth  and  coyer  his 
iUeged  invention  by  claiming  the  ribs  as  having  a  wing.  On  the  other 
handy  if  the  difference  does  not  constitute  a  mere  duplication  the  two 
form  ahoold  be  designated  by  different  reference-letterR  and  might  be 
daimed  as  separate  and  distinct  elements.  Whichever  view  is  taken, 
it  is  held  that  the  form  of  the  claim  is  objectionable. 

The  petition  is  denied 


BX  PABTB  THOBSBN. 

I>eoid9iJwM7,lS93. 

e8  0.Q.,168S. 
L  CuiM— ALTmur ATrvsmtflS  of. 

Wh«i  the  ftlternfttiTe  dericet  speeitted  \u  the  dAtm  sre  dnplfofttM,  sa  ol^Mtion 
of  alteroAtiTeiMM  to  tlie  form  of  the  elftim  if  i^pftrenl  mtber  thsn  itftl,  and 
therelbn  shoiild  not  be  nude. 

Ms  parte  Mulbert  (ajito,  74;  SB  O.  O.,  1687)  referred  to  and  the  dietiaetion 
between  it  and  the  present  eaee  pointed  out  and  defined. 

On  Petition. 

irABCBiMa-iuoHiini. 

Application  of  Thor  A.  Thorsen  filed  Jnly  23, 1882,  No.  4419123. 
Mr.  €harte$  0.  Page  and  Mr.  E.  A.  Diek  for  the  applicant 

^ISHSB,  Aesiitant  Oommieiioner: 

This  is  a  petition  taken  lh>m  the  action  of  the  Examiner,  wherefai  he 
fBhued  to  consider  the  case  npon  its  merits  nntil  certain  changes  were 
nade  in  claims  15, 16,  and  18.  These  claims  were  objected  to  on  account 
^f  the  phrase  "one  or  more  starchingrolls." 

It  is  evident  fh>m  an  inspection  of  the  case  that  one  or  more  rolls 
Cttibeused.  It  is  merely  a  dnplication  whether  one  roll  is  asedor 
i>M)re  than  one.  Applicant  wonld,  it  is  thought,  be  protected  if  the 
phrasCf  "one  or  more  starching-rolls,"  were  changed  to  "a  starching- 
rol),^  since  if  any  one  else  should  use  the  same  machine  provided  with 
two  rolls  it  would  be  clearly  an  infringement  of  applicant's  daim  reciting 
one  roll. 

The  altemativeness  objected  to  by  the  Bzaminer  is  apx>arent  rather 
than  real.  The  claim  would  technically  be  in  b^ter  form,  perhaps,  if 
only  one  roll  were  included;  but  there  is  no  real  ambiguity,  and  there- 
fore if  the  applicant  prefers  to  urge  the  claim  as  now  expressed  he  ought 
to  be  allowed  to  do  so.    The  case  is  to  be  distinguished  from  ex  partem 

o 
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Sulbertf  {amiej  74;  03  O.  G.,  1687.)  tn  that  case  the  phrase  <<oii6  or 
more^  referred  to  features  of  elements  which  were  held  not  to  be  eqiiiT»- 
lents  of  each  other. 

In  this  case  the  rolls  are  thought  to  be  strictly  equivalent. 

The  petition  is  therefore  granted. 


BX  ?ABTB  HAKANSSOir. 

68  O.  G.|  1688. 

L  PRAonoB— Appugation  Oath— Sscnov  4809,  Rbyisbd  Statotss  of 
Unttbd  Statbs. 
Only  thoM  offioUls  speoifled  In  the  law,  Motion  4882,  BeTiflod  Statntet  of  the 
United  StAtee,  Held  to  be  empowered  to  administer  the  applleatioii  oath. 
2.  SAMS-^An— CoNSTRUcnoK  or  Bulb  47. 

An  application  oath  admlniftered  by  an  offlolal  not  named  in  Bole  47,  Aid  to 
be  defeotlye  and  not  to  be  reoeiyed  and  aecepted  as  in  fUl  eomplianoe  with  the 
rale. 

Mr.  Henry  0<mnett  for  appellant. 

FiSHBB,  AeHng  OommUaioner: 

In  the  matter  of  the  request  of  Per  Hakansson  that  an  applioation, 
filed  May  22,  1893,  held  by  the  Office  to  be  incomplete  because  of 
informality  in  the  oath,  shall  be  received  and  accepted  as  in  fhll  com- 
pliance with  Bule  47. 

This  is  a  request  that  the  above-entitled  incomplete  application, 
wUch  was  returned  on  account  of  an  alleged  defect  in  the  oath,  be 
admitted  as  complete. 

The  last  sentence  of  section  4892  of  the  Bevised  Statutes  is  as  follows : 

Sneh  oath  may  be  made  before  any  person  within  the  United  States  anthorlsed  by 
law  to  administer  oaths,  or  when  the  applioant  resides  in  a  foreign  ooontry,  befbra 
any  minister,  chargtf  d'affaires,  oonsol,  or  oommeroial  agent,  holding  oommlsslon 
under  the  Government  of  the  United  States,  or  before  any  notary  pnblio  of  the  for- 
eign country  in  which  the  applioant  may  be. 

The  above  sentence  is  perfectly  definite. 

It  does  not  empower  every  ofBcisl  in  a  foreign  country,  who  is 
authorised  by  the  laws  of  that  country  to  administer  oaths  generally, 
to  administer  the  oath  in  an  application  for  a  patent. 

i  do  not  think  it  advisable,  when  the  statute  names  in  express  terms 
the  persons  who  may  administer  oaths,  to  hold  that  any  other  persons 
are  so  empowered. 

The  request  is  denied. 
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Ex  PASTE  AUMONIBB. 

DwMed  June  S,  189$. 

e8  0.G:,1816. 

1.  Moi»SL0  or  DB8ION8— Sbchok  4980,  Seviskd  Statutrs  of  thv  TTnited  States 
ComyiJfcUJBD. , 
Tlie  diMntion  of  the  Commissioner  of  Patents  is  not  limited  by  the  statate  to 
iiiapAwginy  with  the  model  of  %  design. 
1  DBAwnroB  AiffD  Photoobaphb  of  Dksigns— Bulb  83  Construed. 

Bole  S3  is  not''  inconsistent  with  law,''  (B.  S.,  483,)  and  it  has  aU  the  force  of 

3.  Sams— BULB  88  Intbrfrbtsd. 

Tbe  chief  draftsman  is  the  proper  person  to  decide  whether  a  line-drawing 
can  be  made  of  a  design. 

4.  Sax^^Fac-Sdiiubs. 

Qranting  the  fbot  that/dc-simiZM  may  be  receiyed  as  models  or  specimens,  the 
qoestion  as  to  whether  a  line-drawing  or  photograph  should  be  fumished  is  not 
affected  thereby. 

On  PBTmoN. 

In  the  matter  of  the  twenty  incomplete  ;;«pplieation8  of  F.  Anmonier 
for  patents  for  designs,  filed  May  2,  lSd3, 

Mr.  J.  L.  Narris  for  the  applicant 

FiSHBB,  AeHng  Cammiisumer: 

This  is  a  petition  praying  that— 
the monnted/BC-*<iiiilM  or  specimens  ''or  models"  within  the  mesnining  of  section 
1890,  Berised  Statntes,  be  receiyed,  and  the  cases  forwarded  to  the  Examiner  for 
kit  eoDsideration  and  recommendation. 

Bole  83  is  as  follows: 

Hie  design  mnst  be  represented  by  a  drawing  made  to  conform  to  the  roles  laid 
dewn  for  drawings  of  mechanical  inventions.  In  case  the  nature  of  the  design  ii  snch 
that  it  eaanot  properly  be  represented  by  snch  drawing,  npon  the  recommendation 
of  the  Kyaminer  a  photograph  may  be  employed. 

Fbr  more  than  a  year  line-drawings  have  been  required  under  the 
above  nde,  and  it  is  the  general  opinion  of  all  persons  in  this  Office 
who  have  had  occasion  to  look  into  the  matter  that  the  change  firom 
the  old  practice  of  admitting  photographs  has  worked  well.  In  the 
present  cases  thefae-Hmiles^  which  have  been  offered  instead  of  draw- 
ings, have  been  sabmitted.  to  the  chief  draftsman,  who  reports  that  in 
his  opinion  a  line-drawing  conld  be  made  in  every  case  and  that  the 
present /ae-Wmf{e9  could  not  be  properly  photolithographed«  There  is 
DO  doubt  but  that  there  is  great  advantage  in  having  records  perma- 
nent and  of  such  a  character  that  they  can  be  easily  reproduced.  Pho- 
tographs, generally  speaking,  do  not  ftilSll  these  requirements,  and  it 
is  only  in  exceptional  instances,  therefore,  that  they  will  be  admitted-j[p 
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that  is  to  say,  when  the  design  cannot  properly  be  represented  by  a 
line-drawing. 

Applicant  claims  that  nnder  the  Bevised  Statntes,  section  4830,  the 
discretion  of  the  Oommissioner  can  only  be  ezerdsed  to  detennine 
whether  or  not  a  model  should  be  fhmished,  and  that  applicant  hais  a 
right  to  elect  whether  he  will  fbmish  a  drawing  or  a  photogn^h.  I 
am  unable  to  take  this  view  of  the  case.  It  does  not  seem  to  me  that 
Biile  S3  is  ^inconsistent  with  law,"  (B.  8 ,  4S3,)  and  if  it  is  not  inoon- 
sistent  with  law  it  has  all  the  force  of  a  statnte.  It  is  true  that  the 
requirement  of  line-drawings  will  in  many  cases  cause  the  applicant 
more  expense  and  trouble;  but  this  consideration  is  overbalanced  by 
the  fact  that  the  records  will  be  fikr  more  permanent. 

The  applicant  also  urges  thafc  the  Primary  Examiner,  under  Bole 
83,  is  the  proper  person  to  decide  whether  or  not  a  photograph  may  be 
employed,  and  that  the  cases  ought,  therefore,  to  be  forwarded  to  him. 
I  do  not  so  interpret  the  rule.  The  chief  draftsman  is  the  proper  per- 
son to  decide  whether  or  not  a  line-drawing  can  be  made. 

Applicant  also  urges  that  in  the  present  oases  ttkefaosimUet  offered 
should  be  received,  contending  that  they  are  models  or  specimens. 
Granting  the  fact  that  they  may  be  received  as  models  or  specimens, 
the  question  as  to  whether  a  line-drawing  or  photograph  should  be 
fhmished  is  not  affected  thereby. 

The  petition  is  denied. 


BX  PABTB   GAHILL. 

63  O.G.,1815. 

1.  PaAcnoB— Dnrisxoir  or  Applicatioh. 

Where  tax  applicant  has  eeyeral  aUeged  diTisional  applieatlons  pending  »t  the 
tame  time  and  the  Examiner  holds  that  there  is  no  proper  line  of  division  between 
the  respective  applications,  bnt  one  of  the  applications  is  ready  for  issne,  while  the 
others  stand  rejected  on  references;  HM  that  the  proper  practice  wonid  be  to 
pass  to  issne  the  application  ready  for  issne,  and  if  the  other  applications  be 
ftirther  proseonted,  and  the  Examiner  still  be  of  the  opinion  that  there  is  want 
of  divisibility  between  the  claims  of  the  respective  applications,  he  i^ect  them 
for  that  reason. 
9.  Paruithxtical  Clausxs  in  Claims. 

While  an  applicant  will  generally  be  allowed  all  possible  hititnde  in  taming 
his  claims,  parenthetical  clanses  which  do  not  contribnte  to  clearness  or  exact- 
ness in  stating  the  applicant's  invention,  but  which  at  least  are  only  super- 
'  flnons,  will  not  be  allowed. 

Oh  Petition. 


Applications  of  Thaddens  Cfthill,  No.  431,869,  filed  May  5,  1802, 
and  Nos.  446,990,  446,091,  and  446,992,  filed  September  24,  laMl 

Mr.T.OaMttpr0$$. 
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FSSHKK,  AcHng  Cammi$9ioner  : 

This  is  a  iwtition  taken  firom  the  action  of  the  Primary  Examiner,  in 
which  be  holds  that  there  is  no  proper  line  of  division  between  the 
tiiree  applications,  Serial  Ko6«  431,809,  446,990,  and  446,991,  and  also 
from  bis  action  holding  that  certain  claims  in  two  of  the  above  applica- 
tions and  a  companion  application,  Serial  No.  446,992,  were  informal. 

In  reference  to  the  first  three  cases  above  mentioned  the  Examiner 
states  that — 

it  wfll  Uiiw  be  Men  that  theie  three  eeaee  ave  hMed  apon  the  eame  machine.  Thej  do 
not  oeok  to  eorer  dietinct  and  divisible  parte  of  the  etniotiire  which  might  be  need 
In  other  relatione  or  in  other  raacbinee,  but,  on  the  eontrary,  are  distingniBhed  from 
•aeh  other  iMraly  by  epeeUying  mote  is  detail  the  elements  which  go  to  make  op 
the  easM  operatiTe  eomhinatlon.  A  doTiee  conatmeted  in  aeeordanee  with  either 
i^fpUeatuMiy  wonld  neeeaearily  infringe  the  elaime  of  the  other  two  oaeee,  and  if  the 
three  eaaea  are  aflowed  to  go  to  patent  the  title  to  the  aame  structore  will  be  split 
into  three  overlapping  and  conflicting  parts. 

On  the  other  hand,  the  applicant  contends  that  there  are  proper 
lines  of  division  between  the  above  three  cases  and  that  there  are  good 
reasons  why  he  shonld  divide  his  snbject-matter  into  three  applica- 
tions instead  of  consolidating  it  into  cue. 

Whether  or  not  the  Examiner  was  right  in  holding  that  there  were 
no  proper  lines  of  division  between  the  applications,  I  will  not  now 
decide,  for  npon  examination  I  find  that  one  of  the  above-mentioned 
implications  (Serial  Ko.  446,991)  is  ready  for  issne,  while  some  of  the 
claims  in  each  of  the  other  two  stand  rejected  on  references.  Under 
these  drcnmstances  I  see  no  good  reason  why  the  practice  outlined  in 
«r|iare0l'M«t0r(O.D.,1892,2O3;  610.G.,152)  shonld  not  be  followed.  In 
that  case  the  applicant  had  two  applications  for  similar  inventions  pend- 
ing at  the  same  time;  the  earlier  application  became  ready  for  allowance ; 
bat  the  Examiner  refhsed  to  allow  it  nntil  the  later  oaselshoold  be 
abandoned  or  certain  claims  covering  matter  common  to  both  appli- 
Cditions  erased.  Upon  petition  the  CommisHioner  reversed  the  decision 
of  the  Examiner  and  instructed  him  that  the  later  application  was  no 
bar  to  the  idlowance  of  the  earlier  one.  The  earlier  application  was 
tiien  patented  May  26, 1891,  and  the  applicant.,  on  February  15,  1889, 
filed  an  amendment  in  the  later  case  to  the  effect  that  it  was  a  division 
cif  the  earlier  case.  Therenpon  the  Examiner  declined  to  act  fiirther 
on  the  merits  because,  in  his  opinion,  there  was  no  proper  line  of 
division  between  the  two  cases. 

The  Acting  Ck>mi8sioner  held  that — 

if  the  Examiner  is  of  tbe  opinion  that  there  is  want  of  diviaibilitj  of  invention 
between  the  elsime  of  the  patent  and  the  applfoation,  his  aetlon  ahonld  oonsiet  of  a 
i^Jeetion  on  that  ground  tad  on  aU  other  grounds  wbich  may  exist  for  rejection. 

I  therefore  direct  that  application  Serial  Ko.  446,991  be  passed  to 
issue,  and  if  the  other  applications  be  ftirther  prosecuted,  and  the 
Examiner  still  be  of  the  opinion  that  there  is  want  of  divisibility 
between  the  claims  in  tli^  and  those  of  the  application  passed  to 
issue,  to  r^ect  fliem  on  that  ground. 
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Ab  to  the  other  prayer  of  the  petition,  I  find  that  several  of  the 
claims  in  applications  Serial  Nos.  431,809,  446,090,  and  446,992  contain 
parenthetical  expressions  to  which  the  Examiner  objects*  The  follow- 
ing is  a  fSftir  example  of  the  objectionable  claims: 

•  •  •  •  •  •  • 

Upon  a  carefhl  inspection  of  the  objectionable  claims  in  the  cases,  I 
do  not  see  how  the  parenthetical  clauses  contribute  to  clearness  or 
exactness  in  stating  the  applicaut^s  invention.  The  proper  framing  of 
a  claim  is  one  of  the  most  delicate  and  therefore  the  most  dilBcult 
species  of  composition.  The  best  that  can  be  said  in  regard  to  the 
parenthetical  clauses  is  that  they  are  only  sux>erfluous;  but  it  is  always 
easier  to  misconstrue  loosely-oonstmcted  sentences  than  those  in  which 
an  applicant  expresses  without  superfluous  words  just  what  he  oon- 
siders  his  invention,  and  while  I  am  inclined  to  allow  an  applicant  all 
the  latitude  x)08sible  in  framing  his  claims  to  suit  himself  I  can  see  how 
such  an  innovation  as  applicant  proposes  on  the  ordinary  manner  of 
wording  claims  might  lead  to  harmful  results. 

The  petition  is  dismissed  as  to  the  first  prayer  and  denied  as  to  the 
second. 


BX  PABTB  HEBRAN  T  BOLADO. 

D$6UMJMn$iI,I89S. 

SB  O.  O.,  1961. 

OlTHS— MSXXCAN  NOTAlinS  PUBUC. 

A  notary  public  of  and  in  the  Bepnblio  of  Mexioo  it  not  eiiipow«rod  to  admin- 
ittertlifboftth  within  tlMX«qnlx«mento  of  Motion  4S09.  B«TiMd  Statates  of  tho 

UnitodBtateo. 

Iif  THB  Matteb  of  the  petition  of  Jos6  Herran  y  Bolado  requesting 
that  an  oath  taken  before  a  notary  public  of  the  Republic  of  Mexico  be 
accepted  as  within  the  requirements  of  the  Revised  Statutes  of  the 
United  States,  section  4892. 

FiSHBS,  Aisistant  Oammiisioner: 

This  is  a  petition  that  an  application  of  Jos<  Herran  y  Bolado,  whi<di 
is  objected  to  by  reason  of  an  alleged  informal  oath,  be  accepted  as 
formal  and  complete.  The  objection  urged  against  this  application  is 
that  the  oath  was  taken  before  a  notary  public  in  the  Bepublio  of 
Mexico. 

In  tiie  opinion  of  the  Attorney-General  (0.  D.,  1892,  245;  (K)  O.  O., 
1481)  it  was  held  that— 

a  notary  who  la  not  authoriicod  by  the  laws  of  his  country  to  administer  oaths  or 
take  affldaTits  lacks  the  requisite  authority  to  administor  the  oath  le^niied  by 
Bevised  Statutes;  section  4809.    (Syllabna.) 
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In  view  of  the  above  opinion  inqniry  was  net  on  foot  m  to  what 
ooantriee  there  were  in  which  the  notaries  pablio  were  not  empowered 
to  administer  oaths.  As  a  result  of  this  inqniry  an  order  (Ko.  822)  was 
issued  (63  O.  O.,  1693)  giving  a  list  of  such  countries.  The  Bepublio 
of  Mexioo  is  included  in  this  list,  and  it  therefore  follows  that  the  oath 
of  the  above  application  must  be  taken  before  a  ^^minister,  charg6 
d'aflUres,  consul,  or  commercial  agent  holding  commission  under  the 
Government  of  the  United  States.^    (B.  S.,  4302.) 

The  petition  is  denied* 


BOBIBNISB  AXD  WABNEB  V.  OHILDS  V.  BlLSLBT. 

i>f0kM  jM«#nr  19,  IMS. 

S8  O.  G.,  1961. 

iMTiiBFiaDnKni— SuimuiinTAL  Tmtdiomt— WniRr  Pbbiiittbd. 

Wh«n  a  par^  to  an  iotttftrenoe  if  mirprlMd  by  eridenee  or  a  Una  of  datoie 
which  ha  haa  had  do  reaaon  to  anticipate  or  opportanity  to  prepare  agaiaat^  ha 
ahoold  have  the  priTilege  of  anawer  or  explanation  whatever  may  be  the  etage 
of  the  prooeedlnga,  even  though  he  haa  had  the  opportunity  of  flmat  nramtn 


Appxal  on  motion. 

nuraora  appamaivb. 

AppMctttion  of  Oharles  B.  Scribner  and  Ernest  P.  Warner  filed  Feb* 
m'vry  7,  1390,  No.  339^99.  AppUcation  of  William  A,  ChOds  filed 
May  3, 1339,  No.  309,453.  Application  of  Upton  H.  Balsley  filed  April 
29, 1389,  No.  303,904. 

Jfr.  B¥iTgt  P.  BwrUm  for  Scribner  and  Warner. 

Mr.  WiUiam  A.  Boienbawm  for  Ohilds. 

Mr.  JB.  If.  Hunter  and  Mr.  B.  J7.  Hunter  for  Baldey, 

Fbothinohaie,  AeeietMt  Oammiuioner: 

This  is  an  appeal  taken  on  behalf  of  Scribner  and  Warner  from  the 
dedsion  of  the  Examiner  of  Interlerences  granting  Balsley's  motion  to 
take  testimony  in  snrrebattaL  The  ftM^ts  which  the  moving  party 
nrges  as  a  basis  for  his  motion  are  embodied  in  the  affidavit  of  his 
eoonsd,  and  are  briefly  these:  That  at  the  original  taking  of  testimony 
on  behalf  of  Scribner  and  Warner  a  certain  model  was  introduced  in 
evidence  by  them;  that  sometime  subsequent  to  this  Balsley's  attor- 
ns learned  that  this  mcijdel  had  neither  been  forwarded  to  the  Patent 
Ofllce  nor  retained  in  the  custody  of  the  notary  taking  the  depositions, 
bat  had  been  returned  to  the  parties  introducing  it;  that  nearly  eight 
months  after  the  model  was  originally  introduced  into  the  case  rebut- 
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tal  testimony  was  taken  by  the  same  partieSy  on  which  occasion  the 
model  WRS  again  prodncedf  bnt  in  a  condition  materially  and  snbstan- 
tiaUy  different  from  its  condition  at  the  time  of  its  original  prodnotion. 
It  is  alleged  that  these  changes  were  made  daring  that  interval  by  the 
interested  parties  to  meet  the  exigencies  of  their  case,  and  it  appears 
that  counsel  for  the  moving  party  sought  to  bring  ont  this  fisMst  by 
cross-examination  of  Scribner  and  Warner's  rebutting  witnesses. 

Balsley's  motion  is  therefore  based  upon  a  state  of  &cts  inconsistent 
with  any  supposition  save  that  he  was  unexpectedly  confronted  at  the 
time  the  rebutting  depositions  were  taken  with  a  condition  of  things 
which  he  had  no  reason  to  anticipate  and  which  he  could  by  no  possi- 
bility have  prepared  against  by  testimony  introduced  at  an  earlier  stage 
of  the  proceedings. 

The  theory  upon  which  the  practice  governing  the  introduction  of 
rebuttal  testimony  proceeds  is  that  a  party  having  been  surprised  by 
evidence  or  a  line  of  defense  which  he  has  had  no  reason  to  anticipate 
or  opportunity  to  prepare  against,  he  should  have  the  privilege  of 
answer  or  explanation.  It  would  be  an  arbitrary  ruling  that  limited 
the  benefits  of  this  custom  to  a  single  party  or  stopped  its  operation  at 
a  particular  stage  of  the  case,  and  it  would  be  a  manifest  ii^iustice  at 
whatever  stage  of  the  proceedings  to  bar  a  party  from  peeking  to  over- 
throw evidence  suddenly  introduced  against  him  by  an  opponent,  and 
of  a  kind  and  character  that  make  it  absolutely  certain  he  has  had  no 
previous  opportunity  to  counteract;  nor  is  it  any  answer  to  say  that 
the  aggrieved  party  had  an  opportunity  to,  or  actually  did,  cross-exam- 
ine the  rebutting  witnesses.  The  result  of  the  cross-examination  of  a 
witness  is  no  sure  criterion  in  determining  the  truth  or  &lsity  of  his 
testimony,  for,  while  it  may  in  some  cases  lead  to  satisfactory  results, 
it  quite  as  frequently  leads  to  the  confhsion  of  an  honest  witness  as  to 
the  detection  of  a  lying  one. 

But  there  is  another  reason  in  this  case  which  would  perhaps  inde- 
pendently lead  to  the  conclusion  already  reached.  If  the  charge  which 
the  moving  party  makes  is  true,  it  constitutes  not  only  a  fraud  upon 
him,  but  a  fraud  upon  the  public  and  a  serious  imposition  upon  the 
oiBce.  Independently  of  any  question  of  Balsley's  right  to  introduce 
testimony  at  this  stage  of  the  case,  it  seems  proper  for  the  oifice  to 
demand  that  the  charge  be  either  substantiated  or  refuted.  Further- 
more, the  junior  party  has  not  denied  w  attempted  in  any  way  to 
explain  the  fiftcts  as  aUeged  in  the  affidavit  submitted. 

In  view  of  what  has  been  said  above,  it  follows  that  the  decision  ci 
the  Cix^miner  of  Xaterf^reuces  should  be  and  is  hereby  affirmed. 
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MOOBB  9.  HOLLAKD. 

DeMsi  January  SJ,  189S. 

e3  O.  6.,  1963. 

InttFBRBKGB— flmiLABlTT  OW  8TBUCTUH»B     DgFEMBWCE  IN  SOOPK  OF  CLAIMS. 

Where  llie  deriees  ooveied  by  the  olaiint  of  two  epplioetlone  are  subetentUlly 
alike  ia  elnMtiire  and  mode  of  opemtioiii  there  ia  an  laterliMenoe  in  fiMt  eren 
thon^  the  elnima  are  not  the  aame  in  aeope. 

Apfxal  ou  motion. 


AppUcataoii  of  TheopbiluB  W.  Moore  filed  May  12,  1802,  No.  432,705. 
Apptieatdon  of  Michael  J.  Holland  filed  Janaacy  22, 1801,  No.  378,723. 

JTeHTt.  C,  A.  Btiow  dt  Co.  for  Moore. 
Mr.  Artkwr  W.  Harrimm  for  Holland. 

FBOTHHiaHAM,  AsMUtatU  CofnmisMoner: 

This  ia  an  appeal  from  the  decision  of  the  Primary  Examiner  denying 
a  motion  brought  by  Moore  to  dissolve  the  interference  on  the  gi^onnd 
that  no  iaterference  in  fact  exists.  There  having  been  a  judgment  upon 
tiie  record  by  reason  of  the  failare  of  Moore  to  set  np  in  his  preliminary 
statement  a  date  of  invention  prior  to  Holland's  filing  date,  this  motion 
amounts  in  effect  to  a  motion  to  vacate  the  said  judgment. 

The  isaae  In  the  interference  is  in  the  language  of  Moore's  claim,  and 
it  is  eontended  on  his  behalf  that  ^ 

HoUaad  in  hia  elnim  ineladee  aa  an  element  a  acrabber,  and  hia  claim  la  limited  to  a 
eomUnatien  of  parte,  of  whieh  the  aombber  ia  an  eaaential  element— 

and  also  that— 

ffiMlfryf  doea  net  ahow,  deaeribe,  or  elalm  the  deSnite  oorabination  of  elementa  made 
the  inane  between  the  partiea  to  thia  interference,  to  wit:  the  anpply-pipe  conneoted 
to  one  aide  of  the  fim-eaaing,  the  foree-pipe  leading  from  the  fan-caning,  and  a  Talved 
eihanat  pfpn  eenneeted  with  the  other  aide  of  the  fan-caain^- 

It  18  true  that  the  claim  now  made  by  Holland  is  more  limited  than  the 
daim  of  Moore  included  in  the  interference;  but  it  is  to  be  presumed 
tliat  tiie  former  will  make  a  claim  commensurate  with  the  issue  when 
Iris  case  is  in  condition  for  ex  parte  ti^eatmeut  whether  the  interfer- 
enee  is  dissolved  or  not,  provided  it  affords  a  proper  basis  for  such 
a  daim.  As  a  matter  of  fact  such  a  claim  was  presented  during  the 
peodeuey  of  the  interference. 

In  view  of  this  state  of  facts  and  the  record  of  the  interference  pro- 
ceedings, it  would  obviously  be  improper  to  dissolve  the  interference 
soldy  because  the  present  claims  included  therein  are  not  the  same  in 
seope. 

Tbe  vital  question  is  whether  or  not  the  two  sU'uctures  are,  so  far  as 
tiie  issne  an4  the  ehMms  involved  are  concerned,  substantially  alike.) 
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The  Holland  application  does  not  show  either  a  oiroular  flin-oMing 
or  a  Ibn;  bnt  it  ftbows  a  oaiiiig  which  mast  contain  a  ten  or  a  ftiDilar 
derioe  for  doing  the  lame  work.  It  is  alio  to  be  obaerved  that  the 
ezhauftt-pipe  of  the  Holland  apparatus  connects  with  the  supply-pipe 
Instead  of  connecting  directly  with  the  fisn-casing  as  in  the  Moore 
apparatus.  Both  sets  of  apparatus,  however,  eillBot  the  same  result  in 
substantially  the  same  way. 

It  appears  from  the  aotiotis  taken  by  the  Bzaminer  that  the  ftature 
which  gives  novelty  to  the  issue  is  the  valved  exhaus^plpe  making 
communication  between  the  force-pipe  and  the  ftm-casing.  Each  appa- 
ratus has  this  device,  and,  whether  Holland  can  or  cannot  properly  bane 
a  claim  upon  his  Structure  which  will  be  in  the  exact  terms  of  the  issae, 
it  is  clear  that  a  claim  having  uo  more  elements  than  are  found  in  the 
issue  may  be  properly  based  thei*oon,  and  that  such  a  claim  would  not 
be  substantially  diiTerent  firom  the  claim  constituting  the  issue. 

The  decisions  cited  by  Moore  in  support  of  his  motion  do  not  warrant 
a  different  concluHion  from  that  reached  in  this  case.  The  case  of  jyoUd 
V.  Beading  (C.  D.,  18i)2, 49;  58  O.  O.,  1413)  may  appear  upon  its  face  to 
control  the  question  presented  by  this  api)eal;  but  upon  examination  of 
the  record  of  that  case  it  is  found  that  the  conclusipn  reached  herein  is 
not  inconsistent  with  the  said  decision. 

The  decision  of  the  Primary  Examiner  is  aiBrmed. 


Ex  PARTE  Learned. 

Decided  Febrvarjf  21, 1S9S. 
63  O.  G.,  1962. 

1.  Division— DEVicEto  Olaimki>  Skparately  and  in  Comdinatiok. 

Wbero  certain  devices  were  claimed  seimratoly  and  also  in  combination,  Held 
that  division  should  not  be  ror[iiired  unless  one  or  each  of  such  dcviceii  could  be 
used  in  other  .elations  and  belonged  to  a  class  that  had  acquired  a  .listinct  status 
in  manufacture  and  trade. 

2.  Same— Samb— Use  in  Other  Relations. 

Where  the  devices  claimed  wore  parts  of  a  watch  mechanism,  Held  that  a  nse 
in  a  watch  mechanism  of  a  diiferont  type  would  not  be  a  use  in  other  relations. 

On  Petition. 

GANMOX-rLMION  FOft  WATCRIS. 

Application  of  William  B.  Learned  filed  September  1,  1892,  Ko. 
444,712. 

Messrs.  Wright^  Brown  &  Crossley  and  Mr.  A,  W.  Harrison  for  the 
applicant.  ^y 
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SixONDS,  CommiHsioner: 

This  is  a  petition  taken  lh>m  the  action  of  the  Examiner  reqairing 
division. 

The  alleged  separate  and  independeDt  iuveutions  are  as  foUow :  (1)  A 
eannou-pinion  covered  by  claim  1 ;  (2)  a  center  arbor  covered  by  claim 
2j  and  (3)  a  hollow  center  pinion  covered  by  claim  3.  It  appears  upon 
inspection  of  the  application  that  these  several  devices  are  uiiite<l  to 
CD-operate,  in  conjunction  with  a  spring,  as  a  single  strncture  to  eff'eot 
a  obtain  result  in  a  watch  mechanism.  A  combination  of  these  several 
devices  is  set  forth  in  the  fourth  claim  of  the  application,  and  it  is  not 
questioned  that  it  is  a  legitimate  and  operative  combination.  Such 
being  the  case,  it  follows  that  division  cannot  properly  be  required  on 
the  lines  drawn  by  the  Examiner  unless  the  device  covered  by  each  of 
the  first  three  claims  is  cajMible  of  use  in  other  relations  and  belongs 
to  a  class  of  devices  which  have  acquired  a  distinct  status  in  manufac- 
ture and  trade. 

The  Examiner's  decision  respecting  the  status  acquired  by  each  device 
may  properly  be  accepted  as  correct;  but  it  is  not  believed  that  any  one 
of  the  devices  as  claimed  is  capable  of  use  in  other  relations.  Each  is 
intended  and  peculiarly  adapted  for  use  in  a  watch  mechanism,  and  its 
transfer  to  watch  mechanism  of  a  different  variety  or  type  is  not  a 
transfer  to  or  use  in  other  relations  within  the  meaning  of  decisions 
heretofore  rendered  in  like  oases. 

In  €X  parte  WiUeox  and  Barton^  (0.  D.,  1888, 144;  45  O.  O.,  455;)  where 
the  device  under  discussion  was  a  sewing-machine  attachment,  and  said 
attachment  could  be  used  only  in  sewing-machines,  it  was  held  that 
the  nes  of  such  attachment  with  other  sewing-machines  was  not  a  use 
in  other  relations. 

The  petition  is  granted. 


Ex  PARTE  DBAWBAUGH. 

Decided  June  It,  189S, 
64  O.  G.,  155. 

1.  8UBPKN8IOK  or  I>XVI8IOXAL  APPLICATION  FROSf  ISSUSr 

Wheu  only  one  of  aeveral  diriMonal  appHcAtioiis  is  in  oondition  foranowanc«, 
it  it  contrary  to  the  recent  decisions  and  practice  of  tlio  Oflice  and  inconsistent 
with  Rule  106  to  withhold  snoh  application  from  issue  until  aU  the  other  divis- 
ional applications  are  ready  for  allowance. 

2.  SiMULTANKOUS  IBSUX  OF  DIVISIONAL  APPLICATIONS. 

The  doctrine  annonnced  in  ex  parte  Holt,  (C.  D.,  1884,  48;  29  O.  G.,  171,)  that 
aU  the  divisions  of  an  application  should  be  passed  to  issue  simnltaneonsly;  ovar- 
ruled. 

On  PBTITIOH.  Digitized  by  GoOglC 
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AppUcatton  of  Daniel  Drawbaagh  filed  October  26, 1880,  No.  19J5ai. 
Mean.  Ohureh  d  Ohureh  for  the  applicant. 

FiSHXB,  A$iiitami  Cawimiseioner: 

This  ia  a  petition  praying  that  an  order  be  made  revoking  tbe  order 
of  a  former  OommisBiouer  anspending.  thia  caae  from  iaane,  and  alao 
prajring  that  the  Primary  Examiner  be  directed  to  reamne  action  thereon. 

13ie  recorda  ahow  that  thia  caae  is  one  of  several  diviaioual  appliea- 
tiona  of  a  parent  caae.  Several  of  the  other  diviaiona  are  atfll  pendiag 
intheOfflce.  ThePrimaryExaDiineriiift>nnedtheapplicantMay«,1884y 
that  the  preaent  application  oonaidered  by  itaelf  waa  ready  ibr  jsaue, 
bat  that  in  view  of  the  doctrine  then  recently  annoonced  in  ex  parte 
Holty  (C.  D.,  1884,  43;  29  O.  O.,  171,)  to  the  effect  that  ^the  legitimate 
diviaiona  of  an  application  ahonld  be  passed  to  iaane  aimnltaneonaly,'' 
the  caae  mnat  ba  withheld  from  iaane  until  the  other  diviaiona  of  the 
parent  caae  ahonld  be  ready  to  be  paaaed  to  iaane.  Thia  action  waa 
repeated  May  19, 1886.  A  petition  waa  then  taken  to  the  Oonunia- 
aioner  praying  that  the  Examiner  be  inatmcted  to  aUow  and  paas  the 
application  to  iaane  at  once.  In  anawer  to  that  petition  Oommiaaioner 
Montgomery,  on  July  SO,  1886,  said: 

Th«  doctrine  involyed  in  the  qneation  now  under  oonsidenticm  hat  been  eettled 
in  thie  Office  for  a  considerable  time,  at  least.  It  is  very  andedrabley  in  my  Jndg- 
menty  that  any  established  doctrine  or  established  mle  of  practice  should  be  nnset- 
tled,  oYertnmed,  or  questioned  by  each  sncoeeding  Commissioner.  Certain^  and 
oaiformity  are  very  desirable.  In  that  view  and  without  inteadinf  to  expfsss  either 
assent  to  or  dissent  from  the  doctrine  that  ''the  legitimate  diriaions  of  an  ajN^lica- 
tion  should  be  passed  to  issue  simultaaeonsly,"  I  must  deny  this  petition. 

The  applicant,  on  July  18,  1888,  in  a  commnnication  to  the  CHBce, 
stated  that- 
haying  protested  against  the  suspension  of  action,    *    *    *    we  desire,  in  order  to 
sToid  any  question  of  abandonment,  to  enter  another  and  further  protest  sgainat 
the  suspension. 

In  anawer  to  thia  Oommiaaioner  Hall  ordered  that— 

this  communication  shall  be  regarded  as  an  action  which  shaU  psoTsnt  the  caae 
from  being  regarded  as  an  abandoned  one. 

Jnne  23, 1890,  the  matter  waa  brought  to  the  attention  of  Oommia- 
aioner Mitchell,  who  anbatantially  repeated  the  action  of  Oommiaaioner 
Hall. 

The  applicant  now  bringa  the  preaent  petition.  The  Bxaminei'a 
action  of  May  6, 1884,  aa  haa  been  ahown,  waa  baaed  on  em  parte  HeU^ 
ewpra.  It  will  be  noticed  that  none  of  tbe  OommiaaionerB  in  th^r 
actiona  on  the  caae  assented  to  the  doctrine  announced  in  M^jporl^Aitt 
that  the  legitimate  divisions  of  an  application  should  be  passed  to  iaane 
aimultaneoualy,  and  recent  decisions  indicate  that  the  ground  upon 
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wliicb  tbe  Esamiuer  based  his  action  in  tbi8  case  is  untenable.  (See 
GrahamY.  MeCormiekyG.D.yl88Qj229'^  210.  G.,  1533;  ex  parte  EoberUy 
G.  D.,  1887,  61;  40  O.  O^  573;  exparU  Mullen  and  Mullen^  G.  D.,  1890, 
9;  50  O.  6.,  837;  ex  parte  Neiewanger,  G.  D.,  1890,  37;  50  O.  O.,  1132; 
ex  parte  Woodwardj  G.  D.,  1890, 109;  53  O.  G.,  1090,  and  Brush  Eleetrie 
Oo.  V.  Elecirieal  Aeeumulatar  Co.  et  alj  G.  D.  1892,  634;  56  O.  G.,  1334.) 

After  an  applicant  bas  pat  one  of  bis  divisional  applications  in  con- 
dition for  allowance^  to  refnse  to  pass  it  to  issne  nntil  all  bis  otber 
divisional  applications  are  ready  for  allowance  would  be  contrary  to 
Bound  reason  as  well  as  to  the  Rules  of  Practice.  Suppose,  for  instance, 
one  of  several  divisions  of  an  application  shonld  become  involved  in 
an  interference  under  such  practice.  All  tbe  otber  applications  would 
have  to  be  withheld  from  issue  until  such  interference  was  finally 
decided.  This  would  be  in  direct  opposition  to  the  design  of  Rule  106, 
which  is  as  follows: 

lOS.  When  *  part  only  of  sn  application  is  involyed  in  an  intarferenee,  th«  appli- 
caot  ipay  mithdraw  from  liis  application  the  sabject-inattar  a^Jndged  not  to  inter- 
fere, and  Ale  a  new  application  therefor,  or  he  may  file  a  diyisioni^  application  for 
tbe  snbject-matter  inyolved, if  the  invcDtion  can  be  legitimately  divided:  Frcvidtd, 
That  no  claim  shaU  be  made  in  either  application  broad  enough  to  include  matter 
claimed  in  the  other. 

The  main  object  of  this  rule  is  to  allow  an  applicant  to  obtain  a 
patent  for  such  matter  as  is  not  involved  in  the  interference  without 
having  to  wait  untU  the  interference  is  decided.  {Ex  parte  Wheeler^ 
i\  D^  1883, 12;  23  O.  G.,  1031.) 

Moreover,  to  longer  withhold  this  case  from  issue  upon  the  grounds 
set  forth  in  the  Examiner's  action  of  May  6, 1884,  would  be  to  entirely 
reverse  what  has  been  the  practice  of  the  Office  in  recent  years  on  this 
point.  The  order  of  the  Commissioner  of  July  30,  lS8i\,  is  therefore 
revoked,  and  this  application  is  remanded  to  the  Primary  Examiner, 
with  instructions  to  examine  the  application  as  to  matters  not  covered 
by  this  decision,  and  when  it  is  otherwise  in  proper  condition  to  pass 
it  to  issue. 

The  petition  is  granted. 


Ex  PARTK  Rlaus. 

I>ecided  June  31y  189S. 
64  O.  G.,  299. 
Pbactic*. 

Pinai  rejection  thonld  not  be  given  until  all  matters  of  form  are  settled. 
Samk. 

Where  a  cUima  wan  finally  rejected  and  at  the  same  time  the  statement  of 
invention  waa  criticised  as  l>ein|r  too  broad,  the  final  rejection  was  premature  and 
an  amendmont  tonching  the  merits  may  properly  be  admitted  thereafter. 

Oh  Petition.  Digitized  by  Google 
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UBAWINO-KXITB. 

Application  of  Nicholas  Klaus  filed  November  23, 1891,  No.  412,715. 
Mr.  Thawuu  G.  Orwig  for  the  applicant 

FiBHEB,  A%9i9tant  OammiBsioner: 

This  is  a  petiti5n  taken  fi'om  the  action  of  the  Primary  Examiner 
refusing  to  admit  certain  amendments.  The  application  was  finally 
rejected  August  23, 1892.  In  the  same  letter  the  statement  of  invention 
was  criticised  as  being  too  broad. 

The  action  of  the  Examiner  was  contrary  to  the  established  practice 
of  the  Office. 

Bule  64  provides  that — 

*  *  *  until  the  formal  objeotionft  are  disposed  of,  Airther  action  will  not  be  taken 
upon  the  merits  without  the  order  of  the  Commissioner. 

In  ex  parte  Eaeiman  (G.  D.,  1891, 178;  57  O.  O.,  410)  it  was  directed 
that-* 
final  rejection  shotild  not  be  given  until  all  matters  of  form  are  settled. 

The  Examiner  states  in  his  answer  to  the  petition  that — 

*  *  *  the  limitation  of  the  statement  of  invention,  being  a  formal  matter,  may, 
and  properly  should,  be  postponed  until  it  has  been  decided  what  is  patentable  in 
the  case,  in  order  that  the  statement  of  inyention  and  the  claims  may  be  made  to 
correspond* 

Such  a  course,  besides  being  objectionable  for  the  reasons  already 
stated,  would  necessitate  the  reopening  of  the  ease  under  Bule  142. 
This  should  not  be  required  without  sufficient  reasons,  and  it  is  not 
necessary  in  this  case.  The  statement  of  invention  need  not  be  a 
restatement  of  the  claim.  If  the  Examiner  had  followed  the  established 
practice  of  Uie  OfBice  the  action  of  August  23, 1892,  would  not  have 
been  a  final  rejection  and  there  would  have  been  no  necessity  for  the 
present  petition. 

It  is  therefore  directed  that  the  Examiner  repx>en  the  case  and  that 
final  r^ection  be  not  given  until  all  formal  objections  have  been  removed. 

To  the  above  extent  the  petition  is  granted. 


Ex  PABTE  Henbt. 

thddtd  July  6, 189S. 

6i  O.  O.,  299. 

1.  What  Mat  be  Claimbd  in  a  Divisional  Appu cation. 

A  divisional  application  should  only  contain  matter  carved  oat  of  the  parent 
case;  but  if  the  matter  has  been  fully  disclosed  in  the  earlier  appHcation, 
although  not  reached  by  any  claim  or  statement  of  invention,  snob  disclosure 
should  be  sufficieut  to  secure  to  the  applicant  the  benefit  of  the  date  of  the  parent 
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Ti>«  tuAtUr  oliilm«d  additional  to  what  wa»  ttlaliu4>d  iu  tha  parant  oaia  ihould 
nlwayt  be  tupportad  by  a  proper  supplamantal  oath,  or  if  claimed  iu  the  divU 
Rional  apptlcatiott  aa  flrat  filed  thi*  oath  preaoribed  by  Rale  46  should  be  corre- 
•puiidiDgly  changed. 

On  Pbtitiok. 

iLirrato  iailway. 

Application  of  Jobu  0.  Henry  filed  April  29, 1803,  No.  431,204. 

Meun.  Knight  Brothers  for  the  applicant. 

Ft0H£B,  AiiUfant  Oommitsionen 

This  is  a  petition  taken  fiom  the  action  of  the  Examiner  in  reAising 
to  consider  and  treat  the  above-entitled  application  aa  a  division  of 
applicant's  piior  application,  No.  321,300,  tiled  August  20, 1880,  upon 
the  ground — 

that  ihia  appUoation  la  not  a  proper  division  under  the  ConimiMiouer*t  decision  in 
the  eaae  of  w  parte  FSreema^,  (CD.,  1892,  ^ ;  58  0.  6. .  522, )  for  the  reanon  that  claims 
1, 2,  and  3  of  this  application  were  not  subHtautially  embraced  in  any  statement  of 
inyention  or  claim  of  the  parent  cane. 

In  view  of  the  statement  made  by  the  Examiner  in  his  answer  to  the 
petition  that  *^*  *  *  the  disclosure  in  this  application  is  identical 
with  that  of  the  parent  case,''  the  sole  question  to  be  determined  here 
is  whether  or  not  an  application  may  properly  be  held  to  be  a  division 
of  an  earlier  application  by  the  same  applicant  which  shows  and 
describes  the  subject-matter  of  thlB  later  a)>plication,  but  which  con- 
tains no  claim  or  statement  of  invention  covering  the  subject-matter 
of  the  claims  of  such  later  application. 

Under  the  established  practice  of  tlie  Office  the  applicant  would  be 
permitted  to  present  and  ]>n)secute  any  elaini  in  the  earlier  application 
which  could  be  predicated  upon  what  is  shown  and  described  therein, 
if  proi)erly  snpported  l>y  either  the  original  or  a  supplemental  oath, 
and  he  wonld,  under  such  circumstanceaf  have  the  beneiit  of  the  filing 
date  of  the  application  for  any  and  sill  such  claims.  A  proi)er  divi- 
sional application  do4»s  and  can  contain  only  matter  carved  out  of  the 
original  case,  and  since  the  applicant  has  a  riglit  to  tlie  benefit  of  the 
firiginal  tiling  date  so  long  us  the  matter  remains  in  such  original  case 
it  is  not  seen  how  he  can  be  consistently  deprived  of  such  benefit 
merely  because  he  has  segregated  such  matter  from  tiie  original  case 
and  paid  a  new  fee  thereon.  If  tlie  matter  has  been  fully  disclosed  by 
the  applicant  in  his  earlier  application,  although  not  reached  by  any 
claim  or  statement  of  invention,  such  disclosure  should  be  suflicient  to 
secure  to  him  the  benefit  of  the  date  of  the  ))areut  application. 

In  sucli  a  case,  however,  said  matter  must  always  be  supported  by  a 
proiier  snpplemeutal  oath,  unless  such  matter  is  claimed  in  the  divi- 
sioual  api>iication  as  first  liied,  and  then  a  statement  should  be  inserted 
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;\fber  the  last  words,  <<  invention  thereof,"  in  the  oath  prescribed  by 
Rale  46,  (see  Form  17,  Bales  of  Practice,)  to  the  effect  that  the  matter 
herein  claimed,  additional  to  that  embraced  in  the  claims  of  his  origi- 
nal application,  formed  a  part  of  the  original  invraition  at  the  date  of 
filing  said  application  and  was  invented  by  applicant  before  he  filed 
the  same. 

The  conolasion  herein  reached  is  believed  to  be  in  hannony  witii  and 
warranted  by  the  decision  in  the  case  of  Farbe$  v.  Tk4m>p9an  (0.  D., 
1890, 185,  53  O.  O.,  2042)  and  the  cases  therein  cited. 

The  objection  made  by  the  Examiner  that  claims  2  and  3  are  not  war- 
ranted by  the  illastration  and  description  relates  to  the  merits  of  the 
case,  and  it  has  not  therefore  been  considered. 

The  petition  id  granted. 


Ex  PASTE  Stokes. 

Decided  Jt^ue  1, 189S, 

64  O.  G.,  437. 

Tradk-Mark  Rkoistration  of  ths  Word  << Splendid"  Rbtusbd. 

The  re^stration  of  the  word  '<  Splendid ''  as  a  Trade-Mark  for  flour  lefiuad 
upon  the  ground  that  it  U  not  arbitrary  or  faueiftil. 

On  Petition. 

TBAIMfr-MABK  BBOOIftATlOV. 

Application  of  William  H.  Stokes  filed  August  23, 1892,  No.  42,483. 
Me$9rH.  Paul  do  Hawley  for  the  applicant. 

Fisher,  Agiistant  Commissioner: 

This  is  a  petition  taken  from  the  decision  of  the  Primary  Bxaminer 
refusing  to  register  the  word  ''Splendid"  as  a  Trade-Mark  for  floor. 

The  Examiner  bases  his  refusal  upon  the  ground  that  the  word  for 
which  registration  is  sought  is  not  arbitrary  or  fJBUiciftil  as  applied  to 
flour,  and  also  on  the  ground  that  it  is  so  similar  to  the  mark  ^^Esplen- 
dido,"  already  registered  for  use  upon  the  same  class  ci  merchandise,  sm 
to  be  calculated  to  deceive  purchasers  using  ordinary  cautiaiL 

While  it  is  true,  as  contended  by  applicant,  that  the  word  ^'Splendid'' 
as  applied  to  flour  is  not  indicative  of  a  high  degree  of  exceUenoe 
within  the  strict  dictionary  meaning  of  the  term,  yet  it  is  so  generally 
employed  to  indicate  excellence  or  superior  quality  of  all  sorts  of 
articles  and  commodities  without  regard  to  the  correctness  of  its  appli- 
cation that  I  am  unable  to  escape  the  conclusion  that  it  is  not  an  arbi* 
trary  symbol  such  as  will  properly  denote  the  origin  or  ownership  of 
the  article  to  which  it  is  affixed  within  the  meaning  of  the  Trade-MariL 
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It  18  well  settled  that  words  and  phrases  which  have  been  in  common 
\  and  indicate  the  character,  kind,  quality,  and  composition  of  the 
article  to  which  they  are  affixed  cannot  be  exclosiyely  appropriated  by 
anyone.  (Canal  Company  v.  CJarky  13  Wall.,  311;  AmosJceag  Mann- 
faetmring  Co.  y.  Trainer j  tJ.  D.,  1880,  464;  17  O.  G.,  1217;  101  U.  B., 
01;  The Broum  Chemical  Co.Y.Meyer  et  af.,  CD.,  1801,3^6;  55 O.  G.,287.) 

It  is  also  well  settled  that  no  one  has  a  right  to  appropriate  a  sign 
or  a  symbol  or  a  name  which,  from  the  very  nature  of  the  fhct  it  is 
nsed  to  signify,  others  may  employ  with  equal  truth  and  therefore  have 
an  equal  right  to  employ  for  the  same  purpose.  (See  Corbin  ▼•  Oouldy 
O.  D.,  1890, 295;  51  O.  O.  622;  133  U.  8.,  308,  and  cnses  there  cited.) 

I  am  of  the  opinion  that  this  word  for  which  registration  is  sought 
is  anch  that  any  manufacturer  of  flour  would  be  equally  entitled  witti 
applicant  to  use  it,  so  fur  as  the  Trade- Mark  law  is  concerned. 

The  conclusion  reached  renders  it  unnecessary  to  consider  the  second 
ground  on  which  the  Examiner's  decision  was  based* 

The  deciaion  of  the  Examiner  is  affirmed. 


Lamb  v.  Wabbsh. 

Ikdded  Julg  19, 1S9S. 
64  O.O.,  437. 

L  Irtbiifbkrkcxs— Effect  of  motionb  to  stay  PROcmennros. 

The  gimDtlng  of  a  motion  to  stay  tiio  pcoceedinga  ponding  tho  determination  of 
a  matiaa  to  dioMdvo  does  not  leloaoe  the  intorforaati  from  a  nqainmont  to  fllo 
other  motiona  specially  provided  for  within  a  stated  period. 

3.  SAjufr— aAm— Pbacticx. 

When  a  motion  to  eflect  a  stay  of  proceedings  has  been  granted,- the  oorrect 
practiee  is  to  file  all  special  motions  at  the  times  and  periods  specified  £w 
them.  Snch  motions  will  then  be  determined  in  their  nsnal  order;  or  in  ease 
of  agreement  of  the  interferants  therein,  and  npon  approTal  of  the  agreement  by 
the  OfloOy  the  deteimlnation  thereof  will  be  atUonmed  to  a  day  proper. 

3.  aAXs— Monov  to  dissolvb— Dblat  ik  fiuho. 

Where  aa  interferant  relied  apon  a  proper  tracing  of  the  drawing  of  his  oppo- 
nent's Implication  for  an  understanding  of  the  latter's  invention  and  was  misled 
thereby,  snch  misunderstanding  will  not  excuse  his  delay  to  file  a  motion  to 
dissolTO  after  the  period  of  twenty  days. 

4w  Samb— BmLS  122. 

The  delay  that  may  be  ezensed  within  the  discretion  of  the  OAoe  provided 
foK  in  Bole  122  is  not  snch  as  will  be  exercised  to  relieve  an  interferant  from 
his  own  negligence. 

Affbal  lirom  Bxaminer  of  Interferences. 


Application  of  Benjamin  F.  Lamb  filed  September  25,  1891^  No. 
4mjS90.    Patent  granted  Aliped  D.  Warren  Janoary  12,  1S92,  No. 
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Mettrs,  Lange  i:  Rohertu  for  Lnmb. 

Mr.  LouU  W.  Southffate  and  Mr,  Charlei  D.  Davii  for  Warreu. 

Fjshsb,  Anthtant  Oommiitioner: 

TbU  Is  an  nppeal  takeu  by  Warren  from  tlie  decision  of  the  Bxam- 
luer  of  Interferences,  refusing  to  transmit  to  tbe  Primary  Examiner,  a 
motion  made  by  bim  to  dissolve  this  interference. 

Tbe  interference  was  declare<l  on  November  26, 1802,  and  the  time 
within  which  the  preliminary  statements  must  be  filed  fixed  for  Decem- 
ber 21, 1802.  On  December  Ifi,  1802,  Lamb  filed  hlH  preliminary  state- 
ment, and  on  the  30th  of  the  same  month  fll^d  several  motions,  among 
others  one  to  enter  Judgment  of  priority  to  bim  on  the  record  bjBcauae 
Warren  had  failed  to  file  a  preliminary  statement,  another  to  make 
him  the  senior  party  instead  of  the  Junior  party,  and  another  to  stay 
the  proceedings  pending  a  determination  of  the  aforcHaid  motions.  On 
the  same  day— to  wit,  December  SO,  1802— Warren  filed  a  motion  to  be 
allowed  to  file  a  preliminary  statement,  and  in  support  of  hiH  motion 
filed  affidavits  to  the  effect  that  he  had  not  received  his  notice  of  the 
declaration  of  the  interference. 

On  January  3, 1803,  Lamb's  motion  to  suspend  the  interference  was 
granted  and  his  motion  to  make  him  the  senior  party  was  transmitted 
to  the  Primary  Examiner  and  by  him  denied  on  April  6, 1803,  where- 
upon Lamb  appealed  from  the  Examiner's  decision  to  the  Commissioner 
in  person,  and  a  hearing  thereon  was  fixed  for  May  5, 1803.  On  May 
13. 1803,  the  Commissioner  affirmed  the  decision  of  the  Examiner. 

But  to  return  to  Warren :  On  March  11, 1803,  the  Examiner  of  Inter- 
ferences granted  his  motion  to  be  permitted  to  file  a  preliminaiy  stntc- 
ment    On  May  11,  1803,  Warren  filed  this  motion  to  dissolve  tbe 
interference. 

The  facts  have  been  recited  with  some  degree  of  minuteness  in  order 
that  the  position  of  Warren  may  be  clearly  seen  in  all  the  circumstan- 
ces of  the  case.  It  is  to  be  observed  that  the  first  day  that  Warren 
had  the  right  of  access  under  the  rules  of  Office  practice  to  inspect 
Lamb's  application  was  March  11, 1803,  Warren's  preliminary  state- 
ment having  been  previously  examined  and  approved  March  10, 1803; 
and  it  was  on  March  11, 1803,  that  the  period  of  twenty  daya  began  to 
run  within  which  he  might  as  a  matter  of  course,  under  the  rules  of 
practi(;e,  file  a  motion  to  dissolve  the  interference.  This  period  ended 
on  April  5, 1803. 

The  first  of  the  principal  reasons  offered  by  Warren  for  the  delay  in 
filing  his  motion  is  that  the  granting  of  the  motion  to  stay  the  pro- 
ceedings of  the  interference  made  by  Lamb  deprived  the  Examiner 
of  Interferences  of  all  jurisdiction  until  after  the  decision  of  the 
Commissioner,  May  13, 1803,  denying  Lamb's  motion  to  be  made  tbe 
senior  party.  Such  a  position  is  not  tenable.  It  is  the  custom  in  inter* 
ference  proceedings  to  receive  motions  at  any  and  all  stages  of  the  case. 
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(anless  the  pi-offered  motions  are  expressly  prohibited,)  leaving  them 
to  be  acted  on  or  not,  as  the  case  may  permit  or  require.  The  silent 
practice  of  the  Office  has  conformed  to  the  custom.  The  reason  is  that 
a  delay  of  the  determination  of  an  interference  ought  not  to  be  incurred 
or  allowed  when  a  seasonable  compliance  with  the  mles  of  practice 
would  exi)edite  the  decision.  The  record  in  this  interference  shows 
that  the  Examiner  of  Interferences  during  the  period  of  suspension 
acted  on  Warren^s  motion  to  be  permitted  to  file  a  preliminary  state- 
ment. But  if  Warren  believed  himself  unable  to  make  the  motion  within 
the  period  of  twenty  days,  because  of  the  stay  of  proceedings,  it  would 
seem  that  he  was  entitled,  as  a  matter  of  right,  to  save  the  motion — 
that  is,  to  have  filed  it  within  the  period  of  twenty  days— and  thereupon 
its  determination  would  either  have  been  liad  upon  a  day  fixed  by  the 
Office  for  the  hearing  thereof  or  have  been  adjourned,  upon  agreement 
of  the  parties  and  approval  of  the  Office,  to  some  other  day  proper. 

The  other  or  second  of  the  two  principal  reasons  Warren  claims 
ahonld  excuse  his  delay  in  filing  his  motion  to  dissolve  is  that  he  did 
not  underatand  Lamb's  invention  until  May  10, 1893,  the  day  before  he 
filed  this  motion.  It  would  api^ear  from  the  affidavits  in  support  of 
Warren's  motion  that  he  relied  on  a  ti*acing  of  Lamb's  drawing  to 
understand  Lamb's  eye-shield  (although  the  original  drawing  was  open 
to  his  examination)  and  that  he  mistook  therefrom  what  Lamb's  inven- 
tion really  is.  There  is  no  allegation  that  the  tracing  was  not  accu- 
rate. This  excuse  for  tlie  delay  ought  not  to  be  accepted  as  sufficient 
eanae  for  deliberately  setting  aside  the  rule  under  which  the  motion  is 
brought,  in  view  of  the  fnct  that  all  the  orij^inal  papers  in  the  applica- 
tiou  were  open  and  accessible  to  Warren  within  the  period  of  the  twenty 
days  within  which  to  bring  a  motion  to  dissolve,  and  because  of  the 
further  fiict  that  the  rules  are  framed  with  a  view  to  enjoin  diligence 
and  establish  certainty  of  practice. 

Rule  122,  under  which  this  motion  is  brought,  stsites  that — 

motions  to  diasolye  an  interference  •  "  •  sfaonld,  if  possible,  be  made  not  later 
than  the  twuntietli  diiv  alt«r  tho  ttateiuonte  of  the  parties  have  been  received  and 
appToved. 

Certainly  the  facts  in  this  case  do  not  show  that  it  was  not  possible 
for  Warren  to  have  brought  this  motion  within  the  period  of  the  twenty 
days.  On  the  contrary,  the  facts  establish  that  it  was  both  possible 
and  practicable  for  him  to  have  done  so  and  that  the  means  and  oppor- 
tauities  were  at  his  hands  throughout  the  period  of  the  twenty  days.^ 

Warren  claims  that  the  mistake  he  made  in  misunderstanding  Lamb's 
invention  from  the  tracing  ought  in  itself  to  excuse  the  delay  in  filing 
the  motion,  and  asserts  in  supi)ort  thereof  that  it  was  such  a  mistake 
as  a  court  of  e(|uity  would  take  cognizance  of  to  give  relief.  It  is  not 
believed  that  he  is  (tu'rect  in  making  such  an  assertion,  for  one  of  the 
four  general  principles  to  bring  a  mistake  within  the  cognizance  of  a 
court  of  equity  is  that  the  party  seeking  relict  is  free  from  negligencef 
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and  in  aooordanoe  with  this  principle  there  are  nnmerons  decisions  of 
the  Cknnmissioner  of  Patents  holding  that  he  will  not  exercise  his  dis- 
cretion under  the  roles  of  practice  to  afford  relief  to  a  party  who  was 
bound  to  make  the  best  and  proper  inquiry  in  order  to  prevent  a  mis- 
take or  obyiate  its  consequences. 
The  decision  of  tiie  Examiner  of  Interference  is  affirmed* 


Ex  PASTE  Hapelt  ajxd  Bedlefsen. 

DdoUM  Juif  tl,  1B9S. 
64  O.  G.,  569. 

CAirGBLUkTIOir  OV  UllKBCBttART  DRiLWINOa  AND  DSSCUPTIYB  PARTS  OV  AM  AmA- 
CATION. 

Where  ftn  applioatioo  originally  contained  claima  for  a  method,  a  prodact^  and 
an  apparatas  for  carrying  oat  the  method,  and  upon  an  OAoe  requirement  of 
diyision  the  applicant  canceled  the  claime  for  the  apparatus,  and  whei«  the 
diecloeure  of  the  apparatus  does  not  make  it  clearer  how  the  method  might  be 
carried  out,  MM  that  the  drawings  and  description  of  the  apparatus  should 
be  canceled. 

On  Petition. 

MAHUFAGTUai  OF  CELLULOID  BOZM. 

Application  of  Alfred  G.  Hafely  and  Jens  Bedlefsen,  filed  NoTember 
26, 1892,  No.  453,276. 

Mr.  O.  M.  Pl^pUm  and  Mr.  Harold  Binney  for  the  applicants. 

FiSHEB,  AjMUtamt  Oommiuianer: 

This  is  a  petition  taken  firom  the  action  of  the  Primary  Examiner 
requiring  that  Figures  9  to  14,  inclasiye  of  the  drawings  and  the  descrip- 
tion thereof  in  the  spedflcation  be  canceled. 

The  records  show  that  applicants  originally  claimed  in  this  applica- 
tion a  method,  a  product,  aud  the  apparatus  for  carrying  out  the  method. 
Diyision  was  required  as  between  the  machine  aud  the  other  inven- 
tions, and  applicauts  have  canceled  their  claims  covering  the  apparatus. 
The  invention  as  now  claimed  relates  to  a  method  and  a  product.  The 
method  consists  in  covering  a  board  with  celluloid,  the  celluloid  extend- 
ing over  one  side  and  overlapping  both  top  aud  bottom  edges  of  the 
board.  Said  board  is  then  cut  into  two  sections  and  the  sections  thus 
ftumed  are  utilized  to  form  the  sides  of  the  bottom  atid  the  sides  of  the 
top  of  a  box,  the  raw  edge  formed  by  the  cut  being  turned  up  in  the 
top  section  and  covered  by  the  top  plate,  and  the  raw  edge  of  the  bot- 
tom section  being  turned  down  and  covered  by  the  bottom  plate.  The 
article  consists  of  a.  box  covered  with  celluloid  by  the  above-described 
process.    The  process  may  be  carried  out  by  handor  by  other  machines, 
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and  it  is  not  seen  that  a  diBdocmre  of  the  macMne  for  carrying  out  the 
proecaa  makes  it  any  clearer  as  to  how  the  joooess  might  be  carried  oat, 
and  in  accordance  with  the  doctrine  annonnced  in  the  Gommissioner's 
deeiflkm  in  ex  parte  SmandBj  0.  D.,  1888, 8i^  44  O.  6.,  449;  said  draw- 
iDgs  and  descriptaon  shoold  be  eaaoded  from  this  application. 
The  petition  is  denied. 


XZ  TASLUm  Bboxxb. 

640.0.,«e. 

1.  IVruBOvIvTmrnov— BnQDiMnsov. 

If  the  ilife  of  an  iqppliostikm  is  diori  woA  oomolly  indiostas  the  nstiue  sad 
dengn  of  the  inyention,  the  appneoot  ahoHld  be  allowed,  within  reasonable  Um- 
tti,  to  a»y  what  It  ahan  be. 
S.  fiAMB— 'BxAMonui  Has  mo  Bicnr  io  AnBinuBn«T  Bblbct. 

If  the  title  given  by  the  applicant  ia  not  satiafactory  to  the  Examiner,  objec- 
tion ahonld  be  made;  bnt  the  Examiner  himself  should  not  arbitrarily  select 
I  title. 


Oh  Petitiok. 

MBAVB  foa  naocmnonm  osAms,  bucxlbb,  siaifs,  aio. 

Application  of  Ladwig  Becker  filed  October  27, 18d2,  No.  4^0,092. 

jrettrt.  Brie$ett  <C-  Knauih  for  the  applicant* 

FitfHBR,  AssUtaut  Cammugumerr 

This  is  a  petition  praying — 

Ihat  the  titie  given  this  case  by  the  Examiner  be  changed  to  ''means  for  discon- 
nsetisg  ehatDS." 

The  title  given  by  the  Examiner  is  '^  horse-detacher."  The  only 
statntory  reqalrements  as  to  the  title  are  that  it  shall  be  ^<  short "  and 
^eonreetly  indicating  the  uatore  and  design"  of  the  invention.  (4884.) 
If  the  titie  complies  with  these  requirements,  it  follows  ^'  tliat  the 
applicant  should  be  allowed,  within  reasonable  limits,  to  say  what  that 
titte  shall  be."    {Ex  parte  Nickoln^  O.  D.,  1881,  215;  57  O.  G.,  1425.) 

It  ia  not  proper  tw  the  Bzaminer  to  arbitrarily  select  the  title  for 
the  a|q[>licataon.  If  the  one  given  by  the  applicant  is  not  satisfactory, 
in  that  it  does  not  comply  with  the  requirements  of  the  statute  noted 
above,  objection  should  be  made  and  it  should  be  required  that  the 
title  be  changed.  This,  however,  like  any  other  requirement  as  to 
farm,  may  be  brought  before  the  Commissioner,  under  Bule  145,  if  the 


Examiner  and  the  applicant  cannot  agree. 
The  petition  is  grantedt 
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Ex  PABTB  Mississippi  Glass  Oompakt. 

Derided  July  £4, 189S, 

64  O.  G.,  718. 

Trade-Mark— Rbgistration  op  the  Word  "Florenttnk"  Granted. 

The  registration  of  the  word  ''FlorentiDe"  ae  a  Trade-Mark  for  glass  granted, 
a8  Florence  is  not  noted  as  a  place  for  the  manufacture  of  glass,  and  therefore 
no  deception  as  to  the  quality  or  origin  of  the  manufacture  can  occur. 

On  Petition. 

TRADB-MABK  VOB  BOLLBD  8BSBT-0LASS. 

Application  of  the  MissiBsippi  Glass  Company  filed  Febraary  20, 
1893. 

Mr.  Paul  BakeweU  and  Mr.  F.  W.  Bittery  Jr.j  for  the  applicant. 

Fisher,  Assistant  Commissioner: 

This  is  a  petition  taken  from  the  action  of  the  Examiner  of  Trade- 
Marks  ill  refusing  to  register  the  word  "Florentine"  as  a  Trade-Mark 
for  rolled  plate-glass. 

The  Examiner  bases  his  refhsal  on — 

the  general  principle  that  geographical  terms  are  not  entitled  to  be  monopolized  as 
'JYade-MarkA.  Many  such  are  registered,  but  always  for  special  reasons  given  why 
they  should  be  considered  exceptiuus  to  the  rule.  The  word  "Florentine"  is  actu- 
ally a  geographically  descriptive  adjective  when  applied  to  any  merchandise,  indi- 
catiug  that  it  is  of  Florentine  origin,  as  lieing  manufactured  in  the  city  of  Florenoa, 
or  having  a  Florentine  character,  as  being  like  the  productions  of  thatoity. 

In  ex  parte  Oreen,  (C.  D.,  1875, 121 ;  8  O.  G.,  729,)  where  the  Examiner 
had  refused  the  re^^nstration  of  the  words  <^  German  Sirnp,"  the  Com- 
missioner laid  down  a  rale  that  bears  directly  upon  this  case.   He  said: 

Unquestionably  a  geographical  name,  as  a  rule,  cannot  be  a  lawful  Trade-Mark, 
for  the  reason  that,  ordinarily,  it  is  dcHcriptive  of  tbc  iirticle  to  which  it  is  applied. 
Wherever  it  is  descriptive  it  cannot  be  made  a  lawful  Trade-Mark;  but  a  geograph- 
ical name,  like  any  other  word,  may  be  clioscn  and  arbitrarily  applied,  and  in  such 
instance  may  be.  a  lawful  Trade-Mark.  The  Examiner  miist  judge  in  each  partionlar 
case  whether  or  not  the  word  be  descriptive.  In  this  case  I  think  it  cannot  be  called 
purely  dcHcriptive.  If  the  article  were  i»ure]y  a  Geiiuan  product,  then  it  would  lie 
naturally  and  in  the  ordinary  us(>.  of  the  word  designated  as  German ;  but,  obviously, 
it  is  not.  It  is  simply  a  medicated  compound,  eyidimtly  designated  ''German"  for 
lack  of  a  )>etter  term,  and,  I  think,  shonld  be  registered  as  a  Traile-Mark. 

In  ac(*ord  with  this  rule,  as  above  stated,  Commissioner  Doolittle 
decided,  in  ex  parte  Marsching  d:  Co.  (C.  1).,  1878, 143;  16  O.  G.,  294,)  t]iat 
inasmuch  as  the  French  are  well  known  for  their  skill  in  preparing  fine 
fancy  paints  tlicwonl  "French"  as  a  Tnule-Mark  for  paints  would  have 
the  sole  function  of  pointing  to  the  <juality  of  the  article^  and  the  regis- 
tration was  refused.  ^y 
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In  M  parU  OomwaU  d  Brothert  (0.  D.,  1877,  85;  12  O.  G.,  812) 
the  tame  OommlMioner,  applying  the  tiiine  rule,  held  that  the  word 
^'Dubliu"  at  a  Trade-Mark  for  loape  wae  registrable,  luaemuch  at 
there  were  no  loape  on  the  market  kuowu  m  <^  Dublin "  eoaps  and 
Dnblin  was  not  a  plaoe  noted  for  the  manufaotare  of  soapsi  and,  since 
the  mannllMtarer  did  not  live  at  Dublin,  as  here  applied,  It  was  not 
intended  as  and  had  not  the  effect  of  a  geographical  word.  (Bee,  also, 
Dofmr  Stamfing  Oo,^  0.  D.,  1800,  04;  51  O.  O.,  1784,  and  av  parte  Jda- 
Wni,  0.  D.,  1800, 161;  63  O.  O.,  750.) 

In  the  present  case  the  applicant's  manufactory  is  not  at  or  near 
Floreuoe.  That  city  Is  not  noted  as  a  place  for  the  manufacture  of 
glass.  If  the  application  were  for  the  registration  of  the  word  '<Bng- 
lish''  or  <<  French,"  to  be  applied  to  rolled  glass.  It  would  be  proper  to 
reftase  it,  because  French  rolled  glass  or  English  rolled  glass  is  well 
known  In  the  arts;  but  In  the  caseof  tlie  word  ^<  Florentine"  no  decep- 
tion as  to  the  quality  or  origin  of  the  manufacture  can  occur;  and  in 
aocordanee  with  the  rule  in  ew  parte  Oreen,  «ifpra,  and  the  references 
aboye  cited  no  objection  is  seen  to  registration. 

The  petition  is  granted. 


WSBB  V.  Bliokenbdbbpeb. 

Decided  June  $1,1898. 

64  0.  G.,  867. 

BaoFKKnro  of  Ca8«  for  Additional  TssTiMONY—WHEzr  too  Late. 

\Vb«re  a  contestiint  io  intcrfereuce  was  put  upon  notice  nt  the  time  of  the 
hetring  before  the  Examiner  of  Interferenn^s  thot  there  was  a  weak  point  in  his 
eridenoe,  and  notwithstiinding  this  he  waited  until  an  appeal  had  been  taken  to 
the  Board  of  £xaminen-in-Chief  and  thence  to  the  Commiiisiouer  before  making 
an  effort  to  amend  hit  testimony,  Eeld  that  it  wae  then  too  late  to  have  the  caae 
reopened  for  the  porpose  of  introducing  evidence  known  and  acoeaeible  to  him 
at  the  time  hia  testimony  was  taken. 

Appeal  on  motion. 

TTPfrWaiTDfa  MAOHDm. 

Application  of  George  B.  Webb  filed  December  2, 1891,  No.  413,756. 
Application  of  George  0.  Blickensderfer  filed  October  29, 1891,  No. 
410,231. 

Mr.  Henry  D.  Dannelly  for  Webb. 
Meeere.  HaUock  d?  Halleck  for  BlickenBderfer. 
13182  PAT 7 
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FiSHBBy  Amiiamt  OammisHoner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interferenees 
granting  a  motion  brought  on  behalf  of  Bliokensderfer  to  reopen  the 
interference,  after  a  decision  by  the  Oommissioner  on  the  qn^stion  of 
priority,  for  the  purpose  of  taking  additional  testimony. 

The  interference  was  decided  by  the  Examiner  of  Interferences  in 
ISsYor  of  Bliokensderfer  on  July  25, 1892,  and  his  decision  was  attrmed 
by  the  Examiners-inOhief  on  September  3, 1892.  This  decision  was 
reversed  by  the  Acting  Commissioner  NoTcmber  18, 1802,  and  a  motion 
for  rehearing  was  denied  by  the  Commissioner  December  20, 1802. 

No  contention  is  made  by  the  moving  party  that  the  evidence  sought 
to  be  introduced  is  newlv  discovered;  but  the  motion  is  substantially 
based  upon  the  ground  of  surprise. 

It  appears  from  the  records  of  the  interference  that  it  was  contended 
on  behalf  of  Webb,  not  only  at  the  hearing  before  the  Acting  Commis- 
sioner, but  also  at  the  hearings  before  the  Examiner  of  Interferences 
and  the  Examiuers-in-Chief,  that  the  tyi>e-writing  machine  referred  to 
in  the  present  motion  was  not  in  evidence,  and  that  there  was  no  testi- 
mony in  the  case  showing  when  it  was  made.  It  thus  appears  that 
Blickeusderfer  Was  apprised  as  early  as  July  8, 1892,  the  date  of  the 
hearing  before  the  Examiner  of  Interferences,  of  this  alleged  weak 
point  in  his  evidence,  even  though  he  had  believed  prior  to  that  time 
that  the  best  possible  evidence  bad  been  presented. 

Under  such  a  state  of  facts  it  is  clear  that  the  motion  to  reopen  was 
not  made  with  due  diligence.  It  is  the  duty  of  a  contestant  in  an 
interference  to  present  the  best  iK>ssible  evidence  in  support  of  his  case, 
and  if  by  reason  of  ignorance  or  negligence  such  evidence  is  not  pre- 
sented it  is  held  to  be  too  late  to  have  the  case  reopened,  after  decisfon 
by  the  Commissioner,  for  the  purpose  of  introducing  evidence  kncfwn 
and  accessible  to  him  at  the  time  his  testimony  was  taken,  merely 
because  he  was  in  error  in  the  assumption  that  his  evidence  already  in 
the  case  was  sufficient  to  enable  him  to  secure  a  decision  in  his  favor. 

The  allegations  made  on  behalf  of  Blickeusderfer,  that  there  was  an 
understanding  between  counsel  that  the  machine  now  sought  to  be 
introduced  iu  evidence  might  be  used  at  the  hearing  with  the  same 
force  and  effect  as  if  regpilarly  introduced  in  evidence  as  an  exhibit  at 
that  time,  if  true,  are  immaterial  in  view  of  the  finding  of  the  Commis- 
sioner, that  there  is  no  evidence  establishing  the  time  when  such 
machine  was  made. 

Under  all  the  facts  in  the  case  I  am  unable  to  arrive  at  the  con- 
clusion that  sufficient  grounds  for  reopening  the  case  have  been  pre- 
sented. 

The  decision  of  the  Examiner  of  Interferences  granting  the  motion  to 
reopen  is  overruled. 
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Ex  FAXTB  MODOHALD. 

H  O.  6.,  »7. 

1.  BuuB  ISa  AMD  Itf— Wbat  Mat  n  Sxtikwkd  <»  Pmnoir. 

TIm  question  whetiier  w  iu>l  an  ExmbIimt  tbonld  eite  m  »  refafmiee  «■  sppU- 
MHit^  fivmer  pateat,  fha  applieatioii  for  which  wm  copending  with  the  present 
sp^efttkMi,  ifl  one  pertnining  to  the  merite  of  tho  invention  and  therefore  not 
nriownhle  hj  the  CoMBiMioner  on  petition. 


£9pmi4  Mnttm  omI  JfnllM  (C.  D.,  1890, 9;  50  O.  O.,  887)  tad  cr  jMrf*  M^ftn 
(48  Md.  Dee.,  418)  diaeweed  and  held  not  to  indieale  a  diffetent  praotiee. 

Qsr  PsnnoN. 

aouNn  foa  MunfOLo  books  ahd  cABBcn-auvn. 

Applicatkm  of  James  B.  McDonald  filed  June  27, 1802,  No.  438,130. 
Meur$.  £ttion  d  Hopktm  for  the  applicant. 

FiSHSS,  JLtmtoal  CammisHaner : 

Thia  la  a  petttion  taken  trom  the  action  of  the  Primary  Examiner  in 
citing  applieant'a  own  patent,  which  was  pendinfc  at  the  same  time  with 
the  present  application,  as  a  reference  for  certain  features  of  claims  in 
aaid  appfiealion. 

The  &cts  as  shown  bj  the  record  are  as  follows :  Applicant's  patent 
is  for  a  <<  combined  book  and  carbon-sheet  holder."  This  patent  issued 
after  applicant  had  made  claims  5,  ^  and  7  of  the  present  application. 
These  elates  are  to  combinations  of  a  speciilc  book-damp,  not  shown 
in  applicant's  former  patent,  and  a  carbousbeet  holder.  The  Primary 
Examiner  rejected  these  claims  as  covering  illegitimate  combinations 
and  eifed  certain  patents  as  showing  that  the  segregated  features 
iacloded  in  the  claims  were  old.  Among  the  patents  cited  was  appli- 
cant's own  patent,  above  referred  to,  as  showing  that  ^<  a  combined  clip 
(book-clamp)  and  (carbon)  holder  was  old."  The  applicant  contends 
that  tke  Examiner  shonld  not  dte  his  former  patent  against  this  appli- 
cation and  inrays  that  the  Examiner  be  dire<;ted  to  eliminate  the  jirior 
patent  from  the  record,  and  in  support  of  his  position  cites  ex  parte 
MMm  md  MuOm  (0.  D.,  1800, 9;  50  O.  O.,  837,)  in  which  the  Commis- 
sioner took  jurisdiction  of  this  question  on  i>etition  and  said : 

There  ean  be  no  preeumption  of  dedication  arising  out  of  a  fallnre  to  claim  in  a 
gireik  application  what  ooold  not  have  been  lawfully  claimed  in  -that  application, 
and  it  ia  belioTed  that  no  obstacle  exists  in  such  a  case  to  obtaining  a  patent  other- 
wise allowable  upon  any  application  that  may  be  iiled  before  tbe  invention  hasbfen 
in  pnblic  nse  or  on  sale  for  more  than  two  years  and  before  actual  abandonment. 

Applicant  also  cites  ex  parte  Sogers^  (49  MS.  Dec.,  418,)  in  which 
ike  Commissioner  held: 

rttsiBptopertoails  i^Iieant's  own  patent  if  itiaaned  after  the  pending  ap^ 
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The  Examiner  holds  that  this  Is  a  question  Inyolviiig  the  merits  of 
the  Invention  and  therefore  appealable  to  the  Examlners-in-Ohlef  and 
not  petitlonable  to  the  Oommissioiier, 

I  am  liiolined  to  think  that  the  Examiner  Is  right  It  is  true  that  In 
w  parte  Mullen  ami  MulUn^  eupraj  the  Commissioner  did  pass  upon  a 
similar  question  on  petition;  but  the  petition  in  that  case  was  taken oq 
a  different  issue  from  the  one  In  the  present  ease,  it  having  been  taken 
from  a  refrisal  of  the  Examiner* 

to  enter  apon  an  ex*roinAtlon  of  applioAiif  •  ol«tmt,  SMiirnlng  m  a  reMon  that  they 
eoTer  tabjeot-matter  shown  bat  not  olaimod  in  an  enrlier  patent  granted  to  the 
■ame  inventora  leyen  daje  prior  to  the  present  application.  The  Examiner  Airther 
states  that  applicants'  onlj  remedy  lies  in  a  reissue  of  the  patont. 

I  do  not  flna  ttiat  the  qnestion  whether  or  not  It  was  petitlonable  to 
the  Commissioner  was  raised  in  that  case,  whereas  in  ex  parte  Wood- 
irard,  (0.  D.,  1800, 169;  03  O.  O.,  1000,)  decided  a  short  time  afber  ex 
parte  Mullen  and  MuU&n  and  by  the  same  Oommirtsioner,  this  same  qnes- 
tion was  presented  In  an  appeal  to  the  Examiners-in-Ohlef,  was  passed 
upon  by  them,  and  appealed  to  the  Oommissioner,  and  he  did  not  indi- 
cate any  objection  to  that  practice. 

In  the  case  of  «v  parte  Bogera^  euproj  cited  by  the  applicant,  I  find 
that  the  Examiner  originally  objected  to  examining  certain  claims  of 
that  application  on  the  ground  that— 

the  mode  of  forming  the  headed  and  pointed  screw-blank  as  herein  claimed  is  ftilly 
set  forth  in  the  patent  to  applicant  for  the  machine  shown  in  Fig.  1,  Mo.  886,091, 
'<  wood-screw  machines/'  July  10, 1888,  and  the  mode  of  forging  the  thread  thereon 
is  completely  described  in  the  following  patents,  also  to  applicant:  No.  870,353, 
"wood-screw  maohincH,''  September  20,  1887,  which  is  for  the  mnchine  shown  in 
Fig.  14;  No.  870,354,  <<ecrew-«waging  machinee/'  September  20,  1887,  which  is  for 
the  dies  shown  in  Figs.  10, 11, 12,  and  13,  and  No.  329,900,  "screws,''  November  10, 
1886,  which  U  for  the  method. 

The  applicant  thereupon,  on  petition  to  the  Commissioner,  averred 
that— 

the  Examiner  in  thns  refusing  to  consider  tho  merits  of  claims  2,  8,  and  4  has  failed 
to  make  an  examination,  ns  required  by  the  statute,  and  prays  that  the  Kxaniiner 
may  be  directed  to  make  such  an  examination,  allowing  or  rq|eoting  the  claims 
referred  to. 

The  Commissioner,  In  acting  npon  this  petition,  said: 

Whatever  pertains  to  the  quesAon  whether  a  claimant  is  entitled  to  a  patent 
under  the  law  pertains  to  the  examination. 

If  the  Examiner  is  still  of  the  opinion  that  the  claimant  is  not  entitled  to  a  patent 
under  the  law  for  the  dellnitely  expressed  claims  which  he  asks,  he  will  reject  snch 
claims  for  all  the  reasons  which  are  pertinent  to  ''examination"  and  allow  the 
applicant  to  take  his  appeal  to  the  £xaminers-in-Chief. 

The  claims  of  the  application  were  then  rctjected,  partly  on  appli- 
cant's former  patent,  the  same  qnestion  arising  as  the  one  in  the 
present  application;  but  firom  said  r^ection  an  appeal  was  taken  to 
the  Board  of  Examiners-in-Chlef  and  then  to  the  Commissioner.  This 
case,  therefore,  would  seem  to  sustain  the  Examiner  in'his  action. 
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Moreover,  to  hold  this  to  be  a  question  api>ealable  to  the  Examiners- 
in-Ghief  would  be  in  conformity  with  the  latest  practice.  (See  ejp parte 
Feiiter,  C.  D.,  1892,  203;  61  O.  G.,  152;  ex  parte  CahiUj  anU^  78;  63  O. 
G.,  1815.) 

The  petition  is  dismissed. 


Ex  PASTE  Postland-Gement-Fabeie  ^^Geumania"  n.  Mansee 

&  Go. 

JhtMtd  July  U,  189$. 

64  O.  G.,  868. 

Tjudb-Makk— Bkgistratfoh  of  Mkrb  Words  bt  Gkiiman  CrnzRXS. 

A  Tnde-Mark  eoDslstxDg  of  the  word  ''Germftoia"  may  be  registered  in  the 
United  States  by  a  German  eitizen,  nnder  the  provisions  of  Article  XVXI  of  the 
CoDTentlOD  of  December  11, 1871,  although  the  German  statutea  make  no  pro- 
visions for  the  registration  of  mere  words  as  Trade-Marks. 

On  Petition. 

TSADB-MABK  POB  POBTLAXD  CnODTr. 

Application  filed  May  28, 1892. 
Mr.  Henry  Orth  for  the  applicant 

FiSHBB,  Acting  Commissioner: 

This  is  a  petition  taken  from  the  action  of  the  Primary  Examiner  in 
refnsing  registration  of  the  word  "Germania"  as  a  trade-mark  for 
Portland  cement. 

The  Examiner  states  in  his  answer  to  the  petition  that— 

it  is  probable  that  no  objeetion  would  be  m'ade  to  this  registration  if  asked  for  by 
an  American  citizen  residing  in  this  country.  The  refosul  is  based  upon  the  condi- 
tions of  section  5  of  the  act  of  1881,  by  which  a  certificate  of  registration  ceases  to 
have  force  in  this  country  at  the  time  the  Trade-Mark  ceases  to  bo  exclusive  property 
elsewhere. 

Section  5  of  the  act  of  1881,  referred  to  by  the  Examiner,  is  as  fol- 
lows: 

Src.  5.  That  a  certificate  of  registry  shall  remain  in  force  for  thirty  years  from  its 
dste,  except  in  cascH  where  the  Trade-Mark  is  claimed  for  and  applied  to  articles 
not  manufactured  in  this  country,  and  in  which  it  receives  protection  under  the 
laws  of  a  foreign  country  for  a  shortt^r  period,  in  which  cose  it  shall  cease  to  have 
any  force  in  this  country  by  virtue  of  this  act  at  the  time  that  such  Trade-Mark 
f^eaisea  to  be  exclusive  property  elsewhere.  At  any  time  during  the  six  months  prior 
to  the  expiration  of  the  term  of  thirty  years  such  registration  may  be  renewed  on 
the  same  terms  and  for  a  like  period. 

TliiH  section  Is  analogous  in  its  provisions  to  section  4887,  Revised 
Stiitutes  of  the  United  States,  relating  to  the  limitation  of  the  terms 
of  ])atents  for  inventions  which  have  boon  previously  patented  in  a 
foreign  country,  and  it  seems  to  be  a  labored  and  unnatural  construq- 
tion  of  the  first-named  section  to  hold  that  the  terms  of  registration  in 
this  country  of  a  Trade-Mark  for  an  article  manufactured  in  a  foreign 
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ooantry,  if  not  registered  in  that  ooantryy  would  be-  limited  by  ihb 
laws  of  sach  foreign  coantry,  or  that  registration  in  such  foreign  conn- 
try  is  a  necesfnry  condition  i»eoedent  to  registration  here. 
Section  1  of  the  act  of  1881  {Hrovidea— 

that  own«n  of  Trade-Marks  lued  in  oommeme  with  forsign  nattoos  or  witli  tlie 
Indian  tribes,  prorided  such  owners  shaU  be  domiciled  in  the  United  States  or 
loeated  in  any  foreign  oonntry  or  tribes,  which,  by  treaty,  conTcntion,  or  law, 
affords  similar  priyileges  to  oitisens  of  the  United  States,  may  obtain  registration 
of  such  Tnde-Marks  by  complying  with  the  following  requirements : 

The  first  question  to  be  determined,  in  view  of  this  proyision,  ia. 
Does  the  German  Empire  afford  the  privilege  of  registration  of  Trade- 
Marks  to  citizens  of  the  United  States  t  The  answer  to  this  question 
is  found  in  Article  XYII  of  the  conyention  of  December  11, 1871, 
between  the  United  States  and  the  German  Empire,  which  is  as  fid- 
lows: 

ArtXYIL  With  legwd  to  the  macks  or  labels  of  goods,  or  of  their  paekages,  and 
also  with  regard  to  patterns  and  marks  of  manofaotore  and  trade,  the  oitiaeiis  of 
Germany  shall  ei^oy  in  the  United  States  of  America,  and  American  oitiaeiis  shaU 
eiyoy  in  Qennany,  the  same  protection  as  natiTC  citisens. 

The  fhrther  question  arises,  however,  by  reason  of  section  S  of  the 
German  act  of  November  30, 1874,  cited  by  the  Examiner,  under  which 
registration  of  a  Trade-Mark  is  refused  if  the  mark  consists  entirely  of 
letters  or  words.  This  is  a  restriction  which,  if  applied  to  citizens  of 
the  United  States,  might  perhaps  properly  be  held  to  warrant  a  refusal 
to  register  such  Trade-Marks  in  this  country  for  owners  redding  and 
doing  business  in  Gtomany.  It  8atis£BM>torily  appears,  however,  ftom 
an  examination  of  a  copy  of  the  Fun/te  Beilage  zwm  DeuUckm  Beiehs- 
Anzeiger  fimd  Konigliok  PrmismoAai  BtaaU-Anzeig&r  that  the  German 
Empire  grants  registration  of  Trade  Marks,  consisting  of  words  only, 
to  citizens  of  the  United  States. 

The  Examiner  states,  as  a  further  reason  why  registration  should  be 
refhsed  in  the  present  case,  that — 

the  German  law  requires  that  an  American  Trade-Mark  must  be  flrst  regirtered  at 
home  before  it  can  hare  registration  and  protection  in  Germsny. 

Whatever  may  or  may  not  be  desirable  in  the  matter  of  legislation  in 
this  connection,  it  does  not  appear  to  be  advisable  to  refuse  registra- 
tion in  this  country  on  the  ground  that  the  Trade-Mark  sought  to  be 
registered  here  has  not  been  registered* in  the  country  of  which  the 
owner  is  a  citizen,  in  the  absence  of  any  law  establishing  such  a  pro- 
cedure. In  view  of  the  privileges  accorded  to  citizens  of  the  United 
States  in  the  matter  of  the  registration  of  Trade-Marks,  as  above  set 
forth,  and  in  view  of  what  appears  to  be  the  plain  inteiit  of  the  United 
States  statutes  bearing  on  this  subject,  I  am  unable  to  reach  any  other 
conclusion  than  that  the  applicant's  Trade-Mark  should  be  registered, 
unless  reasons  to  the  contrary  exist  other  than  those  given  by  the 
Examiner.  gitized  by  Google 

The  petition  is  granted. 
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BX  FABTB  MtBBS. 

04  0.0^869. 

Dmov— OBjKcnoK— -SiurscnoM. 

ABtflyioliMiioftelttimforadedgBiluilUisBotiiiigle;  llMt  it  faiU  to  Mt  vp 
any  ftrtiele  of  maiia£Mtiire,  b«i^  on  the  oonfeniy,  ealli  for  three  eepMste  arUolee 
eggregeted,  is  one  pertaining  to  the  merite  and  ihould  therefore  hnre  been  n 


Oh  FsTrnoN. 

maif  PDB  A  LAMP-eiOTB. 

Applicataon  of  John  F.  Myers  filed  December  15, 1802,  No.  455^. 

Mr.  John  L.  Boone  for  the  applicant 

FiflHXB,  Acting  OommUnoner: 

This  Is  a  petition  taken  from  the  action  of  the  Examiner  of  DesignB, 
in  which  he  holds  that  the  following  claim — 

The  design  for  a  lamp-etore,  coneisting  of  a  lamp  enpported  on  a  raised  base  so 
that  its  reeerroir  can  be  seen  both  above  and  below  the  base,  a  semi-cyliDdrtoal 
body  with  open  front,  a  cylindrical  top  snrnioantiug  the  semi-cylindrical  body,  and 
an  ornamental  top-piece,  aU  as  hereinbefore  described— 

^is  not  single.    It  fiuls  to  set  np  any  article,  on  the  contrary  calling 
for  three  separate  articles  aggregated." 
The  Examiner  farther  states  that — 

if  from  tills  claim  were  erased  the  clause  "a  lamp  supported  on  a  raised  base  so 
that  its  reeerroir  can  be  seen  both  above  and  below  the  base/'  the  same  wonldbe  for- 
mal, woold  set  np  a  design  nnambiguoas  and  single,  and,  as  at  preeent  advised,  new 
and  original. 

Upon  consideration  of  the  action  of  the  Examiner  as  above  set  forth, 
1  am  convinced  that  said  action  should  have  been  a  refection  instead  of 
an  ob}eeUon.  It  is  well  settled  that  where  two  or  more  designs  are 
described  and  claimed  separately  in  a  single  application  the  applicant 
will  be  required  to  elect  the  one  to  bp  retained  in  the  pending  applica- 
tion and  to  cancel  the  others,  and  an  appeal  from  such  requirement  of 
the  Examiner  will  lie  to  the  Commissioner,  under  Bule  145.  (See  ex 
parU  Petzoidy  0.  D.,  1801,  95;  55  O.  G.,  K>51.)  But  the  question  under 
consideration  is  an  entirely  diiferent  one.  There  is  only  one  claim  in 
the  ease.  Applicant  contends  that  the  claim  covers  a  unitary  design — 

that  the  lamp  is  an  essential  feature  of  the  lamp-stove,  and  is  what  gives  to  the 
laap^stove  its  peculiar  and  distinctive  appearance. 

The  Examiner  holds  that— 
the  olaim  is  not  single,    •    •    •    calling  for  three  separate  articles  i^ggrsgated.   , 

The  objection  to  the  subject-matter  of  this  claim  oorresponos 
exactly  with  an  objection  to  a  claim  for  a  mechanical  invention  which  is 
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drawn  to  an  aggregation  of  elements.  Sach  objection  is  always  in  the 
form  of  a  rejection,  under  Bale  133,  and  appealable  to  the  Examiners- 
in-Chief.  If  the  Examiner,  therefore,  i8  still  of  the  opinion  that  this 
claim  covers  an  aggregation  of  articles  instead  of  a  single  design,  he 
will  reject  for  that  reason  and  allow  the  applicant  to  appeal  to  the 
Examiners-in-Chief. 
The  petition  is  dismissed. 


Stuart  Medicine  Company  v.  Ooldaine. 

Decided  June  15, 189S. 
64  O.  G.,  1005. 

rRADS-MARKS— RULIE  13. 

Trade-Mark  Rule  13,  which  states  that  "each  i»pplicaiit  and  registrant  vill  be 
held  to  the  date  of  adoption  alleg^ed  in  the  statement  tiled  with  his  application/' 
Held  to  be  not  inconsistent  with  law,  and  therefore  has  the  force  of  a  stat-ate. 

Appeal  from  Examiner  of  Interferences. 

trjlDS-iiabk  ros  mDicnrs. 

Application  of  Stnart  Medicine  Company  filed  September  12, 1892. 
Trade-Mark  of  James  F.  Ooldaine   registered  May  19,  1891,  Ko. 
19,759. 

Messrs.  Smith  &  Benison  for  the  Stuart  Medicine  Company. 
Mr.  0.  D.  LevU  and  Mr.  J.  D.  Caplinger  for  Goldaine. 

Fisher,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  tSxaminer  of  Interferences 
in  favor  />f  the  Stuart  Medicine  Company.  In 'said  decision  the 
Examiner  of  In teiferences  holds  that  Goldain^  is  bound  by  the  date 
of  October,  1888,  which  is  set  up  in  the  statement  accompanying  his 
application.  The  decision  upon  this  point  is  based  upon  Eule  13  of  the 
rules  relating  to  the  protection  aud  repfistration  of  Trade-Marks  and 
labels,  which  states  that — 

each  applicant  and  registrant  will  he  held  to  the  date  of  adoption  alleged  in  the 
statenient  filed  with  his  application. 

Goldaine  contends  that  this  rule  is  inequitable  in  the  present  case 
because  it  enables  the  opposing  party  to  know  his  earliest  date  and  to 
overcome  it  by  falsely  ottering  an  earlier  date.  This  rule,  however,  is 
not  thought  to  be  *' inconsistent  with  law,"  (R.  S.,  483,)  and  it  there- 
fore has  the  force  of  a  statute.  Moreover,  it  follows  substantially 
the  practice  in  interferences  arising  under  the  patent  law.  besides 
this,  it  seems  perfectly  just.  It  holds,  in  effect,  that  an  applicant  can- 
not prove  a  date  earlier  than  that  alleged  in  his  sti^temeut.    The  con- 
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tentlon  that  the  publication  of  this  date  opens  the  door  to  frand  is  not 
thought  to  be  of  great  importance,  since  in  any  interference  proceeding 
in  the  case  of  a  Trade-Mai*k  the  respective  datog  of  adoption  ai*e  to  be 
proved  by  evidence,  the  statements  of  the  applicants  not  being  accepted 
mm  concluiiive. 

The  fbrther  contention  of  Goldaine  to  the  effect  that  the  Stuart  Medi- 
<dne  Company  was  not  entitled  to  claim  a  date  earlier  than  1892,  on 
the  ground  that  it  had  not  before  that  time  used  tlie  Trade-Mark  in 
foreign  commerce,  cannot  be  regarded,  since  this  point  was  eettled  in 
Mamii4>woc  Matmfacturing  Co.  v.  JXchertnan^  (0.  D.,  1891, 239;  07  O.  G., 
1721.) 

The  decision  of  the  Examiner  of  Interferences  is  affirmed.  Limit  of 
appeal  will  expke  July  15, 1893. 


Dixon  v.  Van  Aukbn. 

DMMJwi$S0,289S. 

6i  0.  a.,  1006. 

IimBBFXinciros— Wmeir  Claims  of  a  Patrnt  and  Application  do  xot  iNTKRPKinc. 

Where  the  olftimio  apateoteontiihiBaneloinent  not  diHclosed  iu  on  appUoatiou 

inTolTed  in  an  interference  with  the  patent  and  whoi*e  the  npplioaut  oannot 

mahe  a  olaim  that  will  be  commeniurate  in  termi  with  the  claim  of  the  patent, 

no  interference  in  &ot  exiete. 

Appeal  on  motion. 


Application  of  George  E.  Dixon  filed  March  1,  1802,  No.  423,305. 
Patent  granted  Clarence  E.  Van  Aukeu  Jnne  14, 1802,  No.  476,844. 

Me9srs.  Gridley  &  Hopkins  for  Dixon. 
Mr,  Charles  T.  Brown  for  Van  Auken. 

FiSHEft,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Primary  Examiner  denying 
a  motion  brought  on  behalf  of  Dixon  for  a  dissolntiou  of  the  interference 
on  the  ground  that  no  interference  in  fact  exists. 

Claim  1  of  the  Van  Auken  patent  and  five  claims  of  the  Dixon  appli- 
cation are  included  in  the  interference  under  an  issue  comprising  five 
different  counts,  each  of  which  is  broader  iu  terms  than  the  said  claim 
of  the  patent. 

It  18  urged  in  support  of  the  motion  that  the  claim  of  the  Van  A  nken 
patent  is  not  only  more  limited  than  the  claims  of  the  Dixon  applica- 
tion, but  that  it  contains  an  element  not  shown  or  described  in  the  said 
application.    This  element  is  set  forth  as — 
ft  tube  in  wbieh  the  ezpaneible  poet  extende,  eecured  in  the  float,  oy  v^OOQLC 
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It  dearly  appears  from  an  inspection  of  the  Dixon  application  that 
no  snch  feature  as  that  Just  referred  to  is  disclosed.  It  follows,  there- 
fbre,  that  Dixon  cannot  make  a  claim  in  his  present  application  that 
win  be  commensnrate  in  terms  with  the  said  claim  of  the  Van  Auken. 
patent  It  cannot  properly  be  held  that  the  limitation  referred  to  ia 
immaterial,  for  the  patentee  has  made  it  material  by  indading  it 
spedfically  in  his  claim. 

In  view  of  the  practice  as  outiined  in  Reed  r.Landmanj  (0.  D.,  1891, 
73;  65  O.  O.,  1275,)  it  is  dear  that  the  interference  should  be  dissolved, 
unless  the  subject-matter  of  each  case  included  in  the  interference,  a« 
shown,  described,  and  claimed,  is  substantially  and  patentably  the  same 
in  the  one  as  in  the  other.  If  it  be  assumed,  for  the  purpose  of  deter- 
mining this  question,  that  Van  Auken  is  the  applicant  and  Dixon  the 
patentee,  does  the  Dixon  case  make  snch  a  disclosure  as  to  amount  to  a 
vaKd  reference  on  which  to  reject  claim  1  of  the  Van  Auken  casef  It 
being  important  in  this  case  to  determine  the  meaning  and  scope  of  the 
said  claim,  the  following  statement,  made  by  the  Examiner  in  his 
decision  respecting  the  three  forms  of  Van  Aukeu's  invention,  as  shown 
and  described  in  his  patent,  is  i>ertinent: 

Thftt  the  pfttentee  intended  to  coTer  the  eoiistniction  of  Fig.  8,  emliodied  in  cleim  1 , 
is  evidenced  by  the  fbct  thnt  hie  other  clnims  oontein  tlie  same  limitation.  If  dnim 
1  ie  eo  eonetmcted  ae  not  to  cover  the  constrnotion  of  Fig.  3,  it  ie  evident  that  tlie 
other  claims  will  not  a|»ply  thereto.  That  the  OfflcA  granted  a  patent  containing  a 
ilgnre  showing  a  constmctlon  not  covered  by  any  claim  is  not  to  be  presnmed,  and 
in  the  present  case  the  Examiner's  personal  knowledge  is  that  it  was  the  intention 
of  the  Office  to  aUow  Van  Anken's  elaims,  which  should  apply  to  all  his  fignres. 

In  view  of  this  interpretation  placed  by  the  Examiner  upon  Van 
Auken's  claim  1  and  the  structures  upon  which  it  is  based,  it  is  believed 
that  he  would  have  allowed  tiie  said  claim  if  the  state  of  the  art  had 
been  represented  by  what  is  disclosed  in  the  Dixon  application.  Such 
being  the  case,  it  is  clear  that  if  both  parties  to  the  interference  were 
applicants  Van  Auken  would  be  entitied  to  his  claim,  even  though 
Dixon  should  prevail  in  the  interference. 

The  decision  of  the  Primary  Examiner  denying  the  motion  to  diaaolye 
the  interference  is  overruled. 


Ex  PARTS  HEnns. 

Decided  Jnlg  20, 1S9$. 
64  O.  Q.,  1006. 

Abakdoivkd  Application— Rf viva l. 

In  order  to  rcTive  an  abandoned  application,  nnavoldsble  delay  fn  the  prooe- 
cntion  thereof  most  be  shown,  and  such  showing  mast  cover  the  entire  period 
of  delay. 

Oh  pxtitioh.  Digitized  by  Google 
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nnr  FAHDc. 
Applicatioii  of  Hermon  Heine  filed  June  21, 1890,  Ko.  866,183. 
Mr,  H.  O.  Underwood  for  the  applicant 

Fisher,  AM^Btant  Oommi$Hon/ar: 

This  is  a  petition  requesting  that  the  above-entitled  case,  which 
became  abandoned  NoTember  20, 1892,  fiom  CEulnre  to  prosecute  the 
aamei  be  revived. 

The  reasons  offered  for  delay  are  that  after  the  first  Office  letter  it 
WW  neeeasary  tiiat  the  inventor  and  the  attorney  should  have  a  con- 
sultation; that  the  attorney  endeavored  to  find  the  inventor,  but  was 
unable  to  do  so;  that  in  the  fall  of  1892  a  large  fire  broke  out  near  the 
attorney's  oiBce  and  his  files  were  hastily  bundled  up  and  stored  in  a 
fireproof  vault;  that  after  the  fire  was  over  the  files  were  returned, 
bat  by  accident  this  file  and  two  or  three  others  were  overlooked;  that 
the  attorney  failed  to  recollect  the  application  until  the  inventor  called 
open  him  and  inquired  abont  it;  that  the  file  was  then  found  in  the 
raalt  alter  a  long  search,  and  that  it  was  then  discovered  that  more 
than  two  years  had  elapsed  since  the  last  official  action. 

I  cannot  regard  those  reasons  as  sufficient,  especially  as  it  was  held 
io  ex  parte  Boot  (G.  D.,  1887,  81 ;  40  O.  G.,  811)  that  the  showing  of 
unavoidable  delay  must  cover  the  entire  period  of  two  years.  This  has 
not  been  done,  and  the  petition  must  therefore  be  and  it  is  hereby 
denied. 


HxjsoK  r.  Cbowbll  v.  Yates. 

Dedded  Julg  SI,  189S. 

64O.G.,1006. 

h  Reisscr  AppucatioM'-Bamk  Btaxdino  as  Original  Patsmt  as  to  Burdix  or 
Proof. 
Since  patents  are  now  reiasned  Rtrietl  j  for  the  same  invention  oorered  by  the 
oriirinal  patent,  the  reiMue  application  onght  to  have  the  same  standing  at  the 
original  patent  aa  to  burden  of  proof. 

1  KULB  llS~COM8TSU€7nOK  THRRBOF. 

Rnle  116,  ae  recently  amended  and  conAtmed  in  the  light  of  deoisions  bearing 
npon  it,  means  that  he  who  first  made  a  claim  or  statement  of  invention  cover- 
ing the  invention  in  interference  shonld  be  considered  the  senior  party. 

3.  RriKSUR  AFPLXCATIOH— WhKN  CONBIDRRBD  a  CONTINUATIOX  OF  THR  ORIGIHAL 

Appucatiok. 
Where  the  Office  holds  an  applicant  to  be  entitled  to  a  rsisaae  for  bftMkder 
elaims,  it  in  elTeet  holds  tiiat  it  was  by  reason  of  inadvertence,  accident,  or  mis- 
take that  applicant  did  not  make  the  broad  claims  in  the  patent;  that  he  has 
been  reasonably  diligent  in  applying  for  snch  reissue,  and  therefbre  that  tboro 
has  lieen  no  such  dedication  to  the  public  of  the  inventions  covered  by  the  broad 
daima  aa  ahoald  prevent  the  Office  from  considering  the  reissae  application  a 
contianati<m  of  the  original  application.  ^  , 

*  -  •*   .  ^  .  Digitized  by  VjOOQ  IC 

AFPRAii  from  Primary  Examiner.  ^ 
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MlClliUftOAT.  MOTlMlirr. 

Application  of  Wlnflc>1d  6.  Uniion  filed  March  81, 1802^  So.  427451. 
Pateut  granted  Lntlier  0.  Orowell  June  14, 1802,  Ko.  477,045.  BelMtte 
application  of  William  B.  Yates  filed  July  25, 1802,  Ko.  441,204. 

Jiff.  jL.  W.  Bouthgate  for  Hniion. 

MeiiTi.  Pkilipp,  Mun$on  db  Pkelpi  for  Grotrell. 

Mean,  Dayton^  Poole  dk  Brov^n  for  Yates. 

FiBHEB,  AeHng  Oommieeioner: 

This  is  an  appeal  taken  by  Yates  firom  the  action  of  the  Primary 
Examiner  in  making  him  the  Junior  party  in  this  interference. 

Yates  filed  an  application  for  patent  November  0,  1801,  containing 
five  specific  claims  for  the  subject-matter  of  the  present  issue.  This 
application  resulted  in  n  patient  March  22, 1802. 

Orowell  filed  his  application  February  18, 1802,  containing  claima 
broad  enough  to  dominate  Yates's  claims,  and  also  claims  for  a  species 
diff'erent  from  that  disclosed  in  Yates's  application.  Crowell's  appli- 
cation was  rejected  on  the  patent  to  Yates,  and  he  filed  an  affidavit 
under  liule  75  showing  completion  of  invention  before  Yates  filed  his 
application,  and  tliis  application  resulted  in  a  patent  June  14, 1802. 

Huson  filed  his  application  March  31, 1802,  containing  generic  claims 
that  interfered  with  Crowell's  generic  claims,  and  also  npecific  claims 
that  interfered  with  Yates's  claims,  was  rejected  on  the  Yates  patent, 
filed  an  affidavit  under  Rule  75,  satisfactorily  showing  completion  of 
his  invention  before  the  date  on  which  Yates  filed  his  application,  and 
a  declaration  of  interfarence  followed  on  April  28,  1802,  between 
Iluson's  application  and  Yates's  patent,  in  which  Huson  was  the  junior 
and  Yates  the  senior  i)arty. 

On  July  25,  1802,  Yates  filed  an  application  for  the  reissue  of  his 
patent,  which  was  refused  solely  on  the  ground  that  reissues  should 
not  be  granted  if  a  second  party  had  in  the  meantime  between  the 
grant  of  the  original  patent  and  the  date  of  the  reissue  a[»plicatioa 
a(M}uired  the  right  U*  manufacture  or  sell  or  had  taken  out  a  ])atent  for 
what  he  (the  original  j)atentee)  had  failed  to  claim,  (citing  TopHffy. 
Toplif,  C.  D.,  1802,  402;  50  O.  G.,  1257;  145  U.  S.,  15(5,  and  es  parte 
manicyj  C.  D.,  1892,  106;  (JO  O.  G.,  735,)  and  Yates  appealed  to  the 
Exaniiners-in-Chief,  who  reversed  the  decision  of  the  Primary  Examiner 
and  allowed  Yates  his  (claims  in  the  present  reissue  application. 

In  the  meantime  the  Crow  ell  i)atent  had  appeared  and  lluaon  moved 
for  an  interference  between  his  application  and  Crowell's  ]>atent  on  the 
broad  claims,  and  a  seccnid  interference,  the  present  one,  was  declared 
November  5,1802,  between  the  Crowell  and  Yates  patents  and  the 
Iluson  application. 

As  soon  as  the  ICxann'ners-in-Chief  had  allowed  Yates's  reissue  it  was 
substituted  for  his  patent  in  the  interference.    The  parties  tlien  stood 
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HM9an  T.  CratteU  v.  Yates.  Counsel  for  Husou  then  moved  to  shift 
the  burden  of  proof.  This  was  granted  by  the  Primary  Examiner  on 
the  ground  that  the  claims  of  the  reissue  application  were  all  different 
from  the  claims  of  Yates's  original  patent  and  should  therefore  take  the 
date  that  the  reissne  application  was  filed.  From  this  decision  the 
present  appeal  was  taken. 
Counsel  for  Huson  contends — 

first,  that  Yates,  oomiug  forward  and  filing  a  reissne  application  oontaining  claims 
to  the  Isene.  which  claims  were  not  included  in  his  speciflc  patent,  is  only  entitled 
to  ft  record  date  on  the  day  on  which  the  reissue  application  was  filed ;  second,  that 
the  Tates  patent  was  improperly  included  in  the  declaration  of  interference  Novem- 
ber 5y  18b2,  between  Huson,  Crowell,  and  Yates,  on  the  ground  that  Yates  did  not 
clftim  the  issne  of  that  interference. 

The  second  ground  of  contention  above  stated  has  no  bearing  upon 
the  case  in  its  present  status.  The  Yates  patent  has  been  withdrawn 
£rain  this  interference,  and  there  can  be  no  doubt  but  that  Yates's  reis- 
sne application  does  interfere  with  the  Huson  application  and  the 
Growell  patent,  whether  the  Yates  patent  interfered  with  said  applica- 
tion and  patent  or  not. 

As  to  the  first  ground  of  contention,  when  it  is  noted  that  nowhere 
has  it  be^i  assumed  by  the  Primary  Examiner  or  counsel  for  Huson 
that  Yates  claimed  anything  in  his  reissue  application  broadly  that 
was  not  covered  specifically  by  the  claims  or  statement  of  invention  in 
his  patent,  and  when  it  is  also  noted  that  the  Examiners-in-Chief  have 
held  that  he  is  entitled  to  a  reissue  of  his  patent,  the  case  is  in  prin- 
ciple not  unlike  that  of  Hansen  v.  Davis  (G.  D.,  1891, 72;  55  O.  G.,  908,) 
in  which  Mr.  Gommissioner  Mitchell  said: 

Since  patents  are  now  reissued  strictly  for  the  invention  covered  by  the  orifi^inal 
patent,  and  since  the  snrrender  of  the  original  patent  does  not  take  effect  until  the 
issne  of  the  amended  patent,  a  reissue  application  ought  to  have  the  same  standing 
as  to  harden  of  proof  as  the  patent  originally  has. 

As  I  regard  this  as  reasonable  and  sound  practice  in  cases  of  this 
kind,  I  shall  assume  that  principle  as  settled  in  considering  this  case; 
but  as  that  decision  was  rendered  before  the  last  change  in  Bule  110 
was  made,  which  states  that — 

the  several  parties  will  be  presumed  to  have  made  the  invention  in  the  chronologi- 
cal order  in  which  they  claimed  the  same,  etc., 

it  yet  remains  to  see  if  said  decision  is  in  accord  with  the  spirit  of  said 
rule. 

Gounsel  for  Huson  rehes  on  two  decisions  for  his  interpretation  of 
Kule  116  ( Van  Depoele  v.  Daft,  G.  D.,  1892, 15;  58  O.  G.,  620,  and  Beick- 
enb€u:h  v.  Ooodwin^  ante^  50 ;  63  G.  G.,  311 ; )  but  in  the  first  of  these  cases, 
and  the  one  upon  which  the  change  in  liule  116  was  based,  the  iacts 
were  as  follows: 

Daft  filed  an  application  for  patent  June  11, 1888,  which  at  no  time  contained  a 
claim  or  a  statement  of  inventiou  substantially  identical  with  the  interference  issue, 
although  it  had  a  drawing  and  a  not  very  dclinite  description  of  the  subjoct-mattei 
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on  which  snch  an  iasne  might  be  baaed,  which  application  eventnated  in  a  patent 
Oetober  8, 1889.  Van  Depoele  filed  an  application  for  patent  September  7, 1888, 
which  contained  a  claim  eabetantially  identioal  with  the  interference  iMne,  whicb 
eventnated  in  a  patent  December  1, 18B8.  Angnet  12, 1889,  which  was  eight  months 
alter  the  issne  <tf  Van  Depoele's  patent,  Daft  by  amendment  inserted  in  aaid  appli- 
eation  filed  Jane  11, 1888,  which  became  the  patent  of  October  8, 1880,  these  words: 
"I  do  not  herein  claim  the  features  shown  herein  and  claimed  in  my  application. 
Serial  No.  321,564,  which  is  a  division  of  this  case." 

The  said  application.  Serial  No.  321,564,  was  filed  by  Daft  August  22, 1889,  and  in 
it  was  made  a  claim  substantially  identical  with  the  interference  issoe. 

Farther  on  in  the  same  decision  the  Commissioner  distinctly  stated 
that— 

the  question  which  is  determined  is  this :  that  as  regards  an  interference  a  divisional 
application  has  no  standing  based  upon  the  earlier  application  of  which  it  purports 
to  be  a  division  as  to  any  improvement  as  to  which  the  earlier  application  makes  no 
claim  or  statement  of  invention. 

In  the  second  case  cited  above  the  Commissioner  said,  after  stating 
the  case,  that — 

it  is  found  that  Goodwin  did  not  claim  the  improvement  in  controversy  nor  make  a 
statement  of  invention  equivalent  thereto  until  after  the  same  was  claimed  by 
Beichenbach,  wherefore  the  burden  of  proof  is  on  (Goodwin. 

So  that  in  both  these  cases  the  Commissioner,  in  effect,  decided  that 
he  who  first  made  a  claim  or  statement  of  invention  reaching  to  the 
issue  should  be  made  the  senior  party. 

Applying  the  test  to  the  present  case,  did  Tates  have  in  his  original 
application  a  claim  or  statement  of  invention  reaching  to  the  present 
issue f  There  is  no  question  but  that  he  did.  His  claims  were  origi- 
nally drawn  to  the  same  subject  Aiatter  as  the  claims  of  the  reissue 
application.  They  were  more  specific,  it  is  true,  but  to  the  same  sub- 
ject-matter. The  fiict  that  they  were  broader  in  scope  or  that  they 
were  not  expressed  in  the  same  language  as  the  original  claims  is 
immaterial. 

There  is  another  point  urged  by  counsel  for  Tates  that  I  have  not 
overlooked  in  considering  this  case,  and  that  is  that  when  Yates's  pat- 
ent went  out  with  the  narrow  claims  therein  he  thereby  dedicated  the 
broad  invention  claimed  in  his  reisnue  to  the  public;  butthe£xam- 
iners-in-Chief  in  granting  Yates  a  reissue  have  in  effect  held  that  it 
was  by  reason  of  inadvertence,  accident,  or  mistake  that  Yates  did  not 
express  hi»  claims  broadly  in  his  original  ap])lication,  and  that  he  was 
reasonably  diligent  in  coming  back  to  the  Office  and  asking  for  a  reis- 
sue of  his  patent,  and  under  those  conditions  I  do  not  understand  that 
that  matter  was  dedicated  to  the  public  in  such  a  sense  as  would  pre- 
vent Yates's  broad  claims  in  his  reissue  application  from  being  regartled 
as  a  continuation  of  his  original  application. 

Generally  speaking,  then,  I  think  the  following  propositions  are 
sound: 

First.  That  since  patents  are  now  reissued  strictly  for  the  same  inven- 
tion covered  by  the  original  patent  the  reissue  application  ought  to 
have  the  same  standing  as  the  original  patent  as  to  burden  of  prood 
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OiiBBjil   Tbat Bole  116,  M  reeently  amended,  oonstraed  in  the  light 
«f  the  Hp^gimiM  bearing  on  it,  means  that  he  wh9  flrat  made  a  claim  or 
» of  tn^ention  eoyering  the  inyention  in  interferenoe  shoald  bo 
i  the  senior  par^. 

That  where  the  Offloe  has  held  that  an  applicant  is  entitled 
\  te  the  poipose  of  broadening  the  claims  of  his  patent  it 
held  that  his  original  patent  contained  a  claim  or  state- 
i  of  inventioii  covering  the  subject-matter  of  the  broad  daims. 
Fourth.  That  where  the  Qlllce  holds  an  applicant  to  be  entitled  to  a 
reissue  for  broader  claims  it  in  effect  holds  that  it  was  by  reason  of 
iBadTertenee,  aeddot,  or  mistake  that  applicant  did  not  make  the 
broad  elaims  in  the  patent  and  that  he  has  been  reasonably  diligent  in 
applying  Ibr  such  reissoe,  and  therefore  there  has  been  no  anoh  dedi- 
GStion  to  the  public  of  the  invention  covered  by  the  broad  claims  as 
flhould  prevent  the  Offloe  ttom  considering  the  reissue  application  a 
coutinnation  of  the  original  application. 

Applying  these  principles  to  the  questions  to  be  determined  in  the 
prMcnt  case,  it  is  dear  that  Tates  should  be  made  the  senior  party  to 
this  interference. 

The  dedsion  of  the  Primary  Examiner  is  reversed  and  the  parties 
are  rearranged  to  stand  in  this  interference  as  follows :  Husan  v.  Onhcell 
V.  Tate$. 


Ex  PABTS  FOWLBR  AND  HUTTOIT. 

Decided  AuQuei  1, 189$, 

64  O.  O.,  1131. 

1.  Jonrr  ImncirroRS— AMiomnEirr  by  Onk  Invkntor— Issus  or  Patsjit  to  Oirs 

JOIIVT  INVBMTOR  AND  AMIOKRR  OF  TilR  OTHRR  INVRNTOR. 

Where  two  Joint  inrentoni  appoint  ftn  Attorney  to  prosecnte  an  applioation 
and  nceiye  the  patent  and  one  of  the  inventors  asalgna  hiH  entire  interest  to  a 
third  party  and  reqneete  that  the  patent  iiwue  Jointly  to  the  other  inventor  and 
the  aaeifl^ee  and  the  said  attorney  does  not  indicate  tlmt  there  was  any  objeo- 
tion  on  the  part  of  the  other  inventor  to  so  granting  the  patent,  Held  that  there 
was  no  mistake  on  the  part  of  the  Office  in  granting  the  patent  as  requested. 

2.  OwNRRsmp  OF  Patrrts— Br8t  Drtrrminri)  in  thr  Courts. 

Where  the  reoords  show  that  the  proceedings  In  the  Patent  Office  are  regular, 
and  after  the  issue  of  the  patent  a  question  arises  as  to  who  is  the  trne  owner  of 
the  patent,  the  place  to  settle  such  controversy  is  in  tlie  courts. 
1  Ruus  SS^-Patrmt  Mat  Issub  to  Invrntor  and  Assionbr  or  an  Undividbd 

INTXRRST. 

Whora  there  has  been  an  aaaignmont  of  an  undivided  interest  in  an  invention, 
accompanied  by  a  request  under  Rule  26  that  the  patent  issue  Jointly  to  the 
inventor  and  assignee,  no  legal  objection  seems  to  exist  why  the  patent  ahonld 
not  be  so  issned. 
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Patent  granted  April  U,  1893,  No.  495,321. 

Mr,  H.  H.  Daubleduy  for  the  petitioners. 
Mr,  James  L.  Etcin  for  the  assignee. 

Fisher,  Assistant  Commissioner: 

This  is  a  petition  by  Fowler  and  Button  alleging  that  Patent  No. 
495,321  was  illegally  granted  to  John  W.  Fowler  and  John  Hatton, 
said  Button  assignor  to  The  Lewis  &  Fowler  Manufacturing  Company, 
and  asking  that  joint  Letters  Patent  be  issued  to  them  as  joint  invent- 
ors. 

The  records  show  that  on  May  6, 1892,  John  W.  Fowler  and  John 
Button  filed  a  joint  application  for  patent  and  regularly  appointed 
James  L.  Ewin  their  attorney  to  prosecute  said  application,  to  receive 
the  patent,  and  to  transact  all  business  in  the  Patent  Office  connected 
therewith.  Said  application,  after  several  rejections  and  amendments, 
was  finally  allowed  March  14, 1893.  The  final  fee  was  paid  March  23, 
1893,  and  at  the  same  time  a  request  was  filed  that  the  patent  be  issued 
to  John  W.  Fowler  and  The  Lewis  &  Fowler  Manufacturing  Company 
as  the  assignee  of  John  Button.  On  March  24^  1893,  there  was  recorded 
an  assignment  by  Button  of  his  entire  interest  in  the  said  invention  to 
the  said  The  Lewis  &  Fowler  Manufacturing  Company,  and  the  patent 
issued  April  11, 1893,  to  John  W.  Fowler  and  John  Button,  said  But- 
ton assignor  to  The  Lewis  &  Fowler  Manufacturing  Company.  Button 
now  states  that  he  signed  said  assignment  in  ignorance  of  the  law,  and 
joins  with  Fowler  in  requesting  that  another  patent  or  a  reissue  be 
granted  to  them. 

Various  other  allegations,  affidavits,  counter- affidavits,  and  exhibits 
were  filed  in  the  case  after  the  patent  had  issued,  alleging  that  Ewin, 
the  regularly-appointed  attorney  in  the  case,  had  paid  the  fee,  and, 
without  consulting  with  Fowler  as  to  the  parties  to  whom  the  patent 
should  issue,  hsid  requested  that  it  issue  as  above  stated,  and  also  that 
Fowler  and  Button  were  formerly  connected  with  The  Lewis  &  Fowler 
Manufacturing  Company,  and  that  they  used  the  tools  and  money  of 
said  company  in  experimenting  on  their  invention,  etc.;  but  I  do  not 
see  that  these  affidavits  or  exhibits  have  any  bearing  on  this  case  in 
its  present  status.  Ewin  was  the  attorney  of  the  inventors,  and  the 
Office,  in  accordance  with  Rule  7,  transacted  the  business  with  him. 
It  does  not  appear  from  what  is  shown  by  the  record  up  to  the  time 
that  the  patent  was  delivered  to  him  by  the  Office  that  he  exceeded 
his  authority  or  that  the  Office  was  in  any  way  put  upon  its  guard  not 
to  issue  the  patent  to  the  present  grantees,  and  since  the  Commis- 
sioner must  be  guided  entirely  by  the  record  and  has  not  the  authority  of 
a  court  to  consider  evidence  outside  the  record  as  to  outstanding  equities 
(ftTi^arttf  J^diMm,  CD.,  1875, 42;  70.0.,  423;)  itls  not  seen  howihiswiongi 
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If  it  be  a  wrong,  which  the  present  petitioners  allege  they  have  saf- 
feredi  oftn  be  properly  eousidered  and  eorrected  in  the  Tntent  Offloe, 
the  real  questtou  to  be  determined  being  one  involving  the  validity  of 
an  Mslgnmeuti  and  this  question  in  tnrn  involving  the  determination 
.  of  questions  of  fhet  entirely  outside  of  the  Jurisdiction  of  the  Patent 
Office.  Moreover,  the  proposition  was  established  in  Ooyler  v.  Wilder 
(10  How.,  477)  that  it  was  not  necessary  to  the  validity  of  a  patent 
that  it  run  in  form  to  the  owner  of  the  invention,  and  it  was  held  that 
the  title  to  the  Invention  was  in  the  assignee,  although  the  patent 
had  issued  to  the  inventor.  It  follows  fh>ni  this  decision  that  the 
applicant  wonld  lose  no  rights  by  being  relegated  to  the  courts,  and 
when  the  record  shows,  as  it  does  in  this  case,  that  there  has  been  i.o 
mistake  on  the  part  of  the  Office  in  issuing  the  patent,  and  «>^er  it  has 
iisued  the  question  of  ownership  arises,  it  is  dear  that  the  proper 
pU^e  to  settle  such  matters  is  in  court. 

It  is  true  that  counsel  for  the  petitioners  alleges  that  the  Office  has 
00  authority  to  issue  a  patent  Jointly  to  a  patentee  and  assignee  of  a 
part  interest,  as  provided  for  by  Kule  20,  and  cites  the  opinion  of  two 
Attmrneys-General  to  sustain  his  position,  (Opinion  Attorney-General, 
vol.  4,  399,  and  vol.  9,  403,)  but  it  does  not  appear  in  either  of  the  cases 
cited  that  the  inventor  had  requested  that  the  patent  issue  Jointly  to 
him  and  the  assignee.  In  the  absence  of  such  a  request,  if  a  dispute 
arises  between  them  as  to  whom  the  patent  should  issue,  a  case  mate- 
rially different  from  the  one  under  consideration  would  be  presented. 
Here  Hntten,  one  of  the  joint  inventors,  assigned  all  his  right  to  The 
Lewis  &  Fowler  Manufacturing  Company,  which  he  undoubtedly  had 
a  right  to  do,  (see  Dunham  v.  Indianapolis  cC?  8t.  Louis  B.  R,  Co.y  Myer's 
Fed.  Dec.,  438,  and  May  v.  Chaffee,  2  Dill.,  38.>,)  and  requested  the 
patent  to  issue  jointly  to  the  inventors  and  tlie  assignee.  This  assign- 
ment is  in  tlie  form  which  has  been  sent  out  by  the  Office  for  years 
past  in  its  ^^  Itules  of  Pnictice.''  The  pnvt^tice  has  been,  when  it  is  so 
requested,  to  issue  the  patents  jointly  to  the  inventor  and  tlie  tissignee, 
and  in  the  absence  of  any  decision  by  a  higher  tribunal  invalidating 
patents  thus  granted  I  think  the  Oomuiissiouer  should  follow  tlie  set- 
tled practice. 

The  petition  is  denied. 


£X  PARTE  SCHLEGEL. 

Decided  August  16, 189S, 

64  O.  G.,  1132. 

L  Pkijits— What  can  be  Rrgistkrhd  as  rucii  in  thk  Patknt  Officb. 

The  word  "priuta''  a-s  iiKod  in  the  Htatiit«  authorizing  the  registration  of 
prinU)  in  the  Pat.ent  Office  memiH  a  jnctiire  similar  in  kind  to  an  engraving,  cat, 
Of  photograph.  HeUly  therefore,  that  a  sheet  of  paper  witli  several  nuilticohired 
dMigns  on  both  sides,  with  no  attonipt  to  prodneo  such  unitary  etYVvt  as  is  pro- 
dttceil  by  »  single  cut  or  engraving,  was  not  such  a  |>rint ««  oould  be  registered. 
13182  FAT 8 
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2.  fiUMB— Samb— M utT  Hats  Somb  Valur  as  a  CoMPOsmoN. 

To  be  rogifltrablo  a  print  amst  have  by  itaelf  some  valae  at  a  oompoaition,  a* 
least  to  tbe  extent  of  serving  some  purpose  other  than  as  a  mere  adTortisemeBt. 

Appeal  on  motioiL 

■mwisiiww  or  a  iaiol. 

AppUeation  of  Bobert  A  ScUegel  filed  Jane  10,  ISaO. 
Menri.  KMer  d  Bta/rA  for  the  applicant 

Fishes,  AnMamt  OommiiHaner: 

This  IB  an  appeal  taken  from  the  action  of  the  Bxaminer  of  Trade- 
Marks  reAuing  to  register  as  a  print  certain  matter  oonsisting  of  a 
sheet  of  paper  one  side  of  wliich  contains  a  number  of  designs  of  dif- 
ferent colors  and  numbered.  The  other  side  of  the  paper  is  also  eov* 
ered  with  a  number  of  designs,  all  in  blue  tint  Buch  printed  matter 
appears  on  each  side.  The  Examiner  reftises  to  register  the  alleged 
print  on  (be  groanul  that  it  is  not  a  print  in  the  sense  of  the  copyright 
law. 

The  statute  gov^ning  the  registration  of  prints  in  the  Patent  Office 
is: 

See.  8.  That  in  the  eonstraotion  of  this  aet  the  words  '' engraving,  evt,  and 
print,"  shaU  be  applied  only  to  piotorial  illnstrations  or  works  conneoted  with  the 
fine  arts,  and  no  prints  or  labels  designed  to  be  need  iSnr  any  other  articles  of  mann- 
fiMitore  shall  be  entered  onder  the  copyright  law,  but  may  be  registered  in  tbe 
Patent  Offlee.  And  the  Commissioner  of  Patents  is  hereby  charged  with  the  saper- 
vision  and  control  of  the  entry  or  registry  of  such  prints  or  labels,  in  conformity 
with  the  regulations  provided  by  law  as  to  oopyright  of  prints,  except  that  there 
shall  be  paid  for  recording  the  title  of  any  print  or  label,  noia  tradennark,  six 
dollars,  which  shall  coTcr  the  eicpense  of  fttmishing  a  copy  of  the  reeord,  nnder  the 
seal  of  the  Commissioner  of  Patents,  to  the  party  entering  the  same. 

The  case  hinges  on  what  is  meant  by  this  word  ^^print "  used  in  the 
above  statute.  In  Boambaek  r.  Dreifuu  (0.  D.,  1880,  468;  17  O.  G., 
1153;  2  Fed.  Bep.,  217)  it  was  held  that  the  word  <<  print"  means^ 

a  pictoroy  something  oomplete  in  itMli^  similar  in  kind  to  an  engraTing,  eat,  or  pho- 
tograph. 

Applicant's  deyioe  is  not  of  the  nature  of  a  single  engraving,  cut,  or 
photograph.  Each  of  his  multicolored  designs  is  complete  in  itselfl 
There  is  no  blending  of  colors  or  parts  to  produce  a  unitary  effect  as 
there  is  in  an  engraving,  cut,  or  photograph,  but  each  of  the  diffiorent- 
colored  designs  is  entirely  independent  of  all  the  rest  They  are  only 
placed  on  a  single  sheet  of  paper  for  convenience.  Much  less  do  the 
blue-tinted  designs  oa  the  other  side  of  the  sheet  tend  to  combine  with 
the  multicolored  designs  in  producing  any  unitary  effect  similar  jo  that 
produced  by  a  single  engraving,  cut,  or  photograph.  Each  one  of  the 
numbered  colored  designs  might  be  placed  on  separate  pages  of  a  IkmA, 
and  each  of  the  blue-tinted  designs  on  other  pages,  and  they  would 
subserve  identically  the  same  purpose  as  they  do  in  their  present  ftoB. 


DECISIONS  OF  THE  COMinSSIONEB  OF  PATEIITS.  115 

There  is  another  reason  why  this  alleged  print  should  not  be  regis- 
tered, sinoey  if  registrable  at  all  in  the  Patent  Office  it  mnst  be  nnder 
the  statute  above  quoted.  In  Higgina  et  al.  v.  Keuffel  et  al.  (G.  D.,  1891, 
403;  55  0. 6.,  1139)  it  was  held  that^ 

to  be  entitled  to  a  eopyriglit  the  article  most  hare  by  itoelf  some  yalne  as  a  compo- 
otioa,  at  least  to  the  extent  of  serving  some  purpose  other  than  ss  a  mere  adrertise- 
asat  or  designation  of  the  subject  to  which  it  is  attached. 

As  a  print  is  registrable  under  the  same  provisions  as  labels,  it,  too, 
must  have  some  value  as  a  eomposition,  at  least  to  the  extent  of  serv- 
ing some  purpose  other  than  as  a  mere  advertisement. 

In  the  present  case  applicant's  multifarious  designs  have  no  use  or 
object  other  than  to  assist  persons  in  designating  the  particular  kind 
of  glass  goods  they  wish  to  order.  They  do  not  possess  any  merit  in 
themselves  as  works  of  art,  and  in  accordance  with  the  principle  laid 
down  in  Higgim  v.  Keuffelj  iupra^  it  is  not  thoaght  that  they  should  be 
registered.  (See,  also,  ex  parte  Eldredge  A  Company  (G.  D.,  1891, 81; 
55  O^O.,  1278.) 

The  decision  of  the  Examiner  is  affirmed. 


Ex  PASTE  8TATB  OF  SoUTH  OABOLINA. 

DedUM  August  SO,  189S. 

64  O.  O.,  1S85. 

TkADB-MA«x— AmiCiLnoH  BT  ▲  Statb— CoMM SBCB  BT  ▲  Statb  Outsidb  Its  Own 

LdUTS. 

The  State  of  Sonth  Carolina  applies^ to  register  the  Trade-Mark  <<  Palmetto" 
In  the  Patent  Office,  tp  be  applied  by  labels  to  bottles  of  intoxicating  liqaors  to 
be  regnlarly  sold  by  the  State  outside  its  own  limits  in  commerce  with  fbreign 
mations  or  with  Indian  tribes. 

1.  It  seems  that  a  State  may  take  upon  itself  the  character  of  a  trading  co|w 
poration  while  retaining  in  other  respects  the  essentials  of  a  sorereign  State. 

2.  While  it  is  not  necessary  to  decide  how,  if  in  any  manneri  a  State  may  enter 
the  domain  of  commerce,  whether  by  an  express  authorising  provision  in  its 
eeostitntion  supplemented  by  appropriate  legislation  to  carry  it  into  eflfect,  or 
otherwise,  the  executive  officers  of  a  State  may  not>  in  the  absence  of  legisla- 
tioD,  embaric  the  State  in  such  trade. 

S.  The  act  of  the  State  of  South  Carolina,  approved  December  34, 1892,  entitled 
''An  act  to  prohibit  the  manufacture  and  sale  of  intoxicating  liquors  as  a  bever- 
age within  this  State,  except  as  herein  provided,"  is  a  measure  for  the  suppres- 
aton  of  liquor  traffic  within  the  State  by  private  individuals  and  to  substitute 
therefor  its  oomplete  control  by  the  State,  and  is  not  a  law  which  authorises  a 
legnlar  trade  in  liquors  by  way  of  sale  to  foreign  purchasers. 

4.  The  State  of  Sonth  Carolina,  notwithstanding  the  acts  of  its  Governor  and 
State  Board  of  Control,  hss  no  authorised  trade  in  liquors  outside  its  own  limits. 
It  ia  not  the  owner  of  any  Trade-Mark,  has  not  at  this  time  the  right  to  the  use 
•f  the  Trade  Mark  sought  to  be  registered,  and  therefore* 

5.  The  i^ipUeatioB  is  denied. 

APPBAL  ftom  Primary  Examiner.  °^^  "^ ''  Google 
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TBADB-MABK  fOB  UQUOM,  na 

Application  flled  Jaly  15, 1893. 

Mr.  John  Altheus  Johnatm  and  Mr.  Ja me$  Edgar  Smith  for  the  applicant. 

Sbymoub,  Commistioner: 

Appeal  18  taken  from  the  refuaal  of  the  Examiner  to  register  a  Trade- 
Mark  applied  for  in  the  name  of  the  State  of  South  Carolina,  consisting 
of  the  word  '^  Palmetto,"  to  be  applied  to  bottles  and  other  receptacles 
containing  intoxicating  liquors  by  means  of  suitable  labels  upon  which 
the  Trade-Mark  is  to  be  printed,  together  with  the  arms  of  the  State, 
the  name  of  the  liquor,  and  the  words  <<  Warranted  U.  S.  Standard 
Proof  and  Chemically  Pare,  South  Carolina  State  Dispensary,  Colum- 
bia, S.  C,"  it  being  understood  that  all  these  words  except  <* Palmetto" 
may  be  omitted,  and  that  the  various  accessories  of  ornamentation  and 
arranfi:ement  may  be  varied  at  pleasure,  or  altogether  omitted. 

It  is  the  intention  of  the  State  officers  that  the  State  shall  enter 
markets  outside  the  State  and  outside  the  (Jnion  as  a  vender  of  liquors 
for  profit  As  the  present  legislation  of  Congress  on  Trade-Marks  is 
restricted  to  those  used  in  commerce  with  foreign  nations  or  with  the 
Indian  tribes,  the  authorities  have  sold  a  case  of  the  State  liquors, 
bearing  this  Trade-Mark,  in  Canada,  and  it  is  claimed  that  thus  the 
Trade-Mark  has  been  used  by  the  State  in  commerce  with  foreign 
nations. 

It  also  appears  that  the  Trade-Mark  was  adopted  on  the  1st  day  of 
July,  1893,  by  the  State  Board  of  Control,  created  by  the  act  approved 
December  24, 1892. 

It  was  claimed  in  argument  that  the  State  in  this  regard  possesses 
the  full  rights  of  a  trading  corporation,  and  that  it  followed  from  the 
nature  of  a  State  that  it  might  undertake  a  business  of  this  character 
to  be  conducted  outside  as  well  as  within  its  own  limits,  and  that, 
apart  from  its  general  powers,  authority  was  found  in  the  provisions  of 
its  recent  liquor  legislation  to  enable  the  State  to  do  this. 

The  Examiner  held  otherwise,  and  therefore  refosed  to  register  the 
Trade-Mark. 

A  State  may  become  a  partner  in  a  commercial  company,  and  when 
it  does  j 


it  diveats  itaelf,  so  far  m  conoems  the  transaotlonii  of  that  oompany,  of  ita  soTeroign 
character  and  takes  that  of  a  private  citizen.  Instead  of  oommnnioating  to  the 
company  its  priyilefres  and  its  prero^ativeSi  it  descends  to  a  level  with  those  with 
whom  it  associates  itself,  and  takes  the  character  which  helongs  to  its  associates 
and  to  the  business  which  is  to  be  transacted.  {U.  8,  Ba$ihY.  Planitre  Bamk,  9 
VIHieaton,  904-807.) 

If  a  State  may  be  a  member  of  a  corporation,  it  was  urged  that  it 
might  resolve  itself  into  a  trading  corporation,  in  the  particular  intent 
proposed,  without  associates,  while  in  other  respects  it  retained  the 
eharaoteristics  or  essentiaki  of  a  Bovereign  State. 

^  igitized  by 


Google 
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The  Bepnblio  of  France  enjoys  the  monopoly  of  the  trade  in  tobaccos 
and  tobacco  products.  It  owns  manufactories  of  powder,  of  arms,  of 
matches,  of  tapestry,  and  of  porcelain,  among  them  the  celebrated 
mannfhctory  of  Sevres.  Belgium  manufactures  guns  for  its  own  use  as 
well  as  for  sale  in  the  markets  of  the  world.  Nor  are  State  Trade-Marks 
unknown  in  foreign  Jurisprudence.  An  instructiye  passage  occurs  in 
an  authority  on  Trade-Markp,  Nauveau  Traiti  de$  Marqua  de  Fabriqu0 
et  de  Commerce^  par  Alexandre  Braun,  1880,  page  249 : 

WhAi  of*  State  t  The  queetion  whether  a  State  is  competent  to  claim  iti  Trade- 
Mark  as  a  piodncor  or  mannftustiuer  hat  been  preseoted  repeatedly  before  our  eoarte 
and  tribunale  and  thoee  of  other  coantriee.  It  has  been  decided  in  the  afBrmative. 
Why,  indeed,  if  a  State  may  engage  in  an  industry,  has  it  not,  as  every  trader,  in 
eonsideration  of  the  performance  of  the  usual  formalitiee,  the  right  to  certify  the 
origin  of  products  coming  ftom  its  manufactories  f  So  the  Court  of  Cassation  has 
declared  that  the  State  of  Beiginm,  inasmuch  as  it  manufactures  guns  to  arm  the 
soldiery,  ought  to  be  considered  as  a  regular  manufisctnrer.  (Cass.  B.,  5  mai,  1870, 
fita*  belgo  o.  Qorard,  Ancion  et  Cie,  P.  B.,  1870, 1, 286.)  What  is  to  prerent,  there- 
tonf  besides  the  official  stamp,  which  atteets  that  its  arms  have  passed  the  board  of 
approval,  the  impress  of  a  mark  showing  that  they  are  of  its  own  makef  It  has 
been  decided: 

lo.  That  the  French  administration  is  properly  allowed  in  our  (the  Belgian)  Juris< 
dietion  the  charaoter  of  a  private  manufacturer,  whoee  Trade-Mark  is  Susceptible 
of  proloction  on  condition  that  the  outward  sign  of  its  product  (cigarettes)  has  been 
regiUarly  registeted  at  the  Begistry  of  the  Tribunal  of  Commerce  in  Brussels  in  the 
same  way  as  all  other  foreign  producers.  (Cass.  B,  26  dec,  1876;  Proc.  g^n^r.,  Spice 
et  Etat  fran^ais  c.  Kiss  et  consorts,  P.  B.,  77, 1,  54.) 

90.  Tliat  ^e  usurpation  or  imitation  of  a  Trade-Mark  such  as  that  the  French 
State  places  upon  the  cigarettes  made  and  sold  by  it  falls  within  the  application  of 
tho  German  law  of  November  90, 1874,  jMpecially  when  the  registration  of  that  mark 
baa  been  regularly  mide  and  published  conformably  to  that  law.  {IHh.  d$lr§ 
imaUmm  d$  J)rwd$,  8  mars,  1877,  fitat  fran^ais  c.  Taenbrich,  Pataille,  77, 199.) 

Quoting  by  translation  from  the  <<  Dictionary  of  Industrial  Property  "  • 
(Trade-Harks)  by  Maillard  de  Marafy,  vol  3,  page  602 : 

The  ftate^  as  well  as  private  individuals,  may  have  to  IB^I^  on  its  own  account 
to  ihe  Jaws  concerning  Trade-Marks,  trade  and  proprietary  «vnee.  The  state 
poaaesses,  indeed,  generally,  manufactoriee,  foreets,  mineral  springs,  iiftttistrial  mon- 
opdliea  of  every  kind,  tobacco,  powder,  matehee,  etc.  In  like  manner  it  ifia^  have 
toafiz  its  seal  to  authenticate  brands,  guarantee  the  validity  of  licenses  of  eitte^ 
priass  granted  by  itself— in  a  word,  te  make  demands  or  suite  npon  usurpations  or 
eouteirfbits. 

It  aeems  that  a  State  of  the  American  Union,  haying  all  the  powers 
of  an  independent  sovereign  state  except  those  surrendered  to  the 
Federal  Qoveminent,  has  the  inherent  right  as  a  state  to  engage  in 
trade,  domestio  or  foreign.  Whether  this  may  be  done  without  limi- 
tation or  whether  it  may  be  done  where  it  is  necessary  to  invoke  the 
I>ower  to  tax  in  order  to  provide  the  capital  for  embarking  in  trade  I 
do  not  now  consider.  Kor  is  it  necessary  to  discuss  the  implied  limi- 
tations npon  the  executive,  the  legislative,  and  the  judicial  branches  of 
the  governments  of  the  States  laid  down  in  a  line  of  cases,  of  which 
the  XoM  A$$Q&iaUon  v.  lO^peka  (20  WalL,  665-663)  is  one.    Kor  is  it 
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necessary  to  point  ont  how  this  might  be  done,  if  it  may  be  done  at  all^ 
or  whether  an  express  grant  of  power  in  the  State  constitution  woald 
be  necessary  or  would  be  effectual  to  inaugurate  such  policy.  It  is 
certain  that  a  lawitil  trade  in  liquors  outside  the  State  must  be  estab- 
lished in  some  effectual  manner  before  the  State  can  become  the  owner 
of  a  Trade-Mark  which  would  be  entitled  to  registration  in  its  name  in 
the  Patent  Office  under  the  law  of  1881. 

The  question  now  arises:  Has  the  State  of  South  Carolina  taken 
upon  itself  the  character  of  a  trading  corporation  in  intoxicatiDg  liquors 
outside  its  own  limits  or  with  foreign  nations! 

The  application  for  this  Trade-Mark  is  made  by  the  €k)vemor  in  the 
name  of  the  State,  and  the  State  legislation  under  which  this  action  is 
taken  is  before  me.    Its  significant  title  is — 

An  act  to  prohibit  the  mana£actore  and  sale  of  intoxicating  liqnon  as  a  bevorage 
within  thi$  state,  except  as  herein  provide!^. 

A  critical  analysis  of  the  act  shows  it  to  be  a  stringent  measure  of 
State  regulation,  within  the  State,  of  a  traffic  considered  open  to  abuse 
in  private  hands.  The  comprehensive  language  of  the  first  section 
definitively  restricts  the  traffic  within  the  limits  laid  down  in  the  act. 
The  Btate  Commissioner  purchases  the  liquors  and  furnishes  them  to 
the  county  dispensers  to  be  sold  as  the  act  prescribes: 

In  all  pnrchoiiee  or  sales  of  intoxicating  liqnors  made  by  said  Commissioner,  bm 
contemplated  in  this  act,  the  Commissioner  shall  cause  a  certificate  to  be  attached 
to  each  and  every  package  containing  said  liqnors,  when  the  same  is  shipped  to  him 
from  the  place  of  purchase  or  by  him  to  the  county  dispensers,  certified  by  his  offi- 
cial signature  and  sea),  which  oertiflcate  shall  state  that  the  liquors  contained  in 
said  package  have  been  purchased  by  him /or  §dle  within  the  State  of  South  Carolines* 
or  to  be  ehipped  out  of  the  State,  under  the  law$  of  $aid  State.    (Part  of  section  2.) 

The  expression  ^<  to  be  shipped  out  of  the  State  "  evidently  refers  to 
the  traffic  elsewlierepermitted  in  the  act  to  manufacturers  located  within 
the  State,  who  may  sell  outside  the  State,  provided  the  certificate  of  the 
State  Commissioner  is  obtained  and  affixed  to  every  package. 

Section  18  appropriates  the  sum  of  $50,000,  if  so  much  be  necessary, 
for  the  purpose  of  purchasing  and  of  supplying  liquors  to  be  distrib- 
uted to  county  dispensers  under  the  provisions  of  the  act. 

Every  one  of  its  minute  provisions  may  be  given  its  full  and  appro* 
priate  meaning  by  construing  the  whole  act  as  a  measure  for  the  sup- 
pression of  the  liquor  traffic  in  South  Carolina  by  private  individuals 
and  to  substitute  therefor  its  complete  control  by  the  State  through 
local  public  disi)ensers.  It  is  only  by  strained  constructions  that  any 
phrases  in  the  act  may  be  held  to  look  to  the  establishment  of  an  out- 
side traffic  of  any  kind,  excepting  in  the  purchase  of  the  liquors  to  be 
dispensed.  Nor  is  there  anything  in  the  general  or  special  objects  of 
the  statute  to  show  that  the  State  intended  to  descend  to  the  level  of 
a  trading  corporation  outride  its  own  limits  in  and  by  the  same  public 
act  whereby  it  prohibits  l)oth  individuals  and  private  corporations,  and, 
by  necessary  construction,  other  States  themselves,  if  they  should 
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attempt  to  act  as  private  oorporatioio  in  this  particular,  from  entering, 
ftr  the  purpose  of  this  traffic,  the  domain  of  Soath  Carolina.  If  it 
ahoold  be  held  that  the  State  could  enter  the  field  of  commerce  in 
traffle  in  intoxicating  liquors  outside  its  own  limits  it  must  at  the  same 
tone  be  held  that  the  State  has  not  done  so  in  or  by  the  legislation 
before  me. 

The  State  speaks  by  its  constitution  and  public  acts.  Its  ^Haw- 
making  power,"  includkig  within  that  term  the  power  by  which  consti- 
tutions are  made  as  well  as  laws,  is  alone  the  repository  of  the  sover- 
dgn  and  governmental  powers  of  the  State.  That  power  is  alone  eom- 
pet«Bt  to  initiate  and  define  the  policy  of  the  State.  Neither  the  Oov- 
emor  n(Nr  the  State  Board  of  Oontrol  provided  for  in  this  act  can  by 
any  acts  of  theirs,  even  in  the  name  of  the  State,  take  the  State  into 
trade. 

The  provisions  of  the  Trade-Mark  law  of  1881  are  that  owners  of 
Trade-Marks  used  in  commerce  with  foreign  nations  or  with  Indian 
tribes  may  obtain  registration;  but  the  application  must  be  accompan- 
ied by  a  declaration — 

totlieeff«ettiiat  taeh  party  kM  ai  fM  fmd  %  right  to  the  use  of  the  Trftde-Merk 
•Gvght  to  he  registered. 

It  is  considered  that  the  State  of  South  Oarolina,  notwithstanding 
the  acts  of  its  Oovemor  and  State  board  of  control,  has  no  authorized 
trade  in  liquors  outside  its  own  limits,  is  not  the  owner  of  any  Trade- 
Mark,  has  not  at  this  time  the  right  to  the  use  of  the  Trade-Mark  sought 
to  be  registered,  and  therefore  the  application  is  denied. 


Ex  PARTE  Lazarus,  Schwartz,  ajxb  Lippbb. 

DeeUM  AiigMMt  gg,  189S, 

64  O.  O.,  1386. 

TSABE-MAaXS— Altkbvattvks. 

The  word  ''Creeoent"  and  the  repr^eentetion  of  a  creseoDt-ehaped  SgOM 
lelhaed  retistration  on  the  ground  that  they  are  not  tme  alteruativee. 

On  Petition. 

TaAxia.ifABx  SBOumATiav. 

Application  filed  May  22, 1893. 

Meun.  Hawsan  &  Howsan  for  the  applicant. 
Fishes,  Ac§mg  Cammissioner: 

This  is  an  appeal  taken  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  Trade-Mark  the  word  « Crescent"  and 
the  representation  of  a  crescent-shaped  figure,  on  the  ground  that  the 
two  forms  are  not  tme  alternatives.  "^^ 
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Ill  ex  parte  Peper  (0.  D.,  1879,^221}  16  O.  O.,  078)  Mr.  OommiMioiier 
Paine  said,  in  a  case  similar  to  the  one  under  consideration: 

I  doubt  wh0ftli«r  the  teparste  vm  of  two  taoh  ^jmbolt  m  one  Trsdo-liark  oui  bo 
xoooo^oilod  with  the  ttatnte. 

I  am  in  thorough  aooord  with  the  principle  annoonced  in  this  decision 
and  s^all  hold  that  in  order  to  register  alternative  fimns  they  must  be 
$Met  alternatiyes. 

In  the  case  under  consideration  it  would  be  Just  as  aocorate  to  regis- 
ter the  word  ^^Lune"  as  an  alternative  of  appliosnt^s  iignre.  Kow,  if 
another  applicant  should  apply  ibr  the  registration  of  the  word  ^^Lune'' 
as  a  Trade-Hark  for  braids  he  could  not  be  rejected,  even  though  the 
present  Trade-Hark  had  been  previously  registered;  but  if  he  should 
apply  for  the  registration  of  the  word  ^<  Lune  "  and  the  representation  of 
a  lune  he  would  be  rejected  if  the  present  Trade-Mark  had  been  pre- 
viously registiBred.  The  only  conclusion  that  can  be  reached  from  this 
state  of  foots  would  be  that  by  the  registrationof  the  word  <<  Orescent'' 
emd  the  representation  of  a  crescent  applicant  secures  a  broader  pro- 
tection than  he  would  by  the  registration  of  the  word  ^^Orescenf  or 
the  representation  of  a  crescent.  This  is  manifestly  against  the  intent 
of  the  statute,  which  only  contemplates  the  registration  of  a  single 
Mark  in  a. single  application;  and  while  it  is  probably  true  that  the 
oourts  would  hold  a  use  of  the  word  ^^Oresoent"  to  be  an  infringe- 
ment of  the  representation  of  a  crescent  it  is  held,  in  accordance  with, 
the  principle  announced  in  the  decision  above  cited,  that  these  two 
forms  are  not  such  alternatives  as  should  be  reiristered  as  one  Trade- 
Mark. 

The  decision  of  the  Examiner  of  Trade-Marks  ik  alBrmed. 


Ex  PABTB  EOBFP 

J>eeMMi  Au§mt  t,  189S. 

64  O.  G.,  1897. 

1.  DiYisioir— IfACHiiris— Elsvatkp  Railway  ahd  a  8pbiho-Tbi70K. 

Where  the  respeotiTe  tiraotaree  have  reaohed  definite  places  in  the  arte  and  hi 
the  OiBee  claaeiftcationy  they  cannot  be  claimed  in  the  same  applioation. 

2.  SAinE— Elkmxkts  or  a  Combutatiov  Claui . 

ViThere  there  are  combination  claims  fbr  the  stmctores,  one  of  the  straetnres 

being  sped Acall J  set  ont,  such  claims  shoald  be  regarded  as  combinations  of  aU 

of  the  enumerated  elements,  and  not  as  claims  for  a  part  only  of  the  elements 

contained  in  them. 

8.  Same— Claims  pob  Brifioino  Structures  and  Cox binatioms  or  the  Struo- 

TURXS. 

Where  there  are  claims  for  specific  stmotnres  and  combinations  of  the  strae- 
tnres, and  the  straetnres  haye  acqnired  distinct  status  in  the  arts,  dirision 
shoald  be  reqnired  between  the  claims  for  one  of  the  strnctares  and  combina- 
tion of  the  stractares  on  the  one  hand  and  the  claims  for  the  other  sttaotnre  on 

/Google 


the  other  hand. 
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ILSTATED  BAILWAT. 

Application  of  Francis  J.  Eorfif,  filea  March  3^  18d3,  No.  464,519. 
Messrs.  0.  A.  Bfunc  &  Co.  for  the  applicant. 

FiSHEB,  Assistant  Commissioner: 

Thia  is  a  petition  taken  from  the  action  of  the  Primary  Examiner, 
requiring  division  between  claims  1, 2,  and  8,  which,  the  Examiner  holds, 
coyer  an  elevated  railroad  stracture,  and  claims  3  to  7,  inclusive,  cov- 
ering a  spring-truck  structure. 

The  Examiner  In  his  statement  says : 

As  regnrda  claima  3  and  8,  it  should  bo  parHeularljf  noUd  thai  they  are  to  $pfc{fio 
tnck  etmetare  and  tpeoijic  oar  etraotnre,  which  "are  dependent  upon  each  other/' 
(Rule  41,)  and  hence  admiaeible  in  tiie  same  application. 

But  tbia  ia  not  the  case  aa  regards  the  subject-matter  of  claims  3  to  7,  which  are 
to  9peeijie  ear  Btruciture,  applicable  to  general  employment  in  connection  with  rail- 
way-tracks in  sentralf  and  no  more  adapted  to  the  present  track  structure  than  to 
aay  of  hundreds  now  in  existence. 

There  is  no  doubt  that  << car-truck  structures"  and  «' railroad-track 
structures"  have  each  reached  that  definite  place  in  art  and  manufkc- 
tores  and  in  the  Office  classification  that  should,  under  the  Commis- 
sioner's decision  in  JBx  parte  IS^Icbauch  (G.  D.,  1891,  3G;  54  O.  G., 
12IS5)  and  kindred  decisions,  necessitate  daims  covering  those  respective 
structures  j»^  se  being  claimed  in  separate  applications. 

Claim  1  of  this  application  is  for  a  specific  railroad-track  structure. 
Claims  6  and  7  are  for  specific  truck  structures.  Claims  2  and  8  are 
each  for  combinations  of  si)ecific  truck  structures  and  railroad-track 
structures,  and  the  Examiner  does  not  object  to  the  applicant  embody- 
ing those  two  claims  (2  and  8)  in  the  same  application  as  claim  1  for 
the  specific  railroad-track  structure. 

Claims  3,  4,  and  5  are  not  for  the  truck  structure,  as  stated  by  the 
Examiner,  but  are  for  combinations  of  the  railroad-track  and  the  specific 
truck  structure,  and  regarding  these  claims  as  combinations  of  all  of 
their  resi^ective  elements,  and  not  as  claims  for  a  part  only  of  the  ele- 
ments contained  therein,  they  may  be  allowed  in  the  same  application 
with  claims  1, 2,  and  8.  {Ex  parte  Connelly y  C.  D.,  1892, 102;  59  O.  G., 
787.) 

Claims  6  and  7,  being  for  truck  structure  per  se,  should  not  be  allowed 
in  the  same  application  with  the  other  claims. 

To  the  extent  above  indicated  the  petition  is  granted. 
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STEWABT  «.  EmSTEIN  V.  Sawhill. 

J>$oii9d  Septmher  9, 1898. 

64  O.O.,  1533. 

1.  TraDE-MaRK— NAm  and  SIONATUKK  of  a  DSCBASSD  PHTSICIAir. 

A  drnggist  whose  only  reUtion  with  a  physioiaa  was  that  he  filled  thelatter'e 
preseriptions  occasionally  cannot,  upon  the  death  of  the  physician,  adopt  the 
/oo-itaiile  of  his  signature  and  picture,  or  either  of  them,  as  a  Trade>M«:k  with- 
out showing  to  the  OfBoe  in  some  manner  the  consent  of  the  physician  that  this 
should  be  done,  or  acquiring  the  right  to  do  so  from  the  personal  represenlatlTe 
of  the  decedent. 

2.  SaSIK^OWNKR  Or^lNTRBFKBRNCB— PRiORmr— Practicb. 

The  person  attempting  to  do  this  is  not  the  owner  of  the  Trade>Mark;  hia  use 
of  it  iu  commerce  witii  foregn  nations  or  otherwise  is  unlawful,  and  in  interfer- 
ence proceedings  Judgment  of  priority  cannot  be  rendered  in  his  favor. 

3.  Samk— Partxership  in  Tradk— Physician  and  Pharmaoist^— Right  or  Sur- 

viving Partner  to  Inchoate  Trade-Mark. 
Another  drnggist,  who  had  a  commercial  partnership  with  the  phydeiaii  up 
to  the  time  of  his  death  in  the  business  of  dispensing  the  remedies  used  by  the 
physician,  the  two  having  an  extensive  trade  in  them,  domestic  and  foreign,  has 
a  right  as  surviving  partner  to  the  trade  which  has  become  established,  to  the 
good  will  connected  with  it,  and  to  the  inchoate  trade-mark  right  which  was 
incident  to  it,  at  least  to  the  extent  of  treating  them  as  assets  of  the  partner- 
ship for  the  purpose  of  closing  out  the  partnership  business. 

4.  Same— Application  for  a  Trade-Mark  bt  a  Surviving  Partner— Non-Usk 

of  the  Trade-Mark  in  Foreign  Commerce  Until  After  thr  Fusing 

OF  THE  Application— Practice. 
Upon  an  application  by  the  latter  druggist  showing  the  adoption  of  the  Trade- 
Mark  in  this  trade  after  the  death  of  the  physician,  and  its  use  in  foreign  eam- 
merce  after  the  the  AUng  of  the  application,  but  not  before,  the  ease  is  remanded 
to  the  Examiner  of  Trade-Marks,  with  instructions  to  register  the  same  under  a 
supplemental  application,  should  one  be  filed,  upon  a  showing  that  commerce 
with  foreign  nations  in  these  remedies,  with  the  label  suitably  applied,  has 
been  carried  on  prior  to  the  filing  of  such  supplemental  application. 

Appeal  from  Examiner  of  Interferences. 

TBADE-MARK  FOB  MEDICAL  CUMPOCNDS. 

Application  of  Samuel  Stewart  filed  July  22, 1892.  Applications  of 
Morris  Einstein  filed  June  30,  1892.  Application  of  Alexander  F. 
SawhUl  filed  June  18,  1892. 

Mr.  0.  D.  Levis  and  Mr.  W.  B  Aughinhaugh  for  Stewart. 
Messrs.  Kay,  Totten  dt  Cooke  and  Messrs.  Pennie  dt  Ooldshorough  for 
Einstein. 
Messrs.  L.  Bagger  &  Co.  and  Mr.  J.  M.  Shields  for  SawhilL 

Sbyhouh,  Commissioner: 

Suibertas  Gottfried  Mollinger,  of  the  city  of  Allegheny,  in  the  State 
of  Pennsylvania,  was  a  priest  and  a  regularly  licensed  physician.  For 
many  years  he  was  in  charge  of  the  Church  of  the  Most  Holy  Name, 
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of  that  dty;  bnt  his  chief  work  came  to  be  to  treat  aud  prescribe  for 
the  sick.  During  the  last  seven  years  of  his  life  many  thonsands  vis- 
ited ^< Father  Mollinger,"  as  he  was  called,  in  his  double  capacity,  and 
his  iiHune  extended  beyond  the  limits  of  his  own  State  and  even  to 
toeign  eoimtries.  Borne  of  the  remedies  prescribed  were  compounds 
which  he  had  discovered  or  become  possessed  of  and  which  were  known 
only  to  himself  and  the  phannacists  who  compounded  them.  Others 
were  adopted  by  him,  and  some  were  discovered  or  compounded  by 
the  pharmacist  Sawhill  or  those  in  his  employ.  In  the  last  year  of 
Us  life  a  book  was  prepared  by  two  of  Sawhill's  assistants,  one  of 
whom  was  regularly  in  attendance  upon  Father  Molljnger  for  the  last 
two  years  of  his  life  during  the  hours  while  he  was  prescribing, 
obtained  and  delivered  the  medicines  which  were  prescribed,  and  also 
attended  to  some  extent  to  the  correspondence  of  Father  Mollinger. 
The  book  was  kept  in  Father  MoUinger's  study,  and  a  duplicate  was 
at  Sawhill's  store  and  contained  the  formulas  and  prescriptions,  with 
the  name  of  the  disease  for  which  each  was  ordinarily  prescribed. 

Alexander  F.  Sawhill,  one  of  the  parties  in  this  interference,  filled 
upward  of  eighty  thousand  of  these  prescriptions;  but  occasionally 
<Hie  was  taken  to  another  druggist.  A  few  were  taken  to  Morris  Ein- 
stein,  the  only  other  party  in  the  interference,  Stewart  having  aban- 
doned the  case. 

On  the  23d  of  May,  1892,  the  arrangement  between  Father  Mollinger 
and  Sawhill  passed  into  a  formal  agreement,  by  which  the  gross  profits 
of  the  business  of  dispensing  Father  MoUinger's  remedies  to  the  public 
were  to  be  equally  divided  between  them,  each  to  pay  certain  stipcdated 
salaries  and  expenses;  bnt  this  division  of  profits  was  not  to  extend 
beyond  the  time  that  Father  Mollinger  should  continue  to  prescribe 
and  to  send  his  prescriptions  to  Sawhill's  store.  This  agreement  snb- 
siated  and  was  carried  out  by  both  parties  from  the  time  it  was  made 
until  the  death  of  Father  Mollinger,  which  occurred  on  the  15th  of 
Jane,  1892.  The  agreement  constituted  a  commercial  paituership 
between  Father  Mollinger  and  Mr.  Sawhill  in  that  part  of  Sawhill's 
basiness  which  pertained  to  the  Father  Mollinger  remedies.  The  scope 
of  this  partnership  is  to  be  marked  off,  on  the  one  hand,  from  Father 
MoUinger's  professional  treatment  of  the  sick,  which  was  personal  to 
him,  and,  on  the  other,  from  SawhiU's  other  pharmaceutical  trade. 
This  iiartnership  trade  extended  over  a  wide  area  and  to  foreign  coun- 
tries and  was  considerable  in  volume,  and  the  bottles  containing  the 
remedies  bore  the  name  of  Mollinger  as  the  prescribing  physician  and 
of  Sawhill,  the  druggist,  upon  each  label.  The  character  of  this  trade 
was  not  affected  by  the  agreement  of  May  23, 1892^  but  under  it  it  was 
oontinued  as  it  had  been  fbr  several  years  before,  and  thus  there  came 
to  be  ecmnected  with  it  a  good- will,  which  at  the  time  of  Father  MoUin- 
ger's death  was  valuable,  as  was  also  the  trade  itself.  , 

Immediately  after  Father  MoUinger's  death  Sawhill  made  applica- 
tion finr  the  registration  of  the  Trade-Mark  in  question,  and  afterward 
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and  as  early  as  Jaly  25, 18d2,  he  prepared  and  printed  the  labels  con- 
taining  the  Trade-Mark  and  applied  them  to  a  carefally  selected  series 
of  the  remedies  which  Father  MoUiuger  had  prescribed,  designating  on 
the  labels  the  diseases  for  which  Father  Mollinger  used  them.  These 
remedies,  with  these  labels,  were  tbereapon  pat  apou  the  market,  and 
from  that  time  on  the  Trade-Mark  was  nsed  by  Bawhiil  in  commerce 
with  foreign  nations. 

Two  days  after  the  death  of  Father  Mollinger,  Adolph  Hepp,  who 
for  five  years  had  lived  at  his  house  and  had  attended  the  Father  in 
his  treatment  of  the  sick,  but  without  taking  other  part  than  to  write 
out  under  dictation  some  of  the  prescriptions  and  take  them  to  Saw- 
hilFs  store  and  bring  back  the  medicines,  took  the  book  containing 
these  prescriptions,  heretofore  alluded  to,  from  MoUinger's  private 
bookcase  and  carried  it  to  Morris  Einstein,  who  thereui)on  began  the 
preparation  of  medicines  which  were  immediately  put  upon  the  market 
as  <<the  Father  Mollinger  Bemedies." 

Einstein  adopted  the  Trade- Mark  later  than  Sawhill,  but  was  the 
first  to  actually  use  it  in  trade.  Besides  the  Trade-Mark,  the  label  also 
contained  the  statement: 

The  above  is  the  tnie  prescription.  Signed :  Adolph  Hepp,  secretary  of  the  l»te 
Father  MoUiuger. 

Some  of  the  remedies  were  not  those  used  by  Father  Mollinger; 
others  were  not  used  for  the  purpose  for  which  Father  Mollinger  used 
them;  many  others  are  not  shown  in  the  record  to  be  either  the  same 
or  different,  for  Einstein  refused  to  disclose  their  formulas,  although 
interrogated  upon  that  point.  Adolph  Hepp  was  not  the  private  sec- 
retary of  Father  Mollinger. 

It  was  attempted  to  show  that  a  few  weeks  before  his  death  Father 
Mollinger  had  promised  to  transfer  to  Hepp  his  interest  in  the  busi- 
ness of  dispensing  his  remedies,  and  one  witness  testified  that  Father 
Mollinger  said  he  had  done  so;  but  nothing  efiectual  for  this  purjiose 
was  done,  nor  did  Hepp  actually  manage  the  business  in  any  manner 
whatever  or  have  any  part  of  the  profits.  The  administrator  of  Father 
Mollinger  is  not  a  party  on  this  record  and  is  not  shown  to  have  inter- 
fered with  the  interests  of  the  decedent  in  this  business  or  to  have 
attempted  to  realize  upon  them  or  to  disjiose  of  them. 

It  is  considered  tliat  Einstein  was  not  the  owner  of  this  Trade-Mark, 
and  his  use  of  it  in  commerce  with  foreign  nations  or  otherwise  was 
and  is  unlawful.  Notwithstanding,  therefore,  his  first  application  of 
the  Trade-Mark  to  the  bottles  and  packages  containing  medicines  in 
comniorco,  judgment  of  priority  cannot  be  rendered  in  his  favor. 

Sawhill,  as  the  surviving  partner  of  Mollinger  in  the  particular  mat- 
ter-of  dispensing  tliese  remedies,  which  may  be  called  tlio  commercial 
side  of  the  healing  art  as  practiced  by  Mollinger,  has  the  right  to  the 
trade  which  had  l>ecome  established,  to  the  good  will  connected  with 
it,  and  to  the  inchoate  Trade- Mark  right  which  was  incident  to  it,  at 
least  for  the  purpose  of  closing  out  the  partnership  business;  bat  be 
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did  not  1106  the  Trade-Mark  in  commerce  with  foreign  nations  prior  to 
tke  filing  of  his  appIicationB  in  this  Office.  It  iras  afterward  so  ased  by 
Urn,  as  soon  as  it  was  possible  to  select  and  prepare  the  medicines. 

Fbr  want  of  this  foreign  trade  at  the  time  of  filing  his  application, 
registration  most  be  denied  Sawhill  nnder  this  application;  bnt  the 
ease  is  remanded  to  the  Examiner  of  Trade-Marks,  with  instmctions 
to  register  the  Trade-Mark  to  Sawhil]  under  a  supplemental  applica- 
tion, should  one  be  filed,  and  upon  a  showing  that  commerce  with 
teeign  nations  in  these  remedies,  with  the  Label  suitably  applied,  has 
been  eanied  on  prior  to  the  filing  of  such  supplemental  application. 


Bx  PABTB  DxMXirr. 

D§oUUd  8^iemh0r  IS,  2893. 

64  0.  a.,  1649. 

h  Dxnsioir— Paocsss  urn  Product. 

When  it  sppetrt  tbst  t^e  prooeis  omi  produce  no  otihor  produet  and  t3ie 
ptodnet  oMi  be  pradaoed  by  no  other  prooeee,  the  prooeii  and  product  are  parts 
of  one  inrontloii,  and  dirlaion  ahould  not  be  required. 
S.  Samb— Patxmt  vob  Paociss  and  Product. 

Where,  if  the  application  were  a  patent  containing  elaima  for  a  proceea  and 
pirodnet,  it  would  not  be  inyalid  because  of  independent  inTentions,  division 
ordinarily  ought  not  to  be  required,  and  not  unleea  aome  exceptional  burden 
would  be  placed  upon  the  Office  in  conducting  the  examination. 
S.  ftAMB— Imrwrnoxs  CLAS8iriu>  in  Vwwuhwt  DivisiONa. 

Where  the  inTentions  are  claiaiiled  in  different  diTiaions,  tuch  mere  difference 
of  the  location  of  the  inTentiona  in  the  Office  daaaiiication  ia  not  the  sole  tcet 
Itt  det«nnining  the  qneetion  of  divialon. 

4.  aaMs— Coivusioir  ahd  LmoATioir  or  Two  Paibnts  nr  a  Casb  Lzxa  Tma  to 

BB  COHSmXRBD. 

The  confiuion  and  litigation  likely  to  follow  the  grant  of  two  patents  in  a 
eaae  like  this  which  might  come  into  the  handa  of  separate  owners,  neither 
hBTing  the  fhll  ei^oyment  of  the  right  to  work  his  own,  if  both  be  ralld,  and 
the  doubt  cast  upon  the  raUdity  of  both,  are  more  important  consideratioua 
tbau  the  suggestion  that  the  inyentions  are  dassifled  in  different  divisions. 

5.  Samb— A  Gbnbbal  BuLB^DiacBBxioir  or  thr  OrriCB  nr  thb  Bbquxrbmbmt 

or  Ihyxazov. 
Within  the  limits  of  validity  of  the  grant  claims  for  distinct  but  dependent 
inrentions  may  be  joined  in  the  same  application  or  be  made  in  separate  appli- 
cations,  at  the  option  of  the  appliOant.  This  general  rule  leayee  to  the  discre- 
tion of  the  office  the  requirement  of  diviaion  in  those  exceptional  cases  in  which 
the  ineonyenience  resulting  flrom  a  single  application  amounts  to  the  necessity 
to  divide,  and  leavce  room,  also,  for  the  exercise  of  that  inherent  discretion 
Dooessarily  left  on  this  suldect  to  the  Office.    (Beiiael  y.  FowUr,  8  Wall.,  446.) 

On  Petition. 

posmva  PBoiooBAn  nuoi  amd  mni  ov  nvABAnov. 
Applicatioii  of  Georges  Demeny  filed  July  18, 1893,  No.  i80,870.  f[e 
JGMff •  Pottoh  df  Mauro  tot  the  applicant. 
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SsTMOXJBy  Oammissumer: 

The  petition  shows  that  the  application  contains  two  claims — one  for 
the  method  of  prodncing  i>ositiye  photoscopic  exhibition-plates,  the 
other  for  the  positive  photoscopic  plate  itself— and  that  the  Examiner 
required  the  division  of  the  application  between  the  process  daim  and 
that  for  the  product. 

It  appears  that  the  product  may  be  made  by  the  process,  and  it  does 
not  appear  that  it  may  be  made  by  any  other  process.  It  appears,  also, 
that  the  process  does  not  result  in  any  other  product,  and  it  does  not 
appear  that  it  can  result  in  any  other  product.  On  this  record  the  two 
are  parts  of  one  invention.  It  is  difficult  to  see  how  the  petitioner 
could  draw  an  application  covering  the  process  without  describing  the 
article  as  produced  by  the  process,  and  it  is  equally  difficult  to  see  how 
he  could  draw  an  application  covering  the  article  without  describing 
the  pirocess  by  which  the  article  was  produced.  The  suggestion  of  the 
(}ourt  in  Hosier  Safe  Co.  v.  Mosler  (0.  D.,  1888,  420;  43  O.  G.,  1115;  127 
n.  S.,  354,  361-362)  is  that  the  inventor  in  such  a  case  could  not  take 
a  patent  for  the  article  and  afterward,  on  an  independent  application, 
secure  a  patent  for  the  method.  The  three  patents  involved  in  that 
case — ^two  for  an  article  and  one  for  the  process  of  making  it— were 
treated,  for  the  purposes  of  that  suit,  as  one  patent  containing  all  the 
claims  involved,  although  the  claims  were  for  separate  and  distinct, 
though  not  independent,  inventions;  and  the  Court  observes  that  they 
might  have  been  all  included  in  one  application  had  the  {patentee  chosen 
BO  to  present  them.    (Page  359.) 

•Should  both  claims  in  this  application  finally  be  found  to  be  aQow 
able— «  question  which  is  not  before  me — ^a  patent  containing  both 
would  not  be  invalid,  and  where  this  is  so  the  applicant  ordinarily 
ought  to  be  allowed  to  put  claims  of  both  classes  in  the  same  application, 
if  he  so  elect,  unless  some  exceptional  burden  would  thus  be  placed  upon 
the  Office  in  conducting  the  search.  It  is  said  by  the  Examiner  that 
the  invention  pertains  to  two  separate  divisions  in  the  Office;  but  this 
might  be  so,  and  often  is  so,  in  the  case  of  an  application  with  but  a 
single  claim.  The  mere  convenience  of  the  Office  is  not  the  test  in 
determining  the  question  of  division. 

The  confusion  and  litigation  likely  to  follow  the  grant  of  two  patents 
in  a  case  like  this,  which  might  come  into  the  hands  of  separate  owners, 
neither  having  the  full  ei\joyment  of  the  right  to  work  his  own,  if  both 
be  valid,  and  the  doubt  cast  upon  the  validity  of  both,  are  moreimpor> 
tant  considerations.  In  ex  parte  Aiehardsonj  (41  MS.  Dec.,  421,)  Mr. 
Commissioner  Mitchell,  in  a  similar  case,  held  the  following  language: 

In  my  opinion  the  so-called  process  claims  of  the  application  now  under  considera- 
tion are  patentable,  if  at  all,  only  in  connection  with  and  in  the  same  patent  con- 
taining the  claims  for  the  article. 

Within  the  limits  of  validity  in  the  grant  inventors  may ,  as  a  general 
rulef  put  claims  for  distinct  but  dei>endent  inventions  in  the  same 
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applioation  or  in  separate  ones  at  their  op^ion^  and  diyision  shoold  not 
ordinarily  be  required  by  the  Office  except  where  it  is  considered  that 
a  patent  including  all  the  claims  would  be  invalid,  or  would  be  held  to 
be  valid  only  on  the  ground  that  an  instrument  should  be  upheld  rather 
than  it  should  whoDy  faO  of  its  purpose.  This  rule  leaves  to  the  discre- 
tion of  the  Office  the  requirement  of  division  in  those  exceptional  cases 
in  which  theinconveuieuce  resulting  from  a  single  application  amounts 
to  the  necessity  to  divide,  and  leaves  room,  alaip^  for  the  exercise  of 
that  discretion  which  the  case  of  Bmnet  v.  Fowler  (8  WalL,  445,  448) 
holds  must  necessarily  be  left  on  this  subject  to  the  head  of  the  Patent 
Office  under  any  general  rule  which  may  be  laid  down  upon  this  nice 
and  perplexing  question. 
The  order  to  divide  is  set  aside. 


Ex   PABTB  SBTMOTTB. 
65  0.G.,75L 

AFPUOATIOM^RUSCTION— OBJKCnON. 

Where  an  spplieation  wm  rejected  on  a  pieyioasly-allowed  spplloation  taken 
enmnlatiYely  with  a  patent  and  the  applicant  petitioned  the  CommiBsioner  for 
relief  ftom  snch  aotion.  Held  that  the  question  involved  was  appealable  to  the 
Board  of  £xaminer«*in-Chief. 

Oh  Petition. 

BOOK  AXD  Sn. 

Application  of  William  S.  Seymour  filed  April  3,  1893,  No.  468,803. 
Me$9r$*  Pennie  dk  Ooldsbarough  for  the  applicant. 

ViBBCERj  Acting  Cammisiumer: 

This  is  a  petition  taken  from  the  action  of  the  Primary  Examiner  in 
refecting  the  present  application  upon  an  application  of  the  present 
applicant  previously  allowed,  taken  cumulatively  with  a  patent 

The  petitioner  states  in  his  brief  that — 

the  qoeetion  inTolves  no  consideration  of  the  merits,  hnt  merely  a  oompariaon  of  the 
elaima  of  the  two  applications  to  ascertain  whether  it  is  not  the  fact  that  the  daims 
in  the  two  applications  bear  the  relation  to  each  other  of  genus  and  species.  The 
question  of  merits  has  already  been  decided  by  the  Board  in  allowing  the  generio 
elaiiBy  the  legitimate  and  inevitable  conclosion  being  that  olaims  based  upon  a  mere 
speetSc  construction  are  necessarily  allowable. 

The  only  object  that  the  Commissioner  could  have  in  determining 
whether  the  claims  stand  related  to  each  other  as  genus  and  species 
woald  be  to  come  to  a  conclusion  as  to  whether  or  not  there  was  a 
proper  line  of  division  between  the  claims  of  the  applications;  but  in 
espmrU  OAULy  (mie^  78;  63  O.  G.,  1815^  where  an  applicant  had  several 


128  DBOimONB  OF  THE  COHHIBBIOinEB  OF  PATENM. 

alleged  divisiODal  application^  pending  at  the  name  time,  and  the  Bxam- 
iner  held  that  there  wae  no  proper  line  of  divieion  between  the  reapee- 
tive  appUcationa,  and  one  of  the  applicationa  waa  ready  for  isaae,  it  was 
held  that  the  proper  practice  was  to  pass  to  isane  the  application  ready 
for  issne,  and  if  the  other  applications  were  fturther  proaeonted  and  the 
Examiner  was  still  of  the  opinion  that  there  was  want  of  diyisibiUty 
between  the  claims  of  the  respective  applications^  he  should  reelect  the 
unallowed  applications  for  that  reason  and  thus  lay  a  basis  f<Hr  an 
appeal  to  the  £zaminers-in-Ohief. 

There  is,  however^  another  question  underlying  the  issne  in  the  present 
case,  and  it  isthis:  Is  the  allowed  application  such  aretoence  as  to  con- 
stitute a  legal  bar  to  the  allowance  of  the  present  application  t  Thia 
clearly  is  a  question  reviewable  by  the  Examinera-in-Ohief  on  anMaL 
In  either  case,  therefore,  the  question  involved  in  the  present  case  seems 
to  be  one  only  reviewable  by  the  Ezaminers-in-Ohiet  This  conclusion 
is  in  harmony  with  the  Oommission^s  dedsion  in  wpturie  Mclhnalif 
{anUj  99;  64  O.  O.,  857.) 

In  support  of  the  present  petition  applicant  dtes  Oommissioiier'a 
decisions  ex  parte  Mamkee  (48  MS.  Dec,  311)  and  ex  parte  Bogen^  {4B 
MS.  Dec.,  420;)  but  both  these  cases  were  appealed  to  the  Examiners- 
in-Ohief  and  thence  to  the  Oommissioner,  and  consequently  can  have 
no  bearing  on  the  issue  ip  the  present  caise. 

The  petition  is  dismissed. 


Ex  PABTB  OOBNOra  &  UOXPAITT. 

66  0.  O.,  751. 
Tlunc-lCAiix— Sbskmblancb. 

AppHoaiion  for  the  regiitoation  of  the  word  "M.  Y.  MonsTch''  xslbsed  oa  • 
prior  Trftde-Mark|  "Monarch  Dietilling  Co./'  need  upon  the  Myne  daae  of 
merchandiee. 

On  Pbtitiok. 


Application  filed  June  30, 1890. 

Mr.  William  V.  Tefft  and  Mr.  Va/a  Bur  em  HiUyard  for  the  appUeaats. 

FiSHEB,  AoUng  Oimmieeioner: 

This  is  a  petition  firom  the  action  of  the  Examiner  reftasing  to  register 
a  Trade-Mark,  the  essential  features  of  which  are  the  words  ^'Monarch 
Distilling  Co.,"  inclosed  between  concentric  circles  of  broken  lines  and 
surrounded  by  a  circle  of  radiating  scrolls. 

The  Examiner  refused  the  above  Trade-Mark  upon  Trade-Mark  K<k 
13,860,  the  essential  features  of  the  latter  being  in  the  titieJ^M.  V. 
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Monarch."  Bach  of  these  Trade-Marks  is  iuteaded  to  be  used  upon 
the  same  merchandise. 

In  die  Examiner's  statement  it  is  said: 

In  flia  Examininr'B  view  the  •feriking  and  dUtingiiishing  fastore  of  both  is  purely 
the  woxd  ''Monueh,"  the  merohandlee  in  either  case  being  proltnbly  known  on  the 
mnrkei  aa  the  <'  Monareh  Whisky."  The  limitation  in  the  regiatration  by  the  ini- 
tiala  *'M.  V,''  ia  unimportant  and  scarcely  appeals  to  the  ordinary  purchaser.  The 
same  ia  tme  of  the  merchandise  named  in  the  claim  of  the  application.  The  broken 
linea  fimning  the  concentric  circlea  simply  indicate  the  use  of  a  stenci],  and  so  are 
the  radiating  scrollsi  which  are  an  ordinary  feature  of  stencil-work.  In  the  Exam- 
iner's opinion  the  two  Trade-Marks  so  closely  resemble  each  other  as  to  be  calcu. 
latedtodeceiTc.    •    •    • 

I  agree  with  the  opinion  of  the  Examiner  as  aboye  expressed. 
The  petition  is  denied. 


Fat  9.  OoNRABSON. 

DeoUlid  Anguit  16, 189$. 
66  O.  O.,  751. 

L  Pmnjc-UsB  PnocnDiHoe— Wmor  IweriTUTMB. 

With  the  small  sum  Appropriated  by  Congress  for  conducting  public-use  pro- 
ceedings the  Patent  OiBce  is  not  Justified  in  instituting  such  proceedings  unless 
n  strong  ^rfsui  ftttie  case  is  presented. 

3.  8am R— 9aMB— IntUFFICINCY  OF  AVFIDAYIT. 

Where  a  protestant  against  the  issue  of  a  patent  only  filed  an  affidavit 
describing  a  dcTice  which  he  alleged  had  been  in  public  use  more  than  t^o  years 
before  the  applicant  had  filed  his  application  and  failed  to  file  an  exhibit  model 
or  drawing  cleanly  showing  the  nature  of  the  device  so  alleged  to  have  been  in 
pnblic  use.  Held  tliat  such  affidavit  was  insufficient  to  warrant  public-use 
proceedings. 

QH  Bbfebengs. 

OlAfi  Ct'TTBS. 

Application  of  BimmonO.  Fay  filed  June  8^  1802,  No.435,919.  Appli- 
cation of  Conrad  M.  Oonradson  filed  December  2, 1801,  No.  413,789. 

If0t#r«.  Oro9hy  &  Qregory  and  Mr.  W.  ff.  Finckel  for  Fay. 
Me»$r$.  Bodge  4b  8on$  for  Goiiradsou. 

FlSHEB,  Asiistant  Onmmmiovcr: 

This  interference  wm  originally  declared  between  Eberliardt,  Eber- 
hardt, and  Eberhardt,  and  Fay  and  Gonradson.  Eberhardt,  Ebcrhardt, 
and  Eberhardt  filed  no  preliminary  statement,  but  instead  thereof 
filed  a  disclaimer  nnder  the  provision  of  Bale  107.  Thereupon  the 
interference  wan  dlMsolvod  and  a  new  interference  declared  between 
Fay  and  Conradsou,  and  priority  of  invention  bos  been  awarded  to 
Conradaon.  gitized  by  GooqIc 
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Ebcrbardt,  Eberbardt,  and  Eberbardt  now  file  a  protest,  in  the  form 
of  an  aftidavit,  against  tbe  grant  of  a  patent  to  Gonradson,  alleging  that 
tbe  invention  covered  by  the  issue  has  been  in  publie  use  more  than 
two  years  prior  to  tbe  filing  of  tbe  application  by  Gonradson.  Tbe  Pri- 
mary Examiner  bas  expressed  tbe  opinion  that  Eberbardt,  Eberbardt, 
and  Ebcrbardt  have  made  out  a  prima  facie  case  of  public  use  and  that 
public-use  proceedings  should  be  established. 

Tbe  Office  thereupon,  on  July  17, 1893,  wrote  to  protestants  that — 
upon  receiving  notice  within  twenty  days  of  yi>nr  wiUingneM  to  prodnoe  the  wit- 
nessea,  and  bear  the  expense  incident  to  the  taking  of  their  testimony,  an  ofBcer  of 
this  Bureau  will  be  detaile4l  to  conduct  the  examinations  andsuperrise  the  prooeed- 
ings  to  investigate  the  public  nse  or  sale  of  the  invention  for  more  than  two  yearH 
prior  to  the  application  above  mentioned. 

No  reply  has  been  received  from  them  and  if  public-use  proceedings 
are  established  tbe  Office  will  have  taken  the  expense  thereof.  There 
is  only  available  for  the  purpose  of  conducting  public-use  proceedings 
during  the  fiscal  year  1803  $250  (see  acts  of  the  Fifty-second  Gongress, 
second  session,  page  706,)  and  before  the  Office  with  only  this  meager 
sum  on  hand  can  afford  to  institute  such  proceedings  a  strong  case 
should  be  presented. 

Gonradson's  application  was  filed  December  2, 1891.  The  affidavit 
of  Eberbardt  and  Eberbardt  sets  forth— 

that  in  the  month  of  August,  188^1,  they  combined  a  topping-cntter  with  a  single. 
shaping-cutter  adapted  to  cut  or  shape  one  tooth  at  a  time  upon  a  blank-gear; 

*  *  *  that  in  March,  1883,  another  combined  cutter  was  made  for  R.  A  H.  Sfanon, 
of  Union  Hill,  N.  J.,  nnd  also  a  duplicate  of  the  same;  •  •  •  that  the  cutters 
referred  to  In  this  affidavit  were  provided  with  two  circular  cntting-bits  adapted  to 
rotate  in  unison,  one  of  said  bits  conforming  in  shape  to  the  curved  sides  of  two 
teoth  and  the  intervening  base  and  the  other  bit  conforming  in  shape  to  the  enda  of 
the  teeth,  whereby  the  teeth  and  intervening  base  were  shaped,  dressed  and  finished, 
at  one  operation ;  that  in  addition  to  the  cutters  made  and  sold  as  above  stated  they 
have  also  made  and  used  cutters  of  the  same  construction  Arom  the  year  1886  to  the 
present  time  in  the  machine-shop  of  Gould  A,  £berhardt,  101  New  Jersey  Railroad 
avenue,  Newark,  N.  J. 

In  exparU  Shettler  (0.  D.,  1892, 142;  60  O.  G.^  158)  it  was  held  that 
in  order  to  be  satisfactory  such  affidavits  should  not  simply  define  the 
improvement  by  tbe  use  of  a  ibrmnla  which  may  embody  propositions 
of  law,  as  well  as  statements  of  facts,  but  sbonld  by  machine,  model, or 
drawing  clearly  show  that  tbe  thing  alleged  to  be  in  pnblic  nse  was. 
The  protestants  have  filed  no  model  or  exhibits  in  this  case. 

In  ex  parte  Beatty  (0.  D.,  1891, 151;  66  O.  G.,  1563)  it  was.beld  that— 

*  *  *"  statements  not  identifying  with  certainty  the  thing  alleged  to  have  been 
in  public  use  do  not  constitute  a  jirima /o^is  case. 

The  affidavits  in  the  present  case  are  thonght,  therefore,  to  be  in- 
sufficient to  warrant  public-use  proceedings. 

The  case  is  remanded  to  tbe  Primary  Examiner  with  instructions  to 
pass  the  application  of  Gonradson  to  issue,  if  it  is  in  all  other  respects 
in  proper  condition*  gitized  by  d 
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Ex  PARTE  EKY. 

Jhcided  Oeiobtr  19,  189$. 

65  O.  G.,  1403. 

L  ]>rvT8ioir— Pbockm  and  Pbodugt. 

Where  the  Ezaminer  stateil  the  Usne  to  be  whether  articles  made  hynumerone 
proeeMes  other  than  the  applioanVe  process  can  be  olaiioed  in  the  same  applica- 
tioQ,  HM  that  if  the  issue  is  correctly  stated  it  is  in  effect  equivalent  to  a  decis- 
Md  that  the  prodnct  is  ohl,  and,  tLi8  being  the  pase,  the  claims  for  a  product 
could  nerer  paas  to  kwae  at  all,  either  in  this  or  in  a  separate  application. 
S.  8AMA— Saiiic—Practick. 

It  is  in  the  direction  of  good  praetice  to  forbear  to  order  division  between 
proceea  and  prodnot  claims  unless  in  the  exceptional  cases  alluded  to  in  «e  parU 
nemm^,  (aato,  125;  64  O.  G.,  1649.) 
3.  fiAMX— Sams— Bulb  41  Construed. 

The  words  ''mntnally  contribute  to  produce  a  single  result"  are  not  confined 
to  the  icralt  of  the  process,  but  to  the  ultimate  result  with  a  view  to  which  the 
wbole  inTcntion  was  made. 

Om  Petition. 

mraoD  or  ard  lOAire  roa  paiPABUie  suboioal  sutubv. 

Application  of  Bichard  Eny  filed  July  19, 1893,  No.  480,905. 
Jfettrt.  WUter  dk  Kenfon  for  the  applicant. 

Sbthoxtb,  Commissioner: 

This  ia  a  petition  asking  relief  Arom  the  requirement  of  division 
between  claims  1  to  6,  inclusive,  .involving  products,  and  daiins  7  and 
Sj  inTolving  the  process  fk-om  which  the  products  result 

The  object  of  the  alleged  invention  is  to  sterilize  and  preserve  in  a 
dry  state  sntnres  adapted  for  use  in  snrgery.  The  several  claims 
eavering  the  prodncts  are  criticised  by  the  Examiner,  some  of  them  for 
describing  articles  made  by  different  processes  than  those  claimed, 
others  for  describing  products  without  mentioning  all  the  character- 
istics which  they  would  possess  in  case  the  process  were  employed 
exactly  as  described  in  the  process  claims.  The  Examiner  also  con- 
siders  that  the  two  process  claims  are  substantially  dnplicates. 

It  is  here  assumed,  though  without  finality,  and  merely  for  the  pur- 
pose of  disposing  of  this  petition,  that  the  apiilication  may  contain 
one  allowable  process  claim  and  at  least  one  allowable  claim  for  a  prod- 
uct resulting  from  the  working  of  the  process.  The  Examiner  states 
the  isaiie  to  be  whether  articles  made  by  numerous  processes  other 
than  the  applicant's  process  can  be  claimed  in  the  same  application 
with  the  process.  Obviously  such  claims  could  never  pass  to  issue  at 
allf  either  in  the  same  or  in  a  sei>arate  application.  On  the  other  hand, 
if  the  prooess  is  a  part  of  the  common  stock  of  knowledge  or  is 
another's  patented  invention,  the  claim  for  it  must  ultimately  be  can- 
oeled  in  this  application. 
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It  is  in  the  direction  of  good  practice  to  forbear  to  order  division 
between  process  and  product  claims  nnless  in  the  exceptional  caaes 
allnded  to  in  ex  parte  Demeny,  (aaU^  125;  64  O.  O.,  1640.) 

The  language  of  Rule  41,  that  where  several  distuict  inventions  are 
dependent  npon  each  otlier  and  mutnally  contribute  to  produce  a  sin- 
gle result  they  may  be  claimed  in  one  application,  is  obviously  broad 
enough  to  include  both  process  and  prdnct  in  one  application  in  some 
cases.  The  words  '^mutually  contribute  to  produce  a  single  result  ^  are 
not  confined  to  the  result  of  the  process,  but  to  the  ultimate  resnlt 
with  a  view  to  which  the  whole  invention  was  made.  To  this  ultimate 
rcHult  both  the  process  by  which  sutures  may  be  made  and  the  sutures 
themselves  when  made  and  preserved  for  this  puri>ose  mutually  con- 
tribute within  the  intent  of  the  rule.  The  rule  should  be  liberally 
construed. 

The  order  requiring  division  is  set  aside. 


Ex  PARTE  Graves. 

DttMtd  Nawmher  IS,  1S9S. 

65  O.  6.,  2050. 

NotxcB  TO  Caveator— Rrkrwal  Appucatiom. 

A  (Caveator  ia  not  entitled  to  notice  of  the  renewal  of  an  appHeation  orlginaUy 
filed  before  the  caveati  although  laoh  renewal  was  made  during  the  Ufe  of  the 
caveat. 

On  Reference. 

MSniOD  or  AMD  XBANB  fOB  BAUM  COITOir. 

Application  (renewed)  of  John  W.  Graves  filed  May  5,  18D3,  No. 
473,144. 

Messrs,  MarhlCy  Mason  dt  Canfleld  for  the  applicant. 

FiSHERy  Acting  CoMmissianer: 

This  case  comes  before  roe  on  a  request  by  the  Examiner  for  instmc- 
tions. 

The  iK)int  to  be  de<;ided  is  whether  or  not  it  was  proper  to  n<»tify  a 
caveator  of  an  application  wliich  hnd  been  originally  filed  prior  to  the 
filing  of  the  caveat,  but  whicli  had  become  forfeited  and  had  been 
renewed  subsequently  to  the  filing  of  the  caveat  and  during  its  life. 

Rule  197  is  as  follows: 

A  caveat,  under  the  patont  law,  is  a  notice  ^iven  i4>  the  Patent  Office  of  the 
caveator's  claim  nn  inventor,  in  order  to  prevent  the  grant  of  a  patont  to  another 
person  for  the  eaine  alleged  invention  upon  an  application  filed  dnriug  the  life  of  the 
oaveat  without  notice  to  the  caveat'or. 

In  view  of  this  rale,  which  snbst-antially  agrees  with  section  4002  of 
the  Bevtsed  Statutes,  it  becomes  nooensary  to  consider  whether  tlie 
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phraae  ^< filed  daring  the  life  of  the  caveat"  meaue  filed  for  the  first 
time  or  whether  BQoh  phrase  is  intended  to  cover  every  application  so 
filed. 

It  is  clear  that  if  the  application  of  Oraves  had  not  become  forfeited 
tiie  caveator  would  not  have  been  entitled  to  notice.  It  is  clear  that  if 
this  implication  had  become  abandoned  for  fiiilare  to  proseoate  for  more 
than  two  years,  and  had  afterward  been  revived  as  a  pending  appli- 
cation npon  a  satisfhctory  showing  on  the  part  of  the  applicant  that 
the  delay  in  the  proseontion  of  the  case  was  anavoidable,  the  caveator 
woald  not  have  been  entitled  to  notice. 

The  question  to  be  decided,  therefore,  resolves  itself  into  the  follow- 
ing: Is  a  renewed  application  a  new  application  or  a  continaatiou  of 
the  old  onet  In  this  connection  it  is  necessary  to  consider  the  pro- 
visioDS  of  the  Revised  Statutes  relating  to  abandonment 

Section  4807  is  as  follows : 

Anj  penoa  who  htm  an  intereft  In  an  invention  ordiaoovery,  whether  sa  inventor, 
dieeovergTy  or  aaaignee^  tot  whieh  a  patent  waa  ordered  to  leane  upon  the  payment 
of  the  final  ibe^  bnt  who  fkila  to  make  payment  thereof  within  alx  montha  horn  the 
time  at  whieh  it  waa  paased  and  allowed,  and  notice  tliereof  was  aent  to  the  appli- 
eaat  or  his  agents  ahaU  fiave  a  right  to  make  an  application  for  a  patent  for  anoh 
IttTention  or  discovery  the  same  as  in  the  case  of  an  original  application;  bnt  snoh 
second  application  mnst  be  made  within  two  years  alter  the  allowance  of  the  origi- 
nal applieation.  Bnt  no  person  shall  be  held  rospouslble  in  damages  for  the  mann- 
ihetaie  or  nae  of  any  article  or  thing  fbr  which  a  patent  was  ordered  to  issne  nnder 
saeh  mewed  applieation  prior  to  the  issne  of  the  patent,  and  npon  the  hearing  of 
iSBOwed  applicationa  prefeixed  nnder  thia  section  abandonment  shall  be  eonaidered 
ss  a  qneetion  of  iact. 

The  words  of  this  section,  which  might  at  first  sight  saggest  that 
the  renewed  appUoationis  a  distinctapplicatiou  from  the  original,are» 

shall  have  a  right  to  make  an  application  for  a  patent  te  anoh  invention  or  dia- 
soveiy  tike  mm§  as  in  (A«  ease  e/  an  origituU  appliaaiUm^ 

and — 

bnt  soeb  SMoad  iq»pliealfo»  mnst  be  made  within  two  yean  after  the  allowanee  of  the 

eriginal  applieation. 

The  rest  of  this  section,  however,  especially  when  considered  in  the 
light  of  the  prior  acts  npon  the  same  snbject,  clearly  indicates  that  the 
renewed  application  is  a  continuation  of  the  old  one.  This  point  was 
careftilly  considered  in  Thomson  v.  Waterhotuej  (0.  D.,  1885,  2 ;  SO  O.  O., 
U7,)  in  which  the  coudasion  was  rcsiched  that  for  some  purposes  at 
least  the  renewed  application  was  a  continuation  of  the  former  appli- 
cation. A  similar  condnsion  was  reached  in  ex  parte  Livingstanj  (0.  D., 
1881,  42;  20  CO.,  1747.)  The  import  of  this  same  section  (4897)  was 
slso  carefhlly  considered  in  Sibbald  v.  0<uMff  and  Bmitk,  (0.  D.,1802) 
223;6IO.O.,U650 

In  each  of  the  above  cases  it  was  shown  that  section  4807  of  the 
Kevf sed  Statutes  was  enacted  to  <lo  away  with  the  harsh  restriction  as 
to  forfeitoi^  which  had  existed  prior  to  1870,  except  for  a  short  period. 
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That  a  renewal  is  a  contiuimtioii  of  the  oriinnal  is  tbe  ooudosion  also 
in  Duehemin  y.  Prie9ter  and  SekutZj  (0.  D.,  1892,  06;  68  O.  G.,  1416,) 
citiiig  Thamion  v.  Waterhauiej  iuproy  and  nnmerons  court  decisions. 

Under  the  old  law,  except  dnring  the  pericd  referred  to,  a  failure  to 
pay  the  final  fee  within  six  mouths  after  allowance  resulted  in  the  aban- 
donment of  the  invention.  By  the  present  law  this  harsh  and  unreason- 
able provision  was  repealed,  and,  in  the  words  of  the  statute,  the  ques- 
tion of  abandonment  in  case  of  renewed  applications  is  to  be  ^ksonsidered 
as  a  question  of  fact"  Moreover,  there  are  other  considerations  which 
show  that  a  renewed  application  stands  on  an  entirely  different  footing 
from  a  new  one.  Of  course,  niK>n  a  re-examination  a  new  fee  is  neces- 
sary; but  auy  party  in  interest  may  pay  this  fee.  (Rule  175.)  The 
application  takes  its  life  from  the  old  oath,  the  old  specification  and 
claims,  and  the  old  drawing,  the  requirement  of  the  new  fee  being 
merely  a  business  tranmiction  to  compensate  for  the  trouble  of  reexam- 
ination. As  a  minor  point,  but  as  showing  that  a  distinction  is  made 
in  this  Office  between  new  and  renewed  applications,  it  may  be  8aid  that 
in  the  order  of  examination  prescribed  by  Bute  63  renewed  applications 
are  entitled  to  precedence  over  new  applications. 

It  seems  to  me  that  the  cssenceof  Uule205  is  that  the  caveator  shall 
be  notified  of  an  interfering  application  which  is  filed  for  the  Jlrst  Ume 
during  the  life  of  the  caveat.  This  question  was  considered  in  exports 
Munson,  (28,  MS.  Dec,  118,)  wherein,  for  the  reasons  herein  presented, 
and  in  view  of  ex  parte  TAvingstan  and  Thomean  v.  Waterkonsej  euproj 
it  was  held  that  the  caveator  was  not  entitled  to  notice  if  the  applica- 
tion filed  during  the  life  of  the  caveat  was  a  renewed  one. 

The  design  of  section  4902  of  the  Revised  Statutes  was  to  protect  the 
first  conceiver  of  the  invention.  lie  ought  not  to  expect  or  desire  noti- 
fication of  an  application  which  was  filed  before  his  caveat  was  filed, 
because  in  this  case  he  would  be  obliged  to  meet  an  invention  com- 
pleted before  the  date  of  his  incomplete.invention,  for  to  file  a  caveat 
for  a  completed  invention  would  be  contrary  to  the  whole  spirit  of  the 
law  relating  to  caveats.  In  the  present  case  he  would  be  invited  to  a 
contest  with  an  application  which  has  been  pending  for  more  than  three 
years,  and  in  which  contest  he  apparently  would  have  but  small  chance 
of  success.  At  the  same  time  the  renewal  application  would  be  sub- 
jected to  what  is  thought  to  be  a  vexatious  and  useless  delay. 

The  Examiner  is  therefore  instructed  that  his  action  was  not  proper, 
and  he  is  directed  to  pass  the  application  of  Graves  to  issue,  provided' 
there  is  nothing  but  the  existence  of  the  caVeat  referred  to  above  to 
negative  such  action. 
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Ex   PARTE   GOWLES. 

Decided  November  24^  189S. 

65  O.  G.,  2060. 

1.  FosnoH  PATKirr— Rxxseus  Oatu. 

Where  »  domesiio  patent  waa  granted  ^ebniary  20, 1883,  and  a  British  patent 
for  the  same  invention  vas  sealed  August  20, 1883,  and  a  reissue  application  was 
filed  January  21, 1893,  Held  that,  since  the  term  of  the  reissue  would  not  be 
sffbeted  by  the  foreign  patent,  it  was  unnecessary  to  require  the  reissue  appli- 
cant to  recite  the  British  patent  in  his  oath. 

2.  Samk. 

JSm  parle  Beck  (C.  D.,  1880,  54;  17  O.  G.,  329)  discussed. 

On  Petition. 

mSULAtKD  KLBCTBIC  rOHDUOFOB. 

Application  (reissue)  of  Alfred  A.  Oowles  filed  March  1,1893,  No. 
464,290. 

Mr.  B.  0.  MitekeU  for  the  applicant 

FisHfiB,  Acting  CoinmUsioner: 

This  18  a  petition  from  the  requirements  of  the  Examiner  to  the  effect 
that  a  new  oath  be  ftirninhed. 

It  appears  that  the  original  patent  was  granted  February  20/1883, 
Ko.  272,660;  that  a  British  patent  for  the  same  invention,  No.  1,093,  of 
1883,  was  filed  February  28, 1883,  and  sealed  August  20,  1883.  The 
present  application  was  filed  January  21, 1893. 

In  view  of  the  above  facts  the  Examiner  lins  required  that  the  Brit- 
ish imtent  be  recited  in  the  oath,  citing  ex  parte  Beck^  (C.  D.,  1880,  54; 
17  O.  G.,  329.) 

It  18  obvious,  since  the  foreign  patent  was  not  granted  until  after  the 
granting  of  the  United  States  patent,  that  the  term  of  the  latter  was 
not  affected  by  the  term  of  the  foreign  patent 

Section  4916  of  the  llevised  Statutes  in  relation  to  reissues  provides 
that  the  term  of  the  reissue  patent,  if  granted,  shall  be  <Hhe  unexpirc<l 
part  of  the  term  of  the  original  patent"  If,  therefore,  the  original  pat- 
ent was  not  limited  by  the  British  patent,  it  would  seem  that  the  reissue 
patent,  if  granted,  could  not  be  limited  thereby.  I  do  not  regard  the 
case  {ex  parte  Beckj  supra)  as  in  i)oint  The  gist  of  that  case  was  tbat 
^'flM^  relating  to  foreign  patents,  which  are  to  appear  hi  the  reissue 
patent,  oaght  to  appear  in  the  reissue  oath."  In  other  words,  tlie 
reissue  patent  ought  to  show  on  its  face  whether  or  not  it  was  limited 
by  a  foreign  patent;  but  sudi  limitition,  I  think,  depen<ls  upon  the 
hmitation  of  the  original  patent,  and  if  that  has  a  full  term  of  seven- 
teen years  I  do  not  see  what  otlier  conclusion  can  be  reached  than 
that  the  reissue  patent  should  have  the  full  unexpired  ps^rt  of  the 
term  of  the  original  patiMi  t  gitized  by  dooglc 

Tlie  iietitiou  is  gmuted. 
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DECISIONS 

OF  THB^ 

SECBETAfiT    OF    THE    INTERIOR. 


BX  PIBIB  H.  MiLKSKB  &  OO. 

es  0.  O.,  1687. 

The  AMom^  Oenend  will  not  adriim  the  CommiBsioiier  of  Pstents  how  to 
dMids  A  oaie  ponding  before  him  on  appeal  when  he  oonoeiTes  that  the  parties 
appealing  liaye  the  right  to  ezpeot  the  indlTidaal  Judgment  of  the  Commissioner. 

Dbpabtmbnt  of  the  Intbbiob, 

WasMngfUm,  D.  0.^  May  29^  1893. 
Sir  :  Beferring  to  your  letters  of  December  21^  1892,  and  April  6, 1893, 
respeetively,  inquiring  as  to  whetlier  under  existing  laws  a  certain  for- 
eign corporation  is  entitled  to  regintration  of  the  word  ^^Oermania"  as 
a  Trade-Mark  in  this  country,  I  transmit  herewith  a  copy  of  an  opinion 
of  the  Assistant  Attorney  General  of  this  Department  thereon,  to 
whom  the  matter  was  referred,  and  have  to  state  that  the  conclusion 
therein  reached  meets  with  my  approval 
Very  respectfhUy, 

Wm.  H.  Sims, 
Acting  Secretary. 
The  OoioassioiCBB  of  Patsnts. 


Dbpabtxent  of  the  Interior, 
Office  Assistant  Attorney  General, 
Washington^  D.  0.,  May  25, 1893. 
Bnt:  On  April  7, 1893,  Acting  Secretary  Chandler  referred  to  this 
Offloe  for  an  opinion   the  letter  of  the  Gommiasioner  of  Patents  of 
April  6, 1893,  reqaestiug  your  opinion  as  to  whether  a  certain  applica- 
tion for  the  registration  of  a  Trade-Mai*k  should  be  granted. 

H.  Manske  &  Go.  applied  for  the  registration  of  the  word  <'  Germania" 
as  ^Drade-Mark  for  Portland  cement,  which  api>lication  was  reftised  by 
the  Examiner  in  the  Patent  Oflice,  wliereupon  the  applicant  api>ea1ed 
to  the  Commissioner  of  l^atents,  as  provided  in  the  liules  of  Pmctice. 
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The  OommUsioQer,  instead  of  cousidering  and  deciding  the  matter, 
referred  it  to  yon  for  instmotions. 

In  looking  into  this  matter  I  have  concluded  that  it  wonld  not  be  a 
good  practice  for  you  to  advise  the  Oommissioner  of  Patents  how  to 
decide  a  case  pending  before  him  on  appeal,  and  have  taken  the  liberty 
of  submitting  my  views  upon  this  point 

In  my  opinion  a  sufficient  reason  for  this  conclusion,  is  that  parties 
presenting  applications  of  this  character  are  entitled  to  and  have  the 
right  to  expect  the  individual  and  unbiased  judgment  of  the  Oommis- 
sioner, and  the  Bules  of  Practice  recognise  this  right  by  providing  for 
an  appeal  to  him  firom  the  decision  of  the  Examiner. 

If  this  case  could  come  before  you  upon  an  appeal,  it  will  be  at  onoe 
conceded  that  you  should  not  be  called  upon  to  express  any  opinion  in 
advance  as  to  its  merits.  If  no  appeal  to  you  firom  the  decision  of  the 
Oommissioner  of  Patents  lies,  then  not  only  would  the  judgment  of  the 
Secretary,  who  is  not  charged  with  the  decision  of  such  matters,  be 
substituted  for  that  of  the  officer  so  charged,  but  the  already  burden- 
some duties  of  your  Office-  would  be  greatly  increased  without  any 
good  reason  therefor.  There  is  nothing  presented  by  the  Commissioner's 
letter  in  this  case  to  show  that  it  is  one  of  exceptional  difficulty  or  tiiat 
it  involves  any  question  of  law  or  policy  that  ought  not  to  be  readily 
solved  by  the  officer  charged  by  the  law  with  jurisdiction  over  such 
matters. 

Believing  that  the  practice  of  instructing  the  Commissioner  of  Patents 
how  to  decide  questions  of  this  character  would  be  a  bad  one,  I  submit 
my  views  on  that  question;  but  if  you  think  it  proper  to  comply  with 
the  request  for  instructions  I  will  gladly  submit  my  opinion  upon  the 
questions  involved. 

The  papers  submitted  are  herewith  returned. 
Very  respectfully, 

JoHi^  I.  Hall, 
AsHstafU  Attamejf'Om^rdL 

The  Sbobbtabt  of  thb  Intbbiob. 


Ex  PABTB  Cot£  GoMPAinr. 

66  O.  Q.,  1915. 

1.  OmcK  Practice— Bulk  215. 

Where  tlie  assignment  is  recorded  in  the  Patent  Office  the  day  after  the  pay-« 
ment  of  the  final  fee  it  is  too  late  to  have  the  patent  iasne  to  the  assignee, 
although  the  assignment  may  contain  a  lequest  that  the  patent  ahonld  issue  to 
the  assignee. 

2.  Samb— Dbpabtuu  vbom  Buub  215. 

The  provisions  of  Bnle  215  are  never  departed  from  except  in  oases  where 
hoth  the  inventor  and  the  assignee  roqaest  that  the  patent  shall  issue  to  the 
assignee,  the  assignment  being  on  record  not  Inter  than  the  day  of  olosing  ths 
weekly  issne— namsly,  Thursday  of  every  week« 
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H  DOTT  OV  THE  COXMimiOKSR  Ot  PaTKHTS   UliDKR   BULK  215->8UBJICCT  TO  THE 
ApFKLLATB  JCRISDICTION  OF  TOX  BkCRXTARY  OF  THK  INTXRIOR. 

The  dnty  of  the  CoromiBsioner  of  Patents  under  Rule  215  does  not  require  the 
ezereise  of  Judgment  or  dUcration,  nor  is  it  imposed  by  acts  of  Congress;  but 
It  is  a  duty  under  the  rules  of  office  praciiee,  approved  by  the  8eoretary  of  the 
Interior,  and  eoneeqnently  Is  subject  to  the  appellate  Jnriedietion  of  the  Seere- 
tary  of  the  Interior.  (S^uikm  v.  Batker  r.  BoMiJttsr  ▼.  Sa$imamy  C.  D.,  1888, 178; 
U  O.  a.,  097.) 

DbPABTMEKT  OF  THE  INTBBIOB, 

Woikingtony  D.  0^  October  16j  1893. 
Sm :  Beferring  to  the  appeal  of  the  Got^  Goinpauy  from  your  decision 
direettng  the  issne  of  Letters  Patent  for  iroproveineiit  in  apparatos 
for  treating  sprang  legs  in  horses — application  Serial  No.  442,252— to 
the  inventor  instead  of  the  said  company  as  assignee,  I  have  to  state 
that  your  action  in  the  premises  has  this  day  been  approved,  upon  the 
groniMl  that  said  company  did  not  comply  with  Bole  215  of  the  Rules 
of  Practice  of  the  Patent  Office. 

Kegardiiig  the  nght  of  the  Secretary  of  the  Interior  to  consider  said 
i^^ieal,  which  authority  is  questioned  in  your  report  thereon,  I  trans- 
mit herewith  a  copy  of  an  opinion  of  the  Assistant  Attorney-General 
in  regard  to  the  matter,  in  whose  conclusions  the  Department  concurs, 
as  is  evidenced  by  the  indorsement  of  the  approval  of  the  Secretary 
thereon. 
The  papers  belonging  to  the  files  of  your  oittce  are  herewith  returned. 
Very  respectfully, 

Wm.  H.  Sims, 
Acting  Secretary. 
The  OoioassioKEB  of  Patbbts. 


DBPABTMEKT  OF  THB  INTEBIOB, 

Qffiob  of  thb  Assistant  Attobney-Genebal, 
Washington^  2>.  C,  August  16^  1893. 

Sib:  I  am  in  receipt,  by  reference  of  Hon.  Wm.  H.  Sims,  Acting 
Secretary,  of  an  appeal  by  the  Got^  Gompany,  from  the  action  of  the 
Gonunissioner  of  Patents  in  issuing  Letters  Patent  to  Alphonse  Got6, 
(Hi  which  my  opinion  is  asked. 

The  facts  necessary  to  be  considered  for  the  purposes  of  this  opinion 
are  as  follows: 

Alphonse  Got6  made  application  for  patent  on  improvement  in  appa- 
ratus for  treating  sprung  knees  in  horses.  The  application  was  allowed, 
and  aubaequently  Alphonse  Got^  conveyed  all  his  right,  title,  and  inter- 
est in  and  to  the  said  invention  and  application  to  the  Got6  Gompany. 
The  Got6  Gompany  paid  all  the  expenses  connected  with  the  develop- 
ment of  the  invention  and  in  applying  for  the  patent.  The  final  fee 
on  the  application  for  patent  was  paid  by  the  Got^  Gompany  on  March 
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21, 1893,  and  the  patent  was  prepared  for  issue  to  the  Got6  Ck>Dipany. 
On  or  about  April  5, 1S93,  Alphouse  Cot6  applied  to  have  the  Letters 
Patent  issned  to  him  instead  of  to  his  assignee.  The  final  mling  of 
the  Oommissioner  of  Patents  was  that  Letters  Patent  shoold  issne  to 
Alphonse  Got^,  and  the  CoiA  Company  appealed  to  you  from  that  ruling. 
The  Commissioner  of  Patents  based  his  ruling  upon  the  fact  that  the 
assignee  of  Alphonse  Cot6  bad  not  complied  with  Aule  215  of  the  Patent 
Office,  which  requires  that— 

in  every  case  where  it  is  desired  that  the  patent  shall  issue  to  the  assignee  the  assign- 
ment most  be  recorded  in  the  Patent  OAioe  at  a  date  not  Uter  than  the  day  on  whicli 
the  final  fee  is  paid.  The  date  of  the  reeord  is  the  date  of  the  receipt  of  the  assign- 
ment at  the  Office. 

The  final  fee  was  paid  March  21,  1803,  and  the  assignment  was 
recorded  March  23, 1883 — two  days  subsequent  to  the  payment  ot  the 
final  fee.  Itis  very  clear  thatthe  Commissioner  of  Patents  could  not  issue 
Letters  Patent,  as  a  matter  of  right,  to  the  assignee  in  this  case, 
because  the  rule  above  quoted  had  not  been  complied  with. 

It  is  contended  by  the  Cot^  Company  that  the  ruling  of  the  Com- 
missioner of  Patento  was  a  departure  from  the  established  practice  of 
the  Office ;  that  under  the  rale  of  loug-established  practice  a  patent 
could  issue  to  an  assignee,  provided  the  assignment  is  on  record  on  the 
day  of  closing  the  weekly  issue — namely,  Thursdays  of  every  week — 
and  that  as  this  assignment  was  recorded  on  the  Thursday  of  the  week 
when  the  patent  on  this  invention  should  have  been  issued  the  patent 
should  issue  to  the  assignee  and  not  to  tlie  inventor. 

I  learn  from  the  opinion  of  the  Commissioner  of  Patents  thatthe  rule 
above  quoted  is  never  departed  from  except  in  cases  where  both  the 
inventor  and  the  assignee  ask  that  Letters  Patent  issne  to  the  assignee. 
In  this  case  the  inventor  insists  that  the  Letters  Patent  should  not 
issue  to  the  assignee,  and  his  ground  of  objection  is  the  non-compliance 
with  the  rule  above  quoted  by  the  assignee. 

I  am  of  the  opinion  that  the  ruling  of  the  Commissioner  of  Patents 
is  correct. 

The  Commissioner  raises  the  question  of  the  right  of  the  Cot6  Com- 
pany to  appeal  from  his  ruling,  and  he  insists  that  the  ruling  by  him 
was  a  judicial  or  quasi-judicial  act,  and  not  subject  to  review  by  the 
Secretary  of  the  Interior.  On  this  point  I  do  not  agree  with  the  Hon- 
orable Commissioner. 

The  rule  referred  to  was  promulgated  by  the  Secretary  of  the  Interior, 
or  by  his  direction,  as  to  issuing  Letters  Patent  to  assignees,  and  it 
imperatively  requires  that  the  record  of  assignment  in  the  Patent 
Office  shall  be  made  *<at  a  time  not  later  than  the  date  on  which  the 
final  fee  is  paid''  as  a  condition  precedent  to  issuing  a  patent  to  an 
assignee. 

To  determine  whether  an  assignee  should  receive  Letters  Patent 
under  this  rule,  it  is  only  wefijimx^  for  the  Commissioner  tojuM)6rteiii 
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whether  the  aMignment  has  been  recorded  on  or  before  the  date  when 
the  final  fte  was  paid.  The  ascertainment  of  this  ftust  does  not  require 
the  ezerdse  of  jodgment  or  discretion.  Indeed,  no  discretion  what- 
eyer  is  left  to  the  Oommissioner  in  construing  or  enforcing  this  mle  of 
the  Department.  I  am  aware  of  the  fsct  that  the  Secretary  of  the 
Interior  has  no  appellate  jurisdiction  over  tbe  Oommissioner  of  Patents 
in  the  performance  of  Judicial  or  quasi-Judicial  duties  imposed  by  law 
upon  the  Oommissioner  of  Patents;  but  in  determining  whether  a 
patent  aUowed  fixr  issue  should  go,  under  the  rule  above  quoted,  to  the 
inventor  or  to  the  assignee  the  Gommission^  does  not  perform  a  Judi- 
cial act,  nor  is  he  in  the  discharge  of  any  duty  imposed  upon  him  by 
law— ^.  s.,  acts  of  Oongress. 

For  a  dear  statement  of  the  instances  in  which  an  appeal  will  or 
win  not  lie  to  the  Secretary  of  the  Interior  from  the  decisions  and  acts 
of  the  Oommissioner  of  Patents  I  refer  you  to  the  case  of  flonttoii  v. 
Barker  r.  Baiimi9ter  y.  Eoititumj  decided  by  Secretary  Vilas  July  20, 
1888,  (O.  D.,  1888, 173;  44  O.  O.,  097.)    In  that  case  it  was  held: 

1.  The  dntlei  to  be  peribmied  by  the  CommiBaloner  of 'Patents  are  dlTirible  into 
two  elMM»— Tis.,  (1)  dntiot  impooed  by  Consveasional  logislAtion,  uid  C^)  dntias 
fanpoood  by  Dopartnent  rules  end  regnUtione  emuifttiiig  from  or  aathoriied  by  the 
Seeietary  of  the  Interior. 

2.  TIm  Secretary  of  the  Interior  hae  no  appellate  Jnriediction  orer  the  Comuiie- 
lioner  of  Patents  in  eaeee  involving  the  performance  of  Judicial  or  qoaei-Judicial 
doties  imposed  by  law  npon  the  Commissioner  of  Patents. 

S.  The  nffpeUate  Jurisdiction  of  the  Secretary  of  the  Interior  over  the  actions  of 
Um  Commissioner  of  Patents  is  limited  to  eases  not  involring  duties  directly  imposed 
by  Congress,  bat  saeh  only  as  are  imposed  by  the  rules  and  regulations  preseribed 
by  the  Secretary  fbr  the  goTomment  of  the  Commissioner  and  his  subordinates. 

This  case,  in  my  opinion,  comes  clearly  within  the  third  division  of 
the  above  decision  made  by  Seoretaiy  Yilas,  and  an  appeal  was  prop- 
erly taken  and  should  not  be  dismissed.  In  my  opinion  the  ruling  of 
the  Oommissioner  of  Patents  in  directing  that  Letters  Patent  issue  to 
Alphonse  Oot6  is  correct,  on  the  ground  that  the  Oot^  Oompaiiy  did  not 
oomply  with  Bule  215  of  the  Department,  above  quoted,  and  I  advise 
that  Us  ruling  be  ai&rmed. 

The  papers  referred  are  returned  herewith. 

Bespectftdly  submitted. 

John  I.  Hall, 
Auiiiamt  AUametf-OeneraL 

The  8BCBBTABT  07  THB  INTBKIOB. 

Approved: 

HoKB  Smith,  BeoreUnrfff 
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fjf.  B.  Gbenlt  Court  of  Appeal»>-Sizt]i  Clroall.] 

Fox  V.  PBKKINS  ET  AL. 

DtoMad  Oetober  6,  189$. 

63  o.  o.,  leo. 

1.  PAtmrs  FOK  IinrBMnoK&—XoyKLTT— Prior  Art. 

Beissiiad  Letters  Patent  No.  11,062,. iseaed  Febraary  25, 1890,  to  Williani  B. 
Fox,  for  an  improvement  in  miter-cutting  machines,  are  void  for  want  of  patent- 
able nov^ty,  in  view  of  the  prior  state  of  the  art,  as  shown  more  particularly 
in  the  Howard  patent  of  August  21, 1666,  No.  67,325;  the  Aiken  patent  of  Feb- 
ruary 21, 1871,  No.  111,886;  the  Jones  patent  of  July  21,  1874,  No.  153,343;  the 
Niehols  patent  of  July  18, 1876,  No.  179,944,  and  the  Lennartson  patent  of  April 
16, 1878,  No.  202,445. 

2.  Sam— Extent  or  ClaiM'-Prior  Art. 

If  the  Fox  machine  could  be  held  to  show  patentable  invention,  it  constitutes 
one  of  a  series  of  improvements,  all  having  the  same  general  object  and  purpose, 
and  the  patent  must  therefore  be  limited  to  the  precise  form  and  arrangement 
of  parts  described  in  the  specifications  and  to  the  purpose  indicated  therein. 
{Brmgg  v.  FUek,  C.  D.,  1887,  388;  39  O.  O.,  829;  7  Sup.  Ct.  Bep.,  980;  121  U.  S., 
483,  and  PUnnx  Cu$t0r  Co.  v.  Spifgel,  C.  D.,  1890,  266;  50  O.  O.,  1591;  10  Sup.  Ct. 
Bep.,  409;  133  U.  S.,  360,  followed.) 

3.  Samk— Abandonment. 

This  oonstmction  of  the  patent  is  also  rendered  neeessary  by  the  fact  that 
various  broader  claims  were  rejected  and  abandoned  nnder  both  the  original 
and  the  nissne  applications. 

4.  Sams— NovKLTT— EvrBCT  ov  Laror  Salks. 

Large  sales  of  a  patented  machine,  while  evidence  more  or  less  cogent  of  value 
and  useAilness,  are  not  conclusive  evidence  of  patentable  novelty  and  are  of 
llttk>  weight  when  it  appears  that  such  sales  are  the  result  of  active  and  ener- 
getic efforts  by  means  of  circulars  and  traveling  agents.  {MoClain  v.  Orimafer, 
C.  D.,  1891,  532;  57  O.  O.,  1129;  12  Sup.  Ct.  Rep.,  76;  141  U.  8.,  427-429,  foUowed.) 

Appeal  from  the  Circuit  Ck>urt  of  the  United  States  for  the  West- 
ern District  of  Michigan.  gitized  by  GooqIc 
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Bill  by  WQliam  B.  Fox  against  Harfbrd  J.  Perkina,  William  J. 
Perkins,  and  Joseph  W.  Oliver  for  inflringement  of  a  i»atent  Decree 
for  defendants.    Oomplainant  appeals.    AlBrmed. 

Jfr.  Owrge  H.  Loikrop  for  the  appelliuit 

Mr.  Sdward  Taggari  and  Jfr.  Arikwr  0.  Dmitoa  for  the  appellees. 

Before  BsowNy  JJLOKSONi  and  Taft,  Jndges. 

jAOKSOKy  J.: 

This  is  a  suit  in  equity  brought  by  appellant  against  appellees  for 
the  alleged  infringement  of  reissued  Letters  Patent  "So.  11,062,  granted 
to  William  B.  Fox  February  25,  1890,  for  oertahi-  new  and  nseftal 
<i  improvements  in  miter-cutting  machines."  The  defenses  chiefly  relied 
on  are  that  the  supposed  invention  was  described  in  previous  patents; 
that,  in  view  of  the  state  of  the  art,  the  device  claimed  as  new  was  not  a 
patentable  invention,  and  that  upon  a  proper  construction  of  the  patent 
the  defendants  do  not  infringe  it.  The  Circuit  Court  entertained  donbtB 
whether,  in  view  of  the  previous  patented  devices  set  up  in  the  answer 
and  shown  by  the  exhibits,  there  was  anything  patentable  in  the 
alleged  invention  covered  by  said  reissued  Letters  Patent,  but,  with- 
out deciding  that  point,  held  that  defendants'  machine  was  not  an 
infHngement  of  complainant's  patent,  even  assuming  the  latter  to  be 
valid,  and  thereupon  dismissed  the  bill  From  this  decree  the  com- 
plainant has  appealed,  assigning  as  ground  for  its  reversal  that  the 
lower  court  erred  in  deciding  that  the  defendants  had  not  infHngedy 
and  in  dismissing  his  bilL 

The  original  patent,  No.  d03,070,  was  granted  December,  1888.  The 
reissue  was  applied  for  August  30, 1880,  and  was  issued  February  25j 
1800.  The  spedflcations,  which  were  substantially  the  same  in  both 
the  original  and  reissue  applications  and  patents,  after  referring  to  and 
.describing  the  drawings  of  the  machine,  which  accompany  the  same, 
state  that— 

the  gagM|  ammged  one  at  either  end  of  the  msohiiie,  an  a^nitabla  in  a  eorvedalot 
fonnad  in  tlie  bed-plate,  the  gagee  being  goided  in  their  morement  by  a  pin  projeoi- 
ing  from  the  gages  into  the  ilot,  with  a  bearing-plate  oonneoted  npon  the  other  aide, 
aa  shown  in  Fig.  2  at  2.  The  gagee  are  fonned  with  plane  flMee»  and  the  edgee 
nearest  the  oenter  are  arrangedin  proximity  to  the  plane  of  morement  of  the  ontting- 
kniresy  so  thftt  li^ese  edges  whieh  I  hare  marked  •  aet  in  eo^Jonotton  with  the 
knires  to  form  a  shear  ent.  The  edges  of  the  gages  nearest  the  ends  of  the  Ihune 
bear  against  the  end  posts,  which  serre  as  a  Ifttsial  support  both  at  the  npper  and 
lower  parts  of  the  ihmt  edge  to  sustain  the  gage  against  the  cutting  action  of  the 
knife.  The  gages  hare  a  cnt-away  portion  at  their  npper  ends,  as  shown  in  Figs.  1 
and  2,  terminating  in  a  cnrred  arm  liavin|[  a  semioiroolar  bearing-fhoe,  wiiich  is  in 
bearing  contact  with  a  projection  /  on  the  croes-bar  of  the  frame.  Thoa  each  gage 
has  two  bearings  at  its  inner  edge. 

The  <^>eration  of  the  machine  is  described  as  follows: 

The  stock  to  be  operated  npon  is  placed  npon  the  bed  and  against  ttie  gage  D,  the 
end  of  it  passing  through  between  the  upright  line  e  of  the  gage  and  the  knilb  o. 
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Dm  kBift  e  ia  than  carried  forward  by  iiieaii*  of  tlui  lever  L,  ciittiui;  tlie  Ktock  at 
the  angle  indioatetl  upon  the  be«l,  which  iimy  be  indicated  by  Hnee,  an  shown  in 
fig.  3.  Theeo  lineH  may  be  marked  either  npon  the  e<lge  of  the  bed,  a«  iihowu,  or 
upon  the  slotted  arean  M  M.  For  convenience  I  construct  my  device  donble,  so  that 
it  may  be  operated  in  either  dirtM'tion,  and  the  two  gages  may  be  set  so  that  one  is 
the  complement  of  tlie  other,  if  desired.  By  means  of  tliis  device  wood  or  other 
■tniilnr  material  nmy  be  readily  and  qnickly  ent  ni>on  uuy  desired  angle.  By 
sdjnsting  the  gages  by  means  of  the  thanib-screws  the  angle  npon  the  wood  will  cor- 
raspond  to  the  angle  to  which  the  gages  are  adjnsted.  Tlie  ontters  are  attached  to 
the  carriage,  so  as  tt)  be  remlily  removed  or  set,  as  occasion  may  require.  It  will  be 
resdily  understootl  that  one  of  the  cutlers  may  be  dls|>eiisiHl  with;  but  I  consider 
two  as  desirable. 

I  do  not  wish  to  be  niidt^rttood  a«  broadly  claiming  a  be4l  with  guides  thereon  to 
locate  the  work  and  a  Mliding  cutter  to  cut  the  work  upon  the  angle  indicated  by 
Baid  gages,  as  I  am  aware  that  miter-cntters  of  various  kinds  have  heretofore  been 
used  embodying  snoh  device. 

The  claim  of  iiifHngemeiit  is  liiuited  to  the  first,  third,  and  fifth 
daims  of  the  reissne,  which  are  as  follawM,  viz: 

1.  In  eombinatioD,  the  lietl,  the  knife  moving  on  suitable  ways,  an  adjustable 
gsge  having  a  shearing-edge,  and  two  independent  bearings  for  its  inner  end,  said 
besrings  being  in  diffurent  directions,  whereby  the  shearing  edge  is  always  held  in 
the  same  relation  to  the  knife,  substantially  as  described. 

8*  In  a  miter-cutting  machine,  the  combination,  with  aoarriageaiTaugcdonabed 
ia  kmgitadinal  ways  carrying  a  enttiiig-knife,  of  an  a^nstable  gage  provided  with  an 
edge  e,  acting  in  connection  with  the  knife  to  fonu  a  shear  out,  and  having  a  semi- 
dieular  bearing  struck  from  the  edge  e  of  the  gage  as  a  center,  whereby  the  said 
gsge  is  always  in  the  same  relative  position  to  the  cnt  of  the  knife,  substantially  as 
described. 

5.  In  a  machine  for  cutting  miters,  the  combination,  with  the  cutting-knife,  of  a 
f^e  baring  an  edge  s  and  a  circular  bearing  and  plate  or  bearing-faee  therefor  on 
^  maehlne-fhune,  the  circle  of.  the  bearing  being  struck  from  the  edge  «  as  a  oen- 
ter,  whereby  said  edge  is  always  maintained  in  the  same  relative  position  to  the 
knife,  substantially  as  described. 

Said  third  and  fifth  claims  of  the  reissue  are  the  same  as  the  first 
and  third  claims  of  the  original  patent,  and  their  validity  is  therefore 
not  affected  by  the  reissue  (Gage  v.  Herring  j  C.  D.,  1883,  289;  23  O.  O., 
2110^  107  T7.  8.,  640;  2  Sup.  Ot.  Bep.,  819,)  nor  is  it  seriously  ques- 
tioned that  the  first  claim  of  the  reissue  was  not  covered  by  the  origi- 
nal patent  or  that  it  was  not  for  the  same  device  or  invention  therein 
described.  Hence  there  are  no  questions  on  the  validity  of  the  reissue 
asBucli. 

In  order  to  determine  the  proper  construction  to  be  placed  upon  said 
three  claims  of  the  reissue,  a  brief  reference  to  the  prior  state  of  the 
art  and  to  the  proceedings  had  in  the  Patent  Office  on  both  the  origi- 
nal and  reissue  applications  is  necessary.  In  his  original  application, 
dated  December  4,  1886,  as  appears  from  the  file- wrappers  and  con- 
tents, Fox  presented  the  following  among  other  claims:' 

In  a  mlter-entting  maehincy  the  combination  of  an  a^nstable  gage,  a  carriage 

siranged  on  a  bed  in  lonffitndinal  guides,  carrying  one  or  more  knives,  said  gage 

adapted  to  be  a^iusted  at  any  required  angle  to  the  knife,  and  having  a  perpendlcn- 

1k  edge  ia  a  perpendicniar  plane,  and  always  in  the  same  relative  position  to  the  cnt 
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of  the  knife,  said  perpendicular  edge  and  knife  forming  a  eliear  cnt,  substantially  tm 
described. 

In  a  miter-ontting  machine,  the  combination  of  the  adjustable  gage,  the  npright 
frame  and  the  cntUng-knife,  said  gage  having  two  perpendicnlar  parallel  edges,  one 
edge  of  which  Is  adapted  to  rest  against  the  npright  frame  and  the  other  to  remain 
parallel  with  the  track  of  the  knife,  and  in  snch  close  proximity  thereto  as  to  form 
with  snch  knife  a  shear-cntting  device,  substantially  as  described. 

In  a  machine  for  cutting  miters  and  leads,  a  gage  a  portion  of  which  is  circular  in 
form  and  bearing  against  a  suitable  portion  of  the  machine,  thereby  retaining  flie 
edge  0  in  the  same  relative  position  to  the  cut  of  the  knife,  substantially  as  described. 

These  claims  were  rejected  and  abandoned.  Tliere  was  also  presented 
the  following  claim : 

In  a  machine  for  cutting  miters,  the  combination^  with  tbo  cutting-knife,  of  a  gage 
having  a  circular  bearing  ndnptcil  to  n  \Ai\te  or  1>eai'in;;-point  on  the  machine,  the  circle 
of  the  bearing  bein;r  struck  Iroiii  tlie  ed^o  c  us  u  center,  whereby  said  edge  is  alwajs 
maintained  in  the  sume  relative  position  to  the  knife,  substantially  as  described. 

This  claim  was  amended  to  react  as  follows: 

In  a  machine  for  cuttiug  miters,  the  combination,  with  the  cutting-knife,  of  a  gage 
bearing  on  the  edge  e,  a  circular  bearing,  a  plate  or  bearing-point  therefor  on  the 
machine,  the  circle  of  tlio  beariug-iM>iut  bdug  struck  from  the  edge  e  as  a  center, 
whereby  the  edge  e  is  always  miiiutained  in  the  same  relative  positiim  to  the  knife^ 
aulMtautially  as  described. 

These  two  claims  were  both  rejected.  Fox  was  rerialred  by  the  Pat- 
ent Office  to  erase  the  word  <^  bearing:- point."  The  patent  was  subse- 
quently granted,  embracing,  among  others  not  necessary  to  be  noticed^ 
claims  1  and  3,  corresponding  or  identical  with  the  aforesaid  claims  3 
and  5  of  the  reissue.  In  the  application  for  reissue,  made  August  20, 
1889,  as  shown  by  file-wrapper  and  contents,  the  following  claims  were 
made: 

1.  In  combination,  the  bed  having  a  ciir>'cd  slot,  the  knife  moving  in  suitable  ways, 
a  gage  having  a  shenring-edge  and  its  outer  edge  held  a<\|u8table  in  the  curved  slot, 
and  a  post  against  which  the  end  of  the  gage  beai-s,  opposed  to  the  pressure  of  the 
knife,  all  substantially  as  dea<'rihed. 

2.  In  combination,  the  bed  having  a  curved  slot,  the  knife  moving  in  suitable 
ways,  a  gage  having  a  sbearin^-edge  and  its  outer  end  held  adjustable  in  the  curve 
slot  and  its  inner  end  provided  with  two  bearings,  whereby  the  shearing-edge  is 
always  held  in  the  same  relntion  to  the  knife,  all  substsntially  as  described. 

8.  In  combination,  the  l>cd  having  the  curved  slot,  the  knife  arranged  to  move  in 
suitable  ways,  a  gago  liaving  a  sliearing-ed^e  and  its  outer  end  held  adjustable  in 
the  slot,  and  a  lateral  bearing  upon  the  niaehiue-f^ame  for  the  inner  end  of  the  gage 
at  the  upper  and  lower  parts,  all  substnntinlly  as  described. 

These  claims  were  rejected.  The  following  additional  claim  was  pre- 
sented: 

In  combination,  the  bed,  the  knife  moving  on  suitable  ways,  an  adjustable  gage 
havinga  shearing-edge,  and  two  bearings  for  its  inner  end,  whereby  the  shearing* 
edge  is  always  held  in  the  same  relation  to  the  knife,  substantially  as  described. 

This  claim  was  required  to  be  and  was  amended  by  inserting  ^4nde- 
pendenf  before  "besuings''  and  by  inserting  after  the  word  "end"  the 
words  "said  bearings  being  in  different  directions."    As  thus  aniended 
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the  clnim  was  allowed  and  forms  the  first  claim  of  the  reissued  patent. 
It  will  be  observed  that  the  rejected  claijns  of  both  the  original  and 
reisaae  applications  were  quite  broad  and  indefinite — so  general,  iu 
fact,  as  to  cover  and  embrace  more  than  the  particular  structure  or 
(levire  described  in  the  specifications,  especially  in  respect 'to  the  bear- 
ings of  the  sidjustuble  gage  and  the  supports  therefor,  which  constitute 
the  chief  matter  of  controversy  on  the  question  of  infringement.  Said 
rejections  ch'arly  oi>erate  to  limit  the  scope  of  complainant's  patent,  it 
being  well  settled  that  no  construction  can  be  given  to  the  claims  of 
the  reissue  involved  in  this  suit  which  will  include  what  was  covered 
by  the  rejected  claims  under  either  the  original  or  reissue  applications. 
{Shepard  v.  Carrigan,  0.  D.,  1886, 116  j  34  O.  G.,  1167;  116  U.  8.,  597, 
598;  6 Sup.  Ct.  Eep.,  493;  Suiters. Robinson,  C.  D.,  1885, 155;  38  O.  G., 
230;  119  U.  8.,  530;  7  8up.  Ct.  Bep.,  376 ;  Dohson  v.  LeeSj  0.  D.,  1800, 569; 
63  O.  G.,  1740;  11  Sup.  Ct.  Rep.,  71 ;  Roemer  v.  Peddie,  C.  D.,  1889, 686; 
49  O.  G.,  2151 ;  132  U.  8.,  313, 317 ;  10  Sup.  Ct.  Rep.,  98.)  In  connection 
▼ith  said  rejection  the  prior  state  of  the  art,  as  shown  in  the  prior 
patents  for  mitering-machines  and  iniprovements  thereon,  filed  as 
exhibits  in  the  case,  will  serve  still  further  to  establish  thr  proper  con- 
Btoction  to  be  placed  upon  said  claims  of  the  reissued  patent  if  the  mar- 
gin of  improvement  or  advance  made  therein  by  complainant  can  be 
regarded  as  patentable.  Such  of  said  exhibits  as  best  illustrate  the 
subject  will  be  noticed  briefly  in  the  order  of  their  issuance. 

The  Howard  patent,  No.  57,325,  granted  August  21,  1866,  for  an 
improved  mitering-machine,  while  not  confined  to  that  particular  pur- 
pose, was  especially  adapted  for  cutting  moldings,  such  as  picture- 
frames.  It  had  a  bed  and  inclined  knife  moving  in  suitable  ways,  a 
slotted  adjustable  gage  with  a  shear-edge,  which  always  remained  at 
the  same  distance  from  the  line  or  plane  of  travel  of  the  knife.  The 
adjustment  of  the  gage  was  made  by  the  use  of  two  set-screws,  instead 
of  one,  as  in  complainant's  machine.  The  strip  of  wood  to  be  acted  on 
by  the  cutter-knife  was  placed  on  the  bed  and  abutted  against  the  rest 
or  gage,  which  could  be  adjusted  to  any  desired  angle  with  the  cutter- 
head — ^from  ninety  degrees  down  to  five  degrees  or  less — ^by  releasing 
the  two  set-screws  and  moving  the  out^r  end  of  the  gage  in  a  curved 
slot.  For  the  purpose  of  mitering  articles  edgewise  the  rest  and  knife 
were  adjusted  in  one  position,  and  for  mitering  articles  flatwise  the 
gage  and  knife  were  adjusted  in  a  different  position.  This  machine 
went  into  general  use,  and  seems  capable  of  doing  the  difterent  kinds 
ol  work  i>erfonned  by  complainant's  machine,  although  not  so  rapidly 
or  easily.  It  differs  from  complainant's  device  in  the  method  of  sup- 
porting: the  inner  edge  of  the  gage  and  in  the  use  of  two  set-screws  to 
effect  the  adjustment  of  the  gage. 

The  Tucker  patent,  No.  89,183,  granted  April  20, 1869,  for  an  improve- 
ment in  machines  for  mitering  printers'  rules,  shows  a  bed,  a  knife 
moving  in  ways,  and  a  gage  and  edge  always  held  in  the  same  relative 
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position  to  the  cat  of  the  knife,  whose  thrust  is  taken  or  received 
chiefly  by  the  bed  of  the  machine.  It  is  conceded  by  complainant  that 
there  is  no  difficnlty  in  so  locating  the  gage  of  this  machine  as  to  hold 
the  front  end  thereof  in  position  close  up  to  the  travel  of  the  knife 
without  reference  to  the  angle  at  which  the  gage  is  placed,  and  it  is 
shown  by  defendants'  expett  that  if  the  knife  traveled  in  a  different 
direction  the  gage  would  receive  the  thrust  of  the  knife  rather  than 
the  bed  in  i)erformiiig  the  shear  cut.  Complainant  says  that  the  object 
sought  in  this  machine  and  others  of  the  like  character  is  not  to  have 
a  gage  which  will  make  a  shear  cut  with  the  knife,  but  to  locate  the 
angle  at  which  the  material  is  presented  to  the  knife;  but  the  question 
is:  Does  it  not  suggest  more  than  thacf 

The  Howell  patent,  No.  104,4o8,  granted  June  21,  1870,  for  an 
improvement  in  hand  mitering-machines,  shows  a  bed,  knives  moviiig 
in  waves,  gages,  and  posts  against  which  such  gages  rest,  said  posts 
being  adapted  to  support  the  gages  in  the  different  directions  or  posi- 
tions into  which  the  latter  may  be  moved.  The  lower  part  of  this 
gage,  which  rests  against  the  bed  and  at  right  angles  to  the  board,  fur- 
nishes a  support  to  the  stock  operated  upon  against  the  thrust  of  the 
knife,  which  in  this  machine  is  set  to  a  plane-stock,  like  an  ordinary 
plane,  and  passes  over  the  wood  with  a  scraping  or  shearing  motion. 
But  it  appears  that  if  a  knife  like  complainant's  or  defendants'  was 
substituted  for  this  planing- cutter  nothing  more  would  be  required  to 
make  this  Howell  machine  perform  the  work  of  complainant's  machine 
except  the  independent  a<Ijustment  of  each  end  of  the  gage.  By 
means  of  such  substitution  and  adjnstment  its  gage  would  make  a 
shear  cut  with  the  knife.  The  upper  end  of  this  Howell  gage  is  not 
otherwise  supported  than  by  the  strength  of  the  material  or  metal  of 
which  it  is  composed;  but  it  would  hardly  require  anything  more  than 
mechanical  skill  to  give  it  such  support  or  strengthen  it  in  that  par- 
ticular. 

The  Aiken  patent,  No.  111,896,  granted  February  21, 1871,  for  an 
improved  machine  for  cutting  and  mitering  printers' rules,  shows  abed, 
a  cutting  or  filing  tool  to  dress  the  material  operated  on,  and  a  gage  or 
guide-bar  pivoted  at  its  inner  end,  with  its  edge  always  held  in  the 
same  position  with  reference  to  the  dressing  or  cutting  device  and 
adapted  to  be  set  at  any  angle  to  make  a  required  beveL  If  a  knife 
were  substituted  for  the  Aiken  cutting  device  and  set  at  an  angle  with 
the  line  of  motion  necessary  in  cutting  the  end  grain  of  wood,  the 
gage  could  be  readily  arranged  to  make  a  shear  cut  with  the  knife. 
In  making  such  substitution  and  to  produce  such  shear  cut  the  bed  of 
the  Aiken  machine  might  have  to  be  changed  so  as  to  permit  a  foil 
and  unbroken  line  to  support  the  wood  as  the  knife  goes  over  it.  This 
would  involve  merely  mechanical  arrangement  and  construction. 

TheMalin  patent,  No.  125,745,  granted  April  16, 1872,  for  an  improve- 
ment in  mitering-machines,  presents  another  device  for  mitering.  It 
has  a  knife  set  in  a  plane-stock  somewhat  like  that  in  the  Howell  pat- 
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eat  and  moving  in  ways^  a  bed  which  is  adjustable  at  diiferent  angles 
to  the  line  of  movement  of  the  knife,  so  as  to  cut  the  stock  at  any 
desired  aogle,  said  bed  or  rest  being  provided  with  a  shear-edge,  and  a 
gage  that  may  be  set  in  any  required  position,  adapted  to  maintain  the 
sune  relation  to  the  knife.  Defendants'  ezi)ert  states  that  this  machine 
more  nearly  resembles  the  constmction  of  defendants'  machine  than 
that  of  the  complainant,  bat  that  it  presents  substantially  all  the  ele- 
ments foand  in  each  of  them.  It  is  conceded  by  complainant  on  cross- 
examination  that  if  the  gage  of  this  machine  were  arranged  to  lie  close 
to  the  knife  and  its  edge  were  provided  with  some  metallic  support 
coming  in  dose  proximity  to  the  knife  the  wood  could  be  cut  dean  at 
any  required  angle  from  forty-five  to  ninety  degrees. 

The  Jones  patent,  No.  153,343,  granted  July  21, 1874,  for  an  improve- 
ment in  mitering  machines,  shows  a  combination  of  a  bed,  a  knife 
travding  in  ways,  and  an  adjustable  gage  pivoted  a  little  distance  from 
the  path  of  the  knife.    The  specification  states  that — 

when  the  gage  is  adjaated  at  other  than  a  right  angle  with  the  front  edge  of  the 
frame  and  bed-piate  there  ie  neoeaearily  an  open  itpace  between  ite  end  and  the  faoe 
of  the  plane,  ao  that  no  rest  is  provided  for  the  end  of  very  thin  or  very  narrow 
material.  To  obviate  this  difficulty  I  have  provided  an  anziliary  plate  m,  attached 
to  the  rest  /  by  meana  of  tougne-and-groove  Joints  and  bitlt  m,  which  forma  the  pivot  ' 
in  said  rest,  on  the  apper  end  of  which  bolt  ia  a  thniub-nnt  a,  etc.  The  gage  thna 
aappleoMaited  by  the  additional  plate  m  haa  ita  edge  alwaya  flush  with  the  edge  of 
the  bed,  and  thos  remains  In  the  same  relation  to  the  knife. 

The  Lennartson  and  Bergstroin  patent.  No.  179,662,  granted  July  11, 
187^  for  an  improvement  in  miter-planing  machines,  presents  a  bed 
hinged  to  its  vertical  stracture  with  the  axis  of  its  hinges  in  line  with  the 
catting-kuife.  The  bed  is  made  adjustable  up  and  down  with  cowork- 
ing  lateral  gages.  The  tiible  and  gage,  by  means  of  suitable  screw 
arrangements,  can  be  ai^jnsted  to  any  desired  angle,  while  its  edge 
opposite  to  the  cutting- knife  from  the  point  at  which  it  is  hinged  remains 
in  the  same  relation  to  the  knife.  The  gage  in  this  machine  does  not 
swing  in  an  arc  whose  center  is  its  inner  edge;  but  the  table-gage  B, 
which  is  the  principal  gage  of  this  device,  does  swing  in  such  an  arc, 
and  its  inner  edge  is  the  center  of  such  arc,  thus  presenting  the  princi- 
ple of  an  unchanging  center  as  found  in  the  machines  under  considera- 
tion. 

The  Lennartson  patent.  No.  202,445,  granted  April  IG,  1878,  was  for 
adi  improvement  in  the  said  Lennartson  and  Bergstrom  mitering- 
macbine  and  shows  a  vertical  structure  or  device  for  miter-work  in 
which  the  table  is  a<]Uustable  to  any  position  required  and  which  oper- 
ates as  a  rest  or  gage.  This  table  rest  or  gage,  in  whatever  x>osition 
adjusted,  always  remains  in  the  same  relation  to  the  knife,  which  moves 
perpendicularly  instead  of  horizontally.  It  is  stated  by  complainant's 
expert  that — 

if  the  maehines  are  arranged  with  the  parts  of  the  knife  in  vertical  plane  and  the 
gage  wss  made  with  its  circular  bearing  and  shearing  edge  in  the  same  relatiye 
poaitioDS  I  do  not  see  that  there  would  be  any  snbstantial  change  made. 
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^This  is  manifestly  so  and  would  require  only  the  exercise  of  mechan- 
ical skill  in  changing  the  relative  positions  of  the  several  parts.  In 
this  Lennartson  machine  the  knife,  with  the  table,  forms  a  shear  eut 
upon  the  wood  or  stock;  but  there  is  no  claim  of  this  nature  either  iu 
the  specification  or  claims  of  the  patent.  It  is  also  conceded  that  it 
will  cut  wood  in  as  many  different  forms  as  the  complainant's  machine. 
It  is  shown  by  stipulation  of  the  parties  that  many  of  these  Lennartson 
machines  were  manufactured  and  in  practical  use  at  Erie,  Pa.,  as  early 
as  1877. 

The  Nichols  ijatent,  No.  179,944,  granted  July  18, 1876,  for  improve- 
ments in  miteriug-machines,  shows  the  following  elements  in  combina- 
tion: a  table  or  bed,  adjustable  gage,  and  a  saw  cutting  device  instead 
of  a  knife.  The  adjustment  of  the  gage  is  effected  by  means  of  two 
screws.    The  gage  on  this  machine,  as  stated  in  the  specification — 

may  be  ft^jnsted  and  fastened  at  any  angle  desired  with  the  beveled  inner  end  of 
the  gage  always  at  the  same  point,  and  the  miter  will  always  be  true  and  be  sup- 
ported cloee  to  the  saw. 

It  is  admitted  by  complainant  that  this  gage  can  by  independent 
adjustment  at  each  end  be  adjusted  so  that  the  point  x  will  always  lie 
close  to  the  edge  of  the  saw.  If  a  knife  were  substituted  for  the  saw 
employed  in  this  machine,  (and  which  would  not  require  the  exercise 
of  invention,)  we  would  have  substantially  the  same  arrangement  as 
found  in  the  machines  under  consideration.  The  defendants*  ex i>ert 
states  that  the  point  x  constitutes  an  unchanging  center  with  the  ed^^e 
of  the  gage  always  in  the  same  relative  position  to  the  plane  of  the 
cutting  device. 

The  Schreppel  patent,  No.  223,810,  granted  January  27, 1880,  for  a 
new  and  useful  mitering-machiue,  like  the  preceding  machine,  shows 
in  combination  a  bed,  a  knife  moving  in  ways,  and  adjustitble  gug^es 
which  do  not  rest  against  end  posts,  as  in  eompluiuant's  machine.  Tbe 
gage  in  this  Schreppel  patent,  as  shown  in  the  drawing,  will  make,  as 
complainant  admits  on  cross-examination,  botli  a  shear  cnt  and  a  dra^w 
cut.  He  claims  as  a  defect  in  the  machine  that  it  has  no  support  for  the 
top  of  the  gage  other  than  the  strength  of  the  material  of  which  the  s<M?e 
is  made  and  if  the  gage  is  swung  into  a  position  at  right  angles  to  tlie 
knife  it  would  leave  an  opening  between  the  gage  and  knife  and  iu  that 
position  would  not  form  a  support  for  the  wood  as  last  acted  uiMu  by 
the  knife,  which  would  result  in  leaving  a  ragged  edge  to  the  wocmI. 
This  Schreppel  machine  closely  resembles  complainant's  in  outliue  and 
operation,  and  the  specifications  and  claims  of  the  patent  are  hardly 
distinguishable  without  drawing  the  most  refined  distinctions. 

The  Kinch  patent,  No.  243,577,  granted  June  28, 1881,  for  improve- 
ment iu  miter  boxes  or  miu-hines,  presents  a  device  with  the  bed  ao 
adjustably  that  the  front  upper  edge  next  to  the  knife  is  alwsvys  held  in 
the  same  relative  position  to  the  knife  at  whatever  angle  the  bed  is 
a^j^sted,  gitized  by  Google 
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The  Leffingwell  patent^  No.  334,247,  granted  Janooiy  12,  1886,  for 
inqHroyoneiits  in  mitering-machiues,  presents  the  same  general  features 
fimnd  in  most  of  such  machines,  consisting  of  a  table  or  bed,  a  moving 
knifet  and  adjustable  gages  adapted  to  be  set  at  any  angle  and  in 
proper  relation  to  the  knife.  The  defect  which  complainant  finds  in 
this  machine  is  that  the  gage  is  piYOted  back  of  the  comer  or  edge 
whidi  makes  the  shear  cut^  so  that  it  will  only  form  a  shear  cat  in  one 
position.  The  gages  of  this  patent  are  pivoted  to  the  table  at  or  near 
their  inner  end  instead  of  being  loosely  supported.  The  specification 
states  that  the  machine—- 

wfll  cut  miten  on  wood  In  any  shape  from  an  angle  to  directly  aoioes  the  grain  of 
the  wood. 

It  fhrther  appears  that  in  June,  1879,  the  complainant  obtained  a 
patent  for  an  improved  miteringmachine  called  a  ^  trimmer,"  which  had 
the  same  general  features  as  those  already  referred  to,  but  was  defect- 
ive in  not  having  a  gage  that  would  make  a  shear  cut  with  the  knife 
at  different  angles.  While  these  prior  patents  differed  in  mechanical 
eonstruetion,  details,  and  operations — some  having  the  bed  instead  of 
the  gage  adjustable;  some  having  the  gage  adjustable  and  by  different 
devices;  some  having  the  gage  ^  pivoted  that  its  inner  edge  would 
make  a  shear  cut  with  the  knife  at  any  angle;  some  with  the  gage  so 
pivoted  or  arranged  that  it  would  make  a  shear  cut  with  the  knife  in 
only  one  position;  some  making  the  adjustment  of  the  gage  with  one 
set-screw,  others  with  two  set-screws:  some  with  the  gage  supported 
at  both  the  upi)er  and  lower  ends,  and  others  with  the  gage  supported 
at  only  the  lower  end;  some  with  saw  and  plane  cutting-tools,  others 
with  knives  set  in  different  ways  and  in  different  relations  to  other 
parts  of  the  machine,  and  some  esi)ecially  adapted  to  one  purpose, 
odiars  for  different  purposes — ^there  is  found  in  all  of  them  the  same  gen- 
eral idea  of  principle  and  substantially  the  same  elements  in  combina- 
tion as  shown  in  the  patent  sued  on.  It  may  be  true,  as  claimed,  that 
eomplainanl^s  machine  is  sui»erior  to  prior  devices  in  the  smoothness 
of  its  cat  and  in  leaving  less  of  ragged  and  broken  edges  of  the  wood 
operated  on;  but  the  question  is  whether,  in  view  of  what  is  disclosed 
in  the  previous  machines,  it  can  be  properly  said  that  his  machine  or 
combination  constitutes  such  a  substantial  advance  or  improvement 
over  prior  devices  as  involves  invention  and  will  entitle  him  to  a  pat- 
ent therefor. 

It  is  well  eettlcd  that  not  every  improvement  in  an  article  ia  patentable.  The 
tect  is  that  the  improvenient  mast  be  the  prod  action  of  an  original  conception.  A 
mere  carrying  forward  or  more  extended  application  of  an  original  idea— a  mere 
fanproyeaient  in  degree— is  not  an  inrention. 

(Burt  V.  Evary^  C.  D.,  1890,  245;  60  O.  G.,  1294;  133  IT.  8.,  358;  10 
Sup.  Ct.  Eep.,  394;  Smith  v.  yicholSy  21  WaU.,  112-119;  Howe  Mack. 
09. T.  JTolUNial  Needle  Co^  G.  D.,  1890,  281;  51  O.  O.,  475;  134  U.  8., 
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397;  10  Sup.  Gt  Bep.,  570;  Ansonia  Bran  and  Copper  Oo.y.  Eleetricdl 
Supply  Co.,  C. D.,  1802, 313;  58  O.  G.,  1002;  144  U.  8.,  11-10;  12  Sup.  Ct. 
liep.,  601;  ContoUdated  BollerMiU  Co.  v.  Wulkery  G.  D.,  1891,  310;  54 
O.  G.,  1415;  138  U.  S^  124;  11  Sap.  Gt  Bep.,  202.) 

«  A  shear  cut,"  as  complaiDftnt  understands  it,  is  ^<a  cat  that  is  made 
by  at  least  one  catting-edge  against  some  kind  of  a  support,"  while  <*  a 
draw  oat"  is  made  with  a  knife  inclined  to  the  plane  of  motion.  It 
▼as  customary,  as  he  explains,  in  pattern-making  with  plane  in  differ- 
ent positions,  to  ase  a  piece  of  hard  wood  as  sach  support  ftyr  the  end 
of  the  wood  last  acted  upon  to  prevent  its  edge  from  breaking  or  beings 
left  ragged;  The  gage  was  employed  in  mitering-machines,  or  many 
of  them,  not  only  to  determine  the  angle  of  cut,  but  to  fturnish  the  edge 
support,  which  with  cutting  device  would  produce  the  shear  cut  Now, 
what  the  complainant  did  was  to  so  locate  his  gages  that  the  edges 
thereof  (marked  e)  should  be  in  proximity  to  the  plane  of  movement 
of  the  cutting- knives  and  form  an  unchanged  center  in  the  adjustment 
of  the  gages,  whose  edges  were  provided  with  lateral  support  in  the 
shape  of  posts  at  the  ends  of  the  frame  to  sustain  the  gage  against  the 
cutting  action  of  the  knife.  At  their  upper  ends  the  gages  have  a  cut- 
away portion  terminating  in  a  curved  arm  over  the  upper  part  of  the 
firame,  said  curved  arm  having  a  semicircular  bearing-face,  which  is  in 
bearing  contact  with  a  projection  on  the  cross-bar  of  the  fromej  thereby 
preventing  the  upper  end  or  edge  of  the  gage  from  moving  into  the 
line  or  plane  of  the  knife's  movement,  while  permitting  some  degree  of 
motion  in  the  other  direction.  These  mechanical  changes  suggested, 
if  not  actually  shown,  in  prior  machines  (whether  covered  by  the  speci- 
fications and  claims  thereof  is  not  material)  do  not  rise  to  the  dignity 
of  invention* 

The  large  sales  of  complainant^s  machine  (about  two  thousand  £6ar 
hundred  of  them  having  been  sold  from  the  beginning  of  1886  to  the 
middle  of  1890)  is  relied  on  as  strong  evidence  of  the  validity  of  the 
patent.  It  is  true  that  such  extensive  public  use,  superseding  other 
similar  devices,  is  evidence  more  or  less  cogent  of  value  and  useftil- 
ness. 

It  is  not  oonolatiTe  of  that,  mooh  leit  of  its  pfttent»blo  norelty.  (MeCUUmy.  OrU 
mawer,  C.  D.,  1S91,  5S2;  57  O.  G.,  1U9;  141  U.  8.,  428, 429;  12  Snp.  Ct.  Rep.,  76.) 

Complainant  was  active  and  energetic  in  pressing  the  sale  of  his 
machine  by  means  of  circulars  and  traveling  agents,  the  latter  drum, 
ming  for  it  in  thirteen  States.  Under  such  circumstances  extensive 
sales  constitute  little  or  no  evidence  or  test  of  patentability,  as  is 
clearly  explained  by  Mr.  Justice  Brown  in  delivering  the  opinion  of 
the  court  in  MoOlain  v.  Ortma^er  (0.  D.,  1891, 532;  57  O.  G.,  1129^  141 
U.  S.,  427-429;  12  Sup.  Ot  Bep.,  78,  79.)  In  our  opinion  the  Howard, 
Aiken,  Jones,  Nichols,  and  Lennartson  devices  above  referred  to 
present  substantially  the  same  elements  in  combination  as  those  ocm* 
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tained  in  complainant's  machine,  and  oar  oonclasiou  is  that  the  latter 
is  wanttngr  in  patentable  novelty. 

Bat  if  the  complainant's  device  constitnted  a  patentable  invention  it 
is  clearly — 

ooe  in  a  series  of  improvements,  aU  having  the  some  general  object  and  pnrpose; 
and  that  in  conatniing  the  claims  of  his  patent  they  most  be  restricted  to  the  pre- 
cise form  and  arrangement  of  parts  described  in  his  specifications  aud  to  the  purpose 
indicated  therein.  (Bragg  v.  Flick,  C.  D.,  1887,  338;  89  O.  6.,  829;  121 U.  S.,  488; 
7  Sap.  Ct.  Bep.,  978;  PlunUx  Cutter  Co,  ▼.  SpUgel,  C.  D.,  1890,  266;  50  O.  0.',  1591; 
133  U.  8.,  800,  369;  10  Snp.  Ct.  Bep.,  409.) 

The  rejected  and  abandoned  claims  nnder  both  the  original  imd  reissne 
application  would  require  this  restricted  construction  and  limitation. 
Oomplainanfs  expert  was  asked  in  cross-examination  (question  36)  how 
a  r^eeted  claim  of  the  original  application  differed  from  the  first  claim 
of  Che  reissue  patent,  and  his  reply  was: 

In  not  speoliying  two  independent  bearings  for  the  inner  end  of  the  gage  and  in 
not  liftTing  the  olanse  "  the  bearings  being  in  different  directions.'' 

These  dauses  or  specific  descriptions  of  the  bearings  were  required 
to  be  inserted  before  the  first  claim  of  the  reissue  would  be  allowed  by 
the  Patent  Office.  By  force  of  the  words  <<  substantially  as  described," 
found  in  each  of  the  three  claims  of  the  reissue  involved  in  this  suit  there 
must  be  read  into  each  of  said  claims  [She^rd  v.  Carrigan^  0.  D.,  188G, 
US;  34  O.  O.,  1157 ;  116  U.  S.,  598;  6  Sup.  Ot.  Bep.,  493)  thatportion  of  the 
specification  showing  that  ^<  the  two  independent  bearings'^  referred  to 
were  the  bearings  against  the  iK>sts  at  the  ends  of  the  frame,  and  the  pro- 
jection/ on  the  upper  part  of  the  frame,  against  which  the  curved  arm  of 
the  gage  rested,  said  bearings  being  at  right  angles  to  each  other  or 
<^in  different  directions."  The  three  claims  are  thus  substantially  the 
same.  The  defendants'  machine  does  not  adopt  the  form  and  arrange- 
ments of  parts  described  Iq  complainant's  specification  and  covered  by 
his  daims.  Their  gage  is  suppoited  or  secnred  by  pivots  concentric 
with  the  inner  edge  of  the  gage  and  having  circular  bearings.  It  has 
no  end  posts  furnishing  or  serving  as  a  lateral  Rnpi>ort  at  the  upper 
and  lower  parts  of  the  front  edge  to  sustain  the  gwge  against  the  cut- 
tang  action  of  the  knife;  neither  has  it  the  projection  upon  the  upx>er 
part  of  the  frame  which  forms  the  rest  or  support  of  complainant's  upper 
bearing.  There  are  other  particulars  in  which  they  differ,  as  explained 
by  defendants'  expert,  whose  testimony  is  direct  and  convincing  that 
there  is  no  infringement.  He  has  shown  to  our  satisfaction,  in  view  of 
the  prior  state  of  the  art  and  of  what  oc<'urred  u|)on  the  original  and 
reissue  applications,  that  if  complainant's  claims  should  receive  such 
eonstmction  as  would  cover  defendants' machine  then  itwasiciewly 
anticipated  in  the  prior  devices  already  referred  to;  that  if  valid  under 
a  narrow  and  restricted  constrnetion  which  would  limit  the  patent  to 
the  specific  device  described  in  the  specification  then  it  is  not  infringed 
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by  defendants*  Oar  (^onciasions,  however^  are  tbat  the  cotnplninnnrs 
patent  is  wauting  in  patentable  novelty,  and,  furthermore,  that  if  valid 
to  any  extent  it  ie  not  infringed  by  the  defendants'  maohiue. 

It  follows  that  the  judgment  of  the  lower  oonrt  shoold  be,  and  the 
same  iSy  affirmed. 


[SapnoM  Conrl  of  th«  tJaited  states.) 

Botes  v.  Goupifi  bt  ai«. 

2>MkM  December  29, 189$. 
e2  0.0.,81S. 

L  fioTsa— IimKiirosMEiri^PROOBfls  of  Prxpabikg  RAwmni  voa  BBi^Tiiro. 

Letton  Patent  No.  149654,  to  Herman  Boyer,  AprU  31, 1874,  for  an  improve- 
ment in  the  mode  of  preparing  rawhide  fur  belting,  EM  limited  strictly  to  the 
process  as  deeeribed  in  the  speoifloation  and  not  inMnged  by  defendants. 

2.  Same— €0N8TBUCTi0N  of  Pbocbss  Claim. 

Where  the  claim  is  for  "the  treatment  of  the  prepared  rawhide  in  the  manner 
and  for  the  purposes  set  forth  **  and  the  process  as  described  comprehends  ^  the 
removal  of  the  hair  fh>m  the  hide  by  means  of  sweating,''  and  farther  avers  that 
the  patentee  avoids  ''the  nse  of  lime,  acid,  or  alkaU/'  a  treatmeot  whioh  omita 
the  "  sweating"  bat  uses  the  "liming "  process  is  not  an  infHngement. 

8.  Patentbs  18  Held  to  the  Limitatioms  Undbb  Which  He  Takes  His  Patemt. 
Where  a  patentee,  on  the  rejection  of  his  application,  inserts  in  his  speoifioa- ' 
tion  limitations  and  restrictions  for  the  purpose  of  obtaining  his  patent,  he  can- 
not, alter  he  has  obtained  it,  claim  that  it  shaU  be  constnied  as  it  would  have 
been  if  each  limitations  and  eonatraotioBS  were  not  contained  in  it. 

Appbal  from  the  Girenit  Court  of  the  United  States  &r  the  District 
of  Massachusetts. 

Mr.  M.  A.  WheaUm  for  the  appellant 
Mr.  W.  H.  Thurston  for  the  appellees. 

Mr.  Justice  Blatchfobd  delivered  the  opinion  of  the  ooort 
This  is  a  suit  in  equity  brought  in  the  Oirouit  Court  of  the  United 
States  for  the  District  of  Massachusetts  by  Herman  Boyer  agaii^it 
William  Coupe  and  Edwin  A.  Burgess,  copartners  under  the  name  of 
William  Coupe  &  Co.,  founded  on  the  infringement  of  Letters  Patent 
No.  149,954,  granted  April  21, 1874,  to  the  plaintifT,  as  inventor,  fiur  an 
^<  improvement  in  the  modes  of  preparing  rawhide  for  belting,''  on  an 
application  filed  December  31, 1872. 
The  8i>ecification  of  the  patent  is  as  follows: 

After  the  removal  of  the  hair  from  the  hide  by  means  of  sweating— a  pioeess 
familiar  to  every  tanner— the  hide  is  dried  perfectly  hard.  Then  it  Ib  inserted  ia 
water  for  ten  to  iiftoen  minutes,  long  enough  to  lose  its  extreme  stiihiess.  In  this 
condition  the  process  of  fhlllng  is  commenced.  This  may  be  done  in  a  machine  con- 
structed for  this  purpose  and  patented  by  me  May  12, 1868,  under  No.  77,920.  Before 
the  hide  Is  passed  into  the  machine  the  second  time  it  is  staffed  with  amixtore  of 
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twenty  psrU  taDow,  two  purti  wood-t«r,  and  one  part  loein.  Aboat  two  poimii  of 
this  mixture  is  pnt  on  a  steer  hide  in  a  warm  Uqnid  state  with  a  brash.  After  the 
hide  leaTee  the  maehine  the  seoond  time,  it  is  ready  for  the  next  operation.  It  is 
then  molatened  with  water  fonr  or  five  times  daring  the  day.  The  next  day  it  U 
stoetciMd  and  eat  into  pieoee  saitable  Ibr  belting.  For  pnrposes  of  laeing  the  thinnest 
Mdea  aie  selected,  and  after  they  hare  gone  throog h  the  same  mode  of  treatment  as 
hldeo  Ibr  belting,  they  are  shayed,  oiled,  and  hong  np  to  get  perfectly  dry,  when 
the  hide  is  ent  into  strings.  In  order  to  more  ftdly  understand  my  mode  of  preparing 
hidM  I  aroid  the  nse  of  lime,  acid,  or  aUcali,  for  Jast  to  the  amoont  a  hide  is  impreg- 
nsled  with  each  snbstanees  it  saifers  in  its  tensile  strength  and  toaghness;  a  slow 
bnt  eoBslant  diisolntion  is  going  on  with  hides  so  impregnated.  If  the  effects  .of 
the  ateeaaid  snbstanees  are  in  some  way  nentraliaed,  which  most  be  a  chemical  one, 
the  bide  anifors  again  in  this  process.  The  power  to  reslit  abrasion,  and  the  extreme 
tensile  strength  for  which  pare  rawhide  is  noted,  are  irreparably  lost.  [I  am  aware 
timt  hides  and  skins  have  been  prepared  by  a  falling  or  bending  operation  to  render 
them  pliable^  bat  this  mode  alone  does  not  answer  for  the  preparation  of  machine 
bells  and  lacing.  It  is  nectary  to  make  nse  of  a  preparation  sabstantially  snch  as 
bsAMra  deeeribed  to  render  the  rawhide  fit  for  nse  and  dorable.]  The  tallow  has  the 
effsei  of  imparting  a  high  degree  of  elasticity  and  keeps  the  moisture.  The  wood- 
tar  pagrents  dogs,  eats,  mice,  Termin,  ete.,  from  attacking  the  hide,  at  the  same  time 
eaasing  the  tallow  to  enter  the  hide  quickly  and  thoroughly.  The  rosin  gives  the 
beltiBg  a  certain  soUdity  and  glossy  appearance,  and  aasiBts  also  in  preventing  aui* 
mala  and  vermin  ftom  attacking  the  belting.  Belts  and  laeing  made  of  such  pre- 
pared hide  are  in  all  rsapeots  stronger,  mors  lasting,  and  cheaper  than  those  made 
from  common  leather. 

The  daim  ig  as  foUovs: 

Tbe  treatment  of  the  prepared  rawhide  in  the  manner  and  for  the  purposes  set 
forth. 

The  bill  of  OMnplainf  is  in  the  usual  ftorm.  The  answer  sets  np  want 
of  novelty  and  non-infringement  It  also  avers  that  the  proeess  set 
fsrth  in  the  patent  is  composed  of  a  series  of  steps,  consisting  of  (1) 
the  removal  of  the  hair  ftom  the  hide  by  means  of  sweating;  (2)  drying 
the  hide  perfectly  hard;  (3)  then  softening  the  hide  slightly  by  soaking 
in  water;  (4)  fhlling  the  hide;  (5)  staffing  the  hide  with  twenty  parts  of 
tallow,  two  parts  of  wood-tar,  and  one  part  of  rosin;  (6)  falling  the 
hide  a  second  time;  (7)  repeated  moistenings  with  water,  and  (8) 
stretching  and  catting  into  belting.  It  avers  that  the  sapposed  impor- 
tuiee  of  the  plaintiiTs  alleged  invention  is  the  avoidance  of  the  nse  of 
hme,  acid,  or  akali  in  the  treatment  of  the  hides,  and  the  conseqnent 
avoidance  of  the  nse  of  any  chemical  agmits  to  neatralise  the  action  of 
soch  lime,  add,  or  alkali ;  that  the  process  employed  by  the  defendants 
is  sabstantially  different  from  that  of  the  patent;  that  the  process  of 
removing  the  hair  by  sweating  the  hide  was  known  and  practiced  long 
before  the  supposed  invention  of  the  plaintiff;  that  the  process  of  fhll- 
ing  hides  is  indispensable,  and  has  been  practiced  ever  since  the  artot 
tanning  and  caring  hides  was  known;  that  the  process  of  staffing 
hides  with  tallow  and  greasy  snbstanees,  and  with  varioas  admixtares 
of  resinoas  snbstanees,  tallow,  and  other  materials,  had  been  known 
froflu  the  earliest  days  of  the  art  of  mannfactnring  leather,  and  that  a 
patent  was  granted  to  the  defendant,  William  Coape  (No.  182,106,) 
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September  12, 1876,  for  an  improvement  in  the  manufacture  of  raw- 
bide,  under  whicb  tbe  defendants  carry  on  tbeir  manofactare,  and 
make  a  different  product  from  tbat  produced  by  the  process  of  the 
plaintiff's  patent.  Issue  was  joined,  proofe  were  taken,  and  the  circuit 
court  entered  a  decree,  in  March,  1889,  dismissing  the  bill,  with  costs. 
The  plaintiff  has  appealed  to  this  Court. 

The  opinion  of  the  Circuit  Court  is  reported  in  38  Federal  Beporter^ 
113,  It  held  that  the  process  of  the  patent  consisted  of  the  series  of 
eight  steps  above  set  forth  in  the  answer.  It  considered  the  questions 
whether  the  claim  was  intended  to  cover  all,  or  only  a  part,  of  the 
eight  successive  steps;  and  whether  it  meant  the  method  of  preparing 
rawhide  in  the  manner  set  forth,  or  whether  the  words  in  the  claim, 
<< prepared  rawhide"  signified  a  hide  which  had  been  subjected  to  oae 
or  more  of  the  eight  steps  and  the  claim  was  limited  to  the  subsequent 
Btei)8  of  the  process.  The  Court  went  on  to  say  that  that  inquiry  was 
important  because,  if  the  claim  covered  all  of  the  eight  steps,  the 
defendants  did  not  infHnge  it,  for  the  reason  that  they  did  not  use  the 
first  step  of  the  process,  namely  the  removal  of  the  hair  from  the  hide 
by  means  of  sweating,  they  making  use,  for  that  purpose,  of  the  lim- 
ing process,  which  the  plaintiff  stated  in  his  specification  must  be 
avoided.  The  Court  held  that  the  claim  covered  and  was  intended  to 
cover,  the  whole  treatment  described  by  the  plaintiff,  and  not  a  part  of 
that  treatment ;  that  the  claim  meant  the  same  as  if  it  read  *^  the  method 
of  preparing  rawhide  in  the  manner  set  forth  f  and  that  the  words  ^<  pre* 
pared  rawhide ''  meant  the  finished  product,  and  not  the  hides  subjected 
to  one  or  more  of  the  steps  of  the  process  described.  The  Court  then 
referred  to  the  contents  of  the  file- wrapper  of  the  case  in  the  Patent 
Office,  as  throwing  Jight  upon  the  real  scope  of  the  patent. 

The  specification,  as  originally  filed,  contained,  in  its  descriptive 
part,  substantially  the  same  description  as  the  patent  when  issued; 
but  the  claim  originally  made  was  in  these  words: 

The  use  of  a  mixture  of  wood-tar,  rosin,  and  taMow,  applied  to  hides  made  into 
leather  by  a  meoha&ical  prooess,  substantially  as  and  for  the  purpose  hereinbefore 
set  forth. 

The  application  was  rejected  January  4, 1873,  on  the  ground  that  the 
combination  of  ingredients  set  forth,  that  is,  wood-tar,  rosin,  and  tal- 
low, had  been  applied  to  leather  for  similar  purposes,  as  shown  in  a 
patent  and  a  rejected  api>lication  referred  to.  On  June  10,  1873,  the 
specification  was  amended  by  inserting  the  two  sentences  which  are 
contained  in  brackets  in  the  specification  as  hereinbefore  set  forth,  the 
claim  was  erased,  and  the  following  two  claims  were  inserted  in  its 
place: 

1.  llie  mode  herein  specified  of  preparing  rawhides  for  machine  belts,  lacing,  or 
ropes  by  the  fulling  or  bending  operation  and  the  preserving  mixture,  sabetantiaUy 
as  set  forth. 

2.  A  belt  or  rope  of  rawhide  prepared  in  the  manner  and  with  the  materials  apeei- 
flied,  as  a  new  article  of  manufacture.  ^ 


DECISIONS  OF  U.  8.  COURTS  IN  PATENT  CASES.  157 

The  application  was  again  r^ected,  Jane  16^  1873^  iu  a  comuiiiuica- 
tion  from  the  Patent  OfQcei  which  stated  that  the  only  feature  of 
novelty  presented  which  was  not  embraced  in  a  patent  granted  May 
12y  1868,  to  Herman  Boyer  and  Louis  Boyer,  No.  77,920,  for  an  improved 
machine  for  treating  hides,  was  tibe  addition  to  the  compound  of  tar 
and  rosiiif  as  ingredients  for  preserving  leather;  and  reference  was 
made  to  another  prior  patent,  granted  to  another  person,  a8  embrac- 
ing snch  ingredients;  and  it  was  stated  tbat  the  use  of  the  compound 
daimed  by  the  plaintiff  in  the  manutacturing  process  would  not  leave 
a  distinguishable  feature  in  the  article  when  placed  upon  the  market 

The  patent  of  May  12, 1868,  thus  referred  to,  is  the  same  patent  of 
that  date  mentioned  in  the  specification  of  the  patent  now  in  suit. 
The  specification  of  No.  77,920  says: 

The  nature  of  oar  inyention  is  to  proTide  an  improyed  meehine  for  converting 
xswhideB  into  leather,  of  that  oUms  which  i«  need  for  belting,  lacings,  and  other  par- 
poses  where  it  is  necessary  to  preserve  the  native  strength  and  tonghness  without 
destroying  or  imparing  the  natural  fibers  or  grain  of  the  leather. 

In  order  to  accomplish  our  object,  we  employ  a  machine  mounted  on  a  suitable 
frame,  having  a  verftical  slotted  shaft,  to  which  is  attached,  at  its  base,  a  beveled 
wheel  between  two  beveled  pinions  upon  a  horizontal  shaft.  Aroand  the  vertical 
shaft  is  placed  a  row  of  vertical  pins  or  roUers,  held  in  place  by  upper  and  lower 
rings,  one  of  which  is  firmly  bolted  to  the  frame.  An  iron  weight  or  press  is  em- 
ployed for  crowding  the  coil  of  hide  down  after  it  has  received  the  forward  and 
VaA  aotion  aroand  the  shaft. 

The  specification  deucribes  the  operation  of  the  machine  as  being,  that 
the  end  of  the  rawhide,  after  it  has  been  deprived  of  the  hair,  is  intro- 
duced into  a  slot  in  the  vertical  shaft,  and  set-screws  are  turned  against 
it,  when  motion  is  imparted  to  the  machine,  and  the  hide  is  wound  tightly 
around  the  shaft;  that,  when  this  is  accomplished,  and  suflBicient  time 
has  elapsed,  the  shaft  is  slowly  reversed  by  throwing  a  second  beveled 
pinion  into  gear,  when  the  hide  commences  to  uncoil  or  double  back  firom 
the  shaft,  which,  with  the  folding  back  and  pressing  against  vertical 
pins  or  rollers,  produces  the  desired  result  of  stretching  in  one  way  and 
compressing,  corrugating,  or  roughing  in  the  opposite  direction.  The 
specification  fhrther  says: 

The  hide  so  operated  apon  is  then  treated  with  oil  and  tallow  in  the  usual  way. 

The  process  of  the  machine  of  Patent  No.  77,920  is  called,  in  the  sped, 
fication  of  No.  149,954,  <<the  process  of  fuDing." 

In  a  communication  from  Beyer's  attorney  to  the  Patent  Offtce,  of 
October  9, 1873,  it  is  stated  that  the  material  prepared  according  to  the 
plan  of  Boyer,  set  forth  in  his  appli<*ation  for  No.  149,954,  is  a  superior 
article;  that  the  use  of  tallow  and  tar  upon  leather  was  old,  but  rawhide 
Allied  was  not  leather;  and  that  the  materials  named  acted  with  the 
rawhide  very  difierentiy  from  what  they  did  with  leather.  The  same 
communication  erased thesecond  claim,  introduced  JunelO,  1873,  namely : 

3.  A  belt  or  rope  of  rawhide  preparoil  in  the  manner  and  with  the  mi^t^riiilM  spec!- 
Aid,  M  a  aew  article  of  manuflsetare.  gitized  by  GoO^ 
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In  respoDse  to  that  letter,  the  Patent  Office,  on  October  17,  1873, 
informed  Boyer  that  iDdependently  of  the  process  set  forth  in  Patent 
No.  77,920,  <<for  which  protection  has  already  been  granted,"  a  claim 
for  the  treatmentof  rawhidein  the  manner  described  in  tlie  specification 
then  pending  might  receive  favorable  consideration,  and  that  the  body 
of  the  specification  should  be  amended  with  the  view  of  presenting  a 
daira  of  the  character  referred  to.  On  the  29th  of  October,  1873,  lioyer 
amended  his  specification  in  certain  particulars,  erased  the  remaining 
olaim,  and  inserted  the  claim  contained  in  the  patent  as  issued.  On  the 
12th  of  November,  1873,  in  compliance  with  the  suggestion  of  the  Patent 
Office,  Boyer  further  amended  his  specification,  and  the  patent  was 
issued,  the  final  fee  not  having  been  paid  until  April  16, 1874. 

The  opinion  of  the  Circuit  Court  states,  that  on  June  10, 1873,  as 
appeared  by  the  file- wrapper  and  contents,  the  plaintiff  sought  to  limit 
his  claim  to  a  method  of  preparing  rawhide  for  bolting  by  the  fulling 
and  bending  operation  and  the  preserving  mixture;  that  that  claim 
was  r^ected,  and  he  acquiesced  in  the  decision;  that  the  Patent  Offiee 
intimated  that  a  daim  for  the  treatment  of  rawhide  in  the  mode 
described  in  his  patent  might  be  allowed;  that  the  plaintiff  accord- 
ingly amended  his  specification  and  claim  in  confonnity  with  that  sug- 
gestion, and  the  patent  was  consequently  granted;  that  in  view  of  the 
prior  state  of  the  art,  the  plaintiff  was  not  entitled  to  a  broad  daim 
fbr  a  process  which  should  embrace  only  the  fulling  and  bending  opera- 
tion and  the  preserving  mixture  composed  of  tallow,  tar,  and  rosin,  for 
both  of  these  things,  as  applied  to  converting  hides  into  leather,  were 
old;  that  it  followed  that  the  only  subject-matter  of  invention  which 
the  plaintiff  could  properly  claim  was  the  whole  process  described  in 
his  patent,  comprising  the  different  steps  therein  set  forth;  that  the 
most  that  could  be  said  of  the  plaintifTs  patent  was  that  it  was  for  an 
improved  process;  that,  in  that  view,  it  must  be  shown  that  the  defend- 
ants used  all  the  different  steps  of  that  process,  or  there  could  be  no 
inlHngement;  that  the  defendants  did  not  use  the  sweating  process, 
which  was  the  first  step  In  the  plaintifTs  treatment,  and  therefore  did 
not  infringe;  that  the  patent  had  been  construed  by  Judge  Drum- 
mond,  in  the  Circuit  Court  of  the  United  States  for  the  Northern  Dis- 
trict of  Illinois,  in  Boffer  v.  Ckieago  Manufaetunmg  Co.,  (20  Fed.  Bep., 
833,)  in  which  it  was  said: 

If  this  is  a  valid  {Mtent  for  a  proceM,  it  mnat  be  limited  to  the  precise,  or,  oer- 
talnly,  anbatanttal,  description  which  has  Iteen  given  in  the  npeeiflestions;  and,  in 
order  to  eonstitnte  an  inftringement  of  that  process  a  person  must  be  shown  to  ha.v» 
foHowed  substantially  the  same  process,  the  same  mode  of  reaching  the  rasolt  as  is 
described  in  the  speciftoations; 

that  the  court  agreed  with  that  condusioii;  that,  if  the  contention  of 
the  oounsel  for  the  plaintiff  were  correct,  that  the  plaintiff  had  invented 
an  entirely  new  process,  which  had  revolutionized  the  art  of  preparing 
rawhide  for  belting  and  other  purposes,  it  might  be  that  the  ooort 
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ought  to  give  that  broad  constniction  to  the  patent  which  was  Jastlfied 
m  the  cftse  of  a  foandation  patent;  but  that  when,  as  in  thia  ease,  all 
the  snbstantiai  steps  in  the  process  were  old,  the  utmost  that  the 
pUuntiff  was  entitled  to  was  protection  against  those  who  used,  in  sub- 
stance, his  precise  process. 

We  are  of  opinion  that  the  views  set  forth  by  the  Circuit  Court  are 
soandy  and  that  the  decree  must  be  affirmed.  The  words  in  the  claim, 
*^  prepared  rawhide,"  refer  to  the  completed  article  as  prepared  for  final 
tse  by  tlie  treatment  set  forth  in  the  specification;  and  the  claim  is 
one  for  the  treatment  or  process  by  which  rawhide  is  put  into  the  con- 
dition resnlting  from  the  treatment  it  receives  by  the  entire  process 
applied  to  it.  After  the  hair  is  removed  from  the  hide  by  the  process 
of  sweating,  and  it  has  afterward  lost  its  stiffness  by  being  inserted  in 
water,  it  is  subjected  to  '<  the  process  of  fulling,"  with  a  mixture  of 
tallow,  wood- tar,  and  rosin  applied  to  it  The  specification  states,  in 
substance,  that  Boyer^s  mode  of  ^<  preparing  hides  "  comprehends,  as  a 
partiif  such  mode,  the  sweating  of  the  hides,  because  the  specification 
states  that  in  such  mode  of  *'  preparing  hides  "  he  avoids  <<  the  use  of 
lime,  acid,  or  alkali."  Therefore,  the  sweating  must  necessarily  be 
included  as  a  part  of  the  preparation  ^<  of  the  prepared  rawhide  "  men- 
tioned in  the  claim,  and  therefore  is  a  part  of  '<  the  treatment"  claimed. 

The  plaintiff  contends  that  the  treatment  covered  by  the  claim  con- 
sists only  in  subjecting  rawhide  to  a  fiilling  process,  and  at  the  same 
time,  by  the  same  mechanical  action,  working  into  it  the  stuffing  com- 
posed of  tar,  rosin,  and  tallow,  and  that  he  was  the  first  to  manufacture 
rawhides  into  a  new  article  of  commerce  called  <' fulled  rawhide." 

If  the  plaintiff  did  make  such  an  invention,  and  was  entitled  to  claim 
a  patent  for  it,  he  has  failed  to  secure  such  a  patent  On  June  10, 1873, 
he  put  in  a  claim  to  the  mode  of  preparing  rawhides  by  the  fnlling  opera- 
tion and  the  preserving  mixture.  That  claim  was  rejected  by  the  Pat- 
ent Office,  and  he  withdrew  it  on  October  29, 1873.  Nor  can  he,  under 
the  present  patent,  claim  as  a  new  article  of  manufacture  the  rawhide 
thus  prepared ;  for  he  made  that  claim  on  June  10, 1873,  it  was  rejected, 
and  he  struck  it  out  on  October  9, 1873. 

It  is  well  settled,  by  numerous  cases  in  this  Court,  that  under  such 
circumstances  a  patentee  cannot  successfully  contend  that  his  patent 
shall  be  construed  as  if  it  still  contained  the  claims  which  were  so 
rejected  and  withdrawn.  (Roemerv,  Peddie^  C.  D.,  1889, 686;  49  O.  G., 
2151 ;  132  U.  S.,  313, 317,  and  cases  there  cited.)  Tlie  principle  thus  laid 
down  is,  that  where  a  patentee,  on  the  rejection  of  his  application,  inserts 
in  his  specification,  in  consequence,  limitations  and  restrictions  for  the 
purpose  of  obtaining  his  patent,  he  cannot,  after  he  has  obtained  it,  claim 
that  it  shall  be  construed  as  it  would  have  been  construed  if  such  limi- 
tations and  restrictions  were  not  contained  in  it  See  also  Fhctnix  Cos- 
ier Co.  V.  api^ely  {0.  D.,  1890, 206;  50  O.  G.,  1591 ;  130  U.  S.,  360,  368,) 
rofe  LoA  Co.  V.  Berkshire  Bank^  (C,  P.,  1890,  347;  51 0,  G.,  1291;  136 
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U.  S.,  342,  379,)  Dobson  v.  LeeSy  (C.  D.,  1890,  669;  53  O.  G.,  1740;  137 
•U.  S.,  258,  265.) 

Tbe  present  patent  \ra8  nnder  consideration  in  Bayer  v.  Schultg  Belt- 
ing Co.,  (0.  D.,  1890,  224;  50  O.  G.,  558;  40  Fed.  Rep.  158,)  in  October, 
1889,  in  the  Circuit  Court  of  the  United  States  for  the  Eastern  District 
of  Missouri,  where  Judge  Thayer  took  the  same  view  of  it  that  was  taken 
by  Jugde  Colt  in  the  present  case,  and  held  that  the  claim  of  the  patent 
did  not  cover  broadly  the  method  of  making  belting-leather  by  stuffing 
the  rawhide  by  means  of  a  fulliug-machine,  with  a  mixture  composed 
of  tallow,  trood-tar,  and  rosin,  and  that,  as  the  defendants  in  that  case 
did  not  use  the  sweating  process,  but  used  the  liming  process,  they  did 
not  infringe.  Judge  Tliayer  gave  much  force  to  the  proceedings  in  the 
Patent  Office,  as  showing  that  Soyer  modified  his  claim,  which  was  so 
worded  as  to  cover  the  stuffing  process  with  the  preserving  mixture, 
and  put  his  claim  into  its  present  form,  solely  in  view  of  a  communica- 
tion from  the  Patent  Office  to  the  effect  that  the  whole  method  described 
by  him  of  making  belting-leather  out  of  green  hides  might  be  patent- 
able, thus  indicating  the  extent  of  the  monopoly  intended  to  be  granted. 

As  the  defendants  in  the  present  case  do  not  use  the  sweating  proo- 
ess,  but  use  the  liming  process,  it  follows,  under  the  proper  constmo- 
tion  of  the  claim  of  the  patent,  that  they  do  not  infringe. 

Decree  affirmed. 


[IT.  S.  Cirooit  Court  of  Appeal*— Thiid  dreoii.] 

National  Cash  Begisteb  Company  et  al.  t^.  Aiobbioaii  Oabh 
BsaisTEB  Company. 

Dtdded  December  iS,  1892, 
62  O.  0.,  449. 

1.  Campbell— Infrinoment-Oash-Rkgisterino  Apparatus. 

The  third  claim  of  Letters  Patent  No.  253,506,  granted  to  Michael  Campbell 
Febroary  14, 1882,  for  improyement  in  cash-registering  apparatns,  Held  Talid 
as  a  broad  claim  for  a  primary  invention  and  infringed  by  appellee's  casih-regia* 
ter. 

2.  Former  Decision. 

The  decision  of  the  Circuit  Court  for  the  District  of  Massaobusetto  in  Nvtimml 
Catk  Register  Cp.  v.  BoaUm  Cask  Indicator  and  Recorder  Co,  (C.  D.,  1890,  306;  61 
O.  G.,  627;  45  Fed.  Rep.,  481-485)  examined  and  not  concurred  in  on  the  gnraiid 
that  it  was  based  upon  an  incorrect  application  of  the  law  of  equivalents  in 
mechanical  combinations. 

8.  Construction  of  Claim. 

The  claim  of  a  patent  for  a  primary  invention  should  be  as  liberally  inter- 
preted as  its  fair  import  will  allow,  to  the  end  that  the  inventor's  conception 
shall  be  justly  protected  to  its  true  extent  and  in  its  broad  and  actual  aeope. 
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L  Same. 

In  snch  a  olaim,  while  it  may  be  true  that  particular  mechanism  is  mentioued, 
it  does  not  necessarily  result  that  the  patentee  intended  to  limit  the  claim  to 
any  apeeial  devices  or  that  the  law  will  so  restrict  it. 

5.  Saxb — Broad  and  Nakrow  Claims. 

Broad  and  narrow  claims  on  the  same  invention  are  not  to  be  so  construed 
aa  to  render  their  expressed  distinctions  meaningless.  The  diatinotion  betweau 
them  must  be  maintaiuedy  that  both  may  be  given  effect. 

6.  Comity  bstwken  Circuit  Courts. 

The  rule  of  comity  as  between  the  circuit  courts  approved ;  but  It  does  not 
apply  as  1)etween  the  circuit  courts  and  the  circuit  courts  of  appeals.  The  lat- 
ter courts,  while  regarding  the  decisions  of  the  circuit  courts  with  sincere  respect, 
are  not  bound  to  follow  them,  but  mnst  base  their  decisions  upon  their  own 
independent  Judgment. 

7.  Combination  of  Ei.kmknts. 

Flds^ng  V.  MeCMUongk  (C.  D.,  1882,  28;  21  O.  O.,  73;  104  U.  S.,  310)  examined 
and  explained.  It  is  not  necessary  in  a  new  combination  of  old  elements  that  each 
element  sUonld  modify  or  change  the  clinracteristic  moile  of  action  or  method  of 
operation  of  the  others,  but  only  that  the  combination  should  produce  a  new  and 
naelhl  resalt  as  the  product  of  the  combination  and  not  a  mere  aggregate  of  several 
nsolta  each  the  complete  result  of  one  of  the  combined  elements.  Where  a  new 
reenlt  is  produced  as  a  product  of  the  combination,  it  is  enough  that  each  ele- 
meat  coDtribntos  to  its  production. 

9.  EQU1VALKNT8.      *' 

In  comparing  the  patented  combination  with  the  defendant's  niac]iino, 
"though  some  of  the  corresponding  parte  of  the  machinery  are  not  the  same, 
and,' separately  eoDtidered,  could  not  be  regarded  as  identical  or  cun dieting, 
yet,  having  the  same  purpose  in  the  combination  and  effecting  that  purpose  in 
snbatantially  the  same  manner,  they  are  the  equivalents  of  each  other  in  that 
regard." 

Appeal  from  the  Oircait  Gonrt  of  the  United  States  for  the  Eastern 
District  of  Pennsylvania. 

jlfr.  JSdicard  Rector  and  Mr.  Lysmider  Hill  for  the  appellants. 

Mr.  Ernest  Howard  Hunter  and  Mr.  John  R.  Benmtt  tor  the  appellee. 

Before  Dallas,  Walbs,  and  Buffington,  Judges. 

Dallas,  J.: 

This  is  an  apiieal  from  a  decree  dismissinji:  a  bill  for  alleged  infringe- 
nioiit  of  Pntt'iit  No.  2.53,500,  for  »ii  imi)roveiiiciit  in  caabroijisteriiip; 
appanitus,  gnuited  to  Micliael  Campbell  and  dated  February  14,  1882. 
The  only  claim  involved  is: 

3.  In  a  cnsh-reiristcring  apparatus,  a  series  of  keys  to  desi^nte  certain  amounts, 
•omliinod  with  the  drawer,  tlie  drawor-holdor  D,  mediately  conniM-ted  witli  saitl 
key^  and  thr  spring  to  throw  the  drawer  open  wln'U  n*lea8ed  by  the  drnwer-holder, 
labntant tally  as  <lescribed. 

The  defeiisOj$  are  that  this  elaiiii  is  invalid  and  that  even  if  valid  it  is 

not  iiifringetl.    It  is  insisted  that  it  discloses  no  patentsiblc  invention 

wbiiteverf  but  that  if  it  should  bo  suslaiiu^d,  and  iis  for  a  rombination, 

Um)  apiM'Uee's  machine  would  not  be  an  iuMugcment,  because  it  not 
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only  does  not  contain  any  of  the  8i>eciflc  devices  of  the  appellants' 
apparatus,  but  also  does  not  employ  the  combination  alleged.  The 
appellants,  on  the  other  hand,  admit  that  all  the  specific  devices  were 
old,  singly  and  in  other  combinations,  but  assort  that  what  Campbell 
invented  and  claimed  is  a  combination  and  nothing  else.  Accordingly, 
their  counsel  contends  that  the  claim  in  question  is  valid,  as  disclosing 
a  patentable  invention  of  a  new  and  useftil  combination,  and  that  the 
appellee's  machine  is  an  infringement,  not  because  of  any  real  or  sup- 
posed identity  or  equivalence  of  elements,  but  because  it  accomplished 
the  same  result  as  is  accomplished  by  the  Campbell  machine  by  sub- 
stantially the  same  mode  of  operation.  We  have,  then,  no  issue  as  to 
novelty  or  infringement  of  details,  and  therefore  the  only  questions  to 
be  considered  are: 

First.  Is  the  claim  for  f\  combination  supported  by  invention  t 

Second.  Has  the  appellee  infringed t 

First.  The  claim  is,  in  terms*,  for  a  mechanism  '< combined  with" 
other  mechanism.  It  is  true  that  certain  particular  mechanism  is  men- 
tioned; but  it  does  not  necessarily  result  that  the  patentee  intended  to 
limit  the  claim  to  any  special  device  or  that  the  law  will  so  restrict  it. 
The  question  is  one  of  construction,  and  as  we  are  of  opinion,  upon 
grounds  to  be  hereinafter  stated,  that  Campbell's  invention  was  a  pri- 
mary one  it  follows  that  the  language  of  this  claim  should  be  as  lib- 
erally interpreted  as  its  fair  imi)ort  will  allow,  to  the  end  that  his  con* 
cepUou  shall  be  justly  protected  to  its  true  extent  and  in  its  broad  and 
actual  scope. 

The  invention,  says  the  specification — 

relates  to  a  cash-registeriDg  apparatus  to  be  employed  in  conneotion  with  a  oash- 
drawer, 

and  the  claim  is  for  (in  such  apparatus)  a  series  of  keys  to  designate 
different  amounts,  combined  with  a  drawer  for  receiving  cash,  a  drawer- 
holder  for  holding  the  drawer  closed  against  the  tension  of  a  spring, 
(presently  mentioned,)  a  mediate  connection  (of  some  kind  not  desig- 
nated) between  the  series  of  keys  and  the  drawer-holder  by  which  the 
latter  will  be  disengaged  from  the  drawer  upon  the  operation  of  any 
one  of  the  keys,  and  a  spring  to  throw  the  drawer  open  when  so  disen- 
gageil.  By  this  contrivance  the  casli-drawer,  which  when  closed  is 
always  locked,  is,  by  the  operation  of  any  one  of  the  keys  of  the  scries, 
thrown  open  by  the  spring,  and  none  of  the  devices  by  which  this 
object  is  acconiplislicd,  so  far  as  they  are  designated  in  the  third  claim, 
were  new.  The  series  of  keys,  the  cash-drawer,  and  the  spring  were 
unquestionably  old,  and  the  drawer- holder  is  but  a  pivot-lever,  diflfer- 
ing  from  other  levers  of  the  same  class  in  notliin^^  but  in  form  and  in 
the  use  to  which  the  patenk^e  applied  it.  Of  any  particular  mechan- 
ism of  meiliate  <(»Mne.:tiun  nothing;  need  be  said  at  this  i>oint.  None  is 
specifieall}'^  mentioned  in  the  elaini,  with  which  aloiie  we  are  concerned, 
iind  for  the  present  puriK>se  it  may  be  Uiken  for  granted  that  none 
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which  was  new  was  contemplated.  It  is  clear,  then,  that  so  to  con- 
stme  this  claim  as  to  confine  it  to  specific  details  would  be  to  invali- 
date it  for  lack  of  novelty — ^a  consequence  which  certainly  ought  not 
to  be  accepted  when,  according  to  the  natural  and  ordinary  meaning 
of  its  language,  it  plainly  appears  to  be  a  claim  for  a  new  combination 
of  old  devices — a  well-known  series  of  keys  combined  with  the  other 
fiuniliar  mechanism  mentioned  and  mediately  connected  in  some  way 
not  mentioned  with  the  drawer-holder  included  in  tbat  mechanism.  It 
cannot  be  restricted  to  all  or  any  of  the  devices  used  in  the  mediate 
connection  between  the  series  of  keys  and  the  drawer-holder,  not  only 
because  they  are  not  even  specified  in  the  third  claim,  but  also  because 
they  are  expressly  claimed  in  the  second  claim,  which  is: 

2.  In  ft  cMh-regiBtering  apparatas,  a  Beries  of  keys  to  designate  certain  amounts, 
a  pawl-carrying  luur,  e,  and  a  series  of  toggle-levers,  x,  intermediate  between  each 
key  and  the  said  pawl  carrying  bar,  the  toggle-lever,  h,  actnated  by  the  bar  c,  com- 
bined with  the  drawer-holder  D  and  drawer  C,  substantially  as  described. 

There  is  nothing  upon  this  record  which  would  warrant  us  in 
attributing  to  the  patentee  the  folly  of  having  presented,  and  to  the 
Patent  Office  the  improvidence  of  having  allowed,  two  claims  for  the 
same  thing.  The  distinction  between  them  must  be  maintained,  so 
that  both  may  be  given  effect. 

The  court  whose  decree  is  the  subject  of  this  appeal  expressed  no 
]ndei>endent  opinion,  but  merely  followed  the  decision  of  the  Circuit 
Court  for  the  District  of  Massachusetts  in  a  suit  in  which  the  same 
claim  had  been  in  controversy.  {Ifational  Cash  Register  Co.  v.  Boston 
Cask  Indicator  and  Recorder  Co.y  C.  D.,  1890, 305;  51 0. 0.,  627;  45  Fed. 
Bep.,  481-485.)  The  course  pursued  in  this  regard  was  in  conformity 
with  the  rule  well  established  in  this  circuit  to  follow,  unless  under 
extraordinary  circumstances,  a  prior  judgment  of  any  other  of  the  cir- 
cuit courts  of  the  United  States  wherever  the  patent,  the  question,  and 
tiie  evidence  are  the  same  in  both  suita.  We  do  not  question  the  pro- 
priety of  this  practice  as  it  has  heretofore  prevailed;  but  it  cannot  be 
extended  to  this  Court.  The  decisions  of  the  several  Circuit  Courts 
whenever  pertinent  will  be  attentively  considered  by  this  tribunal; 
but  because  tliey  are  subject  to  appeal,  and  for  other  manifest  reasons, 
it  is  not  admissible  for  a  court  of  review  to  accord  them  controlling  effect. 
Accordingly  we  have  in  this  instance  carefully  examined  the  opinion 
of  the  learned  circuit  judge  of  the  first  circuit;  but,  though  regarding 
it  with  sincere  respect,  we  find  ourselves  unable  to  concur  in  it.  This 
daim  as  we  read  it  is  distinctly,  exclusively,  and  broadly  for  a  new 
combination,  and  we  know  of  no  authority  or  priuciple  of  law  which,  so 
reading  it,  would  warrant  us  in  converting  it  by  construction  into  a 
daim  for  detail  merely. 

Thus  far  we  liave  sissunu^d  tluit  the  actual  invention  wtw  for  a  new 
and  useful  combination,  and  also  (i)crhnp8  without  necessity)  that  it  was 
a  prima^  one.    We  will  now  state  the  leasou  by  which  these  assump^ 
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tions  are  supported.  Whether  or  not  the  "connecting  mechanism'' 
between  the  drawer  holder  and  the  keys  was  new  with  Campbell  is,  in 
our  opinion,  apart  from  the  question.  That  mechanism,  or  any  part  of 
it,  was  not,  as  we  have  shown,  covered  by  the  claim  in  controversy. 
The  complainants'  bill  was  not  founded  on  it,' and  this  court  is  not  called 
upon  to  deal  with  it,  but  solely  with  an  alleged  combination  which,  it 
is  asserted,  but  denied,  was  invented  by  Campbell.  Directing  oar 
investigation,  therefore,  to  this  distinct  issue,  we  have,  upon  full  exam- 
ination of  the  proofs,  become  entirely  satisiled  that  Campbell  was,  in 
fact,  the  original  and  first  inventor  of  the  combination  claimed  in  his 
third  claim.  It  is  unnecessary  to  refer  in  detail  to  the  several  exhibits 
which  were  introduced  to  show  the  jffior  state  of  the  art  or  to  enter 
upon  a  discusHion  of  the  testimony.  It  is  enough  to  say  that,  upon  all 
the  evidence,  we  do  not  doubt  that  Campbell  was  the  first  i)erson  who 
combined  a  series  of  keys  with  any  other  mechanism  whatever  so  as  to 
obtain  the  object  which  he  proposed  and  accomplished.  It  nowhere 
appears  that  a  combination  of  a  series  of  keys  with  a  drawer-holder 
and  other  meciianism  had  ever  before  been  conceived  by  means  whereof 
each  key  of  the  series,  when  and  as  operated,  would  or  could  cftilock  a 
drawer  in  a  cash-registering  apparatus  and  permit  a  spring  to  open  it. 
This  Camx)bell  efiected,  not  by  new  mechanism,  but  by  a  new  combina- 
tion, and  in  doing  this  he  made  a  patentable  invention. 

We  have  not  overlooked  the  suggestion  of  api)ellee's  counsel  that 
Campbell's  conception  and  arrangement  were  merely  of  an  aggregation 
of  known  elements,  not  amounting  to  a  true  combination,  and  that  there- 
fore he  was  not  entitled  to  a  patent  for  anything.  This  suggestion  is 
based  upon  the  allegation  that  eivch  of  the  elenients  associated  by  Camp- 
bell does  not  qualify  every  other  of  them ;  but  this  is  true  only  in  the 
sense  that  each  does  not  modify  or  change  the  characteristic  mode  of 
action  or.  method  of  operation  of  the  others.  In  doing  its  appointed 
shaie  toward  effecting  the  single  ri'sult  achieved  by  tlie  co-operation  of 
all,  each  element  acts,  of  course,  according  to  the  law  of  it«  own  being; 
bur,  though  of  necessity  so  acting,  it  is  still  none  the  less  combined 
with  the  others  and  does  ^*  qualify"  each  and  all  of  them  (not  their  dis- 
tinctive methods  of  operation)  in  the  sense  that  each  is  by  the  co-oper- 
ati<m  of  the  others  capacitated  to  ci>n tribute,  by  acting  in  its  own  i>ecu- 
liar  way,  to  the  common  iMid,  which,  without  the  cio-operation  of  each 
and  (».very  other  of  the  co-ordinated  elements,  it  wonld  be  powerless  to 
accomplish  or  advance.  Some  of  the  language  used  by  Mr.  Justice 
Matthews  in  delivering  the  opinion  of  the  Supreme  Court  in  the  case 
of  Pichrruuf  v.  MvCnlUnuih  (0.  1).,  1SS2,  28;  21  6.  G.,  73;  104  IT.  S., 
t'UO)  has  been  ])reKsed  upcm  our  attention  us  indicating,  it  is  claimed, 
that  in  a  patentable  combination  of  old  elements  all  the  ctnistitueuts 
nmst  S4>  enter  into  it  that  each  changes  the  mode  ot  action  of  every 
other  and  that  ciich  element  must  not  merely  ]K'rroriii  its  own  part  in 
the  combination,  but  must  also  in  some  way  be  directly  and  immciliatcly 
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oonoemed  in  the  performaDce  of  their  respective  parts  by  every  other 
of  the  elements.  No  such  doctrine  as  is  thas  claimed  to  be  deducible 
ih>m  the  opinion  in  Pickering  v.  JtfcOtf^toti^A  appears  to  have  been  essen* 
tial  to  the  judgment  in  that  case;  nor  do  we  think  it  necessary  to  attri- 
bute to  the  particular  language  referred  to  (C.  D.,  1882,  28;  21  O.  G., 
73;  104  XT.  S.,  310)  the  meaning  ascribed  to  it  by  counsel.  If,  instead 
of  an  extract,  the  whole  opinion  be  read  in  connection  with  the  author- 
ities which  are  cited  in  it,  it  may  be  readily  perceived  that  the  sub- 
(Stance  of  the  doctrine  intended  to  be  affirmed  is  that  a  combination  to  be 
patentable  must  produce  a  new  and  useful  result  as  the  product  of  the 
combination  and  not  a  mere  aggregate  of  several  results  each  the  com- 
plete result  of  one  of  the  combined  elements. 

There  must  be  a  new  result  produced  by  their  union.  That  Gamp- 
bell's  invention  was  of  a  combination  as  thus  defined  we  entertain  no 
doubt,  and  that  Mr.  Justice  Matthews  should  be  understood  as  hold- 
ing that  no  combination  is  patentable  which  does  not  fulfill  the  require- 
ments which  apx>ellee's  counsd  insists  is  requisite  we  cannot  suppose. 
If  it  were  essential  to  a  valid  patent  for  any  combination  whatever 
that  the  mode  of  action  of  every  element  included  in  the  combination 
should  be  changed  by  each  of  the  others,  it  would  have  been  imi)ossi- 
hie  to  sustain  several  combination  patents  which  have,  in  fact,  been 
upheld,  as  indeed  it  would  be  difficult  to  conceive  of  any  mechanical 
combination  which  would  be  both  possible  and  patentable.  A  screw 
or  a  lever  can  act  only  in  one  way;  yet  a  screw  and  a  lever  may  so  act 
in  combination  as  to  produce  in  consequence  of  their  combination  a 
single  new  and  useful  result  Moreover,  there  is  no  intimation  in  the 
opinion  in  Pickering  v.  McOMough  of  a  purpose  to  overrule  the  earlier 
decisions  with  which  (upon  the  view  taken  of  it  by  counsel)  it  would 
appear  to  conflict ;  nor  has  it  in  later  cases  (which ,  of  course,  are  to  be  fol- 
lowed) prevented  the  Supreme  Gourt  from  declaring  the  law  of  this 
subject  in  accordance  with  our  understanding  of  it.  {BUbke  v.  BoherU 
Mon,  O.  D.,  1877,  266;  11  O.  G.,  877;  94  U.  S.,  728;  Parkn  v.  Boothj  G. 
D.,  1880,  439;  17  O.  G.,  1089;  102  U.  S.,  96;  Webster  Loom  Go.  v.  Hig- 
giiM,  C.  D.,  1882,  285;  21  G.  G.,  2031;  105  U.  S.,  580;  Claugh  v.  Barker, 
C.  D.,  1882,  523;  21  G.  G.,  2137;  106  U.  S.,  166;  Lake  Shore  and  Michi^ 
pan  Southern  BaiUcay  v.  Brake-Shoe  Oo.j  G.  D.,  1884, 121;  26  G.  G.,  915; 
110  U.  S.,  229;  YaXe  Lock  Co.  v.  Sargent,  0.  D.,  1886, 165;  35  G.  G.,  385; 
1I7U.  S-,636.) 

GampbelFs  invention  was  a  primary  one.  The  proofs  abundantiy 
establish  that  he  was  the  first  person  who  succeeded  in  effecting,  in 
any  manner  or  form  whatever,  the  opening  of  an  automatically  locked 
cash-drawer  in  a  casli-registering  apparatus  upon  the  operation  of  any 
one  or  other  of  the  keys  of  its  series.  In  doing  this  he  did  not  merely 
improve  upon  something  which  htul  been  done  before.  What  he  pro- 
duced was  absolutely  and  entirely  new.  Tlie  result  which  he  achieved 
was  a  distinct  and  single  one,  which  had  not  by  any  means  been  pre- 
viously attained.    He  entered  upon  barren  territory  in  the  domain  of 
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inyention  and  was  tte  first  to  occupy  and  appropriate  it.  He  was  a 
pioneer.  (Morley  Machine  Co.  v.  Lancaster^  0.  D.,  1889,  380;  47  O.  Q^ 
267;  120  U.S.,  263,  273.) 

That  Campbell's  invention  was  useful  we  are  also  fally  persuaded. 
The  evidence  of  this  is  so  complete  as  not  to  require  detailed  discussion. 
Indeed,  the  ocular  proof  of  its  practical  utility,  manifested  by  the  opera- 
tion of  the  apparatus  in  our  presence,  would  of  itself  be  suiBcient  to 
require  us  to  conclude  that  it  does  not  lack  this  essential  of  patentability. 

Second.  But  little  need  be  added  with  especial  reference  to  the  matter 
of  infringement.  In  National  Cash  Register  Co,  v.  Boston  Cash  JnduMi- 
tor  Co.j  suproj  it  was  held  that  the  mechanism  specifically  designated 
in  the  third  claim  was  old,  but  that  the  mechanism  of  mediate  connec- 
tion, which  was  not  designated,  was  new,  and  that  there  was  no  infringe- 
ment of  the  patent,  because  the  defendants  used  a  connecting  mechan- 
ism which  differed  from  that  used  by  the  plaintiffs.  As  we,  however, 
have  been  constrained  to  view  this  claim  as  for  a  combination,  the  ques- 
tion of  infringement  must  necessarily  be  considered  by  us  as  relating 
to  a  subject  quite  distinct  from  that  to  which  the  same  question  was 
directed  in  the  decision  of  the  case  to  which  we  have  referred.  The 
correct  inquiry,  from  our  point  of  view,  is  not  whether  the  appellee  uses 
in  its  nieclianism  of  mediate  connection  the  same  devices  which  are 
used  by  the  appellants,  or  equivalents  thereof,  but  whether  the  medi- 
ate connection  employed  by  tlie  appellee  is  not  itself  an  equivalent  of 
the  mediate  connection  of  the  Campbell  combination.  It  may  be  con- 
ceded that  there  are  marked  differences  in  the  details  by  which  this 
connection  is  made  and  its  purpose  accomplished  in  the  one  apparatus 
and  in  the  other;  but  the  manifestly  well-founded  expert  testimony  is 
that  ^<a  mediate  connection" — ^not  the  details  thereof— is  included 
among  the  elements  of  the  Campbell  machine.  This  element,  as  well 
as  all  others  of  the  patented  invention,  is  found  in  the  appellees  appa- 
ratus. We  attach  no  importance  to  the  fact  that  in  the  appellants' 
machine  the  drawer  is  released  upon  downward  pressure  of  the  key, 
while  in  that  of  appellee,  it  is  released  as  the  finger  leaves  the  key  to 
which  pressure  is  applied.  In  both  the  drawer  is  opened  by  what  is 
substantially  one  and  the  same  act — ^the  operation  of  a  key  of  the  series. 
Though  some  of  the  corresi>on<ling  parts  of  the  machinery  are  not  the 
same  and,  separately  considered,  could  not  be  regarded  as  identical  or 
confiicting,  yet,  having  the  same  purpose  in  the  combination  and  effect- 
ing that  purpose  in  substantially  the  same  manner,  they  are  the  equiv- 
alents of  each  other  in  that  regard.  (Cochrane  v.  Deener,  C.  D.,  1877, 
242;  11  (>.  G.,  687;  04  U.  S.,  780.)  We  are  of  opinion  that  the  combi- 
nation here  claimed  is  infringed  by  the  apparatus  used  by  the  appellee. 

The  decree  of  the  Circuit  Court  is  reversed,  with  costs,  and  it  is 
ordered  that  this  cause  be  and  the  same  is  hereby  remanded  to  the 
said  circuit  court  for  further  proceedings  to  be  there  taken  in  pursu- 
ance of  this  determination  and  judgment  of  this  court  and  in  conform- 
ity with  this  opinion.  "^ 
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(U.  8.  Clfrait  ConrU-Soiiibern  IMttriet  of  New  York.] 

Lalabce  &  Obosjean  Manufacturing  Company  v.  Habeshann 
Manufacturing  Company. 

Decided  Thoemher  2£,  18^, 
62  O.  G.  452. 

L  KsGBKn^— jNyRnfOKinEin^-OR.VAMKNTATiox  OP  Enamkled  Ikokwabb. 
Leilen  pfttent  No.  279,094,  to  Kmile  Kegretsx,  June  5, 1883,  for  an  improTo- 
meat  in  the  ornamentation  of  enameled  ironware,  snstained  and  Held  infringed. 

2.  Convnucnoir  of  Patent. 

Where  a  patentee  has  made  a  meritortons  invention  the  oonrt  sbonld  not  be 
orenealont  in  trying  to  defeat  bim  by  aii  illiberal  constraotion  of  Uie  patent. 
On  the  contrary,  the  court  should  leek  a  constmotion  which  giyea  life  to  the 
patent  and  protection  io  the  inyentor. 

3.  Prior  Uor— Dxorbb  or  PRoor  Rsquirrd  to  Estabush. 

He  who  allcf^  prior  use  must  establish  it  by  the  same  high  class  of  testimony 
which  a  prosecuting  attorney  is  req aired  to  prodace  in  a  criminal  case.  He  holds 
the  aiHrmative  of  that  issne  and  must  prove  it  beyond  a  reasonable  doubt.  If 
the  evidence  is  susceptible  of  two  interpretations,  the  one  sustaining  and  the 
other  destroying  the  patent,  the  court  must  accept  the  former. 

Final  Hearing. 

Mr.  Arikw  v.  Brie^en  for  the  complainaiit. 
Mr.  Robert  If.  Kenycn  for  the  defendant 

OoxEy  J.: 

The  oomplainant  gaes  for  the  infringement  of  Letters  Patent  No. 
279,0M,  granted  to  Emile  Eegreisz  June  5, 1883,  for  an  improvement 
in  the  ornamentation  of  enameled  ironware. 

The  invention  consists  in  an  improved  method  of  giving  a  variegated 
appearance  to  tlie  ware  by  reooatiiig  it  with  colored  liquid  after  it  has 
been  enameled  by  the  usual  method.  By  this  process  imperfections 
are  concealed  and  an  irregularly  mottled  wavy  appearance  is  imparted 
to  the  article  reooated,  which  enhances  its  beauty  and  value. 

Hie  specification  describes  the  process  as  follows: 

After  the  ordinary  process  of  enameling  has  been  completed,  I  prepare  a  thin 
glass  oompoaed  of  any  coloring-mattor  that  can  be  made  to  remniu  niechiuiioally 
SMpeodsd  a  short  time  in  water,  and  apply  it  to  the  article,  preferably  either  by 
iaoneraing  the  latter  in  a  tank  contoiniiig  said  glaze,  or  by  pouring  the  glaze  upon 
the  article.  The  glase  should  be  made  sufficiently  thin  to  avoid  being  pasty,  so  that 
it  wffl  freely  spread  or  run  over  the  surface.  After  the  article  has  been  submitted 
to  the  aeeond  bath  of  thin  glaase,  the  latter  will  be  found  t<>  separate  and  coagulate 
in  imgnlar  spots  upon  the  smooth  surface  formed  by  the  first  coating  of  glass. 
*  *  *  Alter  the  application  of  the  glaze,  the  article  is  placed  in  a  drying-oven 
heated  to  a  temperature  of  about  130^  Fahrenheit,  and  is  kept  there  until  the 
glace  is  approximately  dry,  when  it  is  removed  to  the  ovon  or  muffio  employed  in  the 
weU-known  enameling  processes^  where  it  is  a  second  time  fired,  as  in  the  usual  Ic 
process  of  enaneliug. 
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The  claims  are: 

1.  Tlio  hereinbefore  described  process  of  enameling  and  onuuneoting  metal  ware, 
which  consists  in  first  covering  the  body  of  the  article  with  a  glaze  of  any  snitable 
plain  color,  firing  the  same,  then  applying  to  the  surface  an  additional  coating  or 
partial  coating  of  glaze  of  a  different  color  fh>m  the  first,  the  glaze  constituting  the 
second  coating  or  partial  coating  being  of  such  a  consistency  as  to  eoagalate  in 
irregular  spots  upon  the  snrface,  and  again  firing,  as  set  forth. 

2.  As  a  new  article  of  manufactare,  an  enameled  vessel  presenting  a  mottled  or 
variegated  surface  of  two  or  more  colors,  produced  by  the  coagulation  in  irregular 
spots  of  one  or  more  of  the  coatings  of  glaze,  substantially  as  set  forth. 

The  principal  defenses  are  insnfificiency  of  the  specifloation,  anticipa- 
tion, want  of  invention,  and  non-infringement. 

The  proof  shows  that  in  order  to  prodnce  the  mottled  appearance 
referred  to  the  enamel  mnst  be  ground  coarse,  and  the  defendant 
argnes  that  the  specification  is  defective  because  it  omits  all  reference 
to  coarse  grinding. 

The  argument  in  this  regard  is  admirably  summarized  in  the  defend- 
ant's brief,  as  follows: 

The  patent  says  that  aU  that  is  necessary  is  a  thin  glaze.  There  is  no  suggestion 
that  it  is  to  be  ground  in  any  different  way  from  ordinary  glaze.  Ordinary  glaze 
is  ground  fine.  Any  person  reading  the  patent  and  finding  that  nothing  was  said 
in  the  patent  to  the  effect  that  the  glaze  should  be  ground  differently  firom  ordinary 
glaze  would  naturally  grind  the  glaze  fine.  If  he  did  so  it  is  admitted  that  he  could 
not  carry  out  the  process  of  the  patent  in  suit.  He  would  be  left  to  find  out  by 
experiment  what  else  was  necessary.  He  might  discover  that  coarse  grinding  waa 
necessary  and  he  might  not. 

The  paragraph  of  the  specification  which  is  pointed  out  as  particu- 
larly imparting  the  desired  information  is  this: 

I  prepare  a  thin  glaze  composed  of  any  coloring-matter  that  can  be  made  to  remain 
mechanicaUy  suspended  a  short  time  in  water. 

That.this  statement  is  not  as  perspicuous  as  it  might  be  may  as  well 
be  adiDitted.  Undoubtedly  Irving  or  Hawthorne  could  have  done  bet- 
ter. But  the  description  is  not  addressed  to  rhetoricians  or  lawyera, 
but  to  enamelers.  I  am  inclined  to  think  that  a  competent  enameler 
reading  the  language  quoted,  in  the  light  of  the  avowed  purpose  of  the 
patentee  to  produce  irregular  spots  upon  the  smooth  surface  formed 
by  a  coating  of  enamel  applied  in  the  ordinary  way,  would  have  little 
difificulty  in  finding  the  patented  process.  He  would  know,  first,  that 
the  second  glaze  must  differ  from  the  first  glaze;  second,  that  it  mnst 
be  capable  of  separating  and  coagulating  in  irregular  spots;  third,  that 
it  must  be  thin,  and  fourth,  that  the  coloring-matter  must  remain 
mechanically  suspended  a  short  time  in  water.  When  to  the  informa- 
tion of  the  patent  he  added  the  information  of  his  vocation — ^that  fine 
ground  enamel  remains  suspended  a  long  time  in  water  and  that  coarse 
ground  enamel  remains  a  short  time  only — it  would  naturally  occur  to 
him  that  a  glaze  that  would  coagulate,  that  was  thin,  that  contained 
coloring-matter  which  would  remain  suspended  a  short  time,  must  l>e 
made  with  coarse  ground  enamel.    If  the  specification  had  declared 
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that  tlie  enamel  was  to  remain  suspended  ^'onlj  a  short  time,"  the 
description  wonld  have  been  sufficient.  This  is  hardly  denied.  One 
fiftmiliar  with  the  art  would,  it  is  thought,  have  no  difficulty  in  supply- 
ing the  missing  word.  The  sentence  so  constructed  obviously  expresses 
the  meaning  of  the  patentee. 
It  is  argued  by  the  defendant  that  the  true  construction  should  be: 

I  prepare  a  thin  gltae  composed  of  any  coloring-matter  that  oau  be  made  to  remain 
mechaoicaUy  eospended  at  least  a  short  time  in  water. 

That  is  to  say,  he  informed  the  skilled  operator  that  he  must  use 
eoamel  that  may  remain  suspended  for  hours,  but  must  i^cinain,  at  least, 
far  a  short  time.    If  it  sinks  immediately  to  the  bottom  it  will  not  do. 

This  contention  would  be  more  plausible  if  eiiamelers  had  been  in  the 
habit  of  using  x>owder8  which  sank  immediately  when  placed  in  water; 
bat  they  had  not  They  were  not  familiar  with  such  coloring-matter. 
The  powder  ordinarily  used  by  them  was  very  fine,  almost  inpalpable, 
and  remained  sus^pended  a  long  time. 

The  main  object  in  enameling  always  was  to  grind  enamel  as  fine  as  possible. 

If  the  patentee  had  thought  that  his  process  could  be  practiced  by 
using  the  old  and  well  known  coloring-matter  he  would  have  said  noth- 
ing on  the  subject  It  was  not  necessary  to  guard  enamclers  against 
the  use  of  powders  that  sank  too  soon,  but  against  those  that  did  not 
sink  soon  enough.  It  was  the  use  of  i)owders  that  remained  too  long 
saspended  (the  only  ones  then  employed)  that  the  patentee  wished  to 
proliibit.  The  skilled  workman  reading  the  patent  would  tlL^n  have 
reached  the  conclusion  that  he  must  use  coloring-matter  which  will 
remain  susx)ended  but  a  short  time.  He  knew  that  the  only  way  to 
produce  this  result  is  to  grind  the  enamel  coarsely. 

The  patentee  is  criticised  beciiuse  he  did  not  say  this  frankly.    He 
should,  it  is  argued,  have  made  the  plain  statement — 
The  enamel  mnst  be  ground  coarse ; 

but  this  would  have  subjected  him  to  other  attacks  equally  well  founded. 

mrbat  is  meant  by  coarse  f  How  coarse  shonld  the  enamel  bef  By  what  stuudnrd 
ts  tbe  workman  to  be  gnided  in  grinding? 

Is  it  not  probable  that  all  this  occurred  to  the  patentee  or  his  solicitor, 
an«l  that  he  thought  he  had  taken  the  wisest  and  safest  course  when 
he  said  that  any  coloring-matter  that  remains  mechanically  suspended 
a  short  time  will  nnswer  the  requirements  of  the  patent?  May  he  not 
have  thought  that  he  was  thus  furnishing  an  infallible  and  uniform  rule 
for  guidance  of  the  grinder  1 

Where  a  patentee  has  made  a  meritorious  invention,  the  court  should 
not  be  overzealous  in  trying  to  defeat  him  by  an  illiberal  construction 
of  the  patent.  On  the  contrary,  the  court  should  seek  a  construction 
which  gives  life  to  the  patent  and  protection  to  the  inventor. 

I  am,  therefore,  of  the  opinion  that  the  specification,  though  it  might 
bave  been  more  specific,  is  still  suflicient.  ^ 
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Is  the  patent  anticipated  by  tbe  Yollratb  processt 

In  considering  this  qnestion  it  is  well  to  keep  in  mind  the  rale  npon 
this  subject  He  who  alleges  prior  use  most  establish  it  bj  the  same 
high  class  of  testimony  which  a  prosecating  attorney  is  required  to 
produce  in  a  criminal  cause.  He  holds  the  affirmative  of  that  issue 
and  must  proye  it  beyond  a  reasonable  doubt.  If  the  evidence  is  sus- 
ceptible of  two  interpretations,  the  one  sustaining  and  the  other 
destroying  the  patent,  the  court  must  accept  the  former.  (See 
authorities  cited  in  Mack  v.  Bpeneefj  recently  decided.) 

Without  discussing  the  testimony  in  detail,  the  reasons  which  lead 
the  court  to  r^ect  it  as  failing  to  establish  antidpattou  may  be  briefly 
summariced  as  follows: 

First.  The  witnesses  were  attempting  to  describe  a  complicated  proc- 
ess practiced  by  them  firom  ten  to  fifteen  years  ago. 

The  infirmities  of  the  human  memory  are  such  that  perfect  accuracy 
in  such  circumstances  can  hardly  be  expected. 

Second.  The  witnesses  do  not  agree  as  to  the  important  steps  of  the 
process,  the  composition  of  the  enamel,  or  the  object  they  had  in  view. 
Yollrath  himself,  who  should  be  informed  upon  the  subject,  describes 
a  process  very  different  from  that  of  the  patentee. 

Third.  The  specimens  of  the  Yollrath  process  introduced  in  evidence 
are  crude  and  ungainly.  They  are  no  more  to  be  compared  to  the 
beautiftil  and  artistic  exhibits  said  to  be  made  by  theKegreisz  process 
than  the  scenery  of  a  theater  is  to  be  compared  to  the  Sistine  frescoes. 

Fourth.  The  statement  made  in  Yollrath's  patent  of  1881,  that — 

In  sU  known  proo«aMS  the  mArbled,  mottled,  or  spotted  appesnuico  of  tiie  enam- 
eled sQT&oe  is  eansed  by  the  oxidation  of  the  metal  smfiMe  during  the  opeiatioii  of 
drying  the  enameling  eompoeition  thereon. 

Is  it  possible  that  he  could  have  made  such  a  statement  if  the  Keg- 
reiss  process  had  been  known  and  practiced  by  him  four  years  before? 

And,  lastiy,  the  fact  that  Yollrath  is  a  licensee  under  the  Kegreiss 
patenty  which  would  seem  wholly  incompatible  with  the  theory  that 
Yolinrth  and  not  Kegreiss  was  the  first  inventor. 

None  of  the  prior  patents  or  publications  describes  the  patented  pro- 
cess or  advances  perceptibly  the  defendant's  case  from  the  point  where 
it  was  left  by  the  Yollrath  testimony.  They  all  describe  methods  of 
producing  pleasing  effects  in  enameling,  but  they  proceed  upon  differ- 
ent lines  from  the  Kegreisz  process. 

Does  this  process  involve  invention t 

One  way  to  test  invention  is  this:  Imagine  the  art  with  the  contri- 
bution made  by  the  patent  entirely  eliminated  from  it.  Blot  out  all 
that  the  patentee  has  done,  and  then  ask  the  question:  Has  the  world 
lost  anythingt  Is  the  art  poorer  than  it  was  before!  Can  mechanical 
skill  make  good  the  losst 

If  it  appears  that  the  public  has  been  deprived  of  something  which  it 
used,  admired,  and  demanded,  and  that  there  is  nothing  else  u&  exist- 
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6&ce  whicb  caii^  be  substituted  for  that  which  has  been  taken,  it  is  quite 
safe  to  assume  that  the  jMiteutec  has  made  an  invention. 

Apply  the  test  here.  Take  out  of  the  art  what  Kegreiss  has  done 
and  it  is  plain  that  a  void  would  be  created  that  could  not  be  filled  by 
anything  that  YoUrath  or  the  others  have  contributed.  Eegreisz  waa 
the  first  to  ])erfect  the  process  and  make  it  a  commercial  success.  The 
goods  made  under  it  are  pleasing  and  ornamental  in  appearance  and 
liaye  become  popular  with  the  public. 

Against  all  that  is  said  in  hostility  to  the  patent  may  be  set  the  fact 
that  those  operating  under  the  Kegreisz  process  were  the  first  to  make 
an  assured  success  in  this  art.  Nothing  made  before  is  woi*thy  to  be 
comiMred  in  beauty  of  ornamentation  to  the  article  made  by  the  com* 
plainant. 

It  would  be  running  counter  to  the  recent  decisions  of  the  Supreme 
Court  to  deny  patentability  to  the  Kegreisz  patent. 

Infiriugement  is  sufficiently  established.  It  is  admitted*that  the  arti- 
cles introduced  to  establish  infringement  were  made  by  the  defendant 
The  process  used  by  the  defendant  is  the  same  as  that  described  in  the 
patent  with  one  step  added,  which  is  not  described. 

After  the  vessel  to  be  enameled  has  been  dipped  in  the  glaze  the 
operator  shakes  it,  and  by  this  means  produces  thedesired  result  quicker 
than  when  the  shaking  is  omitted.  That  the  process  can  be  practiced 
without  this  additional  step  is  sufficiently  demonstrated.  It  was  a 
well  known  fact  among  enauiclers  that  this  manipulation  would  save 
time  and  it  is  thought  that  one  who  applies  it  to  the  process  in  question 
does  not  thereby  escape  infringement.  He  does  not  use  the  process  any 
the  leas  because  he  uses  something  in  addition  to  the  process. 

Even  if  it  be  assumed  that  defendant  has  introduced  an  improvement, 
it  is  an  improvement  upon  the  Kegreisz  process,  and  so  long  as  it  uses 
tiiat  process  it  must  be  treated  as  an  Infringer. 

The  complainant  is  entitled  to  the  usual  decree. 


LALANCE  ft  OBOSJBAH  MANTJFAOTUEINa  GOMPANY'V.  MOSHEDL 

62  O.  G.,  464. 
COXB,  J.: 

The  same  decision  in  the  preceding  cause  disposes  of  this  cause  also. 
It  is  conceded  that  the  defendant  sold  the  articles  in  proof  made  by  the 
Habermann  Oompany. 

The  second  claim  is  intended  to  cover  the  product  of  the  process 
described  in  tlie  first  claim,  and,  thus  limited,  I  think  it  is  valid  and 
that  the  defendenthas  infringed. 

l%e  complainant  is  entitled  to  the  usual  decree  upon  the  second^ 
claims*  ^ 
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[U.  S.  Circnit  Coart  of  Appi^U— Sceontl  Circuit.] 

The  New  York  Belting  and  Packing  Company  r.  The  Nbw 
Jerset  Oar  Spring  and  Bubber  Oohpant. 

Decided  December  6, 189S. 
62  O.  G.,  689. 

WOFrKNDXN— IinrmNGKMRNT— -DXSION  FOR  RUBBXR  MaT8. 

Design  Patent  No.  11,206,  May  27, 1879,  to  George  Woffenden,  for  a  design  for 
rubber  mats,  HeM,  in  view  of.  the  prior  state  of  the  art,  and  particularly  of  the 
English  patont  for  rubber  brushes  to  Fanshawe  and  Jacques,  No.  2,985,  Noyem- 
ber  29,  1860,  limited  to  the  mere  design  or  pattern  shown  in  the  drawing,  and 
therefore  not  infringed. 

Mr.  Arthur  t.  Brieien  for  the  appellant 
Mr.  Benjamin  F.  Lee  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

This  is  an  appeal  from  an  interlocutory  decree  of  the  Circuit  Court 
in  the  Southern  District  of  New  York  for  injunction  and  accounting. 
The  suit  is  brought  upon  Letters  Patent  of  the  United  States  to  George 
Woffenden,  No.  11,208,  dated  May  27, 1879.  A  demurrer  was  inter- 
jMsed  to  the  bill,  and  the  patent  as  to  each  of  its  three  claims  was 
held  void  by  the  circuit  court,  (30  Fed.  liep.,  785.)  Appeal  was  taken 
to  the  Supreme  Court,  which  reversed  the  Circuit  Court,  (C.  D.,  1891, 
253;  54  O.  G.,  135;  137  U.  S.,  445.)  Thereafter  the  case  came  on  for 
hearing  on  pleadings  and  proofs  with  the  result  above  indicated.  The 
fieusts  are  set  forth  in  the  opinion. 

Before  Judges  Lacombe  and  Shipman. 

Lagombe,  J,: 

The  patent  is  for  a  design  for  rubber  mats.  Thespedflcation  sets 
forth  that— 

In  accordance  with  this  design  the'  mat  gives  nnder  the  light  different  effects, 
according  to  the  relative  position  of  the  person  looking  at  it.  If  the  person  changes 
his  position  continnously,  the  effects  are  kaleidoscopic  in  character.  In  some  cases 
moir^  effects,  like  those  of  moir€  or  watered  silk,  bnt  generally  mosaic  effects,  are 
proiluced.  Stereoscopic  effects,  also,  or  the  appearance  of  a  solid  body  or  geometric 
flgnre  may  at  times  be  given  to  the  mat,  and  nnder  proper  conditions  an  appearance 
of  a  depression  may  be  presented. 

The  design  consists  in  parallel  lines  of  cormgations,  depressions,  or  ridgea 
arranged  to  prodnoe  the  effects  a«  above  indicate<l. 

[Then  follows  a  reference  to  a  drawing  of  the  mat  and  a  description 
of  the  same,  after  which  the  specification  proceeds:] 

The  above  forms  simply  one  of  the  many  ways  in  which  my  invention  may  be 
carried  into  effect.  The  oorrngations  in  the  center  and  outer  border  need  not  extend 
entirely  around  the  mat;  but  in  each  of  the  sections  a  depression  in  one  section  may 
be  opiKMite  a  ridge  in  the  next,  and  it  is  not  necessary  that  the  cormgations  be  par- 
allel  with  the  edges  of  the  mat.  They  may  mn  in  any  direction.  The  ridges  and 
depressions  in  the  intermediate  borders  might  be  made  to  form  different  angles  with 
each  other  or  with  those  in  the  other  sections,  or  the  borders  might  be  increased  or 
diminished  in  number.    It  will  of  oonrse  be  understood  that  the  effect  produced  and 
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r  in  which  the  appearance  yariee  are  modified  more  or  leas  by  tbeee  changes. 
Jnetead  of  making  the  comigationa  in  the  center  of  the  mat  to  bend  four  timee  they 
may  be  made  to  change  their  line  of  direction  any  desired  number  of  times  in  a  reg- 
ular or  irregular  way ;  that  is  to  say,  instead  of  having  four  series  of  parallel  depres- 
sions and  ridges,  a  number  of  series  less  or  more  arraoged  at  yarious  angles  with  each 
other  may  be  employed.  I  may  divide  the  mat  by  a  number  of  imaginary  lines,  rep- 
leeenting  a  projection  of  any  geometrical  iignre,  and  in  each  of  the  sections  so  formed 
make  parallel  corrugations  or  alternate  ridges  and  elevations,  the  different  sots  of 
corrugations  making  with  each  other  the  proper  angle  to  give  the  effects  sought  for. 
To  give  the  uioird  effects,  I  usually  make  the  ridges  and  depressions  undulate 
while  maintaining  the  parallel  position  with  relation  to  each  other.  I  desire,  there- 
fore, to  have  it  uudersUMxl  that  I  do  not  intend  to  limit  the  design  to  parallel  cor- 
rugations which  are  straight  throughout  any  considerable  portion  of  tiielr  length, 
(as  represented  on  the  drawing,  for  example,)  but  that  it  includes  the  undulating 
ridges  and  depressions,  or  other  disposition  or  formation  in  which  the  corrugations 
alter  their  direction  irregularly,  or  in  which  they  may  be  straight  for  a  certain  dis- 
tance and  then  formed  in  undnlatious,  and  that  it  includes  the  corrugations  arranged 
in  concentric  circles,  in  spirals,  in  zigzags,  or  according  to  any  desired  figure. 

The  claimH  are  as  follows : 

1.  A  design  for  a  rubber  mat,  consisting  of  corrugations,  depressions,  or  ridges  in 
parallel  lines,  combined  or  arranged  relatively,  substantially  as  described,  to  pro- 
dnee  variegated,  kaleidoscopic,  moir6,  stereoscopic,  or  similar  eff'ects,  substantially 
as  aet  forth. 

2.  A  design  for  a  rubber  mat,  consisting  of  series  of  parallel  comigations, 
depreesions,  or  ridges,  the  lines  of  the  said  corrugations  being  deflected  at  one  or 
more  points,  substantially  as  set  forth. 

3.  A  design  for  a  rubber  mat,  consisting  of  series  of  parallel  corrugations, 
depreasions,  or  ridges  arranged  in  sections,  the  general  line  of  direction  of  the  cor- 
mgations  in  one  section  making  angles  with  or  being  deflected  to  meet  those  of  the  ' 
oomigations  in  the  contiguous  or  other  sections,  substantially  as  described. 

It  is  manifest  that  whoever  drew  this  specification  did  not  intend 
thereby  to  describe  and  claim  a  design  for  a  rubber  mat  He  meant  to 
cover  any  and  every  design,  whatever  its  pattern,  device,  or  variety  of 
ornamentation,  which  presented  to  the  eye  the  kaleidoscopic,  moire,  or 
stereoscopic  effects  which  are  produced  by  the  juxtaposition  of  parallel 
corrugations  on  the  surface  of  rubber  when  arranged  in  series  or  sec- 
tions of  parallels  having  differing  directions.  What  he  sought  to  pat- 
ent was  in  substance  not  a  design  at  all,  but  the  product  resulting 
Irom  corrugating  the  surface  of  rubber,  so  that  whatever  designs  might 
be  formed  from  such  corrugations  should  present,  tlie  kaleidoscopic  and 
other  described  effect*.  It  may  be  doubt^^d  whether  the  alleged  inveii- 
iioii,  as  he  understiMHi  it,  w>is  proiierly  the  subjiMt  of  a  design  patent 
at  all;  but  that  question  need  not  be  decided. 

The  circuit  judge  who  sustained  the  demurrer  held  that — 

although  there  is  an  illustration  in  the  drawing,  and  although  each  claim  is  for  a 
d«t»tgii  ''substantially  as  described,'' the  language  of  the  speciH cation  is  carefully 
expressed  so  as  not  to  restrict  the  claims  to  the  denign  shown  iu  the  dniwing,  but 
so  Uiat  the  flrst  claim  nhall  include  every  variety  of  design  which  can  he  prcnluced 
by  the  arrangement  of  eorragations,  deprossinns,  or  ridgeti  in  parallel  lines— 

And  that —  C^nno]c> 

mine  of  the  claims  can  bo  limited  to  a  design  which  x>roduccs  any  deiiuite  or  oon- 
ciete  impression  to  the  eye. 
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The  Sapreme  Court  held  that  the  circuit  jad^  was  right  in  holdiog 
that  the  first  claim  was  altogether  too  broad  to  be  sustaiiiedy  and 
approved  of  the  reasons  given  for  that  opinion.  As  to  the  other  claima, 
however,  that  Oourt  held  that  they — 

may  fftirly  be  regarded  as  eonfining  the  patentee  to  the  tpeeific  design  exhibited  in 
bis  patent  and  shown  in  the  drawing. 

The  decree  sustaining  the  demurrer  was  therefore  overruled,  so  that 
the  question  whether  the  single  design  thus  shown  was  in  foot  new 
might  be  determined  upon  evidence  as  to  the  state  of  the  art  The 
opinion  of  the  Supreme  Court  closes  with  an  intimation  (obiter)  that 
the  peculiar  kaleidoscopic  effects  produced  by  the  impression  of  par- 
allel lines  forming  a  particular  design  on  the  surface  of  rubber — 

may  eonstitnte  a  quality  of  excellence  which  will  give  to  the  design  a  speeiflo  ehar- 
acter  and  value  and  distiognish  it  from  other  similar  designs  that  have  not  such  an 
effect. 

The  Circuit  Court— 

with  some  hesitation,  reached  the  conclusion  that  under  the  intimation  of  the 
Supreme  Court  the  patent  [should]  be  sustained. 

Subsequently  to  the  decision  of  the  Supreme  Coui*t  the  holder  of  the 
patent  filed  a  disclaimer  to  the  first  claim  and  to  the  words  in  the  8i>ec- 
ification  "in  concentric  circles." 

The  proof  shows  that  the  patentee  was  not  the  first  to  arrange  parallel 
corrugations  on  the  surface  of  rubber,  grouped  in  sections  and  deflected  so 
as  to  produce  changes  of  light  and  shade  as  the  iK>sition  of  the  observer 


shifts  relatively  to  the  object,  thus  giving  the  kaleidoscopic  effects 
described  in  the  patent.  An  English  patent  to  Fanshawe  and  Jacques, 
Ko.  2,935,  of  November  29, 1860,  relates  to  rubber  brushes  with  flexible 
rubbing  surfaces  in  the  shape  of  projecting  ridges.  These  ridges  ai^ 
arranged  in  various  designs,  one  (Fig.  3  on  the  dnvwing  annexed  to  thnt 
patent  and  herewith  reproilneed)  being  substantially  of  the  same  ymi- 
tern  »s  the  central  panel  of  the  drawing  in  complainant's  patent,  another 
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(Fig.  4)  being  of  the  same  pattern  as  the  central  panel  of  defendant's 
mat  Although  undoubtedly  intended  to  be  attractive  to  the  eye  of 
the  purchaser,  the  production  of  designs  pleasing  to  the  taste  was  not 
the  immediate  object  sought  to  be  attained  by  the  maker  of  the  bath- 
brushes.  Still,  from  the  description  in  the  patent,  from  an  examina- 
tion of  the  drawings  of  the  brush-surfaces,  (there  are  several  varieties  of 
them  shown  in  the  English  patent,)  and  from  what  is  known  as  to  the 
shifting  of  light  and  shade  on  the  surface  of  a  corrugated  object  viewed 


from  different  positions,  it  might  be  fairly  inferred  that  in  these  bath- 
brushes  there  would  be  found  the — 

active  power  of  producing  a  physical  effect  upon  the  rays  of  light  so  as  to  produce 
different  ebades  and  colors  according  to  the  direction  in  which  the  yarions  corru- 
gated lines  are  viewed, 

which  was  referred  to  in  the  dictum  of  the  Supreme  Court  as  a  feature 
of  the  patent  in  suit,  which,  perhaps,  "  presents  a  novel  aspect"  But 
this  conclusion  is  not  a  mere  matter  of  inference.  Complainant  put  in 
evidence  a  bath-brush  of  the  design  shown  in  Fig.  4,  suproy  reproduced 
in  rubber,  and  proved  by  its  expert  that  it  was  a  correct  representation 
of  the  thing  shown  in  the  English  patent.  The  ridges  or  corrugations 
of  the  brush  are  thinner,  higher,  and  more  flexible  than  those  of  the 
complainant's  mat,  and  the  desiprn  is  not  the  particular  design  shown 
in  the  drawing  of  the  patent  in  suit;  but  when  the  brush  and  the 
central  panel  of  complainant's  mat  are  laid  side  by  side  and  looked  at 
from  different  x>oints  of  view,  precisely  the  same  variations  of  light 
and  shade,  of  tone,  tint,  and  color  sweep  over  their  surfaces.  In  the 
face  of  that  English  patent,  it  was  not  oi>en  to  the  patentee  of  com- 
plainant's mat  to  claim  broa<lly  the  pro<lnction  of  kaleidoscopic  and 
fiimilar  effects  by  such  an  arraujirenient  of  x>urallel  corrugations  on  the 
surface  of  rubber — to  claim  anything  more  than  the  mere  design  or 
pattern  shown  in  his  drawing.    All  that  was  open  to  him  was  such  an 
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arrangeineut  of  the  corrugations  as  would  produce  a  novel  design,  as 
the  Supreme  Court  defines  that  word  in  its  opinion  in  tliis  case,  viz : 

a  thing  of  distinot  and  fixed  individuality  of  appearance— a  representation,  a  pic- 
ture, a  delineation,  a  device — [which]  addressee  itself  to  the  senses  and  taste  and 
prodnoes  pleasure  or  admiration  in  its  contemplation. 

The  drawing  of  the  patent,  which  represents  a  mat  embodying  the 
design,  is  as  follows: 


And  it  is  thus  described  in  the  specification : 

It  is  divided  into  a  number  of  sections  ah  cd,  the  corrugations  or  depressions  and 
ridges  in  those  represented  by  the  same  letter  being  parallel.  Thus  in  the  center 
and  outer  border  formed  by  the  sections  a  b  the  comigadons  extend  around  the  mat 
parallel  with  its  outer  edge  and  with  each  other.  At  the  poiuts  where  each  deprea- 
sion  crosses  the  diagonals  drawn  from  comer  to  comer  of  the  mat  through  the  center 
it  makes  a  right  angle  with  its  previous  path.  In  the  intermediate  borders  the  oor- 
mgations  in  the  sections  c  are  arranged  at  an  angle  with  those  in  the  sections  d,  and 
in  both  they  form  an  auglo  with  the  corrugations  in  the  sections  a  h,  fiy  the  differ- 
eut  shading  of  the  sertionn  attempt  has  been  made  to  represent  the  mosaic  effecta 
produced,  whicli,  it  will  be  nndorst^od,  vary  lik«  a  kaleidoHcope  as  th««  observer 
shifts  his  position. 

It  will  be  observed  that  the  particular  design  thus  shown  and 
described  is  a  combination  of  a  centnd  panel — such  as  is  shown  in  Fig. 
3  of  the  English  patent — with  a  triple  border— or  rather  a  doable 
border — for  the  two  inner  borders  may  be  considered  together  as  form- 
ing a  single  one  of  the  well  known  "  herriug-bone''  pattern.  The  record 
does  not  disclose  any  such  combination  in  tlie  prior  art.  The  di^sigu 
thus  shown  as  a  whole  is,  so  far  as  upi^ears,  new,  producing  a  uew  eftect. 
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The  learned  jadge  who  decided  the  case  at  final  hearing  tersely 
expressed  the  role  by  which  the  novelty  of  a  design  is  to  be  tested: 

Hie  question  is  not  whether  the  prior  art  shows  anything  which  looks  like  sections 
of  the  design,  hnt  whether  it  shows  the  design  as  a  whole. 

For  '^the  specific  design  exhibited  in  [the]  patent  and  shown  in  the 
drawing"  the  patent  is,  therefore,  sustained. 
The  design  of  defendant's  mat  is  shown  below : 


■ 

The  true  test  of  infringement  of  a  design  patent  is  laid  down  by  the 
Sapreme  Gonrt  in  Garham  Co.  v.  White,  (14  Wall.,  528,)  as  follows: 

If,  in  the  eye  of  an  ordinary  observer,  giving  such  attention  as  a  purchaser  nsnally 
gives,  two  designs  are  substantiaUy  the  same,  if  the  resemblance  is  snch  as  to  deceive 
SQch  an  observer,  inducing  him  to  purchase  one  supposing  it  to  be  the  other,  the 
first  one  patented  is  infringed  by  the  other. 

The  differences  in  the  borders  of  the  two  mats  (the  cormgations  of 
one  being  arranged  in  fonr  sections,  of  the  other  in  two)  are  not  sub- 
stantial; bnt  it  hardly  needs  testimony  to  show  (though  evidence  to 
that  efifect  was  given)  that  an  ordinary  observer,  giving  such  attention 
as  a  purchaser  usually  gives,  would  not  be  likely  to  mistake  the  oblong 
mat  with  its  double  swallow-tailed  center  for  the  square  mat  with  its 
center  of  four  equal  triangles  presenting  the  effect  of  a  Maltese  cross. 
The  defendant's  mat  therefore  in  not  an  iuMngement  of  the — 
specific  design  exhibited  in  the  patent  and  shown  in  the  drawing. 

Complainant,  however,  conteuds  that  his  patent  covers  not  only  the 
square  mat  shown  in  the  drawing,  but  also  an  oblong  mat  such  as  the 
defendant's. 

The  patent  in  referring  to  the  drawing  states  that  it — 

represents  a  mat  embodying  the  design.    A  is  the  mat,  which  is,  as  represented, 
square,  although  it  might  be  oblong  or  other  desired  shape. 

And  it  is  insisted  that  the  complainant  should  not  be  limited  to  a 
square  mat,  just  because  he  did  not  by  a  drawing  illustrate  the  mat 
m  its  oblong  as  well  as  in  its  square  form.  If  the  change  of  shape 
involved  no  change  of  design,  if  it  were  accomplished  merely  by  a  gen- 
eral enlargement  or  by  a  duplication  of  the  details  of  the  square  matr^ 
as  it  would  be,  for  example,  if  the  central  portion  of  the  patent  were  a 
checker-board  device  or  a  fragment  of  Greek  border — this  contention 
would  be  Round,  because  whoever  was  shown  the  square  mat  and  told 
to  make  it  oblong,  with  the  same  design,  would  inevitably  produce  aa 
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oblong  mat  of  a  single  specific  pattern.  But  that  is  not  this  case. 
Manifestly  in  changing  from  the  sqoare  to  the  oblong  there  most  be  a 
change  of  pattern  in  the  central  panel,  a  change  which  is  not  a  mere 
duplication  of  the  details  of  the  originals-such^  for  instance^  as  would 
suffice  to  lengthen  the  border— but  a  rearrangement  of  the  principal 
lines  of  the  figure,  and  such  rearrangement  is  not  necessarily  confined 
to  a  single  pattern.  One  way  of  rearranging  the  central  panel  is 
shown  in  defendant's  mat.    Other  ways  are  indicated  below: 


When  placed  side  by  side  these  three  central  panels  (viz.,  the  two 
last  above  shown  and  that  of  defendant's  mat)  present  different  designs, 
and  we  do  not  find  in  the  evidence  sufficient  to  warrant  the  finding  that 
either  of  them  is  the  oue  which  would  inevitably  result  from  an  effort 
to  reproduce  the  square  mat  of  the  patent  in  an  oblong  shape.  It 
seems  imiK>ssible  to  determine  from  the  directions  of  the  patent  what 
is  the  particular  design  which  the  patentee  produced  for  an  oblong 
mat.    He  has  failed  to  give  the  description  of  his  oblong  mat  in  such — 

fan,  clear,  concise,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  to  make 
iheMune. 

Such  person  would  be  as  likely  from  the  description  in  the  patent  to 
make  the  one  variety  of  central  panel  as  the  other.  The  necessity  of  a 
clear  and  exact  description  of  his  oblong  design  was  not  apparent  to 
the  patentee,  because  he  intended  to  claim  any  and  every  possible 
variety  of  design  which,  by  means  of  parallel  corrugations  arranged  in 
sections,  produced  the  kaleidoscopic  and  similar  effects  on  the  surface  of 
rubber.  Such  exact  description  was,  however,  essential  to  the  validity 
of  his  patent,  in  view  of  the  narrow  field  of  invention  which  was  really 
oi^en  to  liim,  for  the  production  of  shifting  light  and  shadows  by  means 
of  corrugations  on  the  surface  of  many  different  substances  was  old  and 
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had  in  the  prior  art  been  applied  to  rubber.  The  patent  contains  no 
separate  claim  for  the  border,  as  in  Dobson  v.  Hartford  Carpet  Oo.j 
(C.  D.,  1885.  266;  31  O.  G.,  787;  114  U.  8.,  439,)  and  the  defendant's 
combination  of  his  central  panel  with  the  complainant's  border  cannot 
be  held  to  be  an  iiifHngement  unless  complainant  first  produced  such 
combination  and  exhibited  it  in  his  patent  so  clearly  and  ftilly  that 
one  skilled  in  the  art  would  understand  that  it  was  that  specific  com- 
bination which  the  patentee  claimed. 

As  none  of  the  defendant's  mats  infringe  the  only  specific  design 
exhibited  in  the  patent  and  shown  in  the  dravring,  the  decree  of  the 
circuit  court  should  be  reversed,  with  costs. 


[U.  S.  Cironift  Covrt-Battom  DUtriot  of  Pemuylmla.) 
KOHLEB  MANTTPAOTUBING  COMPANY  V.  BbSHOBB. 
Deoidsd  November  gS,  1899. 
62  O.  G.,  662. 

L  Tbads-Makk—Infbinobmxmt. 

<*  One  Night  Care''  Heid  not  Infringed  by  words  <'  Beshore  One  Night  Coiigh 
Cnre.^ 

1  ClBTIFICATK  OF  BKOISTRATION  CONCLIJBIVX  A8  TO  MaRK. 

A  oertifioate  of  registration  Held  conolosiye  as  to  description  of  plaiutilFs 
Mark  where  he  sought  to  enlarge  its  terms  on  a  suit  of  infringement. 
1  Mkrx  Adoption  Carries  No  Bights  Whkrb  Coxtucuoub   Dsk  Dors  Not 

COXCUR. 

A  mere  adoption  of  a  Mark  carries  no  rights  unless  there  concur  a  continuous 
use  of  it  and  public  familiarity  with  it.  To  establish  a  proprietary  right  iu  such 
a  Marky  it  is  necessary  that  the  public  understanding  respecting  the  purpose  of 
its  use  shall  be  fully  proved. 

MeMer$.  Price  dt  Steuart  for  the  complainaDt. 

Mr.  William  Henry  Browne  and  if  r.  Jerome  Carty  for  the  defendant. 

BUTLEB,  J: 

The  plaintiff  claims  ownership  of  a  common-law  Trade-Mark  in  the 
words  '^One  Night  Gongh  Gnre,"  used  as  a  label  on  medicine  which  It 
manafactnres.  Granting  that  a  Trade-Mark  may  be  acquired  in  this 
collocation  of  words,  the  plaintiff,  to  sustain  its  claim,  must  show  that 
the  words  have  been  used  in  the  connection  stated  so  uniformly  and 
60  long  as  to  have  become  familiar  to  the  public  as  a  sign  of  this 
trticle  of  its  manufacture.  To  show  merely  an  adoption  of  the  words 
without  such  continuous  use  and  public  familiarity  an  understanding 
woold  amount  to  nothing.  The  use  even  for  a  brief  period  in  conneo- 
tiou  with  occasional  sales  would  amount  to  little,  if  anything,  more. 
To  establish  a  proprietary  right  in  the  language,  it  is  necessary  that 
the  public  understanding  respecting  the  purpose  of  its  use  shall  bo 
ftiDy  proved.  ^' 
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The  evidence  before  us  is  unsatisfactory.    In  the  first  place,  it  is 
uncertain  respecting  the  collocation  of  words  used,  and  in  the  second  it  is 
e(iually  uncertain  as  respects  the  public  understanding.    It  shows  that 
Messrs.  Yakel  &  Greeble,  who  united  as  partners  under  the  firm-name 
of  the  "Kohler  Manufacturing  Company/' and  entered  upon  the  manu- 
facture of  medicines  about  1888,  procured  from  Dr.  Kohler's  estate  cer- 
tain recipes  for  corn,  cough,  and  other  remedies,  and  commenced  manu- 
facturing accordingly;  that  they  at  once  began  selling  the  com  remedy 
labeled  <<One  I^ight  Corn  Cure"  and  the  cough  i^emedy  labeled  <^ Rocky 
^fountain  Cough  Syrup;"  that  in  February,  1890,  the  plaintiff  company 
was  incori)orated  and  the  business  and  assets  of  the  firm  transferred  to 
it;  that  in  the  month  of  November  or  December,  1889,  the  firm  ran  out 
of  labels  for  the  <*Bocky  Mountain  Cough  Syrup"  and  resolved  to  sell 
it  thereafter  labeled  <'One  Night  Cough  Cure;"  but,  not  intending  to 
'*  push"  this  remedy,  and  to  avoid  the  expense  of  piinting  such  labels, 
so  many  as  needed  (possibly  four  or  five  dozen)  were  written  and  used; 
that  for  a  time  thereafter  the  remedy  was  sold  under  both  names,  (see 
records,  p.  18;)  that  in  the  fall  of '1891  the  plaintiff,  then  resolving  to 
'« push"  the  business,  put  the  medicine  up  in  a  different  form,  procured 
labels  to  be  printed  and  put  them  upon  it  and  that  thenceforward  mitil 
the  date  of  suit — February,  1892 — the  printed  labels  were  used.    The 
foregoing  statement  seems  to  be  justified  by  the  testimony,  though 
fVoni  the  ignorance  of  some  witnesses  and  the  unreliability  of  others  it 
is  difficult  to  determine  even  this  much  with  precision.    The  corn  rem- 
edy and  cough  remedy  and  the  labels  for  the  one  and  the  other  appear 
to  be  so  mixed  up  as  to  render  it  difficult  to  understand  what  is 
intended  to  apply  to  the  one  and  what  to  the  other.    No  dealers  in  such 
medicines,  properly  considered,  were  examined,  nor  any  other  reliable 
disinterested  persons  of  any  importance  not  connected  with  the  plain- 
tiff.   But  there  is  another  tact  of  great  importance  about  which  no 
room  for  dispute  exists.    In  January,  1891,  the  plaintiff  applied  to  the 
Patent  Office  for  registration  of  its  Trade-Mark,  and  in  this  application 
the  words  claimed  are  essentially  different  from  those  now  set  up  and 
testified  to  by  the  witnesses.    The  label  recorded  is  as  follows: 

TKADE-MARK. 

KOBLEE  MANUl^ACTUBING  COMPANY. 

Com  Salve  and  Cough  Sifrup, 

No.  18,867.  Registered  Jan.  20,  1891. 

ONE  NIGHT  CURE. 

Proprietor: 

KOHLER  MFG.  CO., 
Per  LOUIS  YAKEL, 

Witneesee: 

Victor  G.  Blokdv. 

Wm,  G.  Dauouerty.  ^  T 
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The  plaintiffs  sworn  statement  is  as  foUows: 

The  Tndo-Mark  of  said  oompany  consiats  of  fcbe  worda  "One  Night"  preeediDg  the 
▼ord  "Cure''  or  **  Remedy."  These  have  generally  been  arranged  as. shown  in  the 
aoeompanying  fac-simile  of  one  of  their  labels,  whieh  represents  the  words  "  One 
Night  Cnre"  printed  on  a  cironlar  label;  bat  the  style  of  printing  and  the  shape  of 
the  label  are  onimportant  and  ean  be  Taried  at  will  without  affecting  the  character 
of  tiie  Trade-Mark,  the  esaential  feature  of  which  is  the  words  **  One  Night  Curb." 

This  Trade-Mark  has  been  continuously  used  by  said  corporation  since  about  the 
middle  of  January,  1860. 

The  class  of  merchandise  to  which  this  Trade-Mark  is  appropriated  is  medical 
preparations,  and  the  particular  description  of  goods  comprised  in  such  class  on 
whieh  it  is  used  by  the  said  corporation  is  com  salve  and  cough  syrup.  It  is  usually 
affiled  to  the  goods  by  printed  label  or  stencil  on  the  boxes  or  other  packages  in 
which  the  goods  are  put. 

[L.  8.]  KOBLRR  MaMUFACTURIMO  CO. 

Louis  Takbl, 

8eet, 

This  statement  is  made  by  Lonis  Yakel,  whose  testimony  taken  in 
the  case  before  mi  is  irreconcilable  with  it.  The  plaintiff  certainly 
knew  what  its  Trade-Mark  was,  if  it  had  one,  and  the  foregoing  state- 
men  t  should  therefore  be  regarded  as  conclasive.  The  registration  was 
notiee  to  everybody  that  the  Trade-Mark  claimed  was  what  is  there 
set  up  and  nothing  else.  This  the  defendant  has  not  infiinged.  His 
label  ^^Beshore  One  Night  Cough  Cure"  is  materially  different.  No 
man  oonld  mistake  it  for  the  other. 

But,  furthermore,  there  is  no  sufficient  evidence  that  the  plaintiff 
bad  acquired  a  Trade-Mark  in  either  of  the  collocations  of  words  stated. 
The  occasional  use  of  the  written  label  prior  to  the  fall  of  1891  was 
unimportant.  It  was  insufficient  to  make  any  public  impression.  And 
the  period  between  the  &11  of  1891  and  February  following,  when  suit 
waa  commenced,  was  too  short,  in  the  most  favorable  view  of  the  evi- 
dence, to  have  established  or  fixed  the  label  (whatever  it  was)  in  the 
poblic  mind  as  a  known  sign  or  indicia  of  the  plaintiff's  manufacture 
of  cough  medicine. 

Sufficient  has  been  said  to  justify  a  dismissal  of  the  bill,  and  other 
questions  raised  need  not  therefore  be  considered. 


(SnpTcme  Coort  of  tli«  United  Stotei.]. 

DB  la.  YXRaNB  BEFBiaEBATINO  MACHINE  COMPAKT  V.   FSATHEB- 

STONE  ET  AL. 

Decided  January  9, 189S. 

62  O.  G.,  741. 

1.  Patiht— Validity  of  Grant  to  a  Patenter  Dead  at  the  Time  of  Ibsub. 

L  pfttent  to  a  man  (load  at  the  time  of  the  grant  i«  not  void  for  want  of  a 
Sranteoi  since  the  pliraee  '<hl«  heirs  or  assigns''  must  be  construed  as  creating 
a  grant  in  the  alternatiTe,  and  the  use  of  the  word  ''heirs"  in  a  patent  grant 
raises  no  limitation  in  the  scnve  of  the  strict  common-law  rule  applied  to  realty. 
(Bsraniiig  De La  Vmrgne  R^g,  Co.  v.  Featkeretene,  C.  D.,  1S92, 324|  58  O.  G.,  1842.) 
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2.  Amendment  bt  Attorney  After  Applicant's  Dbatk— Ratification  bt  Admix- 
i8tratrix. 
Where  objection  was  made  to  the  Talidity  of  a  patent  bocaase  of  an  amend- 
ment loade  by  the  nttorneys  after  tbe  applicant's  death,  no  new  power  of  attor- 
ney haying  been  flle^l  at  the  Patent  Office  and  no  admiuiHtrntor  hav]n<(  intc^r- 
vened  and  filed  a  new  oath,  Held  (1)  the  amendment  wa«  within  the  acopc  of  tlie 
original  apeoifioation  and  required  no  new  oath ;  (2)  it  ap[»earing  that  the  attor- 
neys had  power  in  fact  to  act,  and  that  their  act^  were  Bubaoqaently  ratified  by 
both  administratrix  and  assignee,  the  amendment  did  not  invalidate  the  patent. 
(Distinguishing  Eatjhlon  Mfg.  Co.  ▼.  West,  G.  D.,  1884..  261 ;  27  O.  G.,  1237;  111  U. 
S.,490.) 

On  a  Certificate  from  the  United  States  Circiiit  Court  of  Appeals 
for  the  Seventh  Circuit. 

Mr.Ephraim  Bannifigj  Mr.  Edmund  Wetmare,  Mr.  Charles  H.  Aldrichj 
and  Mr.  Thomas  A,  Banningj  for  appellant. 
Mr.  L.  L.  Bond  and  Mr.  Cliarles  E.  Pickardj  for  appellees. 

STATEMENT  OF   THE  OASE. 

This  was  a  bill  in  equity  charging  appellees  with  inMugement  of 
Letters  Patent  of  the  United  States  No.  175,020,  issued  to  <' James 
Boyle,  his  heirs  or  assigns,"  March  21,  IStC,  for  an  improvement  in  gas- 
liquefying  pumps. 

The  bill  set  forth,  among  other  things,  a  full  history  of  the  proceed- 
ings before  the  Patent  Office,  and  alleged  that,  shortly  after  filing  his 
application  for  the  patent,  James  Boyle  died,  and  that  thereafter  his 
administrator,  who  was  also  an  assignee  of  a  half  interest,  prosecuted 
the  application,  paid  the  final  fee,  and  took  out  the  patent,  it  being 
issued  in  the  name  of  ^' James  Boyle,  his  heirs  or  assigns." 

Appellees  demurred  generally  to  the  bill,  and,  the  cause  having  been 
heard  by  the  circuit  court  thereon,  a  decision  was  announced  sustain- 
ing appellees'  demurrer,  on  the  ground  that  Boyle,  having  previously 
died,  there  was  no  grantee  in  being  capable  of  taking  at  the  time  the 
patent  was  issued,  and  hence  that  the  patent  never  had  any  validity. 
The  opinion  will  be  found  reported  in  49  Federal  Reporter j  916. 

A  decree  was  thereupon  entered  dismissing  the  bill  for  want  of  equity, 
and  complainant  appealed  to  the  Circuit  Court  of  Appeals  for  the 
Seventh  Circuit,  which  entered  an  order  certifying  several  questions  or 
propositions  of  law  upon  which  it  desired  the  instruction  of  this  Court 
for  their  proper  decision.  These  questions  or  propositions  of  law  are 
as  follows: 

I. 

On  October  29, 1875,  James  Boyle,  of  Honston,  Tex.,  baving  made  an  invention  in 
refHgerating  macbines,  execnted  an  application  for  a  patent  tberefor  in  dae  fonn 
and  verified  by  tbe  proper  oath,  and  appointed  Alexander  Si,  Maaon  bie  attorneys  to 
lirosecnte  tbe  same,  wbicb  appUcation  was  filed  in  tbe  Patent  Ofllea  November 
84.1WB. 
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Tberaafter  and  on  the  27tb  day  of  November,  1875,  ai|d  while  said  application  was 
atill  pending  in  the  Patent  Office,  James  Boyle  died,  leaving  surviving  him  a  widow 
and  four  children. 

TlierBafter  the  said  application  was  prosecnted  by  the  said  attorneys  nnder  the 
direetion  of  Thomas  L.  Rankin,  who  had  been  appointed  temporary  administrator 
of  the  estate  of  James  Boyle,  deceased,  March  9,  1876,  and  who  obtained  the  said 
patent  and  paid  all  the  Patent  Office  and  solicitors'  fees  therefor.  The  patent  issued 
March  21, 1876,  and  the  grantees  therein  expressed  were  '*  James  Boyle,  his  heirs  or 
wmigaa/* 

On  these  fiMsts  the  instrnction  of  the  Court  is  desired  upon  the  question— 

1.  Whether  the  grant  to  James  Boyle,  his  heirs  or  assigrns,  was  void  because  of  the 
death  of  Boyle  before  the  patent  was  issued  or  whether  such  grant  was  valid  on  the 
ground  that  it  should  be  construed  in  the  alteruative  as  a  grant  to  James  Boyle 
or  his  heirs  or  assigns,  the  words  "heirs  or  assigns  ^  including  a  grantee  or  grantees 
in  being  capable  of  taking  the  patent,  and  the  grant  inuring  to  his  or  their  benefit. 

n. 

Prior  to  the  aforesaid  application  of  James  Boyle  for  a  patent  he  made  a  contract 
with  said  Thomas  L.  Rankin  by  which  Rankin  agreed  to  advu  -^e  money  to  apply  for 
and  obtain  the  patent  and  Boyle  agreed  to  assign  to  Rankin  on u -half  interest  in  the 
iBTention  and  patent. 

On  December  2, 1873,  after  the  death  of  James  Boyle  and  while  the  application  for 
the  patent  was  pending  in  the  Patent  Office,  I^nkin  made  an  agreement  with  The- 
resa Boyle,  the  widow  of  James  Boyle,  then  acting  as  executrix  de  $on  tort,  in  the 
words  and  figures  following : 

"Houston,  Texas,  Deomber  i,  1875. 
"JrUele  of  Agntme%i  Between  T,  L,  Bankin  a%d  Mr:  Jamee  BoyU. 
*'T.  L.  Rankin  of  the  first  part,  agrees  to  complete  the  ice  machine  commenced 
by  himself  and  Jamee  Boyle  and  to  provide  for  Mrs.  Boyle  while  said  machine  is 
under  construction  until  next  spring,  say  May  first,  and  also  to  press  the  application 
for  piUents  on  the  part  of  said  machine  claimed  by  James  Boyle  and  in  case  said 
■Mchine  is  a  suceese,  and  said  patents  are  obtained,  is  to  use  his  best  efforts  to  intro- 
duce the  same,  and  to  divide  with  Mrs.  Boyle  the  profits  of  said  business  until  she 
shall  have  received  five  thousand  dollars  for  her  share;  after  which,  Mrs.  James 
Boyle  agrees  to  release  any  further  interest  in  said  patents  to  be  obtained  and  the 
machines  then  in  use,  and  from  this  date,  agrees  that  the  said  T.  L.  Rankin  shall 
opemte  and  control  any  interest  James  Boyle  had  pertaining  to  ice  machines,  together 
with  his  interest  in  the  Arctic  Ice  Company.    Stock  to  vote,  proxy  of  same. 

"T.L.  Rankin. 

''ThvrbsaBotlv. 
"Witness:  W.  T.  Scott." 

After  the  grant  of  the  patent  as  above  stated,  and  on  the  18th  day  of  July,  1876, 
the  issue  of  temporary  letters  of  administration  to  Rankin  were  superseded  by  the 
appointment  of  the  said  Theresa  Boyle  as  permanent  administratrix.  She  there- 
after filed  an  inventory  of  her  husband's  estate,  in  which  she  included  the  patent  in 
qnestion  as  held  and  owned  Jointly  with  Thomas  L.  Rankin. 

Keither  Theresa  Boyle,  nor  her  children,  nor  Thomas  L.  Rankin  ever  repudiated 
the  proceedings  whereby  said  patent  was  obtained,  but  eqjoyed  the  beneficial  own- 
sBship  thereof,  and  sold  their  interests  therein  for  a  valuable  consideration. 

On  these  fskcts  the  instruction  of  the  Court  is  desired  as  to  the  following  questions : 

2.  Whetiier  the  above  quoted  instrument  should,  under  the  above  facts,  be  con- 
stnied  as  an  assignment  to  Thomas  L.  Rankin. 

S.  Whether  the  patent  should  be  construed  as  a  grant  to  Thomas  L^Rankin  as 
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i.  ¥ni6iher,  under  the  ftbore  recited  faott,  the  patent  ihonld  be  held  to  be  obtained 
by  the  authority  of  Theresa  Boyle  ae  administratiz  as  well  ae  of  Thomas  L.  Rankin. 

m. 

During  the  proceedings  in  the  Patent  Office,  and  after  the  death  of  James  Boyle, 
the  speoiftcation  originally  filed  with  said  application  for  a  patent  was  amended 
within  the  scope  of  the  original  oath  and  the  invention  described  in  said  original 
specification  and  by  way  of  limitation  of  the  claims,  but  without  the  filing  of  any 
new  oath  or  power  of  attorney. 
6.  Did  such  amendment  render  the  pstent  voidf 
6.  Is  the  patent  void  liecanse  no  oath  was  filed  after  Boyle's  death  f 
It  also  appearing  that  the  cause  of  action  below  was  disposed  of  upon  a  demnmr 
filed  to  appellant's  bill  and  exhibits,  which  demurrer  the  court  below  sustained  and 
dismissed  the  bill,  and  no  witnesses  being  examined  in  said  cause,  it  is  fhrthar 
ordered  that  the  record  as  printed  in  this  cause  be  also  certified  up  as  a  full  statement 
offsets  upon  which  the  questions  and  propositions  stated  for  the  instruction  desired 
firom  the  Supreme  Court  of  the  United  States  are  based  and  the  clerk  of  this  conrt 
is  hereby  directed  to  transmit  to  the  clerk  of  the  Supreme  Court  of  the  United 
States  a  certified  copy  of  said  record,  together  with  this  certificate. 

Sections  4884,  4886,  4895,  and  4896  of  the  Beyised  Statutes  are  as 
follows : 

Skc.  4884.  Every  patent  shall  contain  a  short  title  or  description  of  the  inyention 
or  discovery,  correctly  indicating  its  nature  and  design,  and  a  grant  to  the  patentee, 
his  heirs  or  assigns,  for  the  term  of  seventeen  years,  of  the  exclusive  right  to  make, 
use.  and  vend  the  invention  or  discovery  throughout  the  United  States,  and  the 
Territories  thereof,  referring  to  the  specification  for  the  particulars  thereof.  A  copy 
of  the  specification  and  drawings  shaU  be  annexed  to  the  patent  and  be  a  pari 
thereof. 

Sbc.  4886.  Any  person  who  has  invented  or  discovered  any  new  and  useAil  wti, 
machine,  manufacture  or  composition  of  matter,  or  any  new  and  nsefbl  improre- 
ment  thereof,  not  known  or  used  by  others  in  this  country,  and  not  patented  or 
described  in  any  printed  publication  in  this  or  any  foreign  country,  before  his  inren* 
tlon  or  discovery  thereof,  and  not  in  public  use  or  on  sale  for  more  than  two  yean 
prior  to  his  application,  unless  the  same  is  proved  to  have  been  abandoned,  mmy, 
upon  payment  of  the  fees  required  by  law,  and  other  due  proceedings  had,  obtain  a 
patent  tiierefor. 

Sbc.  4896.  Patents  may  be  granted  and  issued  or  reissued  to  the  assignee  of  the 
inrentor  or  discoverer;  but  the  assignment  must  first  be  entered  of  record  in  the 
Patent  OilElce.  And  in  aU  cases  of  an  application  by  an  assignee  fbr  the  issue  of  a 
patent,  the  application  shaU  be  made  and  the  specification  sworn  to  by  the  inventor 
or  discoverer;  and  in  aU  cases  of  an  application  for  a  reissue  of  any  patent,  the 
application  must  be  made  and  a  corrected  specification  signed  by  the  inventor  or 
disooverer,  if  he  is  Uving,  unless  the  patent  was  issued  and  the  assignment  mada 
before  the  eighth  day  of  July,  eighteen  hundred  and  seventy. 

Sec.  4896.  When  any  person,  having  made  any  new  invention  or  discovery  for 
which  a  patent  might  have  been  granted,  dies  before  a  patent  is  granted,  the  right 
of  applying  for  and  obtaiuing  the  patent  shall  devolve  on  his  executor  or  adminia- 
trator,  in  trust  for  the  heirs  at  law  of  the  deceAsed,  in  case  he  shall  have  died 
intestate;  or  if  he  shall  have  left  a  will,  disposing  of  the  same,  then  in  trust  for  hia 
devisees,  in  as  full  manner  and  on  the  same  terms  and  conditions  as  the  same  mi|;ht 
have  been  claimed  or  ei^oyed  by  him  in  his  lifetime;  and  when  the  application  ia 
made  by  such  legal  repreeentatives,  the  oath  or  affirmation  required  to  be  made  shall 
be  so  Tarled  in  form  that  it  can  be  made  by  them. 
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Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  Court : 

The  grant  was  to  <' James  Boyle,  his  heirs  or  assigns,^  and  in  this 
followed  the  language  of  section  4884  of  the  Bevised  Statutes.  But 
although  Boyle  made  the  application,  he  was  dead  at  the  time  the 
patent  issued,  and  it  was  therefore  held  by  the  circuit  court  that  the 
patent  was  utterly  void  for  want  of  a  grantee. 

The  reasoning  of  tbc  Court  was  that  all  tlie  rights  and  remedies  of 
inventors  to  the  exclusive  property  in  their  inventions  come  from  the 
statute,  and  that  under  sections  4886,  4895,  and  489G  only  three  classes 
of  persons  are  recognized  to  whom  a  patent  for  an  invention  can  issue, 
namely :  The  inventor  liimself ;  the  assignee  of  the  inventor,  when  the 
assignment  \b  made  before  the  issue  of  the  patent;  and  the  executor 
or  administrator  of  the  inventor,  if  he  dies  before  the  patent  is  granted ; 
that  a  patent  for  an  invention  is  a  grant  for  the  exclusive  privilege  of 
making,  using,  and  vending,  and  authorizing  others  to  make,  use,  and 
vend,  an  invention;  and  that  just  as  the  term  was  originally  used  in 
England,  to  describe  written  instruments  emanating  from  tilie  King, 
sealed  with  the  great  seal,  whereby  land.^,  honors,  or  franchises  were 
conferred  upon  individuals,  so  it  i^  used  in  this  country  as  descriptive 
of  an  instrument  whereby  some  exclusive  right  is  granted  by  the 
sovereign  power  to  the  person  named  therein.  Hence,  continued  the 
Court,  a  patent  for  an  invention  is  a  grant  and  must  have  a  grantor 
and  a  grantee.  It  must  grant  the  franchise  or  monopoly  to  a  person 
named  and  who  is  capable  of  taking,  and  in  this  respect  a  patent  does 
not  diifer  from  a  patent  or  deed  for  lands.  And,  as  a  deed  to  a  person 
not  then  living  and  his  heirs  would  be  void,  since,  the  word  heirs  being 
one  of  limitation  and  not  of  purchase,  there  is  no  person  to  take  under 
it,  so  a  patent  for  an  invention  to  a  dead  man  is  wholly  inoperative, 
and  such  must  be  the  construction  of  a  patent  issued  under  section 
4884  to  the  patentee,  his  heirs  or  assigns,  when  the  patentee  thus  named 
is  dead  at  the  date  of  the  grant. 

The  conclusion  reached  rests  upon  the  assumption  that  the  form  of 
grant  specifled  in  section  4884  can  only  be  pursued  when  the  inventor 
is  living,  and  that  the  intention  of  Congress  was  that  the  personal  rep- 
resentatives of  the  inventor  could  not  be  treated  as  grantees  under  that 
section. 

We  are  to  remember  that  it  is  to  be  assumed  that  James  Boyle  had 
made  auseihl  invention  and  taken  all  the  necessary  steps  to  secure  the 
benefits  to  be  derived  therefrom,  and  that  in  view  of  the  policy  of  tlie 
Government  to  encourage  genius  and  promote  the  progress  of  the  use- 
ihl  arts,  by  securing  to  the  inventor  a  £ur  and  reasonable  remunera- 
tion, a  liberal  construction  in  favor  of  those  who  claim  under  him  must 
be  adopted  in  the  solution  of  the  principal  question  before  us. 

It  is  also  to  be  observed  that,  under  the  practice  of  the  Patent  Office, 
a  considerable  time  necessarily  elapses  after  a  patent  for  an  invention 
to  allowed  before  it  actually  issues;  that  the  applicants  often  reside  at 
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a  great  distance;  that  the  cases  when  an  inventor  dies  between  the 
date  of  the  application  and  the  allowance,  and  the  allowance  and  the 
issne,  must  beof  freqnont  occurrence;  and  that  this  may  happen  when 
neither  the  Office  nor  the  inventor's  solicitors  are  aware  of  the  death. 
The  reflection  is  a  natural  one  that  Congress,  which,  in  framing  the 
provisions  of  the  patent  laws,  must  be  presiuned  to  have  had  these 
IMMWible  occurrences  in  mind,  did  not  contemplate  that  all  patents  issued 
under  such  circumstances  should  be  invalidated  by  the  death  of  the 
inventor. 

What,  then,  was  the  intention  of  Congress  in  providing  for  a  grant 
to  the  ^*  patentee,  his  heirs  or  assigns  t  ^  Must  it  be  construed  as  merely 
a  personal  grant  to  the  individual,  or  may  his  personal  representatives 
be  treated  as  granteest 

The  words  <'hein/'  aud  '<hein  of  his  body,''  [sayB  Mr.  WiUiams,]  are  qnito  insp* 
plieable  to  personal  estate;  the  heir,  as  heir,  has  nothing  to  do  with  the  personal 
property  of  his  ancestor.  Suoh  property  has  nothing  hereditary  in  its  nature,  but 
simply  belongs  to  its  owner  for  the  time  being.  Hence,  a  gilt  of  personal  property 
to  A  simply,  without  more,  is  suflScient  to  vest  in  him  the  absolute  interest.  While, 
under  the  very  same  words,  he  would  acquire  a  life  interest  only  in  real  estate,  he 
will  become  absolutely  entitled  to  personal  property.    (Per.  Prop.,  297.) 

The  privileges  granted  by  Letters  Patent  are  plainly  an  instance  of 
an  incorporeal  kind  of  personal  property,  wliich,  as  personalty,  in  the 
absence  of  context  to  the  contrary,  would  go  to  the  executor  or  admin- 
istrator in  trust  for  the  next  of  kin.  (Williams's  Executors,  p.  817; 
Schouler's  Executors,  sec.  200;  Williams's  Per.  Prop.,  271;  Patter$om 
V.  Kentucky^  97  U.  S.,  601;  MiUer  v.  TayZor,  4fiurr.,  2303;  Skato  Belief 
Valve  Co.  v.  ITew  Bedford^  G.  D.,  1884,  289;  28  O.  G.,  283;  19  Fed.  Bep., 
763.) 

The  rule  in  SheUefe  Oaee  was  that  when  an  estate  of  freehold  is  lim- 
ited to  a  person  for  life,  and  the  same  instrument  contains  a  limitatioii 
either  mediate  or  immediate  to  his  heirs  or  the  heirs  of  his  body,  the 
word  heirs  is  a  word  of  limitation,  and  the  grantee  takes  the  whole 
estate  either  in  fee  tail  or  fee  simple.  This  is  a  rule  of  law,  and  not 
a  rule  of  construction.  (Evans  v.  EvanSj  1892,  2  Oh.,  173, 184, 188.)  It 
applies  to  nothing  but  real  estate,  and  if  resorted  to  iu  connection  with 
personal  estate,  it  is  only  by  way  of  analogy,  and  as  a  rule  of  construo- 
tion  in  order  to  promote  the  intention. 

We  do  not  x>6rceive  any  sound  reason  for  holding  that  the  word 
'<  heirs  ^  in  a  patent  for  an  invention  should  be  regarded  as  a  deilnitioii 
of  the  extent  of  the  patentee's  own  interest  in  the  patent.  There  is 
nothing  technical  in  the  word  as  used.  It  indicates  persons  who  are 
to  have  the  benefit  in  the  event  of  death,  bat  the  absolute  character  of 
the  interest  of  the  patentee  is  not  attributable  to  it.  The  words  in  the 
statute,  <^  the  patentee,  his  heirs  or  assigns,"  whether  construed  accord- 
ing to  the  rules  of  grammar,  or  to  the  evident  intent  of  Oongreaa, 
mean  <<  the  patentee  or  his  heirs  or  assigns."  They  comprehend  the 
legal  representatives,  assignees  in  law  and  assignees  in  fao^  and  the 
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phraseology  raises  no  limitation  in  the  sense  of  the  strict  common-law 
rule  applied  to  realty. 

It  18  said  that  if  the  word  ^<  heirs"  were  not  used  in  the  grant,  the 
pat^it  would  end  with  the  life  of  the  patentee,  and  would  hare  no 
descendible  or  inheritable  quality,  but  we  are  not  persuaded  that  this 
would  be  so,  any  more  than  that  the  omission  of  the  word  tcom  any 
trausfer  of  personal  property  would  have  that  effect.  The  exercise  of 
the  right  Tested  is  not  in  its  nature  dependent  upon  the  continued 
existence  of  the  person  whose  merit  earned  the  reward.  The  statute 
has  long  been  that  '<  the  patentee  "  may  obtain  an  extension  in  certain 
eases,  without  adding  that  his  executors  or  administrators  may  do  this, 
(Act  1836,  sec  18,  5  Stat.,  117, 124;  Act  1870,  sec.  63, 16  Stat,  208;  B. 
a^  sec  4^24;)  yet  it  was  decided  that  an  executor  or  administrator  can 
obtain  an  extension  (WiUon  ▼•  Bosseau^  4  How.,  646,)  and  that  the 
extended  term  is  assignable,  although  not  expressly  so  proyided.  (Nkk' 
oUon  PavemeiU  Co.  v.  Jenkins^  14  Wall.,  452;  10.  0«,  465;  Baaroad  Co. 
V.  TcimtUf  10  Wall.,  367.)  And  so,  that  a  patent  issued  to  an  inventor 
after  an  assignment  of  his  entire  interest  has  been  entered  of  record, 
immediately  and  by  operation  of  law  inures  to  the  benefit  of  his 
assi^ee.    {Oayler  v.  Wildly  10  How.,  477.) 

If  the  patent  had  issued  to  Boyle  when  living,  although  an  assign- 
ment of  his  entire  interest  had  been  recorded  before,  the  patent  would 
have  inured  to  the  benefit  of  the  assignee,  and  it  is  difficult  to  see  why, 
if  Boyle  died  prior  to  the  issue  of  the  patent  and  after  he  had  made  the 
application  and  assigned  his  interest,  the  assignee  should  lose  the 
benefit  of  tli3  assignment  because  of  the  death. 

Under  section  4896,  when  the  inventor  dies  before  the  patent  is 
granted,  the  right  oi  applying  for  and  obtaining  the  patent  devolves 
upon  his  executor  or  administrator  in  trust  for  his  heirs  at  law  or 
legatees,  and  doubt  has  been  suggested  as  to  the  applicability  of  the 
section  when  the  death  transpires  after  the  application  has  been  filed, 
but  the  rulings  and  practice  of  the  Patent  Office  are  to  the  effect  that 
in  the  latter  contingency  no  new  application  need  be  made  or  new  fee 
be  paid,  but  the  executor  or  administrator  may  file  his  letters  and  the 
case  be  disposed  of  as  if  the  applicant  had  not  died.  (Biee  v.  Burtj 
C.  D.,  1879,  291;  16  O.  O.,  1050;  BxfiorU  BmUk^  lb.  1888,  24;  43  O.  G., 
505.) 

Neither  this  section  nor  section  4895,  providing  that  patents  may  be 
granted  and  issued,  or  reissued,  to  the  assignee  of  the  inventor  or  dis- 
coverer, prescribe  any  form  of  grant,  which  is  alone  to  be  found  in 
section  4884.  The  statute  does  not  require  Uie  patent  to  issue  under 
section  4806  to  the  executor  or  administrator,  and  inasmuch  as  a  patent 
is  personal  property,  and  as  such  goes  to  the  executor  or  administrator 
in  trust  for  tlie  next  of  kin,  it  would  appear  that  this  result  would  fol- 
low whei-e  the  grant  is  to  the  patentee,  his  heirs  or  assigns. 

Sections  4895  and  4896  cover  cases  where  the  application  is  made  ^f^ 
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the  legal  representatives  or-  assignees,  but  where  the  application  is 
made  by  the  inventor,  and  he  dies,  a  grant  in  the  terms  stated 
apparently  accomplishes  all  the  objects  aimed  at  by  both  these  sections. 
Section  1  of  the  act  of  1790  provided  for  a  grant  to — 

the  petitioner  or  petitioners,  bis,  her;  or  their  heirs,  administrators,  or  assigns,  (1 
Stat.,  109,  no,) 

and  the  act  of  February  1, 1793,  was  in  the  same  langnage.    (1  Stat.^ 
318,  321.)    Section  5  of  the  act  oif  1836  read  that  the  patent  should— 

in  its  terms  grant  to  the  applicant  or  applicants,  his  or  their  heirs,  administrators, 
executors,  or  assigns,  etc.,  (5  Stat.,  117, 118.) 

The  statute  of  1870  required  the  patent  to  contain — 
a  grant  to  the  patentee,  his  heirs  or  assigns,  (16  Stat.,  198,  201,) 
which  is  carried  forward  into  section  4884  of  the  Revised  Statutes. 

As  remarked  by  Judge  Lowell  in  Shaw  Belief  Valve  Co.  v.  Kefc  Bed- 
ford ^  ubisupray  the  omission  of  the  word  "executors"  prior  to  1836,  did 
not  affect  the  title  o'f  the  executors,  nor  did  the  omission  of  "adminis- 
trators and  executors"  from  the  act  of  1870  make  any  difference,  ^^he 
law  was  not  changed  by  it."  Taking  the  sections  together,  the  legisla- 
tive intent  seems  to  have  been  that  a  grant  to  the  patentee,  his  heirs 
or  assigns,  should  vest  title  in  the  execator  or  administrator  where  the 
death  occurred  pending  the  ap])lication.  If  there  be  no  executor  or 
administrator,  or  letters  of  such  are  not  recorded,  still  the  general  form 
of  grant  prescribed  in  section  4884  is  applicable,  and  the  patent  may 
run  to  "  the  patentee,  his  heirs  or  assigns."  The  statute  does  not  make 
it  im]>erative  that  the  patent  shall  issue  in  the  name  of  the  executor  or 
administrator,  the  grant  under  section  4884  being  sufiicient  to  vest 
title  in  the  patentee's  legal  representative,  whether  he  be  administrator, 
executor,  or  assignee.  If  there  are  adverse  claims  of  heirs  and  legatees, 
they  may  be  left  to  be  determined  by  the  courts  in  whose  jurisdiction 
they  arise,  rather  than  by  the  Patent  Office.  It  is  enough,  if  it  is  found 
that  the  patent  is  proper  to  be  granted,  and  it  is  so  granted  to  the 
personal  representatives  of  the  deceased. 

Sections  4895  and  4896  designate  who  should  make  the  oath  in  case 
of  death  or  assignment,  but  where  the  application  has  been  made  in 
the  lifetime  of  the  inventor,  and  remains  in  effect  unchanged,  there  is 
no  necessity  for  a  new  application  or  oath,  except,  of  course,  in  the  case 
of  a  reissue;  and,  as  we  have  seen,  a  grant  to  the  patentee,  his  heirs 
or  assigns,  sufficiently  designates  in  whom  the  title  to  the  patent  shall 
vest  in  case  of  assignment  or  death. 

In  view  of  these  considerations,  as  the  language  of  the  statute  admits 
of  a  construction  which,  in  sustaining  the  grant,  effectuates  the  settled 
policy  of  the  Government  in  favor  of  inventors,  our  judgment  is  that 
that  construction  should  be  adopted,  and  that  the  statute  should  be 
read  in  the  alternative,  and  the  grant  be  treated  as  made  to  the  pat- 
entee or  his  heirs  or  assigns.  This  conclusion  is  supported  by  the 
practice  advisedly  adopted  in  the  Land  Office  (another  branch  of  the 
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Exeeatiye  Department  known  as  that  of  the  Interior)  of  using  disjnnc- 
tiTetermsfor  the  purpose  of  pi  eventing  the  defeat  of  grants  by  the 
death  of  the  original  grantee.  In  Eogan  v.  Page  (2  WaU.,  60S,)  the 
Court,  speaking  throngli  Mr.  Justice  Nelson,  said: 

A  difficulty  hod  oecnrrod  at  the  Laud.  Offlco,  at  au  early  day;  in  retpeot  to  the 
iimn  of  patent  certiflcatea  and  of  patents,  arising  out  of  applications  to  haye  them 
iMaed  in  the  name  of  the  assignee,  or  present  claimant,  therehy  imposing  npon  the 
Office  the  hnrden  of  inquiring  into  th^  derivative  tiUe  presented  hy  the  applicant. 
Tlus  difficolty,  also,  existed  iu  respect  to  the  boards  of  commissioners  nndor  the  acts 
of  Congress  for  the  settlement  of  French  and  Spanish  claims.  The  resnlt  seems  to 
have  been,  after  oonsalting  the  Attorney -General,  that  the  Conmiissioner  of  the 
Land  Office  recommendeil  a  formula  that  has  since  been  very  generally  obser»'ed, 
namely,  the  issuing  of  the  patent  certificate,  and  even  the  patent,  to  the  original 
grantee,  or  hU  legal  repreteatelirsf ,  and  the  same  has  been  adopted  by  the  several 
boards  of  commissiouers.  This  formnla,  "  or  hiti  legal  representatives,"  embraces 
representatives  of  the  original  grantee  in 'the  land,  by  oontract,  snch  as  assignees  or 
gnmteee,  as  weU  as  by  operation  of  law,  and  leaves  the  question  open  to  inquiry  in 
a  coort  of  Jnatice  as  to  the  party  to  whom  the  certificate,  patent,  or  confirmation, 
alioQid  inure. 

And  see  Carpenter  y.  Bannehj  (19  Wall.,  138;)  Bowman  v.  Lang^  (89 
IlL,  10;)  Warneeke  y.  Lembeaj  (71 IIL,  91;)  Bead  y.  Kearsleg^  (14  Mich.^ 
225;)  Chrand  Gulf  B.  B.  Co.  y.  Bryan^  (8  S.  &  M.,  234.) 

The  action  spoken  of  by  Mr.  Justice  Nelson  was  eyidently  taken  in 
order  to  pre^  ent  hardships  occnrriiig  under  the  old  form  of  land  grants, 
as  indicated  in  Oalloway  y.  Finley  (12  Pet,  204)  and  other  cases;  but 
no  such  action  was  considered  necessary  in  reference  to  inyention  pat- 
ents, although  the  same  reason  might  have  existed  if  the  same  form 
bad  originally  been  presciibcd. 

It  api)ears  from  the  certificate  that  James  Boyle  died  on  Noyember 
27, 1875,  and  that  the  application  was  thereafter  prosecuted  by  the 
attorneys  who  had  been  previously  appointed  by  him  for  that  ])urpose, 
under  tiie  direction  of  Thomas  L.  Bankin,  who  had  been  appointed  tem- 
porary administrator  of  Boyle^s  estate  March  9, 1876,  and  who  obtained 
the  patent  and  paid  all  the  Patent  Office  and  solicitors'  fees  therefor. 
It  is  also  stated  that  prior  to  Boyle's  application  he  had  made  a  con- 
tract with  Bankin,  by  which  it  was  agreed  that  the. latter  should 
advance  the  money  to  apply  for  and  obtain  the  patent,  and  Boyle 
should  assign  to  Bankin  a  one-half  interest  in  the  invention  and  patent; 
and  that  on  December  2, 1875,  Bankin  made  an  agreement  with  The- 
resa Boyle,  the  widow  of  James  Boyle,  <<theii  acting  aa  executrix  d0  ton 
iortj^  by  virtue  of  which  Bankin  was  to  acquire  the  right  to  the  whole 
patent.  Under  the  statutes  of  Texas  a  temporary  administrator  pos- 
sesses the  rights  and  powers  of  a  general  administrator  so  far  as 
expressly  confided  to  him  by  the  order  of  appointment.  (1  Sayles' 
Tex.  Civ.  Stat.,  584.) 

The  failiue  to  record  the  title  papers  in  the  Patent  Office,  it  appear, 
ing  that  the  administrator  and  equitable  owner  in  part  obtained  the 
patent^  cannot,  in  the  view  we  take  of  the  case,  make  the  patent  void. 
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The  identity  of  the  grantee  might  be  determined  by  extrinmc  testi- 
mony. If  the  grant  be  constmcted  as  made  directly  to  the  heirs,  exeo- 
ntors,  administrators,  or  assigns  of  Boyle,  there  can  be  no  doabt  as  to 
its  validity,  even  though  when  the  patent  issued  it  was  not  made  to 
appear  who  they  were. 

The  case  of  JBagleUm  ManufaetuHng  Co.  v.  West  (0.  D.,  1884,  261;  27 
O.G.,1237;  Ul  U.  8.,  490)  is  cited  to  the  proposition  that,  where  the 
inventor  dies,  a  patent  is  invalid  when  not  issued  upon  the  application 
and  oath  of  his  personal  representative,  but  in  that  case  the  application 
was  so  amended  after  the  inventor's  death  that  it  was  equivalent  to  a 
new  application,  yet  none  such  had  been  made  nor  had  the  administra- 
trix made  the  oath  rendered  necessary  under  such  circumstances.  In 
the  case  at  bar  the  application  remained  in  substance  unchanged  and 
no  new  application  or  oath  was  essential  to  jurisdiction. 

We  ought,  perhaps,  to  add  that  in  our  opinion  the  patent  would  not 
be  absolutely  void,  even  if  the  objections  taken  by  appellees  were 
better  founded  than  we  hold  they  are.  If  the  proceedings  in  the 
Patent  Office  may  be  considered  as  analogous  to  the  oondltion  of  a 
pending  suit  at  law  upon  the  death  of  the  pUiintiff,  the  great  weight 
of  authority  in  this  country  is  to  the  efifect  that  where  the  court  has 
acquired  jurisdiction  of  the  subject-matter  and  the  person  during  the 
lifetime  of  a  party,  a  judgment  for  or  against  a  dead  man  is  not  wholly 
void  or  open  to  coUateral  attack.  It  is  very  rarely  that  proceedings 
are  wholly  void  and  without  force  or  effect  as  to  all  persons  and  for  all 
purposes,  and  therefore  incapable  of  being  or  being  made  otherwise; 
and  we  are  entirely  dear  that  this  patent  cannot  be  treated  as  falling 
within  that  class. 

The  record  shows,  as  we  have  said,  the  existence  of  a  contract 
between  Bankin  and  Boyle,  by  which  the  latter  was  to  advance  the 
money  to  apply  for  and  obtain  the  patent  for  a  half  interest,  and  tliat 
Bankin  carried  out  the  contract  on  his  part.  Tlie  agreement  between 
Bankin  and  the  widow,  tlien  actinf;^  as  having  a  colonible  right  to 
administer,  is  also  set  out,  under  which  Mrs.  Boyle  agreed  that  as  soon 
as  she  should  receive  iive  thousand  dollars  in  the  way  spedfted  she 
would-^ 

release  any  ftarther  interest  in  said  patents  to  be  obtained  and  the  macbines  then  in 
use. 

Bankin  was  appointed  temporary  administrator  March  9, 1870,  and 
on  July  18,  18t6,  the  temporary  letters  of  administration  issued  to 
Bankin — 

were  superseded  by  the  appointment  of  tho  said  Tberosii  Hojle  as  permanent  admin- 
istratrix. She  thereafter  file<l  an  iuvcutory  of  her  husband's  estate^  in  which  she 
included  the  patent  in  question  as  held  and  owned  jointly  with  Tbomas  L.  Rankin. 
Neither  Theresa  Boyle,  nor  her  children^  nor  1'homas  L.  Kunkin  ever  repudiated  the 
proceedings  whereby  said  patent  was  obtained,  but  enjoyed  the  beneficial  ownoiahip 
thereof,  and  sold  their  interest  therein  for  a  TaluablQ  considoraiioiL  OOqIc 
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When  lirs.  Boyle  took  oat  the  letters  of  admiiustration,  her  prior 
aetSy  presamably  ni^on  this  reeord  beneficial  to  the  estate  and  certainly 
not  such  as  api>ellee8  have  any  right  to  complain  of,  shoald  be  viewed 
hi  the  same  light  as  thoogh  she  had  been  made  administratrix  npon 
the  death  of  her  husband.  And  npon  the  facts  stated,  without  discuss- 
ing the  particnlar  natnre  of  tiie  instrument  of  December  2, 1875,  we 
eouclnde  that  Bankin  acquired  under  the  two  contracts  the  equitable 
title  to  the  patent;  and  the  circumstance  that  there  was  no  record  evi- 
dence  of  the  transactiou  in  the  Patent  Office  made  no  diflTereuce,  in  the 
abseuoe  of  question  as  to  che  rights  of  third  parties.  The  patent,  there- 
ihre,  inured  to  his  benefit.  {HarUkom  v.  Day,  19  How.,  211;  Bap  y. 
India  RtMer  Co.,  20  How.,  216;  Gaoler  y.  Wilder,  10  How.,  477.) 

Boyle  made  the  oath  to  the  application  filed  in  his  lifetime  in  accord- 
ance with  section  4892  of  the  Beyiaed  Statutes,  and  the  certificate  states 
that  after  his  death — 

the  (peolflefttioii  originally  filed  with  said  Applieation  for  s  pstent  was  unendod 
wilhte  the  eoope  of  the  original  oath  and  the  invention  described  in  said  original 
qweifleation.  and  by  way  of  limitation  of  the  claims,  bat  withoat  the  tiling  of  any 
new  oath  or  power  of  attorney. 

In  EagleUm  Man^faetuHng  Co.  y.  Westj  (0.  D.,  1884, 261;  27  O.  O., 
1237;  111  IT.  S.,  490, 498,)  before  referred  to,  the  patent  was  held  inyalid 
because  the  authority  giyen  to  Eagleton's  attorneys  ended  at  his  death, 
and  Ae  patent  was  granted  upon  amendments  made  by  the  attorneys 
without  any  new  oath  by  the  administratrix.  And  Mr.  Justice  Blatch- 
ford,  speaking  for  the  Court,  said  that  the  file  wrapper  showed — 

beyond  doubt,  that  there  was  no  saggestion,  in  the  speciAcAtion  signed  and  sworn 
to  by  Eagleton,  of  the  invention  described  in  the  amendment— 

snd  that — 

in  Tiew  of  the  entire  change  in  the  specification,  as  to  the  invention  described,  the 
patent,  to  be  valid,  should  have  been  granted  on  an  application  made  and  sworn  to 
by  tho  administratrix.  The  spcicification,  as  issued,  bears  the  signature  of  Eagleton 
and  not  of  the  administratrix,  and  it  is  sufficiently  shown  that  the  patent  was  granted 
on  tho  application  and  oath  of  Eagleton,  and  for  an  invention  which  lie  never  made. 

In  the  case  at  bar,  there  was  not  only  no  amplification  of  the  original 
application  of  the  amendment,  but  it  was  within  the  scope  of  the  origi- 
nal specification  and  a  limitation  and  narrowing  of  the  original  claim, 
so  tliat  it  was  the  identical  inyention  sworn  to  by  Boyle,  and  there  was 
no  more  reason  for  requiring  a  new  oath  from  his  ndininistratrix  than 
there  would  haye  been  for  requu*ing  it  from  Boyle  himself.  The  attor- 
neys who  haye  acted  for  Boyle  continued  to  act  under  Rankin's  direc- ' 
tion,  and  although  it  is  not  shown  that  tlieir  authority  was  conferred 
in  writing  by  a  power  of  attorney  executed  and  filed  in  accof^ance  with 
the  rules  of  tiie  Office,  that  is  not  a  fatal  objection,  since  tho  attorneys 
had  authority  in  fact,  and  their  acts  were  subsequently  ratified  by 
Bankin  and  by  Mrs.  Boyle. 

We  are  of  opinion  that  the  grant  was  not  void  because  of  the  death 
of  Boyle  before  the  patent  was  issued,  and  that  it  should  be  constfr^ed 
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ill  the  alternative  as  a  grant  to  James  "Boyle,  or  his  heiro,  or  assigns, 
which  woald  indade  a  grantee  or  grantees  in  being  capable  of  taking 
the  patent  and  to  wliose  1>e:ieftt  the  grant  would  inure;  that  the  patent 
8hould  be  construed  as  a  grant  to  Thomas  L.  Baukin  as  assignee,  and 
held  to  have  been  obtained  by  the  autliority  of  Mrs.  Boyle  as  adminis- 
tratrix, as  well  as  of  Bankin ;  and  that  the  amendment  did  not  render 
the  patent  absolutely  void,  nor  did  the  fact  that  no  oath  was  filed  after 
Boyle's  death. 

These  conclusions  answer  the  questions  propounded,  and  will  be  cer- 
tified accordingly. 


(0.  S.  CivniitOmri-nistriel  of  ICaawohiuette.) 

Tubman  v.  Wason  MANUFAOTUBiNa  Oompant. 

redded  Janmarg  S,  1999. 

62  O.  G.,  745. 

EoBKRTS— CAii-Wnn>ow8— Inpringbmknt. 

Letters  Patent  No.  192,014,  to  George  S.  Roberts,  Jane  12, 1877,  fbr  an  improve- 
ment in  oar- windows,  Held,  in  view  of  the  prior  state  of  the  art  limited  to  the 
ipeeifio  structure  described  and  shown ~yi2.,  a  bay-window  whose  two  si^es  are 
oblique  to  the  6ide  of  the  car  and  meet  in  an  obtnse  angle,  and  therefore  not 
infHnged  by  a  structure  whose  two  sides  are  oblique  to  the  side  of  the  car,  but 
oonneoted  at  thoir  outer  extremities  by  a  line  parallel  therewith. 

Mr.  William  K.  Tubman  pro  se. 

Mr.  Robert  J.  Fisher  and  Mr.  Benjamin  Price  for  the  defendant 

Carpenter,  J.: 

This  is  a  bill  in  equity  to  enjoin  an  alleged  inMngement  of  Letters 
Patent  No.  193,014,  granted  June  12, 1877,  to  George  8.  Roberts  for  an 
improvement  in  car-windowH. 

The  claim  of  the  patent  is  as  follows : 

A  milway-car  constructed  \Tith  two  lines  of  alternating  posts,  a  a  and  o  c,  for  the 
insertion  of  windows  in  oblique  or  zigzag  poBitions,  and  for  forming  bays  or  recesses 
in  the  sides  of  the  oar,  opposite  to  the  several  seats  thereof,  substantially  as  and  for 
the  purpose  herein  siiccilicd. 

As  thus  described  the  invention  might  well  be  called,  as  the  com- 
plainant suggests,  an  <<  improvement  in  the  construction  or  formation 
of  the  side  of  a  railway-car.''  The  claim  of  the  complainant  is  that  the— 
invention  cousintoil,  broadly,  in  conceiving  the  method  of  ftinutng  the  side  of  the 
car  with  or  into  a  series  of  bays  integral  therewith  in  and  as  a  part  thereof. 

He  has  not  argued  his  claim  orally,  but  relies  entirely  on  his  brief, 
and  if  I  correctly  follow  the  argument  of  the  brief  the  words  ^<  integral 
therewith  "  and  ^^  in  and  as  a  part  thereof  import  that  the  ensence  of 
^e  ittveutiou  lies  in  the  &ct  that  the  bays,  like  the  other  parts  of  th^ 
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Bides  of  the  car,  extend  from  the  floor  to  the  roof,  and  that  no  part  of 
the  bay  projects  beyond  the  general  line  of  the  side  of  the  car. 

Goming,  then,  to  a  consideration  of  the  state  of  the  art,  I  observe, 
first,  that  cars  having  bay-windows  as  part  of  the  sides  thereof  have 
long  been  in  nse  and  known  to  the  trade  here  involved.  I  shall  not 
andertake  to  describe  all  these  except  to  notice  that  in  all  of  them,  so 
fiur  as  I  observe,  the  windows  project  beyond  the  general  side  line  of  the 
car.  As  a  fair  type  of  the  whole  I  may  refer  to  the  ventilator  patented 
by  H.  M.  Paine,  January  6, 1852,  and  shown  in  the  drawing  attached  to 
his  Letters  Patent  No.  8,645.  It,  therefore,  seems  clear  that  a  car  side 
with  bay-windows  was  well  known  when  Boberts  made  his  invention. 
What,  Uien,  were  the  elements  of  the  bay-windows  as  then  known  to 
constructors f  It  may  be  taken  as  matter  of  common  knowledge  that 
bay-windows  have  long  been  constructed  in  the  walls  of  houses  in  such 
manner  that  the  <^  projecting  space,"  so  to  call  it,  extends  from  floor 
to  ceiling,  and  in  such  manner  also  that  no  part  of  the  bay-window 
projects  outwardly  beyond  the  general  side  line  of  the  wall.  The  func- 
tions of  the  old  bay-windows  also  seem  to  me  to  be  the  same  as  those 
of  the  Boberts  invention.  The  view  from  the  window  is  broadened 
ahke  in  all.  The  bay-window  in  the  house-wall  presents  this  advant- 
age without  extending  beyond  the  line  fixed  by  the  limit  of  ownership 
or  by  other  considerations  for  the  outer  line  of  the  wall,  in  like  manner 
as  the  bay-window  in  the  car  side  obtains  the  same  advantage  without 
projecting  beyond  the  limits  allowed  by  considerations  of  safety  or 
otlierwise  for  the  general  width  of  the  car.  The  advantage  of  ventila- 
tion is  obtained  certainly  as  well  in  a  bay-window  which  projects 
beyond  the  side  of  the  car  as  in  one  which,  as  the  complainant  puts  it, 
is  in  and  a  part  of  the  side  of  the  car. 

From  these  considerations  it  seems  dear  to  me  that  theEoberts  pat- 
ent properly  construed  involves  an  invention  only  of  the  specitio  struc- 
ture described  and  shown  therein.  Thus  interpreted,  I  am  clear  that 
it  is  not  infringed  by  the  respondents.  They  have  constructeil  cars  in 
Robstantial  ticcordance  with  the  plan  shown  in  Patent  2To.  335,770, 
issued  Febraary  0, 1880,  to  B.  Price.  The  bay-window  of  Boberts  has 
a  general  outline  which  may  be  diagrammatically  represented  by  two 
lines  each  oblique  to  the  side  of  the  car  and  meeting  in  an  obtune  angle. 
The  bay-window  constructed  by  the  re8i>ondents  would  in  like  manner 
be  represented  by  two  lines  oblique  to  the  side  of  the  car  and  connected 
at  their  outer  extremities  by  a  line  parallel  with  the  side  of  the  car. 
This  is  not  the  structure  of  the  Boberts  patent,  and  therefore,  because 
the  respondents  do  not  infringe  that  patent,  I  think  the  bill  must  be 
dismissed,  with  costs. 
13182  PAT ^13 
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[U.  S.  Ctooolt  Coort-SoatlMn  Dlstrtot  of  Vew  York.] 
LALAI^OB  &  OSOBJXAlir  MANUPAOTUBINO  OOIIPAKY  V.  Habebmahh 

HAinTPAOTUBme  Company. 

Decided  JaniMiry  S,  189$. 
02  O.  0.,  746. 

PATBifT--lOTRiHaxianri^ImruHciTioK. 

A  complainaat  Is  ordinarOy  entitled  to  an  i^Jnnetioii  after  final  hearing  and 
deoree  in  hia  flavor,  and  in  the  Sonthem  Dietriot  of  New  York  it  will  be  av0- 
pended  only  in  exceptional  oaaea.  (SocUU  Anotifwit  da  JlUrv  Clumb$rUmd  a§9- 
ihM  Pottmt,  tie.,  r.  BUmni,  C.  D.,  1882,  675;  61 0.  0.,  1484;  61  Fed.  Sep.,  610; 
dlaapprored.) 

liBXOBANBUic  on  motton  to  stay  i^Jimetiaii. 

Mr.  Bohert  N.  Kenyan  for  the  motion. 
Mr.  Arthur  v.  Br%e$en  opposed. 

O0ZE9  J.: 

This  motion  presents  the  situation  which  osaaUy  arises  where  a  pat- 
ent has  been  sustained. 

The  defendant  asserts  that  his  business  will  be  irreparably  injured 
if  he  is  compelled  to  stop  infringing.  The  complainant,  on  the  other 
handy  is  equally  strenuous  in  contending  that  his  business  will  be 
destroyed  if  the  infringment  continues.  If  the  two  parties  stood  on 
equal  footing,  the  question  would  be  a  difficult  one.  But  they  do  not. 
The  complainant  is  the  owner  of  a  valid  patent  and  the  defendant  is  a 
trespasser.    The  one  is  right  and  the  other  is  wrong. 

In  such  circumstances  the  former  is  entitled  to  retiefl 

The  rule  as  enunciated  in  SoeUU  Anonyme  du  FiUre  OkamberUmd 
BysUme  PasteuTj  ete.j  v.  Blount  (0.  D.,  1892,  675;  61  O.  O.,  1484;  51 
Fed.  Bep.,  610)  is  not,  as  I  understand  it,  the  law  of  this  circuit.* 

The  ii\junction  has  sometimes  been  suspended  here  after  final  hear- 
ing, but  only  in  exceptional  cases.    This  is  not  such  a  case. 

I  am  convinced  that  the  rights  of  the  public  will  not  suffer  and  that 
the  defendant's  employes  will  not  be  disturbed  if  the  usual'  course  is 
adopted  here. 

The  defendant  can  enamel  its  goods  in  any  way  it  sees  fit,' and  the 
record  shows  that  the  ways  are  numerous,  so  long  as  it  does  not  use 
the  patented  process. 

*  Motion  of  complainant  to  vacate  and  aet  aside  anperaedeaa  allowed  the  demand- 
ant  on  hia  appeal  f^om  the  order  granting  an  iij unction.  HM,  in  the  proaeontion 
of  an  appeal  to  the  Circuit  Court  of  Appeals  under  section  7  of  the  act  of  llaroh  3, 
1891|  from  an  order  granting  an  injunction,  ''there  is  no  discretion  in  the  court  or 
Judge  aUowing  the  same  to  deny  or  refuse  the  appellant  a  supersedeas.  There  is  a 
discretion  in  respect  to  the  hond  that  may  be  required  of  the  appellant  for  the  pro* 
teotion  and  indemnity  of  the  appellee.'^    (Southern  Diatriot  of  Ohio,  Jndge  Jaekaoiiy 

AntoMtiixm.)  D,i,.e.b,Google 
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That  any  injury  viU  resalt,  other  than  that  which  generally  follows 
whne  an  iiyiuiction  overtakes  an  infringement,  1  cannot  believe.  The 
n^niy  here  will  not  be  nnnsaal  or  exceptional 

▲  bond  win  ofter  little  or  no  indemnity.  An  ipjnnction  iB  the  oom- 
plainant^a  only  available  remedy. 

I  think  the  case  should  take  the  ordinary  oonrse. 

The  motion  is  denied. 


[U.  a  Oiienll  Ooni-BMten  Dlstrtel  of  IQoltlgiii.] 

Btbinbb  Fibb  Bxtinottisheb  Oompant  v.  Oity  of  Adbiak. 

Decided  OeUiber  5, 189$. 
62  O.  O.,  1065. 

L  ftrKUHMK  Cbswoal  FiBB-BxTiKomsHxits—AKTzciPATioN— Application  of  Old 

Dbvicb  to  Nkw  Usx. 
Letten  Pfttant  Ho.  147,443,  itsued  February  10, 1874,  to  John  H.  Steiner,  eorer, 
in  c^'^ini  4,  m  chcmioftl  ftre-engine  oonslating  of  %  wheeled  frame  provided  with  % 
generator  or  extingoiaher  and  with  a  hollow  jonmaled  reel,  the  latter  haying 
its  Journal  oonneoted  permanently  to  the  generator  by  a  pipe  and  being  pro- 
Tided  with  a  hose  oonpled  to  it,  so  that  the  flaid  may  be  forced  through  the 
hoae  while  woond  on  the  reel  and  the  reel  may  be  nnwonnd  to  any  deeired 
length  without  kinking.  Seid  that  this  olaim  is  void  beoanae  of  anticipation 
by  Patent  No.  142,488,  iaened  September  2, 1878,  to  O.  R.  Mason,  for  an  appa- 
rfttns  for  thawing  ioe  from  water  and  gas  pipes,  and  by  British  Patent  No.  100 
granted  January  12, 1865^  to  William  Ross,  for  an  improved  apparatus  for  dis- 
tributing liquid  manure,  and  British  Patent  No.  2,510,  granted  August  12, 1868, 
to  Edward  P.  G.  Headley,  for  an  apparatus  for  watering  streets,  eto.,  and  extin- 
guishing fixes,— since  all  these  patents  show  the  leading  idea  of  a  hollow 
Jonmaled  reel  and  hose  oonneoted  thereto,  and  there  was  no  invention  in  apply- 
ing the  same  to  a  ohemioal  fire-extinguisher  by  making  the  necessary  connec- 
tions with  the  other  well  known  elements  of  such  a  machine. 

2.  aAm— Nkw  Bssult. 

The  Steiner  patent  cannot  be  sustained  on  the  ground  that  the  Jonmaled  reel, 
the  hose  eoiled  theieon,  and  its  oonnections,  in  the  combination,  promote  the 
porfeet  netttnlisation  of  the  earbonio  acid  by  the  alkali  and  diminirii  the 
liability  to  discharge  any  free  acid  which  may  have  escaped  from  the  generator, 
ftnr  the  patentee  did  not  invent  the  instrumentality  by  which  this  result  is 
aehieved,  and  Ids  specifications  contain  no  hint  that  he  either  sought  or  expected 
saoh  a  result. 

Meun.  Parher  dt  Burton  and  Mr.  Oearge  Lothrop  for  the  oomplainant 
Mr.  Johm  0.  MUioU  for  the  defendaut 

BWAH,  J.  •* 

This  is  a  suit  in,  eqaity  founded  on  the  alleged  infringement  by 
dfifeadaiit  of  the  fourth  daim  of  Letters  Patent  No.  147,442,  granted 
to  John  H.  Steiner  for  an  improvement  in  ohemioal  fire^extingoishers. 
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The  patent  bears  date  Febniary  10, 1874,  and  the  application  was 
filed  January  5, 1874.    The  fourth  claim  of  the  patent  is  in  these  words : 

4.  A  ohemieal  fire-engine,  oonsisting  of  a  wheeled  frame  provided  with  a  generator 
or  eztingniaher,  and  with  a  hollow  jonmaled  reel,  N,  the  latter  having  its  Jonmal 
connected  permanently  to  the  generator  by  a  pipe,  M,  and  ptoTided  with  a  hoae, 
0,  conpled  to  it,  as  shown  and  described. 

The  patentee  precedes  the  statements  of  the  claims  which  he  makes 
by  the  disclaimer: 

I  am  aware  that  a  hoUow  Jonmaled  reel,  saoh  as  nsed  by  me  in  this  engine,  is  not 
new,  and,  therefore,  I  lay  no  claim  thereto,  except  in  tonnection  with  the  generator 
and  the  connecting-pipe,  as  shown. 

The  defense  denies  the  originality  of  Steiner's  improvement  and  the 
infringement  charged,  and  sets  up  twenty-six  American  patents  of 
prior  date  to  Steiner's  as  anticipations  of  the  latter's  patent,  of  which 
only  three  or  four  are  insisted  upon  as  material  to  the  defense,  and  two 
British  patents,  neither  of  which  is  urged  as  embodying  the  improve- 
ment covered  by  Steiner's  patent. 

The  American  prior  patents  mainly  relied  upon  by  the  defense  are 
No.  102,431,  to  0.  F.  Pinkham,  dated  April  26, 1870,  for  a  flre-aniiihila- 
tor;  No.  131,414,  to  Stillson  and  Kley,  for  improvement  in  chemical 
fire-engines,  dated  September  17,  1872;  No.  142,488,  to  O.  li.  Masou 
for  thawing  ice  from  water  or  gas  pipes,  patented  September  2, 1873; 
No.  142,637,  for  improvement  in  fire-extinguishers,  to  F.  Latta,  pat- 
ented September  9, 1873,  on  application  filed  January  6, 1873,  and  No. 
146,386,  to  John  Dillon  for  improvement  in  fire-extinguishers,  issued 
January  13, 1874,  on  application  filed  December  1, 1873. 

Upon  the  hearing  there  were  offered  in  evidence,  as  showing  the  state 
of  the  art,  British  Letters  Patent  No.  100,  granted  to  William  Russ, 
dated  January  12, 1865,  for  an  unproved  apparatus  for  distributing; 
liquid  manure,  and  No.  2,510,  granted  to  Edward  P.  O.  Hendley  August 
12, 1868,  for  to  improved  hydraulic  apparatus  for  watering  streets,  roads, 
gardens,  and  other  places,  extinguishing  fires,  attaching  to  fire-engine^^ 
and  other  similar  or  analogous  purposes. 

The  first  apparatus  for  the  use  of  carbonic-acid  gas  in  the  extinguish- 
ment of  fires  by  a  mingled  stream  of  water  and  carbonic-acid  gas  was 
the  invention  of  William  A.  Oraham,  who  filed  his  application  Decem- 
ber 27, 1851,  upon  which,  July  9, 1878,  Letters  Patent  No.  205,942,  to 
his  administrator,  were  issued.    Tliis  had  for  its  object — 

the  eztinffiiishing  of  fires  in  a  more  expeditious  and  effectual  manner  than  has  been 
attained  by  means  heretofore  nsed, 

which  it  effected  by  the  delivery  of  one  stream  impregnated  with  and 
projected  by  carbonic-acid  gas  generated  substantially  in  the  manner 
now  in  use,  either  from  a  fountain  or  generator — 

mounted  on  wheels  similar  to  those  of  common  fire-en gfnes  or  from  a  stationary  tank 
through  fixed  pipes  or  tubes  arranged  through  a  building. 
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AH  snbseqaent  machines  using  the  combination  of  carbonic-acid  gas 
and  water  for  the  extingaishment  of  fires  are  simply  improvements, 
real  or  sapposed,  of  Graham's  invention.  As  this  agency  can  only  be 
nsed  beneficially  in  the  extingnishmentof  incipient  fires,  the  desideratum 
in  an  apparatus  of  this  kind  is  celerity  and  certainty,  or,  as  put  by 
Oraham  in  his  specifications — 

In  aKiingniahiog  flies,  time  is  money;  time  is  life. 

'Rvery  later  effort  toward  the  improvement  of  Graham's  invention  has 
aimed  to  meet  this  need  and  secure  the  prompt  and  efficient  discharge 
of  the  mixed  fluid  as  the  perfection  of  its  use  for  the  end  designed. 

Steiner's  improvement  is  in  that  direction  and  is  professedly  by  a 
combination  of  old  elements,  though  the  defense  denies  it  even  this 
merit)  insisting  that  it  is  a  mere  i^ggregation  of  well  known  contri- 
vanoes. 

Ita  patentability  is  fhrther  assailed  on  the  ground  that  all  its  cooper- 
ating parts,  even  if  it  be  held  a  combination  of  old  elements,  have  been 
employed  for  like  uses  and  their  adaptation  to  the  fire-extinguisher  is 
not  invention,  but  required  only  ordinary  mechanical  skilL 

Whfle  it  is  elementary  that  a  new  and  usefhl  combination  of  old  ele- 
ments entitles  its  originator  to  the  protection  of  the  patent  law  equally 
as  if  all  the  elements  of  his  device  were  entirely  new,  yet  the  doctrine 
is  qualifled  by  the  indispensable  condition  that  the  combination  must 
be  the  result  of  invention,  which  requires  the  conception  and  develop- 
ment into  practical  working  form  of  a  new  means  or  device  for  per- 
forming a  usefhl  ftinction  or  functions. 

The  conjunction  of  parts  or  mechanism  for  the  production  of  the  effect 
must  be  of  the  inventor's  own  devising. 

He  must  conceive  its  construction  as  an  original  creation,  not  merely 
perceive  the  fitness  of  an  existing  contrivance  to  the  required  end. 

It  must  be  the  product  of  the  constructive,  not  merely  of  the  percep- 
tive, fiiculties  of  the  mind. 

This  is  simply  stating  in  another  form  the  settled  rule  of  law  that— 
the  ftpplication  of  %  device  to  %  new  nse  is  not  invention. 

It  ii  no  invention  to  nse  an  old  machine  for  a  new  pnipose. 

The  inventor  of  a  machine  is  entitled  to  the  benefit  of  all  the  nses  to  which  it 
can  be  pnt,  no  matter  whether  he  had  conceived  the  idea  of  the  nse  or  not.  The 
^pliea^on  of  an  old  process  or  machine  to  a  similar  or  analogous  subject  with  no 
^ange  in  the  manner  of  application  and  no  reenlt  substantially  distinct  in  its 
natore  wiU  not  sustain  a  patent  even  if  the  new  form  of  result  has  not  before  been 
contemplated.  (Penn.  B.  B,  Co,  v.  LocomoHve  Truek  Co.,  C.  D.,  1884,  168;  27  O.  G., 
907;  110  U.  8.,  494;  BoberU  v.  Byer,  C.  D.,  1876,  439;  10  O.  G.,  204;  91  T).  8.,  160.; 

There  can  be  no  doubt  upon  this  record  that  the  combination  employed 
by  Steiner  insured  greater  celerity,  certainty,  and  efficiency  in  the 
application  of  the  fluid  upon  the  fire  by  the  pipe  connection  and  coup- 
hng  between  the  generator  and  the  hollow  joumaled  reel  and  thence 
into  the  hose  wound  upon  the  reel  and  permanently  connected  thereto) 
and  neoessarilyi  therefore,  with  the  generator  and  from  the  fact  that 
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the  hose  thus  placed  and  connected  permits  the  flow  of  the  fluid  simnl- 
taneonsly  therewith  and  can  be  readily  anieeled  to  any  required  length 
without  liability  to  kinking,  and  thus  by  the  turning  of  the  wayoock 
the  contents  of  the  generator  can  be  immediatdy  discharged  upon  the 
Are  at  the  will  of  the  pipeman. 

A  striking  proof  of  the  utility  of  the  combination  is  found  in  the  fisMst 
that  its  main  features  have  been  largely  adopted  since  its  introduction 
in  the  Steiner  machine. 

The  Adrian,  machine  clearly  uses  the  same  means  to  the  same  ends 
as  those  employed  in  complainants.  The  apparent  differences  pro- 
duced by  the  position  of  the  reel,  its  generators,  and  the  coupling  and 
pipe  connections  and  the  absence  of  a  reel,  case,  or  covering  are  formal, 
not  substantiaL 

If^  therefore,  Steiner's  improvement  is  a  patentable  device  and  has 
not  been  anticipated  by  prior  inventions,  the  case  made  by  the  plead- 
ings and  prooib  entitles  complainant  to  the  relief  prayed. 

We  come  now  to  that  inquiry  and  the  examination  of  the  American 
prior  patent 

There  is  nothing  anticipatory  of  Steiner  in  the  Pinkham  patent 

Its  scope  is  limited  to  a  duplication  of  the  generators  and  the  use  of 
an  issue  or  discharge  pipe  common  to  both  and  connected  to  the  gener- 
ators by  branch  pipes  fhmished  with  stop-cocks  by  the  use  of  which 
one  generator  can  be  refilled  while  the  other  is  in  use. 

The  reel  or  spool  is  used  merely  to  carry  the  hose — 

when  not  required  for  nse. 

In  the  StiUson  and  Kley  machine  the  hose  is  wound  upon  a  solid 
joumaled  reel  and  is  permanently  attached  to  the  discharge-pipe  lead- 
ing to  the  generators.  .The  disdiarge-pipe  communicates  with  both 
tanks  or  generators  through  cocks  so  arranged  that  when  one  is  open 
the  other  may  be  dosed,  thus  permitting  the  successive  use  of  the  gen- 
erators. 

As  compared  with  Steiner's  the  striking  defect  of  the  machine  lies 
in  the  necessity  of  unreeling  all  the  hose  as  a  prerequisite  to  the  dis- 
charge of  the  fluid. 

While  this  difficulty  is  in  part  obviated  by  winding  the  hose  on  the 
reel  simultaneously  from  each  end,  the  machine  is  not  capable  of  sueh 
facile  and  exi)editions  use  as  is  Steiner's. 

Indeed,  the  function  of  the  reel  in  the  StlUson  and  Kley  engine  seems 
to  be  only  the  carriage  of  the  hose,  not  in  any  way  to  &cilitate  its 
manipulation  by  the  pipeman  or  to  acfjust  its  length  to  the  exigencies 
of  the  occasion. 

The  chief,  if  not  the  only,  feature  common  to  this  and  complainant's 
improvement  is  the  permanent  attachment  of  the  hose  to  the  discharge* 
pipe. 

This  machine  does  not  suggest  the  advantages  of  Bteiner'a. 

Digitized  by  VjOOQIC 
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In  Latta's  machine  the  cylinder  of  the  tank  or  generator  is  arranged 
and  used — 

M  ft  dnun  or  spool  upon  which  the  leading  hose  that  proceeds  from  the  eztingniBher 
18  reeled  or  wound. 

The  objection  to  this  device  is  the  liabUity  of  the  opening  firom  the 
generator  into  the  discharge-pipe  to  be  left  by  the  nureeling  of  the  hose 
aboye  the  water-line  of  the  contents  of  the  generator,  the  effect  of 
which  would  be  to  permit  the  escape  of  the  gas  alone  instead  of  using 
it  as  the  force  by  which  the  iiaid  must  be  ejected. 

In  its  present  form  it  is  regarded  as  unreliable  and  inferior  to  later 
deviees,  indnding  Steiner's. 

Dillcm'B  fire-eztingmsher  is  stationary  and  consists  of  a  partially 
tabolar  shaft  hung  in  half-bearings  and  revolved  by  a  crank.  To  the 
tubolar  end  of  the  shaft  is  connected  an  ingress-pipe,  which  in  its  turn 
is  attached  to  the  water-supply  in  a  dwelling  or  other  building. 

ThB  hose  is  wire-lined,  permitting  the  flow  of  water  while  coiled  on 
the  shaft,  which  is  used  as  a  reel. 

The  evidence  in  this  record  carries  back  the  date  of  Steiner's  inven- 
tkm  to  September,  1873,  and  therefore  he  was  not  anticipated  by 
Dilkui. 

This  renders  unnecessary  comparison  of  the  latter's  device  with 
oompIainant^B  device. 

The  Pinkham,  Stillson  and  Kley,  Latta,  and  Dillon  miachines  being 
thus  eliminated  from  the  inquiry,  the  effect  of  the  Mason  patent  and 
those  of  Buss  and  Headley  remains  to  be  considered. 

Mason  applied  for  his  patent  May  10, 1873,  four  months  before  the 
earliest  date  which  can  be  assigned  to  Steiner's  alleged  invention.  His 
is  a  device  for  thawing  ice  from  water  or  gas  pipes,  and  in  form  and 
appearance  is  not  unlike  the  reel  and  connections  which  Steiner 
employs.  Examination  of  its  parts  reveals  a  still  closer  resemblance. 
Els  idea  and  mechanism  were  directed  to  thawing  ice  from  water  and 
gas  pipes  by  means  of  a  jet  or  stream  of  heated  fluid  injected  against 
the  frozen  contents  of  the  pipe. 

To  thii  end  piis  specifications  say]  the  invention  consists  in  combining  a  flexible 
pipe  with  a  reTolving  reel  or  dram  (the  pipe  bein^  coilod  upon  the  dram)  the  con- 
•traction  of  parts  being  such  that  the  heated  fluid  can  be  forced  through  said  drum 
sod  any  desired  length  of  pipe. 

The  shaft  of  the  reel,  like  Steiner's,  is  hollow  a  part  of  its  length, 
and  to  tMs  part  one  end  of  the  flexible  pipe  coiled  on  the  reel  is  con- 
nected, while  the  open  end  of  the  reel-shaft  is  connected  by  a  pipe  to 
a  force-pump,  which  is  used  to  force  a  hot  stream  through  the  pix)e 
coiled  on  the  reel,  one  end  of  which  pipe  is  thrust  into  the  frozen 
water  or  gas  pipe. 

As  the  thawing  out  progresses  the  stream  of  hot  water  can  bo  made  to  follow  np 
elcsely  by  unwinding  the  pipe  C  from  the  dram;  tlms  the  heat  can  be  applied  jii8t 
where  the  work  is  to  be  done.  *-' 
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These  specifications  ftirthBr  state: 

It  is  evident  that  a  reserroir  of  steam  might  be  connected  with  the  open  end  of 
•haft  h,  and  carried  into  the  water  or  gas  pipe  in  the  same  manner  as  I  introdnoe' 
water  through  the  pipe  D. 

The  claim  of  that  patent  is : 

The  combination  of  the  flexible  pipe  G  with  the  reel  or  dram  B,  having  the  hollow 
shaft  h  and  coupling  e,  through  which  the  fluid  is  delivered  to  the  pipe,  substantiaUy 
as  described. 

It  is  admitted  that  this  patent  shows  twoelements  of  Steiner's  improve- 
ment,  viz.,  the  hoUow-joornaled  reel  and  the  pipe  permanently  connect- 
ing with  it. 

It  is  also  admitted  that — 

the  wheeled  frame  provided  with  a  generator  or  extinguisher  •  •  •  and  provided 
with  a  hose 

are  old  and  had  been  combined  before  the  issne  of  the  Steiner  patent^ 
and  that  the  nozzle  with  valve  was  an  old  and  well  known  device  under- 
stood as  an  essential  part  of  a  hose  when  used  for  flre-extingaishing 
purposes. 

The  combination  claimed  as  the  patentable  merit  of  Steiner's  extin- 
guisher is  that  of  the  hollow-joamaled  reel  with  its  connections  to  the 
generator,  ahd  the  connection  of  the  hose  to  the  outlet  to  the  hollow 
journal,  and  that  thereby— 

in  an  organised  machine  of  that  dass  of  fire-extinguishers  he  secured  by  such  organ- 
ism useful  results  never  before  attained. 

While  Steiner's  device  facilitates  the  manipulation  of  the  hose  and 
the  certain  and  speedy  discharge  of  the  fluid,  it  is  plain  that  the  com- 
bination which  produces  these  effects  has  its  antetype  in  Mason's 
machine,  which  itself  is  at  least  of  questionable  originality,  and  that 
Steiner  has  merely  found  a  new  use  for  the  very  mechanism  of  Mason. 

The  latter's  suggestion  that— 
a  reservoir  of  steam  might  be  connected  with  the  open  end  of  the  reel-shaft 
is  indeed  superfluous  to  prompt  that  idea. 

Equally  patent  is  the  attachment  of  the  combination  to  the  fire-extin- 
guisher. 

The  use  of  the  hose-reel,  the  hose,  nozzle,  and  connecting-pipe  in  com- 
bination being  old,  and— 

the  faict  that  water  will  flow  through  a  hose  wound  on  a  reel,  if  the  diameter  of  the 
reel  is  large  enough  and  the  curves  or  angles  are  not  abrupt,  is  a  matter  of  common 
knowledge  which  no  one  can  appropriate  to  his  own  use  to  the  exclusion  of  the 
public. 

As  is  said  in  Preston  v.  Manard  (C.  D.,  1886, 138;  34  O.  G.,  1507 ;  116 
U.  S.,  664)  and  a  fortiori^  the  known  fact  that  water  can  be  forced 
through  a  hose  coiled  on  such  a  reel  by  the  expulsive  power  of  carbonic- 
acid  gas  left,  in  my  judgment,  no  merit  in  Steiner's  device  but  the 
application  of  the  elements  of  this  combination  to  the  flre-extinguisher. 

The  results  he  obtained  by  its  use  are  the  same  in  character  as  those 
obtained  by  Mason  and  the  British  patenteeSy  Buss  and  Headley. 
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The  case  strongly  resembles  those  of  Consolidated  Boiler  Company  v. 
Walker,  (0.  D.,  1891,3105  54  O.  G.,  1416;  138  U.  S.,  124, 132;)  Western 
Electric  Company  v.  La  Rue,  (0.  D.,  1891, 368;  55  O.  G.,  571;  139  XJ.  8., 
fi06;)  Blake  Y.  San  Francisco,  (0.  D.,  1885, 233;  31O.G.,380;  113  U.S., 
679.)  (See  also  Pennsylvania  B.  B.  Co.  y.  Loco^notive  Truck  Co.,  0.  D., 
1884, 168;  27  O.  G.,  207;  110  IT.  S.,  490,  and  cases  tLere  cited.) 

The  argument  is  pressed  that  one  effect  of  the  hollow  journaled  reel, 
the  hose  coiled  thereon,  and  its  connections  in  combination  is  to  pro- 
mote the  perfect  neutralization  of  the  carbonic  acid  by  the  alkali  and 
diminish,  if  it  does  not  fally  prevent,  the  liability  of  the  discharge  of 
free  acid  which  may  have  escaped  from  the  generator;  that  by  the  agi- 
tation of  the  flaid  by  the  reel  and  the  retardation  of  its  passage  throagh 
the  nozzle  occasioned  by  the  coiled  hose  the  acid  and  alkali  are  more 
thoroughly  mingled. 

While  this  may  be  true,  the  fnct  remains  that  Steiner  did  not  invent 
the  instrumentality  by  which  that  result  is  effected;  nor  does  he  seem 
to  have  forecast  or  even  suspected  the  effect 

His  specifications  are  barren  alike  of  statement  and  intimation  from 
•  which  it  can  be  inferred  that  he  either  sought  or  expected  that  advan- 
tage from  the  combination. 

Both  on  the  ground,  therefore,  that  this  function  of  his  device  is  not 
patentable  because  the  means  used  to  produce  it  are  old  and  for  the 
reason  that  the  claim  of  the  inventor  cannot  be  expanded  to  include 
more  than  his  application  warrants  this  argument  cannot  avail. 

But  if  wrong  in  the  condusion  that  there  is  practical  identity  in  the 
Mason  and  Steiner  devices  the  state  of  the  art  as  shown  by  the  appa- 
ratus covered  by  British  Letters  Patent  to  Buss,  in  1865,  and  to  Headley, 
in  18G8,  seems  to  be  conclusive  that  the  very  arrangement  of  parts 
which  Steiner  claims  was  embodied  in  those  machines,  Headiey's  espe- 
cially. 

He  says  in  his  specifications: 

Hydimnlic  apparatuft  for  watering  ttreets,  etc.,  eztingaiBhing  fires,  attaching  to 
flre-enginee,  and  other  eimilar  and  analogons  purposed. 

Upon  a  suitable  locomotlTe-frame  to  be  propelled  by  hand  or  otherwise  I  mount  a 
windlass  or  dram^  the  axis  of  which  I  make  hollow.  Upon  this  dram  I  wind  any 
required  length  of  flexible  tube  or  pipe,  one  end  of  which  I  connect  with  the  hollow 
axis  of  the  drum  upon  which  it  is  wound  and  the  free  end  of  which  tnbe  or  pipe  I 
fit  with  suitable  connections  for  attaching  it  to  hydrants  or  standards  supplying 
water  under  pressure. 

To  the  end  or  eufls  of  the  hollow  axis  or  drum  I  attach  suitable  distributing  media. 
The  axis  is  fitted  with  a  handle  for  winding  the  pipe,  which  runs  off  as  the  frame  is 
moTsd  or  on  again  when  required. 

The  mode  of  using  the  apparatus  is  as  follows: 

The  free  end  of  the  flexible  pipe  being  connected  to  the  hydrant  or  standard,  the 
ihune,  windlsM,  and  coil  of  pipe  are  moved,  as  required,  to  a  greater  or  loss  distance 
and  distribute  the  water  as  the  apparatus  trarels,  no  looomotive-tank  or  othar  water- 
e.nui»«r  being  necMMiy.  Digitized  b,  GoOglc 
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Knss's  improved  apparatus  for  distributmg  liquid  manure  is  much 
like  Headley's  except  in  particulars  necessary  to  apply  it  to  the  special 
use  for  which  it  is  desifirned.  Both  these  machines  seem  to  me  to  antici- 
pate all  that  is  embodied  in  both  Steiner's  and  Mason's  and  dearly  to 
deprive  both  of  any  vestige  of  originality. 

These  patents  do  not  appear  to  have  been  called  to  the  attention  of 
Judge  Morrip,  as  appears  from  the  transcript  of  the  record  in  the  case 
of  Steiner  Fire  Sxtinguuher  Compa/ny  v.  SoWnoof. 

The  bill  must  be  dismissed,  with  costs. 


[V.  B.  Olnmtt  Oonrt-SonilMm  Distriot  of  V«ir  York.] 

BSBaNEB  BT  AL.  t^.  KAUFICANN  BT  AU 

D9eid$d  Nowmhmr  99,  1S99. 

63  O.  O.,  106S. 

DsaiQir  PATKinrs—PArairrABiLiTr— Album-Casks. 

Design  Patent  No.  20,347,  iBsned  Koyember  25, 1890,  to  Frsd«iiek  B«rgaer  A  Oo., 
for  an  albnm-oaee  let  upright  on'a  Vaae-boazd  and  having  on  its  exterior  an  oral 
ornamental  frame  with  an  open  oenter,  is  invalidy  sinoe  the  patentee  inrented 
neither  the  albnm-«aaenor  the  ornamental  frame,  bat  merely  oonceived  the  ide« 
of  plaoing  the  ornament  on  the  case,  and  this  oonoeption  is  not  patentable,  for 
the  statute  only  provides  for  patents  on  designs  fn  articles  of  mannftetars  and 
for  ornaments  to  be  placed  upon  or  worked  into  sneh  artioUa. 

Mr.  P.  PrMe  for  the  complainants. 
Mr.  A.  V*  Briuen  for  the  defendants. 

Whbblbb,  tT.: 

This  snit  is  brought  upon  Design  Patent  No.  20,347,  dated  November 
25|  1890,  f5r  an  albnm-case  set  on  a  T)iMM-board  in  an  upright  or  nearly 
vertical  position,  having  on  its  exterior  an  oval  ornamental  frame  with 
an  open  center.  The  defendants  put  diamondshaped  mirrors  with  such 
ornamental  borders  on  similar  album-cases. 

This  style  of  album-case  is  not  new.  The  patent,  therefore,  must  be 
held  to  be  for  au  ornament  upon  the  case  as  an  article  of  manufacture 
under  the  third  clause  of  section  4920,  Revised  Statutes,  providing  for 
design  patents.  Such  ornamental  frames  were  old  and  well  and 
generally  known.    The  orator,  who  is  the  patentee,  testifies: 

X-Q.  35.  I  make  no  claim  to  be  the  designer  of  this  frame. 

Besides  this  the  defendants'  mirror  does  not  look  like  this  frame  and 
would  not  infringe  the  patent  for  this  ornament 

The  orator  did  not  design  an  album-case  proper,  nor  an  ornament 
proper  for  an  album-case;  but  he  appears  to  have  conceived  the  idea 
of  placing  such  an  ornament  upon  an  album-case.  The  statute  pro- 
vides for  patents  upon  tlesigns  for  articles  of  manufMStnre  and  fi» 
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patents  upon  ornaments  to  be  placed  ujion  or  worked  into  sach  articles 
bat  does  not  appear  to  provide  for  a  patent  for  the  mere  placing  an 
ornament  on  sach  articles. 

This  patent  does  not,  therefore,  appear  to  be  valid  or  to  be  infdnged. 

Let  a  decree  be  entered  dismissing  the  bill. 


[Supreme  Court  of  the  Fnited  Stotee.] 

Weathbbheai)  bt  al.  v.  Coupe  et  al, 

DeeUMi  Janutuy  16,  J89S. 

62  O.  Q.,  1205. 

Coups  HmB-SiBsrcHoro  Maghikbs— iKrioNOBMsiiT. 

Letters  Patent  No.  213,828,  to  William  Coupe,  Meroh  18, 1879,  for  an  improTe- 
nt  in  hide-etzetohing  maohineif,  dieooaaed  as  to  claims  1  and  8  and  Held  not 


infringed  hi  the  present  case.    [BeTersing  Coupe  et  ah  v.  Weatherhead  et  al.,  C. 
D.,  1888,  274;  38  O.  G.,  1827;  16  Fed.  Sep.,  678.] 

Appeal  firom  the  Gircnit  Conrt  of  the  United  States  for  the  District 
of  Bhode  Island. 

Mr.  Camitm  Brawn  and  Mr.  W»  B.  Vlnomt  for  the  appellants. 
Mr.  W.  H.  Tkurgton  for  the  appellees. 

Mr.  Jnstioe  Blatchfobb  deliyered  the  opinion  of  the  Oonrt. 

This  is  a  suit  in  eqoityi  brought  January  11, 1881,  in  the  Circuit 
Court  of  the  United  States  for  the  District  of  Bhode  Island,  by  William 
Coupe  and  Edwin  A.  Burgees  against  Gtoorge  Weatherhead,  John  E. 
Thompson,  and  William  G.  Evans,  copartners  as  Weatherhead,  Thomp- 
son &  Co.,  for  the  alleged  infringement  of  Lettera  Patent  of  the  United 
States  Ko.  213,323,  granted  March  18,  1879,  on  an  application  filed 
January  24, 1B79,  to  the  said  William  Coui>e,  for  an  improvement  in 
hide-stretching  machines.  The  bill  of  complaint  alleges  that  the 
defendants,  from  July  17, 1879,  have  made,  used,  and  sold  hide-stretch- 
ing machines  containing  the  invention  described  in  the  patent  The 
answer  sets  up  in  defense  want  of  novelty  and  non-infriugement.  A 
relocation  was  filed,  proofiB  were  taken,  and  the  case  was  brought  to  a 
hearing  before  the  court,  held  by  Judge  Lowell,  then  circuit  judge,  and 
Judge  Colt,  then  district  Judge;  and  on  the  20th  of  April,  1883,  the 
opinicm  of  the  court  (C.  D.,  1883, 274;  23  O.  O.,  1927;  16  Fed.  Bep.,  673) 
was  delivered  by  Judge  Lowell,  sustaining  the  patent,  and  holding  that 
the  first  and  third  claims  of  it  had  been  infringed. 

On  the  Ist  of  May,  1883,  an  interlocutory  decree  for  an  iiyunction 
and  account  was  entered.  The  master  filed  his  report  on  January  7, 
1888^  exceptions  were  filed  tp  it  by  the  defendants,  and  they  made  a 
motkm  to  dismiss  the  bill.  The  master  found  that  the  amount  of  gains 
and  profits  to  be  accounted  for  by  the  defendants  was  $15,412.82.  The 
court,  held  by  Judge  Colt,  filed  its  opinion  on  the  motion  and  the  excep- 


204 


DECISIONS   OF  U.  S.  COURTS   IN   PATENT   CASES. 


tions  November  15, 1888.  (37  Fed.  Eep.,  16.)  It  oyerroled  the  motion 
and  the  exceptions,  and  on  May  C,  1889,  entered  a  decree  in  favor  of 
the  plaintiffs  for  $15,412.82,  with  interest  from  February  1, 1888,  and 
the  costs  of  the  sait.  The  defendants  have  api>ealed  to  this  Court.  The 
only  question  contested  here  is  that  of  infringement. 
The  specification  of  the  patent  is  as  follows: 

The  invention  hereinafter  described  relates  generaUy  to  an  improved  method  of 
stretching  and  reducing  to  a  nniform  thickness  the  hides  of  animals  previous  to  said 
hides  being  manafaotnred  into  dressed  leather,  or  what  is  known  as  ''rawhide;"  and 
it  particularly  relates  to  a  combination  of  mechanism  which,  accompanied  by  cer- 
tain hand  manipulation,  will  accomplish  the  desired  resnlt  of  stretching  and  redu- 
oing  the  hides  as  above  mentioned. 

As  is  weU  known,  all  hides  vary  considerably  in  thickness  at  different  points,  and 
when  taken  f^om  the  liqnpr-vats  in  which  they  have  been  immersed  to  remove  the 
hair,  etc.,  they  are  found  to  be  soft,  flabby,  wrinkled,  and  fulled.    Owing,  therefore. 


to  this  condition  of  the  liidcH,  it  is  necessary,  before  they  are  dressed  and  finished  for 
the  market,  that  they  bo  stretched  throughout  to  remove  the  wrinkles  and  fullness, 
and  also  to  reduce  those  parts  which  are  thicker  than  other  portions,  so  that,  as  far 
as  posHiblo,  the  hides  shall  bo  uniform  in  thickness. 

My  invention  consists  in  a  combination  of  mechanical  devices  which  are  capable 
of  produciug,  in  connection  with  hand  manipulation,  the  desirable  results  of  thor- 
oughly stretching  the  hides,  and  rendering  them  of  even  thickness  in  all  parts,  the 
said  devices  comprising,  in  the  main,  a  fHction  table  or  beam,  over  which  the  hides 
are  dragged,  a  stretcher  bar  of  suitable  form  for  stretching  the  hides  transversely, 
and  a  slowly  revolving  roller,  to  which  the  edge  of  each  hide  is  secured,  and  around 
which  it  is  wound  after  being  drawn  over  the  table  or  beam  and  the  stretoher-bar. 

Reforring  to  the  drawings.  Figure  1  represents  a  front  elevation  of  my  improved 
machine.  Fig.  2  shows  the  some  in  central  vertical  transverse  section,  and  Fig.  3 
represents  the  stretcluT-bar  in  perspective. 

As  particularly  shown  in  Fig.  1  of  the  drawings,  my  improved  machine  consists  of 
the  following  devices:  A  pair  of  standards,  as  at  A  A',  in  which  is  mounted  a  shafl^ 
as  at  B,  to  which  i>ower  is  applied.    Upo|i  one  end  of  this  shaft  is  a  pinion,  as  at  C, 
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imnged  to  mesh  with  a  ge«r,  as  at  !>,  loosely  moonted  on  one  end  of  a  roller,  as  at 
E.  The  inner  side  of  this  gear  D  is  provided  with  a  dutch  face  or  pin,  as  at  d,  for 
engagement  with  a  olntch,  as  at  F,  spUned  [spliced  f]  to  the  roller  £,  and  furnished 
with  a  shipping-handle,  as  at  O,  so  arranged  as  to  he  convenient  of  access  to  the 
operating  attendant.  The  remaining  parts  of  the  machine  consist  of  a  narrow  table 
er  breast-beam,  as  at  H,  which  is  mounted  in  mortises,  as  at  a,  in  the  standards  A 
A',  and  a  stretcher-bar,  as  at  K,  likewise  mounted  in  mortises,  as  at  a',  and  having 
its  two  working  fkoes  doubly  inolined,  as  at  I;  fc'.  Fig.  8.  Both  the  breast-beam  H 
and  stretoher-bar  K  are  so  arranged  as  to  be  easily  inserted  in  their  respective  mor^ 
tises,  where  they  are  confined  in  proper  longitudinal  position  by  the  standard  A'  at 
one  end,  and  a  button,  as  at  L,  at  the  other  end.  The  said  beam  and  bar  are  capa- 
ble also  of  lateral  movementy  to  enable  them  to  be  moved  backward  to  give  room  for 
a  larger  hide  being  wound  upon  the  rollers,  and  also  to  fsoilitate  their  entire  removsl 
flram  the  machine  after  the  hide  has  been  stretched  and  is  to  be  removed  to  give 
place  Ibr  another. 

The  method  of  treating  the  hides  and  the  operation  of  the  mechanism  above 
deseribed  are  substantially  as  follows:  A  hide,  as  it  comes  from  the  vat,  wrinkled 
and  IhUed,  and  with  its  various  parts  of  unequal  thickness,  is  placed  over  the  table 
or  breast-beam  H,  and  one  of  its  ends  carried  under  the  stretoher-bar  K,  and  secured 
to  the  roller  E  by  the  damp  # ,  the  other  end  hanging  free  in  front  of  the  machine,  as 
diown  in  Fig.  2.  The  operator  now  connects  the  roller  E  to  the  continuonsly  revolv- 
ing gear  D  by  means  of  the  handle  G  and  clutch  F,  and  the  roller  £  dowly  revolves, 
winding  the  hide  around  its  sur&oe,  and  drawing  the  said  hide  over  the  friction 
table  or  beam  H,  and  around  the  stretcher-bar  K. 

When  any  part  of  the  hide  whose  thickness  should  be  reduced,  or  whose  wrinkles 
or  fhlled-up  portion  is  to  be  smoothed  out,  passes  over  the  table  or  beam  H,  the 
operator,  who  stands  in  front  of  said  beam,  applies  pressure  by  hand  to  the  proper 
portions,  thereby  increasing  the  friction  between  the  under  surface  of  the  hide  and 
the  surfMse  ol  the  bar  H,  and  causing  the  onward  movement  of  such  portions  of  the 
hide  to  be  retarded.  The  portions  thus  pressed  upon,  therefore,  are  more  severely 
stretched  than  other  parts  of  the  hide,  and  by  proper  manipulation  by  the  attend- 
ant its  thickness  is  rendered  uniform,  and  it  passes  to  the  stretching-bar  K  in  a 
smooth  condition,  having  been  longitudinally  stretched  upon  the  beam  H. 

In  passing  over  the  bar  K  the  hide  is  transversely  stretched  by  the  doubly  inclined 
ndes  h  V,  from  which  it  passes  onward  to  the  roller  £,  winding  about  the  said  roller 
uniformly  and  smoothly.  The  nuMhine  is  now  stopped,  the  hide  removed,  another 
secured  to  the  roller  £,  and  the  operations  above  described  are  repeated. 

From  the  foregoing  description  my  improved  machine  will  be  readily  understood ; 
and  it  will  be  seen  that  my  improvement  in  the  method  of  Htretching  hides  results 
from  the  combination  of  the  mechanical  agencies  mentioned,  coupled  with  the 
manipulation  of  the  hide  as  it  passes  over  the  friction  table  or  beam,  at  whioh  time 
it  is  smoothed  from  wrinkles  and  reduced  to  a  uniform  thickness. 

The  patent  has  three  claims,  in  these  words : 

1.  Hie  combination  of  a  friction  table  or  beam,  over  which  the  hide  is  drawn,  a 
stretcheir,  substantially  as  described,  and  a  revolving  roller,  to  which  the  hide  is 
seenred  and  around  which  It  is  wound  as  the  hide  is  drawn  over  the  friction  beam 
and  stretcher,  substantially  as  set  forth. 

3.  The  combination  of  a  revolving  roller,  to  whfoh  the  hide  is  secured  and  around 
whidk  it  Is  wound,  a  laterally  yielding  stretcher,  and  a  laterally  yielding  friction 
table  or  beam,  substantially  as  described. 

3.  The  improvement  in  the  method  of  stretching  hides,  which  consists  in  drag^ 
ging  the  hide  over  a  stretcher,  and  also  over  a  friction  table  or  beam,  by  means  of  a 
nvolving  roller,  to  which  the  hide  is  secured  as  described,  whereby  as  the  hide  is 
yasasd  over  the  table  or  beam  the  thicker  portions  of  the  hide  are  detained  or  made 
to  lag  by  pressurs  applied  to  such  thicker  portions,  to  increase  at  such  points  the 
frtotioa  batWMA  the  hida  and  the  toble,  substantially  as  specified. 
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The  master  states  correctly  in  his  report  that  OoapOi  being  engaged 
in  the  manofactore  of  rawhide  leather,  was  experimenting  on  methods 
of  stretching  it,  and  finally  perfected  the  method  and  invented  the 
machine,  for  which  he  obtained  the  patent ;  that  the  defendant,  Weath- 
erhead,  contemplating  for  the  first  time  the  mann&ctnre  of  rawhide 
leather  in  the  fiEJl  of  1879,  desiring  to  haye  a  stretching  machine,  and 
hearing  that  Oonpe  had  invented  one,  and  having  seen  Oonpe's  patent, 
applied  to  him,  on  January  5, 1880,  for  a  license  to  nse  it  or  for  the 
sale  of  one  of  the  machines;  that  Weatherhead,  not  being  able  to 
effect  that  object,  got  up  a  machine  of  his  own,  which  Gonpe  notified 
him  was  an  infringement  on  the  patent;  and  that  the  defendants,  per- 
sisting in  nsing  their  machine,  notwithstanding  snch  notioe,  the  present 
snit  was  begun. 

Judge  Lowell,  in  his  opinion,  says  that  rawhide  leather  is  a  hide 
which  has  been  stripped  of  its  hair,  and  softened,  and  brought  to  a 
state  in  which  it  is  very  soft,  flabby,  and  much  wrinkled,  bat  has  not 
been  tanned.    He  then  proceeds: 

The  speoification  describes  a  table  or  beanie  oyer  which  the  hide  Is  to  pats,  and 
which  is  breast  high,  in  order  that  the  workmen  may  conveniently  nse  it.  Than  the 
hide  passes  over  a  bar  or  stretcher,  which  is  somewhat  arched  or  crowned,  in  order 
to  stretch  the  hide  transrersely.  It  then  goes  to  a  roUer,  to  which  it  is  damped,  and 
over  which  it  is  slowly  wound. 

The  workman  accelerates  or  retards  the  passage  of  the  hide  by  lifting  it  np  or 
pressing  it  down,  and  in  this  way  the  thicker  parts  secure  a  greater  longitudinal 
pull  from  the  roller  than  do  the  thinner  parts,  and  the  bar  by  its  shape  tends  to 
stretch  the  hide  lateraUy  as  it  passes  from  the  table  to  the  roller.  The  table  and  the 
bar  have  a  lateral  yield  or  adjustment  to  accommodate  hides  of  diiferent  sises. 

The  first  claim  is  for  the  combination  of  the  table,  the  stretcher,  and  the  roUer; 
the  second  for  the  lateral  yield  in  the  table  and  stretcher ;  the  third  fyt— 

**  3.  The  improvement  in  the  method  of  stretching  hides,  which  consists  in  dragging 
the  hide  over  a  stretcher,  and  also  over  a  friction  table  or  beam,  by  means  of  a 
revolving  roller,  to  which  the  hide  is  secured  as  described,  whereby  as  the  hide  is 
passed  over  the  table  or  beam  the  thicker  portions  of  the  hide  are  detained  or  made 
to  lag  by  pressure  applied  to  such  thicker  portions,  to  increase  at  such  points  the 
fHction  between  the  hide  and  the  table,  substantiaUy  as  specified." 

There  was  a  machiue  for  stretching  leather  for  belts  well  known  to  the  patentee 
and  to  some  others  in  the  trade,  which  was  made  by  modifying  a  splitting  machine. 
Mr.  Coupe  did  not,  in  fact,  make  his  improvement  upon  this  stretcher,  but  it  is  much 
more  like  his  machine  than  anything  else  which  preceded  it.  This  old  machine 
was  used  upon  hard-tanned  leather  to  adapt  it  to  be  made  into  belts  for  maobinery, 
for  which  purpose  it  must  be  stretched  with  great  power,  eighteen  or  twenty 
thousand  pounds  to  the  square  inch,  in  order  to  take  out  of  it  all  possibility 
of  further  stretching.  This  was  done  by  passing  the  leather  through  a  trough 
which  was  brought  up  against  the  stretcher  bar  with  the  force  we  have  men- 
tioned.  Since  the  plaintiff's  method  and  machine  have  become  known,  Mr.  Davis, 
an  accomplished  worker  in  leather,  has  tried  with  some  success  an  enlarged  oopy  of 
the  old  belt-leather  stretcher  to  do  the  work  of  the  plaintiff's  machine.  He  is 
obliged  to  use  a  greater  number  of  men  or  boys  to  tend  the  machine  and  prevent  the 
pressure  from  ruining  the  hide,  which  of  itself  tends  to  prove  that  the  machines 
are  not  alike;  and  we  have  no  doubt  that  if  the  plaintiiTs  devices  are  considered 
an  improvement  upon  this  old  machine,  they  embody  a  patentable  improvement. 
They  omit  the  means  for  producing  the  pressure,  and  add  a  table  not  nseftd  in  the 
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old  maehine,  bni  which,  in  the  new  maohiney  enables  the  workmen  to  exert  sufficient 
pvBsrare* 

The  defendants  at  one  time  need  a  machine  whio^i  closely  resembles  that  of  the 
pUintUPm,  At  present  they  haye  one  which  works  with  a  trough  and  bar,  like  the 
old  belt  stretehery  with  the  addition  of  a  table  oyer  which  the  leather  passes,  and 
which  enables  the  workmen  to  spread  out  and  manipulate  the  hide.  Upon  the  edge 
of  this  table  is  a  piece  of  metal,  with  grooyes  spreading  outward,  and  these  grooyes 
haye  a  tendency  to  stretch  the  hide  laterally,  or,  at  least,  to  preyent  it  from  wrink- 
Ifaig — that  is,  to  keep  it  to  its  lateral  stretch,  which  seems  to  be  much  the  same 
thing.  The  slot  and  bar  are  so  placed  in  relation  to  each  other  that  a  hide  is  not 
sqaeesed  between  them,  as  in  the  old  belt  stretcher;  but  in  the  legitimate  attempt 
lo  ayoid  infringement  of  the  plaintiff's  inyentiou,  which  the  defendants  intended  to 
copy  as  far  as  they  lawiiiUy  might,  because  they  had  failed  to  come  to  terms  with 
the  plaintiff*  for  a  license,  they  now  put  into  the  trough  a  piece  of  board,  supported 
at  either  end  upon  blooks,  about  one-third  the  width  of  the  trough.  The  operation 
of  the  machine  as  thus  modified  is  known  only  to  the  defendants  themselves,  and 
Mr.  Weatherhead  testifies  that  it  exerts  a  pressure  upon  the  hide]  how  great  in 
poonds  we  do  not  know.  We  understand  him  to  say  that,  by  passing  the  hide 
throng^  the  machine  seyeral  times  all  parts  come  sooner  or  later  under  the  board, 
sod  thus  substantially  all  the  stretching  is  done  by  its  aid. 

Infringement  of  the  plaintiff's  first  claim  is  not  escaped  by  the  use  of  this  piece  of 
board,  for,  although  it  causes  the  defendant's  machine  to  approach  more  nearly  the 
old  belt-stretcher,  still  the  operation  must  remain,  to  some  extent  at  least,  like  that 
of  the  patent.  The  manipulation  with  the  table  aud  grooves  must  enable  the  oper- 
ator to  use  all  the  elements  of  the  first  claim  uiK>n'  two-thirds  of  thp  width  of  the 
hide  each  time  it  passes  through  the  machine,  and  it  depends  altogether  on  the  thick- 
ness and  stability  of  the  board  whether  the  whole  operation  is  or  is  not  copied. 
The  Terj  presence  of  this  removable  board  is  evidence  that  the  old  machine  is  not 
satisfisctory  for  the  new  use. 

The  argument  that  a  machine  must  be  automatic  in  order  to  be  patentable  is  not 
sound.  A  piano  is  not  automatic,  nor  is  any  tool  or  implement  intended  for  use  by 
hand,  but  improvements  in  any  such  tool  used  in  an  art  or  industry  are  patentable. 

In  the  second  claim  the  combination  is  limited  to  a  laterally  yielding  stretcher 
snd  a  laterally  yielding  fHction  table  or  beam.  As  one  bar,  however,  in  the  defend- 
ant's maehine  is  fixed,  and  the  other  has  a  motion  up  and  down,  we  find'no  infringe- 
ment of  this  claim. 

The  third  claim  appears  to  be  for  the  exclusiye  right  of  using  the  machine  referred 
to  in  the  first  claim,  and  as  the  defendants  have  used  such  a  machine  they  have 
infringed  the  third  claim,  and  we  do  not  at  present  see  how  it  could  be  infHnged 
otherwise  than  by  infringing  the  first  claim. 

In  the  testimony  and  the  proceedings,  before  the  master,  the  con- 
sideration of  the  case  seems  to  have  gone  solely  npon  the  machine 
which  Judge  Lowell,  in  his  opinion,  states  was  used  by  the  defendants 
*<at  present,"  and  that  machine  is  the  only  one  considered  by  the 
defendantsin  their  brief  and  their  oral  argument  The  report  of  the 
master  is  based  npon  the  use  by  the  defendants  of  <Hheir  machine" 
fat  stretching  hides,  from  January,  1880,  to  April,  1883,  and  he  speaks, 
in  his  report,  of  but  a  single  machine,  and  calls  it  <<  their  infringing 
machine."  The  $15,412.82,  reported  by  the  master  as  gains  and  profits, 
is  made  up  of  three  items,  viz.,  $3,669.72  as  the  saving  in  the  cost  of 
stretching  and  manipulating  the  hides;  $4,403.66  for  the  increased 
of  hide  aecnredi  and  $7,339.44  as  the  increased  value  of  the 
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hides  by  reason  of  their  improved  condition.  Bnt  the  master  makes 
no  distinction  as  to  how  mnch  of  each  of  those  items  was  due  to  the 
machine  used  at  one  time  by  the  defendants,  which,  Judge  Lowell 
states  in  his  opinion,  closely  resembled  that  of  the  plaintiff's,  and  how 
mnch  to  the  machine  which  the  defendants  used  subsequently. 

The  plaintiib  contend  that  the  defendants  at  first  built  and  used  a 
machine  as  near  like  a  Coupe  machine  as  possible,  constructing  it  with 
two  bars,  one  of  which  was  bent  or  curved;  that  that  machine  was' 
commenced  in  December,  1879,  and  completed  in  January,  1880;  that 
in  the  latter  month,  on  application  by  the  defendants,  Coupe  declined 
to  sell  them  one  of  his  machines,  and  they  then  proceeded  to  complete 
their  machine;  that  after  August^  1880,  the  defendants  informed  Coupe 
that  they  had  reconstructed  their  machine  so  as  to  take  it  outside  of 
his  patent;  that  Coupe,  on  examining  it,  notified  the  defendants  that 
it  was  still  an  infringement;  that  they  again  reconstructed  it;  and  that, 
as  so  reconstructed,  it  is  the  machine  which  they  continue  to  use.  It 
is  claimed  that  that  machine  is  an  infringement  of  claim  1;  that  the 
use  of  it  is  an  infringement  of  claim  3;  and  that  it  is  the  machine  of 
which  Judge  Lowell  speaks  in  his  opinion  as  the  machine  used  ^^at 
present"  by  the  defendants. 

On  the  whole  case,  we  think  the  inquiry  must  be  confined  to  that 
machine;  and  we  are  of  opinion  that  claims  1  and  3,  rightly  construed, 
do  not  appear  to  have  been  infringed,  and  that  the  decree  of  the  circuit 
court  must  be  reversed. 

The  machine  spoken  of  by  Judge  Lowell,  in  his  opinion,  as  one  well 
known  to  Coupe,  and  to  some  others  in  the  trade,  prior  to  the  making 
of  the  invention  by  Coupe,  was  known  in  the  art  as  the  ^<  dog"  machine. 
In  that  machine,  there  were  two  dogs  or  clamps,  corrugated  on  their 
inner  side  so  as  to  hold  the  leather  against  slipping.  The  hide  being 
grasped  at  two  opposite  parts  of  its  edge  by  the  two  dogs,  the  latter 
were  then  pulled  ajM^rt  and  the  hide  was  stretched  in  the  line  between 
the  two  parts  to  which  the  dogs  were  clamped.  The  machine  was  then 
thrown  out  of  gear,  the  dogs  were  taken  off  from  ihe  hide  and  applied 
to  it  in  another  place,  and  the  process  was  so  continued  until  the  hide 
was  considered  to  be  sufficiently  stretched. 

The  difficulty  with  that  apparatus  was  that  by  it  the  stretch  which 
it  gave  to  one  place  it  took  out  of  another,  and  consequently  the  hide 
was  not  thoroughly  stretched,  being  stretched  always  lengthwise  but 
not  crosswise,  and  contracting  toward  the  center  line  of  piiU  between 
the  dogs.  Thus  when  the  hide  was  grasped  at  two  other  extreme 
points  and  pulled,  the  stretch  first  given  was  taken  out  again. 

In  the  operation  of  the  machine  of  the  Coupe  patent,  the  hide  is 
stretched  longitudinally  and  transversely  at  the  same  time,  instead  of^ 
as  in  the  ^^dog"  machine,  stretching  it  first  in  one  direction,  across  the 
hide,  and  then,  by  a  subsequent  operation,  stretching  it  another  direc- 
tion, transversely  to  the  first  direction.    This  transverse  stretching  in 
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the  Coupe  machine  is  produced  by  the  doubly  inclined  working  faces 
Jckf  of  the  stretcher-bar  K.  The  stretcher-bar  K  being  highest  in  the 
center,  because  its  sides  or  working  fietces  are  doubly  inclined,  causes 
that  part  of  the  hide  which  passes  over  its  highest  point  to  make  a 
longer  circuit  in  passing  firom  the  table  or  breast-beam  H  to  the  roller 
E  than  do  the  other  parts,  and  thereby  that  part  is  stretched  somewhat 
more  than  the  other  parts,  and  the  hide  has  a  tendency  to  spread 
laterally  toward  the  ends  of  the  stretcher-bar,  where  there  is  a  shorter 
line  of  passage,  and  thereby  it  is  stretched  transversely  to  the  longitudi- 
nal line  of  movement  of  the  hide  toward  the  roller  E.  This  tendency  is 
assisted  by  the  use  of  the  hands  of  the  operator  in  pressing  downward 
upon  the  hide.  Thus  the  hide  has  a  lateral  stretch  given  to  it  simulta- 
neously with  its  longitudinal  stretch,  while  it  is  drawn  through  the 
machine  by  the  roller  E.  The  pull  of  that  roller  against  the  resisting 
pressure  of  the  hands  of  the  operator  gives  the  longitudinal  stretch- 
ing, and  the  same  pull  gives  the  transverse  stretching,  owing  to  the 
Joint  action  of  the  pressure  of  the  operator's  hands  and  the  form  of  the 
stretcher-bar  E,  with  its  doubly  inclined  working  faces. 

According  to  the  specification  of  the  patent,  a  single  passage  of  a 
hide  through  the  machine  is  supposed  to  give  it  safiicient  stretching 
transversely  as  well  as  longitudinally;  for  the  specification,  after 
describing  both  stretchers,  says: 

The  machine  is  now  stopped,  the  hide  remoyed,  another  sccnred  to  the  roller  E, 
and  the  operations  above  described  are  repeated. 

In  the  old  ^^dog"  machine,  the  hide  was  stretched  first  in  one  direc- 
tioQ  and  then  taken  out  and  grasped  at  another  place,  and  stretched 
in  a  direction  transverse  to  the  first.  The  transverse  stretching  in  the 
Coupe  machine  has  the  effect  to  preserve  the  result  of  the  longitudinal 
stretching,  and  to  stretch  the  hide  completely  in  a  single  passage  of  it 
through  the  machine. 

The  first  claim  of  the  patent  is  for  the  combination  of  a  friction  table 
7t  beam,  over  which  the  hide  is  drawn,  a  stretcher,  substantially  as 
described,  and  a  revolving  roller,  to  which  the  hide  is  secured,  and 
around  which  it  is  wound  as  it  is  drawn  over  the  friction  beam 
and  stretcher.    This  is  a  claim  to  mechanism. 

The  third  claim  is  a  claim  to  an  improvement  in  the  method  of  stretch- 
ing  hides,  wliich  consists  in  dragging  the  hide  over  a  stretcher  and  also 
over  a  friction  table  or  beam,  by  means  of  a  revolving  roller  to  which 
the  hide  is  secured,  as  described,  whereby,  as  the  hide  is  passed  over 
the  table  or  beam,  tiie  thicker  portions  of  the  hide  are  detained  or  made 
to  lag,  by  pressure  applied  to  such  thicker  portions  to  increase  at  such 
points  the  friction  between  the  hide  and  the  table.  The  <^  pressure '^ 
mentioned  in  the  third  claim  is  the  pressure  applied  by  the  hands  of 
the  operator  to  the  hide  as  it  passes  over  the  friction  table  or  beam. ' 

It  was  correctly  held  by  the  circuit  court  that  the  third  claim  is  for 
the  exdnsive  right  of  using  the  machine  referred  to  in  the  first  daimi 
13182  PAT ^14 
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and  that  it  cannot  be  infringed  othexwise  than  by  infringing  the  first 
claim.  If  the  defendants  have  used  the  combination  of  mechanism 
covered  by  the  first  claim,  they  have  infringed  it,  and  have  also  thereby 
nsed  the  method  covered  by  the  third  claim. 

Although  the  third  claim  is  not  confined  to  a  passage  of  the  hide 
through  the  machine  only  once,  where  such  single  passage  does  not 
produce  a  perfect  result,  it  is  manifest  from  the  specification  that  the 
use  of  the  combination  covered  by  the  first  claim  is  intended  and 
expected  to  produce  complete  longitudinal  and  transverse  stretching 
simultaneously  by  a  single  passage  through  the  machine.  Such  stretch- 
ing action,  transverse  as  well  as  longitudinal,  may  not  be,  in  a  given 
instance,  sufficiently  severe,  and  a  second,  application  of  the  machine 
to  the  same  hide  may  be  required;  but,  in  both  cases,  the  transverse 
stretching  will  take  place  simultaneously  with  the  longitudinal  stretch- 
ing.   The  defendants  do  not  so  use  their  machine. 

In  the  first  claim  of  the  patent  the  stretcher-bar  K  is  interposed 
between  the  friction  table  or  beam  H  and  the  revolving  roller  B. 
Therefore,  to  infringe  the  first  or  the  third  claim,  there  must  be  used  a 
stretcher  bar  substantially  such  as  described  in  the  specification,  of 
such  form  as  will  give  a  transverse  stretch  to  the  hide  simultaneously 
with  the  giving  of  the  longitudinal  stretch. 

In  the  defendants'  machine  there  is  no  stretcher-bar  K  or  its  equiva- 
lent for  transverse  stretching,  and  the  transverse  stretching  is  not  done 
simultaneously  with  the  longitudinal  stretching.  On  the  contrary,  in 
the  defendants'  method,  the  hide  is  grasped  at  two  opposite  portions 
of  its  edge  and  stretched  on  that  line.  It  is  then  taken  out,  grasped 
between  two  other  opposite  portions  of  its  edge,  and  stretched  on  that 
,  line  transversely  to  the  first  line.  It  is  thus  stretched  by  the  consecu- 
tive method  operated  by  the  old  ^^dog"  machine.  That  method  is 
excluded  by  the  Coupe  specification. 

In  the  defendants'  machine  the  line  of  tension  runs  in  different 
directions  at  different  times.  Strains  in  it  are  imparted  successively 
and  not  simultaneously. 

The  theory  of  the  Coupe  specification  is  that,  unless  the  hide  is 
stretched  transversely  while  it  is  stretched  longitudinally,  the  stretch 
put  into  it  when  it  is  stretched  in  one  direction  will  be  wholly  or 
partially  taken  but  when  it  is  stretched  in  another  direction. 

It  is  contended,  however,  that  in  the  use  of  the  defendants'  machine 
a  transverse  stretching  is  produced  simultaneously,  and  by  a  device 
substantially  like  the  doubly  inclined  stretcher-bar  K  of  the  patent.  It 
is  for  the  plaintiffs  to  establish  that  the  defendants  use  substantially 
the  doubly  inclined  stretcher-bar  K.  The  mere  smoothing  out  of  wrin- 
kles, and  the  stretching  of  the  body  of  the  leather  so  as  to  reduce  it 
permanently  to  an  equal  thickness  throughout,  are  two  separate  and 
distinct  things.  The  operation  of  the  doubly  inclined  stretcher-bar  K 
is  not  that  of  merely  smoothing  out  wrinkles  in  the  hide.    The  oironit 
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court  seemed  to  be  of  the  opinion  that  the  oatward  spreading  grooves 
on  the  edge  of  the  table  in  the  defendants'  machine  had  a  tendency — 

to  tteeteh  the  hide  laterally,  or  at  least  to  prevent  it  from  wrinklings  that  is,  to  keep 
it  to  ita  lateral  stretch,  which  seems  to  be  mnch  the  same  thing. 

The  machine  of  the  defendants  has  divergent  grooves  or  serrations 
farmed  on  the  surfEu^e  of  the  friction  table.  We  are  of  opinion  that 
it  is  not  a  sound  conclusion  that  the  corrugations  on  the  friction  beam 
in  the  defendants'  machine  perform  the  office  of  Coupe's  stretcher-bar 
K,  interposed  between  the  friction  beam  and  the  roller  H.  While  it  is 
true  that  the  corrugations  prevent  the  hide  from  wrinkling,  yet,  as  there 
is  not  in  the  defendants'  machine  any  lateral  stretch,  it  is  not  true  that 
such  corrugations  keep  the  hide  to  its  lateral  stretch.  There  is  no  lat- 
eral stretch  which  is  kept  from  going  back  by  such  corrugations.  Any 
office  of  the  corrugations  to  keep  a  lateral  stretch  from  going  back 
would  be  unnecessary  in  the  defendants'  machine,  because  the  hide  is 
to  be  taken  out  and  reattached  at  new  points  and  stretched  longitudi- 
nally in  the  very  direction  in  which  the  previous  transverse  stretching, 
if  it  existed,  would  have  been  performed. 

It  is  shown  by  the  evidence  that  the  hide  does  not,  in  the  defendants' 
machine,  enter  the  grooves  or  serrations  to  any  appreciable  extent; 
that  they  are  not  deep  enough  to  have  any  such  elTect ;  that  there  is  no 
indication  on  the  upper  surface  of  the  hide  that  its  lower  surface  enters 
into  the  serrations;  that  there  is  no  indication  that  the  under  surface 
of  the  hide  is  not  supported  by  a  smooth  bar  or  table;  and  that  this  is 
shown  by  the  fact  that  the  upper  surface  of  the  hide  appears  smooth 
•where  it  lies  over  the  grooves  or  serrations.  It  is  not  shown  by  the 
evidence  for  the  plaintiffs  that  the  grooves  are  not  too  shallow  to  have 
any  effect  in  giving  lateral  movement  to  the  hide,  or  that  the  hide  would 
not  show  on  the  upper  surffwse  whether  the  under  surface  was  engaged 
in  the  grooves,  or  that  there  was  any  appearance  on  the  upper  surface 
indicating  any  such  engagement. 

Irrespectively  of  this,  the  combination  of  the  first  claim  of  the  patent 
is  one  in  which  the  stretcher-bar  is  interposed  between  the  friction 
table  or  beam  and  the  roller.  In  the  defendants'  machine,  the  organi- 
zation is  different. 

We  are  of  opinion  that  the  first  claim  is  not  infringed,  because  the 
defendants  do  not  have  the  stretcher-bar  E,  or  any  substitute  for  it, 
performing  the  same  operation.  They  get  their  transverse  stretch  by 
takinic  out  tlie  hide  and  grasping  it  at  new  points,  and  stretching  it 
between  these  points.  The  corrugations  only  keep  the  hide  from 
wrinkling,  an  oi>eration  which  the  patent  says  is  performed  before  the 
stretcher-bar  acts  upon  the  hide.  It  does  not  appear  that,  as  the 
defendants'  machine  is  used,  there  is  any  lateral  stretching  of  the  bide 
simultaneously  with  its  longitudinal  stretching  The  corrugations  are 
not  combined  with  the  friction  beam  and  the  roller,  as  the  convex 
streteher-bar  of  the  patent  is;  for  that  is  inteit>osed  between  the  fric- 
tion beam  and  the  roller,  and  the  description  of  the  specification  is  that 
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the  hide^  after  being  longitudinally  stretched  on  the  IMction  beam, 
passes  to  and  is  stretched  transversely  by  the  stretcher-bar;  whereas, 
in  the  defendants'  machine,  the  cormgations  are  integral  with  the  fric- 
tion beam.  It  would  not  be  practicable  to  make  the  convex  stretcher- 
bar  of  the  patent  integral  with  the  firiction  beam.  The  specification 
describes  the  stretcher-bar  as  having  a  lateral  movement  relatively  to 
the  friction  beam,  and  this  excludes  the  idea  of  the  stretcher-bar  being 
integral  with  the  fdction  beam. 

The  defendants  do  not  stretch  the  hide  longitudinally  and  trans- 
versely at  the  same  time,  but  only  stretch  it  longitudinally  in  different 
successive  directions  across  the  hide. 

The  third  claim  is  not  infringed,  because  the  described  method  of 
operation  of  the  combination  of  the  first  claim  is  not  performed  by  the 
defendants. 

The  decree  of  the  Gircuit  Gourt  is  reversed,  and  the  case  is  remanded 
to  that  court  with  a  direction  to  dismiss  the  bill,  with  costs. 


[U.  8.  Cironlt  Coort-Sootheni  DUtriet  of  New  York.] 

Pbrrin  et  al.  V.  Manhattan  Railway  Gompany.  Perrin  et  ax. 
V.  Metropolitan  Elevated  Railway  Gompany.  Perrin  et 
AL.  V.  New  York  Elevated  Railroad  Gqmpany. 

fi20.G.  1209. 

1.  DocTRimB,  Ut  Res  Maois  Vaubat  Quam  Pereat— When  the  Constructiov  of 

A  Claim  will  not  be  Limited  in  Order  to  Save  It. 
The  second  claim  of  Letters  Patent  No.  50,518,  granted  to  Henry  H.  Trenor, 
for  improyemente  in  the  mnning-gear  for  railroad  oars  and  other  yehidea,  dated 
October  17, 1865,  which  in  as  follows~"2.  The  method  of  coupling  the  cars  or 
yehicles  of  a  train  of  two  or  more  cars  or  yehicles  by  means  of  connecting  links 
attached  to  the  piyots  or  king  bolts  of  the  trncks  substantially  as  herein  shown 
and  set  forth'' — cannot  by  any  reasonable  ponstrnction  be  limited  to  a  metho<l 
of  coupling  cars  or  yehicles  haying  four-wheeled  trucks,  and  upon  the  broad 
construction  g^yen  to  the  second  claim  of  the  patent  it  was  Seld  yoid  for  want 
of  noyelty. 

2.  Scope  of  Patent—Weioht  of  Drawings  in  Determining. 

While  the  drawings  only  illustrate  the  inyention  in  its  application  to  railroad 
cars  and  to  railroad  cars  haying  each  two  four-wheeled  trucks,  from  the  lan- 
guage of  the  specification  it  is  apparent  that  the  inyention  was  designed  to  be 
applied  to  a  series  of  yehicles  of  kinds  that  are  not  proyided  with  four-wheeled 
trucks,  but  are  usually  proyided  with  two-wheeled  trucks. 
8.  Same. 

The  tcHns  of  the  claim  are  coextensiye  with  the  description  of  the  patent. 
They  are  not  narrowed  by  any  letters  of  reference  to  the  drawings.  The  draw- 
ings are  therefore  illustratiye  and  explanatory,  but  not  definitiye,  and  axe  only 
to  be  treated  as  part  of  the  description  of  the  thing  patented. 

Mr.  Edward  N.  DicJcerson  for  the  complaiQants. 

Mr.  Bef^amin  F.  Lee  for  the  defendanta.        gitized  by  GooqIc 
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Wallace,  J.  ; 

The  second  claim  of  the  patent  in  suit,  No.  50,518,  (granted  October 
17, 1865,  to  Henry  H.  Trenor,)  the  only  claim  now  in  controversy,  can 
not  by  any  reasonable  construction  be  limited  to  a  method  of  coupling 
cars  or  rdilcles  having  four-wheeled  trucks. 

The  specification  states  as  follows: 

The  danger  and  difficulty  attendiDg  the  miming  of  railroad-oars  on  railroads,  or 
of  a  eeriee  of  vehicles  on  common  roads,  whether  propelled  by  traction-engine  or 
otherwise,  consists  in  the  curves  or  sinnosities  of  the  roads.  On  railroads  the  can 
are  deviated  firom  the  straight  line  by  friction  of  the  wheels  on  the  sides  of  the  rails, 
which  is  directly  proportionate  to  the  pressure  and  speed,  and  inversely  to  the  radius 
of  the  curve,  so  that  to  adapt  the  wheels  to  the  curve  of  the  rail  much  power  is 
absorbed,  while  the  strain  on  the  rails  and  the  liability  of  running  off  the  track  are 
proportionately  increased.  To  obviate  this  is  the  object  of  my  invention,  and  it 
consists  in  a  method  of  adapting  aU  the  axles  or  trucks  of  the  train  of  cars  or 
vehicles  to  the  curves  or  direction  taken  by  the  leading  axle  or  truck.  This  I  have 
accomplished  by  combining  with  axles  or  trucks  of  vehicles,  of  whatever  description, 
when  pivoted  so  as  to  have  a  center  of  motion,  a  system  of  connection  or  coupling 
whereby  the  movement  of  the  one  is  necessarily  transmitted  to  the  others. 

In  the  drawings,  Figure  1  represents  an  elevation  of  a  train  compose^  of  two  four- 
wheel-tmck  cars  placed  on  a  curve  of  a  railroad.    Fig.  2  is  a  plan  view  of  the  same. 

The  specification  then  deals  with  the  invention  of  the  first  claim,  and 
thereafter  proceeds  as  follows: 

In  addition  to  this  mode  of  connecting  the  trucks  by  a  directing  link  or  links  I  use 
a  system  of  coupling  of  the  cars,  not  by  the  platform,  as  heretofore  practiced,  but  by 
the  tracks,  whereby  liability  of  the  body  of  the  vehicle  or  oar  being  thrown  off  the 
trucks  is  obviated.  In  Figs.  1  and  2 1  haye  shown  the  cars  to  be  oonaacted  by  means 
of  a  eoupling-link,  m,  attached  to  the  pivot  of  the  truck.  The  form  of  the  link  may 
be  modified,  according  to  the  Judgment  of  the  engineer.  This  invention  is  applied 
to  railroad-oars  as  well  as  to  other  yehicles — ^for  instance,  to  emigration-trains  moved 
by  traction-engines  or  otherwise.  Many  modifications  may  be  applied  without 
departure  firom  my  invention. 

The  language  quoted  gives  the  entire  specification  so  far  as  it  relates 
to  the  present  daiin. 

The  claim  is  as  follows: 

2.  The  method  of  coupling  the  oars  or  rehicles  of  a  train  of  two  or  more  cars  or 
vehieles  by  means  of  connecting-links  attached  to  the  pivots  or  king-bolts  of  the 
trucks,  sabstantially  as  herein  shown  and  set  forth. 

The  drawings  only  illustrate  the  invention  in  its  application  to  rail- 
road-cars and  to  railroad-cars  having  each  two  four-wheeled  trucks; 
but  from  the  language  of  the  specification  it  is  apparent  that  the 
invention  is  designed  to  be  applied  to  a  series  of  vehicles  on  common 
roads  without  rails,  propelled  by  traction-engines  or  otherwise,  as  well 
as  to  cars  moving  upon  a  railroad-track.  A  traction-engine  is  a  well- 
known  device  for  pulling  common  vehicles  over  common  roads.  Such 
vehicles  are  not  provided  with  four-wheeled  trucks,  but  are  usually 
provided  with  two-wheeled  trucks.  Two-wheeled  trucks  are  also 
firequently  employed  on  railroad-cars.  This  sufficiently  appears  by  the 
Fnuich  patent  to  Gerstner,  of  July  27|  1829;  the  French  patent  to 
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Amonx,  of  March  3, 1851;  the  English  pateot  to  Olark  and  Motley,  of 
1849,  and  the  English  patent  to  Deville,  of  December  13, 1838. 

The  terms  of  the  daim  are  coextensive  with  the  description  of  the 
patent.  Whenever  tvo  vehicles  are  coupled  by  attaching  to  the  pivots 
or  kingbolts  of  their  tracks,  whether  two- wheeled  tracks  or  fi>ar- 
wheeled,  a  connecting-link  substantially  like  that  described  in  the 
specification,  the  invention  of  the  claim  is  appropriated.  Its  terms 
are  not  narrowed  by  any  letters  of  reference  to  the  drawings.  The 
drawings  are  therefore  illustrative  and  explanatory,  but  not  definitive, 
and  are  only  to  be  treated  as  part  of  the  description  of  the  thing  pat- 
ented. 

If  the  patent  could  be  restricted  to  one  for  the  coupling  of  railroad- 
cars,  the  argument  that  the  trucks  of  the  claim  mean  four-wheeled 
trucks  would  be  persuasive,  in  view  of  the  consideration  that  except 
with  such  trucks  the  coupling  devices  would  not  adapt  all  the  tracks 
to  the  curve  or  direction  taken  by  the  leading  truck;  but  this  cannot 
be  done  without  eliminating  the  statement  in  the  specification  that  the 
invention  is  to  b^  applied  to  other  vehicles  as  well  as  railroad-cars. 

Giving  the  claim  its  correct  'construction,  the  novelty  of  the  inven- 
tion is  negatived  by  the  patent  to  Deville,  before  referred  to.  That 
patent  shows  two  carriages  in  which  the  two- wheeled  truck  of  one  is 
coupled  to  the  two-wheeled  truck  of  the  other  by  means  of  a  rigid  rod 
attached  to  the  king-bolts  of  the  trucks.  The  rod  is  essentially  the 
connecting-link  of  the  patent  in  suit  and,  like  the  latter,  is  capable  of 
being  disconnected  in  the  middle.  While  the  method  of  coupling 
shown  by  this  patent  might  not  be  of  any  value  when  used  upon  rail- 
road-cars without  the  guiding  attachment  of  four  bearing- wheels,  that 
attachment  would  be  manifestly  a  mere  excrescence  except  when  the 
vehicles  are  to  be  used  on  railway  tracks,  and  no  invention  would  be 
involved  in  discarding  it  This  conclusion  renders  it  unnecessary  to 
consider  any  of  the  other  defenses  which  have  been  relied  upon  by  the 
defendant. 

The  bill  is  dismissed,  with  costs. 


(V.  8.  dradt  Court— Watten  DicMot  9lTmagjirtaStL] 

BlEMBNS  BT  AL  9.  GHAMBEBS  &  M'KBB  GLASS  GOXPAirT. 

Ikeided  Auguit  11, 189g. 

S2  O.  G.,  1851. 

Sninnrs— GL48S-MsLTnro  Fubkacb— Infrinosmkit. 

Letien  Patent  No.  261, 054,  to  Charles  William  Siemeni^  assf  gnee  of  Wodoriek 
Siemena,  July  11, 1882,  for  a  glaae-melting  iiimace,  oovoring  "a  tank  for  the 
oontinaoiia  melting  of  glass,  haying  gas  and  air  ports  and  of  the  depth  herein 
described  for  the  purpose  of  forming  belov  the  npper  fluid  portion  of  the  metal  a 
layer  of  metal  in  a  ecmi-linid  or  partially  solid  condition,  as  and  for  the  parpose 
described, "  Held  invalid  in  Tiew  of  the  state  of  the  art  at  the  time  of  tha  gtnnt. 
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2.  Saxb— Ajtticipatiov-- New  Pubfosb— No  Answer  to. 

The  patent  is  anticipated  hj  Belgian  patent  to  C.  W.  Siemens,  granted  In  1877, 
which  •hows  a  furnace  meeting  every  requirement  of  this  patent,  and  it  is  no 
answer  to  this  anticipation  that  the  Belgian  patentee  ''may  not  hare  folly  com- 
pnlunded  tho  possibilities  of  the  furnace.^  (Citing  Blake  r.  San  Francisco,  C.  D., 
1S85,  283;  81  O.  O.,  380;  U3  U.  S.,  879,  and  Burt  v.  JStary,  C.  D.,  1880^  245;  50  O. 
G.,  1294;  138  U.  S.,  358.) 

3.  IHFRINOUCXNT— Burden  of  Proof. 

The  burden  of  proving  an  inftingoment  rests  on  complainant,  and  it  is  not 
enough  to  show  that  defendant's  i\imace  ought  theoretically  to  perform  the 
functions  corersd  by  the  patent  sned  upon;  but  the  &ct8  must  be  shown. 

Mes9r$,  Kerr  &  Curtis  and  Mr.  George  Hi  Christy  for  the  complain- 
ants. 
Mr.  James  L  Kay  and  Mr.  Francis  L.  Chambers  for  the  defendant. 

BHPFIWGTON,  J.  .• 

This  suit  is  brought  by  George  H.  Benjamin  in  the  names  of  Fred- 
erick Siemens,  of  Dresden,  Germany,  and  Alexander  Siemens  and  others, 
executors  and  trostees  of  Sir  William  Siemens,  late  of  Westminster, 
England,  against  the  Chambers  &  M'Kee  Glass  Company,  of  Jean- 
nette.  U  is  for  an  alleged  infringement  of  patent- right  in  defendant 
using  what  are  known  as  ^^ deep- tank"  furnaces.  The  questions  to  be 
passed  upon  are  of  grave  importance,  involving,  as  they  do,  the  right 
to  use  for  continuous  glass-melting  any  tank  of  a  depth  of  more  than 
18  inches.  In  view  of  its  far-reaching  results,  the  case  deserves  and 
has  had  at  the  hands  of  the  court  a  patient  hearing  of  the  able  and 
interesting  arguments  and  a  laborious  examination  of  the  testimony 
%nd  questions  raised. 

A  brief  resum6  of  glass-melting  will  lead  to  a  more  intelligent  under- 
standing of  the  controversy.  Formerly  glass  was  melted  in  pots  about 
thirty-nine  inches  deep.  They  were  expensive  to  construct  and  subject 
to  frequent  breakages  caused  by  the  variations  in  temperature  between 
the  melting  and  working  processes.  They  were  charged  with  batch, 
or  materials  for  making  glass,  placed  in  fhrnaces,  and  subjected  to  great 
heat,  the  batch  renewed  as  the  melting  went  on  until  they  were  tilled 
with  molten  glass,  when  they  were  allowed  to  cool  and  the  glass  grew 
stiff  enough  to  work.  This  intermittent  process  resulted  in  great  loss 
of  time,  fuel,  and  material.  There  are  four  processes  in 'glass-making: 
first,  melting;  second,  clarifying  or  fining;  third,  planing,  and  fourth, 
working  out. 

The  tending  of  inventive  minds  for  the  last  thirty  years  to  overcome 
these  dilBculties  has  been  toward  tank-furuaces.  By  means  of  them 
pots  have  been  dispensed  with  and  a  continuous  method  of  working 
reached,  the  batch  being  constantly  fed  at  one  end  and  worked  out  at 
the  other.  In  large  measure  they  have  revolutionized  the  glass  busi- 
ness. These  tanks  hold  great  beds  of  glasa.  Some  of  them  are  one 
hundred  and  twenty  feet  long  by  twenty  feet  wide  and  of  varying 
depths — from  two  to  six  feet.    Lai-ge  bricks  or  blocks  placed  at  some 
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distance  apart  and  between  which  the  molten  glass  can  ran  fonn  their 
bottoms.  They  are  placed  on  pillars  or  arches,  thus  fbrming  a  caye 
through  which  a  cool  circnlation  of  air  passes,  and  the  molten  glass  is 
thns  chilled  and  prevented  from  escaping  through  the  crevices  between 
the  blocks.  By  means  of  an  energetic  circulation  through  this  cave 
what  is  called  a  '^chilled  layer"  may  be  formed  on  the  upper  side  of  the 
blocks,  which  preserves  the  bricks  from  heat  of  the  mass  and  the  cut- 
ting action  of  the  glass  in  its  movement  or  flux. 

In  this  progress  the  Siemens  brothers  bear  a  distinguished  part. 
They  first  applied  the  regenerative  gas  fiimace  to  glass-melting,  and 
the  cave  principle  was  their  work.  These  important  features  and  many 
.  others  were  the  results  of  their  inventive  genius,  were  all  patented, 
and  presumably  they  have  derived  from  them  the  financial  returns 
which  their  importance  demanded.    These  steps  were  all  prior  to  1879. 

On  November  22, 1879,  there  was  granted  to  G.  W.  Siemens  an  English 
patent,  No.  4,763.  Based  on  this  patent,  an  American  patent,  No. 
261,054,  dated  July  11, 1882,  was  granted  to  Charles  William  Siemens, 
assignee  of  Frederick  Siemens,  for  a  glass-melting  furnace.  It  is 
important  to  note  what  was  asked  for  and  what  granted.  The  claims 
were: 

1.  A  regeneratlye  gas-Aunace  haying  a  tank  of  anfficient  depth  for  the  parpoaes 
deaoribed. 

2.  The  proceaa  of  melting  glaaa  hi  a  legenerative  tank-fornaoe,  which  conaiata  in 
fofming  below  the  npper  fluid  portion  of  the  metal  a  layer  of  metal  in  a  aemi-floid 
or  partially-flolid  condition,  aa  and  for  the  porpose  deecribed. 

The  claim  for  the  process  of  melting  was  not  allowed.  A  substituted 
daim  for  a  tank  was  allowed,  as  follows: 

A  tank  for  the  continuous  melting  of  glaaa,  haying  gaa  and  air  porta,  and  of  the 
depth  herein  deacribed,  for  the  pnrpoae  of  forming  below  the  upper  fluid  portion  of 
the  metal  a  layer  of  metal  in  a  aemi-flnid  or  partiaUy-aolid  condition^  aa  and  for  the 
puipoaea  deecribed. 

The  Bzaminersin-Ghief,  on  appeal  in  this  patent,  say: 

The  appticant  atatea  thai  "by  increaaing  the  depth  of  the  tank  to  a  sniBcient 
degree,  while  maintaining  an  actiye  circulation  of  air  beneath,  the  metal  under  treat- 
ment is  maintained  quite  fluid  to  a  depth  of  about  eighteen  inches,''  leayingit  to  be 
inferred  that  the  tank  should  be  considerably  deeper  than  this;  but  just  how  much 
ia  not  stated.  This  vagueness  is  the  defect  of  the  whole  application,  for  the  first 
claim  turns  on  "the  depth  herein  described''  for  ita  diatinotiveness,  and  might  be 
regarded  as  specific  were  the  instructions  and  disclosures  specific.  •  •  •  We 
believe  that  an  improvement  liea  somewhere  in  what  applicant  haa  done;  but  we  d^ 
not  find  it  so  clearly  and  distinctively  disclosed  as  to  be  ''distinguished  from  what 
was  old/'  as  the  statute  requires  prior  to  patentability.  It  is  possible  that  the  first 
claim  can  be  made  good  by  more  specific  instructions  in  the  specifications.  The  sec- 
ond claim  would  seem,  with  our  present  light,  to  be  merely  for  the  employment  of 
these  somewhat  deeper  tanka  in  the  old  way— a  matter  not  involving  any  novelty 
of  process. 

We  are  of  opinion  that  the  elements  lacking  in  the  original  claims 
were  not  supplied  by  the  substituted  one,  and  that  it  is  also  oi>en  to 
the  same  objections.    Assuming,  howeveri  for  the  present  the  validity 
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of  the  patent,  we  torn  to  the  alleged  infringement  for  which  this  suit 
isbronght. 

The  argument  of  complainants' connsel  is  that  up  to  that  time  con-« 
tinnons  tanks  had  been  a  failare,  and  that  the  Messrs.  Siemens  then 
discovered  and  gave  to  the  world  in  the  patent  in  snit  the  principle  of 
<< vertical  fining,"  which  has  turned  failure  into  success.  It  is  a  curi- 
ous fact  that  the  claim  of  this  patent,  which  is  alleged  to  have  revolu- 
tionized the  glass  business,  is  not  being  pushed  by  the  Messrs.  Siemens, 
although  they  are  of  ample  means  to  do  so,  but  is  enforced  for  his  own 
benefit  by  Mr.  Bei\jamin,  who  has  acquired  their  rights. 

The  contention  of  Mr.  Beiijamin,  who  is  also  the  principal  witness 
and  expert  for  complainant,  is  that  from  the  timeMessrs.  Siemens  turned 
their  attention  to  glass-mdting,  until  1879,  they  acted  on  the  theory 
that  the  fining  of  glass  took  place  on  the  surface;  that  the  object  had 
been  to  subject  the  glass  to  the  heat  bath  at  the  surface;  to  that  end 
they  made  the  tanks  broad  and  shallow — say  from  a  foot  to  eighteen 
inches  deep;  that  about  1879  they  found  this  was  wrong;  that  the  fin- 
ing or  reactions  of  the  particles  took  place  in  the  descent  frt)m  the 
higher  to  the  lower  levels,  and  not  at  the  surface.  This  new  discovery 
he  calls  ^'  vertical  fining, "  and  says  that  it  was  then  for  the  first  time 
learned  that  depth  was  a  function,  and  a  necessary  one,  in  perfect  fin- 
ing, and  that  to  fine  perfectly  (in  continuous  working)  a  deep  tank 
must  be  used;  that  in  deep  tanks  a  depth  of  eighteen  inches  of  fiuid 
glass  could  be  had  in  which  this  vertical  fining  would  take  place;  that 
below  this  the  movement  of  the  pnrtides  ceased,  and  there  was  then 
formed  on^  the  bottom  blocks  of  the  tank  a  layer  of  glass  in  a  semi-fiuid 
or  partially  solid  condition,  which  served  as  a  covering  to  protect  the 
bottom  flt>m  the  moving  of  the  glass  and  the  detaching  of  portions  of 
the  blocks  by  which  glass  was  spoiled  in  shallower  tanks;  that  this  dis- 
covery of  vertical  fining  made  the  continuous  tank  a  success  by  turn- 
ing it  into  a  deep  tank  and  using  depth  as  a  function  in  fining. 

The  clidm  allowed  is  for — 

a  tftok  for  the  oontinnous  melting  of  glaaS;  having  gas  and  air  ports,  and  of  the 
depth  herein  described,  [▼iZ'i  over  eighteen  inches,]  for  the  purpose  of  forming  below 
tber  upper  fluid  portion  of  the  metal  a  layer  of  metal  in  a  semi-fluid  or  partially 
solid  oondition,  as  and  for  the  purposes  described. 

This  is  not  a  primary  patent.  Even  so  fiur  as  the  Messrs.  Siemens 
are  coneerned  it  is  the  last  of  some  seventeen  patents  on  continuous 
glass-melting  fhrnaces,  and  it  merely  purports  to — 

oonsiBt  in  certain  modifications  in  the  details  of  the  construction  of  such  Amaoea 
and  noyel  methods  of  working  the  same. 

The  semi-fiuid  layer  was  not  new  in  1879  in  tank  furnaces.  In  £Mst^ 
this  is  admitted  by  Mr.  Bei\jamin,  who  says  : 

One  of  the  most  radical  improyemehts  made  in  the  tank-fhmaoe  was  the  snbsti- 
tation  by  Charles  WiUiam  Siemens  of  a  cooling-oave  for  the  air-ohannels  under  the 
bottom  of  the  tank,  whereby  the  yentilation  was  greatly  improved.  By  the  use  of 
this  improvement  and  by  the  efieotive  cooling  of  the  sides  of  the  tanks  they  sao« 


218  DECI8I0NB  OF  U.  &  COURTS  m  PAT£NT  CASEa 

ceeded  In  forming  a  lining  of  glass  upon  the  sides  and  bottom,  wliieh  protected  the 
tank  against  the  ii^arioas  action  of  the  heat  and  glass-making  materials. 

« It  will  be  noted  that  the  function  of  the  semi-fluid  layer  was  Well 
understood  to  be  a  protection  against  the  iiyurious  action  of  the  glass- 
making  materials  as  well  as  against  the  heat.  How  generally  the 
semi-fluid  layer  was  reoognized  as  a  &ct,  how  its  functious  of  protect- 
ing the  bottom  and  sides  of  the  tank  from  the  two  dangerous  elements — 
viz.,  heat  and  the  cutting  action  of  the  gla«s  upon  them — and  that  it 
was  recognized  not  as  ^<  an  immobile  or  quiescent  fluid,"  but  as  chilled 
enough  to  stand  against  the  side  as  well  as  on  the  bottom  of  the  tank, 
will  be  seen  by  examining  Niles  Granger's  patent,  (1872,)  No.  80,623; 
0.  W.  Siemens's  English  patent,  (1868,)  No.  1,172;  Leuftgeii's  American 
patent,  (1870,)  No.  103,208;  G.  W.  Siemens's  French  patent,  (1876,)  No. 
110,125,  (in  this  a  fluid  layer  of  six  inches  is  shown;)  G.  W.  Siemens's 
Italian  patent,  (1877,)  and  <<The  Glass  Maker's  Hand  Book,"  (com- 
plainants' exhibit) 

In  fining  glass  Mr.  Benjamin  assumes  there  are  two  theories:  sur- 
fiEMse  fining,  which  he  says  was  the  accepted  theory  before  1879;  the 
other,  vertical  fining,  which  he  states  was  first  disclosed  by  the  patent 
in  suit.    The  differences  between  them  he  states  as  follows  : 

Asauning  that  jitiot  to  the  date  of  complainants'  patent  it  was  believed  that  glasa 
fined  on  the  surface  became  placed  glass  and  sank,  under  this  theory  the  depth  of 
the  tank  is  unimportant,  because  all  the  chemical  actions  take  place  on  the  surface. 
On  the  other  hand,  to  carry  out  the  theory  of  the  vertical  fining  of  the  glass,  the 
question  of  the  depth  of  the  tank  is  aU  important,  because  such  a  depth  must  be 
given  to  the  tank  as  wiU  permit  the  fining  to  take  place  in  a  vertical  direction 
without  the  fluid  metal  being  brought  into  contact  with  the  bottom  blocks. 

The  fiicts  and  allegations  thus  stated  fairly  represent  the  complain- 
ants' contention  in  this  casa  He  contends  that  prior  to  1879  sarfiice 
fining  (i.  «.,  that  glass  fined  on  the  surface  became  planed  glass  and 
sank)  was  the  accepted  theory;  thatby  the  patent  vertical  fining  was 
set  forth — ^viz.,  <<that  such  a  depth  must  be  given  to  the  tank  as  will 
permit  the  fining  to  take  place  in  a  vertical  direction  " — in  other  words, 
that  depth  is  a  necessary  function  in  fining.  In  both  these  proposi- 
tions we  are  satisfied  there  is  error.  The  accepted  theory  in  1879  was 
not  that  the  glass  was  wholly  fined  on  the  surface;  nor  does  the  patent 
of  1879  set  forth  the  theory  of  vertical  fining  as  now  claimed  by  Mr. 
BeiQamin— viz.,  that  depth  is  a  nec^sary  function  in  fining. 

The  truth  lies  in  neither  extreme.  The  gravital  action  of  the  parti- 
cles, that  the  fined  glass  sought  the  lowest  zones,  and  that  there  were 
ascending  and  descending  currents  of  glass  in  different  stages  of  fimiig 
were  fsyct8  well  known  before  the  patent  in  suit!.  Indeed,  it  was  uiM>n 
these  facts  that  the  whole  system  of  continuous  tanks  was  based,  as  is 
shown  by  complainants'  exhibit,  in  which  Professor  SiliimaOf  in  dis- 
cussing, in  1884,  before  the  American  Institute  of  Mining  Engineers, 
the  Siemens  patent,  including  the  one  in  suit,  says: 

The  fundamental  idea  upon  which  all  the  Siemens  glass  patents  are  based  is  found 
in  the  oaidinal  fact,  before  oyerlooked  or  not  avaUed  of,  that  in  the  melting  or  fln* 
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mg'oi  glMi  there  is  an  importuit  difference  of  density  in  the  piodnotin  the  sneoeesiTe 
ttages  of  the  proeeM,  the  fine  glass  being  denser  and  &lling  by  grayity  to  the  bottom 
of  the  poty  while  the  less  refined  glass  floats  on  the  snrfaoe  of  the  denser  glass,  bear- 
mg  with  it  the  ''scam"  or  "stone,''  so  called,  imperfectly  melted  material,  and 
inipuritiee  fistal  to  the  beanty  and  homogeneity  of  the  finished  product.  The 
Siemens  brothers,  with  oharaoteristic  sagacity,  haye  seiaed  on  this  fiset  and  have 
dsreloped  ont  of  it  an  entirely  new  system  of  glass-ftimaoe  and  glass-mannfactare 
as  described  in  their  patents; 

in  the  Italian  patent,  0.  W.  Siemens,  (1877,)  this  vertical  movement 
of  the  glass  and  the  fining  during  those  movements  is  clearly  shown : 

The  composition  melts  gradually  in  the  compartment  A  under  the  influence  of  the 
heat  dereloped  at  the  surface  of  the  bath.  Then  in  proportion  as  the  glass  melts 
sad  is  refined,it  gains  the  bottom  of  the  tank.  •  •  •  As  the  heating  takes  place 
by  the  reverberation  of  the  heat  upon  the  surface  of  the  bath,  while  the  bottom  is 
energetically  cooled  in  a  constant  manner,  when  a  molecule  of  glass  is  refined  at  the 
snrfiMe  of  the  bath,  and  has  consequently  acquired  a  greater  density,  it  gains  the 
bottom  of  the  tank  and  is  replaced  at  the  surface  by  a  molecule  of  greater  density. 
There  lesnlts  from  these  vertical  movements,  combined  with  the  general  advance 
movement  of  the  glass  from  the  charging-door  to  the  gathering-ports  a  "pugging," 
BO  to  apeak,  of  the  glass  mass,  which  imparts  to  it  homogeneonsuess  and  augments 
its  ftTHw>^>«»  and  its  quality. 

What  this  ^<  pngging"  which  <^  results  from  these  vertical  movements," 
<<  which  imparts  to  the  glass  homogeneousness  and  augments  its  fine- 
ness and  its  quality"  is,  unless  it  is  vertical  fining  under  the  name  of 
«  pugging,"  we  cannot  understand.  Unless  it  is  this,  then  some  process 
otitier  than  the  four  accepted  ones  of  melting,  fining,  planing,  and  gath- 
ering has  been  overlooked  in  glass-making.  The  same  phenomena  and 
the  uses  made  thereof  are  also  shown  in  G.  W.  and  Frederick  Siemens's 
patent,  (1872,)  No.  127,806,  and  G.  W.  Siemens's  English  patent,  (1872,) 
Ko.  2,152. 

It  will  be  observed  that  if  depth  is  a  necessary  function  in  fining  and 
that  fining  necessarily  takes  place  below  the  surface  the  patent  in  suit 
admits  that  it  was  then  known  that  fining  occurred  elsewhere  than  at 
the  surfEice,  for  it  says— 

glass-melting  tanks  have  hitherto  heeii  constructed  under  the  belief  that  the  lininfr 
operation  of  the  material  takes  place  mostly  nt  the  surface. 

A  &ir  construction  of  this  statement  is  that  it  was  also  known  that 
part  of  the  fining  oiieration  was  not  at  the  surface  and  that  it  was 
recognised  as  a  continuous  operation,  a  '^pugging,"  so  to  speak,  as  Mr. 
Siemens  had  four  years  before  stated  hi  his  Italian  patent.  In  the 
patent  in  suit  Mr.  Siemens  does  not  claim  depth  as  a  necessary  func- 
tion in  fining,  as  the  theory  of  My.  Benjamin  now  is.  He  admits  that 
the  fining  may  take  place  horizontally,  so  to  speak,  and  that  the 
reactions  actually  did  take  place — 
in  the  upper  portion  of  the  current  traveling  toward  the  working  holes. 

In  the  deep  ttuik  he  says  it  hiis  been  found  not  only  i>ossible  but 
advantageous  to  reduce  the  extent  of  surface  heat  for  the  reason  that 
^  VOL  this  case  "  (that  is,  in  deep  tanks)  ^<  the  reactions  occur  during  their 
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descent,"  Tiriiially  admitting  that  if  depth  were  not  given  the  reactions 
would  take  place  <'  in  the  upper  portions  of  the  current  trayeling  toward 
the  working  holes."  A  fair  construction  of  this  patent  shows  that  as 
Mr.  Siemens  then  understood  the  art  fining  could  take  place  both  at 
tlie  surface  and  underneath  it^  both  in  the  horizontal  and  yertical 
movement  of  the  particles.  We  are  also  of  opinion  that  his  object  in 
providing  the  semi-fluid  layer  had  no  connection  with  the  vertical 
fining  of  the  glass,  but  with  the  gravital  action  of  the  particles.  Thus 
he  speaks — ^page  2,  line  33,  of  patent— of  <^the  reaction  of  the  par- 
ticles." So,  also,  in  line  48.  These  manifestly  refer  to  the  fining 
process;  but  at  line  56  he  begins  a  new  paragraph  and  turns  to  what 
complainant  says  is  a  difiisrent  thing  (namely,  gravital  action)  and  to  a 
new  subject,  (namely,  white  as  distinguished  firom  dark  glass,)  and 

In  the  fdsion  of  window  or  other  white  glass  there  Is  a  oontiniions  descending  and 
ascending  movement  of  the  particles  [oomplainants*  gravital  action]  throoghont  the 
mass,  as  is  proved  hy  the  wearing  away  of  the  hottoms  of  shaUow  tanks.  The  advan- 
tage to  be  obtained  frolh  increasing  the  depth  of  the  tanks  wiU  be  the  formation  of  a 
layer  of  chiUed  glass  on  the  bottoffl|  at  which  point  the  movement  of  particles  (grar- 
ital  action)  ceases,  whereby  the  bottom  blocks  will  be  protected  ftom  weari  the 
presence  of  stone  in  the  glass  avoided,  and  a  larger  proportion  of  first  qoality  of  glass 
be  produced. 

From  this  it  will  be  seen  that  the  semi-fluid  layer  was  to  be  where 
(<the  movement  of  the  i>articles  ceases"  (i.  e.,  gravital  action)  and  had 
no  references  to  the  reactions  of  the  particles  (i.  e.,  vertical  flning) 
and  that  the  senu-fluid  layer  was,  flrst,  for  the  protection  of  the  bottom 
blocks  firom  wear;  second,  the  presence  of  stone  in  the  glass  avoided, 
and,  third,  the  production  of  a  larger  proportion  of  flrst-quality  glass, 
three  points,  all  of  which  had  been  previously  protected  from  gravital 
action  by  the  fluid  layer,  and  both  gravital  action  and  the  semi-fluid 
layer  are  confessedly  old.  It  seems  incredible  that  if  Mr.  Siemens  had 
in  his  mind  when  this  patent  was  granted  the  elaborate  theory  of  ver- 
tical flning  as  now  explained  he  should  have  made  but  casual  allusions 
to  it;  that  he  should  make  no  claim  that  by  a  failure  to  provide  against 
it  damage  was  done  to  the  tank,  but,  on  the  contrary,  should  specially 
refer  to  the  damage  done  by  what  is  now  called  ^^  gravital  action"  and 
claim  the  fluid  layer  as  a  protection  or  feature  connected  with  it  alone. 

But  leaving  for  the  present  the  examination  of  the  semi-fluid  layer 
in  general,  it  will  be  seen  that  even  in  continuous  tanks  of  over  eighteen 
inches  deep  the  forming  of  a  semi-fluid  layer  was  not  new  in  1879.  In 
two  patents  the  use  of  a  tank  above  that  depth  and  the  fluid  layer  are 
shown.  O.  W.  Siemens,  in  1877,  took  out  a  Belgian  patent  for  improve- 
ments in  glass-melting  furnaces.  The  law  of  that  country  provides, 
Article  5: 

The  drawings  shall  be  traced  in  ink  and  to  a  metrical  scale.  They  most  repre- 
sent as  nearly  as  possible  the  article  to  be  invented  by  plans  and  sections  and  deva- 
Uons,  ete. 
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It  Drill  be  noted  that  this  requirement  is  not  for  a  drawing  to  <^the 
metric  scale,"  as  contended  for  by  the  complainants'  counsel,  but  to 
<'a  metrical  scale."  This  means  a  scale  ^< pertaining  to  measurement" — 
in  other  words,  a  scale  for  measuring  from  which  the  article  to  be 
invented  may  be  reproduced  in  actual  size  by  enlarging  the  drawing  in 
proportion  to  the  scale  given.  In  pursuance  of  the  provisions  of  the 
act  we  find  on  the  drawing  the  French  words  ^^Echelle  1-32;"  in 
English,  ^*  Scale  1-32."  This  means  the  drawing  is  one  thirty-second 
the  sise  of  the  object  invented.  Applying  this  measurement  to  the 
plan,  we  find  the  distance  from  the  top  of  the  sill  of  the  chargingdoor 
to  the  top  of  t^e  bottom  blocks  of  the  melting-tank  to  be  at  least 
twenty-four  inches.  '  Applying  the  same  scale,  we  find  the  communica- 
tion between  the  mating  and  working  tank  to  be  over  four  inches  above 
the  bed  of  the  tank,  thus  leaving  some  four  inches  for  the  semi-fiuid 
layer  and  twenty  inches  for  the  fluid  glass  above. 

This  fkimace  meets  every  requirement  of  the  patent  in  suit:  first,  a 
tank  for  ttte  continuous  melting  of  glass  with  gas  and  air  ports ;  second, 
it  is  over  eighteen  inches  in  depth,  the  requirement  of  the  patent  in 
salt;  third,  it  provides  for  a  cave  and  system  of  ventilation  and  con- 
sequently  the  semi-fluid  layer;  fourth,  it  recognizes  the  vertical  move- 
ment of  the  glass.    It  does  not  limit  itself  as  to  dimensions,  stating — 

the  number  ef  ports  npoa  whieh  depend  the  dimenBione  of  the  tenk  may  vary  from 
three  to  fifteen  and  upward. 

It  is  dear  that  a  tank-furnace  constructed  from  the  plan  on  the  scale 
decdgnated  would  perform  all  the  functions  claimed  in  the  patent  in 
suit  and  be  an  infringement  upon  it.  Such  being  the  case,  the  patent 
in  suit  should  not  have  issued  five  years  later.  That  Mr.  Siemens  may 
not  have  frdly  comprehended  the  possibilities  of  the  furnace  which  he 
thus  patented  is  no  answer.  This  is  clearly  within  the  line  of  Blake  v. 
Son  FroMiteo,  (0.  D.,  1885,  233;  31  O.  G.,  380;  113  U.  S.,  670)  that- 
the  application  of  an  old  process  or  machine  to  a  similar  or  aaalogoos  sabject,  with 
no  ehaoge  in  the  manner  of  application  and  no  result  substantially  distinct  in  its 
nature,  will  not  sustain  a  patent,  even  if  the  new  fonu  of  result  has  not  before  been 
contemplated. 

And  of  Burt  v.  JSvory^  (C.  D.,  1890, 245 ;  50  O.  G.,  1294;  133  U.  S.,  358 :) 

But  a  mere  oanying  forward  of  a  new  or  more  extended  application  of  the  origi- 
nal thought,  a  change  only  in  form,  proportions,  or  degree,  the  substitution  of  equiva- 
lents doing,  substantially  the  same  thing  in  the  same  way,  by  substantially  tlie  same 
means,  with  better  results,  is  not  such  an  invention  as  will  sustain  a  patent. 

The  patent  of  Files  Granger,  No.  80,623  (1886,)  is  also  to  be  noted. 
It  may  be  said  this  is  a  pot  itonace;  but  it  is  a  pot,  or  rather  two  pots, 
worked  as  a  tank  continuously,  and  is  in  substance  and  fact  a  continu- 
ous deep  tank-furnace,  and  the  patent  in  suit  claims  to  cover — 
pots  operated  as  tanks  which  are  always  kept  AiU  or  nearly  Aill  of  metal. 

Granger's  device  was  an  ordinary  melting  pot,  thirty-nine  inches 
deepi  used  as  a  fining-chamber.    At  the  lower  end  of  one  side  was  a 
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chamber  leading  to  a  smaller  x>ot  or  workiug  vessel.  Save  in  its  being 
used  in  a  regeneratiFe  famace,  the  Granger  patent  embodied  and 
anticipated  the  fanctions  of  the  patent  in  suit.  It  is,  in  the  words  of 
the  patent  in  suit,  <^a  pot  operated  as  a  tank  which  is  always  kept  fall 
or  nearly  fall  of  metal."  It  makes  ase  of  the  semi-flnid  layer,  by 
Granger  called  ^<a  glaze,"  and  also  of  the  gravital  action  of  the  glass. 

There  is  mach  learning  and  discnssion  in  this  case  on  the  sabject  of 
irertical  fining.  From  the  evidence  and  admitted  facts  we  conclude 
bhat  the  ^^  vertical  fining,"  so  called,  is  nothing  more  or  less  than  the 
vertical  finding  by  each  particle  of  its  natoral  relative  position  by  reason 
of  its  increased  specific  gravity  caused  by  the  expalsion  of  gases  from 
snch  particles  by  the  influence  of  the  heat.  In  other  words,  heat  at 
the  sarface,  aided  by  the  storage  heat  in  the  mass  itself,  causes  fosion. 
Gas  is  liberated  as  an  effect  of  heat.  Its  gradual  expulsion,  for  it  is 
manifestly  not  catalytic,  causes  a  gradual  increase  of  specific  gravity* 
The  particle  thus  freed  or  in  process  of  freeing  itself  pf  gas,  and  wit^ 
increased  and  increasing  specific  gravity,  will  sink  and  sink  until  it 
finds  a  level  of  particles  of  specific  gravity  eqaal  to  its  own— in  other 
words,  its  natural  relative  position.  This  place  may  be  near  the  bottom 
or  near  the  top  of  the  mass.  In  thus  finding  its  natural  relative  plaoe 
it  has  displaced  some  other  particle  of  less  specific  gravity,  and  it,  in 
its  turn,  is  driven  upward.  The  less  refined  particles  are  thus  driven 
to  the  surface,  where,  under  the  influence  of  heat,  additional  fusion 
takes  place,  gas  is  expelled,  and  the  vertical  fining  again  begins. 
When  thoroughly  fined  and  the  gases  driven  out,  not  by  descent,  but 
by  fasion  caused  by  heat,  and  it  has  gained  its  natural  relative  place, 
(t.  e.,  with  other  particles  of  thoroughly  fined  glass,)  no  other  particle 
will  displace  it,  for  it  has  reached  the  maximum.specific  gravity,  and  it 
will  remain  quiescent  until  drawn  toward  the  working  end  of  the  tank 
to  fill  the  place  of  refined  particles  there  withdrawn.  Such  seems  to 
us,  from  the  evidence,  to  be  the  process  as  now  understood.  To  say 
otherwise  is  to  say  that  descent  is  a  necessary  function  in  fining — ^is, 
in  effect,  to  say  that  heat  does  not  refine  and  that  fining  can  only  take 
place  in  deep  vessels,  when  the  fact  t^at  fining  does  take  place  in  a 
shallow  current  is  a  fact  proven  by  the  evidence,  and  that  it  takes 
place  in  a  shallow  vessel  is  a  fact  admitted  by  the  patent  in  suit. 
From  the  evidence  we  cannot  find  as  a  &ct  that  vertical  fining,  as 
explained  by  the  complainants,  does  take  place.  Unless  such  vertical 
fining  is  a  fact  (not  a  mere  theory,  but  a  practical  proven  fsiMt)  this 
patent  must  fail.  This  measure  and  burden  of  proof  the  complainants 
have  failed  to  meet  They  have  given  us  their  theory  of  vertical  fining 
from  the  facts;  but  they  have  not  proven  to  our  satisfaction  that  ver- 
tical fining,  as  they  explain  it,  is  an  actual  existing  fact. 

Assuming,  however,  that  the  patent  in  suit  must  be  sustained,  the 
further  question  arises.  Has  the  defendant  infringedf  The  patent 
in  suit  was  granted  on  the  theory  that  the  fluid  depth  of  glass  was 
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about  eighteen  inches  and  that  beneath  this  wae  fonned  a  chilled  layer 
of  glass,  not  a  layer  of  ^<  immobile  or  quiescent  glass,"  as  now  con- 
tendedL    Thns  in  line  64,  page  2,  of  patent  the  applicant  says: 

The  advaiitage  to  be  obtained  firbm  limteMing  the  depth  of  these  tanks  will  be 
tbe  Ibnnation  of  »  Uyer  of  chilled  glass  on  the  sorCsoe  of  the  bottom. 

That  this  was  the  theory  at  that  time  is  also  shown  by  theille-wrap- 
per  In  the  case.  In  the  argament  and  cwrespondence  ibr  the  allow- 
ance of  the  patent  Mr.  Siemens's  counsel  (and  we  must  assume  he  cor- 
rectly stated  the  sdentiflc  views  of  his  client  and  after  full  consultatiou 
with  him,  as  the  grantii^  of  the  patent  was  delayed  and  strenuously 
contested  by  the  Patent  Office  authorities)  refers  to  the  glass  <<  form- 
ing below  the  upper  fluid  portion  of  the  metal  layer  in  a  partially- 
solid  condition,^  and  in  speaking  of  the  depth  of  the  old  tenk  says: 

It  follows  that  the  depth  of  mush  tanks  eonld  not  exoeed  abont  eighteen  inches, 
or,  as  is  shown  in  the  new  applieaition,  the  bottom  would  be  oovered  with  a  layer  of 
ehiUed  metal. 

Xheee  quotations  are  simply  made  to  show  the  idea  then  held  that  to 
eighteen  inches  the  glass  was  fluid  and  beneath  that  the  chilled  layer 
necessarily  formed.  Presumably  Mr.  Siemens  was  not  then  familiar 
with  tanks  flye  (x  six  feet  deep,  for  none  had  been  built.  He  was 
fiamiliar  with  a  fluid  depth  of  limited  thickness  on  the  top  and  with  the 
energetic  and  active  cooling  by  the  cave  below,  by  which  the  chilled 
layer  was  formed.  With  an  immense  body  of  molten  glass  in  a  tank 
of  six  feet  and  the  storage  heat  retained  by  it  he  was  not,  so  £ev  as  the 
evidence  shows,  familiar.  Upon  this  theory  of  a  fluid  depth  of  eighteen 
inches  and  the  chiUed  layer  as  a  necessary  sequence  he  sought  a  patent 
for  tank  and  process.  Use,  the  crucial  test  of  theories,  has  proven  ito 
fidhMsy.  The  building  of  tank  furnaces  five  and  six  feet  deep  and  the 
consequent  effecto  of  the  vast  storage  heat  therein  have  proved  that 
the  chiUed  layer  as  contemplated  by  Mr.  Siemens  in  1870  does  not,  in 
fiiet,  exist  in  them,  and  that  ito  then  contemplated  Amotions  are  not 
used  in  such  tanks.  In  fact,  the  practical  use  of  such  tanks  has  shown 
more  radical  change  from  the  accepted  theory  of  deep  tank  melting  in 
1879  than  the  supposed  theory  at  that  time  did  from  the  prior  stote  of 
the  art.  To  grant  a  patent  now  upon  the  Amotions  performed  by  ^  tank 
six  fyet  would  be  to  grant  it  for  an  improvement  simply  in  degree  and 
would  be  manifestiy  wrong;  to  grant  one  in  1879  upon  less  radical 
changes  and  upon  theoretiioal  stotemento,  some  of  which  exi)erience  has 
disproved,  was  more  so. 

UiK)n  the  oomplainanto  rest  the  burden  of  proof.  They  must  show 
that  the  defendant's  fbmaces  perform  the  functions  of  theirs.  It  wiU 
not  suffice  to  say  that  theoretically  they  should.  It  will  not  do  to  say 
that  *<glass  in  a  stote  of  rest"  or  ^4mmobile  fluid  glass"  corresponds 
to  the  chilled  layer,  which  was  the  theory  in  1879. 

It  now  appears  that  by  the  use  of  deep  tanks  and  the  storage  heat 
in  the  vast  sea  of  glass  a  fluid  depth  of  Ave  feet  may  be  maintained; 
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that  the  graTital  action  of  the  glass  does  not  extend  that  low,  and  that 
consequently  the  energetic  chiUing  which  was  before  necessary  to  form 
the  chilled  layer,  and  thas  prevent  the  destructive  effects  of  the  gravi- 
tal  motion  of  the  glass  on  the  bottom  of  the  tank,  is  restricted  to  sim- 
ply keeping  the  glass  chilled  between  the  bottom  blocks,  and  this  is 
the  only  chilling  absolutely  necessary.  Then,  too,  the  weight  of  the 
testimony,  whatever  the  facts  may  be,  is  that  the  gravital  action  of  the 
glass  does  not  extend  beyond  more  than  about  five  inches.  It  will 
thus  be  seen  that  the  function  of  the  chilled  layer,  which  was  supposed 
in  1879  to  form  below  the  fluid  depth  of  eighteen  inches,  is  not  needed 
or  used  in  the  deep  tanks  of  the  present  day.  Moore,  the  manager  of 
the  defendant's  works,  shows  that  the  glass  was  fluid  in  its  tanks  to 
the  bottom;  that  he  has  tested  it  frequentiy;  that  it  has  sprung  leaks 
six  or  eight  times;  that  the  glass  has  melted  between  the  blocks; 
that  with  an  iron  bar  he  has  felt  the  joints  between  the  bottom  blocks. 
The  same  facts  are  conceded  to  be  sworn  to  by  James  A.  Chambers. 
Oustave  Somville  has  worked  a  forty-eight  inch  tank  at  Gharleroi,  a 
seventy-two  inch  tank  at  Bessage,  and  a  forty-eight  inch  at  Cohansey, 
N.  J.,  and  says  the  glass  is  fluid  to  the  bottom  in  them  all.  He  has 
put  down  a  bar  to  push  back  bits  of  iron  that  have  &llen  in  the  tank; 
that  sometimes  the  bar  catches  in  a  joint  between  the  botton)  blocks. 
Lemaire,  a  builder  of  large  exx>erience,  has  built  twelve  tank  furnaces 
of  six  feet  in  depth.  He  proves  he  made  a  hole  in  tank  at  a  depth  of 
five  feet  and  the  fluid  glass  ran  out;  that  twice  through  accident  he  saw 
the  glass  run  out  at  three  feet;  that  he  has  tested  by  a  bar  and  finds 
the  glass  fluid  to  the  bottom  at  a  depth  of  five  feet.  From  tests  and 
experiments  he  finds  the  glass  fluid  at  five  feet.  It  is  of  importance  on 
this  question  of  the  depth  of  fluidity  to  notice  his  testimony  in  regard 
to  the  depth  of  the  furnaces.  He  says  they  build  the  furnace  six  feet 
deep  to  use  the  heat  more: 

I  think  aboTO  six  feet  the  glass  is  no  longer  liquid,  and  we  bnild  tanks  six  feet 
deep  to  aocnmalate  the  heat,  while  it  is  weU  known  that  window-glass  tranamita 
the  heat  to  a  depth  of  six  feet  and  the  accnmnlated  heat  remains  in  the  glass,  and 
we  hare  through  that  economy  of  ftiel. 

A  fact  which  was  also  noted  by  Mr.  Sitoiens  in  the  patent  in  suit: 

Bjr  this  construction  the  reduced  surface  of  the  tank  was  exposed  to  dame  acoom> 

panied  with  additional  economy  of  fuel,  owing  to  the  diminished  surface  for  loss  of 

heat  by  conduction. 

He  says  the  vertical  movement  of  the  glass  is  not  more  than  four 
inches;  that  below  that  is  a  quiescent  body  of  glass;  that  he  has 
observed  where  they  have  had  a  body  of  bad  glass  and  have  changed 
the  batch  they  had  a  change  in  quality,  and  calculating  what  had  been 
worked  out  he  found  the  moving  body  worked  out  was  but  five  inches 
thick  The  Glassboro  tanks  are  continuous  deep  tanks,  though  worked 
intermittentiy  on  account  of  the  limited  number  of  blowers  employed. 
No.  1  was  twelve  inches  deep  in  the  melting-compartment  and  eighteen 
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in  the  working  out,  and  Xo.  2  was  tbirty-six  inches  in  meltiug  and 
twenty-fonr  in  the  working.  Ferrarf,  the  manager,  says  they  are  both 
fluid;  that  be  has  drilled  holes  through  the  side  and  once  through  the 
bottom,  and  both  times  the  tank  ran  empty.  The  opeuiDgs  between 
the  tanks  were  five  inches  square,  thus  showing  in  No.  2  a  fluid  depth 
of  thirty  one  inches;  that  No.  2  was  made  deeper  simply  for  capacity, 
and  that  depth  had  no  ftinction  in  changing  the  quality  of  the  glass. 
The  glass  was  substantially  of  the  same  quality  in  both,  though  the 
melting-chamber  of  the  old  was  twelve  inches  as  against  thirty-six  in 
the  new,  thus  showing  that  the  fluin^  can  be  as  complete  at  twelve  as 
at  thirty-six  inches.  Substantially  the  same  facts  are  proven  by  John 
P.  Whitney,  proprietor  of  the  works,  with  the  additional  fact  that  in 
his  tank  No.  3  a  boot-leg  is  employed  with  openings  at  bottom  one  inch 
deep  and  the  shape  of  a  caret.  This  shows  a  clear  fluid  depth  of 
twenty-  lour  inches.  Testimony  in  contradiction  of  some  of  these  points 
has  been  produced  by  the  complainants.  The  very  most  that  could  be 
argued  for  it  is  that  it  balances  the  proofs  of  the  defendant;  but  this 
will  not  do.  Infiringement  is  alleged.  To  merely  meet  the  proofs  of  the 
'defendant  is  to  leave  the* question  in  the  balance,  and  that  is  to  decide 
agiiinst  the  complainant.  *  The  burden  of  proof  being  on  the  complain- 
ants, we  are  of  the  opinion  the  weight  of  the  evidence  is  against  them 
and  in  favor  of  the  defendant; 

Our  coni'lusions,  briefly  stated,  are: 

First.  The  fluid  layer  and  its  function  in  a  continuously  worked  deep 
tank  were  known  before  this  patent  was  Ranted. 

Second.  At  that  time  the  gravital  action  of  glass  and  the  reactions 
taking  place  during  such  movements  were  known,  and  no  hitherto 
unknown  and  now.  known  movement,  action,  or  process  in  the  melting 
of  glass  was  disclosed  in  the  patent  in  suit. 

Third.  That  contention  of  complainant  that  depth  is  a  necessary  func- 
tion in  the  flning  of  glass  is  not  established  by  the  weight  of  the  evi- 
dence. 

Fourth.  That  it  is  not  shown  that  in  defendant's  tanks  the  functions 
of  forming  <'  below  the  upper  fluid  portion  of  the  metal  a  layer  of  metal 
iu  a  semi-fluid  or  pai*tially  solid  condition,''  as  claimed  in  the  patent, 
is  used.    The  weight  of  the  evidence  is  to  the  contrary. 

Fifth.  In  view  of  the  state  of  the  art  at  the  date  of  this  patent,  the 
claim  granted  was  not  then  patentable,  and  the  Letters  Patent  No. 
201,054  are  invalid. 

Sixth.  That  the  burden  of  proof  of  infringement  is  on  the  complain- 
ants, and  this  they  have  foiled  to  meet,  and  the  bill  must  be  dismissed 
at  their  cost. 

Judge  Acheson  concurs. 
13182  PAT ^15 
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[U.  S.  Clr<-ait  Coart-Dintiict  of  MatMcbaietto.] 

Thum  et  al.  v.  Andrews  bt  al. 

Decided  December  28, 1809, 

eS  O.  0.,  1866. 

Thum— Flt-Pa  PER— IxFRiyoEMENT. 

Letters  Patent  No.  278,294,  May  22, 188S,  to  Otto  Thnm,  and  olftim  8  of  Letters 
Patent  No.  806,118,  September  16, 1884,  to  Otto  Thum,  for  fly-papsr,  aastafned 
and  Held  inMnged. 

Mr.  Thomas  J.  Johnston  and  Mr.  Vhauneey  Smith  for  the  complainants, 
Mr,  John  McC.  Perkins  for  the  defendants. 

Oarpenter,  J.: 

Tliis  is  a  bill  in  equity  to  enjoin  an  alleged  infringement  of  Letters 
Patent  No.  278,294,  issued  May  22, 1883,  to  Otto  Thnm,  and  of  the  third 
claim  of  Letters  Patent  Xo.  305,118,  issued  September  16, 1884,  to  said 
Otto  Thum.  The  claims  alleged  to  be  infHnged  are  as  follows,  respec- 
tively: 

A  sheet  of  fly-paper  partially  covered  with  a  sticky  composition,  the  latter  beiug 
surrounded  with  a  baud  or  margin  of  less  but  still  slightly  adhesiye  material. 

8.  As  a  new  article  of  mannfticture,  the  fly-paper  with  adhesive  £»ces  placed 
together,  so  as  to  be  packed  without  folding,  and  adapted  to  be  separatecl  wh^n 
ready  for  use,  substantially  as  described. 

The  subject  of  this  invention  is  a  sheet  of  paper  covered  with  a  sticky 
and  semi-fluid  substance,  in  which  the  fly,  being  entangled  by  his  feet^ 
is  hopelessly  detained  and  Anally  dies.  The  objection  to  the  use  of  this 
pai)er  as  it  was  first  preparetl  was  that  the  sticky  substance  flowed  over 
the  edge  of  the  paper  and  injured  surrounding  articles,  and  also  when 
packed  for  transportation  or  sale  caused  the  sheets  to  adhere  to  each 
other,  so  that  they  could  not  be  easily  and  conveniently  separated  for 
use.  Tlie  device  adopted  by  this  inventor  was  to  surround  the  sticky 
substance  by  a  margin  of  comparatively  firm  and  only  slightly  adhe- 
sive substance,  a  resinous  ooniponnd  being  preferred.  As  thus  pre- 
pared two  sheets  may  be  placed  together  with  the  sticky  surfaces  In 
opposition  and  the  adhesive  margins  of  the  two  Avill  together  form  a 
dam  which  will  hold  in  place  the  sticky  substance,  which  is  the  eflcctive 
part  of  tlic  (lovice.  Tin's  appears  to  be  a  useful  invention,  as  the  evi- 
dence diseldses  that  pa]»er  so  made  is  Iarf;ely  sold  and  Inisto  a  great 
extent  (lisi)laeed  the  less  convenient  article  f(»rmerly  in  use. 

The  respondents  do  not  deny  that  they  infringe.  They  defend  the 
suit,  first,  on  the  ground  tliat  part  of  the  evidence  taken  for  the  com- 
plainants should  not  be  read  because  it  was  taken  in  Washington,  in  the 
District  of  Columbia,  and  they  allege  that  the  67th  Equity  KuJe  and 
sections  8G3  and  864  of  the  Kevised  Statutes  do  not  authorize  the  tak- 
ing of  testimony  at  any  place  outside  the  circuit  in  which  the  action  is 
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pending.  Tlic  respondents  have  filed  no  brief,  and  they  have  not  argued 
this  i)oint  farther  than  to  state  it  as  above  recited.  I  have  examined 
the  rule  and  the  statute  and  am  unable  to  see  anything  therein  which 
can  so  limit  the  right  to  take  testimony,  and  I  am  thereibre  constrained 
to  holdy  for  the  purposes  of  this  case,  that  the  testimony  may  be  read. 
The  respondents  further  contend  that  the  patent  shows  no  patent- 
able invention  in  view  of  the  methods  long  in  use  in  the  preparation  of 
medicinal  plasters.  It  apiiears  that  as  early  as  1849  the  following 
directions  were  given  for  the  preparation  of  such  plasters: 

If  the  material  of  which  the  plaster  is  composed  be  sufficiently  adhesive  to  insure 
its  remaining  fixed  to  the  part  of  the  body  to  which  it  is  applied,  it  is  spread,  with- 
ont  any  previous  prepsration  of  the  leather,  to  within  about  half  an  inch  of  the 
edge,  leaving  a  margin  of  this  width  of  uncovered  leather;  but  plasters  possessing 
little  or  no  adhesiveness  ought  to  be  surrounded  by  an  adhesive  margin,  and  insnoh 
case  the  margin  must  be  prepared  before  spreading  the  plaster.  There  are  two 
methods  of  preparing  the  adhesive  margin :  The  adhesive  plaster  may  be  either 
spread  entirely  over  the  leather  to  the  very  edg;e  or  it  may  be  merely  applied  around 
the  edge  of  the  leather,  so  as  to  form  a  border  of  about  an  inch  in  width. 

It  does  not  seem  to  me  that  plasters  so  prepared  would  suggest  the 
device  of  Thum,  or  that  fly-paper  prepared  according  to  these  direc- 
tions would  answer  the  purx)ose  of  the  patented  article.  Margins  or 
borders  of  course  are  old;  but  they  serve  many  functions,  and  it  must 
be  held  to  be  similarity  of  Ainctiou  no  less  than  similarity  of  form  which 
constitutes  a  double  use.  The  adhesive  margin  of  the  plaster  has  no 
effect  to  confine  the  substance  of  the  plaster.  If  the  adhesive  substance 
be  ^<  spread  entirely  over  the  leather,"  it  is  evident  that  no  such  result 
follows,  and  even  if  it  be  <<merely  applied  around  the  edge  of  the 
leather"  the  descriptions  do  not  suggest  that  they  should  be  of  sufil- 
cient  thickness  to  confine  the  plaster.  In  short,  the  margin  of  the 
plaster  was  intended  and  adapted  to  fasten  the  plaster  to  the  surface 
of  the  body,  and  not  in  any  degree  to  confine  or  retain  the  medicated 
substance  of  the  plaster.  Such  a  border  does  not  suggest  the  border 
here  patented. 

The  respondents  further  contend  that  sticky  fly-paper  precisely  sim- 
ilar to  that  described  in  the  patent  was  made  and  sold  by  WjIIiain  P. 
Olough  and  John  W.  F.  Willson  aijd  was  sold  by  Meirill  S.  Noyes  more 
than  two  years  before  either  of  these  patents  was  issued  or  api^lied  for, 
and  they  support  this  allegation  by  the  testimony  of  several  witnesses. 
But  the  witnesses  testify  loosely  and  entirely  from  recollection,  and 
notably  do  not  produce  any  samples  of  the  article  snid  to  have  beeu 
sold,  but  identify  it  only  by  their  description.  The  witnesses  Clongh 
and  Willson  testify  that  they  sold  thefly-i)aper  such  as  is  described  in 
the  patent  to  certain  wholesale  druggists  in  Boston,  whom  they  name; 
but  competent  representatives  of  all  but  one  of  these  houses  entirely 
contradict  this  ataten»ent.  One  of  these  druggists,  Mr.  Albert  C.  Smithy 
does  indeed  testify  when  first  questioned  that  he  bought  the  article  in 
question  fh>m  Willson  in  the  year  1878;  but  on  further  reflection  he  so 
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modified  his  testiniouy  that  it  is  uot  possible  to  infer  from  it  that  the 
sale  took  place  earlier  than  the  year  1884.  The  evidence  in  support  of 
this  last  contention  of  the  respondents  is  thus  very  far  from  that  which 
is  required  to  support  such  a  claim.  I  therefore  conclude  that  the 
complainants  are  entitled  to  a  decree. 


[IT.  8.  Clronlt  Conrt-Korthcrn  Diatrict  of  CaUforala.] 

Brush  Electric  Company  et  al.  v.  Electric  Improvement 
COMPANY  OF  San  Jos6. 

Decided  October  S,  1S9S, 
62  O.  G.,  166L 

L  BRUsn— Electric  Lamps— Inkbingement— Pioneer  Inventor. 

Letters  Patent  No.  219,208,  to  Charles  F.  Bnisb,  September  2,  1879,  for  an 
improvement  in  electrio^arc  lamps,  comprising  **  two  or  more  pairs  or  sets  of  car- 
bons, in  combination  with  mechaiiiam  constructed  to  separate  said  pairs  dis- 
simultaneously  or  successively,"  Held  to  cover  a  pioneer  invention  and  to  be 
entitled  to  a  liberal  construction,  and,  further.  Held  infringed  by  lamps  made 
under  Letters  P»tent  No.  430,722,  to  James  J.  Wood,  June  24, 1890. 

2.  Construction  of  Patent. 

While  courts  have  no  right  to  enlarge  a  patent  beyond  the  scope  of  its  claima 
as  allowed  by  the  Patent  Office,  the  inventor  is  entitled  to  a  liberal  coustructiou 
to  secure  to  him  his  actual  invention.     (Citing  Winane  v.  Denmeadf  15  How.,  341.) 

StriT  by  the  Galiibniia  Electric  Company  (licensee  of  the  BrosU 
Electric  Company)  and  others  ngainst  the  Electi'ic  luiprovemeut  Com- 
pany of  San  Jo8^,  the  Brash  Electric  Company  being  joined  as  a  plain- 
tiff.   Decree  for  complainants. 

Mr.  M.  M.  Estee,  Mr.  J.  H.  Miller^  and  Mr.  L.  L.  LeggeU  for  the  com- 
plainants. 
Mr.  W.  F.  Mej*r%n  and  Mr.  B.  S.  Taylor  for  the  defendant 

Hawley,  J.: 

This  is  a  suit  in  equity  for  the  infringement  of  Letters  Patent  No. 
219,208,  granted  to  Charles  F.  Brush,  September  2,  1879,  for  an 
improvemeut  in  electric-arc  lamps.  The  Brush  Electric  Company  is 
the  owner  of  the  legal  title  of  said  patent,  and  the  California  Electric 
Light  Company  has  an  equitable  title  as  the  exclusive  licensee  for  the 
States  of  California,  Nevada,  Oregon,  and  Washington.  The  defend- 
ant is  charged  with  infringing  this  patent  by  the  use  of  the  Wood 
lamp,  under  Letters  Patent  No.  430,722,  granted  to  James  J.  Wood 
Juno  24,  1890,  for  new  and  useful  improvements  in  electric-arc  lamps. 
A  preliminary  injunction  was  ordered  by  Judge  Sawyer  upon  the 
authority  of  Bntsh  Electric  Co.  v.  Western  Electric  lAght  tl*  Poiccr  Co. 
(C.  D.,  1890,  471;  52  O.  G.,  1950;  43  Fed.  Eep.,  533)  anil  Brush  Electric 
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Co.  ▼.  Fart  Wayne  JBleetrie  Co.,  {U  Fed.  Bep.,  284.)  While  dedining 
to  discass  the  questions  involved  in  this  case,  the  learned  judge 
expressly  indorsed  the  views  announced  in  the  cases  referred  to  and 
stated  that,  in  his  judgment,  <<  the  Brush  patent  is  valid,  and  the  first 
six  claims  are  infringed  by  the  Wood  lamp."  (45  Fed.  Bep.,  242.) 
The  case  is  now  presented  upon  the  final  hearing  upon  the  testimony 
taken  before  the  Examiner. 

The  validity  of  the  Brush  i>atent  has,  in  addition  to  the  cases 
referred  to,  been  sustained  in  Brush  Electric  Co,  v.  Ft.  Wayne  Ulectric 
Light  Co.  (G.  D.,  1890,  211;  50  O.  G.,  434;  40  Fed.  Bep.,  826)  and  Brush 
Electric  Co.  v.  New  American  Electric  Arc  Light  Co.^  (46  Fed.  Bep.,  79.) 
The  learned  counsel  who  argued  this  case  for  the  defendant  insists — 
that,  notiritliBtanding  aU  the  snits  that  have  been  brought,  and  all  the  actions  that 
hare  been  taken,  the  qnestions  arising  in  this  case  have  not  been  settled  or  ade« 
qnately  presented  or  considered, 

and  he  therefore  respectfully  asks  that  all  the  points  involved  should 
be  again  independently  considered  and  decided.  Complainants  claim 
that  the  principles  announced  and  conclusions  reached  in  the  prior 
decisions  are  correct,  and  should  be  followed. 

Mr.  Brush's  invention,  as  stated  in  his  specifications- 
relates  to  eleotric  lamps  or  light-regulators;  and  it  consists,  first,  in  a  lamp  having 
two  or  more  sets  of  carbons  adapted,  by  any  suitable  means,  to  bum  successively 
(that  is,  one  set  after  another ;)  second,  in  a  lamp  having  two  or  more  sets  of  carbons, 
eaeh  set  adapted  to  move  independently  in  burning  and  feeding;  third,  in  a  lamp 
having  two  or  more  sets  of  carbons  adapted  each  to  have  independent  movement^ 
and  eaeh  operated  and  influenced  by  the  same  electric  current;  .fourth,  in  a  lamp 
having  two  or  more  sets  of  carbons,  said  carbons,  by  any  suitable  means  being 
adapted  to  be  separated  dissimultaneously,  whereby  the  voltaic  arc  between  but  a 
single  set  of  carbons  is  produced;  fifbh,  in  the  combination,  with  one  of  the  carbons 
or  carbon-holders  of  a  lamp  employing  two  or  more  sets  of  carbons,  as  above  men- 
tioned, of  a  suitable  coUar,  tube,  or  extended  support,  within  or  upon  which  the 
etrbon  or  carbon-holder  to  which  it  is  applied  shaU  rest  and  be  supported. 

He  states  at  the  outstart  that  his— 
invention  is  not  limited  in  its  appUcation  to  any  specific  form  of  lamp.    It  may  he 
used  in  any  form  of  the  voltaic-arc  light-regulator,  and  would  need  but  a  mere  modi- 
fication in  mechanical  form  to  be  adaptable'  to  an  indefinite  variety  of  the  present 
known  forms  of  electric  lamps. 

My  invention  comprehends,  broadly,  any  lamp  or  light  regulator  where  mor« 
than  one  set  of  carbons  are  employed  wherein— say  in  a  lamp  having  two  sets 
of  earbons— one  set  of  carbons  will  separate  before  the  other.  For  the  purpose 
merely  of  showing  and  explaining  the  principles  of  operation  and  use  of  my 
invention,  I  shaU  describe  it,  in  the  form  shown  in  the  drawings,  as  applied 
to  an  electric  lamp  of  the  general  type  shown  in  the  United  States  Letters 
Patent  Ko.  203,41 1,  granted  to  me  May  7, 1878;  reissued  May  20,  1879,  and  numbered 
8,718.  The  leading  feature  of  this  type  of  regulator  is  that  the  carbon-holder  has  a 
rod  or  tube  which  slides  through  or  past  a  fHction-dutch,  which  clutch- is  operated 
upon  to  grasp  and  more  said  carbon  rod  or  holder,  and  thus  to  separate  the  carbons 
snd  produce  the  voltaic-arc  light. 

Before  quoting  further  from  the  specifications,  a  brief  reference  to 
the  prior  state  of  the  art  will  ]^e  made,  in  order  that  the  true  character 
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and  extent  of  this  invention  may  be  better  understood.  In  1810,  Sir 
Hum  plirey  Davy,  with  the  aid  of  a  galvanic  battery  of  two  thousand  cells, 
produced  a  light  between  two  pencils  of  charcoal.  This  seems  to  have 
been  the  first  dawn  of  a  discovery  which  gave  to  the  scientists  of  the 
world  the  thought  of  electric  lighting.  Unfortunately  fbr  Davy,  he  had 
no  mechanism  to  adjust  his  electrodes,  and  owing  to  the  great  cost  of  his 
battery  and  the  rapid  combustion  of  the  charcoal  points— lasting  only  a 
fidw  minutes— his  invention  was  of  no  commercial  value  for  practical  use. 
In  1836  the  more  powerftil  battery  of  Daniell  was  tried.  In  1839  the 
nitric-acid  battery  of  Grove  was  invented.  In  1842  the  Bunsen  battery 
was  produced.  No  practical  result,  however,  in  the  way  of  advance- 
ment was  attained  until  1844,  when  Fouoault  substituted  pencils  made 
of  hard  gas-carbon  for  the  charcoal  pencils  of  Davy,  and  thereby 
extended  the  duration  of  the  light  to  s«>me  extent;  but  the  exx)en8e  was 
too  great  to  justify  any  general  use  of  the  light,  and  it  was  confined 
principally  to  laboratories  and  for  the  experimental  uses  of  scientists. 
In  1848,  Archeran  devised  an  imperfect  regulating  device,  by  means  of 
which  two  vertical  carbon  electrodes  were  maintained  in  the  same  rela- 
tive position.  In  1857,  the  Holmes  &  Nollett  machines  were  employed 
in  producing  the  arc  electric  light  in  some  of  the  lighthouses  of  France 
and  England  by  the  use  of  the  Serrin  lamp,  which  was  a  clockworking 
lamp,  burning  one  pair  of  carbons,  with  a  very  expensive  apparatus. 
It  was  not  until  1870  that  a  current  of  sufficient  strength  to  render 
electric  lighting  commercially  practical  by  being  generated  at  a  small 
expense  was  attained. .  This  was  brought  about  by  the  invention  of  the 
dynamo-electric  Machine  of  Gramme.  None  of  the  arc  lamps  invented 
.up  to  this  time  were  suitable  for  the  purpose  of  general  Illumination. 
The  defendant  has  set  up  for  the  purpose  of  phowing  the  prior  state  of 
the  art,  the  following  lamps  and  patents:  the  Archeran  lamp,  produced 
in  1848;  the  English  patent  for  the  Staites  lamp,  in  1853;  the  Hart 
lamp,  introduced  1858;  the  Browning,  Foucault,  and  Serrin  lamps,  in 
use  prior  to  1800;  the  patent  issued  in  England  to  Louis  Denayrouse, 
August  21, 1877 ;  the  United  States  patent  to  M,  Day,  Jr.,  February  24, 
1874;  the  French  patent  granted  to  Khotinzky  March  19, 1875;  the 
I^ieff  lamp,  described  in  the  Telegraphic  Journal  and  EUetriiMl 
Bevietc  of  Ijondon,  August  15,  1878,  and  the  French  patent  for  the 
Mersanne  and  Bertins  lamp. 

The  patent  of  M.  Day,  Jr.,  is  pleaded  as  an  anticipation  of  the  Brush 
patent;  but  in  the  argument  defendant  admitted  that  it  was  not  an 
anticipation  in  a  technical  sense,  and  was  only  relied  upon  as  showing 
the  state  of  the  art.  The  Day  patent  was  held  not  to  be  an  anticipa- 
tion of  any  of  the  claims  of  the  Brush  patent  in  Brush  UUctrie  Co.  v. 
Ft.  Wayne  Electric  Light  Co.  (O.  D.,  1890,  211;  50  O.  O.,  434;  40  Fed. 
Bep.,  826.)    Judge  Gresham  correctly  8aid : 

It  was  uuiike  the  Brush  lamp,  both  in  coustriiction  and  mode  of  operation. 

And  the  same  view  is  expres^d  by  Brown,  J.,  in  Brush  Electric  Co. 
V.  Western  Electric  Light  and  Power  Co.  (0.  D.,  1890,  471;  52  O.  G., 
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1950;  43  Fed.  Bep.,  533,)  to  which  reference  is  here  made  for  a  descrip- 
tioD  of  the  Day  patent,  the  French  patent  of  Denayrouse,  and  the  Jab- 
lochkoff  candle  in  the  patent  of  Jablochkoff,  as  the  views  therein 
expressed  sufficiently  and,  in  my  judgment,  correctly  answer  the  arga- 
ment  of  defendant's  counsel  in  relation  thereto.  None  of  the  devices 
8^  up  by  defendant  contain  the  principle  of  the  Brush  patent  All  of 
them  were  presented  by  the  defendant  in  the  several  prior  suits  insti- 
tuted by  the  Brush  Electric  Company,  except  the  French  patent  for 
the  Mersanne  and  Bertins  lamp,  which  does  not  introduce  any  new 
IMindple  tending  to  limit  the  field  of  invention  that  was  open  to  Brush* 
Brown,  J.,  in  referring  to  the  inventions  prior  to  those  of  Mr.  Brush, 
very  properly  said: 

Most  of  them,  however,  were  direeted  to  improvementfl  in  the  material  of  which 
tl.e  carhoDB  were  made,  in  the  brillianoy  and  steadiness  of  the  light  itself,  to  improve- 
nents  npon  the  dynamos,  and  in  the  mechauiam  by  which  the  carbons  were  held  in 
Uie  same  relative  position  during  the  process  of  combustion.  One  difficulty,  how- 
ever, remained  to  be  overcoflie.  The  electrical  resistance  of  the  carbons  was  such 
ss  to  preclude  the  employment  of  very  long  rods,  and  their  consumption  by  burning 
away  was  hastened  by  their  a^acent  ends  becoming  highly  heated  to  a  considerable 
distance  Irom  the  arc.  fhis  difficulty  was  partially  remedied  by  covering  the  car- 
bon pencils  with  a  thin  film  of  copper,  electrically  deposited  thereon,  by  which  the 
electrical  resistance  of  the  carbons  was  materially  decreaseil,  much  longer  rods  were 
possible,  and  the  light  maintained  continuously  for  from  nix  to  ten  hours.  This  was 
insofflcient,  however,  for  all  night  lighting,  and  necessitated  the  extinguishment  of 
the  lamp,  and  a  renewal  of  the  carbons  at  some  time  during  the  night  in  order  to 
keep  np  a  eontinnons  light. 

In  traeing  the  history  of  the  prior  state  of  the  art  from  1810  it  will 
be  observed  that  scientific  men  were  continually  at  work  trying  to 
invent  some  kind  of  a  lamp  tliat  would  automatically  give  such  a  light 
as  would  be  suitable  for  general  use,  and  also  to  discover,  if  possible, 
some  means  whereby  the  burning  of  the  light  could  be  further  pro- 
longed. Early  in  1878  Mr.  Brush  invented  a  lamp  which  gave  steady 
light  and  was  suitable  for  general  use;  but  only  one  could  be  burned 
on  a  single  circnit  Shortly  afterward  he  invented  the  series  lamp, 
whereby  two  or  more  lamps  could  be  operated  at  one  and  the  same  time 
upon  the  same  circuit.  There  still  remained  another  and  more  impor- 
tant discovery  to  be  made,  which,  as  before  stated,  had  engaged  the 
attention  of  tiie  brightest  inventive  minds  for  many  years,  without  any 
sucoesaM  results— vis.,  how  to  produce  a  long-continued  light  auto* 
matically  without  renewing  the  carbons.  This  discovery  in  the  open 
field  of  invention  was  made  by  Bfr.  Brush  in  1870,  and  for  which  he 
seeored  the  patent  in  controversy  and  gave  to  the  world  the  most  prac- 
tical and  useliil  lamp  known  to  electrical  science,  and  which  has  proven 
to  be  of  great  value  and  benefit  to  the  public.  In  the  specifications  he 
said,  among  other  things: 

I  do  not  in  any  <legree  limit  myself  to  any  specific  method  or  mechanism  for  lift- 
ing, moving,  or  scpArating  the  carbon  points  or  their  holders,  so  long  as  the  pecu- 
liar ftinetiona  and  results  hereiuafler  to  be  specifted  shall  lie  accomplished.  The 
lifter  J},  hi  the  present  instance,  is  so  formed  that  when  it  is  raised  it  shall  not 
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operate  upon  the  damps  C  C  eimnltaneonsly,  but  shall  lift  first  one  and  then  the 
other,  (preferably  the  clamp  C  first  and  C  second,  for  reasons  which  will  hereinafter 
appear. )  This  fnnction  of  dissimnltaneous  action  upon  the  carbons  or  their  holders, 
whereby  one  set  of  carbons  shall  be  separated  in  advance  of  the  other,  constitutes 
the  principal  and  most  important  feature  of  my  present  invention.  In  the  lamp 
shown  in  the  drawings  the  lifter  D  is  actuated  and  controlled  through  the  agency 
of  magnetic  attraction  due  to  the  inflaence  of  the  current  operating  the  lamp,  and 
this  is  accomplished  as  follows:  One,  two,  or  more  spools  or  hollow  helices,  E,  of 
insulated  wire,  are  placed  in  the  circuit,  within  whose  cavities  freely  move  cores  E'. 
The  electric  current,  passing  through  the  helices  E,  oi^erates  to  strongly  draw  up 
within  their  oaWties  their  respective  cores  E'  in  the  same  manner  as  specified  in 
my  former  patent  above  referred  to.  The  cores  E'are  rigidly  attached  to  a  common 
bar,  £',  and  the  upward  and  downward  movement  of  this  bar,  due  to  the  varying 
attraction  of  the  helices  E,  is  imparted  by  suitable  link-and-lever  connection,  E'E^, 
to  the  lifter  D.  By  this  connection  the  lifter  will  have  an  up-and-down  movement 
in  exact  concert  with  the  cores  E';  and  it  is  apparent  that  this  connection  between 
magnet  and  lifter  may  be  indefinitely  varied  without  any  departure  f)«m  my  inven- 
tion; and  therefore,  while  preferring  for  many  purposes  the  construction  just  «i>eci- 
fied,  I  do  not  propose  to  limit  myself  to  its  use. 

•  •••••• 

The  operation  of  my  device,  as  thus  far  specified,  is  as  follows :  When  the  current 
is  not  passing  through  the  lamp,  the  positive  and  negative  carbons  of  each  A  A'  are 
in  actual  contact.  When,  now,  a  current  is  passed  through  the  lamp,  the  magnetio 
attraction  of  the  helices  E  will  operate  to  raise  the  lifter  D.  This  lifter,  operating 
upon  the  clamps  C  and  C,  tilts  them  and  causes  them  to  olamp  and  lift  the 
carbon-holders  B  B',  and  thus  separate  the  carbons  and  produce  the  voltaic-aro 
Ught;  but  it  will  be  especially  noticed  that  the  lifting  and  separation  of  these  car- 
bons is  not  simultaneous.  One  pair  is  separated  before  the  other,  it  matters  not 
how  little  nor  how  short  a  time  before.  This  separation  breaks  the  circuit  at  that 
point,  and  the  entire  current  is  now  passing  through  the  nnseparated  pair  of  car- 
bons A';  and  now  when  the  lifter,  continuing  to  rise,  separates  these  points,  the 
Toltaic  arc  will  be  established  between  them  and  the  light  thus  produced. 

It  will  be  apparent  by  the  foregoing  that  it  is  impossible  that  both  pairs  of  carbons 
A  A'  should  bum  at  once,  for  any  inequality  of  weight  or  balance  between  them  would 
result  in  one  pair  being  separated  before  the  other,  and  the  voltaic  arc  would  appear 
between  the  jast  separated  pair.  This  fhnotion,  so  far  as  I  am  aware,  has  never 
been  accomplished  by  any  previous  invention ;  and  by  thus  being  able  to  bum  Inde- 
pendently and  one  at  a  time  two  or  more  carbons  in  a  single  lamp,  it  is  evident  that 
a  light  may  be  constantly  maintained  for  a  prolonged  period  without  replacing  the 
carbons  or  other  manual  interference.  In  the  form  of  lamp  shown  I  can,  with 
twelve-inch  carbons,  maintain  a  steady  and  reliable  light  without  any  manual 
Interference  whatever  for  a  period  varying  f^om  fourteen  to  twenty  hours. 

The  claims  of  the  patent  are  as  follows: 

1.  In  an  electric  lamp,  two  or  more  pairs  or  sets  of  carbons,  in  combination  with 
mechanism  constructed  to  separate  said  pairs  dissimulttuieonsly  or  successively, 
substantially  as  and  for  the  purpose  specified. 

2.  In  an  electric  lamp,  two  or  more  pairs  or  sets  of  carbons,  in  combination  ^ith 
mechanism  coustmcted  to  separate  said  pairs  dissimultaneously  or  successively  and 
establish  the  electric  light  between  the  members  of  but  one  pair,  (to  wit,  the  pair 
lost  separated,)  while  the  members  of  the  remaining  pair  or  pairs  are  maintained  in 
a  separated  relation,  Riibstautially  as  shown. 

8.  In  an  electric  lamp  having  more  than  one  pair  or  set  of  carbons,  the  oombinatioiiy 
with  said  carbon  sete  or  pairs,  of  mechanism  constructed  to  impart  to  them  iiide- 
pendent  and  dissimnltaneous  separating  and  feeding  movements,  whereby  the  elee* 
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trie  light  will  b$  established  between  the  members  of  but  one  of  said  pairs  or  sett 
at  a  time,  while  the  members  of  the  remaining  pair  or  pairs  are  maintained  in  a  sep- 
arate relation,  substantially  as  shown. 

4.  In  a  single  electric  lamp,  two  or  more  pairs  or  sets  of  carbons,  all  placed  in  dr- 
enity  so  that  when  their  members  are  in  contact  the  current  may  pass  freely  throagh 
all  said  pairs  alike,  in  combination  with  mechanism  constmoted  to  separate  said 
pain  dissimaltaneonsly  or  snccessirely,  substantially  as  and  for  the  purpose  shown. 

&.  In  an  electrio  lamp  wherein  more  than  one  set  or  pair  of  carbons  are  employed, 
the  UftcT  D  or  its  eqaiyalent,  moyed  by  any  suitable  means,  and  constmcted  to  act 
upon  said  carbons  or  carbon-holders  dissimnltaneonsly  or  snceessively,  substantially 
as  and  for  the  purpose  shown. 

6.  In  an  electric  lamp  wherein  more  than  one  pair  or  set  of  carbons  are  employed, 
a  clamp,  C,  or  its  equivalent,  for  each  said  pair  or  set,  said  clamps  C  adapted  to  grasp 
and  moTe  said  carbons  or  carbon-holders  dissimultaneously  or  successively,  substan* 
tially  aa  and  for  the  purpose  shown. 

7.  In  an  electric  lamp,  the  combination,  with  a  carbon-holder  and  the  mechanism 
moving  said  carbon-holder,  of  a  lifter  or  support,  K,  or  its  equivalent,  constructed 
to  operate  in  compelling  the  said  moving  mechanism  to  sustain  the  weight  of  the 
carbon-holder  after  its  carbon  is  sufficiently  consumed  or  removed,  substantially  as 
and  for  the  purpose  described. 

It  is  claimed  that  this  invention  of  Mr.  Brash,  as  covered  by  his 
patent,  is  simply  that  of  an  attachment  or  modification  of  the  single- 
carbon  lamp  previously  invented  by  him.  This  claim  cannot  be  sus- 
tained. The  Brush  double-carbon  lamp  operates  in  a  materially- differ- 
ent way  and  produces  different  results  from  any  of  the  prior  inventions. 
The  single-carbon  lamp  invented  by  Brush  had  but  one  solenoid  or 
magnet.  His  double-carbon  lamp  has  two,  so  that  it  controls  two  pairs 
of  carbons  instead  of  one.  In  the  single-carbon  lamp  there  is  but  one 
clutching  and  feeding  mechanism,  and  in  the  double  lamp  there  are  two, 
and  these  are  so  combined  with  the  other  elements  and  ^.rranged  in 
such  a  manner  that  they  perform  new  duties  in  the  double  lamp.  Each 
clutch,  it  is  true,  lifts  its  respective  carbon,  establishes  the  arc,  regulates 
its  light,  and  controls  the  feed  of  the  carbons,  as  was  done  in  tlie 
single-carbon  lamp;  but,  in  addition  to  this,  they  serve  to  bring  the 
idle  pair  of  carbons  into  contact  and  then  separate  them,  and  estab- 
lish the  arc  at  an  exactly  premeditated  time  immediately  after  the  first 
pair  of  carbons  have  consumed,  and  at  which  time  the  carbons  of  a 
single  lamp  would  have  to  be  manually  renewed.  By  this  new  function 
of  the  clutches  and  the  feeding  mechanism  anew,  distinct,  and  imi>ortant 
result  is  obtained.  The  successive  burning  of  the  carbonsand  a  uniform 
and  steady  light  are  secured  throughout  the  consumption  of  both  pairs 
of  carbons,  extending  from  fourteen  to  twenty  hours,  in  such  a  manner 
that  a  steady  and  reliable  light  is  produced  between  one  pair  of  carbons 
until  they  have  been  consumed  and  an  equally  good  light  between  the 
second  pair  of  carbons  until  they  have  been  consumed.  This  new, 
snccessftil,  and  beneficial  result  is  automatically  accomplished  by  the 
dissimultaneous  or  successive  arc-forming  separation  of  the  two  p<iirs  of 
carbons.  Another  new  function  upon  the  clutching  and  feeding  mech- 
anism is  secured  by  maintaining  the  carbons  of  one  pair  separated 
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daring  the  time  that  the  other  pair  are  oonsaming,  so  that  the  carrent 
may  be  sent  through  either  pair  whenever  they  are  called  into  opera- 
tion. Another  fnnction  is  imposed  upon  the  duplex  clntcliing  and  feed- 
ing mechanism  of  the  lamp,  which  is  to  automatically  ac^nst  the  two 
pairs  of  carbons  when  the  cniTent  is  first  passed  through  the  lamp  pre- 
paratory to  the  formation  of  the  arc,  so  that  the  arc  is  formed  between 
only  one  pair  of  carbons,  while  the  other  pair  is  separated  until  requii*ed 
to  burn.  Still  another  function  is  imposed  by  the  maintenance  of  arcs 
of  equal  lengths  between  the  two  pairs  of  carbons,  and  this  is  attained 
by  compelling  the  regulating  mechanism  to  support  and  carry  the  two 
carbon-holders  at  all  times  during  the  operation  of  the  lamp.  It  is 
evident  at  a  glance  that  it  required  more  than  a  mere  attachment  to 
his  single-carbon  lamp  to  bring  into  existence  the  idea  of  imposing 
upon  the  regulating  mechanism  of  a  lamp  the  additional  duties,  never 
before  imposed,  which  produces  a  result  never  before  accomplished. 

Counsel  for  defendant  has  ably,  intelligently,  ingeniously,  and 
exhaustively  discussed  the  question  as  to  the  construction  of  this  patent 
from  three  different  standpoints,  which  are  respectively  denominated  by 
him  (1)  the  "  complainant's  construction,''  (2)  the  "liberal construction," 
(3)  the  "legal  construction."  His  contention  is,  first,  that  under  com- 
plaiuAUt's  construction  the  invention  of  Mr.  Brush  did  not  consist  in 
the  mechanism  which  he  described;  but  the  "invention  relates  to  elec- 
tric lamps  or  light  regulators,  and  it  consists,  first.,  -in  a  lamp  having 
two  or  more  sets  of  carbons  adapted  by  any  suitable  means  to  bum 
successively — ^that  is,  one  set  after  another;"  that  taken  in  this  broad 
unlimited  sense  the  patent  is  void ;  second,  that  the  liberal  construction 
takes  the  real  invention  disclosed  in  the  patent  as  the  true  measure  of 
its  scope,  notwithstanding  any  language  contained  in  it  which  would 
operate  of  Itself  to  give  the  claim  either  a  wider  or  a  narrower  applica- 
tion, and  that  taking  the  patent  in  this  sense  the  Wood  double  lamp 
used  and  operated  by  defendantjs  not  an  infringement^  third,  that  the 
legal  construction  applies  to  the  patent  the  rule  that  any  limitation  pat 
upon  an  application  in  the  Patent  Office  by  the  applicant  in  order  to 
obtain  the  patent  is  binding  upon  him  in  favor  of  the  general  public, 
and  that  taken  in  this  view  the  claims  of  the  patent  are  not  infringed 
by  the  Wood  double  lamp.  The  proper  construction  to  be  given  to  the 
patent  must  be  determined  by  the  court  with  due  regard  to  the  various 
provisions  of  the  patent  law,  the  principles  thereof  as  interpreted  by 
the  courts,  and  by  ascertaining  the  true  meaning  of  the  language  used 
in  the  specifications  and  claims  of  the  patent. 

Chief  Justice  Taney,  in  O^Reilly  v.  MorsCj  (15  How.,  62,)  in  summing 
up  the  provisions  of  the  act  of  Congress,  said : 

Whoever  diecovers  tliat  a  certain  result  wiU  be  produced  in  any  art,  machine, 
mannfactnre,  or  composition  of  matter  by  the  nse  of  certiiin  means  is  entitled  to  a 
patent  for  it,  provided  he  specifies  the  means  he  nses  in  a  manner  so  fnll  and  exact 
that  any  one  skilled  in  the  science  to  which  it  appertains  can,  by  nsing  the  meant 
he  speeifles,  without  any  addition  to  or  subtraction  from  them,  produce  preoiaely 
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the  result  he  describee;  and  if  this  cannot  be  done  by  the  means  he  doecribes  the 
patent  is  void,  and  if  it  can  be  done  then  the  patent  confers  on  him  the  exoIusiTS 
right  to  nse  the  means  he  specifies  to  produce  the  resnlt  or  eflfect  he  describes  and 
nothing  more;  and  it  makes  no  difference  in  this  resi»ect  whether  the  effect  is  pro- 
dvced  by  chemical  agency  or  combination,  or  by  the  application  of  discoveries  or 
principles  in  natural  pliilosophy  known  or  unknown  before  his  invention,  or  by 
machinery  acting  altogether  upon  mechanical  principles.  In  either  case  he  must 
describe  the  manner  and  process  as  above  mentioned  and  the  end  it  accomplishes; 
and  any  one  may  lawftiUy  aocomplish  the  same  end  withont«infriuging  the  patent 
if  he  uses  means  substantially  different  from  those  described. 

Brash  conceiyed  a  new  idea  and  stated  it  in  his  specifications  in 
SQch  a  plain  way  that  it  could  be  readily  adopted  and  employed  by 
anyone  <^ skilled  In  the  science  to  which  it  appertains,"  so  as  to  lead  to 
a  practical  and  usefal  result.  He  clearly  described  his  machine — a 
lamp — and  the  principles  thereof  by  which  it  could  be  distinguished 
fh>m  all  other  inventious,  and  stated  in  concise  language  what  he  con- 
sidered to  be  the  best  modes  to  apply  these  principles,  and  in  the  claims 
pointed  out  the  parts  and  improvements  which  he  claimed  as  his  inven- 
tion and  discovery,  and  thus  brought  himself  within  the  essential 
requirements  of  the  patent  law.  (B.  S.,  4888.)  In  his  specifications 
he  described  but  two  modes— but  declared  that  there  were  other  meth- 
ods— ^that  could  be  used  that  would  accomplish  the  same  result. 
His  invention  not  only  embraced  the  lamp  and  modes  of  construction 
and  operation  which  he  described  in  his  patent,  but  included  all 
lamps  which  might  be  so  constructed  as  to  operate  in  substantially 
the  same  way  by  any  equivalent  means  to  accomplish  the  same 
results.  By  the  express  terms  of  the  act  of  Congress,  the  descrip- 
tion of  his  lamp  in  his  specifications,  and  the  language  of  his  claims 
he  was  entitled  to  a  patent  for  his  ^Mnvention  or  discovery,"  and 
his  patent  should  be  so  construed  as  to  give  him  all  that  he  invented, 
discovered,  and  claimed;  nothing  more  and  certainly  nothing  less. 

In  determining  the  construction  that  ought  to  be  given  to  the  patent 
in  controversy  it  is  the  duty  of  the  court  to  ascertain  whether  Brush 
was  a  pioneer  or  a  mere  improver  in  the  field  of  electrical  inventions 
and  constantly  to  bear  in  mind  that  his  lamp  has  met  the  public  want 
and  has  long  been  in  general  and  successful  use. 

Judge  Goxe,  in  sustaining  the  patent  of  Swan  for  a  perforated  plate 
for  secondary  batteries,  said: 

In  approaching  this  subject  it  is  weU  to  remember,  as  the  Court  has  frequently 
had  oocaaion  to  remark  before,  tliat  we  are  dealing  with  a  comparatively  new  and 
abetmse  art,  where  the  most  important  results  are  said  to  foUow  from  changes 
apparently  of  the  most  unimportant  character.  Complete  success  has  not  been 
attained;  but,  if  we  may  credit  the  statements  of  those  who  are  entitled  to  speak 
«r  eMedra  on  the  subject,  the  rapid  strides  in  that  direction  during  the  last  decade 
are  due  to  rhanges  of  form  and  material  which  in  many  other  arts  would  be  insuf- 
ficient to  Buppoit  invention.  The  Hubstitiition  of  one  material  for  another  in  a 
r-knob  is  the  work  of  the  mechanic;  the  substitution  of  one  material  for 
r  in  seoondary-battery  electrodes  may  solve  a  problem  which  wiU  revolution- 
U.  the  i»>tiT.  power  of  tho  world.  ^.^^.^.^^^  ^^  GoOglc 


236  DECISIONS   OP   U.  S.  COUBTS   IN  PATENT  CASES. 

This  principle  is  directly  applicable  to  this  case: 

Before  Brush  entered  the  field,  electric  lamps  had  been  contriyed  which  burned 
two  sets  of  carbons  alternately,  shifting  the  are  from  one  pair  to  the  other  at  short 
intenralSi  making  a  flashing,  unsteady,  and  unsatisfMtory  light.  The  problem 
which  Brush  set  himself  to  solre  was  to  secure  the  complete  combustion  of  one  pair 
of  carbons  before  the  arc  was  transferred  to  the  other  pair,  and  the  transfer  of  the 
arc  to  the  other  pair  by  the  automatic  action  of  tlie  electric  current,  so  that  no 
attendant  was  needed  to  light  the  second  pair  after  the  first  pair  was  consumed, 
thus  securing  a  lamp  which  would  give  a  steady  arc  light  of  from  sixteen  to  twenty 
hours'  duration.  This  he  accomplished  by  his  mechanism,  which  caused  the  die- 
simultaneous  separation  of  the  two  pairs  of  carbons  by  the  automatic  action  of  the 
electric  current  actuating  his  separating  devices,  and  a  feeding  device  for  bringing  the 
carbons  together  as  fast  as  they  were  consumed.  This  long  step  forward  in  the  arc  was 
taken  by  Brush,  and  at  the  present  stage  of  the  art  it  seems  that  the  inexorable  law 
of  the  electric  current  requires  that  when  two  or  more  pairs  of  carbons  are  to  be 
burned  successively,  the  carbons  of  each  pair  must  be  dissininltaneonsly  separated 
and  the  arc  produced  between  the  pair  last  separated.  Having  done  this  for  the 
art.  Brush  is  entitled  to  cover  all  means  equivalent  to  his  own  for  obtaining  the 
same  result,  one  of  which  is  a  dock  work  feeding  device.    (44  Fed.  Sep.,  285.) 

When  the  discovery  was  made  and  explained  to  the  public,  it  could 
readily  be  seen  by  other  inventive  and  mechanical  minds  that  the 
means  whereby  the  result  was  produced  were  very  simple  and  plain 
and  that  they  could  be  accomplished  by  slight  changes  in  the  con- 
struction of  the  lamp.    As  was  said  by  Brown,  J.: 

One  of  the  experimenters  succeeds,  while  all  the  rest  fatt.  After  the  one  has  sue- 
ceeded  it  is  easy  to  go  back  into  the  limbo  of  these  old  failures  and  in  the  light  of 
the  successful  machine,  by  perhaps  slight  changes,  make  these  old  abortive  attempts 
do  the  work  of  the  successful  inventor;  but  it  is  the  successful  experimenter  who  has 
shown  them  tlie  way,  and  he,  and  he  alone,  who  is  entitled  to  be  called  the  inventor 
and  be  protected  by  a  patent. 

Brush  should  not  be  limited,  restricted,  confined,  or  narrowed  down 
to  the  ri<;hts  of  a  mere  improver  of  an  old  machine.  His  invention  was 
not,  as  defendant's  counsel  claims — 

a  petty  duplication  of  parts  in  an  existing  apparatus,  another  barrel  on  an  old  gun, 
a  reversible  point  on  an  old  plow,  a  supplemental  weight  in  an  old  clock,  an  extra 
reservoir  from  an  old  lamp. 

He  was  not  a  mere  adapter.  He  solved  the  problem  in  electrical 
science  that  had  never  before  been  answered  by  controlling  a  force 
of  nature  in  such  a  manner  as  to  produce  a  continuous  light  without 
the  aid  of  manual  assistance,  and  he  discovered  and  devised  the  means 
whereby  these  results  could  be  successfully  accomplished.  When  this 
problem  was  solved,  it  became  apparent  to  him — as  it  now  is  to  others — 
that  the  same  results  could  be  brought  about  by  various  changes  that 
might  be  made  in  the  construction  of  the  lamp.    Hence  he  said: 

I  do  not  in  an>  degree  limit  myself  to  any  specific  method  or  mechasism  for  lift- 
ing, moving,  or  separating  the  carbon  points  or  their  holders  so  long  as  the  peculiar 
function  and  results  hereinafter  to  be  specified  shall  be  accomplished. 

After  minutely  describing  the  construction  and  operation  of  his  lamp 
he  <<  mentioned  but  two  ways  of  imparting  dissimultaneous  motion  to 
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tlie  carbons  of  an  electric  lamp — yiz«,  through  magnetic  attraction  and 
through  the  expansive  attraction  of  heat"— bnt  added  that  this  func- 
tion of  his  device  might  "  be  accomplished  by  clockwork  or  equivalent 
mechanical  contrivance;  and  in  this  respect,  as  before  stated,  I  do  not 
limit  my  invention."  The  fact  is,  as  shown  by  the  prior  state  of  the 
art  and  by  the  testimony  taken  in  this  case,  that  Brush  was  a  pioneer 
in  this  branch  of  electrical  coiistmctiou.  Being  a  pioneer  inventor,  he 
is  entitled  to  a  broad  and  liberal  interpretation  of  Lis  patent.  {McCor- 
miek  v.  Talcottj  20  How.,  402;  Hammerschlag  v.  Scarmnij  0.  D.,  1881, 
294;  20  O.  O.,  75;  7  Fed.  Rep.,  593;  AmerictLn  Bell  Telephme  Co.  v. 
Spencer^  0.  D.,  1881,  322;  20  O.  G.,  299;  8  Fed.  Rep.,  611 ;  Machine  Co. 
V.  TeaguBj  15  Fed.  Rep,,  390;  Worsicick  Manufacturing  Co,  v.  City  of 
Buffalo,  C.  D.,  1884,  267;  27  O.  G.,  1239;  20  Fed.  Kop.,  127;  Hammer^ 
9chlag  Manufacturing  Co.  v.  Bancroft,  0.  D.,  1887,  509;  40  O.  G., 
133D;  32  Fed.  Rep.,  587;  Marley  Setring  Machine  Co.  v.  LancoBter, 
C.  D.,  1889, 380;  47  O.  G.,  267;  129  U.  S.,  273;  9  Sup.  Ot.  Rep.,  299; 
Forton  v.  Jenaen,  C.  D.,  1892,  521;  CO  O.  G.,  132C;  9th  circuit,  7  U.  S. 
App.,  103;  1  0.  0.  A.,  452;  49  Fed.  Rep.,  859.) 

The  rule  is  unquestioned  that  courts  have  no  right  to  enlarge  a  patent 
beyond  the  scope  of  its  claims  as  allowed  by  the  Patent  Office,  and 
when  the  terms  of  the  claims  in  the  patent  are  clear  and  distinct  the 
patentee  is,  of  course,  bound  by  them.  But  patents  should  be  "con- 
strued liberally,  in  accordance  with  the  design  of  the  Constitution  and 
the  patent  laws  of  the  United  States,  to  promote  the  progress  of  the 
useful  arts  and  allow  inventors  to  retain  for  their  own  use  not  any- 
thing which  is  matter  of  common  right,  but  what  they  themselves  have 
created.'^  {Winans  y,  Denmead,  15  How.,  341,  and  authorities  there 
cited.)  "Mere  rigid  technicalities  are  to  be  set  aside,  unless  there  is  a 
clear,  legal  necessity  for  sustaining  them,^  {Hamilton  v.  Ives,  3  O.  G., 
30;  6  Fish.  Pat.  Gas.,  253,  and  authorities  there  cited,)  and  "courts 
should  not  be  astute  to  avoid  inventions,"  {Davoll  v.  Broum,  1  W. 
&  M.,  63.) 

The  contention  so  earnestly  pressed  by  defendant's  counsel  that  the 
first  four  claims  of  the  patent  are  void,  because  they  are  for  functions 
and  results  and  not  for  any  specific  mechanism,  is  directly,  clearly,  and, 
in  my  opinion,  correctly  answered  in  the  previous  decisions  sustfiining 
this  patent.  Gresham,  J.,  in  Brush  Electric  Co.  v.  Ft.  Wayne  Electric 
Light  Co.,  (0.  D.,  1890,  211;  50  O.  G.,  437;  40  Fed.  Rop.,  833,)  said: 

The  specification  describes  mechanism  whereby  a  result  may  be  accomplished,  and 
the  claims  arc  not  for  mere  functions  ;-nor,  fairly  construed,  can  it  be  said  that  they 
cover  other  than  equivalent  means  employed  to  perform  the  same  functious. 

The  first  claim,  construed  in  connection  with  the  means  described  iu  the  specification, 
is  for  an  electric-aro  lamp  in  which  two  or  more  pairs  of  carbons  are  used,  the  ac^ust^ 
able  ear  bona  of  each  pair  being  independently  regulated  by  one  ana  the  same 
mechanism,  and  in  which  there  is  a  dissimultaneous  or  successive  separation  of  the 
pairs,  so  effected  as  to  secure  the  continuous  burning  of  one  pair  prior  to  the  estab- 
lishment of  the  arc  between  the  other  pair.    Thus  construed,  the  invention  claimed 
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is  limited  to  tlie  particalar  meaiu  deaorib«d  in  the  speoiflcation  and  iheir  sntetan- 
tial  eqniyalents. 

Tlie  second,  third,  and  fourth  claims  also  refer  to  the  particular  mechaniun 
deecrihed  in  the  specification  for  the  accomplishment  of  reenlts  covered  by  those 
claims.  They  are  for  combiuations  of  specific  mechanisms,  and  their  snlMtantial 
eqniyalents,  and  not  for  results  irrespectiye  of  means  for  their  accomplishment. 

Brown,  J.,  in  Brush  EleetHe  Oo.  v.  Western  Electric  Light  and  Patver 
Co.  (0.  D.,  1890,  471;  52  O.  G.,  1950;  43  Fed.  Bep.,  537,)  said: 

While  the  claims  are  undoubtedly  broad,  they  ought  not  to  be  interpreted  as  for 
a  function  or  result,  since  there  is  nothing  novel  in  substituting  one  pair  of  carbons 
for  another,  and  thus  securing  a  successive  combustion  of  two  or  more  pairs.  It 
was  done  long  before  the  Brush  patent,  and  may  still  be  done  by  manual  interfw- 
ence  by  replaciog  one  set  of  carbons  with  another,  or  by  any  mechanism  which  does 
not  involve  the  dissiniultaueous  or  successive  separation  of  two  pairs  of  carbons,  or 
an  independent  and  dissimultaneons  separating  and  feeding  movement.  What  the 
claims  purport  to  cover  are  briefly  all  forms  of  mechanism  constructed  to  separate 
the  two  or  more  paint  or  sets  of  carbons  ^'dissimnltaneously  "  (a  word  coined  for  the 
occasion,  but  readily  understood)  or  sacoessively,  in  order  that  the  light  may  be 
established  between  the  members  of  but  one  pair  or  set  at  a  time,  while  mem- 
bers of  the  remaining  pnir  are  maintained  in  a  separated  relation.  It  is  claimed  by 
the  defendants,  however,  that  the  words  ''dissimnltaneously  or  successively"  con- 
tained in  the  first  six  claims  of  the  patent  refer  only  to  the  exact,  instant,  the  very 
punctHm  iempari9f  of  the  separation  of  the  carbons,  and  that,  as  the  Scribner  patent, 
under  which  the  defendants  are  operating,  provides  for  the  initial  simnltaneons 
separation  of  the  carbons,  there  is  no  infringement,  though  the  light  is  formed 
between  but  one  pair,  the  other  being  held  in  reserve  to  await  their  consumption. 
If  this  contention  be  correct,  then  it  necessarily  follows  that  Brush,  who  is  acknowl- 
edged to  be  the  actual  inventor  of  the  double  carbon,' and  whom  d'efendants'  expert, 
Mr.  Lock  wood,  frankly  admits  to  be  justly  regarded  as  Laving  done  more  than  any 
one  else  to  make  electric-arc  lighting  on  a  large  scale  a  practical  success,  secured  by 
his  patent  the  mere  sbade  of  an  idea,  a  wholly  immaterial  and  useless  feature, 
abandoning  to  the  world  all  that  was  really  valuable  in  his  invention. 

It  is  trne  that  neither  of  the  judges  reviewed  the  case  of  (fReilly  t. 
Morse  (15  How.,  62,)  which  defendant  claims  is  a  <'  sort  of  Paradise 
Lost  among  cases,  •  •  •  universally  respected  bat  rarely  read;'' 
but  it  is  fair  to  assume,  in  justice  to  the  learned  counsel  who  argued 
the  case  for  the  defendant  before  Judges  Gresham  and  Blodgett,  that 
he  did  not  fail  to  urge  the  authority  of  that  case  agaiiist  the  validity 
of  the  claims  of  this  patent  with  the  same  force  and  ability  that  char- 
acterized his  argument  in  this  case.  I  have  carefully  read  the  exhaus- 
tive and  clear  opinion  of  Taney,  C.  J.,  in  O^Reilly  v.  Morse,  and  the 
opinions  of  the  Supreme  Court  in  the  Tehphme  Cases  (0.  D.,  1888, 321 ; 
43  O.  G.,  377;  126  U.  S.,  1;  8  Sup.  Ct.  Rep.,  778,)  and  TiUflmau  v. 
Proctor  (C.  D..  1881, 163;  19  O.  G.,  859;  102  U.  S.,  707,)  and  also  the 
pioneer  case  of  Neilson  v.  Harford  (8  Mees.  &  W.,  806,)  decided  in 
1841,  and  the  otJier  cases  cited  and  relied  ui>on  by  defendants.  In  the 
Bell  Telephone  Cases  the  case  of  O^Reilly  v.  Morse  was  relied  upon  to 
defeat  the  Bell  patent.  The  fifth  claim,  which  was  there  the  subject 
of  a  fierce  contest,  reads  as  follows : 

The  method  of,  and  apparatus  for,  transmitting  vooal  or  other  sounds  telegraphi- 
cally, as  herein  described,  by  causing  electrical  undulations  similar  in  form  to  the 
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Tibntions  of  the  air  accompaoying  the  said  voeal  or  other  sounds,  substantially  as 
set  forth. 

Waite,  C.  J.,  in  delivering  the  opinion  of  the  Court,  said: 

In  (yReUljf  T.  Morse  (15  How.,  62)  it  was  decided  that  a  claim  in  broad  terms  (page 
86)  for  the  use  of  the  motive  power  of  the  electric  or  galvanic  carreut,  called  ''elec- 
tro-magnetism/' however  develoi>ed,  for  making  or  printing  intelligihlo  charaotersy 
letters,  or  signs  at  any  distances,  although  **  a  new  application  of  that  power/'  first 
made  by  Morse,  *vas  void,  because  (page  120)  it  was  a  claim  '*  for  a  patent  for  an 
effect  produced  by  the  use  of  electro-magnetism  distinct  from  the  process  of 
machinery  necessary  to  prod  ace  it; "  but  a  plaim  (page  85)  for  **  making  use  of  the 
motive  power  of  magnetism,  when  developed  by  the  action  of  such  current  or  cur- 
rents, substantially  as  set  forth  in  the  foregoing  deeeription,  *  *  *  as  means 
of  operating  or  giving  motion  to  machinery,  which  may  be  used  to  imprint  signals 
upon  paper  or  other  suitable  material,  or  to  produce  sounds  in  any  desired  manner, 
for  the  purpose  of  telegraphic  communication  at  any  distances, ''  was  sustained.  The 
effect  of  that  decision  was,  therefore,  that  the  use  of  magnetism  as  a  motive  power, 
without  regard  to  the  particular  process  with  which  it  was  connected  in  the  patent^ 
eould  not  be  claimed,  but  that  it«  use  in  that  oonneetion  could. 

In  the  present  ease  the  claim  is  not  for  the  use  of  a  current  of  electricity  in  its  nata- 
ml  state  as  it  comes  firom  the  battery,  but  for  putting  a  continuous  current  in  a 
dosed  circuit  into  a  certain  specified  condition  suited  to  the  transmission  of  vooal 
and  other  sounds  and  using  it  in  that  condition  for  that  purpose.  So  far  as  at  present 
known,  without  this  peculiar  change  in  its  condition,  it  will  not  serve  as  a  medium 
for  the  transmission  of  speech,  but  with  the  change  it  will.  Bell  was  the  first  to 
discorer  this  fact  and  how  to  put  such  a  current  in  such  a  condition,  and  what  he 
claims  is  its  use  in  that  condition  for  that  purpose,  just  as  Morse  claimed  his  cur- 
rent in  bis  condition  for  his  pivpose.  We  sco  nothin<2^  in  Morse's  case  to  defeat 
Bell's  claim.  On  the  contrary,  it  is  in  all  respects  sustained  by  that  authority.  It 
may  be  that  electricity  cannot  be  used  at  all  for  the  transmission  of  speech  except 
in  the  way  Bell  has  discovered,  and  that  therefore,  practically,  his  patent  gives  him 
its  exclusive  use  for  tliat  purpose;  but  that  does  not  make  bin  claim  one  for  the  use 
of  electricity,  distiiict  from  the  particular  process  with  which  it  is  connected  in 
his  patent.  It  wiU,  if  true,  show  more  clearly  the  great  importance  of  his  discovery, 
but  it  wiU  not  invalidate  his  patent. 

There  is  no  principle  announced  in  this  or  the  other  cases  that  can 
&irly  be  said^ in  the  li^ht  of  all  the  facts  in  this  case,  to  be  in  opposition 
to  the  views  I  have  expressed.  Iii  all  that  has  been  said  the  fact  has 
not  been  overlooked  that  Bmsh  did  not  receive  his  patent  without  a 
contest  in  the  Patent  Office.  The  file-wrapper  shows  that  the  claims 
we  have  been  discussing,  as  at  first  presented,  were  rejected  as  ftinc- 
tional,  and  that  the  language  of  the  claims  was  twice  slightly  changed. 
But  an  examination  of  the  claims  as  first  presented  and  as  finally 
allowed  clearly  shows  that  no  substantial  change  was  made  in  any 
essential  feature  of  either  of  said  claims.  The  record  shows  that  the 
£xaminer  in  the  Patent  Office  finally  pelded  to  the  views  expressed 
by  the  patentee  and  allowed  the  claims  in  such  language  as  to  express 
the  theory  contended  for  by  Mr.  Brush.  The  truth  is  that  Bmsh  never 
consented  to  any  limitation  of  his  claims,  and  no  limitation  was,  in  flEMst, 
made,  although  the  phraseology  was,  as  before  stated,  slightly  changed. 
During  the  contest  in  the  Patent  Office  he  took  occasion,  in  person 
and  by  counsel,  to  explain  at  great  length  and  with  remarkable  clear- 
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ness  the  method  of  movement  to  which  he  for  the  first  time  subjected 
the  electrodes  of  a  lamp  and  showed  how  the  two  pairs  of  carbons  are 
burned;  that  only  one  set  of  carbons  could  be  burned  at  a  time,  and 
that  one  set  was  always  bound  to  bum,  and  particularly  described  the 
special  functions  efiected  by  the  independently  acting  mechanism  when 
the  lamp  is  first  put  into  operation,  viz.,  the  dissimultaneous  separation 
of  the  carbons  and  the  establishment  of  the  light  between  one  pair 
only.    I  quote  from  the  argument  then  made  by  Brush's  counsel: 

It  is  tbis  peoiiliar  mode  of  moving  t^e  carbons  that  produces  this  splendid  result 
and  tbat  constitutes  the  real  essence  and  fact  of  Brush's  invention.  When  yoa 
have  this  new  movement  you  have  the  aU,  for  the  mere  means  of  effecting  said 
movements  becomes,  after  the  conception  of  the  real  invention,  a  matter  of  no 
more  tlian  mechanical  ingenuity.  It  is  true  that  many  forms  of  device  may  be 
devised  for  carrying  out  Brush's  invention,  and  we  wiil  grant  that  they  may  all 
be  patentable;  but  every  one  of  them  must  be  fundamentally  tributary  to  this 
pioneer  invention  of  Mr.  Brush.  The  mode  of  movement  is  his.  It  is  this  mode, 
and  not  the  mechanism,  that  constitutes  this  pioneer  discovery,  for  Brush  has  here 
found  out  this  new  principle  of  moving  his  multiple  carbon  sets,  and  the  result  is 
something  the  world  has  never  before  seen,  and  something  that  the  world  very  much 
wants. 

The  claim  of  defendant's  counsel  that  Brash  accepted  a  limitation  of 
his  claims  is  without  any  substantial  foundation. 

Under  the  construction  which  has  been  given  to  the  patent  it  neces- 
sarily follows,  in  my  opinion,  that  the  Wood  lamp  clearly  embodies  the 
invention  of  Brush  and  is  an  infringement  of  his  lamp.  True,  there  is 
a  difierence  in  the  construction  of  the  lamps.  Clockwork  in  the  Wood 
lamp  is  substituted  for  the  clutch  mechanism  of  the  Brush  lamp,  as  Mas 
suggested  in  the  patent  might  be  done.  But  an  inspection  of  the  work- 
ing of  each  lamp  shows  that  both  lamps  operate  in  substantially  the 
same  way.  The  operation  of  each  lamp  is  due  to  precisely  the  same 
causes  and  forces.  They  both  automatically  bring  the  idle  carbon  into 
contact  with  its  mate  in  the  same  way,  by  the  same  mode  of  operation, 
by  the  same  action  of  the  current,  and  accomplished  identically  the 
same  results.  Every  arc  lamp  performs  three  distinct  functions:  (I) 
The  establishment  of  the  arc;  (2)  tKe  regulation  of  the  length  of  the 
arc;  (3)  the  feeding  of  the  carbon  as  it  is  consumed.  The  Brush  lamp 
has  two  separate  and  independently  actuated  ring  clamps,  which  operate 
as  clutches  or  latches,  and  when  they  are  tilted  and  raised  ea<;h  clamp 
engages  its  smooth  carbon-rod,  lifting  it  and  its  attached  carbon,  and 
thus  separating  the  carbons  and  establishing  the  arc.  The  ring  clamp 
or  clutch  associated  with  one  of  the  pairs  of  carbons  serves  as  a  latch 
to  hang  up  the  feeding-carbon  of  the  idle  pair  during  the  entire  time 
that  the  burning  pair  of  carbons  are  consuming  and  are  being  regulated 
and  fed.  The  regulation  of  the  length  oi  the  arc  is  effected  by  the 
ring  clamp  or  clutch  raising  or  lowering  the  carbon  just  as  much  as 
may  be  necessary  to  compensate  for  the  liuctuation  of  the  strength  of 
the  current,  or  the  imperfections  in  the  carbon,  without  necessarily 
feeding  the  carbon.    The  feeding  of  the  carbon  is  effected  by  the  vary- 
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ing  fictional  contact  of  the  clamp  or  clatcli  with  the  smooth  ciu*bon 
rod.  AVhenthis  chimp  descends,  so  that  it  impinges  upon  the  floor  of 
the  lamp,  it  assumes  a  lesser  angle  of  inclination  to  the  rod,  and  its 
bite  on  the  rod  slightly  diminishes,  so  as  to  allow  the  rod  to  slide  or  slip 
^ery  slowly  through  the  lamp,  and  thus  feed  the  carbon.  The  two  ring 
clamps  oi)erate  in  conjunction  with  the  floor  of  the  lamp  as  two  sepa- 
late  and  distinct  feeding  mechanisms.  When  one  is  operating  the 
other  is  idle,  and  vice  versa. 

liovr  let  us  briefly  examine  the  Wood  lamp.  It  has  the  two  clamps 
in  the  shape  of  two  separate  and  independently  actuated  pinions,  which 
respectively  engage  with  the  rack-bars  of  their  carbon-holders;  and 
when  the  pinion  is  raised  by  action  of  the  magnetic  mechanism  of  the 
lamp  it  engages  and  raises  its  carbon-rod  and  the  carbon  attached  to 
it,  and  in  this  manner  establishes  the  arc.  The  little  final  pinion  or 
clatch  associated  with  one  of  the  pairs  of  carbons  serves,  also,  as  a  latch 
to  hang  up  one  carbon  during  the  entire  time  the  other  carbon  is  being 
regulated  and  fM  until  it  has  been  consumed.  The  regulation  of  the 
length  of  the  arc  is  accomplished  by  the  pinion  or  clutch  engaging  its 
rack-bar  and  raising  or  lowering  the  carbon  ever  so  little,  as  may  be 
necessary  to  compensate  for  the  fluctuations  in  the  strength  of  the  cur- 
rent or  imi>erfections  in  the  carbon,  without  necessarily  feeding  the 
carbon.  The  feeding  of  the  carbon  is  accomplished  by  retarding  or 
checking  the  action  of  the  clutching  pinion  which  engages  the  rack-bar 
on  the  carbon-rod.  This  is  brought  about  by  a  train  of  gearing  pro- 
vided with  an  escapement  common  to  both  clutching  pinions.  The 
single  stop  of  the  Wood  lamp  is  equivalent  to  the  single  floor  in  the 
Brush  lamp,  which  operates  to  release  or  trip  the  feeding  mechanism 
of  each  paur  of  carbons.  When  one  pair  of  carbons  is  being  fed,  the 
combined  clutching  and  feeding  pinion  associated  with  the  other  carbon 
IB  idle,  and  vice  versa.  The  two  pinions  of  the  Wood  lamp  seem  to  be 
as  much  two  separate  and  distinct  feeding  mechanisms  as  are  the  two 
ring  clamps  of  the  Brush  lamp.  The  functions  and  results  accomplished 
by  the  ring  clamps  of  the  one  lamp  and  the  feeding  pinions  of  the  other 
make  them  substantially  identical.  I  am  therefore  of  opinion  that  all  of 
the  claims  of  the  patent  have  been  infringed,  and  this  view  is  certainly 
sastained  by  the  authorities. 

The  contention  of  defendant's  counsel  that  the  lamps  are  essentiaUy 
difrerent,in  that  (1)  the  Brush  lamp  employs  two  feeding  mechanisms, 
while  the  Wood  lamp  has  but  one,  that  operates  both  carbon  pairs; 

(2)  that  the  Brush  lamp  oi>erates  both  carbon  pairs,  and  automatically 
calls  the  second  pair  of  carbons  into  function  after  the  first  pair  is  con- 
snmed,  electrically,  while  the  Wood  lamp  does  this  work  mechanically; 

(3)  that  the  Brush  lamp  imparts  dissimultaneous  initial  separation  to 
its  two  pau:s  of  carbons,  while  the  Wood  lamp  separates  the  carbofts  of 
one  pair  only,  the  carbons  of  the  other  pair  having  been  manually  separ- 
ated and  latched  up  by  the  lamp  trimmer  before  the  lamp  is  put  into 

13182  PAT ^16  ^' 


242  DECI8tON8  OP  U.  8.  C0UBT8  IN   PATENT  CA8Z& 

operation,  has  been  fally,  and,  as  I  believe,  correctly,  answered  adrersel^ 
to  defendant  in  the  previoas  decisions.  The  operation  described  by  the 
words  ^'dissimaltaneons  or  suecessiyely,"  as  nsed  in  the  claims  of  the 
patent,  <'  refers  to  that  separation  which  results  in  the  imMlnction  of  a 
single  arc.''    (43  Fed.  Bep.,  533.) 

In  Brush  Eleetrie  Co.  v.  Ft.  Wayne  Eleetrie  Co.  (44  Fed.  Sepn  284,) 
where  the  only  que  stion  seriously  contested  was  that  of  infringement, 
-Blodgett,  J.,  in  deliv  ering  the  opinion  of  the  court,  said: 

The  Wood  lamp,  like  that  of  Hrash,  is  a  duplex  lamp,  organised  to  barn  two  or 
more  pain  of  carbons  snccessively;  but  the  feeding  deyice  of  the  W^od  lamp  ia 
partially  actuated  bj  clockwork  insteMl  of  its  being  operated  entirely  by  action  of 
the  eleotnc  current,  as  in  the  Brush.  In  the  Wood  lamp,  howeyer,  the  clockwork 
mechanism  is  brought  into  action  and  controlled  by  the  electric  current.  The  dis- 
tinguishing feature  of  the  Brush  lamp  is  the  arrangement  of  the  feeding  mechanisna 
•o  that  the  carbons  of  the  two  pairs  shall  be  dis simultaneously  separated  for  th* 
purpose  of  forming  the  arc;  and  that,  after  the  arc  is  formed,  one  of  the  oarbons  •£ 
the  pair  between  which  the  arc  is  formed  shall  be  fed  toward  the  other  as  fast  aa  it 
is  consumed,  so  as  to  preserre  a  steady  and  uniform  light;  and  that  when  the  flrat 
pair  of  carbons  is  folly  consumed  the  current  is  antomaticaUy  transfenred  to  the 
other  pair  and  the  arc  is  formed  between  them,  which  are  in  turn  fed  together  by  tbe 
feeding  device  until  consumed.  The  Wood  lamp  has  the  same  characteristics.  The 
carbons  of  each  pair  are  dlssimnltaneously  separated,  and  the  arc  is  formed  by  the 
action  of  the  current  passing  through  magnetic  coils,  as  is  done  in  the  Brush  lamp; 
but  the  feeding,  as  tlie  burning  carbona  are  consumed,  is  regulated  in  Wood's  lamp 
by  clockwork.  It  does  not  seem  to  us  that  the  interposition  of  this  clockwork  to  do 
the  feeding  after -the  arc  is  formed  essentially  differentiates  the  Wood  device  from 
that  of  Brush.  The  electric  current  is  the  efficient  motor  in  both  lamps  for  forming 
the  arc  and  controlling  the  action  of  the  feeding  mechanisms. 

It  was  strenuously  urged  by  the  able  counsel  for  the  defendant,  both  in  his  oral 
and  printed  argum  cuts,  that  the  Brush  patent  shows  two  feeding  devices,  while  the 
Wood  lamp  shows  but  one  feeding  device  or  mechanism.  This  position,  if  correct, 
would  hnrdly,  we  think,  answer  the  charge  of  infringement;  but  we  do  not  entirely 
agree  with  the  learned  counsel  in  his  position  that  Wood  has  only  one  feeding 
device.  The  clockwork  mechanitfim  of  Wood  is  practically  as  much  a  aeparate 
device  for  each  pair  of  carbons  as  the  clutch  mechanism  of  Brush,  for,  while  Wood's 
clockwork  is  made  to  feed  each  pair  of  carbons  in  turn,  it  feeds  the  first  by  one 
pinion,  and  the  next  one  by  another  pinion,  after  the  archaa  been  produced  between 
the  second  pair  by  the  action  of  the  electric  current,  thereby  making  his  device  aa 
much  a  duplex  feeding  device  as  is  that  of  Brush. 

The  feature  of  the  Wood  lamp  which  allows  the  attendant,  when  he  lights  the 
lamp  or  puts  the  lamp  in  circuit,  to  separate  the  carbons  of  one  pair  by  hand,  instead 
of  allowing  that  to  be  done  by  the  operation  of  the  electric  current,  as  is  done  by 
Brush,  does  not,  it  seems  to  us,  in  any  degree  evade  the  Brush  patent,  because  it 
clearly  appearn  from  the  proof  and  operation  of  the  machines,  as  exhibited  upon  the 
henrinpr  of  the  motion,  that  if  the  attendant  did  not  latch  up  the  upper  carbon  of 
•one  pair  the  macliiue  itself  would  automatically  do  so,  the  Kame  as  it  is  done  in  the 
Brush  lamp,  and  the  manual  Mqiaration  of  one  pair  of  cnrl'onH,  even  before  the  lamp 
is  lighted,  is  nothing  but  the  adojition  of  Brush's  diBBimultancous  law,  and  it  leaves 
the  arc  to  be  formed  between  the  i^air  of  carbons  last  separated.  In  this,  as  in 
almcutt  all  cases  of  infringement,  there  are  slight  diHerences  in  mode  of  construc- 
tion and  devices  for  the  result  accomplished  by  the  patent.  It  is  rare  that  we  find 
an  infringing  machine  which  is  copied  with  Chinese  fidelity  from  that  which  it  is 
elaimed  to  infringe;  but  the  infringers  always  endeavor  to  escape  the  charge  of 
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infringement  by  tome  modifications  whiob  shall  apparently  eanse  their  machine  to 
differ  from  that  of  the  patentee.  The  essential  thing,  however;  to  be  considered  in 
all  ench  cases  is  whether  the  principle  embodied  and  claimed  in  the  patent  has  been 
•abstantially  used  by  the  defendant,  and,  if  we  find  that  it  has  been  so  substaa« 
tially  need,  it  is  the  daty  of  the  court  to  protect  the  patentee,  however  ingeniont 
may  be  the  mode  of  infringement. 

Complainants  are  entitled  to  a  decree  and  to  a  perpetnal  injunction. 
Let  counsel  for  complainants  prepare,  and  iu  due  time  submit,  the 
fludinga. 


[Snprame  Conrt  of  the  XJDited  SUtes.] 

IjOTBLL  MANUFAOTURINa  COMPANT,  LIMITED,  V.  GABY  ET  AL. 

Deoiiid  March  6,  1893. 

62  O.  O.,  1821. 

1.  Cart— Process  of  Tempering  Sprixos— Double  Use. 

Letters  Patent  No.  116,266,  to  Alanson  Gary,  Jane  27, 1871,  for  an  improyement 
In  modes  of  tempering  springs,  which  consists  in  snhjectiug  the  spring  to  a 
temperatnre  of  600^,  Heid,  in  view  of  the  prior  developmeot  of  the  same  prin- 
ciple in  the  niannfactnre  of  wire  bells  for  clocks  and  of  hair  balance  springs,  to 
be  invalid  on  the  ground  of  doable  nse. 

2.  "Better  Result"  or  "Wider  Range  of  Use." 

The  public  cannot  be  deprived  of  an  old  process  becanse  some  one  bat 

discovered  that  it  is  capable  of  pro<hicing  a  better  result  or  has  a  wider  range 

of  use  than  was  before  known.    [Citing  Smith  v.  Xichoh,  21  Wall.,  112;  Bobertt 

▼.  B^tr,  C.  D.,  1876, 439  j  91 U.  8.,  150  j  BoUUter  v.  Benedict  Mfg.  Co,,  113  U.  8.,  69.] 

8.  Double  or  Analogous  Use. 

It  is  not  patentable  invention  to  apply  old  and  well  known  devices  and 
processes  to  new  uses  in  other  and  analogous  arts. 

Appeal  from  the  Circait  Court  of  the  United  States  for  the  Western 
DiBtrict  of  Pennsylvania. 

Mr.  W.  Bakewell  and  Mr.  J.  K.  HallocJc  for  the  appellant. 
Mr.  8.  N.  Taylor  for  the  appellees. 

Mr.  Justice  Blatchfobd  delivered  the  opinion  of  the  Court. 

This  is  a  suit  iu  equity,  brought  March  14, 1885,  iu  the  Circuit  Court 
of  the  United  States  for  the  Western  District  of  Pennsylvania,  by 
Alauson  Cary  and  Edward  A.  Moen  against  the  Lovell  Manufacturing 
Company,  Limited,  an  association  under  the  laws  of  the  State  of  Penn- 
sylvania, to  recover  for  the  alleged  infringement  of  Letters  Patent  No. 
116,266,  granted  to  Alanson  Cary,  June  27, 1871,  for  an  improvement 
in  modes  of  tempering  springs. 

The  specittation  of  the  patent  is  as  follows: 

Be  it  known  that  I,  Alanson  Cary,  of  city,  county,  and  State  of  Xew  York,  hart 
laxented  a  new  and  oserul  iiuprovament  in  Cornitnre-springs;  and  I  do  hereby  dMlart 
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that  tho  following  is  a  full,  clear,  and  exact  description  thereof,  which  will  enable 
others  skilled  in  the  art  to  make  and  ase  the  same. 

This  invention  relat-es  to  spiral  spriugSi  usnally  made  in  a  conical  form,  of  steel 
wire,  and  extensively  used  in  upholstering  sofas  and  chairs,  and  for  bed-bottoms, 
etc. ;  and  consists  in  subjecting  the  spring  to  a  tempering  process  after  it  has  beeu 
completed  in  the  usual  manner,  whereby  its  strength,  elasticity,  and  durability  are 
greatly  increased. 

The  ordinary  furniture-spring  is  made  of  hard  drawn  wire,  coiled  and  forced  to 
the  proper  shape,  and  when  this  is  done  the  spring  is  considered  finished,  without 
having  been  subjected  to  any  tempering  process  other  than  what  is  incidental  to 
the  drawing  of  the  wire.  To  give  them  a  finished  appearance,  however,  copper  or 
other  material  is  frequently  applied  by  suitable  means.  The  metal  being  greatly 
condensed  and  hardened  in  the  process  of  drawing  the  wire^  a  good  degree  of  elas- 
ticity is  given  the  wire  thereby;  but  in  bending  or  coiling  the  wire  into  the  proper 
shape  the  metal  is  unavoidably  weakened— the  outer  portion  of  the  wire  coil  is 
drawn  or  stretched,  while  the  inner  portion  is  crushed  or  shortened*  When  straight 
bars  or  wire  is  subjected  to  the  bending  process  the  stretching  or  drawing  of  the 
outer  and  crushing  of  the  inner  portions  are  inevitable  results.  This  greatly  redacee 
the  elasticity,  strength,  and  durability  of  the  spring.  Being  a  manufacturer  of  fur- 
niture-springs, and  aware  of  this  difficulty,  I  hare  tried  many  experiments  with  a 
view  of  restoring  the  wire,  after  being  bent  or  formed  into  springs,  to  its  normal 
condition.  This  I  have  discovered  can  be  done  by  subjecting  the  spring  to  a  degr  e 
of  heat  known  as  ''spring-temper  heat,''  which  is  about  600°,  more  or  less,  and  that 
a  subjection  to  this  temperature  for  about  eight  minutes  is  sufficient  to  produce  the 
result  desired.  This  temperature  I  have  found  to  be  sufficient  to  so  £ar  relax  or  pro- 
duce a  complete  homogeneity  of  the  metal  of  the  spring  so  as  to  add  from  twenty 
to  thirty  per  cent,  to  the  value  of  the  spring,  consequent  on  its  increased  powers  of 
resistance.  Thus  treated  the  spring  will  bear  much  heavier  pressure,  and  ita 
strength  and  elasticity  are  much  less  impaired  than  the  ordinary  spring  after  long- 
continued  use. 

For  carrying  oat  and  putting  in  practice  my  discovery  I  have  invented  a  temper- 
tng-oven,  for  which  I  have  an  application  for  Letters  Patent  now  pending. 

The  claim  is  as  follows: 

The  method  of  tempering  frimiture  or  other  coiled  springs,  snbstaatiaUy  as  here- 
inbefore described. 

The  answer  set  up  various  defenses,  and  among  them  want  of  nov- 
elty and  non-infringement  It  averred  that  the  process  set  forth  in 
the  specification  of  the  patent  was  merely  a  method  of  increasing  the 
elasticity  of  steel,  applicable  not  only  to  fomiture-springs  and  other 
coiled  springs,  but  also  springsand  other  articles  made  of  steel,  whether 
coiled,  bent,  twisted,  or  straight;  that  the  same  was  old,  well  known, 
and  in  common  use  or  practice  for  many  years  prior  to  the  alleged 
invention  by  Gary,  and  for  more  than  two  years  before  he  filed  his 
application  for  the  patent;  that  said  process  or  method  had  been  so 
practiced  on  coiled  springs,  uncoiled  springs,  hard -drawn  steel  wire, 
and  other  articles  of  steel  in  various  forms,  for  the  purpose  of  increas- 
ing their  elasticity,  and  that  the  patent  was  therefore  void.  It^also  set 
forth  the  names  of  many  persons  to  whom  the  process  described  in  the 
patent,  whether  considered  as  a  restoring  process  or  as  a  temi>ering 
process  merely,  was  known,  and  by  whom  it  was  practiced,  prior  to  the 
alleged  invention  thereof  by  Gary;  and  it  averred  that  by^i^eason  of 
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sach  prior  knowledge  and  nse  the  patent  was  void.  It  also  averred 
that  it  was  a  common  practice  to  subject  furniture-springs  and  other 
coiled  springs,  made  of  hard-drawn  steel  wire,  to  600^  of  heat,  more  or 
less,  in  the  process  of  finishing  such  springs;  that  the  same  was  prac- 
ticed long  prior  to  the  alleged  invention  b*  ')ary,  by  sundry  persons, 
whose  names  were  given  in  the  answer;  thai  t*here  was  not,  at  the  time 
of  the  grant  of  the  patent  or  of  the  alleged  invention  by  Gary,  any 
patentable  novelty  in  the  process  described  and  claimed  in  the  patent, 
or  in  the  application  of  the  process  to  the  tempering  of  coiled  springs 
for  Inmiture,  and  that  the  patent  was,  therefore,  void.  It  also  set  up 
various  United  States  and  English  patents,  and  various  printed  publi- 
cations, in  which  the  alleged  invention  of  Gary  was  said  to  have  been 
described  prior  to  the  making  of  his  alleged  discovery  and  prior  to  his 
application  for  the  patent.  A  replication  was  filed  to  the  answer,  and 
proofs  were  taken. 

Prior  to  the  filing  of  the  bill  in  this  suit,  the  patent  had  been  sus- 
tained by  a  decision  made  by  Judge  Wheeler,  on  February  7, 1885,  in 
the  Gircuit  Gourt  of  the  United  States  for  the  Southern  District  of 
New  York,  in  Gary  v.  Wolff,  (0.  D.,  1886,  359;  32  O.  G.,  257;  24  Fed. 
Rep.,  139.)  On  the  basis  of  that  decision  a  preliminary  injunction  was 
granted  in  the  present  suit  by  Judge  Acheson,  on  June  12, 1885,  (0. 
D,,  1886,  395;  32  O.  G.,  1009;  24  Fed.  Rep.,  141.)  In  Gary  v.  Domestie 
Sj^ng-Bed  Go.,  in  the  Gircuit  Gourt  for  the  District  of  New  Jersey,  on 
July  28, 1886,  in  a  suit  on  the  same  patent.  Judge  Nixon,  following 
Judge  Wheeler  and  Judge  Acheson,  granted  a  preliminary  injunction, 
(27  Fed.  Rep.,  299.)  On  January  6, 1886,  (G.  D.,  1886, 120;  34  O.  G., 
IIM;  26  Fed.  Rep.,  38,)  Judge  Nixon  dissolved  the  injunction  in  the 
New  Jersey  suit,  on  the  presentation  of  new  affidavits  relating  to  the 
novelty  of  the  invention,  and  on  February  2,  1886,  the  preliminary 
injiinction  in  the  present  suit  was  suspended  on  the  giving  by  the 
defendant  of  a  bond. 

After  the  proofe  were  taken  in  the  present  suit,  it  was  brought  to  a 
final  hearing  before  Judges  McKennan  and  Acheson,  and  they  sus- 
tained the  patent,  following  Judge  Wheeler's  decision.  Their  opinions 
are  reported  in  G.  D.,  1887,  496;  40  O.  G.,  1239;  31  Federal  Reporter^ 
344, 347.  On  August  3, 1887,  the  court  entered  an  iuterlocutory  decree, 
holding  the  patent  to  be  valid  and  to  have  been  infringed,  awarding 
to  the  plaintiffs  a  recovery  of  profits  and  damages,  with  costs,  referring 
it  to  a  master  to  take  the  account  of  profits  and  damages,  and  granting 
a  perpetual  injunction.  The  master  reportJ<l  six  cents  damages  and 
costs  in  favor  of  the  plaintiffs.  The  plaintiffs  excepted  to  his  report, 
and  the  court,  on  a  hearing  of  the  exceptions,  entered  a  final  decree,  on 
February  16, 1889,  awarding  to  the  plaintiffs  a  recovery  of  $8,745.34, 
and  costs.  The  o])iuion  of  the  court  on  the  exceptions  is  found  in  G.  D., 
1889,  421;  47  O.  G.,  525;  37  Federal  Reporter^  654.  The  defendant  has 
appealed  to  this  Gourt.  r^^^^\^ 
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The  invention  claimed,  as  appears  from  the  specification,  is  a  method 
of  restoring  steel  wire  which  has  been  mechanically  sixained,  by  sub- 
jecting it  to  a  temperature  of  .600<^,  more  or  less,  whereby  its  disturbed 
and  disarranged  molecuM  are  allowed  to  assume  theirnormal  relation. 
The  claim  limits  the  meth'  to  its  application  to  <^  fbmiture  or  other 
coiled  springs ;''  but  it  appears  from  the  evidence  that  the  process,  as 
applied  to  those  springs,  is  in  no  respect  different,  in  method  or  effect, 
from  the  same  process  when  apphed  to  any  mechanically  strained 
wire,  or  to  steel  made  in  straight  pieces  or  strips,  or  otherwise.  The 
claim  covers  broadly  the  described  method  of  tempering,  applied  to 
any  coiled  springs  as  well  as  coiled  springs  for  frirniture,  and  if  the 
evidence  shows  that,  prior  to  Gary's  invention,  the  method  had  been 
used  for  the  restoration  of  any  springs  of  strained  steel,  or  other 
articles  of  strained  steel  having  the  resiliency  which  is  a  well  known 
property  of  steel,  the  claim  is  subtantially  anticipated.  Particularly, 
if  the  method  claimed  had  been  used  by  others  to  restore  articles  of 
coiled  spring-steel,  even  though  they  were  not  used  for  frumiture- 
springs,  the  claim  is  anticipated. 

In  the  testimony  for  the  plaintiffs,  it  appears  to  be  contended  that, 
in  order  to  establish  the  charge  of  infringement,  the  patent  is  to  be 
construed  so  as  to  cover  the  restoring  of  strained  steel  springs  by 
the  application  of  any  temperature,  less  than  a  red  heat,  which  will 
produce  in  the  metal  a  blue  color.  If  that  be  true,  the  patent  must  be 
so  construed  also  in  comparing  it  with  the  prior  state  of  the  art. 
Mr.  Brevoort,  an  expert  for  the  plaintiffs,  says  that  if  a  coiled  spring 
is  attempted  to  be  used,  without  fttrther  treatment,  for  a  furniture- 
spring,  the  wire  will  take  a  set  and  lose  its  resilient  properties,  and  its 
usefulness  will  be  lost.    He  adds: 

To  onre  thit  defect  the  spring  must  be  tempered,  as  it  Ib  called  in  the  trade,  and 
the  way  of  doing  this  npon  such  springs  constitutes  the  process  of  the  Cary  patent. 
The  process  described  in  the  patent  gives  to  the  spring  apparently  the  same  quali- 
ties as  woald  be  imparted  to  steel  by  tempering.  Bat  I  do  not  know  that  the  proe- 
MB  is  really  one  of  tempering  strictly  so  called,  althongh  it  produoes  like  reenlM. 

The  date  of  Gary's  alleged  invention  is  December,  1870,  and  the 
question  is,  what  was  the  state  of  the  art  at  that  date.  Mr.  Brevoort 
explains  <<the  ordinary  tempering  process"  as  follows: 

Steel  is  ordinarily  tempered  substantially  in  the  following  way:  The  steel  it  first 
best  heated  to  a  cherry  red;  it  is  then  suddenly  cooled  either  in  water  or  oil;  it  ia 
then  in  a  very  brittle  and  exceedingly  hard  condition  and  is  extremely  liable  to  be 
warped  or  bent  during  the  hardening  as  well  as  during  the  heating.  The  next  step 
is  to  reheat  the  article  carefully  and  gradually  and  watch  the  appearance  of  a 
bright  portion  of  the  surface  of  the  article  when  certain  colors  will  be  noticed  fol- 
lowing one  another  in  succession ;  first  a  very  light  yellow,  then  a  deeper  yellow^ 
shading  into  purple,  then  a  deeper  purple,  until  finally  the  purple  merges  into  bloa^ 
and  lastly  a  blue  color,  yellow,  purple,  and  blue  being  the  three  prominent  colors; 
the  colors  indicate  different  degrees  of  hardness  iu  the  steel  and  act  as  goidesy  tell- 
ing when  the  proper  degree  of  tenipt.'r  has  Ueeii  re  ichcd  for  auy  desired  article;  thoi^ 
for  example,  when  the  yellow  just  begins  to  shade  into  the  pur^de  the  proper  degree 
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•f  hftrdneaB  for  a  penkuife  haa  been  reached,  and  the  further  drawing  of  the  temi>er 
la  stopped;  thns,  if  a  spring  is  to  be  made  the  temper  is  drawn  until  a  blue  color 
shows,  when  the  farther  drawing  of  the  temper  is  stopped;  the  above  is  an  outline 
of  the  ordinary  tempering  process  as  I  have  known  it  for  the  last  twenty  years. 

The  metal  is  partially  restored  to  its  original  condition  by  heating  it 
to  a  blae  heat,  if  the  condition  of  spring- temi)er  is  desired,  or  to  a  red 
heat  if  it  is  wished  to  have  a  perfect  restoration  of  the  metal.  In  mak- 
ing wire,  the  metal  is  rolled  into  the  form  of  a  rod,  which  is  drawn, 
when  oold,  through  successively  smaller  holes  in  a  draw-plate.  It  is 
thus  gradually  reduced  in  diameter,  and  the  effect  of  the  strain  is  to 
compact  it  and  make  it  very  hard,  increasing  its  elasticity  up  to  a  cer- 
tain point,  and  finally  weakening  the  material.  For  many  years,  in 
drawing  wire  to  small  sizes,  it  has  been  the  practice  to  heat  it  to  a  red 
heat  between  successive  drawings,  and  thus  to  completely  restore  it, 
rendering  it  less  brittle  and  preventing  the  fracture  of  it  by  the  strain 
of  the  drawing  process.  At  the  conclusion  of  the  drawing  operation, 
when  the  wire  has  passed  through  the  dies  several  times,  and  is  hard- 
ened and  elastic,  the  wire  is  called  ^'  hard-drawn,"  and  in  that  state  it 
comes  to  the  hands  of  the  makers  of  furniture  springs.  It  is  shown  by 
the  evidence  to  have  been  well  known  in  the  art  that  wire  weakened 
and  strained  by  drawing  could  be  completely  restored  to  its  original 
soft  state  by  heating  it  to  a  red  heat  and  gradually  cooling  it,  produc- 
ing thus,  by  the  operation  of  annealing,  the  opposite  of  the  ^<  hard- 
drawn  wire,"  of  which  Oary  speaks  in  his  si>ecification.  It  was  also 
known  that  if  such  strained  and  weakened  hard-drawn  wire  was  heated 
to  a  temperature  less  than  red  heat,  but  sufficient  to  blue  it,  a  partial 
process  of  restoration  would  be  effected,  which  would  add  strength  and 
elasticity  to  the  wire  and  fit  it  for  making  springs  and  corsetsteels. 
The  defendant's  witnesses,  Boberts  and  Booth,  state  that,  prior  to  the 
date  of  Gary's  alleged  invention,  they  practiced  this  method  of  bluing 
hard-drawn  wire,  so  as  to  increase  its  strength  and  elasticity.  The 
testimony  shows  the  prior  use  of  the  Gary  process  applied  to  wire  to 
effisct  the  same  results,  and  to  correct  the  same  undesirable  conse- 
quences of  mechanical  strain,  which  are  described  in  the  Gary  specifi- 
cation. 

The  two  principal  matters  relied  on  by  the  defendant  to  show  the 
invalidity  of  the  patent  are  (1)  the  prior  use  of  what  are  called  the 
Kew  England  wire  clock-bells;  and  (2)  the  blued  hair-springs.  It  is 
clearly  shown  by  the  witnesses  for  the  defendant  that,  prior  to  Gary's 
alleged  invention,  wire  clock-bells  and  hair- springs  had  been  subjected 
to  heat  in  the  manner  described  in  the  Gary  specification,  and  with  the 
same  bluing  effect.  The  treatment  to  which  the  articles  were  subjected 
was  in  all  resi^ects  the  same  in  the  prior  use  as  in  the  patented  process. 
The  only  contention  of  the  plaintiffs  is  that  the  pur|>ose  of  the  prior 
use  was  not  the  Hniiie,  niul  that  the  results,  so  far  as  they  were  those 
of  the  patent,  were  accidental 
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Higgins,  a  witness  for  the  defendant,  thus  describes  the  way  in 
which  wire  clock-bells  were  made,  prior  to  Gary's  alleged  inventioii. 
He  says  that— 

tbe  nniempered  steel  wire  wm  taken  from  the  bank  and  Btraightened  by  maohineryy 
cut  Off  at  the  proper  length,  and  then  tumbled  in  sawdust  to  clean  the  oil  from  it. 
Then  the  brass  collet  was  drlyen  on  to  one  end,  a  smaU  coil  of  silrer  was  put  on  for 
the  purpose  of  bracing  the  steel  and  brass  together,  then  borax  and  water  were  put 
on,  and  they  were  brased  together,  and  then  were  tumbled  in  sawdust  to  clean  off 
the  borax,  and  then  was  wound  on  a  wooden  block,  then  turned  by  a  pair  of  plien 
to  the  proper  shape,  then  was  blued  and  oiled,  and  then  they  were  ready  for  use* 

He  also  says  that  the  method  of  ^^blning"  was  this: 

They  were  put  in  pUea  of  a  hundred  each,  and  then  spread  on  to  a  sheet-iron  pan, 

and  then  put  into  an  oyen  and  there  kept  until  the  heat  blued  them,  and  then  taken 

out  and  oiled  ready  for  use.    They  were  cooled  in  the  air. 

That  the  object  of  the  winding  was  to  put  them  into  a  ^^bell"  form; 
that  the  effect  of  the  winding  was  to  make  the  vibration— to  give  them 
thesDund;  that  the  blning  stiffened  them  and  gave  them  the  tone; 
and  that  the  bell,  when  struck  by  a  dock-hammer  before  bluing,  had 
no  sound,  while  after  bluing  it  had  a  good  tone. 

Horton,  a  witness  for  the  defendant  on  the  same  subject^  says  that 
he  used  to  make  bells  of  untempered  steel  wire,  although  some  of  it 
was  drawn  harder  than  others;  that  some  of  it  was  hard-drawn  steel 
wire,  and  that  the  object  of  heating  the  coiled  wire  was  to  make  it  sound 
and  to  stiffen  it  He  also  describes  the  manufacture  by  him,  during 
the  ten  or  twelve  years  succeeding  1846,  of  wire  dock-bells  of  a  spiral 
form,  not  helical,  which  were  blued  in  the  same  way  and  for  the  same 
purpose. 

Andrews,  a  witness  for  the  defendant,  gives  testimony  to  the  same 
effect,  and  says  that  the  coiling  of  the  wire,  to  give  it  the  shape  of  a 
'^bdl,"  weakens  the  spring  and  causes  it  to  lose  its  dastidty,  while 
subjecting  it  to  heat  makes  it  more  springy  and  dastio. 

Thomas,  a  witness  for  the  defendant,  states  that  he  had  known  the 
wire  dock-bdls  for  forty  years ;  that  they  were  made  from  hard,  untem- 
pered steel  wire,  straightened,  cut  into  lengths,  then  wound  on  a  form, 
and  subjected  to  the  bluing  process  to  make  the  spring,  and  that  there 
was  no  spring  to  the  wire  until  it  was  blued. 

Warner,  a  witness  for  the  defendant,  states  that  the  wire  Was  sted 
wire,  used  Just  as  it  was  drawn;  that  the  coiling  of  the  wire  upon  a 
block  to  give  it  the  form  of  a  wire  bell  stretched  the  outside  and  upset 
the  inside,  and  weakened  the  wire,  and  that  the  bluing  process  restored 
it  and  gave  it  more  elasticity. 

Broomhead,  a  witness  for  the  defendant,  states  that  as  early  as  about 
1863  he  saw  hard-drawn  steel  wire  used  in  the  manufacture  of  dock- 
bells. 

Higgins  also  testifies  that  he  discovered,  as  early  as  1866,  that  the 
bluing  process  made  the  steel  stiffer  than  it  was  before;  and  that  he 
had  known  since  1866  that  the  tendency  of  the  spring  to  keep  its  shape, 
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and  to  restore  itself  to  its  proper  shape  when  the  coils  were  drawn 
apart  or  pressed  together,  was  increased  by  the  blning  process. 

Ghodiner  testifies  that  he  knew  that  heating  of  strained  bell-steel 
sUfTened  it,  makiog  it  stronger  and  more  elastic,  and  that  he  wonld 
have  known  that  the  process  of  blne-heatiiig  steel  wire  in  the  form  of 
fomiture  springs  wonld  have  increased  its  stiffness  and  elasticity  in  a 
measure. 

As  to  the  hair-springs,  they  are  used  in  marine  docks,  to  control  the 
balance,  and  are  steel  springs  made  of  steel  wire,  rolled  down.  Hub- 
bell,  a  witoess  for  the  defendant,  made  them  as  early  as  1848.  He 
describes  the  w^y  in  which  they  were  made  by  him  in  1848  as  follows: 

The  Arst  proceaa  was  takiog  the  wire  in  the  eoil  and  passing  it  between  two  steel 
rolls  to  a  required  thickness.  They  were  cut  up  to  the  proper  lengths,  fastened  to 
a  hnb  wonnd  on  a  disk,  and  woand  down  solid.  We  wound  them  down  according 
to  the  tension  of  the  wire,  so  that  when  they  were  let  loose  the  outside  coils  were  of 
about  or  nearly  the  right  diameter.  The  next  process  was  twisting  them  into  a 
snail  of  a  required  form  and  bluing  them.  I  blued  them  on  an  iron  placed  over  a 
fire.  They  were  then  removed  firom  the  snail.  All  the  inequalities  were  remedied 
by  bending  and  twisting  by  a  pair  of  pliers  into  the  proper  shape.  They  were  then 
ready  for  oso. 

He  says  that  he  used  steel  wire,  untempered;  that  the  object  of 
blning  the  spring  after  it  had  been  so  wonnd  was  to  equalize  the  density 
— ^the  elasticity;  that  the  bluing  process  had  tbat  effect |  and  that  he 
had  repeatedly  tested  blued  hair-springs  and  unblned  hair-springs,  to 
compare  their  elasticity  with  each  other,  and  that  the  blued  spring 
would  sustain  double  the  tension  or  strain  that  the  uublued  one  would, 
without  bending. 

Wright,  a  witness  for  the  defendant,  describes  the  use  of  the  same 
process  by  him  on  hair-springs  for  seven  years  following  1848;  and  says 
that  the  steel  wire  was  untempered,  just  as  it  came  from  the  wire- 
maker;  and  that  the  bluing  increased  its  elasticity. 

Testimony  to  the  same  effect  was  given  by  the  witness  W.  B.  Barnes, 
who  said  that  the  steel  wire  was  hard-drawn  and  untempered ;  and  that 
the  bluing  had  the  effect  of  keeping  the  spring  near  the  shape  of  the 
snail,  and  also  giving  it  temper  or  elasticity. 

Hendrick,  another  witness  for  the  defendant,  testified  to  the  same 
effect. 

It  is  contended  for  the  plaintiffs  that  the  bell-making  process  was  for 
a  different  purpose  from  that  contemplated  by  Gary  in  his  S]>ecifica- 
tion ;  that  the  results  were  not  analogous;  and  that,  therefore,  the  pat- 
ent was  not  anticipated.  But  we  are  of  opinion  that  in  the  Gary  pro- 
cess and  the  bell-making  process  the  operations  are  precisely  the  same. 
In  both,  the  operator  is  dealing  with  wire  which  is  strained  by  being 
l>ent  past  the  elastic  limit,  and  is  desulened  thereby.  The  wire  is  blued 
liy  subjecting  it  to  a  degree  of  heat  aufficient  for  the  puri>ose,  and  is 
then  allowed  to  cool.  The  result  in  both  cases  is  the  same,  namely,  the 
restoration,  stiffening,  and  equalising  of  the  wire,  and  the  only  differ- 
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enoe  is  in  the  use  to  which  the  lesaltiiig  article  is  pat.  In  both,  the 
wire  is  made  stiffer  and  more  springlike,  these  qualities  being  utilized, 
in  one  case  in  a  furniture-spring,  and  in  the  other  in  a  clock-bell.  Gary 
observed  that,  in  winding  ftimiture-springs,  the  wire,  already  weakened 
by  the  drawing  process,  was  still  further  strained  and  deadened,  so  as 
to  impair  the  quality  of  the  spring.  The  question  was,  how  to  equal- 
ize and  stiffen  the  mechanically  strained  steel  wire.  The  same  prob- 
lem had  been  solved  by  the  clock-bell  makers,  and  the  soluti<Hi  of  the 
problem  was  merely  the  use  of  the  knowledge  possessed  by  those  skilled 
in  the  art  The  wire  used  in  making  the  dock-bells  was  also  hard- 
drawn  wire;  but  it  does  not  appear  that  the  process  of  the  i>atent  acta 
differently,  when  applied  to  strained  hard-drawn  wire,  from  what  it 
would  if  applied  to  strained  wire  that  was  not  hard-drawn. 

The  difference  contended  for  by  the  plaintiffs,  between  the  process 
of  bluing  wire  dock-bells  and  the  process  of  bluing  fdmiture-springs^ 
in  that  one  deals  with  spiral  articles  and  the  other  with  articles  of  a 
hdical  form,  is  not  a  difference  in  the  process,  but  is  at  most  a  differ- 
ence in  the  articles  to  which  the  process  is  applied.  If  the  straiuing^ 
of  ftimiture-springs  is  i>eculiarly  aggravated  because  of  their  shape, 
the  difference  is  merely  one  of  degree,  not  of  kind.  Moreover,  the 
Gary  claim  describes  the  process  as  applicable  to  the  manufacture  of 
ftirniture-springs^'or  other  coiled  springs."  A  coiled-wirebdl,  although, 
not  a  ftimiture-spring,  is  a  coiled  spring;  and  it  appears  from  the  evi- 
dence that  any  wire  drawn  through  dies,  although  not  coiled,  is,  when 
heated  to  a  blue  color,  stiffened  and  its  dastidty  increased. 

In  rebuttal  of  the  defendant's  evidence  as  to  wire  dock-bells  and 
hair-springs,  it  is  admitted  that  the  plaintiffs  show  that  sundry  wit- 
nesses would  not  have  known  that  the  bluing  process  was  applicable 
to  the  treatment  of  such  heavy  material  as  furniture-springs,  and  that 
it  was  not  used  in  tempering- dock-springs  of  wide,  flat  sted,  but  there 
was  applied  to  such  springs  what  is  called  in  the  record  the  old  prooesa 
of  tempering.  But,  in  the  first  place,  these  witnesses  were  not  manu- 
facturers of  furniture-springs;  and,  in  the  second  place,  the  reason 
why  the  old  process  of  tempering  is  not  used  on  furniture-springs,  ia 
that  their  upright  shai>e,  like  an  hour-glass  or  the  half  of  an  hour- 
glass, precludes  them  from  being  heated  to  a  red  heat  without  their 
sagging  and  becoming  distorted.  The  clock-springs  can  be  laid  flat 
upon  a  support,  so  as  not  to  sag  while  heated,  and  there  is  no  reason, 
in  regard  to  them,  for  changing  the  old  process  of  tempering  for 
another.  In  addition,  even  some  of  the  plaintiffs'  witnesses  admitted, 
on  cross-examination,  that  they  knew  that  the  treatment  of  the  wire 
bells  stiffened  the  steel  and  allowed  its  molecules  to  return  to  their 
proper  relations,  and  that  they  would  have  ezi>ected  the  application  of 
the  bluing  process  to  furniture  springs  to  increase  their  elasticity  to 
some  extent.  But  it  does  not  amount  to  invention  to  discover  that  an 
old  process  is  better  in  its  results,  when  applied  to  a  new  working. 
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tiian  would  liave  been  expected,  the  difference  between  its  prior  work- 
ing and  the  new  working  being  only  one  of  degree  and  not  one  of  kind. 
It  has  been  often  held  that  the  mere  fByct  that  one  who  uses  a  patented 
proceas  finds  it  applicable  to  more  extended  use  than  has  been  per- 
ceived by  the  patentee,  ia  not  a  defense  to  a  charge  of  infringement. 
It  follows  necessarily  that  the  public  cannot  be  deprived  of  an  old 
process  because  some  one  has  discovered  that  it  is  capable  of  producing 
a  better  result,  or  has  a  wider  range  of  use  than  was  before  known. 

In  Bmiih  v.  NieholSj  (21  WaU.,  112,)  it  was  held  that  a  mere  carrying 
forward,  or  new  or  more  extended  application,  of  the  originsd  thought, 
a  change  only  in  form,  proportions,  or  degree,  the  substitution  of 
equivalents,  doing  substantially  the  same  thing  in  the  same  way,  by 
substantially  the  same  means,  with  better  results,  was  not  srfch  inven* 
tion  as  would  sustain  a  patent;  and  in  EoberU  v.  Ryevy  (G.  D.,  1876, 
439;  10  O.  O.,  201]  91  XT.  8.,  150,)  it  was  held  that  it  was  no  new  inven- 
tion to  use  an  old  machine  for  a  new  purpose,  and  that  the  inventor  of 
a  machine  was  entitled  to  the  benefit  of  all  the  uses  to  which  it  could 
be  put,  no  matter  whether  he  had  conceived  the  idea  of  the  use  or  not. 

It  is  contended,  aS  against  the  wire  bells,  that  the  evidence  does  not 
show  tiie  application  of  the  patented  process  to  an  article  designed  to 
be  used  as  a  spring.  But  the  clock  hair-springs  are  quite  as  truly 
q[»ring8  as  the  iVirnitnre-springs,  for  they  require  the  exercise  and  use 
of  the  resiliency  of  tempered  steel.  Both  are  subjected  to  the  same 
strains  in  coiling;  both  for  the  same  reasons  need  restoration;  and  in 
both  the  application  of  a  blue  heat  produces  the  same  desirable  results 

Within  the  rule  laid  down  by  this  Court  in  Hollister  v.  Benedict  Mfg. 
Oo.f  (113  IT.  8.,  59,)  there  was  nothing  more  than  mechanical  skill  in 
arriving  at  the  alleged  invention,  in  view  of  the  state  of  the  art 
Gary  says  in  his  specification,  that  <<  in  bending  or  coiling  the  wire 
into  the  proper  shape,  the  metal  is  unavoidably  weakened;"  that  ^Hhis 
greatly  reduces  the  elasticity,  strength,  and  durability  of  the  spring;'' 
that  <^  being  a  manufibcturer  of  fdmiture-springs,  and  aware  of  this 
difficulty,*'  he  had  made  many  experiments  with  a  view  to  restoring 
th6  wire,  after  being  bent  or  formed  into  springs,  to  its  normal  condi- 
tion; and  that  he  had  discovered  that  that  could  be  done  <<by  sub- 
jecting the  spring  to  a  degree  of  heat  known  as  '  spring-temi>er  heat,' 
which  is  about  600^^  more  or  less,  and  that  a  subjection  to  this  temper- 
ature for  about  eight  minutes  is  sufficient  to  produce  the  result  desired." 

It  is  contended,  however,  by  the  plaintiffs  that  the  applicability  of 
the  former  processes  is  contradicted  by  the  fact  that  no  one  had  used 
them  for  the  manufacture  of  fumituresprings,  and  that  as  soon  as 
Gary's  process  was  made  known  the  art  of  making  furniture-springs 
was  revolutionized.  But,  it  was  said  by  this  Court  in  McClain  v.  Ori- 
mayer,  (C.  D.,  1891,  632;54  O.  G.,  1120;  141  U.  8.,  419,  428:) 

That  the  extent  to  which  a  patented  device  haa  gone  into  ase  is  an  unsafe  criterion, 
•ven  of  its  aetnal  utility,  is  evident  from  the  fact  that  the  general  introdaction  of 
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mannfactnred  artiolM  is  m  often  effected  by  extentiye  and  Jadioiooa  adyertiting, 
actiyity  in  patting  the  goods  npon  the  market,  and  large  commissions  to  dealers  aa 
by  the  intrinsic  merit  of  the  articles  themselyes. 

*And  (page  429)  that  whil&— 

in  a  donbtftil  case  the  fact  that  a  patented  article  had  gone  into  general  nse  is  eyi- 
denoe  of  its  ntility,  it  is  not  concloslye  eyen  of  that— much  less  of  its  patentable 
novelty. 

In  the  present  case,  it  appears  that  it  was  not  until  a  short  time 
before  1870  that  Aumitore-springs  began  to  be  commonly  made  of  steel 
wire.  It  was  not  until  1S68,  when  the  general  introduction  of  Bessemer 
steel  and  open-hearth  steel  afforded  a  cheap  substitute  for  iron,  that 
the  use  of  steel  became  general  in  the  art  in  question.  It  was  then 
natural  that  there  should  be  introdaced  into  that  art  methods  of  treat- 
ment which  were  well  known  as  applied  in  allied  arts.  The  method  of 
the  patent,  already  in  use,  thus  occurred  to  Gary;  but  he  was  appro- 
priating a  method  which  was  common  property.  When  steel  was 
adopted  for  the  first  time  in  any  art,  it  was  natural  that  existing  methods 
of  treating  it  should  be  applied  to  its  new  use  in  the  given  art.  The 
case  is  merely  one  of  a  doable  nse.  ISot  is  it  of  force  that  experts 
expressed  surprise  that  the  process  in  question  was  applicable  to  iiimi* 
ture-springs. 

Gary  was  not  the  first  to  discover  the  process  described  in  his  sped* 
flcation  for  the  restoration  of  steel.  He  claims  only  the  process;  and 
the  use  made  of  the  article  after  it  is  subjected  to  the  process  does  not 
affect  the  nature  of  the  process  itsel£  As  a  process,  there  is  nothing 
new  in  the  subject-matter  of  the  claim.  The  claim  does  not  cover  an 
improvement  in  furniture-springs  or  other  coiled  springs,  as  a  new 
article  of  manufacture ;  and  the  <^  coiled  springs,"  to  which,  by  the  claim, 
the  method  of  tempering  is  to  be  applied,  include  all  such  springs  irre- 
si>ective  of  the  use  to  which  they  are  to  be  applied.  The  method  or 
process  claimed  is  substantially  the  old  method  of  restoring  mechani- 
cally strained  steel. 

The  present  case  is  covered  by  the  cases  of  Vinton  v.  HamiUony  {0.  D., 
1882, 103 5  21  O.  G.,  657;  104  U.  8.,  486;)  Btow  v.  Chicago,  (0.  D.,  1882, 
131 ;  21  O.  G.,  790;  104  U.  8.,  547^)  Locomotive  Truck  CasCj  (0.  D.,  1884, 
168;  27  O.  G.,  207;  110  U.  8.,  490;)  BlakCY.  San  Francisco^  (G.  D.,  1886, 
233;  31  O.  G.,  380;  113  U.  8.,  679;)  Thompson  y.  Boisselier^  (C.  D.,  1885, 
224;  31  O,  G.,  377;  114  XT.  8.,  1;)  MiUer  v.  Foree^  (0.  D.,  1885,  512;  33 
O.  G.,  1497 ;  116  U.  8.,  22 ;)  Dreyfus  v.  SearUj  (0.  D.,  1888, 220 ;  42  O.  O., 
491;  124  U.  8.,  60;)  Brown  v.  District  of  Columbiaj  (C.D.,  1889,  398; 
47  O.  G.,  398;  130  U.  8.,  87;)  Aron  v.  Manhattan  Ey.  Co.^  (0.  D.,  1889, 
660;  49  O.  G.,  1365;  132  U.  8.,  84;)  WaUon  v.  Railway  Co.,  {O.  D.,  1889, 
677;  49  O.  G.,  1843;  132  U.  8.,  161;)  Marchand  v.  Emkenj  (0.  D.,  1889, 
674;  49  O.  G.,  1841;  132  U.  8.,  195;)  Royer  v.  Roth,  (0.  D.,1889,  682; 
49  O.  G.,  1987;  132  U.  8.,  201;)  HiU  v.  Wooster,  (0.  D.,  1890,  230;  60 
O.  G.,  660;  132  U.  8.,  693,  701;)  Burt  v.  Fvory,  (C.  D.,  1890, 245;  50  O. 
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G.,  1294;  133  U.  S.,  349;)  Howe  Machine  Co.  v.  National  2feedle  Oo.j 
(C.  D.,  1890, 281;  51  O.  G.,  475;  134  U.  S.,  388;)  Florsheim  v.  SehUling^ 
(C.  D.,  1890,  SCO;  53  O.  G.,  1737;  137  XJ.  8.,  64;)  Consolidated  Boiler  MiU 
Co,  V.  Walker,  (0.  D.,  1891,  310;  54  O.  G.,  1415;  138  U.  S.,  124;)  Aneonia 
Co.  V.  Eketric  Supply  Co.,  (0.  D.,  1892, 313;  58  O.  G.,  1692;  144  U.  8.,  11;) 
R^n  y.  Hard,  (O.  D.,  1892, 423;  59  O.  G.,  1435;  145  U.  8.,  241.)  The 
principle  dedacible  from  those  cases  is  that  it  is  not  a  patentable 
invention  to  apply  old  and  well  known  devices  and  processes  to  new 
uses  in  other  and  analogous  arts.  The  decision  in  Amonia  Co.  v.  Uleo- 
trioal  Supply  Co.,  (wpra^)  is  very  pertinent.  In  the  opinion  in  that 
case,  the  cases  were  reviewed  w4iich  establish  (1)  that  the  application 
of  an  old  process  or  machine  to  a  similar  or  analogous  subject,  with  no 
change  in  the  manner  of  application,  and  no  result  substantially  dis* 
tmet  in  its  nature,  will  not  sustain  a  patent,  even  if  the  new  form  of 
result  had  not  before  been  contemplated;  and  (2)  that  on  the  other 
handy  if  an  old  device  or  process  be  put  to  a  new  use,  which  is  not 
analogous  to  the  old  one,  and  the  adaption  of  the  old  process  to  the 
new  use  is  of  such  a  character  as  to  require  the  exercise  of  the  inventive 
faculty  to  produce  it,  such  new  use  will  not.be  denied  the  merit  of  pat- 
entability. 

In  the  case  of  Cary  v.  Wolff,  (0.  D.,  1885,  359;  32  O.  G.,257;  24 
Fed.  Rep.,  139,)  Judge  Wheeler  remarked  that  the  discoveiy  of  Gary 
was  that  tiie  application  9f  heat  would  restore  the  lost  strength  and 
elasticity  of  the  wire,  consequent  on  the  displacement  of  its  particles; 
that  the  application  of  heat  for  that  purpose  was  not  known  until  it 
was  applied  to  that  kind  of  springs  in  their  peculiarly  weakened  state; 
that  the  discovery  was  of  a  new  application  of  an  old  process  which 
produced  a  new  and  highly  useful  result;  that  wire  bells  for  clocks 
were  made  to  have  sonorous  properties  by  the  same  process  in  kind, 
but  for  a  different  purpose  and  with  a  different  result;  that  what 
seemed  to  be  the  nearest  to  it  was  the  method  of  shaping  and  spacing 
the  coils  of  hair-balance  springs  for  marine  clocks  by  coiling  the  wire 
into  a  mold  of  the  required  shape,  called  a  snail,  and  subjecting  it  to 
heat  while  there  in  place  to  make  it  retain  its  shape,  but  there  was  no 
displacement  of  the  particles  of  which  the  wire  was  composed,  by  dis- 
tortion, and  the  process  was  not  a  restoration  of  any  lost  quality,  but  a 
mere  shaping  of  the  wire  into  the  article  desired;  that  the  discovery  of 
restoration  by  Garey's  mode  was  new ;  that  experts  called  by  the  defend- 
ants admitted  that  they  had  not  believed  the  result  would  be  produced 
until  they  saw  the  process  tried  in  connection  with  that  litigation;  and 
that  such  production  of  a  new  and  useful  result,  although  by  a  new 
Implication  of  an  old  process,  was  patentable;  citing  Crane  v.  PrieOj 
(1  Web.  Pat.  Gas.,  393;)  Smith  v.  Goodyear  Co.,  (0.  D.,  1877,  171; 
11  O.  G.,  246;  93  U.  S.,  486;)  and  Webster  Loom  Co.  y.  Higgins^  (0.  D., 
1882,  285;  21  O.  G.,  2031;  105  U.  S.,  580.) 
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In  the  preaent  case,  in  the  opinion  of  Judge  Acheson  granting  the 
preliminary  injanction,  (C.  D.,  1885,  395;  32  O.  G.  1009;  24  Fed.  liep., 
141,)  the  ooort  cited  and  followed  the  decision  of  Judge  Wheeler. 

In  tiie  opinion  of  Judge  Nixon  in  Cary  v.  Domestic  Spring-Bed  Co.^ 
(0.  D.,  1886, 120;  34  O.  G.,  1158;  26  Fed.  Rep.,  3%)  he  stated  tliat,  in 
ordering  the  preliminary  injunction,  he  had  followed  the  decinion  of 
Judge  Wheeler;  and  that  is  shown  also  by  his  opinion  granting  such 
t]](junction.    (27  Fed.  Rep.,  299.) 

In  the  opinion  of  Judge  Acheson  in  the  present  case,  on  final  hear- 
ing, (G.  D.,  1887,  496;  40  O.  G.  1239;  31  Fed.  Rep.,  344,)  concurred 
in  by  Judge  McKennan,  (0.  D.,  18^7,  499;  40  O.  G.  1240;  31  Fed. 
Bep.,  347,)  it  is  stated  that  the  process  of  the  patent  is  based  on  the 
tB^t  that  the  evils  resulting  from  the  distortion  of  hard-drawn  steel 
wire,  in  the  ordinary  operation  of  coiling  it  into  springs  for  fhmitnre, 
can  be  removed  by  a  single  application  of  heat,  as  set  foicth  in  the  speci- 
fication, so  as  to  result  in  a  greatly  improved  spring;  that  furniture- 
springs  so  treated  came  into  immediate  and  very  general  use,  on  their 
introduction  into  the  market,  largely  superseding  springs  not  subjected 
to  that  treatment;  and  that  experts  and  others  practically  familiar  with 
the  treatment  and  behavior  of  steel  were  greatly  surprised  at  the  result 
effected  by  the  patented  process,  it  being  contrary  to  all  their  previoua 
conception  and  experience.  The  opinion  then  cites  and  quotes  from 
the  opinion  of  Judgt:  Wheeler  and  states  that  tlie  latter  opinion  held 
that  the  Cary  process  was  new  and  patentable,  althouj^h  previously,  iu 
the  manufacture  of  wire  bells  tor  clocks,  heat  had  been  applied  to  tlietn 
for  the  purpose  of  giving  them  the  desired  sound  and  tone,  and  liair 
balance  springs  for  marine  clocks  were  subjected  to  "heat  while  coiled 
in  the  grooves  of  a  metallic  plate,  for  the  purpose  of  permanently  setting 
the  coils  in  proper  relation  to  each  other.  The  opinion  of  Judge  Acheson 
further  said  that,  after  giving  to  the  subject-matter  an  independent 
investigation,  the  court  saw  no  reason  to  doubt  the  correctness  of  Ju<I^e 
Wheeler's  conclusions,  and  added : 

The  pnrposci  object,  and  result  of  tlu;  application  of  heat  in  the  practice  of  the 
Cary  invention  arc  ko  entirely  ditterent  from  those  aiinetl  at  nnd  attained  by  the 
application  of  heat  in  the  manufacture  of  wire  clock-helln,  hair  Itulanre  spring  for 
marine  clocks,  and  the  other  ahown  instances  of  its  prior  use,  that  we  do  not  hotii- 
tate  to  adopt  the  foucluHJou  of  Judi^e  Wheeler  upon  this  branch  of  the  cnse. 

But  we  are  of  opinion  that  the  same  principle  set  forth  in  the  patent 
was  developed  in  the  manufacture  of  tlie  wire  bolls  for  clocks  and  of 
the  hair  balance  Ki)rings;  that  there  was  no  patentable  in  vent  um  in 
applying  that  principle  to  the  springs  mentioned  in  the  siiecification, 
and  that  the  case  is  merely  one  of  a  double  use. 

It  results  that  the  decree  of  the  Circuit  Court  must  be  reversed,  and 
the  case  be  remanded  to  that  court  with  a  direction  to  dismiss  the  bill, 
with  costs. 

Mr.  Justice  Brewer  did  not  sit  in  this  case  or  take  any  part  in  ita 
•decision* 
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[U.  a  Circuit  Court— Ewtcni  District  of  PennsylTaaift.) 

£X  PARTE  M08£S. 

J)eoided  December  S7,  1893, 

62  O.  G.,  1826. 

WiTintsft— SuBPiENA    Duces    Tecum— Authority    of    Clerk— Patent   Office 

IZTTBRFERENCB  PROCEEDINGS. 

Sec.  4906,  Revised  Statutes,  providing  that,  on  the  application  of  any  party 
to  a  contested  case  pending  in  the  Patent  Office,  the  clerk  of  any  Federal  court 
ahall  issue  a  subpcena  for  a  witness  couunanuing  him  '*  to  appear  and  testify/' 
does  not  include  an  authority  to  issue  a  sabpcDua  duces  tecum. 

Messrs,  Jones,  Carson  4b  Phillifs  for  the  motion. 
Mr.  Archibald  E.  Dewey  opposed. 

STATEMENT  OF  THB  OASB. 

Rale  to  show  cause  why  an  attachmeut  should  not  issue  against 
George  Stuart  for  contempt  in  refusing  to  produce  ceitain  letters  in 
obedience  to  a  subpcena  duces  tecum  issued  by  the  clerk  iu  an  inter- 
ference proceeding  pending  in  the  Patent  Office. 

The  subpoena  was  issued  under  section  490G,  Revised  Statutes,  which 
reads  as  follows: 

Sec.  4906.  The  clerk  of  any  court  of  the  United  States,  for  any  district  or  territory 
wherein  testimony  is  to  be  taken  fur  use  in  any  contested  case  pending  in  the  Fatent 
Office,  shall,  upon  the  application  of  any  party  thereto,  or  of  his  agent  or  attorney, 
iuiie  a  subpcpua  for  any  witness  residing  or  being  within  such  district  or  territory, 
couiuianding  hiiu  to  appear  and  testify  before  any  officer  in  such  district  or  territory 
aathorixed  to  take  depositions  and  affidavits,  at  any  time  and  place  in  the  subpcena 
stated.  But  no  witness  shall  be  retiuired  to  attend  at  any  place  more  than  forty 
miles  from  the  place  where  the  Bubpo^na  is  served  upon  him. 

Dallas,  J.: 

Under  section  4906  of  the  Revised  Statutes  a  subpoena  was  issued  by 
the  clerk  of  this  court,  commanding  George  Stuart  to  appear  and  testify 
before  an  officer  iu  this  district  authorized  to  take  depositions  and  affi- 
davits, at  a  time  stated  in  the  subpa^na,  and  at  a  place  not  more  than 
forty  miles  from  tlie  place  where  the  subpcena  was  served  upon  said 
George  Stuart.  In  this  subpcena  a  clause  of  duces  tecum  was  inserted, 
commanding  also  the  production  of  a  certain  letter.  The  subpcvna  is 
under  the  seal  of  this  court,  and  the  testimony  to  be  taken  is  for  use 
iu  a  contested  case  pending  in  the  Patent  Office.  The  witness  has  duly 
appeared  and  testified;  but,  upon  a  ground  and  for  reasons  which  need 
not  be  particularly  mentioned,  but  which  would  not  constitute  a  justifi- 
cation ot  his  refusal  if  a  lawful  subpaMia  in  that  behalf  had  been  duly 
served  upon  him,  he  lias  declined,  ami  still  declines,  to  produce  the 
letter  referred  to.    He  disclaims,  through  his  counsel,  any  disrespect 
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to  the  court,  or  iuteiuled  coutempt  of  its  process,  and  seeks  only  an 
adjudication  upon  the  question  of  the  regularity  and  sufficiency  of  tbe 
subpoena,  as  to  the  duces  tecum  clause.  To  thia  he  is  entitled.  If  the 
writ  is  not  lawful,  disobedience  is  not  a  contempt.    (B.  8.,  725.) 

The  authority  to  issue  any  subpoena  sucli  as  has  been  issued  in  this 
instance  is  and  must  be  wholly  statutory.  It  is  derived  from  and  is 
dependent  solely  upon  the  section  of  the  Revised  Statutes  which  I 
have  mentioned.  In  the  absence  of  that  section  any  subpoena,  either 
to  testify  or  to  produce  a  document,  could  not*,  in  aid  of  a  proceeding 
in  the  Patent  Office,  be  lawfully  issued  by  tbe  clerk  of  this  court  It^ 
and  it  alone,  casts  the  duty  upon  the  clerk  to  issue  a  subpoena;  and  in 
charging  him  with  the  performance  of  that  duty  it  expressly  defines 
and  limits  its  extent,  and,  of  course,  restricts  his  power  within  the 
same  boundaries.  The  language  of  this  legislation  is  not  general  or 
indefinite;  it  is  particular  and  specific: 

The  derk  *  *  *  shall,  •  •  •  iasae  a  aabpoBiu  for  any  witness  •  •  •  eoin- 
manding  hhn  to  appear  and  testify. 

It  is  not  admissible  that,  from  these  words,  a  duty  and  authority  to 
issue  a  subpoena  commanding,  under  penalty,  the  production  of  docu- 
ments, should  be  implied.  This  is  unquestionable  upon  genersd  prin- 
ciples; but  in  this  matter  the  intent  of  Congress  that  such  an  implica- 
tion of  power  should  not  be  assumed  is  quite  obvious.  In  this  con- 
nection it  has  said  nothing  whatever  about  a  subpoena  duces  tecum, 
but,  in  dealing  with  the  subject  of  depositions  under  a  dedimus  potes- 
tatem,  it  has  plainly  and  expressly  distinguished  a  subpoena  to  testify 
merely  from  a  subpoena  duces  tecum.  I  must  presume  that  the  distinc- 
tion was  in  mind  in  the  passage  of  section  4906,  as  well  as  in  the  enact- 
ment of  sections  868  and  869,  and  that,  if  in  tbe  former,  as  in  the  lat- 
ter, it  had  been  intended  to  authorize  a  subpoena  duces  tecum,  that 
intention  would  have  been  expressed. 

The  rule  for  attachment  is  discharged. 


[U.  8.  Clrovlt  Court  of  AppMli— Sixth  dronit] 

OOLUHBUS  WATOH  COMPANY  BT  AL.  V.  BOBBINS  BT  XU 

VefAded  October  10, 1892. 

e2  O.  G.,  19S3. 

Appeals— Jurisdiction— Circuit  Courts  of  Appeal— Interlocutory  Injunc* 
TioN  IN  Patent  Cases. 
A  decree  suBtaining  the  vaUdlty  of  a  patent,  declaring  infringement,  directing 
an  injunction  perpetual  in  form,  and  referring  the  cause  to  a  master  to  take  an 
account  of  damages  and  profits,  is  not  api>ealable  in  its  entirety,  so  as  to  giye 
the  Circuit  Court  of  Appeals  jurisdiction  to  finally  determine  the  questions  of 
yalidity  and  infringement,  for  tlie  decree  is  not  final  in  its  nature  andapi>ealable 
as  such  under  prior  laws,  but  is  interlocutory,  and  on  an  appeal  therefrom,  under 
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section  7  of  the  act  creating  the  Circait  Conrt  of  Appeals,  the  court  is  limited  to 
the  qnestion  whether  the  ii^uaction  waa  providently  granted  in  the  exercise  of 
a  legal  discretiou  and  it  can  have  no  Joriadiction  to  render  a  decision  on  the 
other  questions,  even  at  the  reqiiest  of  hoth  parties.  {Dudley  E,  Jouet  Cc.  v. 
Mttuger  M€m%f0,  Co,,  C.  D.,  1892,  249; '68  O.  G.,  274;  50 .Fed.  Eep.,  785;  1  C.  C. 
A.,  158,  disapproved.) 

Appeal  fh)m  the  Circait  Court  of  the  United  States  for  the  eastern 
division  of  the  Southern  District  of  Ohio. 

Statement  by  Jackson,  circuit  judge: 

On  application  of  the  parties  to  have  this  Court,  under  the  appeal 
from  an  interlocutory  order  of  the  lower  court  izrranting  an  injunction, 
hear  and  linally  determine  the  merits  of  the  controversy  relating  to  the 
validity  of  the  patent  in  suit  and  the  infringement  of  the  same. 

Mr.  James  Watson  and  Mr.  M.  2>.  Leggett  for  the  appellants. 
Mr.  Lysander  Hill  and  Mr.  Oearge  S.  Prindle  lor  the  appellees. 

Befoi*e  Jackson  and  Taft,  circuit  judges,  and  Hammond,  district 

judge. 

Jagkson,  J. : 

The  appellees,  as  assignees  and  exclusive  owners  of  Beissued  Letters 
Patent  No.  10,631,  dated  August  4, 1885,  for  improvements  in  stem- 
winding  watches,  brought  this  suit  in  the  ordinary  form  against  appel- 
lants for  the  infringement  thereof.  On  the  hearing  of  the  cause  upon 
the  pleadings,  proofs,  exhibits,  etc.,  the  Circuit  Court  sustained  the 
validity  of  the  original  and  reissued  patents,  adjudged  that  defendants 
had  inlHnged  certain  claims  of  the  reissue,  ordered  the  usual  account 
as  to  damages  and  profits,  and  granted  an  injunction  restraining  them, 
their  officers  and  agents,  ftom  making,  selling,  or  using  watches  or  watch- 
movements  embraciEg  and  embodying  the  invention  or  improvements 
described  in  and  covered  by  the  claims  of  the  reissue  which  were  held 
to  be  infKnged.  (See  50  Fed.  Bep.,  545.)  This  decree  was  passed  in 
May,  1802.  The  defendants  filed  an  assignment  of  errors  and  prayed 
an  appeal  from  the  entire  decree  and  for  a  supersedeas  of  the  iivjunction. 
The  Circuit  Court  allowed  an  appeal  from  so  much  of  its  said  decree  as 
granted  the  injunction,  but  denied  it  as  to  the  balance  of  the  decree^ 
the  order  of  the  court  upon  the  prayer  for  appeal  being  as  follows: 

And  now  npon  the  filing  of  the  assignment  of  errors  and  petition  for  appeal  of  the 
defendants  by  their  solicitors  for  an  appeal  in  said  cause  to  the  United  States  Cir- 
eoit  Conrt  of  Appeals  for  the  sixth  oironit^  and  for  a  iuperaedeaa  of  the  livj  unction 
granted  in  said  oanae,.the  court  refuses  the  appeal  as  prayed,  being  of  the  opinion 
^hat  sneh  an  appeal  can  be  taken  only  firom  a  final  decree,  but  allows  an  nppeal 
ftom  so  much  of  the  deoxee,  the  same  being  interlocutory,  as  grants  an  inj  unction 
against  the  defendants,  on  condition  that  appellants  [defendants]  file  an  appeal 
bond  for  $10,000  herein,  withm  ten  days,  conditioned  as  repaired  bv  law.  with 
purity  to  be  approved  by  one  of  the  ^ud^es  pf  ^ia  ooort, 
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Under  and  in  porsnance  of  this  allowance  of  appeal  the  defendants, 
on  the  same  day— June  1, 1892— illed  the  required  bond  for  superseding 
the  injunction,  which  bond  recited  that — 

an  appeal  kM  been  allowed  from  so  mnch  of  aaid  decree  as  grants  an  iiy unction 
agiunst  the  defendants,  and  a  iupersed^M  of  said  injunction  granted. 

The  appellants  having  perfected  their  appeal  from  so  much  of  the 
decree  below  as  granted  the  injunction,  a  fall  and  complete  transcript 
of  the  record  has  been  filed  and  the  case  docketed  in  this  Court.    The 
appellants  and  appellees  now  make  application  to  this  Court  to  hear 
and  finally  determine  the  entire  cause  upon  its  merits— that  is,  to  finally 
decide  and  ad^judicate  the  matters  of  controversy  touching  the  validity 
of  the  reissue  patent  and  the  question  of  its  infringement — ^to  the  end 
that  the  delay  and  expense  incident  to  taking  of  the  account  of  damages 
and  profits  directed  by  the  decree  below  may  be  obviated  should  this 
Qourt  adjudge  that  the  Circuit  Court  was  in  error  in  sustaining  the 
patent  and  in  finding  that  it  had  been  infringed.    This  application  is 
rested  upon  the  authority  of  Richmond  v.  Atwood^  (CD.,  1892,  676; 
61  O.  G.,  1656;  48  Fed.  Eep.,  910;  1  C.  C.  A,,  144,)  decided  by  the 
Circuit  Court  Of  Appeals  for  the  first  circuit,  and  Dudley  E.  Jomea 
Co.   V.   Hunger  Manufg.  Co.,  (C.  D.,  1892,  249;    58  O.  G.,  274;  60 
Fed.  Eep.,  786;  1  C.  C.  A.,  168,)  decided  by  the  Circuit  Court  of 
Appeals  for  the  fifth  circuit.    In  the  latter  case  the  Circuit  Court 
of  Appeals  for  the  fifth  circuit  expressed  the  opinion  that  an  appeal 
like  the  present,  under  the  seventh  section  of  the  act  of  March 
3, 1891,  invested  the  appellate  court  with  such  jurisdiction  over  the 
cause  that,  if  the  appellee  submitted  to  its  being  heard  and  decided 
upon  its  merits,  the  court  had  the  authority  to  consider  and  finally 
determine  the  entire  controversy.    It  will,  however,  be  observed  that  the 
order  in  that  case  remanding  the  cause  to  the  CircuitCourt  only  directed 
the  injunction  to  be  dissolved  and  discharged.    In  Btchmondy.  Attoood 
the  court  went  into  a  consideration  of  the  questions  relating  to  the 
validity  of  the  patent  and  its  infringement  for  the  purpose  of  ascer- 
taining whether  the  injunction  was  properly  or  improperly  granted, 
and  did  not  undertake  to  pronounce  any  judgment  or  decree  upon  the 
merits,  as  this  Court  is  requested  to  do  in  the  present  case. 

We  entertain  no  doubt  as.to  the  power  and  duty  of  this  Court,  under 
the  present  appeal,  to  examine  and  consider  the  case  presented  by  the 
record  for  the  purpose  of  determining  whether  the  order  of  the  lower 
court  granting  the  ii^unction  was  or  was  not  erroneous;  but  we  find 
ourselves  unable  to  concur  in  the  opinion  expressed  by  the  court^  in 
Dudley  JS.  Jones  Co.  v.  Hunger  Manufg.  Co.,  that  this  Court  can,  by  the  sub- 
mission or  consent  of  the  parties,  assume  and  exercise  jurisdiction  over 
the  subject-matter  of  the  litigation  not  covered  by  the  api>eal  allowed 
and  taken.  It  admits  of  no  question  that  the  entire  decree  of  the  Circuit 
Court  was  not  appealable  either  under  the  sixth  section  of  the  act  of 
March  3, 1891,  or  under  previous  proyisions  of  law,  {^wmmrd  v.  QHb^m^ 
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7  How.,  650;  Huminton  v.  Siainthorp^  2  Wall.,  106  j  Iran  Co.  v.  Martin^ 
132  U.  S.,  91;  10  Snp.  Gt.  Bep.,  32*.)  It  was  not  final,  bat  interlocu- 
tory, iu  its  character,  and  subject  to  the  further  and  future  control  of 
the  court  below,  and  that  court  properly  denied  an  appeal  from  the 
entire  decree,  and  allowed  it  only  from  so  much  thereof  as  related  to 
the  injunction  as  authorized  by  section  7  of  the  act  of  March  Sf,  1891. 
This  limited  appeal  from  a  i>art  of  the  interlocutory  decree  clearly  did 
not  remove  the  whole  case  or  the  entii-e  decree  from  the  Circuit  Court 
to  this  court.  It  only  brought  up  for  review  the  question  whether  the 
action  or  order  of  the  Circuit  Court  granting  the  injunction  was  proper 
or  improper.  This  Court,  by  virtue  of  that  appeal,  has  before  it  for 
determination  only  the  question  whether  that  injunction  should  be 
sustained  or  dissolved.  The  cause  is  still  pending  in  the  Circuit  Court 
upon  all  other  questions  and  matters  involved  in  the  litigation.  It  is 
weU  settled  that  in  respect  to  all  matters  and  questions  not  withdrawn 
by  said  appeal  and  still  under  its  jurisdiction  and  control  the  Circuit 
Court  may  hereafter,  either  before  or  upon  the  coming  in  of  the  master's 
report  upon  the  matters  of  account,  change  its  opinion  on  the  very 
question  s  this  Court  is  requested  to  decide  finally.  In  Fourniquet  v.  Per- 
kins (16  How.,  84)  the  rule  is  laid  down  that  the  whole  case  is  open 
for  revision,  and  that  the  court  may  change  all  interlocutory  decrees 
or  orders  relating  to  the  merits  when  the  cause  comes  to  final  hearing. 
The  same  general  principle  is  announced  in  Beehe  v.  RusseU^  (19  How., 
283-287;)  Craighead  y,  Wilsanj  {IS  How.,  199;)  Farrellyv.  Wood/olk^ 
(19  How.,  288,)  and  Green  v.  Fishy  (103  U.  S.,  518.) 

If  this  Court  were  now  to  pronounce  a  final  decree  upon  the  matters 
or  questions  which  still  remain  subject  to  the  jurisdiction  and  control 
of  the  Circuit  Court,  it  would  be  going  beyond  its  legitimate  sphere  of 
judicial  authority.  This  Court,  under  the  law  of  its  creation,  possesses 
and  can  properly  exercise  only  an  api>ellate  jurisdiction.  If  it  should, 
upon  the  request  or  consent  of  parties,  assume  to  pass  on  and  finally 
decide  upon  their  merits  causes  or  questions  pending  in  a  court  of  orig- 
inal jurisdiction,  and  not  properly  before  this  Court,  such  action  would 
clearly  involve  the  exercise  of  original  jurisdiction.  Consent  of  par- 
ties cannot  invest  this  Court  with  such  power  or  authority.  The  prov- 
ince of  this  Court  is  the  correction  of  errors  in  cases  properly  brought 
before  it  by  writ  of  error  or  appeal.  Bach  party  to  suits  is  not  only 
entitled  to  the  benefit  of  a  final  decision  of  the  court  below  on  the  merits, 
bat  to  the  revisory  jurisdiction  of  this  Court  for  its  final  disposition, 
after  the  court  of  original  jurisdiction  has  ceased  to  have  any  frirther 
control  over  the  controversy  or  litigation.  Until  the  questions  of  con- 
troversy leave  the  lower  court  and  cea^se  to  be  subject  to  its  control  this 
court  cannot  rightfrilly  take  jurisdiction  thereof  without  invading  and 
encroaching  upon  the  judicial  domain  of  such  lower  court.  The  act  of 
IMl,  section  7,  permits  an  appeal  from  an  interlocutory  order  granting 
or  continuing  an  ii^uuction.  The  present  appeal  is  allowed  and  taken 
from  such  an  order,  and  its  legal  effect  and  operation  are  to  remove 
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from  the  trial  cotirt  to  this  Court  only  that  part  of  the  decree  which 
relates  to  the  injunction.  That  part  of  the  interlocutor}'  decree  is 
before  this  Court  for  review.  The  lower  court  has  no  further  control  or 
jurisdiction  over  that  subject  until  it  receives  the  mandate  of  this  Court 
affirming  or  reversing  its  order  granting  the  injunction.  But  all  other 
parts  or  portions  of  the  interlocutory  decree,— «uch  as  those  relating 
to  the  validity  of  the  reissue  patent  and  its  infringement  and  the  ques- 
tions that  may  arise  upon  the  account  ordered  to  ascertain  certain 
damages  and  profits,  have  not  yet  left  the  jurisdiction  of  the  lower 
court.  That  court  may  hereafter  change  its  interlocutory  decree  on 
the  very  questions  this  Court  is  requested  to  decide  finally.  For  aught 
that  appears  or  is  known  to  this  Court,  the  lower  court  may  have 
already  done  so;  but  suppose  this  Court  should  decide  the  merits  of 
the  case,  its  decision  of  matters  or  questions  not  before  it  for  review 
under  the  present  appeal  would  have  no  binding  force  on  the  lower 
court,  and  might  be  wholly  disregarded  when  that  court  came  to  a 
final  hearing  of  the  cause.  Nor  would  the  premature  decision  of  this 
court  upon  questions  not  properly  before  it  prevent  either  side  from 
taking  an  appeal  from  the  final  decree  of  the  Circuit  Court  when  such 
a  decree  shall  be  hereafter  rendered. 

Such  a  course  of  practice  and  procedure  as  this  court  is  requested  to 
pursue  in  respect  to  matters  not  properly  before  it,  involving  the  exer- 
cise of  original  jurisdiction,  would  be  attended  with  great  oonfusiou 
and  perplexity  and  would  greatly  embarrass  theorderly  administration 
of  justice.  It  is  contrary  to  all  precedent  and  entirely  out  of  harmony 
with  the  Federal  judicial  system  of  the  United  States.  Under  that 
system  original  jurisdiction  can  only  be  exercised  by  the  courts  on 
which  it  is  conferred  by  the  Constitution  or  laws.  The  blending  of 
original  and  appellate  jurisdiction  is  not  sanctioned  by  either  the  Con- 
stitution or  laws  of  the  United  States.  Sound  principle,  as  well  as 
wise  public  policy,  requires  that  original  and  appellate  jurisdictions 
should  be  kept  distinct  and  independent.  To  blend  them  or  allow  one 
court  to  exercise  both  would  be  attended  inevitably  with  evil  and  mis- 
chievous results.  It  would  doubtless  have  been  well  if  in  the  creation 
of  this  Court  the  seventh  section  of  the  act  had  permitted  or  authorized 
an  appeal  from  interlocutory  decrees  sustaining  the  validity  of  iiatents 
and  adjudging  their  infringement,  so  as  to  obviate  in  many  cases  the 
taking  of  expensive  accounts  and  the  delays  incident  thereto.  This 
has  not,  however,  been  done,  as  we  construe  the  act  of  March  3, 1891, 
and  it  is  not  in  the  power  of  this  Court  to  afford  relief  such  as  the 
present  application  seeks  to  secure. 

In  our  view  of  the  subject  this  Court  cannot  properly  comply  with  or 
accede  to  the  application  of  the  parties  for  the  reasons  already  stated; 
that  the  appeal  as  allowed  and  taken  does  not  bring  up  for  renew  any- 
thing more  than  that  portion  of  the  interlocutory  decree  which  granted 
the  injunction,  and  that  to  consider  and  finally  decide  other  matters 
Wt  ooyere4  by  or  iudnded  in  the  appeAl  woulcl  inyolye  the  exerdso  of 
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original  jurisdiction,  when  this  Gonrt,  nnder  the  law  of  its  creation,  is 
restricted  and  confined  to  the  exercise  of  appellate  jurisdiction.  In  our 
opinion  the  submission  or  consent  of  parties  cannot  invest  this  Court 
with  the  jurisdiction  to  pass  upon  and  determine  finally  matters  of  con- 
troversy still  pending  in  the  lower  court  and  subject  to  its  control  and 
jurisdiction;  but  inasmuch  as  the  Circuit  Court  of  Appeals  for  the 
Fifth  Circuit,  in  the  case  of  I>udley  E.Jones  Co.v.MufigerManufg.  Co,y 
above  referred  to,  seems  to  have  entertained,  if  not  taken,  a  difiereut  view 
of  the  question,  this  Court  deems  it  proi)er  to  certify  the  matter  to  the 
Supreme  Court  of  the  United  States,  to  the  end  that  an  authoritative 
decision  may  be  made  by  that  Court,  which  will,  by  their  construction 
of  section  7  of  the  act  of  1891,  establish  a  uniform  rule  for  all  the  Circuit 
Courts  of  Appeals. 

The  following  order  was  thereupon  entered: 

This  cause  comes  before  this  Court  by  an  appeal  from  the  decree  of 
tlie  Circuit  Court  of  the  United  States  for  the  Eastern  Division  of  the 
Southern  District  of  Ohio  sustaining  the  Letters  Patent  of  the  appel- 
lees,  and  declaring  that  the  appellants  have  infringed  said  Letters 
Patent,  and  directing  the  issue  of  a  peri)etual  injunction,  and  ordering 
tiie  statement  of  an  account  of  profits  and  damages.  The  transcript 
presented  to  this  Court  shows  that  the  appeal  was  taken  inunediately 
firom  said  decree  before  accounting  was  had.  Both  parties  desire  that 
this  Court  should  give  a  iiill  hearing  on  the  merits  of  said  decree,  so 
fiir  as  relate  to  the  validity  of  the  patent  and  iniringement,  and  should 
enter  a  fioal  decree  in  this  Court  thereon,  the  parties  agreeing  between 
themselves  to  susi)end  accounting  until  the  decision  of  this  Court  can 
be  had.  This  Court,  however,  cannot  find  that  they  have,  under  the 
seventh  section  of  the  act  creating  United  States  Circuit  Appellate 
Conits,  jurisdiction  to  grant  ^ch  a  hearing  and  enter  such  a  final 
decree  as  is  asked,  because  said  decree  of  the  Circuit  Court  is  only  an 
interlocutory  decree  and  presents  on  appeal,  under  section  7,  only  the 
question  whether  the  decree  for  an  injunction,  interlocutory  in  fact, 
however  final  in  form,  was  improvidently  granted  in  the  legal  discre- 
tion of  the  court  and  involves  only  incidentally  the  question  of  the 
validity  of  the  patent  and  the  infringement  complained  of.  The  Cir- 
cuit Court  of  Appeals  for  the  Fifth  Circuit,  under  similar  circumstances, 
after  listening  to  adverse  argument  in  Dudley  E.  Jones  Co.  v.  Munger 
Manu/g.  Co.  (C.  D.,  1892,  249;  58  O.  G.,  274;  50  Fed.  Rep.,  785;  1 C.  C. 
A  ,  153,)  held  that  said  sei;tion  7  gave  jurisdiction  to  the  court  on 
agreement  of  parties  to  rendor  a  final  decree  on  the  merits  of  the  validity 
and  infringement  of  the  patent  involved.  As  the  judgment  of  this 
Court  differs  fh)in  that  of  a  co-ordinate  court,  the  instruction  of  the 
Supreme  Court  is  respectfully  recjuested  ui)on  the  question. 

It  is  therefore  ordered  that  a  copy  hereof,  certified  under  the  seal  of 
the  court,  be  transmitted  to  the  clerk  of  the  Supreme  Couit  of  the 
United  States.  OOgle 
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[U.  S.  Circuit  Court  of  Appealii— Ninth  Circuit.] 

nrNT  T5KOS.  FuuiT  Packing  Company  r.  Cassidy. 

Decided  October  24,  1S9J. 
G2  O.  G.,  19G5. 

1.  IXKRlXflKMKXT— OriXlON— E V I DF.NCB— 1>RYI N(J   APPARATUS. 

Id  an  notion  for  iiifriii^cinciit  of  n  patent  for  impvovcuienta  in  fruit  driers,  the 
)iatcntee,  after  Kttitin);  that  lio  lind  boen  cngn^ed  in  nicclianical  pni-Huits,  liiul 
8eeu  many  diflenmt  <lrierH,  uml  Iiod  sntlicient  knowledge  of  nifclianics  to  permit 
bini  to  give  an  intolligent  opinion  us  to  tbo  cost  of  a  piece  of  nincliiDfry  wlien 
ImHUw  it,  waH  uHk«'U  wliich  in  his  judgment  wunld  be  tbo  cheaper  to  couHtrnct, 
lilt)  or  tbo  allegcti  infringing  drier,  //c/d  tbiit  the  qu<>Htion  wan  n<it  olijectiou- 
able,  on  tbe  ground  tbat  tbo  witnesH  bad  said  be  did  not  know  tbe  cost  of  the 
infringing  drier. 

2.  SAMK— INVKXTIOX— BCRI>KX  Ol'  PROOF— DlRKCTIKO  VKRDICT. 

Tbe  existence  of  LetterH  Pat4*nt  issnod  in  due  form  const itntcspn'ma/acJ^  evi- 
dence of  tbo  validity  of  tbe  pat«*ut,  and  where,  in  an  action  at  law  for  infringe- 
nient,  sncb  lett<^rB  are  introduced  an  alleged  want  of  invention  is  matter  of 
dcfonse,  tbe  burden  of  showing  which  is  on  defcndnnt,  and  the  court  caunot 
direct  a  Judgment  for  defendant,  even  though  tbo  patentee  on  croas-exaniinatiou 
baa  given  evidence  that  may  tend  to  show  a  prior  state  of  the  art  excluding 
invention  on  bis  ]>art. 

8.   SaMK— IXBTUUCTIOXS— QUKSTIONfl  FOR  JURV. 

Whether  tb«'re  was  invention  in  tbe  patent,  whether  plaintiff  was  the  first 
inventor,  and  whether  tbe  use  of  gravity  catches  as  mechanical  equivalents  of 
spring  catches  was  known  at  the  time  of  plaintift''s  application  were  questions 
of  fact  for  the  jury. 

4.  Disclaim KR—MKCiiANiCA I.  Eqitivai.kxts. 

In  Letters  Patent  No.  172,008,  issued  January  25,  1876,  to  John  W.  Cassidy  for 
an  improvomcut  in  fruit-driers,  tbe  patentee  iirst  claimed  '*spdng  or  other 
cat4'hes«"  but,  on  an  objection  that  his  application  was  not  in  pro]>er  form, 
amended  by  striking  out  ''or  other/'  Held  thai  this  was  not  a  disclaimer  of 
gravity  catches,  which  were  known  mechanical  equivalents  for  spring  catchen. 

5*  Same— NoMiXAL  Damagks- Kvidkxce. 

Plaintiff,  owning  a  patent  for  two  improvements  in  fniit-driers,  sued  for  the 
infringement  of  but  one.  Held  tbat  nominal  clamagCH  only  were  recoverable 
wbei'e  tbe  evidence  showed  only  the  amonnt  of  a  license-fee  f<»r  both  devieoi» 
and  tbe  in'ofits  to  be  made  in  manufacturing  iruit-driers  containing  both  imjinive- 
monts. 

6.  Trial— iNHTRi'CTioxs- Waiver  of  Oiuectioxs. 

An  excei»tion  to  tbe  ctmrt's  rafusal  to  direct  a  verdict  for  defendant  at  the 
close  ofplaiutiff^H  cvidciM-e  in  waived  by  proceeding  in  tbe  cause  and  introduc- 
ing evidence*  for  the  defense.  {HaUway  Co,  v.  CummingM^  1  Sup.  Ct.  Rep.,  4SI3, 
100  IJ.  S.,  700,  and  JHSiimHce  Co.  v.  Craadaly  7  Sup.  Ct,  Kep.,  085, 120  U.  S.,  527, 
followed.) 

In  Error  to  tlie  Circuit  Courf  of  thelTiiited  States  for  the  Nortlieru 
District  of  California. 

Action  by  John  W.  Cassidy  aganist  Hunt  Bros.  Fruit  Pa<;kii)fr  Com- 
Iiaiiy  to  recover  damages  for  infring^eineut  of  patent.  Judgiueut  for 
pluiutifi*.    Defendant  brings  error.  *^' 
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Messrs.  Wheatanj  Kalloch  d;  Kiercc  for  the  appellant. 
Mr.  John  E.  Miller  for  the  appellee. 

Before  McEjsnna,  Boss,  aud  Knowles,  Judges. 

KnoWXES;  J,: 

Defendant  in  error  iustitated  suit  in  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  California  for  an  infringement  upon 
his  Letters  Patent  for  improvement  in  a  drying  apparatus  for  drying 
firnlt. 

The  allegations  in  tlie  declaration  are: 

Tlie  said  inventioii  related  to  aii  improved  device  for  dcsiccatin^v  fruit  and  otbor 
■obaiaiices  by  meaiiB  of  artillcini  heat,  aud  consiBted,  aiiiiong  other  things,  of  a  novel 
means  of  moving  the  trays  on  which  the  fruit  is  held  within  the  drying-chambers 
from  the  time  it  is  admitted  until  it  is  removed  therofroni,  ns  wiU  moro  fully  appear 
from  the  Letters  Patent  hereiuafter  set  out,  to  which  reference  is  here  made  for  a 
liiUer  description. 

The  charge  is  that  defendant- 
has  wrongfully  made,  used,  aud  sold  large  numbers  of  machines  containing  and 
embracing  the  invention  described  and  claimed  in  and  by  the  said  LetterH  Patent. 

Turning  to  the  Letters  Patent  we  find  what  are  the  inventions  claimed 
of  Gassidy.    lie  says  : 

First.  My  invention  relates  to  an  improved  device  for  desiccating  fruit  and  other 
sabstenees  by  means  of  artificial  heat ;  and  it  consists,  first,  in  a  novel  method  of 
utilizing  the  heat  which  passes  through  the  flues  from  the  furnace,  and  by  leading 
tliete  fines  around  the  chamber  within  suitable  pipes  or  cases,  and  making  oortuin 
openings  fix>m  these  cases  into  the  chamber,  I  am  enabled  to  admit  heated  air  from 
soy  or  all  sides,  and  at  different  heights  between  the  layers  of  fruit,  while  heat  is 
also  admitted  from  the  bottom  of  the  chamber,  or  not,  as  may  be  desired. 

Second.  My  invention  also  consists  in  a  novel  means  of  moving  the  fruit  within 
the  chamber,  from  the  time  it  is  admitted  until  it  is  again  removed. 

In  describing  this  second  invention  the  applicant  says: 

In  order  to  elevate  and  support  the  trays  of  fruit  after  thoy  are  introduced,  I  have 
employed  a  combination  of  movable  and  stationary  Htaudards  upon  two  opposite 
sides  of  the  chfunber,  and  these  standards  are  ]>rovided  with  spring-catclies,  which 
cm  be  forced  inward  to  allow  a  tray  to  pass  up,  but  will  return  to  their  xdaces  after 
it  passes  and  prevent  its  going  down. 

Plaintiff  in  error  says  in  his  brief  : 

The  patent  was  for  alleged  improvements  in  a  drying  apparatus. 

Defendant  in  error  says  in  his  brief: 

The  patent  in  suit  was  granted  to  John  W.  Cassidy,  *  *  •  and  covers  im- 
provements in  drying  apparatus  used  for  drying  fruits,  vegetables,  and  other 
produets. 

It  contains  two  claims.    Infringment  is  charged  of  the  second  only. 
Again: 

The  device  covered  by  the  first  claim  is  a  system  of  fines  for  evenly  distributing 
Uie  heat.  No  infringement  thereof  is  charged,  and  it  may  be  dismissed  from  q^- 
ridttraUon. 


264  DECISIONS   OF   U.  S.  COURTS  IN   PATEKT  CASES. 

Again : 

There  is  no  resemblance  >yhfttever  between  the  Alden  and  Cassidy  macfaineii 
further  than  the  fact  that  they  are  both  stack-driers.  But  the  Cassidy  claim  is  not 
for  a  stack-drier.    It  is  for  a  pecnliar  mechanism  to  lift  the  trays  of  a  stack-drier. 

From  tho  foregoiDg  it  would  appear  that  there  was  no  contention 
but  that  defendant  in  error's  patent  was  for  improvemeuts  in  fruit- 
driers  and  not  for  a  fruit-drier.  In  the  subsequent  consideration  of 
tliis  case  this  may  become  important. 

Plaiutilf  in  error  urges  that  the  Circuit  Gourt  committed  an  error  iu 
allowing  Cassidy  to  give  an  opinion  as  to  the  relative  costs  between  his 
patented  fruit-drier  and  the  Alden  fruit-drier.  The  witness  stated  that 
he  had  for  a  number  of  years  been  engaged  in  mechanical  pursuits; 
that  he  had  seen  a  great  many  fruit-driers  of  different  kinds;  that  he 
thought  his  knowledge  of  mechanics  sufficient  to  permit  him  to  give 
an  intelligent  opinion  as  to  the  cost  of  a  piece  of  machinery  when  he 
saw  it.    This  question  was  then  asked  him: 

With  that  as  a  basis  I  will  repeat  the  question,  and  will  ask  yon  which  in  yonr 
judgmtot  wonld  be  the  cheapest  to  construct,  yours  or  the  Alden  f 

The  objection  of  plaintiff  in  error  to  this  question  was — 

because  the  witness  says  he  does  not  know  what  the  Alden  drier  would  cost. 

It  will  be  seen  that  the  objection  was  not  that  the  witness  was  not 
competent  to  give  an  opinion  as  to  the  relative  costs  of  these  two 
machines,  or  that  this  was  not  a  competent  way  of  proving  their  rela- 
tive costs.  It  is  urged  by  plaintiff  in  error  that  the  cost  of  building  the 
Alden  drier  was  capable  of  exact  proof.  There  is  no  evidence  to  show 
this,  and  this  was  not  the  objection  made.  A  party  objectmg  to  the 
introduction  of  evidence  must  speciQr  the  point  of  objection  definitely, 
and  none  other  will  be  considered.  The  fact  that  the  witness  did  not 
know  the  exact  cost  of  the  Alden  machine  would  be  no  objection  to  his 
giving  hi»  opinion  as  a  competent  expert  as  to  its  cost.  A  party  is 
never  injured  by  a  question  propounded  to  a  witness  unless  he  cau 
show  injury  from  the  answer  thereto.  In  this  case  the  answer  w^aa 
much  narrower  than  the  question  would  have  warranted.  In  response 
thereto  the  witness  ssiid: 

I  think,  so  far  as  the  shifting  apparatus  is  concerned,  this  would  be  flftj'  per  cent^ 
cheaper  than  the  Aldou — fifty  or  seven ty-five. 

This  was  competent  evidence  upon  the  question  as  to  the  utility  of 
the  machine  of  the  defendant  in  error. 

The  next  error  claimed  by  plaintiff  in  error  to  have  been  committed 
by  the  Circuit  Court  is  in  its  refusing  to  instruct  the  jury  to  find  a  ver- 
dict for  defendant  when  the  plaintiff  in  the  court  below  had  rested  his 
case  upon  the  evidence  then  presented.  The  ground  upon  which  it  is 
urged  that  the  court  should  have  given  this  instruction  seems  to  be 
that  it  appeared  from  the  c\idence  that  there  was  no  novelty  in  plain- 
tift''s  patent;  that  it  was  superseded  by  the  Aldeu  machine;  that  Cassidy 
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had  sabstituted  in  liis  patent  only  inecbanical  equivalents  for  those 
devices  used  iu  the  Alden.  Plaintifi'  introduced  Lis  patent  in  evidence. 
This  \^hs  prima  faeie  proof  of  the  validity  of  his  patent.  In  the  case  of 
MUehell  v.  TUghman  (6  O.  G.,  209;  19  Wall.,  390)  the  Sapreme  Court 
said: 

A  patent  issaed  in  dae  form,  when  introduced,  is  prima  facie  presumption  of  its 
eoirectuess. 

In  Walker  on  Patents  the  rule  is  expressed  that  the  patent,  when 
introduced  in  evidence,  is  prima  facie  proof  of  its  own  validity,  unless 
it  appears  on  its  face  not  to  be  such  a  document  as  the  statute  pre- 
scribes. (Walk.  Pat.,  sec.  491.)  When  Letters  Patent  are  introduced 
in  evidence,  the  burden  is  cast  upon  the  defendant  to  show  that  they 
are  not  good  or  that  the  patentee  is  not  the  first  inventor.  (Blanehard 
V.  Pvfiuim,  8  Wall.,  420;  Seymour  v.  Osborne,  11  Wall.,  516-538.)  The 
question  of  anticipation  or  want  of  invention  is  a  matter  of  defense. 
The  question  of  anticipation  cannot  be  raised' without  notice  specifying 
the  anticipating  invention.  (Sec.  4920,  B.  S.)  The  question  as  to 
whether,  considering  the  previous  state  of  the  art,  no  invention  was 
made  by  the  patentee  may  be  raised  without  notice;,  but  the  want  of 
invention  in  a  patent  is  a  matter  of  defense  unless  the  thing  for  which 
a  patent  is  claimed  shows  on  its  face  that  it  is  without  invention. 
(Walk.  Pat.,  sec.  599.) 

In  the  following  cases  want  of  invention  is  spoken  of  as  a  defense: 
Uakn  y.  Harwood,  (0.  D.,  1885, 144;  30  O.  G.,  657 ;  112  U.  8.,  354;  5  Sup. 
Ct  Hep.,  174,  and  6  Sup.  Ct.  Rep.,  451 ;)  Bendy y.  Iron  Works,  (C.  D.,  1888, 
425;  43  O.  G.,1117;  127  U,  S.,  370;  8  Sup.  Ct.  Eep.,  1275.)  The  evidence 
given  by  Gassidy  concerning  the  Alden  drier  was  brought  out  by 
defendant  on  cross-examination.  It  would  appear  to  have  been  an 
attempt  on  its  part  to  make  out  its  defense  in  this  way.  If  the  evi- 
dence of  Gassidy  had  any  tendency  to  make  out  defendant's  defense,  it 
was  a  matter  for  the  jury  to  determine  its  weight;  and  they  should 
have  been  able  to  find  from  it,  beyond  reasonable  doubt,  that  there  was 
no  invention  in  his  patented  devices  or  that  it  had  been  anticipated. 
{Coffin  V.  Ogden,  5  O.  G.,  270;  18  Wall.,  120;  Walk.  Pat,  sec.  76.)  It 
was  not  pretended  that  the  Gassidy  machine  showed  want  of  invention 
on  its  face.  This  result  was  to  be  reached  only  by  evidence.  Under 
such  a  conditiou  there  could  have  been  no  error  in  the  court  refusing  to 
take  the  case  from  the  jury  and  decide  the  issue  of  facts  presented 
itself.  Defendant  in  error  urges  that  plaintiff  in  error  waived  the 
exception  to  the  refusal  of  the  court  to  instruct 'the  jury  to  find  for 
defendant  by  proceeding  in  the  cause  and  introducing  evidence  on  its 
part.  In  the  case  of  Grand  Trunk  Railway  Co.  v.  Cummings  (106  U.  S„ 
700;  1  Sup.  Ot  Eep.,  493)  the  Supreme  Court  said: 

It  is  nndoabtedly  true  that  a  cose  may  be  presented  in  wbicb  the  refusal  to  direct 
s  yerdict  for  the  defendant  at  the  close  of  plaintiff's  testimony  will  be  good  graaud 
for  the  reversal  of  a  Jadgment  on  a  yerdict  in  favor  of  tbe  plaintiff,  if  tbe  defend- 
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ant  rests  his  cose  on  such  testimony,  and  introdaoes  none  in  his  own  behalf;  bnt  if 
he  goes  on  with  his  defense,  and  puts  in  testimony  of  his  own,  and  the  Jnry  under 
proper  instructions,  finds  against  him  in  the  whole  evidence,  the  judgment  cannot 
be  reversed,  in  the  absence  of  defendant's  testimony,  on  account  of  the  original 
raftisal,  even  though  it  would  not  haye  been  wrong  to  give  the  instruction  at  the 
time  it  was  asked. 

In  the  case  of  Accident  Insurance  Co.  v.  Crandal  (120  U.  S.^  527;  7 
Sap.  Ct.  Bep.,  QS5)  the  Sapreme  Ooort  held  that  under  such  circum- 
stances the  ruling  of  the  Court — 

cannot  be  assigned  as  error  because  the  defendant  at  the  time  of  requesting  such  an 
instruction  had  not  rested  its  case. 

This  doctrine  was  affirmed  in  BolferUan  v.  Perkins^  (129  XT.  S.,  233;  9 
Sup.  Ct.  Bepy.  279.)  Under  these  controlling  authorities  the  conten- 
tion of  defendant  in  error  on  this  {Mint  must  be  sustained. 

Plaintiff  in  error  urges  that  under  the  evidence  it  was  wrong  to  have 
left  it  to  the  jury  to  determine  whether  or  not  gravity  catches  were 
mechanical  equivalents  for  spring  catches,  for  the  reason  that  defend- 
ant in  error  narrowed  his  claim  by  an  amendment  of  his  application 
for  a  patent  so  as  to  leave  out  of  his  claim  for  spring  or  other  catdies 
the  words  <<  other  catches."  It  does  appear  from  the  record  that  defend- 
ant in  error,  in  his  application  for  a  patent,  first  claimed  <<  spring  "  or 
<« other  catches"  and  then  amended  to  "spring  catches."  This  was 
done  by  direction  of  the  Patent  Office  on  the  ground  that  the^  applica- 
tion was  not  proper  in  form.  There  is  a  decision  of  the  Supreme  Court 
that  urges  that  such  application  should  not  be  received,  because  of 
indefiniteness  and  liability  to  misconstruction;  but  we  do  not  think 
that  this  can  be  classed  as  a  disclaimer  of  any  other  catches  which 
would  be  a  mechanical  equivalent  therefor.  Such  was  not  the  object 
of  the  amendment  or  the  reason  for  requiring  the  same.  Generally  a 
patentee,  no  matter  what  the  character  of  his  patent  may  be,  can  claim 
mechanical  equivalents  known  to  exist  at  the  time  of  the  application, 
whether  he  claims  them  or  not  in  his  application.  (Walk.  Pat,  sec- 
350;  Goodyear  Vulcanite  Co.  v.  Davis^  0.  D.,  1881,  131;  19  O.  G.,  643; 
102  U.  S.,  230;  Tatum  v.  Gregory^  0.  D.,  1892,  667;  60  O.  G.,  1753;  41 
Fed.  Bep.,  142.)  There  may  be  a  rule  of  strict  construction  applied  to 
patents  that  do  not  embrace  pioneer  inventions  when  considering  this 
question;  but  there  is  no  dispute  but  that  the  gravity  catches  were 
known  mechanical  equivalents  for  spring  catches  at  the  time  of  defend- 
ant in  error's  application.  There  would  seem  to  be  no  room,  then,  for 
construction  upon  this  i>oint.  If  defendant  in  error  is  entitled  to 
mechanical  equivalents  at  all,  he  should  be  in  this  case.  We  hold 
that  this  point  is  not  well  taken. 

The  Court  in  his  instructions  submitted  to  the  jury  the  question  as 
to  whether  there  was  invention  in  the  patent  and  as  to  whether  defend- 
ant in  error  was  the  first  inventor  of  the  devices  mentioned  in  his  patent, 
and  also  the  question  as  to  whether  gravity  catches  were  the  mechan- 
ical equivalent  for  spring  catches  known  at  the  time  of  the  patentee's 
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application.  These  are  all  questions  of  fact;  and  in  a  law  case  shoold 
be  submitted  to  the  jury  under  proper  instructions  as  to  the  law  appli- 
cable to  the  same.  This,  we  think,  was  properly  done  by  the  Court. 
Plaintiff  has  assigned  and  claimed  many  errors  as  committed  by  the 
Court  in  regard  to  the  refusal  to  instruct  as  requested  by  it  and  in  giv- 
ing certain  instructions  to  the  jury.  Considering  the  charge  as  a  whole, 
we  think,  upon  the  matters  above  stated,  it  was  correct  and  sufficient. 
Under  these  circumstances  we  think  it  a  profitless  expenditure  of  time 
to  consider  and  review  in  this  opinion  all  of  the  alleged  errors. 

The  plaintiff  in  error  upon  another  issue  not  above  stated,  namely, 
upon  the  question  of  damages,  asked  the  Court  to  instruct  the  jury  that, 
under  the  evidence  presented,  the  plaintiff  could  not  recover  more  than 
nominal  damages,  if  any.  As  stated  before,  defendant  in  error  claimed 
two  improvements  in  fruit-driers.  He  sued  for  an  infringement  of  but 
one  of  these  claims.  His  claim  for  damages  cannot  be  broader  than 
for  the  infHngement  he  claims.  In  other  words,  he  cannot  claim  dam< 
ages  for  anything  more  than  this  one  device.  He  is  injured  only  to  the 
extent  of  the  use  of  that  part  of  his  patent  which  has  been  inMnged. 
The  evidence  as  to  damages  consisted  of  evidence  of  a  license-fee  which 
he  had  fixed  for  both  of  his  devices,  and  evidence  of  the  profit  to  be 
made  in  manufacturing  fruit-driers  containing  both  of  these  improve- 
ments, and  also  certain  unpatented  features. 

The  authorities  are  full  upon  the  point  that  a  party  cannot  recover 
as  damages  the  profits  to  be  derived  from  the  manufacture  of  the  whole 
of  a  machine  when  only  a  portion  of  the  same  contains  a  patented  fea- 
ture. {Garretson  v.  Clark,  C.  D.,  1884,  206;  27  O.  G.,  524;  111  U.  S.,  120; 
4  Sup.  Ct.  Rep.,  29;  Bobsan  v.  Carpet  Co.,  C.  D.,  1885,  26C:  31  O.  G., 
787;  114  U.  S.,  440;  5  Sup.  Ct.  Rep.,  945;  Philp  v.  Nochy  17  WaU  ,  460.) 
The  burden  of  proving  damages  for  the  infringement  of  a  patent  is 
upon  the  plaintiff,  and  he  must  establish  his  damages  by  competent 
evidence,  and  they  must  not  be  left  to  be  surmised  or  arrived  at  from 
conjecture  by  the  jury.  ( Garretson  v.  Clark,  supra;  Blake  v.  Robertsanj 
C.  D.,  1877,  206;  11  O.  G.,  877;  94  U.  S.,  728.)  It  is  true  that  when 
there  is  no  evidence  which  can  be  produced  of  a  license-fee,  or  the 
profits  to  be  derived  from  the  manufacture  of  the  patented  device,  the 
jury  may  be  called  upon  to  determine  what  would  be  a  reasonable 
license  fee  when  proper  evidence  is  introduced  tending  to  establish  that 
fact.  (Walk.  Pat.,  sees.  563,  564.)  But  the  evidence  in  this  case  did 
not  have  a  tendency  to  establish  that  fact.  No  evidence  was  intro- 
duced for  that  purpose.  No  evidence  of  the  relative  utility  or  value  of 
the  two  devices  named  in  the  patent  was  presented.  The  proof  of  a 
license-fee  for  two  imi)rovement8  in  fruit-driers  is  not  competent  in 
order  to  show  the  damage  sustained  by  an  infringementof  one  of  these 
improvements.  {Philp  v.  Noek,  17  Wall,  460;  Seymour  v.  McCormiek 
16  How.,  480.)  The  market  price  of  two  pieces  of  land  could  not  be 
proven  in  order  to  show  the  market  value  of  one  of  these  pieces.  .lA 

C3 
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licei)se-fee,  wbeu  establislied  aod  agreed  to  by  the  public,  is  only  a 
me^DB  of  estimating  the  market  value  of  a  patented  machine  or  device 
of  which  the  patentee  had  been  deprived  by  infnugement.  {Seymour 
V.  MeCormickj  supra,  490,  opinion;  Packet  Co.  v.  Sickles,  19  Wall.,  617; 
Rude  V.  WestcotU  0.  D.,  1889,  543;  48  O.  G.,  399;  130  U.  S.,  162-166; 
9  Sup.  Gt.  Eep.,  403.)  PlaintifTs  evidence  was  of  such  a  character,  then^ 
in  our  opinion,  as  not  to  give  the  jury  the  means  of  arriving  at  any 
more  than  nominal  damages  for  plaintiff.  The  damages  found  cannot 
be  deduced  from  any  evidence  in  the  case,  but  must  have  been  reached 
by  surmise  or  conjecture,  and  the  evidence  was  not  of  the  character 
to  have  warranted  the  same.  It  was  therefore  error  in  the  court  below 
to  have  refused  plaintiff  in  error's  request  to  instruct  the  jury  that 
they  could  find  only  nominal  damages  for  plaintiff. 

For  this  error  the  judgment  of  the  court  below  is.  reversed  and  set 
aside  and  the  cause  remanded  for  further  proceedings. 


tSapr«me  Court  of  the  District  of  Colnmbl*— Qenend  Term.] 

United  States,  ex  bel.  Fowleb  et  al.,  v.  Commissioner  op 

Patents. 

Decided  June  S5,  1S90, 
62  0.G.,  1968. 

Mandamua  Against  Commissionkk  of  Patents  —  Inspkction  op  Arani>onkd 
Casks. 
In  a  petitiou  for  maiidamns  against  the  CommiBsioner  of  Pateuto  where  the 
prayer  was  for  permission  ''to  inspect  the  ahandoned  cases  in  the  United  States 
Patent  Office/'  and  was  not  confined  to  a  specific  case,  Held  that  no  snch  broad 
right  exists^ to  tiie  puhlic,  and  writ  refused.  (Citing  U.  S.  ex  rel.  U,  8.  Elee. 
LighHng  Co.  v.  Cow.  of  Pais,,  C.  D.,  1891,  271;  54  O.  G.,  267.) 

Petition  for  writ  of  ipaudamas  agaiust  the  Commissioner  of  Patents. 

Messrs.  Fatoler  it  Fowler ,  pro  se, 

Mr.  If.  L.  Frothingham  for  the  Oommissioner  of  Patents. 

statement  of  the  case. 

On  September  4, 1889,  the  relators  fllecl  a  petition  to  be  allowed  to 
inspect  the  abandoned  cases  in  the  United  States  Patent  Office.  This 
petition  sets  Ibrth  that  the  petitioners  are  doing  busincAS  at  the  city 
of  St.  Louis,  Mo.,  as  attorneys  jat  law  in  patent  cases;  that  .the 
Hydraulic  Brick  Machine  Company  of  said  city,  a  client  of  theirs,  has 
been  threatened  with  suit  for  alleged  infringement  of  Letters  Patent 
»o.  379,429,  of  March  13, 1888,  fi>r  improvements  in  building  blocks  or 
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bricks;  that  Raid  company  has  iiistracted  them  to  obtain  all  possible 
!iifi>rmation  relative  to  the  rights  of  the  aforesaid  parties  in  the  mat- 
ter; that  the  petitioners  are  desirous  of  protecting  their  client  afore- 
said from  said  snit,  and  have  reason  to  believe,  and  do  believe,  that 
the  sabjec^matter  of  the  aforesaid  patent  was  old  and  well  known  at 
the  time  the  application  therefor  was  filed;  that  the  owners  of  said 
patent  have  attempted  to  broaden  the  terms  of  their  clahu  by  constru- 
ing it  so  as  to  include  bricks  manufactured  by  the  company  aforesaid, 
which  are  substantially  different  from  the  building  block  covered  by 
the  said  Letters  Patent;  that  the  petitioners  have  reason  to  believe, 
and  do  believe,  that  an  application  for  a  patent  was  filed  in  the  United 
States  Patent  Office  and  abandoned  for  the  same  kind  of  a  building 
block  or  brick  manufactured  by  the  said  Hydraulic  Brick  Machine 
Company,  and  that  the  petitioners  are  fully  satisfied  in  their  own  minds 
that  the  owners  of  the  patent  aforesaid  have  no  rights  whatever  in  the 
matter  as  alleged  by  them. 

The  prayer  of  the  i)etition  is  <Hhat  an  order  be  issued  permitting 
them  to  inspect  the  abandoned  cases  in  the  United  States  Patent 
Office  in  order  to  protect  their  aforesaid  client  from  unnecessary 
expense  and  suit  to  the  great  injury  of  its  business  and  in  order  that 
substantial  justice  may  be  done  to  all  parties  and  all  facts  adduced 
which  may  be  just  and  proper  to  this  end." 

The  petitioners  referred  in  their  brief  in  support  of  the  said  x)etition  to 
United  States^  ex  rel.  Anthony  PoUok^  v.  ffallj  Commissioner  of  Patents^ 
(G.  D.,  1889,  582;  48  O.  G.,  1263,)  and  contended  that  by  this  decision 
they  had  ftdl  right  to  inspect  the  abandoned  applications  of  the  Patent 
Office,  as  prayed  for  in  their  petition. 

On  October  14, 1889,  this  petition  was  denied  by  the  respondent,  on 
the  ground  that  the  language  of  the-  court  in  that  case  implied,  first, 
that  a  request  should  be  made  for  a  specific  abandoned  application; 
second,  that  the  request  should  be  made  under  «<  reasonable  condi- 
tions;" third,  for  the  reason  that  the  inventions. represented  in  the 
abandoned  applications  of  the  Patent  Office  are  not  the  property  of  the 
public,  and,  fourth,  because  of  the  danger  of  th6  fraudulent  appropria- 
tion of  the  inventions  of  others.  Furthermore,  the  respondent  stated 
in  his  decision  denying  the  said  petition  that — 

If  the  petitioners  shall  make  request  for  cortified  copies  of  one  or  more  abandoned 
applications,  accompanied  by  a  reasonable  sn^gcstion  of  their  necessity  for  purposes 
of  evidence,  the  request  wiU  be  granted  under  authority  conferred  upon  the  Com- 
missioner by  Rule  179. 

Thereafter  and  on  February  28, 1890,  the  relators  filed  their  petition 
for  a  writ  of  mandamus. 

It  does  not  not  appear  anywhere  in  the  said  petition  to  the  Gommis> 
doner  of  Patents  that  the  relators  have  asked  to  inspect  any  specific 
abandoned  application,  but  have  asked  generally  to  inspect  all  abt^UT 
doned  applications  for  patents  in  tbe  Patent  Office, 
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Before  Cox,  James,  and  Hagneb,  Jadges. 

James,  J.,  (orally) : 

There  is  another  case  here  where  the  application  is  for  leave  to  search 
tlie  flies  of  the  secret  archives  of  the  Patent  Office  in  order  to  find  out 
whether  there  is  any  evidence  there.  What  I  have  already  said  covers 
that  ground.  ( U.  8.^  ex.  reL  U.  8.  JEkctric  Lighting  Co.j  v.  Comr.  ofPats.^ 
C.  D.,  1891,  271;  54  O.  G.,  267.)  Certainly  we  cannot  authorize  that 
by  writ  of  mandamus.  Not  every  one  can  go  there  and  search  the  files 
of  the  office.  There  is  no  such  right.  At  the  best,  the  law  only  cou- 
templates  the  specification  of  the  patent  and  it  is  not  every  paper  an 
applicant  can  have.  This  is  an  application  for  leave  to  search  to  see 
if  there  is  any  such  paper.  The  relators  ask  for  leave  to  investigate 
the  files  to  see  if  they  cannot  find  something.  Certainly  we  eihould  not 
interfere  by  writ  of  mandamus  to  any  such  extent. 

The  application  is  denied. 


[Snprome  Court  of  the  Unitod  StAtofl.] 

The  Columbus  Watch  Company  kt  al.  v.  Eobbins  et  ai- 

Decide  March  ;27, 1S03, 

63  O.  G.,  154. 

Patent— Ceetification  op  Cask  to  Supkeme  Court  from  Circuit  Court  of 
Appeals-— Requisites  ok. 
The  Circuit  Court  of  Appeals  for  one  circuit  having  on  a  matter  before  it  on 
appeal  reached  a  conclusion  opposite  to  that  reached  by  the  Circuit  Court  of 
Appeals  in  another  circuit  under  similar  circumstances,  certified  the  case  to  the 
Supreme  Court  solely  for  this  reason,  Held  that  the  certificate  was  esHcntially 
defective  in  that  it  did  not  Rpociiically  set  forth  the  qnebtion  to  be  determined 
and  did  not  state  that  instruction  was  desired  for  the  proper  decision  of  sach 
question. 

On  a  certificate  from  the  Uiiited  States  Circuit  Court  of  Appeals  for 
tbe  Sixth  Circuit. 

Mr.  James  Watson  and  Mr,  M.  D.  Leggett  for  the  appellants. 
Mr.  L,  Kill  and  Mr.  6.  8.  Prindle  for  the  appellees. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  Court: 
The  record  in  this  case  consists  of  the  following  certificate,  signed 

on  the  10th  day  of  October,  1892,  by  the  judges  then  holding  the  Circuit 

Court  of  Appeals  for  the  Sixth  Circuit: 

This  cause  comes  before  this  Court  by  au  appeal  from  the  decree  of  the  Circuit 
Court  of  the  United  States  for  the  Eastern  Division  of  the  Southern  District  of  Ohio 
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sastainiiig  the  Letters  Patent  of  the  appellees,  and  declaring  that  the  appellants  bare 
Jnftinged  said  Letters  Patent,  and  directing  the  issue  of  a  perpetual  injunction,  and 
t>tdering  the  statement  of  all  account  of  profits  and  damages.  The  transcript  pre* 
tented  to  this  Court  shows  that  the  appeal  was  taken  immediately  from  said  decree 
before  accounting  was  had.  Both 'parties  desire  that  this  Court  should  give  a  foil 
hearing  on  tho  merits  of  said  decree,  so  far  as  relate  to  the  ralidity  of  the  patent 
and  infringement,  and  should  enter  a  final  decree  in  this  Court  thereon,  the  parties 
agreeing  between  themselves  to  suspend  accounting  until  the  decision  of  this  Court 
can  be  had.  This  Conrti  however,  cannot  find  that  they  have,  under  the  7th  see- 
tion  of  the  act  creating  United  States  Circuit  Appellate  Courts,  jurisdiction  to  grant 
such  a  hearing  and  enter  such  a  final  decree  as  is  asked,  because  said  decree  of  the 
Circuit  Court  is  only  an  interlocutory  decree  and  presents  on  appeal,  under  section' 
7,  only  the  question  whether  the  decree  for  an  injunction,  interlocutory  in  fact,  how- 
ever final  in  form,  was  improvtdently  grante<l  in  the  legal  disci-etion  of  the  court 
and  involves  only  incidentally  the  question  of  the  validity  of  the  patent  and  the 
infringement  complained  of.  The  Circuit  Court  of  Appeals  for  the  Fifth  Circuit, 
under  similar  circumstances,  after  listening  to  adverse  argument  in  Dudlejf  JS, 
Jone$  V.  Hunger,  ^cl,  Co.,  (C.  D.,  1892,  249;  58  O.  G.,  274;  50  Fed.  Rep.,  785,)  held 
that  said  section  7  gave  jurisdiction  to  tho  court  on  agreement  of  parties  to  render 
a  final  decree  on  the  merits  of  the  validity  and  infringement  of  the  patent  involved. 
As  the  judgment  of  this  Court  differs  fh>m  that  of  a  co-ordinate  court,  the  instruc- 
tion of  the  Supreme  Court  is  respectfully  requested  upon  the  question. 

It  is,  therefore,  ordered  that  a  copy  hereof,  certified  under  the  seal  of  the  oourt^ 
be  transmitted  to  the  clerk  of  the  Supreme  Court  of  tho  United  States. 

By  section  sixth  of  the  judiciary  act  of  March  3, 1891,  establishing 
Gircmt  Courts  of  Appeals,  (26  Stat,  826,  c.  517,)  it  is  provided  that  the 
judgments  or  decrees  of  those  courts  shall  be  final  in  certain  enumer- 
ated classes  of  cases,  and,  among  them,  in  all  cases  arising  under  the 
patent  laws,  but  that,  in  such  cases,  the  Circuit  Court  of  Apx>eals  may 
certify  to — 

the  Supreme  Court  of  the  United  States  any  questions  or  propositions  of  law  ccm- 
oeming  which  it  desires  the  instruction  of  that  court  for  its  proper  decision. 

And  thereupon,  the  Supreme  Court  may  either  give  its  instruction  on  the  ques- 
tions and  propositions  oertified  to  it,  which  shall  be  binding  upon  the  circuit  court  of 
•ppeals  in  such  case,  or  it  may  require  that  the  whole  record  and  cause  may  l>e  sent 
up  to  it  for  its  consideration,  and  thereupon  shall  decide  the  whole  matter  in  contro- 
versy in  the  same  manner  as  if  it  had  been  brought  there  for  review  by  writ  of 
error  or  appeal. 

And  it  is  also  provided,  in  respect  of  cases  in  which  the  judgments 
and  decrees  of  the  Circuit  Courts  of  Appeals  are  made  final  that — 

it  shall  be  competent  for  the  Supreme  CourD  to  require,  by  oerUarari  or  otherwise, 
any  such  case  to  be  certified  to  the  Supreme  Court  for  its  revision  and  determination 
with  the  same  power  and  authority  in  the  case  as  if  it  had  been  carried  by  appeal 
or  writ  of  error  to  the  Supreme  Court. 

Thus,  in  the  interest  of  jurisprudence  and  uniformity  of  decision,  the 
suiiervision  of  this  court,  by  way  of  advice  or  direct  revision,  is  secured. 
{In  re  Woodg,  Petitioner,  143  U.  S.,  202;  Lau  Ow  Bew,  Petitioner ,  141  U. 
8.,  583;  144  U.  S.,  47,  58.) 

In  order,  however,  to  invoke  the  exercise  of  our  jurisdiction  in  the 
instmction  of  the  Circuit  Courts  of  Appeals  as  to  the  proper  decision 
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of  questions  or  propositions  of  law  arising  in  the  classes  of  cases  men* 
tioned,  it  is  necessary  that  sacli  qaestions  or  propositions  should  be 
clearly  and  distinctly  certified,  and  that  the  certificate  should  show 
that  the  instmction  of  this  Oourt,  as  to  their  proper  decision,  is  desired. 

It  was  long  ago  settled  under  the  statutes  authorizing  (xuestions 
upon  which  two  judges  of  the  Circuit  Court  were  divided  in  opinion  to 
be  certified  to  this  Court,  that  each  question  so  certified  must  be  a  dis- 
tinct point  or  proposition  of  law,  clearly  stated,  so  that  it  could  be.defi- 
nitely  answered,  (Perkins  v.  Hart^  11  Wheat.,  237;  S^idler  v.  Hoover j  7 
How.,  646^  Jewell  v.  Knight,  123  U.  S.,  426,  432;  Fire  Ins.  Aesoc.  v. 
Wicl'hamj  128  U.  S.,  426;)  and  that  if  it  appeared  upon  the  record  that 
no  division  of  opinion  actually  existed  among  the  judges  of  the  Circuit 
Court,  this  Court  would  not  consider  a  question  as  (tertifled  even  though 
it  were  certified  in  form.  {B,  R.  Company  v.  White,  lOL  U.  S.,  dS; 
Webster  v.  Cooper,  10  How.,  64;  Nesmith  v.  Sheldon,  6  How.,  41.) 

We  regard  the  certificate  before  us  as  essentially  defective.  It  does 
not  specifically  set  forth  the  question  or  questions  to  be  answered,  and, 
ai)art  from  that,  it  does  not  state  that  instruction  is  desired  for  the 
proper  decision  of  such  question  or  questions.  On  the  contrary,  it 
appears  therefirom  that  the  court  had  arrived  at  a  conclusion,  nothing 
doubting,  (for  reasons,  we  may  remark,  given  in  its  opinion  reported  in 
52  Fed.  Bep.,  337,)  but  that,  bex»use  the  Circuit  Court  of  Appeals  for 
another  circuit  had  reached  the  opposite  conclusion,  under  similar 
circumstances,  the  request  for  instruction  is  preferred. 

While  the  fact  that  the  Circuit  Court  of  Appeals  for  one  circuit  has 
rendered  a  different  judgment  from  that  of  the  Circuit  Court  of  Appeals 
for  another,  under  the  same  conditions,  might  furnish  ground  for  a 
certiorari  on  proper  application,  the  assertion  of  the  existence  of  such 
difference  and  of  the  wish  that  it  might  be  determined  by  this  Court 
is  not  equivalent  to  the  expression  of  a  desire  for  instmction  as  to  the 
proper  decision  of  a  specific  question  or  questions  requiring  determina- 
tion in  the  proper  disposition  of  the  particular  case.  The  difference 
can  only  exist  when  the  courts  have  actually  reached  contradictory 
results,  but  each  must  proceed  to  its  own  judgment,  unless  such  grave 
doubts  arise  as  to  induce  the  conviction  that  this  Court  should  be 
resorted  to  for  their  solution  in  the  manner  provided  for. 

As  in  our  judgment  this  certificate  is  not  in  compliance  with  the 
statute,  we  must  decline  to  certify  any  opinion  upon  the  matters 
involved,  and  direct  the  cause  to  be  dismissed. 
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[Snpreine  Court  of  the  United  States.] 

HoHossT  r.  The  HAHBUBa-AMEBicAN  Packet  Company. 

Decided  March  £7, 189S. 

68  O.  6.,  156. 

Appsals— Jurisdiction— Dbcrbk  Against  One  only  of  Sevekal  Defendants. 

Where  it  appeared  that  the  decree  in  the  Circuit  Coort  was  against  only  one  of 

several  defendants,  HM  that  the  suit  was  still  pending  and  undetermined 

against  the  other  defendants;  that  the  decree  was  not  flnal;  and  that  the  Supreme 

Court  had,  therefore,  no  Jurisdiction  of  the  appeal. 

Appeal  from  the  Oircnit  Court  of  the  United  States  for  the  South- 
em  District  of  New  York. 

Mr.  8.  8.  Clark  for  the  appellant 

Mr.  Walter  D.  Sdmands  for  the  appellee. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  Court: 
This  was  a  bUl  filed  by  Friedrich  Hohorst,  a  citizen  of  the  State  of 
New  York— 

against  the  Hamburg-American  Packet  Company,  a  corporation  organized  and  exist- 
ing under  the  laws  of  the  Kingdom  of  Hanover,  Empire  of  Germany,  and  doing 
business  in  the  city  of  New  York;  Henry  R.  Kunhnrdt,  Sr.,  Henry  R.  Kunhardt,  Jr., 
George  H.  Diehl,  citizens  of  the  United  States  and  residents  of  the  State  of  New 
York,  and  Arend  Behrens  and  William  Koester,  citizens  of  the  United  States  and 
residents  of  the  Btateof  New  Jersey, 

for  infringement  of  patent,  in  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  New  York,  September  15, 1888.  Sejptem- 
ber  17,  the  subpcdna  was  served  on  Henry  B.  Kunhardt,  Sr.,  as  a 
defendent,  and  as  general  agent  of  the  Hamburg  Company. 

November  o,  1888,  a  general  appearance  for  all  the  defendants  was 
filed,  and  on  December  18, 1888,  a  demurrer  on  behalf  of  the  Packet 
Company,  assigning  as  grounds  that  the  causes  of  action  against  the 
several  defendants  were  distinct  and  unconnected  and  hence  that  the 
bill  was  multifarious,  and  for  want  of  equity.  A  motion  was  made 
by  complainant,  December  24,  to  amend,  and  on  January  7,  1889,  a 
motion  by  defendant  to  dismiss.  On  January  28, 1889,  leave  to  amend 
was  granted  and  the  motion  to  dismiss  denied,  and,  on  February  2, 
1880,  the  amendments  were  made.  These  consisted  in  the  insertion  of 
the  word  *^ jointly "  in  the  allegation  of  the  defendants'  infringement^ 
and  also  of  the  following  allegation : 

Your  orator  further  states  that  all  of  the  defendants  ubove  named  are  inhabitants 
•f  the  city  and  county  of  New  York;  that  the  dofen<lant.* tho  Hamburg^  Amcricaii 
Packet  Company,  has  its  principal  business  oflSce  in  this  country,  located  in  the  city 
and  county  of  New  York ;  that  tlie  defendants  Heury  R.  Kunhardt,  Sr.,  Henry  R. 
Kunhardt,  Jr.,  George  H.  Diehl,  Arend  Itohrens,  and  William  Koester  arc  and  during 
the  time  of  the  infHngements  above  set  forth  were  copartners  under  the  firm  nam* 
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of  Kaiiliardt  <&  Co.^  nnd  as  such  copartners  are  and  were  the  agents  and  managers 
of  the  busiuesD  of  the  Ilambnrg  American  Paoket  Company  in  this  country,  and 
have  their  principal  bnsiness  office  as  such  locat'Cd  in  the  city  and  county  of  New 
York,  and  that  the  said  infringements  were  committed  in  the  prosecution  of  such 
business,  and  all  the  defendants  have  eo-operated  and  participated  in  all  the  said 
acts  and  infringements. 

On  February  16, 1889,  defendant  Hamburg  Company  served  notice 
of  final  hearing  upon  the  bill  of  complaint  and  demurrer,  and  on  Feb- 
ruary 21,  a  notice  was  given  of  a  motion  that  the  appearance  entered 
on  behalf  of  the  Hamburg  Company  be  changed  from  a  general  appear- 
ance into  a  special  appearance,  and  the  service  of  subpcBua  made  upon 
that  defendant  be  set  aside,  and  the  bill  of  complaint  dismissed  as 
against  the  company  because  of  lack  of  jurisdiction  of  the  court  over 
its  person. 

In  April,  1889,  an  order  was  granted  that  unless  complainant  with- 
drew his  amended  complaint  as  to  the  defendant  company,  and  stipu- 
lated to  go  to  trial  as  to  said  defendant  on  the  original  bill  of  complaint*, 
the  notice  of  appearance  should  be,  and  was  thereby  amended  into  a 
special  appearance,  and  the  service  of  the  subpoena  set  aside,  and  the 
bill  of  complaint  dismissed  as  against  said  company.    (38  Fed.  Rep.  273.) 

On  April  11, 1889,  the  notice  of  appearance  was  amended  according- 
ly, subpoena  set  aside  and  the  bill  of  complaint  dismissed  as  against 
the  company;  whereui)on  complainant  appealed  to  this  Court. 

So  far  as  appears  from  the  record,  the  suit  is  still  pending  and  unde- 
termined as  against  the  co-defendants  of  the  company.  We  are  of 
opinion,  therefore,  that  this  api>eal  cannot  be  maintained  because  the 
decree  rendered  in  favor  of  the  company  was  not  a  final  decree. 

In  Unit4}d  States  v.  Oirault,  (11  How.,  22,  32,)  which  was  a  writ  of 
error  to  review  a  judgment  rendered  by  the  Circuit  Court  of  the  United 
States  in  Mississippi  in  favor  of  some  of  the  defendants  only,  in  an 
action  on  «  bond,  leaving  the  suit  undisposed  of  as  against  one  defend- 
ant, this  Court  would  not  reverse  the  judgment  according  to  the  prac- 
tice in  Mississippi,  but  dismissed  the  writ  of  error;  and  Mr.  Justice 
Nelson,  delivering  the  opinion,  said: 

The  practice  in  this  Court,  in  case  the  judgment  or  decree  is  not-final,  is  to  dis- 
miss  the  writ  of  error  or  appeal  for  want  of  JoriBdiotion,  and  remand  it  to  the  court 
below  to  be  further  proceeded  in. 

Mctcalfi^8  case  (11  Coke,  38)  was  cited,  where  it  was  held  that  a  rec. 
ord  of  the  common  picas  could  not  be  removed  into  the  King's  Bench 
before  the  whole  matter  was  determined  in  the  common  pleas,  as  it 
WHS  entire  and  could  not  be  in  both  courts  at  the  same  time;  and,  also, 
Feet  v.  McGraw,  (21  Wend.,  667,)  wherein  Mr.  Justice  Nelson,  then 
Chief  Justice  of  Kew  York,  declared  that  a  cafle  could  not  be  sent  up 
in  fragment/S  by  a  succession  of  writs  of  errop. 
AgiiiJL  in  lloJconibc  v.  McKusick  (20  How.,  552)  it  was  said : 
It  is  the  settled  principle  of  this  court,  and  the  same  in  the  King's  Bench  in  Eng- 
land, that  the  writ  wiU  not  lie  until  the  whole  of  the  matters  in  oontroreny  in  the 
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■nit  below  we  dlipoMd  of.  Tho  writ  Ittolf  It  oonditioDaly  and  0om  not  salhoriM 
tho  ooort  Mow  to  noud  op  tho  oam,  nnloM  all  tbo  matten  betwoon  tho  partUt  to 
the  reeocd  havo  boon  determiood. 

Tbe  same  rule  is  applicable  to  an  appeal^  in  admirality.  {DoffUm  ▼. 
UMied  Rtateif  131  U.  B.  Appx^  LZXX,  and  in  equity,  TVxw  v.  De  la 
Vega,  U  WaU.y  SS2, 654.)  In  tbe  latter  case  it  was  held  tbat  a  final 
decree  on  tbe  merits  cannot  be  made  separately  sgalnst  one  of 
leveral  defendants  upon  a  Joint  cba^ge  against  all,  wbere  the  case  is 
still  pending  as  to  tbe  others.  It  is  trae  that  there  a  defttnlt  bad  been 
entered  with  a  decree  fro  caf\fd$9o  againat  one  of  several  defendants, 
and  a  final  decree  bad  been  made  absolate  against  him,  whereupon 
tbe  Oourt  proceeded  to  try  the  issues  made  by  the  answers  of  tbe 
other  defendants  and  dismissed  oomplainant^s  bill|  but  this  attitude 
of  tbe  case  illustrated  and  required  tbe  application  of  tbe  general  rule. 

In  WWmbury  ▼.  United  BtaiM  (5  WalL,  819)  it  was  decided  tbat 
where  a  decree  in  a  prise  cause  disposed  of  tbe  whole  mattej;  in  die- 
pute  upon  a  claim  filed  by  particular  parties  which  was  final  as  to  them 
and  their  rights,  and  final  also  so  fiir  as  the  claimants  and  their  rights 
were  concerned  as  to  tbe  United  States,  it  was  final}  while 'In  Ifonf* 
fomerjf  ▼.  Andenan,  (21  How.,  886,)  where  the  district  cotnt  of  the 
United  States  sitting  in  admiralty  decreed  tbat  a  sum  of  money  was 
due,  but  tbe  amount  to  be  paid  was  dependent  upon  other  dalms  that 
might  be  establisbed,  it  was  held  that  such  a<deoree  was  not  final. 

There  are  cases  in  equity  in  which  a  decree,  disposing  of  every 
ground  of  conteutbn  between  tbe  parties,  except  as  to  the  ascertain* 
ment  of  te  amount  in  a  matter  separable  flrom  tbe  other  subjects  of 
controversy,  and  relating  only  to  some  of  tbe  defendants,  may  be 
treated  as  final,  though  retained  for  the  determination  of  such  sever- 
able matter.  {HiU  v.  Chicago  A  EtamUm  B.  B.  Oo.^  140  U.  S.,  52.) 
But  this  ease  presents  no  such  aspect.  Oomplainant  insisted,  by  his 
aosended  bill,  that  tlie  alleged  liability  was  Joint,  and  that— 

all  the  dolbndaBts  havo  oo-optratad  and  partielpctad  in  all  the  lald  ao Ui  and  iiifHiiga* 


In  Bkaw  y.  q^Aneg  Mining  Co.  (145  U.  S.,  444)  a  bill  was  filed  against 
the  mining  company  and  others  in  the  Circuit  Oourt  of  the  United 
States  for  tbe  Southern  District  of  Kew  York,  and  service  of  subpcena 
was  made  upon  the  secretary  of  the  company.  The  company  appeared 
specially  and  moved  for  an  order  to  set  aside  the  service,  which  was 
granted,  whereupon  complainant  applied  to  this  Court  by  petition  for 
writ  of  mandamus  to  tbe  Judges  of  the  Circuit  Court  to  command  them 
to  take  Jurisdiction  against  the  company  upon  the  bill.  Tbe  groutid 
on  which  our  Jurisdiction  was  invoked  was  the  inadequacy  of  any  other 
remedy,  and  it  was  argued  that  as  tbe  cause  could  proceed  as  to  the 
other  dc^feudants^  no  final  Judgment  could  be  entered  upon  the  order  of 
the  Circuit  Court  and  no  appeal  taken  therefrom.  Pooalp 

Under  tbe  circumstances  this  appeal  must  be  dlsmii^'MNriirtfdf 
Jurisdiction,  and  it  is  so  ordered. 
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[U.  S.  Circuit  Court  of  Appeali— Third  Cirunit-l 

Wanamakeb  v.  Enterprise  Manufacturing  Company. 

Decided  Jamuai^y  27, 1893. 

68  O.  G.,  166. 

1.  Comity  Between  Circuits. 

A  Circuit  Court  should  follow  the  decision  of  another  Circuit  Court  upholding 
a  patent,  except  when  new  evidence  of  invalidity  is  introduced,  and  in  the 
latter  event  should  confine  its  investigation  to  the  additional  evidence.  {National 
Caeh  Beg\9ter  Co.  v.  American,  Ca$h  Begiiter  Co,,  ante  160;  62  O.  G.,  449;  53  Fed. 
Rep.,  367,  followed.) 

2.  6ame—Ciucuit  Court  of  Appeals. 

The  rule  of  comity  hetweon  Circuit  Courts  in  respect  to  decisions  in  patent 
cases  does  not  apply  to  the  Circuit  Court  of  Appeals,  and  the  latter  court  will 
examine  independently  all  the  questions  presented  by  the  record. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Pennsylvauia. 

Mr.  Horace  Pettit  for  the  api>ellant. 
Mr.  Charles  Eowson  for  the  api)ellee. 

Before  Dallas,  Circuit  Judge,  and  Wales  and  Buffington,  District 

Judges. 

Dallas,  J.: 

This  suit  was  for  iufringemeDt  of  claims  1  and  2  of  Pafent  No. 
271,398,  issued  to  John  G.  Baker  upon  January 30, 1883,  for  an  **imi)rove- 
ment  in  mechanism  to  cut  up  plastic  or  yielding  substances."  The  Cir- 
cuit Court  decided  that  the  second  claim  was  not  infringed,  and  there- 
fore the  first  claim  is  the  only  one  for  consideration  here.  The  defenses 
were  and  are  that  the  patent  is  invaUd,  and  that,  even  if  valid,  it  is  not 
infringed.  This  claim  had  been  twice  before  the  Circuit  Court  for  the 
District  of  Connecticut,  by  which  its  validity  was  considered — first  on 
motion  for  preliminary  injunction  and  afterward  upon  final  hearing. 
On  both  occasions  it  was  sustained.  {Enterprise  Manufg.  (Jo.  v.  Sargent^ 
C.  D.,  1888, 292;  42  O.  G.,  1403;  28  Fed.  Bep.,  185,  and  34  Fed.  Bep.,  134.) 
The  Circuit  Court  here  was  asked  to  consider  the  whole  subject  anew.' 
This  it  declined  to  do;  but,  accepting  the  prior  decision  of  the  Circuit 
Court  in  Connecticut  as  determinate  of  the  effect  of  the  evidence  upon 
which  it  had  been  based,  confined  its  own  investigation  to  the  additional 
evidence  introduced  in  this  case.  This  was  precisely  accordant  with  well- 
settled  and  approved  Circuit  Court  practice.  {Natitmal  Cash  Register 
Co.  V.  American  Cash  Register  Co.^  ante  160;  62  O.  G.,  449;  63  Fed.  Eep., 
367,  decided  by  this  Court  at  this  term.)  That  practice,  however,  is  not 
applicable  to  this  Court ;  and  we  therefore  have  independently  examined 
the  entire  record  before  us,  irrespective  of  the  decision  of  Judge  Ship- 
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man,  to  wliicb  we  have  referred,  and  in  review  of  the  decree  now 
appealed  from.  This  examination  has,  nevertheless,  fnlly  satisfied  as 
that  (so  fkr  as  presently  material)  both  are  right,  and  the  two  opinions, 
taken  together,  so  amply  sustain  the  conelnsion  reached  by  the  coart 
below  in  this  case  as  to  render  it  wholly  unnecessary  to  add  anything 
in  its  support. 
The  decree  of  the  Circuit  Oourt  is  affirmed,  with  costs. 


[Sn|«vme  Coart  of  tbe  Fntted  SUten.] 

HUBEB   ET  AL.  V.  N.  O.  NBLSON  MANOTACTXTEINO  COMPANY. 

Decided  March  27,  1S93, 

eS  O.  G.,  311. 

1.  UKrraD  States  Patrhts  for  Invkxtkixs  Previously  Patented  in  a  Por- 

KION    COVNTRT— EkTKCT    OT    EXPIRATION    OV    FOREIGN    PaTKNT    BeFORR 

Application  and  Grant  in  Uxitbi>  Statf^. 

A  United  States  patent  applied  for  and  granted  after  the  expirtftion  of  a  for- 

eign  patent  for  the  same  invention  never  had  any  force  or  validity.    The  delay 

in  applying  for  the  United  States  patent  nntil  after  the  foreign  patent  expired 

amounted  to  an  abandonment  of  the  right  to  a  United  States  patent; 

8.  Rrissued  Lkttbrs  Patknt-^Inadvertencb,  Accident,  and  Mistake— Same 

Invention— Broadened  Cijiims. 
Where  a  patent  was  reissued  for  the  pun^ose  of  enlarging  tlie  clsims  to  cofer 
•pparatns  patented  subsequently  to  the  date  of  complainants'  original  patent, 
and  where  the  element  omitted  from  the  claims  of  the  reissue  was  shown, 
described,  and  claimed  in  the  original  application  and  patent  as  an  essential 
element  of  each  of  the  combinations  claimed,  Held  that  the  failure  to  claim  the 
particular  oombination  not  claimed  in  the  original  patent,  but  claimed  in  the 
reiflane,  was  not  due  to  any  such  iniuivertence  or  mistake  as  would  authorize 
the  claiming  of  it  in  the  reissue,  and  that  the  reissue  is  not  for  the  same  inven- 
tion as  the  original  patent  and  is  therefore  void. 

▲ppbal  iW>m  the  Oircnit  Coart  of  the  United  States  for  the  Eastern 
District  of  Missoori. 

Mr.  Paul  Bakewell^  Mr.  A.  8.  Broirncj  Mr,  Anthony  rollokj  and  Mr. 
Philip  Mauro  for  the  appellants. 
Mr.  B.  K.  Ta/ylar  and  Mr.  B.  F.  Bex  for  the  appellees. 

Mr.  Justice  Blatohfobb  delivered  the  opinion  of  the  Court 
This  is  a  bill  in  equity,  filed  October  3, 1887,  in  the  Circuit  Court  of 
the  United  States  for  the  Eastern  Division  of  the  Eastern  District  of 
Missouri,  by  Henry  Huber  and  James  E.  Boyle,  as  plaintiffs,  against 
the  N.  O.  Nelson  Mannfrtctiiring  Company,  a  Missouri  corporation,  for 
alleged  infnngenient  of  two  patents. 

The  first  imtent  sued  upon  was  granted  June  27, 1882,  No.  260,232, 
for  an  improveinent  in  water-closets,  to  Henry  Hnber,  one  of  the 
plaiutifEs,  as  assignee  of  Stewart  Peters  and  William  Donald,  of  Glas- 
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.gow,  Sootlaiid.  That  patent  sets  forth  that  Peters  and  Donald  had 
presented  a  i)etition  for  the  grant  of  a  patent  for  such  improvement, 
and  had  assigned  their  right,  title,  and  interest  in  it  to  Haber,  and  that  a 
description  of  the  invention  vrss  contained  in  the  8i)eciflcation  annexed 
to  the  patent,  and  the  patent  granted  to  Hnber,  his  heirs  or  assigns, 
lor  seventeen  years  from  June  27, 1882,  the  exclusive  rij^t  to  make, 
use,  and  vend  the  invention  throughout  the  United  States  and  the 
Tenitories  thereof,  <<  subject  to  the  limitation  prescribed  by  section 
4887,  Bevised  Statutes,  by  reason  of  English  patent,  dated  April  7, 
1874,  No.  1207." 

The  answer  of  the  defendant  avers  that,  although  the  British  patent, 
No.  1207,  was  granted  to  Peters  and  Donald  on  April  7, 1874,  for  four- 
teen years  from  that  date,  it  was  subject  to  the  provisions  and  condi- 
tions of  section  2  of  chapter  5  of.  the  act  of  16  Victoria,  approved  Feb- 
ruary 21,  1853,  and  to  the  condition  thereunder  that,  if  Peters  and 
Donald,  their  executors,  administrators,  or  assigns,  did  not  pay  a  stamp 
duty  of  £100  on  the  patent,  before  the  expiration  of  seven  years  from 
its  date,  it  should  become  void;  that  such  duty  was  not  paid,  but  the 
patentees  voluntarily  allowed  the  patent  to  expire  at  the  end  of  seven 
years  from  its  date;  and  that  it  became  void  thereby,  and,  since  April 
7, 1881,  has  been  of  no  force  or  effect 

The  English  patent  covered  the  same  invention  which  is  covered  by 
United  States  Patent  Iso.  260,232.  Peters  and  Donald  assigned  all 
their  interest  in  the  invention  to  James  E.  Boyle,  October  27, 1881. 
The  application  for  the  United  States  patent  was  filed  November  29, 
1881;  and,  after  the  patent  was  granted,  Boyle  assigned  his  intereat 
to  Huber,  November  26, 1881.  Thus  it  appears  tliat  the  application 
for  No.  260,232  was  filed  more  than  seven  months  nfter  the  English 
patent  to  Peters  and  Donald  had  become  void,  and  that  the  invention 
was  assigned  by  Peters  and  Donald  to  Boyle  more  than  six  months 
after  that  patent  had  become  void. 

Sections  4886  and  4887  of  the  Bevised  Statutes  (which  were  taken 
from  sections  24  and  25  of  the  act  of  July  8, 1870,  ch.  230, 16  Stat,  201) 
read  as  follows: 

Skc.  4886.  Any  pcraon  who  has  invented  or  discovered  any  new  and  naeftil  art^ 
machine,  manufacture  or  comitosition  of  matter,  or  any  new  and  nsefiil  improyement 
thereof,  not  known  or  used  by  others  in  this  country,  and  not  patented  or  described 
in  any  printed  publication  in  this  or  any  foreign  country,  before  his  invention  or 
discovery  thereof,  and  not  in  public  use  or  on  sale  for  more  than  two  years  prior  to 
his  application,  unless  the  same  is  proved  to  have  been  abandoned,  may,  upon  pay- 
ment of  the  fees  required  by  law,  and  other  due  proceedings  had,  obtain  a  patent 
therefor. 

8rc.  4887.  No  person  shall  be  debarred  from  recefVing  a  patent  for  his  invention 
or  discovery,  nor  shall  any  patent  be  declared  invalid,  by  reason  of  its  having  been 
first  patented  or  caused  to  bo  patented  in  a  foreign  country,  unlets  the  same  haff 
been  introduced  Into  public  use  in  the  United  States  for  more  than  two  years  prior 
to  the  application.  But  every  patent  granted  fur  an  invention  which  has  been 
previously  patented  in  a  foreign  country  shall  be  so  limited  as  to  expire  at  the  i 
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time  with  the  foreign  patent,  or,  if  there  be  more  than  one,  at  the  naiue  time  with 
the  one  haying  the  thortest  term,  and  in  uo  caiie  shall  it  be  in  force  more  than 
■ere&teen  yeaxB. 

It  was  contended  for  the  defendant  in  the  Gircait  Court,  and  was  so 
held  by  that  conrt,  that  Patent  No.  200,232  was  void,  under  section  4887 
of  the  Bevised  Statutes,  because  it  was  granted  after  the  English  patent 
to  Peters  and  Donald  bad  ceased  to  exist.  Tlie  opinion  of  Jndge 
Thayer,  who  held  the  Circuit  Court,  is  reported  in  C.  D.,  1889,  'M; 
47  O.  G^  1732;  38  Fed.  Rep.,  830.  The  facts  above  set  f6rth  arc  undis- 
puted* Jndge  Thayer  held  that,  under  the  decision  of  this  Court  in 
Baie  Befrigerating  Co.  v.  Eammond  (C.  D,,  1889,  330;  40  O.  G.,  089; 
129  n.  B.,  151,)  Patent  No.  200,232  was  void. 

In  Bate  Be/rigeraUng  Co.  v.  Hammondj  a  United  States  patent  had 
been  granted  November  20, 1877,  for  seventeen  years,  on  an  applica- 
tion filed  December  1, 1870.  A  patent  for  the  same  inveution  had  been 
granted  in  Canada,  January  9, 1877,  to  the  same  patentee,  for  five  years 
firom  that  day,  on  an  application  made  December  19,  1870.  On  a 
petition  filed  in  Canada  by  the  patentee,  December  5,  1881,  the  Can- 
ada patent,  on  December  12,  1881,  was  extended  for  five  years  fi*om 
January  9, 1882,  and  on  December  13, 1881,  for  five  years  firom  January 
9, 1887,  under  section  17  of  the  Canada  act  assented  to  June  14,  1872, 
(35  Victoria,  c  20.)  On  those  facts,  this  Court  held,  under  section  4887 
cithe  Bevised  Statues,  that,  as  the  Canada  act  was  in  force  when  the 
United  States  patent  was  applied  for  and  issued,  and  the  Canada 
extension  was  a  matter  of  right,  at  the  option  of  the  patentee,  on  his 
payment  of  a  required  fee,  and  the  fifteen  years'  term  of  the  Canada 
patent  had  been  continuous  and  without  interruption,  the  United  States 
patent  did  not  expire  before  the  end  of  the  fifteen  years  duration 
of  the  Canada  patent.  Of  course,  the  Canada  patent  was  in  force 
when  the  United  States  patent  was  granted,  and  the  question  presented 
in  the  present  case  did  not  distinctly  arise.  Judge  Thayer  held,  that 
it  was  a  logical  conclusion  from  the  decision  in  Bate  Befrigerating  Co. 
Y.  Hammond  that  a  United  States  patent  which  was  issued  subject  to 
the  provisions  of  section  4887,  remained  in  force  no  longer  than  the 
fbreign  i>atent  having  the  shortest  term,  and  that  the  omission  to  do  an 
aet  required  by  the  foreign  law,  which  worked  an  absolute  foifeiture 
of  the  foreign  grant,  extinguished  tlie  United  States  patent. 

The  Circuit  Court  also  held  that,  as  section  4887  enacted  that  the 
United  States  patent  granted  for  an  invention  which  had  been  previ- 
ously patented  in  a  foreign  country  should  be  so  limited  as  to  exph*e  at 
the  same  time  with  the  foreign  patent,  it  presupposed  that,  at  the  date 
of  the  United  States  patent,  there  was  in  force  a  foreign  patent  for  the 
invention  I  and  tbat,  if  there  was  no  such  foreign  patent  in  force  when 
the  United  States  patent  issued,  but  only  one  which  had  lapsed  and 
beeome  void,  altliough  therefore  granted  for  the  invention,  thei'e  was 
no  authority  in  law  for  the  United  States  grant    In  other^vordS|  the 
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moment  Patent  No.  260,233  was  granted,  section  4887  took  effect  upon 
it,  and  caused  it  to  expire  in  the  same  instant  in  which  it  was  created, 
or  to  be  strangled  in  its  birth. 

The  final  decree  of  the  Circuit  Court  in  the  present  case  was  entered 
Bfay  25, 1889.  It  decreed  among  other  things  that  No.  260,232  was 
issued  without  authority  of  law,  and  was  null  and  void.  Since  that 
time,  and  on  March  24, 1 890,  this  Court  decided  the  case  of  Pohl  v.  Anchor 
Bremng  Co,,  (C.  D.,  1890,  275;  61  O.  G.,  156;  134  IJ.  S.,  386,)  in  which 
we  held  that  a  United  States  patent  ran  for  the  term  for  which  the  prior 
foreign  patent  was  granted,  without  reference  to  whether  the  latter 
patent  became  lapsed  and  forfeited,  after  the  grant  of  the  United  States 
patent,  by  reason  of  the  failure  of  the  patentee  to  comply  with  the 
requirements  of  the  foreign  patent  law.  But  that  case  did  not  dis- 
tinctly cover  the  present  one,  because  in  that  case  the  foreign  patent 
was  in  force  when  the  United  States  patent  was  granted,  and  it  became 
lapsed  or  forfeited  thereafter,  in  consequence  of  the  failure  of  the  pat- 
entee to  comply  with  the  requirements  of  the  foreign  patent  law. 

We  are  of  opinion  that,  as  in  the  case  at  bar  the  foreign  patent 
was  not  in  force  when  the  United  States  patent  was  issued,  the  latter 
patent  never  had  any  force  or  yalidity.  The  delay  in  applying  for  the 
United  States  patent,  until  after  the  foreign  patent  expired,  amounted 
to  an  abandonment  of  the  right  to  a  United  States  patent.  This  is  in 
accordance  with  the  view  of  the  Commissioner  of  Patents  in  Mushefs 
ease,  (C.  D.,  1870, 106.) 

The  other  patent  sued  on  in  the  present  case  is  Reissued  Letters  Pat- 
ent No.  10,826,  granted  to  James  E.  Boyle  April  19,  1887,  for  an 
improvement  in  flushing  apparatus  for  water-closets,  claims  1  and  2  of 
which  are  alleged  to  have  been  infringed.  The  original  patent.  No. 
291,139,  was  granted  to  Boyle  January  1, 1884,  and  the  application  for 
the  reissue  was  filed  January  2, 1886. 

The  answer  sets  up  the  invalidity  of  such  reissue,  and  avers  that  the 
original  patent  was  not  inoperative  or  invalid  by  reason  of  an  insuffi- 
cient or  defective  specification,  but  was  surrendered,  after  unreason- 
able delay,  solely  for  the  puri)ose  of  enlarging  the  specification  and 
claims,  and  to  cover  improvements  not  within  the  contemplation  of 
Boyle  when  he  filed  his  original  application  and  received  his  original 
patent;  that  the  claims  of  the  reissue  unduly  broadened  the  original 
patent;  that  the  further  design  of  Boyle  in  asking  for  the  reissue  was 
to  cover  apparatus  placed  upon  the  market  before  such  reissue  was 
applied  for,  by  Frank  B.  Hanson,  under  Letters  Patent  No.  308,358, 
issued  to  Hanson  November  26, 1884,  but  applied  for  June  12, 1883; 
that  said  reissue  No.  10,826,  and  especially  claims  1,  2,  and  4  thereof, 
were  not  for  any  invention  described,  indicated,  or  suggested  in  the 
original  patent  No.  291,139 ;  that  the  Commissioner  of  Patents  exceeded 
his  authority  in  granting  such  reissue;  and  that  said  claims  and  such 
reissue  were  void  from  the  beginning.  ^-^^-^^^^^^  ^y  GoOqIc 
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The  Circuit  Court,  iu  its  decree  entered  May  25y  1889,  ac^udged  that 
claims  land  2  of  such  reissue  were  granted  without  authority  of  law 
and  were  null  and  void;  that  the  defendant  had  not  infringed  any  of 
the  remaining  claims  of  such  reissue  (the  whole  number  of  claims  being 
six;)  and  that  the  bill  be  dismissed  with  costs.  The  plaintiffs  appealed 
to  this  Court  from  the  entire  decree.  James  E.  Boyle  having  died  dur- 
ing the  pendency  of  the  appeal,  his  administrator  has  been  substituted 
as  a  party. 

Judge  Thayer,  in  his  opinion,  (0.  D.,  1889, 601;  47  O.  G.  1732;  38  Fed. 
Eep.,  830,)  gocH  very  ftilly  into  the  question  of  the  validity  of  the  reis- 
sue. In  order  that  the  claims  of  the  original  and  reissue  patents  may 
be  more  readily  compared,  they  are  here  produced  iu  parallel  columns, 
the  italicized  words  in  each  claim  of  one  patent  showing  wherein  it 
differs  from  the  corresponding  claim  in  the  other  patent: 


Original  Paiei^t, 


1.  A  flnsliing  apparatns  for  water-cloB- 
«t8,  consistiug  of  a  reservoir-t-ank,  aDnsh- 
ing-ekambtr  adapted  1o  he  filled  therefi'om, 
a  valve  controUisg  the  admission  of  water 
from  $aid  tank  to  iaid  ckamhcrf  a  snctiou- 
iiijector  arranged  beneath  the  outlet  from 
said  chamber,  a  flashing-pipe  leading  from 
»aid  injector,  and  a  snction  or  air  pipe  com- 
mnnieaiing  with  said  injector,  all  combined 
and  arranged  substantially  as  set  forth, 
whereby  the  water  in  escaping  from  said' 
chamber  into  the  flushiug-pipe  traverses 
said  injector,  and  sacks  the  air  from  said 
snction-pipe. 

2.  The  combination  of  a  reservoir-tank, 
a  flushing-chamber,  a  valve  controlling 
the  admission  of  water  from  said  tank  to 
said  chamber,  a  saction-pipe  terminating 
at  the  npper  part  of  said  chamber,  an  in- 
jector beneath  the  ontlet  fh)m  said  cham- 
ber, a  flnshing-pipe  leading  downward 
from  said  injector,  and  a  suction-passage 
affording  commnnication  ih>m  said  in- 
jector to  said  saotion-])i]>e,  snbstantially 
M  and  for  the  purposes  set  forth. 


Reissue  Patent, 

1.  A  Kaier-eloset  consisting  of  a  bowl, 
with  the  soil-passage  leading  therefrom  and 
two  successive  traps  in  said  passage,  in  com- 
bination  with  a  flwfhing-jnpe  for  oonveg- 
ing  water  to  the  bowl,  a  suctUm'-injeetor  ar- 
ranged in  connection  with  said  pipe  and 
to  be  traversed  bg  the  flushing  water,  and  an 
air-pipe  leading  from  the  air-space  between 
said  traps  and  communicating  with  said  in- 
jector, substantially  as  set  forth,  whereby  the 
flow  of  water  through  said  injector  serves  to 
draw  air  from  said  air-space! 

2.  A  flushing  apparatus  for  water-clos- 
ets, consisting  of  the  combination  of  a  res- 
ervoir-tank, a  flushing- valve  controlling 
the  outlet  thereof,  a  flushing-pipe  for  con- 
veying water  therefrom  to  the  bowl  of  the 
closet,  a  suction-injector  arranged  in  con- 
nection with  said  pipe  and  to  be  iraversedby 
the  descending  flushing  water,  and  a  snction- 
pipe  in  connection  with  said  injector, 
whereby  the  water  in  flowing  firom  said 
tanlc  downward  through  t\iA  flashing-pipe 
traverses  said  injector  and  sacks  tiie  air 
from  said  suction-pipe. 

8.  The  combination  of  a  reservoir-tank, 
a  flushing-chamber,  a  valve  controlling 
the  admission  of  water  from  said  tank  to 
said  chamber,  a  suction-pipe,  commMai- 
c-ating  xciih  the  interior  of  said  chamber,  an 
injector  beneath  the  outlet  from  said 
chamber,  a  flusbiug-pipe  leading  down- 
ward from  said  iigector,  and  a  suction, 
passage  affording  communication  ftom 
said  injector  to  said  suction-pipe,  snbstan- 
tiaUy  as  and  for  the  purposes  set  forth. 
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4.  A  flnibiug  ftppantns  for  WfttMNclM- 
eto,  ooMistingof  AreMnroir-tanlF,  aflttah- 
iag-Tolve  ooAtioUing  tbe  &uM  1k§r^f, 
»  flnihing-plpe  /or  oouMjrifif  volir  th$rf' 
J^m  lo  ik$  (owl  ^f  ik4  ofMil,  a  tiietioo. 
injector  amm$id  in  oohrmKoii  «Hfft  mM 

J»^  MNI  <0  If  trMMTMi  kjf  ttH  dfMfMNlIf 

/iMMiif-«Miffr,4M4  ft  raoUoA-plptt  im  «m»- 
iiioMMi  «iifc  MkKi^of,  wbMtbythtpi^ 
ng«  of  wftt«r  tbrongb  Mid  i^Jeotor  will 
mofe  IA«  Air  Awn  Mid  tnotlon-pipe,  M 
MuNiMtf  lof«IA«r,  and  wUh  «  frsjqMtf  aIK 

MMM#9  OMIIIIIMl4Ml4ll#tfltik  lA#  0AM  MOMmI* 
jHPt  M^  «fT«ll#Ml It  If  llll«MZf<,  «fNl  ikthk^ 

i$  Umit  nir  to  Mt  MfHtii^ff  tiMl  hrmtk  ih§ 

WMMMN  Mcrtlfl  HfOfi  lAf  MiMMM  ^f  tft« 

^  ^f  Jln$Mni  wnlWf  tabttaiitlAUj  m  mI 
forth. 


8.  A  fluthiiig  Appanttiii  for  wator- 
oloMtti  oontlatliig  of  n  rowrvolr-tonk,  n 
flithlng-ekMilfr,  a  toIto  controlling  tho 
nimMon  9f  walir  yVom  foM  %nnk  to  mM 
oAiMilffi  %  tnotlon^iflijootor IfiiMiJk  Mfonf- 
M  Afin  mM  oftMnlffi  n  flnahlng-plpoiMi4- 
in^  wowNtoofw/roiii  ooM  If^^i0lif|  n  inotMii 
or  nir  plpo  oponiwf  <f»lo  Mf  lyfir  jmH  itf 
mM  oftomlfr,  nnd  n  # MoMon^poMi^  wrtoM 
inffrmn  mM  j^po  to  mM  iVoofOTi  wbtro1»7 
tbo  pMMgo  of  wntor  tbiongb  Mid  iqjoo- 
tor  in$0  Mf/MMiif -plpo  will  tlieo^p  «  #  iio- 
Non  In  Mid  fNoNoii-pofMiff  nini  raotlonr 

19oIPV|  ¥w    ^W^WvWWwWwW    ^^wpw   ^W^WWvi   ••^••wW^ 

ttellp  M  tf0MriM,/»r  MtoillMif  oir  <o  oM 

vNOMOW  pOvMipO  0»  P^P^  wWB  00  O^WMlwp  IMO 

MMViMi  lAfrfin  1^^  tfll  lAo  iroltif  JUm 
OMopod^yoM  Mo  okMilori  wkorolf  MH^/lir- 
iMfi^  to  ooonfM^  All  cmlbiMd  nnd  nrrmifii 
<o  flfortlo  •nbitantiftUy  m  wt  fortb. 

4.  In  oonbiniition,  tbo  tank  E,  tbo 
obambor  r,  proridod  witb  inlot-orlfloo  k* 
and  ontlot*orifloo  i,  tbo  toIto  j^,  tbo  tao- 
tion-ii^ootor  I,  tbo  flnobing-pipo  I,  tbo 
oif-pipo  0|  tbo  tnotion-pMiMgo  i,  and  tbo 
air  boll  ft,  rabttantially  m  wt  fortb. 

5.  A  tlofbing  apparatno  for  a  wator* 
doMt,  ooniltting  of  tbo  oombination  of 
a  roMrroir-tanki  a  flaabing*obambor  pro* 
Yidod  witb  aa  inlot*oriiloo  of  largo  aroa 
oommoniMtint  witb  Mid  tank  and  witb 
an  ontlot  orlfloo  of  eontraotod  arM  pro- 
porMoDod  to  tbo  araa  of  Mid  inlot^riiloo, 
onbftantiallj  m  ipooillodi  a  valro  adaptod 
to  eloM  Mid  inlot-orifloo,  aa  air-pipo 
opoalng  into  Mid  flnibing^obambor,  and 
a  flmbing-plpo  loading  from  Mid  ootlot- 
orlilooi  all  anaagod  and  adaptod  to  opo^ 
ato  onliftaatiallj  m  mv  ibrtb. 

6.  Tk$  oomMooMoo,  with  imth  B  and 
olWimlor  F,tfik9  ooloo  b  ik$r9Qf,  iti  $im 
oofufoNitf  1/  ^  ofor/o»-t«lo,  n,  oad  «  ooal* 
in§  01V  n',  If  low  ik$  roiro,  in  ^kkh  wp 
tk§lmm$nd^tk$§9mfo9hiuk9i9imwifr9$df 
$nk9UmHnH9  «t  oil/ora. 

In  eaoh  of  tbe  ilz  olalmi  of  tbe  original  patent,  the  flnahinffclininber 
F  ia  made  an  element  of  the  oombination.  Claim  6  of  the  leiMne  la 
•nbetantially  identical  irith  claim  5  of  the  original,  claim  5  of  tbe  reia- 
•ne  with  claim  4  of  tbe  original,  and  claim  3  of  the  reissne  witb  claim 
2  of  the  original.  Claim  4  of  the  reiesae  ia  in  aome  reapectt  limilar  to 
claim  3  of' tbe  original,  bat  it  omits  the  flnahing-cbamber  F,  and  men* 
tiona^  its  place  a  fldahiiig  yalve.  thna  making  a  diillBrent  eombinaUon. 
Neither  the  apeciflcatlon  of  the  original  nor  any  of  ita  claims  oorresponda 
with  or  anggests  the  first  two  claims  of  the  reissae. 


6.  Tk$  oombination  ^  tbo  tank  S,  «ba 
obambor  F,  proTldod  witb  inlot^riSoo  k' 
and  ontlot-oridoo  i,  tbo  vaIto  k,  tbo  i 
tion-ii^ootor  I,  tbo  flnobing-pipo  ^ 
alr-pipo  $,  tbo  onotion-paioago  i,  and  tbo 
air-boll  a,  •nbttantially  m  oot  fortb. 

6.  A  fluibing  apparatno  fbr  a  wator- 
oloMt,  oonoiating  of  tbo  oombination  of 
a  roaorvoir-tank,  a  flnabing-obambor  pvo- 
yldod  witb  an  inlot-oriSoo  of  largo  aN% 
oommonicating  witb  Mid  tank  and  with 
aa  ontlot-oriiloo  of  oontraetod  arM  pro- 
portlonod  to  tbo  arM  of  Mid  inlot-oriftoob 
aubatantlally  m  apooidod,  a  valro  adaptod 
to  eloM  aaid  lalot-orlflMi  aa  air-plpo 
oponing  into  aaid  ilnabing-obambori  aaa 
a flnabingplpo loading  firom aaid ontloV 
oritteo,  all  arrangod  and  adaptod  to  opav^ 
ato  aaUataatlaUj  m  Mt  fiartb. 
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Parts  of  the  two  specifloations  are  here  placed  by  ns  side  by  side,  in 
Older  that  the  additions  in  the  reiuae  to  what  was  in  the  original 
may  be  distinctly  seen,  the  additions  in  the  reissue  being  printed  in 
italics: 


Old  apecVcaii^. 

The  diAgnm»  Fig*  6,  is  dedgned  to  illnt- 
tnta  the  eeecntial  prindplo  of  my  pree- 
•Dt  inveniioD  eren  more  clearly  tbea  the 
preceding  flgnxee.  The  air-pipe  e  doee 
not  enter  the  chamber  F,  bat  ia  connected 
by  a  branch  with  the  flaihing*pipe )  be- 
low the  chamber,  the  ii^ector  I  being 
erranged  at  their  Jnsetion.  The  valre  ^ 
ie  shown  merely  to  prerent  water  setting 
back  and  flowing  down  the  pipe  0,  einoe 
the  top  of  this  pipe  is  below  the  water- 
lerel «  m,  Instead  of  abore  it,  as  before. 


The  diagram.  Fig.  6^  is  designed  to  iUoa- 
trate  the  essential  principle  of  my  pres- 
ent invention  even  more  olearly  than  the 
preceding  flgnres.  The  air-pipe  s  does 
not  enter  the  chamber  F,  bnt  ia  connected 
by  a  branch  with  the  flashing-pipe )  be- 
low the  chamber,  the  injector  I  being 
arranged  at  their  Junction.  The  dUoft- 
valve  g*  is  shewn  merely  to  prevent  water 
setting  back  and  flowing  down  the  pipe 
0,  since  the  top  of  this  pipe  is  below  the 
water  level  x  «,  Instead  of  above  it,  as 
before.  Wlmih4  J^u$king'Tt^^t$hii^ft§i 
ike  irator  firom  ih$  Umh  E  fow$  dawn  tt« 
Jimking'-p^  1  mnd  ikrougk  ih$  iftf^eiar  I, 
ikui  drawing  aWfnm  iktfip^  e  dming  ik$ 
wKoU  Um9  ik^  (A«  waitr  ooaMaiMf  to  fiow 
through  th$  it^eeiar.  In  1hi$  conBtmcUan 
the  ohamUr  F  ha$  no  function  ^fiu  own^ 
nnd  oon%Hiuto9f  ooHniUiUg,  m  moro  ontargo- 
MMi<  of  tho  nppor  portion  rf  tho  fiuMuf^ 
ptpOf  to  (ho  saflM  ^oet  as  the  ordinmn/  "oorv- 
ieO'hox*'  oommontg  u$ed  Ig  plumhor»» 
No  provision  for  securing  an  alterwash  is 
here  shown,  bnt  the  bowl  may  be  refilled 
after  the  flashing  by  any  suitable  means 
—as,  far  imfanoo,  by  water  admitted  by 
avalve  through  an  independent  iiushing- 
pipe,  as  $hown  in  the  patent  of  Potere  and 
Donaldf  Ko,  ieO,iSt,  dated  June  27, 188$. 

In  the  opinion  of  Jndge  Thayer,  it  is  correctly  said: 

In  the  construction  of  the  flushing  apparatus  or  water-closet  covered  by  the 
original  letters,  Boyle,  the  inventor,  employed  what  is  commonly  called  an  ''  injec- 
tor"  to  exhaust  the  air  eonflued  between.two  traps  located  beneath  the  bowl  or  jeat 
of  the  "flushing  apparatus."  The  apparatus  was  so  arranged  that  when  in  use 
water  Iklling  through  a  pipe  from  the  water-tank  or  reservoir  into  the  bowl  passed 
by  the  mouth  of  the  '' ii^ector,''  which  was  connected  by  a  pipe  with  the  conflned- 
air  chamber  between  the  traps,  and  by  the  operation  of  a  well  known  principle 
tended  to  exhaust  the  air  and  to  create  a  vacuum  in  such  chamber,  the  purpose  of 
creating  a  vacuum  being  to  induce  a  more  powvrful  outflow  of  water  from  the  bowl 
through  tlie  trape  and  into  the  soil-pipe  by  tlie  aid  of  atmoepheric  pressure  on  the 
aurlkoe  of  the  water  in  the  bowl. 

Hie  idea  of  constructing  a  water-cloeet  or  flushing  apparatus  witii  double  trape 
nmlenieath  the  seat  and  a  confined- air  chamber  between  the  same,  from  which  the 
air  might  be  withdrawn  when  the  clofiet  was  used,  so  as  to  induce  a  more  power- 
ful outflow,  was  not  novel.  The  same  method  of  construction  woa  shown  in  the 
Fsters  and  Donald  patent  liefore  mentioned;  but  Peters  and  Donald  employed  a 


Ko  provision  fbr  securing  an  afterwash  is 
here  shown,  but  the  bowl  maybe  refilled 
after  the  flushing  by  any  suitable  means, 
aa  by  water  admitted  by  a  valve  through 
an  independent  flushing-pipe. 
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cliiTereiit  derice  to  exliaujit  the  air  between  the  traps.  Although  inJectoTB  and  the 
principle  upon  which  they  were  operated  wore  well  known,  and  although  they 
were  in  use  for  yarioas  purposes,  It  may  be  conceded  that  Boyle  waa  the  first  to 
employ  them  in  the  constmction  of  a  finshing  apparatas  or  water-closet.  Being  an 
old  device,  he  could  not  claim  the  injector,  independently  or  otherwisOi  than  in 
connection  with  other  devices  forming  a  part  of  his  improved  sanitary*  water- 
closet.  The  first  and  most  important  claim  in  the  original  Letters  Patent  was  for 
"a  flushing  apparatus  consisting  of  a  reservoir-tank »  a  flushing-chamber  adapted 
to  be  filled  therefrom,  a  valve  controlling  the  admission  of  water  f^m  said  tank  to 
said  chamber,  a  suction  injector  arranged  beneath  the  outlet  firom  said  chamber, 
a  flushing-pipe  leading  fVom  said  injector,  and  a  suction  or  air  pipo  communicating 
with  said  ii^jector,  all  combined  «  •  •  substantially  as  set  forth,  whereby  the 
water,  in  escaping  firom  said  chamber  into  the  flushing-pipe,  traverses  said  ii^eetor 
and  sucks  air  f^om  said  suction  pipe.''  It  will  thus  be  seen  that  the  iiv|eotor  waa 
one  of  six  elements  in  the  combination  covered  by  the  first  claim  of  the  original 
letters.  No.  291,199. 

In  the  affidavit  made  by  Boyle,  on  December  27, 1884,  to  accompany 
his  application  for  the  reissue,  he  states  that  he  believes  his  Patent 
No,  291,139— 

to  be  inoperative  to  fully  protect  the  Invention  intended  to  be  covered  by  it,  for  the 
following  reason,  namely,  that  the  principal  claims  in  said  patent  are  defective  or 
insnfllcient  in  that  they  are,  or  appear  to  be,  limited  to  combinations  embodying 
the  "flushing-chamber  F"  as  an  essential  element,  whereas  that  chamber  is  not 
essential  to  his  invention  in  its  generic  features; 

that,  as  stated  in  the  specification  of  the  original  patent,  his  invention 
introduced — 

a  new  principle  for  operating  double-trapped  or  siphon  water-closets;  namely,  that 
of  producing  the  requisite  vacuum  by  causing  the  falling  flushing-water  to  act  as 
an  injector  and  draw  air  along  with  it, 

and  that  through  inadvertence  or  mistake  of  judgnient  his  claims  were 
drawn  with  less  breadth  than  his  specification  and  do  not,  as  they 
should,  cover  broadly  the  application  of  such  principle;  that  such 
inadvertence  or  mistake  arose  by  and  in  consequence  of  a  misunder- 
standing between  him  and  his  attorney,  Mr.  Arthur  C.  Eraser,  of  the 
firm  of  Burke,  Fraser  &  Connett,  who  prepared  the  application  for  the 
patent,  and  also  by  reason  of  Boyle's  want  of  familiarity  with  the  tech- 
nical meaning  of  the  language  used  in  patent  claims,  and  that  the  same 
arose  without  any  fraudulent  or  deceptive  intention;  that,  in  his  early 
ex]>eriment8  with  the  invention,  he  devised  and  tested  various  forms 
and  modifications  of  mechanism,  and  among  others  the  three  construc- 
tions shown  by  sketches  which  he  annexed  to  the  affidavit,  and  which 
sketches  he  describes  as  each  showing  a  water-tiink  with  an  outlet- 
valve,  a  fiushing-pii>e  extending  down  to  the  closet-bowl,  an  inj^tor 
therein,  a  suction  or  air  pipe  extending  to  the  air-sptice  between  the 
two  traps  below,  and  a  lever  for  working  the  valve;  that  in  one  of 
such  sketches  the  suction  or  air  ]>ipe  joined  the  flusliing-pipe  by  an 
elbow,  their  i)oiut  of  junction  constituting  the  injector;  that  in  another 
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there  was  the  same  constniction,  except  that  the  end  of  the  suction  or 
air  pipe  entered  the  flashing- pipe  and  turned  down  therein,  forming  a 
more  perfect  ii^jector ;  that  in  the  third,  the  suction  or  air  pipe  extended 
oyer  the  top  of  the  tank  and  was  connected  by  a  rubber  tube  with  the 
tabular  valve-stem  of  the  outlet- valve,  the  bottom  of  the  stem  extend- 
iog  below  the  valve  and  into  the  flushing-pipe  far  enough  to  constitute 
an  injector;  that  those  constructions  were  all  made  and  operated  by 
him  before  January  1,  1882;  that  they  all  worked  satisfactorily  in 
sipboiiing  the  closet,  but  embodied  no  means  for  giving  an  <' after- 
wash"  for  filling  the  bowl  after  the  flushing;  that  in  supplying  such 
means  he  modified  the  constniction  and  adopted  those  constructions 
which  are  shown  in  Figures  1,  4,  and  5  of  his  original  patent;  that  in 
describing  his  invention  to  his  said  attorney,  he  did  not  describe  the 
first  constructions  devised  by  him  and  shown  in  the  said  three  sketches 
but  only  the  preferred  constructions;  that  on  or  about  November  28, 
1884,  he  observed  in  the  Patent  Office  Gazette  the  report  of  a  patent. 
No.  a08,3o8,  granted  November  25, 1884,  to  Frank  B.  Hanson,  showing 
Boyle's  said  invention  in  a  form  almost  identical  with  one  of  the  said 
constructions  originally  invented  by  Boyle;  that  he  thereupon  consulted 
with  his  attorney  to  ascertain  how  such  a  patent  came  to  be  issued  to 
Hanson;  that  his  said  attorney,  in  the  course  of  a  few  days,  advised 
him  of  the  defector  insufficiency  in  his  said  original  patent;  that,  prior 
to  being  so  advised,  Boyle  had  no  suspicion  that  his  said  patent  was 
in  anywise  defective  or  insufficient;  that  he  thereupon  instructed  his 
attorney  to  prepare  an  application  for  reissue  of  his  said  patent;  that, 
believing  that  he,  and  not  Hanson,  was  the  original  inventor  of  the 
subject-matter  thereof,  he  demanded  of  the  Commissioner  of  Patents 
the  declaration  of  an  interference  with  Hanson's  patent;  that,  so  far 
as  he  was  aware,  no  interest  had  arisen  iulverse  to  the  grant  of  the 
reissue  which  he  applied  for,  either  in  favor  of  Hanson  or  of  any  other 
person;  and  that,  so  fii-r  as  he  was  aware,  his  patent  had  not  been 
infmg&Aj  nor  had  any  attempt  been  made  to  imitate  or  evade  the 
same,  except  by  Hanson. 

One  of  the  claims  of  the  patent  issued  to  Hanson  covers  a  flushing 
apparatus  substantially  the  same  as  that  described  in  claim  1  of  the 
original  patent  to  Boyle,  omitting  only  the  ^^flushing-chamber." 

The  view  taken  by  Judge  Thayer  was  that  the  sole  purpose  of  Boyle, 
in  asking  for  a  reissue,  was  to  eliminate  the  <<  flushing  chamber,"  as  a 
constituent  element  of  the  combination  covered  by  cci-tain  claims  ot 
the  original  patent  to  Boyle,  particularly  of  claim  1,  and  to  obtain  a 
patent  for  a  flushing  apparatus  like  that  described  in  said  claim  1,  less 
the  flushing-chamber,  and  so  claim  2  of  the  reissue  was  granted  in  the 
terms  above  set  forth,  omitting  the  flushing-chamber  from  the  combi- 
nation. It  was  omitted  also  from  claim  1  of  the  reissue.  The  effect  of 
this  was  to  expand  the  claims  of  the  original  patent,  because  they  had 
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been  limited  by  itfcludlDg  the  ^^flashiug-cbamber"  as  an  element  of  the 
combination. 

It  is  contended  for  the  plaintiffs  that  the  main  feature  of  Boyle's 
flushing  apparatus  consisted  in  the  use  of  an  ii\jector  operated  by  fall- 
ing flushing-water,  to  pump  air  from  between  the  two  traps;  that  that 
fact  was  shown  and  spoken  of  in  the  original  specification;  that  the 
flushing-chamber  wa«  not  essential  to  the  operation  of  that  device,  a 
single  reservoir-tank  being  sufficient  for  the  purpose;  that  by  inadver- 
tence or  mistake  a  non-essential  limitation  was  put  upon  such  claims 
of  the  original  patent  as  covered  the  injector  device;  that  in  conse- 
quence thereof  the  original  patent  was  inoperative  to  secure  the  inven- 
tion intended  to  be  claimed;  and  that  the  patent,  therefore,  was  prop- 
erly reissued,  the  claims  having  simply  been  altered  to  cover  more 
accurately  the  invention  described  in  the  original  specification. 

Tlie  opinion  of  the  Circuit  Court,  in  speaking  of  the  contention  that 
the  original  patent  was  inoperative  to  protect  the  invention  intended 
to  be  covered  by  it,  said  that  such  patent  certainly  protected  the  flush- 
ing apparatus  that  was  claimed  as  a  whole  in  the  first  claim,  and  care- 
fully described  in  the  specification;  that  it  protected  also  all  the  com- 
binations which  were  claimed  in  its  several  claims;  that  it  was  not  nec- 
essary to  change  the  specification  or  the  drawings  to  secure  fully  the 
apparatus  claimed  in  the  several  claims  of  the  original  patent;  that 
that  was  the  identical  apparatus  which  Hoyle  iutendcil  to  manufticture; 
that,  therefore,  it  could  not  be  said  that  the  original  patent  was  ^  inoj^ 
erative  or  invalid "  in  the  sense  that  Boylo  could  not  hold  what  he 
claimed,  and  intended  to  manufacture,  because  his  original  specifica- 
tion was  either  defective  or  insufficient;  that  w^hat  Boyle  meant  by 
asserting  that  the  original  patent  was  inoperative  was  only  that  a  par- 
ticular combination  of  parts  might  have  been  claimed  originally  that 
was  not  claimed,  and  that  this  original  patent  was  inoi>erative  to  pro- 
tect such  particular  combination,  beeanse  no  right  to  the  protetttion  of 
it  had  been  asserted;  that,  even  conceding  that  the  original  patent 
was  'inoperative"  in  the  sense  in  which  that  word  is  used  in  section 
4916  of  the  Bevised  Statutes,  the  question  remained /whether  the  fail- 
ure to  claim  what  the  original  patent  did  not  protect  because  it  was 
not  claime<l  therein,  was  due  to  << inadvertence,  accident,  or  mistake'' 
in  the  sense  of  the  statute;  that  all  of  the  evidence  which  was  before 
the  Commissioner  of  Patents,  tending  to.  show  inadvertence  or  mistake 
(that  is,  the  affidavit  of  Boyle,  that  of  Fraser,  and  f>tlier  documents,) 
was  offered  by  the  plaintifts  in  the  present  suit,  supplemented  by  some 
additional  testimony;  and  that,  under  those  circumstances,  the  Circuit 
Court  could  review  the  finding  of  the  Commissioner  on  the  point  tliat 
the  original  patent  was  inoperative  by  reason  of  inadvertence  and  mis- 
take, at  letist  to  the  extent  of  determining  whether,  as  a  matter  of  law, 
what  was  alleged  to  be  a  mistake  was  such  a  mistake  as^arranted  a 
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Mr.  Fraaer,  flie  attorney  who  obtained  tbe  original  patent  as  well  as 
the  reissue,  said  in  his  affidavit  presented  to  the  Patent  Office  with  tbe 
application  for  the  reissue,  that  be  clearly  understood — 
that  the  inventioii  in  qmettion  introduced  a  new  principle  in  water-cloeet  flushing 
•l^paratae,  that  of  ezhansting  the  air  by  means  of  an  ii^ector,  and  so  described  tbe 
invention  in  the  specification,  bnt  that  in  drawing  the  claims  he  inadvertently 
incoqiorated  the  flnshing-chamber  as  an  element  therein,  being  at  tbe  time  under 
the  impression  that  the  said  finshing-chamber  was  essential  to  the  operation  of  the 
invention,  whereas,  in  fact,  the  said  chamber  is  essential  only  to  the  operativeness 
of  the  devices  for  producing  the  **  afterwash  "  for  refilling  the  bowl,  which  devices 
are  claimed  specifically  in  claim  4  of  said  patent; 

that  he  was  not  then  aware  that  Boyle  had  used  the  flushing  apparatus 
with  a  single  tank,  from  which  tbe  flushing-pipe  led  directly,  thereby 
omitting  tiie  flushing-chamber  beneath  tbe  tank,  nor  did  it  occur  to 
Fraser  at  that  time  that  the  invention  was  susceptible  of  being  so 
modified;  that  he  drew  the  first  three  claims  of  tbe  original  patent,  as 
granted,  through  a  misapprehension  of  tbe  essentials  of  tbe  invention, 
arising  from  a  misunderstanding  between  himself  and  Boyle,  without 
any  fhindnlentor  deceptive  intention  on  tbe  part  of  either;  that  Fraser 
was  not  awfure  of  tbe  defect  or  insufiiciency  in  tbe  patent,  until  after 
he  saw  the  patent  of  Hanson,  No.  308,358;  and  that,  after  examining 
ttiat  patent  and  ascertaining  the  circumstances  of  its  grant,  he  advised 
Boyle  that  Hanson  bad  secured  a  patent  covering  Boyle^s  prior  inven- 
tion, and  counseled  Boyle  to  apply  for  a  reissue  of  bis  patent  and  to 
demand  an  interference  with  tbe  patent  of  Hanson. 

The  Circuit  Court  fturtber  observed  that  Mr.  Fraser's  explanation 
showed  that  he  understood  that  the  falling  flushing-water  traversing 
the  injector  would  perform  its  function  of  pumping  air  from  between 
the  traps  equally  well,  whether  tbe  water  proceeded  from  a  reservoir 
having  one  compartment  or  one  having  a  dozen;  that  such  fact  was 
obvious  to  any  observer  who  had  any  knowledjro  of  the  principle  upon 
which  an  injector  acts;  that  Fraser,  therefore,  must  be  understood  as 
asserting  merely  that  he  iitcoi*porate<l  the  flusbin^-clianibcr  as  an  ele- 
ment in  tlie  several  combinations  claimed  in  the  original  patent,  because 
he  intended  to  describe  and  claim  an  operative  flushing  ajtparatus  or 
water-closet  which  would'  i)rove  a  marketable  invention;  that  itwsw 
manifest,  from  other  stsitements  made  by  Fraser  in  the  conrse  of  his 
testimony,  that  in  his  opinion  a  flushing  apparatus  minus  the  tlusbing- 
ehamber  with  its  attendant  devices  for  securing  an  aftcrwasli,  would 
be  practically  useless;  that  some  provision  for  refilling  tbe  bowl,  atler 
tbe  injector  bad  ceaseil  to  act,  was  essential  to  the  successful  operation 
of  the  flnshuig  apparatus  or  water-closet,  considere<l  as  a  whole;  and 
that,  in  drafting  the  several  claims  of  the  original  patent,  he  intention- 
ally and,  as  it  would  seem,  with  great  care,  included  the  flushing- 
chamber,  for  the  reason  that  it  was  one  of  the  essential  parts  of  tbe 
flushing  apimratus,  without  which  the  latter  would  not  be  sci-viccablc. 

Tbe  opinion  also  states  that  Boyle's  aflidavir,  tiled  with  tlie  a])plica- 
tioB  for  the  reissue,  describes  no  mistake,  inadvertence,  or  accident; 
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that  Boyle  contents  himself  with  tke  general  statement  that  a  misun- 
derstanding existed  between  him  and  his  attorney,  bat  what  it  was 
does  not  appear;  that,  from  his  testiaiony  in  the  present  suit,  it  was 
manifest  that  Boyle,  as  well  as  Fraser,  was  of  tlie  opinion,  when  the 
original  patent  was  granted,  that  a  flashing  apparatus  oonstracted 
according  to  Boyle's  design,  bnt  withoat  the  Hushing-chamber  to 
secnre  an  afterwash,  would  be  valueless,  because  it  would  command 
no  sale;  that  Boyle  admitted  that  he  had  made  a  Hushing  apparatus 
minus  the  flushing  chamber,  which  was  not  satisfactory,  was  not 
intended  to  be  operative,  and  was  not  intended  as  a  design  for  a 
water-closet  that  he  expected  to  manufacture  or  sell;  that  if  Boyle  and 
Fraser  made  any  mistake,  or  labored  under  any  misapprehension  when 
the  original  patent  was  taken  out,  it  consisted  in  the  assumption  that 
the  omission  of  a  flushiug-chamber  on  which  the  afterwash  devices 
depended,  and  without  which  there  was  no  means  (so  &r  as  Boyle  had 
then  discovered)  of  securing  an  afberwasli  automatically,  would  leave 
a  valueless  combination,  and  hence  that  there  wtis  no  need  of  claiming 
such  a  combination;  and  that,  when  the  statements  of  Boyle  and 
Fraser  were  fairly  analyzed,  such  appeared  to  be  all  that  could  rea- 
sonably be  said  in  supiK>rt  of  the  contention  that  the  claims  of  the 
original  patent  were  due  to  inadvertence  and  mistake. 

The  opinion  further  states  that  the  testimony  showed,  to  the  entire 
satisfaction  of  the  court,  that  Fraser  was  right  in  supposing  tiiat 
Boyle's  flushing  apparatus,  without  the  flushing-chamber,  would  be 
incomplete  and  therefore  practically  valueless;  tliat  Hanson,  whoso 
patent  covered  a  water-closet  having  a  single  water-reservoir  and  an 
injector,  but  no  flushing-chamber  or  provision  for  an  afterwash,  and 
who  caused  Boyle  to  apply  tbr  the  reissue  in  question,  to  invalidate 
Hanson's  patent,  admitted  that  a  water-closet  constructeil  according 
to  the  specification  of  the  Hanson  patent  was  defective  and  unsalable, 
and  for  that  reason  had  never  boon  pat  ui^on  the  market;  that  Boyle, 
Fraser,  and  Hanson  substantially  agreed  in  their  testimony  that  some 
mechanism  to  secure  automatically  an  afterwash,  that  .is,  to  flush  the 
closet  and  refill  the  bowl  at  the  end  of  the  flusliing,  by  a  single  pull  at 
the  lever,  was  essential  to  the  successful  operation  of  a  fiushing 
apparatus;  that,  without  such  mechanism,  an  apparatus  constructed 
with  double  traps  and  an  injector  to  exhaust  the  air  between  the  traps 
would  be  useless,  in  the  sense  that  there  would  be  no  demand  for  such 
an  apparatus;  and  that  it  would  seem  that  Boyle  disphiyod  »is  muck 
ingenuity  (if  not  more)  in  devising  the  mechanism  tci  produce  an 
afterwash,  as  in  employing  an  iiyector,  which  was  an  old  device,  to 
pump  air  from  between  the  traps. 

The  opinion  then  cites  the  cases  of  Miller.v,  limns  Comjwny  (C.  l>^ 
1882,  49;  21  O.  a.,201;  104  U.  S.,  ;ioO,  355,)  MaJui  v.  Jlartcood,  (C. 
D.,  1885, 144;  30  O.  G.,  057;  112  U.  S,,  3r>4,  351),)  and  C'oow  v;  Wiinon 
(C.  D.,  188ii,  J71 ;  30  O.  G.,  880;  113  U.  S ,  IMJH,  277,)  to  the  effect  that 
a  patent  for  an  invention  could  not  be  lawfully  reissued  for  the  mere 
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pnrpnse  of  enlarging  the  claim,  tinless  a  clear  mistake  had  been 
injidvortentiy  committed  in  the  wording  of  the  trlaini. 

The  opinion  of  the  Circuit  Court  further  said  that  the  testimnny  did 
not  tend  to  establish  that  either  Boyle  or Fraser  acted  so  inadvertently 
or  under  such  misapprehension  of  either  law  or  fact,  when  the  claims  of 
the  original  patent  were  fornmlated,  as  to  justify  a  reissue  of  the  pat- 
ent; that  it  was  obvious  to  tht^m,  as  to  anyone,  that  the  injector  would 
I)ertbrm  its  function  as  well  with  a  single  tank  as  with  a  tank  and 
tinshing-chanibor  combined;  that  both  of  them  believed  that  a  water- 
closet  constructed  according  to  Boyle's  design,  but  without  provision 
for  au  afterwash,  would  be  valueless  in  the  market;  that  in  that 
belief  they  wore  right;  that  Boyle  had  discovered  no  method  of  pro- 
du<?ing  an  aftonvash  automatically  by  using  a  singlcwater-tank,  and 
hence  both  he  and  Frazer  regarded  the  llushing-chamber  as  one  of  the 
e.<6ential  features  of  the  Hushing  apparatus  intended  to  be  mnnufac- 
tnred,  and  aci'ordingly  claimed  it  indiistriously  in  all  of  the  imj^ortant 
claims;  that  even  though  they  clainied  the  injector  in  combination 
with  a  part  which  was  nou-essentinl  to  its  operation,  and  thereby  lim- 
ited  the  claim,  yet  they  did  so  in  pursuance  of  a  well  defined  purpose, 
not  ba^edupon  a  misconception  of  matters  of  iact  or  ignorance  of  law, 
so  far  as  the  records  before  tho( 'Ommissioner  of  Patents  or  the  proof  in 
this  cose  showed;  that  the  injector  was  an  old  device  when  Boyle 
adopted  it;  that  it  could  be  claimed  onl}'  in  combination  with  other 
parts  which  would  together  i)roduce  a  new  result  or  efl'ect,  or  consti- 
tute a  new  machine;  that  Boyle  placed  the  injector  in  coinbinntion  with 
certain  other  old  i)arts  or  devices  which  he  deemed  it  nocosj^ary  to 
emph>y,  to  make  a  new  flushing  apparatus  that  would  be  operative 
and  useful;  that  by  so  doing  he  nmde  each  element  of  the  (combina- 
tion material,  and  was  i^ntitled  to  be  protected  in  the  use  of  the  com- 
bination so  formed  and  claimed;  that  his  sole  puipose  in  asking  for  a 
reissue  was  to  slough  oif  one  element  of  the  combination,  and  so  reduce 
the  parts  embraced  in  the  claim  that  it  would  be  impossible  for  any 
other  person  to  use  an  iigector  in  the  construction  of  a  double  trapi)ed 
water-closet,  without  paying  tribute  to  his  patent;  and  that  as  the 
claims  are  enlarged  in  the  reissue,  it  would  be  unlawful  for  a  mechanic 
to  use  an  injector  in  the  construction  of  a  flushing  a])paratus,  even  if 
he  should  succeed  in  doing  what  Boyle  failed  to  accomplish,  that  is  to 
say,  produce  an  afterwash  autonmtically  by  the  use  of  a  single  tank, 
becanne  the  parts  with  which  the  injector  has  been  combined  in  the 
claiius  of  the  reissue  are  so  few  that  they  must  necessarily  all  be  used 
to  work  the  injector. 

The  opinion  further  observed  that  if  th«»  injector  were  new  with  Ihiyle, 
and  had  not  been  claimed  in  the  original  patent,  it  might  be  pro])er  to 
interpret  the  law  liberally  in  favor  of  Boyle,  to  enable  him  to  realize 
the  full  lienettt  of  his  invention;  that  an  injector  is  an  old  device,  and 
lioyle  merely  adopted  it  and  applied  it  to  a  new  use;  and  that  he  ought 
13182  PAT 19  6^^ 


290         DSCI8ION8  or  u.  a.  ooubts  in  patent  cabbb. 

to  be  limited  to  that  oombluatioii  ia  wbioli  he  deliberately  placed  and 
claimed  it. 

The  condusioD  of  the  opinion  was  that  tlie  reissue,  being  gr<^nted 
merely  to  enlarge  the  claims,  cotild  not  be  sustained,  citing  Byrr  v. 
Duryee  (1  WaU.,  031)  and  Gill  v.  Welh  (6  O.  G.,  881;  22  Wall.,  I;)  that 
the  fidlure  to  claim  the  particular  combination  not  claimed  in  the  orig- 
inal patent  but  claimed  in  the  reissue  was  not  due  to  any  such  inad- 
vertence or  mistake  as  would  authorize  the  claiming  of  it  in  the  reissue; 
and  that  the  failure  to  claim  such  combination  originally  occurred 
under  such  circumstances,  and  was  accompanied  with  such  ftill  knowl- 
edge of  all  material  facts  as  to  amount  to  an  abandonment  of  that  par- 
ticular combination  to  the  public. 

We  are  unanimously  of  opinion  that  these  views  of  the  Oircuit  Court 
are  sound,  and  that  it  is  unnecessary  to  consider  the  point  made  by  the 
defendant  that  the  reissue  was  invalid  because  it  lacked  novelty  and 
invention.  It  is  not  contended  that  the  defendant  has  ini^nged  any 
other  claims  of  the  reissue  than  claims  1  and  2;  send  we  think  it  entirely 
dear  that  the  defendant  has  not  infringed  any  of  the  claims  of  the  orig- 
inal patent  The  defendant  had  no  flushing  chamber  in  any  flushing 
apparatus  made  by  it,  and  such  flushing  chamber  was  an  essential  ele- 
ment in  the  speciAcation  and  drawings  of  the  original  patent,  and  was 
one  of  the  necessary  elements  in  each  of  the  six  claims  of  the  original 
patent,  as  made.  It  is  impossible  to  examine  the  drawings  of  the  orig- 
inal patent  and  see  that  the  flushing-chamber  could  be  dispensed  with 
in  the  structure.  The  original  specification  says  that  the  invention  of 
Boyle-* 
has  for  its  principal  object  to  chespen  And  simplify  the  overhead  flfuhingappurfttoa. 

If  the  idea  of  constructing- an  apparatus  without  the  flushing-cham- 
ber had  occurred  to  Boyle,  he  would  have  set  forth  such  a  construction 
in  one  of  the  figures  of  his  drawings,  because  the  omission  of  the 
flushing-chamber  would  have  promoted  both  cheapness  and  simplicity. 
The  drawings,  however,  contradict  the  possibility  of  making  the 
structure  without  a  flushing  chamber.  The  entire  text  of  the  original 
specification  shows  nothing  but  the  invention  of  a  structure  containing 
both  a  tank  and  a  flushing  chamber.  That  chamber  is  referred  to  in 
the  text  of  the  original  specification  thirty-one  times. 

We  think  that,  on  all  the  facts  of  this  case,  no  one  of  the  claims  of 
the  reissue  can  be  construed  as  valid  in  leaving  out  the  flushing-cham- 
ber as  an  element  of  the  combination,  inasmuch  as  every  claim  of  the 
original  patent  contained  it  {Prouty  v.  R%ggle%y  10  Pet,  336,  841 ; 
Brookgyr.  FiaJcej  15,  How.,  212,  210;  Burr  v.  Duryee^  1  Wall.,  631; 
Reckend&rfer  v.  Faber^  C.  D.,  1876,  430;  10  O.  G.,  71;  92  U.  B.,  347;. 
FuUer  v.  Tentzer^  C.  D.,  1877,  218;  11  ().  (}.,  551;  94  U.  8.,  288;  Chi- 
^ayo  dk  yarihteeitem  Railway  Vo.  v.  Sayles,  G.  D.,  1870,  349;  15  O.  ihy 
243;  97  U.  8.,  564;  Water  Meier  Co.  v.  Deitper,  101  U.  8.,  332.) 

Moreover  the  matter  above  ])rinted  in  italics,  in  the  right-hand  col- 
wiuii  taken  fhun  the  new  specification,  is  new  matter,  inserted  evidently 
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tot  the  purpose  of  laying  a  foundation  for  the  two  expanded  claims  in 
the  reissne,  which  it  is  alleged  the  defendant  infringes.  In  tlie  reissue 
the  flushing-chamber  forms  an  element  in  tbe  combination  claimed 
in  each  claim,  except  claims  1, 2,  and  4;  and  to  lay  the  foundation  for 
leaving  out  the  flnehing-chamber  as  an  element,  in  claims  1, 2,  and  4  of 
the  reissue,  the  statement  is  made  in  tbe  specification  of  the  reissue  of 
the  new  matter,  that  the  flushing-chamber— 

hM  no  Amotion  of  ito  own,  uid  oon«titatet  oMentlally  %  mere  enlargement  of  the 
upper  portion  of  tho  flnihing-pipe,  to  the  tMne  effeet  as  the  ordinary  "eervloe-box'' 
oommonly  need  by  plnmbera. 

In  the  speclflcation  of  the  original  patent  the  flushing-chamber  had 
been  made  an  essential  element  in  each  of  the  six  claims.  The  appli- 
cation for  tbe  Hanson  patent  was  filed  in  the  Patent  Office  June  12, 

1883,  although  the  patent  was  not  granted  until  November  25, 1884, 
and  it  was  pending  in  the  Patent  Office  during  more  than  six  months 
before  Boyle's  original  patent,  No.  291,139,  was  granted,  January  1, 

1884.  The  Hanson  patent  shows  a  flushing  apparatus  wherein  the 
ioiectoT  principle  Is  used  for  exhausting  the  air  in  the  confined  space 
between  flie  two  traps,  by  the  use  of  one  tank  containing  water  for 
flushing  the  basin.  It  was  not  until  Boyle  obtained  knowledge  of  the 
Hanson  patent  that  he  conceived  the  idea  of  claiming  such  a  construc- 
tion ae  had  been  patented  to  Hanson.  Then,  and  not  until  then,  he 
announced  the  idea  that  it  was  of  value  to  do  away  with  the  flushing- 
chamber,  although  the  specification  of  his  original  patent,  in  its  text 
and  drawings  and  claims,  emphasized  the  importance  of  the  flushing- 
chamber  as  an  element  in  eveiy  one  of  his  combinations.  The  specifi- 
cation, drawings,  and  claims  of  the  original  patent  do  not  suggest  the 
Idea  that  the  flushing-chamber  <^  has  no  fhnction  of  its  own."  There  is 
nothing  in  the  original  patent  which  suggests  any  such  combination  as 
is  claimed  in  claims  1,  2,  and  4  of  the  reissue,  or  which  suggests  the 
poBsibOity  that  Boyle's  invention  could  be  operated  by  a  combination 
which  omitted  the  flushing-chamber  as  an  element  thereof.  Everyone 
of  the  elements  which  is  made  a  part  of  the  several  combinations 
claimed  in  the  original  patent  is  thereby  made  material  to  such  combi- 
nations. (Eames  v.  Oo^reyj  1  WaU.,  78;  Burr  v.  JDuryee^  1  Wall.,  631  j 
Com  v.  Bfimny  2  Wall.,  320;  Owld  v.  JBee«,  2  O.  G.,  624;  15  WaU., 
187;  QiU  v.  TTeW*,  6  O.  Q.,  881;  22  Wall.,  1;  Fuller  v.  Ymizefy  C.  D., 
1877,  218;  11 0.  G.,  551;  94  U.  S.,  288;  Oxant  Powder  Co.  v.  CaU/omia 
Powder  WorkSy  C.  D.,  J879,  366;  15  O.  G.,  280;  98  U.  8.,  126;  LeggeU  v. 
Avery  J  O.  D.,  1880,  283;  17  O.  G.,  446;  101  U.  S.,  260;  Jmies  v.  Camp- 
bMj  C.  D.,  1882,  67;  21  O.  G.,  337;  104  U.  S.,  366;  Coon  v.  WiUony  0. 
D.,  1885, 171;  30  O.  G.,  889;  113  U.  S.,  268;  Parker  &  Whi^le  Co.  v. 
Yale  Clock  Co.^  0.  D.,  1887,  684;  41  O.  G.,  811;  123  U.  S.,  87;  mectno 
OaelAffhting Co.  v.  Bo9t4m  Eiectrio  Co.j  C.  D.,  1891, 353;  66  O.  G.,  429; 
139  U.  8.,  481;  Topliff  v.  Topliff^  0.  D.,  1892,  402;  69  O.  G.,  1267;  146 
U.  8.,  166.) 

Decree  affirmed.  Digitized  by  Google 
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[U.  8.  Cimult  Conrt-Soathern  DUtrict  of  Kew  York.] 

United  States  Credit  System  Company  v.  American  Credit 
Indemnity  Company. 

Decided  January  0',  189S, 
63  O.  O.,  318. 

1.  Pleadixo— Drmurrxr  kor  Want  of  Ixvkntion. 

In  u  suit  lor  iufriiigoinvnt  of  a  pateut  the  bill  may  be  met  by  a  dcmnrrer  when 
it  makes  profert  of  tlio  patent  and  the  same  appears  on  its  face  to  be  invaliil  for 
want  of  patenUble  invention.  {Post  v.  Uardwai^  Co,,  C.  l\,  1886, 247 ;  35  O.  G., 
1226;  26  Fed.  Kep.,  G18,  followed.) 

2.  Mayiiaum— Crkdit  Ixsi'jianxk  System— Invkktiox. 

Lottors  Patent  No.  4(V),485,  issnotl  Pocember  22,  1891,  to  Levy  Maybanm,  for 
''uicauK  for  secnring  aj^ainst  excessive  lossi^s  for  bad  debts/'  l>eing  a  plan  of 
insurance  against  losses  tVom  bad  debts  in  excosN  of  the  nsual  percentaj^e  of  sncU 
loMHi'H  in  a  given  line  of  bnsioess,  the  patent  providing  forms  for  rnling  paper 
with  Hpnces  for  entering  vsirions  details  of  the  insurance  titmsaotion,  are  void 
for  wtmt  of  invention.  (MiifiHOH  v.  Manor ,  etc,  3  Fed.  Rep.,  338;  /<!.,  C.  D.,  1888; 
2(%8;  42  O.  0.,  lOGl;  8  Sap.  Ct.  Uep.,  622;  124  U.  S.,  601,  diHtin^niislied. 

Bill  by  the  United  States  Credit  System  Coinpniiy  u^ninat  the 
American  CreiUt  Indemnity  Company  for  the  intViit^jrenuMit  of  Letters 
Patent  No.  4(»5,4d5,  dated  December  22, 1891,  and  ;ri anted  to  Levy  May- 
banm  for  meann  for  securing:  against  excess^ive  Uihsoh  for  bad  debts. 
Hoard  on  demurrer  to  the  bill.    Demurrer  sustained. 

In  a  prior  suit  between  the  8aine  parties  uiK>n  tliin  patent  the. Circuit 
Court  for  the  Northern  District  of  Illinois  also  sustained  a  demurrer  to 
the  bill  for  want  of  patentable  invention.  (See  51  Fed.  Uep.,  751,  where 
a  full  description  of  the  alleged  invention,  accompanied  by  cuts  show- 
ing the  ruled  forms  of  the  pateut,  may  be  found.) 

Mr.  Rowland  Cox  for  the  complainant. 
Mr.  Edgar  M,  Johnson  for  the  defendant 

WnEELEB,  J. : 

This  bill  is  brought  upon  Letters  Patent  No.  465,485,  dated  December 
22, 1891,  and  granted  to  Ijevy  Maybaum,  assignor  to  the  plaintif!',  for 
^hneans  for  securing  against  excessive  losses  for  bad  debts,'*  makes 
profert  of  them,  and  is  demurred  to.  As  the  patent  ccmt^iins  a  grant 
under  the  Constitution  and  laws  of  the  United  States — 

to  the  patente<*,  hif*  heirs  or  :iKsi>i:ns,  for  the  term  of  sovonteen  years,  of  thorxclnsive 
right  to  niulic,  nse,  »ud  vend  the  invention  or  discovery  tliroughont  tlie  Tuitetl 
8tat4>s  and  Ihr  TorritorieM  tliere«)f. 

and  the  bill  alleges  infringement,  the  defendant  must  be  put  to  the 
statutory  defenses,  unless  what  the  patent  covers  is  so  far  fnnu  any 
patentable  invention  or  discovery  as  to  be  void  and  require  no  defense 
whatever.  (K.  S.,  4884,  491*0.)  A  bill  upon  such  a  void  patent  would 
Bcvm  to  require,  no  answer.  (/////  v.  Moonter,  i\  D.,  1S!H),  2:50:  50  1>. 
G.,  oGO;  132  U.  S.,  G93;  10  Sup.  Ct.  liep.,  288.)    Therefoi^e  it  may  be 
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met  by.donmrrer.    (Post  v.  Hardirare  Co.,  C.  D.,  1886,  247;  35  O.  G., 
122(5;  26  Fed.  Rep.,  018.) 

The  inventioD  sought  to  be  covered  by  this  process  is  of  a  method  of 
iusoring  against  loss  by  bad  debts  in  different  kiuds  of  business  above 
the  average  ascertained  loss  in  such  business  by  a  form  of  guaranty 
entered  into  on  ruled  pages  of  books,  with  headings  and  margins  to 
columns  and  lines,  showing  in  spaces  the  names  of  the  insurer  and 
insured  and  the  terms  and  conditions  of  the  guaranty.  The  claims  are 
for  the  means  of  seeming  merchants  and  others  from  excessive  losses 
by  bad  debts,  consisting  of  these  sheets  having  suitable  spaces  for,  and 
headings  and  margins  showing,  the  particulars  of  such  contracts.  The 
ruling  of  sheets  and  pages  of  books  into  columns  and  spaces  and  plac- 
ing headings  and  margins  to  show  terms  and  particulars  of  business 
arrangements  and  transactions  were  old  and  well  known  within  the 
usual  and  customary  art  of  i>ersous  skilled  in  stationery  before  the 
time  of  this  alleged  invention. 

The  amingement  of  such  spaces,  headings,  and  margins  to  show  the 
parties  to  and  terms  and  details  of  any  particular  contract  would  not  be 
new  to  persons  skilled  in  that  art  and  could  not  amount  to  any  patentable 
invention  or  discovery.  {Bakery.  Seldm^  C.  D.,  1880, 422;  17  O.G.,  1029; 
101  U.  S.,  90.)  The  novelty,  if  any,  must  consist  in  the  terms  of  the 
contract  of  indemnity  arising  out  of  the  plan  of  insuring  only  agaiiiBt 
excess  above  the  average  of  losses  from  bad  debts  in  similar  lines  of 
business  and  in  the  embodiment  of  these  terms  upon  the  sheets  or 
pages.  But  plans  of  indemnity  agavinst  losses  or  parts  of  losses  from 
casualty  or  misfortune  by  contnicts  of  insurance  or  indemnity  in 
various  forms  were  in  common  use  before  and  not  in  any  sense  novel. 
Besides  this,  the  terms  of  contracts  rest  in  the  agreements  of  those 
making  them,  and  coming  to  such  agreements  is  not  a  new  art.  The 
practice  of  the  pkin,  as  set  forth  in  the  specifications  of  the  patent, 
seems  to  have  been  intended  for  insurers  or  guarantors  and  the  utility 
of  it  to  consist  in  the  proi>osal  of  such  terms  as  would  be  desirable 
to  those  wanting  indemnity;  but  the  art  of  making  proposals  for 
contracts  would  not  be  any  more  patentable  than  that  of  making  the 
cf>ntracts  themselves.  This  patent  is  different  in  this  respect  from 
that  in  Munuan  v.  Mayor,  etc.,  (18  Blatchf.,  237;  3  Fed.  Rep.,  338;  M., 
0.  !>.,  1888,  263;  42  O.  G.,  1001;  124  U.  S.,  601;  8  Sup.  Gt.  Kep.,  622.) 
That  was  for  a  contrivance  to  preserve  paid  (coupons  and  bonds  and 
might  be  patentable  as  a  machine  or  manufiicture.  This  is  for  a  method 
of  transaicting  common  btisiness,  whirh  does  not  seem  to  be  patentable 
iva  an  art.  These  views  corrcsi>ond  with  those  of  Judge  Blodgett  with 
reference  to  this  same  patent  in  a  suit  between  these  parties,  as  re]>orted 
in  51  F(h1.  Itep.,  751;  but  as  those  views  aro  said  to  have  been  pub- 
1ishe<l  by  some  mistake  the  subject  has  been  examined  here  instciid  of 
merely  following  thnt  case,  as  would  otherwise  be  usual.       ^ 

Demurrei'  susUuned.  gtized by  vjOOglC 
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tSapmiM  Court  of  th»  Usitod  StatOJi.] 

Vmiosal  Hat  Pouncing  Machine  Coup  any  v.  Hedden  et  al. 

Decided  Jpril  S,  189S. 
68  O.  O.y  406. 

1.  teVKKTioyw  Comprising  Comwnations  of  Elements— Essential  and  Nox- 

EstiKNTiAL  Elements— Patentable  and  Non-Patentablk  Improvements. 
If  »  ]>era(m  has  invented  a  combination  of  three  elements,  all  of  which  are 
neooNsary  to  the  operation  of  his  device,  he  cannot  by  mnking  a  claim  for  two 
of  them  forestall  another  who  has  so  combined  those  two  elements  that  they  per- 
form tlie  same  ftinotion  that  the  three  elements  of  the  former  patent  performed, 
but  otherwise  if  the  third  element  of  the  first  device  is  not  essential  to  its  oper- 
ation and  if  by  the  mere  omission  of  snoh  third  element  the  two  devices  per- 
form substantially  the  same  function. 

2.  Patentability  of  Ihtentioms— Capabiuty  of  Operation  of  Machinb— 

Changes  Not  Involving  Invention. 
Where  a  patented  hAt-ponnoing  machine  contained  aa  an  element  a  feed  roll 
for  feeding  the  hat  in  a  direction  opposite  to  that  of  the  motion  of  the  pouncing- 
cylinder  and  it  appeared  that  the  feed-roll  might  be  omitted  and  the  hat  fed  in 
the  opposite  direction.  Held  that  the  hat-support  and  pounoing-oylinder  would 
iioeompHsh  practically  the  same  fnnctions  aa  the  corresponding  parts  of  a  snb- 
■equently  patented  machine  having  no  feed-roll,  and  that  it  required  no  inven- 
tion to  omit  the  feed-roll  of  the  former  maohine  and  to  make  the  subsidiary 
changes  necessary  to  produce  a  working  device. 

3.  Same—Increased  Production  at  Less  Expense  Not  Drcisivs. 

The  fact  that  a  machine  is  capable  of  doing  more  work  and  at  less  expeufie 
than  prior  devices,  while  persuasive,  is  by  no  means  decisive,  and  is  only  avail- 
able to  turn  the  scale  in  cases  of  grave  doubt  respecting  the  validity  of  the 
invention. 

Appeal  from  the  Oircait  Court  of  the  United  States  for  the  District 
of  New  Jersey. 

Mr.  JEugene  TreadweU  and  Mr.  W.  W.  Sican  for  the  api)ellant. 
Mr.  A.  Q.  Keasbey  for  the  appellees. 

statement  OF  THE  CASE. 

This  was  a  bill  in  equity  to  recover  damages  for  the  infringement  of 
two  Letters  Patent  for  improvements  in  machines  for  pouncing  hats^ 
vis,  Patent  No.  97,178,  issued  November  23, 18(iS),  to  liudolpli  Kickc- 
meyer,  and  Patent  No.  220,889,  issued  October  21, 1879,  to  Edmund  B. 
Taylor. 

In  his  specification  Taylor  states: 

The  object  of  my  invention  is  to  dispense  with  feed-rolls  and  hat-blocks  in  machines 
for  pouncing  hats,  to  make  the  cutting  or  pouncing  cylinder  solf-foeding,  to  enable 
the  operator  to  control  the  speed  and  direction  in  which  the  hats  to  be  ponn(*ed 
ptiBses  over  the  cutting  or  itouncing  surface  by  the  hand  with  the  assiHtance  of  a 
guard  and  presser-pin,  and  to  cause  the  material  to  be  poitnccd  to  move  in  the  same 
direction  as  the  surface  of  the  self-feeding  cutter  in  contact  with  it,  thereby  avoid- 
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ing  the  inJnrtonH  Htrnin  to  whicli  it  is  sabjooteil  in  orrliuary  hat-pouncing  machines 
with  feerl-roUs  or  their  equivalent. 

With  my  roacliino  not  only  can  hats  be  ponnced  without  any  stretching  or  strain- 
ing of  the  material  to  be  pounced,  but  hats  of  different  styles  can  be  ponnced,  or 
different  parts  of  tho  same  hat  can  be  ponnce<l  more  or  less,  as  may  be  desired,  with- 
oat  any  change  in  the  acy  nstmeut  of  the  machine.    *    *    ^ 


^"^ 


If  y  machine  consists  of  a  table  or  supporting  frame,  X,  which  carries  the  bearings 
F  for  the  shaft,  upon  which  is  fixed  the  driving-pulley  £  and  the  self-feeding  pounc- 
ing-eyllnder  A,  which  can  be  revolved  at  any  desirable  speed.  This  self-feeding 
C3'limler  is  covered  with  the  pouncing  »v  i-uttiiig  material. 

A  block,  B,  snpiiorts  the  hat  or  material  to  be  pounced  and  presses  it  against  the 
self-feeding  itoiincing-cylinder  A.  This  block  is  otljustable  upon  its  middle  point 
by  means  of  a  bolt  tapped  into  it,  which  passcM  tbrougli  tlio  bracket  D  and  is  fas- 
tened by  a  nut,  M.  It  is  HUpported  by  the  bracket  ]>,  which  tui-ns  on  a  pivot  and  is 
o]ierated  by  a  treadle  and  lever,  P,  and  connect  ing- nid  O.     *    *    * 

A  gnard,  C,  is  plaee<l  directly  over  the  snpportin<i:-block  to  protect  the  hand  of 
the  operator  from  eontaet  with  the  self-feeding  pouucing-cylindor,  and  isadjustiiblo 

•pcm  the  bracket  D  by  means  of  the  nut  U,  which  works  in  a  stirrup  in  the  guard. 

•    #    • 

The  mo<1oof  0])eraiiug  my  macliiiie  is  as  follows:  Tlie  hut  to  be  pounco<i  is  placed 
over  the  snp]K>rting-block  and  pressed  ngninst  the  self- feeding  ponncing-cylindor  by 
menus  of  the  trcoillo  <ip«riitiiig  the  Kwiiigiug  bracket.  The  self-fo(«ding  pouncing- 
cyliuder,  revolving  nt  gri^t  speed,  draws  tlit>  lijit  through  tho  space  between  the 
sHp|}orting-blo(;k  and  the  Hoir-fvciling  pouucing-cy Under.  Tho  hand  of  the  opcrai- 
tor,  tutsisted,  when  uecessiiry,  by  tho  prcsscr-pin,  retards  tho  hat  in  its  passage  and 
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controls  its  direction,  b}'  \rhirli  means  the  i>onncing-8iirfaec  can  be  caused  to  more 
over  the  material  to  be  pounced  at  any  rate  of  speed,  or  in  any  direction  that  may 
be  desiretl. 

The  only  claim  alleged  to  be  inMuged  was  the  fifth,  which  reads  as 
follows: 

5.  The  combination  of  the  support  for  the  hat  and  the  self-feeding  pouncing-cylin- 
der,  whereby  the  hat  is  drawn  over  the  support  U  in  the  direction  of  tlie  motion  of 
the  ponncing-cylinder. 

Upoa  a  hearing  upon  pleadings  and  proofs  in  the  Circuit  Coui't,  the 
court  found  in  favor  of  the  plaintiff  upon  the  second  claim  of  the  Eick- 
emeyer  patent,  but  also  found  the  fifth  claim  of  the  Taylor  patent  to  be 
iuvfdid  for  want  of  novelty,  and  dismissed  the  bill  as  to  this  patent. 
(0.  D.,  1887,  218;  38  O.  G.,  1129;  36  Fed.  K^jp.,  317.)  Defendante  did 
not  appeal  from  the  decree  agaihst  them  as  to  the  Eickemeyer  patent, 
but  plaintiff  appealed  fh)m  so  much  of  the  decree  as  related  to  the 
patent  to  Taylor. 

Mr.  Justice  Bbown  delivered  the  opinion  of  the  Court. 

The  fifth  claim  of  the  Taylor  patent  was  held  to  be  invalid  by  the 
court  below  upon  the  ground  that  it  was  anticipated  by  the  second 
claim  of  the  Eickemeyer  patent. 

The  operation  of  cutting  or  grinding  off  the  rough  surface  of  the 
wool  or  fur  of  which  the  hat  is  made,  by  the  use  of  pumice,  is  termed 
*<  pouncing."  This  was  formerly  done  by  pumice  or  sandpaper  held  in 
the  hand,  and  applied  to  the  frame  of  the  liat,  laid  upon  a  fiat  surface, 
and  to  the  crown,  fitted  over  a  hat-block  of  corresponding  shape.  In 
time,  mechanical  devices  began  to  be  employed  for  the  same  puri)08e. 
Originally,  this  mechanism  consisted  simply  of  a  block  over  which  tlie 
hatbody  was  stretched, and  to  w^ich  a  rotary  motion  was  imparted, 
while  the  pouncing  material  was  held  in  the  hand  and  applied  to  the 
sur&cc  of  the  hat.  The  patent  to  Wheeler  and  Manley  of  August  14, 
1866,  contained  an  improvement  upon  this,  and  consisted  in  pouncing 
the  hat-body  by  means  of  an  emery  cylinder  or  other  x>ouncing-surfoce 
moving  at  a  high  speed  in  contact  with  or  against  a  hat-body  revolv- 
ing at  a  comparatively  low  speed.  Tliis  machine,  however,  consisted 
of  two  separate  devices,  one  for  pouncing  the  crown  of  the  hat,  and  the 
other  for  pouncing  the  b'rim.  The  patent  to  Nougaret  of  September 
18, 1866,  also  provided  for  two  separate  de^ices,  one  to  pounce  the 
crown  and  the  other  the  brim.  Like  the  Wheeler  and  Manley  ci-owu- 
machine,  the  Nougaret  device  for  i>ounciiig  the  crown  contained  a 
revolving  hat-block  for  canning  the  hat-,  but  the  subordinate  tlevices 
Ibr  bringing  the  dift'ereiit  piurts  of  the  hat-block  in  contact  \nth  the 
pouncingroller,  differed  somewhat  in  the  two  machines.  The  patent 
to  Labiaux  of  March  26,  1807,  was  simply  for  an  improvement  in  the 
crown-machine  of  Nougaret,  and  consisted  in  the  manner  of  hanging 
and  operating  the  shafkH  uiM)n  which  the  pouuciiig-roller  and  bhick 
were  secured,  and  in  the  manner  of  Hecuring  and  holding  the  sand- 
paper to  the  pouncingroller  and  in  some  other  minor  i>articu]ars* 
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Tbe  patent  to  Eickomeyor  of  November  23,  18C0,  was  a  decided 
advance  upon  previoas  devices,  in  the  fact  that  the  crown  of  the  hat 
was  so  supported  that  both  the  crown  and  the  brim  were  presented 
by  the  same  instrument  to  the  pounciug-cylinder.  (25  Fed.  Rep.,  49G.) 
In  his  specification  he  stated  his  method  of  accomplishing  this  as  fol- 
lows: 

My  invontioD  farther  cousUto  in  nn  arrangemont  of  the  pniincuif|f-cyHii(1er  nnd  a 
rest  or  8iipportiu;(-hom  for  tb»  bat-body,  wbioh  can  bo  introdiicccl  within  the  crown 
to  tnpport  it  against  the  cutting  action  of  tbe  pouncing-cylindor  dnriu;;  tbe  opera- 
tion of  pouncing,  the  arrangement  being  snch  as  to  diMxionse  with  tbe  ubo  of  a  bat- 
bbick  in  pouncing  the  tips  and  side  crowns  of  tbo  bats. 

The  second  and  third  claims  of  this  patent,  the  only  ones  material  to 
be  considered,  read  as  follows: 

2.  Tbo  arrangemont  and  combination  of  a  rotating  pouncing-cylindor  with  a 
vertical  supporting-bom,  snbstantially  as  described,  whereby  the  support! iig-bom 
may  be  used  to  support  the  tip,  side  crown,  or  brim  during  tho  operation  of  pounc- 
ing the  hat. 

S.  in  oombination  with  a  rotating  pouncing-cylindor  and  a  rest  or  sn]>por(ing- 
horn,  a  swivoling  feeding  meohanisni,  substantially  as  described,  wboroby  tbo  hnt 
nuiy  be  drawn  between  the  pounciug-cylinder  in  difl'tirent  curves  or  directly  ior  ward, 
as  reiiuirod. 

The  Taylor  patent  was  applied  for  May  21, 1879.  The  fifth  claim  of 
the  specification  as  originally  drawn  read  as  follows: 

»>.  'rho  combination  of  the  pounoing-cylinder  and  tiio  support  for  tbe  hat,  whereby 
tho  bat  is  drawn  over  the  moving  pouncing-cylindor  in  the  dii^ection  of  tbe  motion 
of  tbe  cyliudor,  substantially  as  described. 

As  thus  drawn,  this  claim  was  rejected  by  the  Examiner  upon  refer- 
ence to  the  Eickemeyer  patentof  March  17, 1874,  which  does  not  appear 
in  the  record,  bnt  which  it  may  be  presumed  was  substantially  the 
same  as  the  patent  of  1869  in  this  particular.  The  specification  was 
Miereui)on  amended  by  inserting  before  the  words  "pouncing-cylinder,'^ 
wherever  they  occurred,  the  words  '<  self  feeding,"  and  the  fifth  claim 
wan  amended  to  read  as  follows: 

3.  Tlio  combination  of  the  support  for  the  bat  and  tbe  self-fcoding  pouncing- 
cylindor,  whereby  tbe  hat  is  drawn  ovor  tbe  moving  pouniMug-cylindor  in  the  direc- 
tion of  tlie  motion  of  the  cylinder,  substantially  as  described. 

In  his  communication  to  the  Patent  Olfice  the  patcnitee  suggestx^d  in 
supiioi-t  of  this  amended  claim  tliat  it  diflored  from  the  claim  of  the 
Eickemeyer  patent  of  1874,  in  the  fact  that  the  cylinder  was  a  self- 
feeiling  one,  and  its  operation  was  to  cause  the  material  to  be  pounced 
to  move  in  the  same  direction  as  the  pouncing  material.  In  reply,  the 
Examiner  exi)re88ed  a  <loubt  as  to  what  was  meant  by  the  clause  in 
the  fifth  claim— 

wheroby  the  hat  is  drawn  over  the  moving  ]K>uncing-(*ylindei'in  tho  dii'ectionof  the 
motion  of  the  oylindor, 

and  suggested  that  it  should  read- 
whereby  the  hat  is  drawn  over  tho  supi>ort  U  in  the  direction  of  the  motion  of  tlio 
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In  reply,  tbe  fifth  claim  was  withdrawn,  and  two  other  dalms  pro- 
posed as  follows: 

5.  The  combination  of  tho  nnppoTt  for  the  hat  snd  the  lelf-feodingponDcing-eylift* 
der,  tiibttantinlly  m  desorllted. 

6.  Tbe  Mlf-foeding  pouncing- cylinder,  which  fee<lt  the  material  to  be  poaaced  to 
the  moving  ponncing  narfluse  in  tiie  direction  of  its  own  motion. 

Attention  was  also  called  to  the  fact  that  this  was  the  only  machine 
that  was  self-feeding. 

It  does  not  [eaid  the  patentoo]  depend  upon  feed-rollt  for  ponncing  the  hat,  bnt 
the  ponnciug-cylinder  is  the  only  foroo  that  moves  or  presents  the  hat  to  the  ponnc- 
ing-sorface.  The  claim  is  for  the  combination  of  the  self-feeding  ponncing-cylindsr 
with  the  support  for  the  hat,  as  described,  in  which  the  only  motive  power  is  the 
rapidly  revolving  poonciug-cylinder.  This  is  believod  to'diflSsr  ftom  all  previona 
maohines  which  contain  a  feeding  apparatns  which  controls  the  hat  as  it  is  applied 
to  the  ponncing'Oylinder.  As  can  be  seen  in  Taylor's  patent,  but  one  cylinder,  or 
roil,  is  nsed,  and  this  solely  for  the  purpose  of  pouncing  the  hats  and  not  in  any 
way  for  feeding  the  hat  except  by  its  direct  motion. 

These  claims  were  r^ected  npon  the  ground— 

that  the  pouncing-roner  of  all  hat-pouncing  machines  has  a  tendency  to  more  the 
material'  acted  upon  in  the  direction  of  its  motion,  but  feed-roUa  have  beoi  added 
to  facilitate  the  feeding  of  the  article  to  be  operated  upon  to  the  pouncing-cylinder, 
and  it  is  no^  deemed  invention  or  an  improvement  in  the  art,  to  omit  the  feed-raUert. 

The  claim  was  again  amended  and  allowed  in  the  following  form: 

6.  The  combination  of  the  support  for  the  hat  and  the  self-feeding  pouncing- 
cylinder,  whereby  the  hat  is  drawn  ovtir  the  support  B  in  the  direction  of  tha 
motion  of  tlie  pouncing-cyliudBrk 

It  does  not  clearly  appear  why  the  .claim  was  allowed  in  this  form^ 
since  It  seems  to  be  open  to  the  same  objections  that  had  been  prefvi- 
ously  made  to  it,  when  presented  in  slightly  diifereut  language. 

These  proceedings  in  the  Patent  OiBce  are  set  forth  in  detail  for  the 
purpose  of  showing  the  exact  particulars  which  were  then,  and  are  now, 
claimed  to  distinguish  the  Taylor  patent  firom  the  Eickemeyer  patent 
of  1869.  ^  These  are :  1.  The  omission  of  the  feed-roll  of  the  Eickemeyer 
patent.  2.  The  self  feeding  characteristic  of  the  iK>unciug-cylinder. 
An  examination  of  the  two  devices  shows  that  they  are  praotic»Uy  the 
same,  except  that,  in  the  Taylor  patent,  the  feeding-roll  of  the  Eicke- 
meyer machine  is  omitted,  and  a  guard  and  presser-pin  substituted. 
The  filth  claim  of  the  Eickemeyer  patent  of  1869  and  the  second  clum 
of  the  Taylor  patent  are  also  for  the  same  elements,  namely,  a  pouncing- 
cylinder,  called  ^<  rotating'^  by  Eickemeyer  and  <<  Kelf-fecdiug"  by  Taylor, 
and  a  support  for. the  hat-block,  termed  a  ^'vertical  supporting-horn" 
by  Eickemeyer,  though  the  operation  of  these  elements  U  diflTerently 
described  in  the  two  claims.  In  the  Eickemeyer  claim  it  is  said  that 
^^the  supporting-horn  may  be  used  to  support  the  tip,  side  crown,  or 
brim  during  the  operation  of  pouu<'ing  the  hat,"  and  in  the  Taylor 
claim,  that  ^«  the  hat  is  drawn  over  the  support  B  in  the  direction  of 
the  motion  of  the  pouncing-cylinder."  It  is  insisted,  however,  that  the 
feed-roU,  though  omitted  in  the  second  claim  of  the  Eickemeyer  pat6|it| 
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ill  oontained  in  the  third,  and,  being  an  essential  element  of  bis  device, 
should  be  read  into  the  second  claim  ns  if  it  had  been  aotnally  incor- 
porated in  it  If  it  were  tme  that  the  feed-roll  were  necessary  to  the 
operation  of  the  combination  of  tlie  second  claim,  this  result  would 
undoubtedly  IbUow;  in  other  words,  if  a  person  has  invented  a  combi- 
nation of  three  dements,  all  o^  which  are  necessary  to  the  operation 
of  bis  device,  he  cannot,  by  making  a  claim  for  two  of  them,  forestall 
another  who  has  so  combined  these  two  elements  that  they  perform  the 
same  function  that  the  three  elements  of  the  former  patent  performed. 

On  ezaminatiou  of  Eickemeyer's  device,  however,  it  in  difflcult  to  see 
wherein  the  feed-roll  is  so  far  essential  to  the  operation  of  the  machine 
that  it  would  not  perform  practically  the  same  ftinction  as  the  Taylor 
patent,  if  the  fbed-roU  were  omitted.  There  would  still  be  left  a  sup- 
poit  Ibr  the  hat  by  and  up6n  which  it  could  be  held  up  to  the  pouncing- 
cylinder.  The  fbeding  of  the  hat,  Instead  of  being  accomplished  or 
assisted  by  the  feed-roU,  would  be  done  entirely  by  hand  as  contem- 
plated in  the  Taylor  patent  ,  Indeed,  all  the  signlftcance  of  the  words 
<t  self-feeding''  in  this  connection  appears  to  be  that,  when  the  hat  is 
pressed  against  the  pouncing-cylinder,  it  has  a  tendency  to  fsed  hi  the 
direction  in  which  the  cylinder  revolves,  and  it  is  difflcult  to  see  why 
In  either  mschine  the  hat  may  not  be  fMi  in  the  opposite  direction. 

In  the  Bickemeyer  machine  it  was  (M  in  the  opposite  direction  by 
the  aid  of  the  flBeding-roU,  and  the  same  thing,  it  would  seem,  may  be 
done  by  the  application  of  a  little  more  force,  in  the  Taylor  patent 

The  case  then  really  resolves  Itself  into  the  question  whether  the 
omission  of  the  feed-roll  involves  invention  i  and  in  view  of  the  feet 
that  the  hat^support  and  poundng-^linder  of  the  Bickemeyer  patent 
wfn  accomplish  practically  the  same  ftinctions  as  the  Taylor  device, 
though  not  so  perfectly,  we  hold  it  does  not—in  other  words,  it  required 
no  invention  to  omit  the  feed-roll  of  the  Bickemeyer  patent,  and  to 
make  the  subsidiary  changes  necessary  to  produce  a  working  device. 

The  truth  is,  the  essence  of  the  Taylor  invention  was  the  guard  0 
and  the  presser-pin  L,  and  any  argument  which  tends  to  prove  that 
Uie  feed-roU  was  an  essdntial  part  of  the  Bickemeyer  device  is  equally 
cogent  to  show  that  the  guard  and  presser-pln  are  essential  to  the 
Tsjrior  patent,  since  they  were  designed  to  take  the  place  of  the  feed* 
ron  and  assist  the  operator  in  bringing  every  part  of  the  hat  in  contact 
with  the  ponndng-cylinder.  He  himself  speiiks  of  the  presser-pin  as 
<«a  peculiar  and  novel  feature''  of  his  maohiney  its  operation  being  as 
fcliowss 

ne  hal  to  be  poi»e«d  on  be  oanted  to  be  re^ol? ed  about  it  m  a  oenier  by  meant 
of  the  pimme  ez«led  vpoa  it,  so  that  erery  pari  of  the  hat,  esoept  that  inme- 
Slately  voder  the  pi«eeer-pi^,  would,  in  ite  zetotion,  oome  inoontect  with  the  poono- 
iBf-eyliadeTy  and  by  leeeening  the  prewore  the  bet  would  be  drewn  nnder  the  pree- 
eer-pin  in  eay  deeired  direction,  Snd  thet  part  of  it  whieh  had  formed  the  oenter  of 
L  would  theft  be  ponneed. 
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As  either  the  guard  or  pressor-pin,  or  both,  are  made  an  element  in 
all  the  claims  of  his  patent  but  the  lifth,  it  is  quite  evident  thai  this  was 
his  real  invention,  and  that  bis  fifth  and  last  claim  xras  suggested  by 
a  desire  to  jnake  his  patent  as  sweeping  as  possible. 

It  is  true  that  the  Taylor  machine  seems  to  be  capable  of  doing  more 
work  and  at  less  expense  for  labor  and  pouncing  material  than  the  prior 
devices,  which  it  appears  to  have  largely  supplanted;  but  this  consider- 
ation, while  persuasive,  is  by  no  means  decisive,  and  is  only  available 
to  turn  the  scale  in  cases  of  grave  doubt  respecting  the  validity  of  the 
invention. 

The  decree  of  the  court  below  holding  the  fifth  claim  of  this  patent 
to  have  been  anticipated  by  the  second  claim  of  the  Eickemeyer  patent 
is,  therefore,  afiirmed. 


(XT.  &  Oixoult  Conrt-KortlMni  BUtriet  of  Ohio,  Euteni  DiviaioB.] 
BOBEBTS  V.  H.  P.  NAIL  COMPANY. 

DwidedJOeeemberSflSBg. 
68  O.  G.,  618. 

1.  COMBINATION—Cl^IMS. 

Ill  a  coinbiiiatioQ  patent  it  is  permissible  for  the  patentee,  after  claiminf;  the 
whole  machine,  to  claim  the  combination  of  fewer  parts  than  rhe  whole,  if 
this  combination  of  parts  is  new,  even  though,  taken  alone,  it  will  not  result 
in  any  known  nsefol  product.    (  WeUs  v.  Jaquea,  5  O.  G.,  2)64,  ibllowed.) 

2.  Ro»RRTS— Appauatus  for  Coiuno  Metal  Rods. 

In  Ijetters  Patent  No.  426, 067,  issued  to  Henry  Roberts,  for  an  apparatus 
designed  for  coiling  smaU  red-hot  metal  rods  as  they  run  rapidly  Iroui  the  rolls, 
the  patentee  describes  as  the  preferable  form  a  rotary  double  cone  consisting  of 
two  concentric  cones  having  a  space  between  them,  being  united  by  a  spiral  rib 
and  terminating  in  a  collar  at  the  apex,  through  which  the  rod  is  rei-eived, 
being  afterward  deUveied,  coiled,  at  the  base.  The  second,  third,  and  fourth 
claims  cover  substantially  this  double  cone;  but  the  first  claim  oovcrs  merely  a 
rotsiry  receiving  and  coiling  cone  ''having  a  chnuuel''  which  receives  the  metal 
at  the  apex  nnd  delivers  it  at  the  base.  Held  that,  this  latter  combination  of 
parts  being  new,  the  first  claim  is  not  invalid  because  it  covers  less  than  the 
whole  machine. 

8.   SaMK— PniOK  AKT— EVIDKNCB. 

The  mere  fact  that  in  rejecting  one  of  the  claims  of  Roberts's  original  appli- 
cation the  Patent  Kzaminer  said  'Hhat  cones  are  common  things  in  coiling 
machines''  is  no  proof  that  "rotary"  coiling-cones  were  before  used,  and  if 
any  such  cones  were,  in  fact,  used  the  burden  was  upon  defendant  to  show  it. 

Bill  by  Henry  Roberts  against  the  H.  P.  Nail  Comx>auy  for  inMnge 
ment  of  psitents.    Decree  for  injunction  and  accounting. 

Messrs,  Bdkewell  <£  Sans  for  the  complainant.  ^         , 

Messrs.  HaU  dk  Fay  for  tke  defendant  digitized  by  V^OOg  le 
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TAPT,  J.; 

This  18  a  sidt  in  equity  on  Patents  Nos.  426,067  and  444,652,  issued 
to  complainant,  Henry  Roberts,  against  the  respondent,  the  H.  P.  Nail 
Coui])any,  for  injanctiou  against  farther  infringement  and  for  damages. 
The  defenses  are  want  of  novelty,  invalidity  of  the  claims,  and  non- 
infringement. The  apparatus  which  is  the  subject-matter  of  this  con- 
troversy, and  for  which  the  complainant's  patents  were  issued,  is  for 
coiling  metal  rods,  to  be  subsequently  drawn  out  into  metal  wire  of 
the  required  sizes.  The  metal  rods  are  made  from  a  metal  billet,  only 
a  few  feet  in  length,  of  very  considerable  thickness,  and  are  brought  to 
the  proper  size — i.  «.,  about  three- sixteenths  of  an  inch — ^by  being  put 
through  a  series  of  rapidly-running  rollers,  which  gradually  reduce  the 
thickness  and  increase  the  length  of  the  bUlet  into  a  rod  nearly  two 
tliousaiid  feet  in  length.  The  speed  which  the  moving  rod  attains  is 
upward  of  fifteen  hundred  feet  a  minute.  The  metal  is  red-hot  during 
the  process  of  rolling,  and  when  it  has  been  reduced  to  the  right  size 
it  becomes  exceedingly  important  to  coil  it,  so  that  it  shall  neither 
kink,  snarl,  nor  twist.  As  delivered  from  the  last  set  of  rollers  the 
speed  of  the  rod,  its  wavy  motion,  and  the  ease  with  which  it  will  bend 
and  twist,  owing  to  its  heated  condition,  make  its  proper  coiling  a  diffi- 
cult operation.  The  coil  is  allowed  to  cool,  and  then  the  rod  is  drawn 
cold  through  a  series  of  steel  dies,  which  gradually  reduce  its  size  to 
that  of  the  wire  required.  If  the  rod  is  much  twisted  in  a  spiral  en* 
corkscrew  shape,  it  cannot  be  drawn  through  the  dies  without  either 
breiiking  the  rod  or  injuring  the  dies. 

In  the  mode  of  coiling  or  reeling  the  rod  in  use  until  a  few  years  ago 
workmen  seized  the  rod  as  it  came  from  the  last  set  of  rollers  and 
inserted  the  end  in  a  reel  niuning  at  a  speed  slightly  greater  th<'\n  that 
of  the  last  rollers,  M  that  the  loops  in  the  rod,  caused  by  the  delay  in 
inserting  the  end,  should  be  taken  up.  It  is  easy  to  see  that  with  the 
speed  at  which  the  rod  runs  the  operation  would  be  a  difficult  one  for 
the  workmen  and  attended  with  gieat  danger.  It  was  likely  also  to 
result  frequently  in  snarling  the  rod  and  thereby  to  destroy  its  value 
for  wiredrawing  purposes.  To  meet  the  diflkulties  of  this  method  a 
number  of  devices  were  patented  before  the  dato  of  Mr.  Koberts's 
application.  Of  these  tliere  were  two  kinds.  One  may  be  known  as 
**pipe-coiler8"  an<!  the  others  as  "reel-coilers." 

The  first  class  is  well  illustrated  by  the  Matteson  patent.  In  this 
device  a  guide-tube,  fitting  close  to  the  last  set  of  rollers,  opposite  the 
point  where  the  rod  is  delivered,  is  curved  at  its  other  end,  so  that  after 
receiving  the  rod  it  conveys  it  downward  into  a  delivery  tube  or  lay- 
oil',  having  the  form  of  a  compound  curve,  with  the  delivery  end  tapered 
transversely,  and  hung  in  a  frame,  so  as  to  pi»rmit  itsTotntion  by  belt 
or  cog  or  other  suitable  gearing.  The  lower  part  of  tlie  lay-olf  or  curved 
pipe  travels  about  the  i)erii)hery  of  a  drum  situated  beneath  it.  As  the 
rod  goes  through  the  guide-tube  it  enters  the  rotating  curved  lay-ofl', 
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and  la  by  that  delivered  and  coiled  about  the  circntnferenoe  of  the  drum 
beneath.  When  the  rod  is  nw  out  and  is  all  coiled  it  is  removed  by  a 
suitable  appliance.  The  rotating  lay-off  pipe  appears  in  the  Busbacli 
patent,  in  the  Daniels  patent,  in  the  Young  patent,  in  the  Lenox  patent, 
and  in  the  Morgan  and  Daniels  patent.  The  cnrve  of  the  lay-oif  pii)e 
yaries  somewhat  in  these  other  patents  tcom  that  in  the  Mattoson  pat- 
ent, but  the  operation  in  coiling  the  rod  is  substantially  the  same. 

The  reel-coiler  is  seen  in  the  Morgan  patent  Here  Uie  rod  is 
ddiyered  from  the  month  of  a  fixed  pipe  into  a  rotating  channel  made 
np  of  fingers  or  posts  fixed  in  a  rotating  plate  and  arranged  in  the  form 
of  two  concentric  circles.  The  roti^ting  plate  and  fingers  operate 
exactly  aS  an  ordinary  reel  does  and  take  up  the  rod  as  it  is  delivered, 
winding  or  reeling  it  about  the  innei-  circle  of  fingers.  The  Sweet 
patent  delivers  the  rod  from  a  fixed  pipe  against  the  inner  sQr&ce  of  a 
revolving  cylinder,  or  the  frustum  of  a  cone,  by  which  the  rod  is  coiled 
inacirde  on  the  &ce-plateibrmingthebase of  the  cylinder.  TheMorgan 
coiler  is  an  expensive  instrument,  and,  in  the  opinion  of  the  ccMnplain- 
ant^s  expert,  likely  in  practical  use  to  break  and  need  frequent  repair. 
The  Sweet  coiler  has  never  come  into  practical  use.  The  pipe-coilers, 
of  which,  as  we  have  seen,  tliere  are  quite  a  number,  are  in  general  use; 
but  the  objection  to  them  is  that  tlie  rod,  running  at  the  rapid  si»eed  of 
fifteen  hundred  feet  a  minutCt  with  its  end  frequently  split  and  jagged, 
and  having  the  wavy  motion  which  the  rod  in  its  heated  condition  usually 
lias,  will  catch  and  jam  in  the  narrow  confines  of  the  pipe.  This  results 
in  kinks  and  snarls  in  the  part  of  the  rod  behind  the  hitch  and  in  exces- 
sive twisting  of  that  part  of  the  rod  in  itont  of  the  hitch,  where  it  is  being 
delivered  in  the  coil  from  the  mouth  of  the  pipe.  Such  snarls,  kinks, 
and  twists,  as  has  been  said,  interfere  seriously  with  its  reduction  ijito 
wire.  To  avoid  these  difficulties,  Roberts  devised  a  coiler  which  con- 
sisted of  two  concentric  cones,  the  outer  one  prolonged  upward  into  a 
hollow  collar  or  cylinder  and  firmly  attached  to  the  interior  eone  by 
means  of  a  rib  running  from  its  apex  to  its  base.  The  double  cone  was 
rotary  on  its  vertical  axis,  being  joumaled  in  a  bearing  at  its  neck  or 
collar  in  a  frame,  and  provided  with  an  external  encircling  gear-wheel 
in  gear  with  a  pinion  rotated  by  a  pulley.  The  rod  was  conducted 
from  the  last  set  of  rollers  by  the  usual  guide-tube  down  into  the  hollow 
collar  of  the  double  cone,  where  it  was  delivered  onto  the  apex  and 
snrfiice  of  the  interior  cone.  The  rapid  rotation  of  the  cone  soon 
brought  the  rib  against  the  running  rod  and  coiled  it  •below  the  base 
of  tlie  cone.  The  outer  cone  and  rib  prevented  the  rod  from  escaping 
onto  the  floor,  while  the  peripheral  space,  bounded  by  the  inner  surface 
of  the  outer  cone  and  the  outer  surface  of  the  inner  cone  and  by  the 
longitudinal  rib  connecting  them,  gave  ample  room  fior  the  play  of  the 
rod  without  any  danger  of  kinking,  snarling,  or  excessive  twisting. 
In  the  specifications *of  the  first  patent  Roberts  used  this  language: 
The  ooDi^r  n  coiihIhU,  OMentinlly,  of  a  rotary  cone,  wliioh  mosItm  the  metal  rod 
at  it!  sitmUHT  uud  or  apex  and  Uiitrlbntes  It  in  a' coll  at  the  astatlor  of  itt  periptey 
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at  the  ljir|rer  eiul.  For  the  paiimso  of  more  ensily  goTemiug  and  coDtroUiog  the 
rocl  ill  it»  «li8tribiition  I  pret*rr  to  i»iirroiin<l  tliis  coiio  with  an  onter  coucentric  codo 
ofKhell  fixed  to  and  mtary  witli  it;  but,  broadly  eoiwidored,  my  invention  is  not 
limited  thereto,  bat  couKiHtj)  in  a  rotfiri*  distribntin<r  or  coilin;;  coueiwidiBtingnlAbed 
front  rotnr>'  tiili«*ft  ]ieretofore  snggestetl  for  nso  in  iroiling  rods. 

In  thin  specification  I  du  not  nsc  the  word  ''conu"  in  its  strict  mathematieal  sense, 
bnt  nse  it  generically,  meaning  thereby  a  **  ta}>ering  body/'  whether  it  be  troly 
conical  or  not. 

Tbe  claims  in  tlie  first  patent  were  as  follovrs: 

1.  In  apparatus  for  coiling  metal,  a  rotary  receiving  and  coil  big  cone  having  a 
channel  which  receives  tbe  metal  at  the  smaller  end  or  apex  and  delivers  it  at  its 
base,  in  combination  with  mechanism  for  rotating  the  cnno,  substautiuUy  as  and 
for  tiie  pnrposes  described. 

3.  In  api^aratns  for  c-oiling  metal,  the  rotary  donble  eone4  5,  having  an  inter- 
vening spiral  rib  G,  siibstmitially  as  and  for  tlie  purposes  descTibed. 

3.  In  apparatna  for  coiling  metal,  a  rotary  doable  hollow  cone  separated  by  a 
peripheral  space  throngh  which  tbe  metal  psHses,  substantially  as  and  for  the  ]>ar- 
poeea  described. 

4.  In  apparatus  for  coiling  metal,  the  combination  of  a  rotary  hollow  donble  cone, 
a  peripheral  gear-wheel  attached  thereto,  and  a  driving-pinion,  substantially  as 
and  for  the  purposes  described. 

In  his  second  patent  Koberts  dispenses  witli  the  oater  cone,  except- 
ing so  much  of  it  as  forms  the  hoUow  collar.  This  collar  is  connected 
with  a  single  cone  by  means  of  pieces  extending  downward,  meeting 
the  cone  jnst  below  tiie  apex,  and  widening  into  two  longitudinal  ribs 
with  lateral  flanges.  The  ribn  are  on  opposite  sides  of  the  cone,  some- 
what spiral  in  form,  and  reacli  down  to  its  base-line.  The  rotating 
gearing  is  attached  'to  the  hollow  collar.  In  effect,  tlie  improvement 
consists  in  substituting  for  the  outer  cone  and  the  one  longitudinal 
rib  of  the  old  machine  the  two  ribs  with  lateral  flanges,  performing 
the  same  function,  in  the  new.  By  these  means  the  machine  is  made 
simpler,  lighter,  less  expensive,  and  more  easily  rotated,  without 
impairing  its  efficiency.  In  addition,  the  rod,  after  it  leaves  the  guide- 
tube,  is  visible  and  accessible — ^a  feature  said  to  be  an  advantage  in 
case  of  a  faulty  operation  of  the  rollers  upon  the  rod.  The  claims  of 
the  second  patent  are  as  follows: 

1.  In  metal-coiling  apparatus,  a  rotary  colling-oone  haying  a  longitudinal  rib  with 
a  lateral  flange,  substantially  as  and  for  the  purposes  described. 

2.  In  metal-coiling  apparatus,  a  rotary  coiling-eone  having  two  longitudinal  ribs 
with  lateral  flanges,  substantially  as  and  for  the  purposes  described. 

5.  In  metal-coiling  apparatus,  a  rotary  coiling-eone  having  an  exposed  onter  snr- 
Ikeo  along  which  the  rod  travels,  a  hoUow  collar,  and  driving-gear,  substantially  as 
and  for  the  purposes  described. 

Counsel  for  respondent  earnestly  object  to  the  validity  of  the  first 
claim  in  the  first  Boberts  patent  on  the  ground  that  it  is  for  a  single  cone, 
with  a  channel  receiving  the  metal  at  its  smaller  end  and  delivering  it 
at  its  base,  in  combuiation  with  mechanism  for  rotating  it,  while  the 
specifications  show  only  a  double  cone-— that  is,  show  an  inner  cone 
with  a  channel  made  up  of  a  single  rib  and  an  onter  cone.  It  is  said 
that  it  is  not  permissible  for  a  patentee  to  make  claim  for  a  mechanism 
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^vider  than  any  tiling  which  is  shown  to  be  operative  in  his  speciflcations. 
The  other  claims  of  the  patent  are  for  a  double  cone,  so  that  it  is  clear 
that  the  first  claim  i»  only  for  a  single  cone.  Nevertheless  I  do  not 
think  that  the  point  is  well  taken..  In  a  combination  patent  it  is  per- 
missible for  the  patentee,  after  claiming  his  whole  machine,  to  claim 
also  the  combination  of  fewer  parts  tlian  the  whole,  provided  the  com- 
bination of  the  parts  is  new,  even  if,  taken  alone,  the  combination  will 
not  resnlt  in  any  known  usefal  product.  This  is  fially  established  in 
the  decision  of  Judges  McKennan  and  Nixon  in  the  case  of  Welh  v. 
Jaques  (5  O.  G.,  364.)  In  that  case  the  patent  was  fbr  a  combination 
of  elements  making  up  a  hat-body  machine.  The  combination  embodied 
a  great  many  different  parts,  and  the  patentee  made  quite  a  number 
of  claims,  of  which  one  only  embodied  the  whole  machine.  It  was 
objected  that  only  the  claim  for  the  whole  machine  was  valid,  because 
the  devices  in  combination  in  the  other  claims  could  not  be  employed 
alone  for  any  useful  puri)ose,  and,  only  being  useful  when  combined 
into  a  complete  machine,  the  patent  should  have  been  for  the  unit  and 
not  for  the  different  combinations.  To  this  objection  Judge  Nixon 
says: 

I  cannot  yield  assent  to  that  proposition.  The  separate  clainiB  of  a  patent  mast 
be  construed  in  reference  to  the  specifications,  and,  if  the  specif! cations  point  out 
the  arrangements  to  be  made  or  the  methods  to  bo  adopted,  in  connection  with  other 
instrumentalities  which  the  inventor  may  not  claim  as  new,  in  order  to  render  his 
invention  practically  nseftil,  the  test  to  be  applied  is  not  w]iether  the  claim  alone 
will  prodnce  a  usefnl  resnlt,  bat  whether  it  wiU  do  so  8npi)lcniented  by  and  in  con- 
nection with  snoh  designated  devices  and  instmmentalities. 

In  2  Bob.  Pat.,  section  530,  the  principle  is  stated  thus: 
Claims  for  each  subordinate  piece  of  mechanism  may  be  Joined  with  those  for  tlie 
principal  machine,  though  not  capable  of  use  in  any  other  known  connection. 

A  little  reflection  shows  that  this  cannot  be  otherwise,  in  view  of  the 
strict  rule  applying  against  the  patentee  of  a  combination,  on  the  queti- 
tion  of  infringement.  The  omission  by  the  resi)ondent  from  the  com- 
bination of  complainant  of  a  single  element,  whether  that  be  old  or 
new  in  itself,  defeats  the  claim  of  infringement.  That  patentees  may 
properly  protect  what  is  really  new  in  the  combination  they  must  there- 
fore be  given  the  opportunity  to  select  out  a  part  or  parts  which  are 
new,  less  than  the  whole  working  machine,  and  by  their  claims  want 
the  public  against  the  use  of  them  in  any  other  combination  to  aeconi- 
plisb  the  same  general  result  as  that  for  which  they  were  used  by  the 
patentee  in  his  complete  machine. 

Now,  in  the  first  Boberts  patent,  if  it  was  new  (and  that  I  shall  con* 
aider  later)  to  use  a  rotary  receiving  and  coiling  cone,  in  connection 
with  a  channel,  to  coil  these  red-hot  rodn,  I  do  not  see  why  the 
patentee  might  not  secure  to  himself  the  exclusive  use  of  such  a  dencx^ 
without  regard  to  the  particular  form  of  channel  required  to  retain  the 
rod  upon  the  surface  of  the  cone.  The  patentee  has  Huggested  one 
kind  of  practicable  channel  and  has  demonstrated  the  usefulness  of 
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the  inner  cone  for  receiving  and  coiling  jiarposcs.  If  any  one  else 
should  devise  another  kind  of  channel,  in  which  the  surface  of  the 
inner  cone  is  used  to  receive,  detlect,  and  coil  the  rod,  and  the  su^^ges- 
tiou  of  such  a  channel  involves  patentable  invention,  then  it  would  be 
the  invention  of  an  improvement  on  the  Roberts  coiler,  which  would 
entitle  the  new  inventor  to  a  patent^  but  he  could  not  nse  his  improve- 
ment as  a  channel  on  a  rotary  coiling  cone  coiler  without  a  license 
from  Koberts.  The  fact  is  that  under  the  case  cited  above  Roberts 
was  entitled  to  claim  in  rodcoilers  a  rotary  receiving  and  coiling  cone, 
receiving  the  rod  nt  its  apex  and  delivering  it  at  its  base,  provided 
always  that  those  parts  were  new.  He  has  seen  fit  to  narrow  his 
claim  by  inserting  the  words  <^  having  a  channel."  If  he  could  make  a 
broad  claim,  why  may  he  not  narrow  it! 

Substantially  the  same  objection  is  made  to  the  validity  of  the  third 
claim  of  the  second  patent. 

3.  In  iiictnl  roiling  apparatufl,  a  rotary  coiling-cone  having  an  exposed  outer  snr- 
face  along  which  the  rod  travels,  a  hollow  collar,  and  driviug-goar,  Biib»taiitially  at 
and  for  the  piirpusen  do»cribed. 

And  for  the  same  reasons  we  think  the  validity  of  the  claim  mast 
be  sustained  if  the  combination  was  new  in  coiling-macflttneH.  It  is  a 
claim  for  a  combination  of  three  parts  of  the  four  or  five  parts  making 
up  the  entire  machine.  The  combination  is  not  anticipated  by  the 
Koberts  first  patent,  because  it  has  the  new  feature,  not  present  or 
suggested  in  that  patent,  of  an  exposed  outer  surface  in  the  receiving 
and  coiling  cone  along  which  the  rod  travels.  This  makes  it  a  patent- 
able improvement  on  the  tirst  lioberts  patent. 

We  now  come  to  the  quiestion  whether  the  lioberts  devices  have 
been  anticipated  in  former  coihng- machines.  It  is  really  not  claimed 
with  any  confidence  that  either  the  Morgan  or  the  Sweet  devices  are 
anticipations  of  the  patents  in  suit  or  that  they  contain  suggestions 
from  which  Boberts's  machines  could  have  been  constructed  with  ordi- 
nary mechanical  skill.  The  chief  contention  is  that  Roberts's  patents 
embody  the  principle  of  the  various  pipe-reels,  and  particularly  that  of 
Young.  It  is  true  that  in  the  pipe-reels  the  course  of  the  running  rod 
in  space  from  the  point  whei'e  it  enters  the  lay-oft'  pipe  at  its  collar  to 
the  point  where  it  is  delivered  from  the  mouth  of  the  pipe  may  be  gen- 
erally described  ;:.s  hi  a  curved  plane  resembling  the  surface  of  a  cone 
whose  apex  is  at  the  collar  of  the  lay-off  pipe  aud  the  circumference  of 
whose  base  is  described  by  the  mouth  of  the  pipe,  the  resnit  being  a 
coil  of  the  rod  in  a  circle,  the  (tenter  of  wliich  is  immediately  under  the 
collar  of  the  lay-olf  pipe  and  the  ai)ex  of  the  imaginary  cone.  It  is  also 
true  that  the  rod  in  the  lioberts  machine  travels  in  the  plane  of  the 
surface  of  a  cone  from  the  collar  where  it  enters  the  coiler  to  the  point 
where  it  is  delivered  and  that  it  is  delivered  at  the  base  in  a  circle,  the 
center  of  which  is  immediately  under  the  (M>llar  and  the  apex  of  the 
cone;  but  there  is  no  other  similarity.  In  the  complainant's  device 
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there  is  a  real  sabstantial  oone.  In  the  pipe-coiler  the  oonioal  ftorflMo 
Is  imaginaryi  the  actual  oontact  of  the  rod  being  with  the  pipe.  This 
difbreuce  is  eabstantial.  It  Is  self-evident,  and  the  expert  testimony 
shows  it  to  be  the  result  in  praotlce  that  a  rod,  running  as  rapidly  as 
one  thousand  Ave  hundred  ftet  a  minute,  with  its  end  frequeiltly 
roughened  and  Jagged,  with  the  wavy  motion  which  the  rod  in  its  red- 
hot  condition  usually  has,  is  liable  to  scrape  and  Jam  and  kink  In  the 
pipe  and  will  twist  excessively  in  the  coil  by  reason  thereof.  In  the 
complainant's  device  the  rod  has  tiie  whole  half-surAice  of  the  cone  to 
play  upon,  and  it  is  only  confined  by  the  channel  made  by  the  surflu^e 
of  the  cone  and  the  rib,  which  the  rotation  of  the  cone  brings  the  rod 
up  against  In  the  complainant's  device  the  receiving  and  coiling  are 
done  by  the  surftMe  of  the  cone  and  the  rib.  In  the  pipecoilers  the 
receiving  and  coiling  are  done  by  a  pipe.  Only  in  the  most  general 
sense  can  fhe  two  be  said  to  operate  in  the  same  way.  The  usd  of  the 
surlhce  of  fhe  cone  with  the  rib  instead  of  the  pipe  for  coiling  is  a 
very  ingenious  substitution  of  a  device  for  accomplishing  the  same 
result  without  the  difBculties  which  are  present  in  the  operation  of  all 
the  pipe*reels. 

In  the  Toung  patent,  so  much  relied  on,  instead  of  one  curved  rota- 
ting lay-off  pii)e,  through  which  the  rod  is  carried,  there  are  six, 
arranged  at  equal  distances  around  the  mouth  of  the  guide-tube  lead- 
ing flrom  the  rollers  in  such  a  manner  that  their  lower  mouths  are  in 
the  circumference  of  a  cirole  above  and  about  the  coiling-drum,  and 
their  upper  mouths  are  so  adjusted  fhat  either  one  may  be  made  con- 
tinuons  with  the  guide-tube  and  carry  the  rod  down  to  be  laid  off,  as 
in  the  Hatteson  coiler,  already  described.  Only  one  of  these  six  pipes 
can  be  used  at  a  time.  The  advantage  in  the  six  is  in  preventing  the 
wear  upon  one  pipe,  which  Is  flmnd  to  be  great  in  all  the  devices  where 
single  lay-off  pipes  are  used.  By  changing  the  guide-tube  from  one  to 
another  of  these  rotating  lay-ofh  the  wear  and  tear  are  reduced  one- 
sixth  on  each  pipe.  Moreover,  the  other  five  pipes  act  as  a  balanoe  In 
the  rotation  of  the  machine,  so  as  to  make  it  steadier.  The  patentee^ 
in  order  to  secure  firmness,  has  connected  together  these  six  pipes  and 
covered  them,  so  that  the  outside  of  the  coiler  has  the  appearance  of  a 
cone,  and  when  the  pipes  rotate  the  cone  of  course  rotates.  Here  la 
said  to  be  a  rotating  and  coiling  cone,  with  a  ohannd  which  receives 
the  rod  at  its  apex  and  delivers  it  at  its  base-^^  complete  anticipation 
of  the  complainant's  device  and  his  first  claim.  The  resemblance 
between  the  Toung  patent  and  the  claimant's  is  only  in  form.  The 
Toung  patent  is  purely  a  pipe-coiler.  Tbe  mere  accident  that  six  pipes, 
incorporated  ft>r  relay  purposes,  should  be  inclosed  in  a  conical  cover 
ing  does  not  make  the  machine  any  more  like  the  complainant's  device 
than  if  there  were  but  one  pipe,  and  that'  not  covered  at  alL  The  sur- 
flu)e  of  the  cone  is  not  used  to  receive,  deflect,  and  deliver  the  rod. 
There  Ih  no  rib  which  catches  the  rod  and  coils  it  on  the  periphery  of 
the  base  of  tiie  cone.    The  rod  is  stUl  confined  to  the  pipe  and  does  not 
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nin  upon,  and  is  Dot  supported  by,  the  surface  of  the  cone  in  any  other 
than  the  imaginary  sense  in  which  it  may  be  said  that  the  pipe  elf, 
describing  a  conical  surface  in  its  rotation,  is  such  a  surface.  The 
objections  to  the  use  of  the  curved  lay-off  or  pipe  are  the  same  in  the 
Young  as  in  the  Matteson  patent,  and  the  advantage  over  the  Toung 
patent  found  in  the  complainants  patent  is  the  same  as  over  all  kin- 
dred devices. 

A  somewhat  refined  argument  is  made  by  counsel  for  respondent  to 
support  the  claim  that  the  Toung  device  is  an  anticipation  of  the  Rob- 
erts first  machine,  based  on  the  language  of  the  first  claim.  It  is  said 
that  the  pipes  of  the  Young  patent  are  channels  running  down  the  sur- 
bce  of  a  cone,  and  that,  therefore,  the  Young  patent  is  plainly  a  rota* 
ting,  recdving,  and  coiling  cone  having  a  channel  receiving  the  rod  at 
its  apex  and  dcdivering  it  at  its  base.  If  the  complainant's  machine  has 
in  it  something  new,  not  suggested  by  anything  known,  and  a  claim 
has  been  made  wide  enough  to  cover  the  discovery  and  something 
more  which  was  known,  itis  thednty  of  thecourt  to  so  construe  the  claim, 
if  possible,  as  to  include  only  the  new  and  exclude  the  old.  If  it  can- 
not, the  claim  is  void.  There  is  not  the  slightest  difficulty  in  constru- 
ing the  first  claim  of  the  Roberts  patent  so  as  not  to  include  the  Young 
device.  To  begin  with,  the  Young  device  is  not  in  any  proper  or  sub- 
stantial sense  a  rotary  receiving  and  coiling  cone  at  all.  It  is  a  pipe 
which  receives  and  coils,  not  a  cone  or  a  conical  surface.  Construing 
the  first  claim  in  connection  with  the  specifications  its  meaning  cannot 
be  misunderstood.  It  is  for  a  coiling  and  receiving  cone  having  a 
channel  of  which  the  surface  of  the  cone  is  one  side  or  a  part,  by  means 
of  which  the  rod  is  received  at  the  apex  of  the  cone  and  delivered  at 
its  base.  The  whole  point  of  the  invention  is  in  the  use  of  the  surface 
of  the  cone  to  receive  and  deflect  the  rod,  and  in  the  channel  which 
guides  the  rod  ultimately  to  the  base  the  conical  surface  is  an  import- 
ant flactor. 

Counsel  for  respondent  contends  that  rotating  cones  are  old  for  coil- 
ing purposes,  and  refers  to  the  statement  of  a  Patent  Office  Examiner 
in  rejecting  the  original  claim  made  by  Roberts  under  this  first  patent 
as  proof  of  it.    The  original  claim  was  as  follows  : 

In  appantoB  for  ooiling  metal,  a  rotary  oone,  which  receWea  the  metal  at  the  smaller 
end  or  apex,  and  deliven  it  at  ita  base,  sabetantially  as  and  for  the  pnrposee  described* 

Tb  this  the  Examiner  replied: 

Clahn  1  is  objected  to,  because  it  does  not  appear  to  point  ont  any  inyention  in 
Tiew  of  the  fact  that  cones  are  common  things  in  coiling  machines,  and  also  becaase 
no  particular  reference  is  made  to  what  applicant  shows  and  describes. 

Whereupon  the  claim  was  amended  and  allowed,  as  we  have  seen 
above.  The  Examiner  does  not  say  that  rotary  cones  are  common  in 
ooiling-machines,  but  only  that  cones  are  so.  He  does  not  say  how  such 
oones  were  used,  or  whether  their  operation  was  like  that  of  the  com- 
plainaat.    On  the  contrary^  the  t^st  that  the  first  elaim  wasallow^  in 
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thiB  modified  form  is  the  prima  facie  evidence  that  there  had  been  no 
totory  cones  nsed  as  the  complainant  used  them  in  his  coiling-machine. 
If  there  were  any  coiling-machines  having  a  rotary  cone,  the  surface  of 
which  was  used  to  receive,  deflect,  and,  in  connection  with  the  chan- 
nel, to  coil  wire,  rope,  or  other  material,  counsel  should  have  intro- 
duced evidence  of  the  existence  of  such  machines.  The  court  cannot 
assume  it  from  the  language  of  the  Patent  Office  Examiner.  I  have  no 
difficulty  whatever  in  finding  on  the  evidence  adduced  that  the  defense 
of  want  of  novelty  against  the  complainant's  patents  is  not  made  out. 
Mr.  Boherts's  invention  is  a  distinct  step  in  the  art. 

What  has  been  said  on  the  question  of  novelty  had  application  to  the 
first  patent.  The  second  patent  was,  as  we  have  found,  an  improve- 
ment on  the  first.  It  was  charged  in  the  answer  that  this  second  pat- 
ent was  really  not  an  invention  of  Eoberts,  but  that  he  surreptitiously 
obtained  knowledge  of  the  device  from  one  Mcllvried,  who  was  its  real 
discoverer.  This  charge  was  withdrawn  in  open  court,  and  needs  no 
notice.    The  validity  of  both  patents  is  clear. 

Ul>on  the  question  of  infrin  gement  there  is  no  difficulty.  The  defend- 
ant uses  a  cone  with  two  wings  extending  radially  from  the  surface  of 
the  cone  uid  united  above  its  apex  in  a  hollow  collar,  through  which, 
firom  the  guide-tube,  the  rod  is  introduced  and  directed  to  the  surface 
of  the  cone  at  its  apex,  and  is  taken  up  by  one  or  the  other  of  the  wings 
as  the  cone  and  wings  rotate,  and  is  coiled  beneath  the  base.  The 
rotating  machinery  is  applied  at  the  hollow  collar.  If  \.  am  correct  in 
holding  valid  the  first  claim  of  Bobert«'s  first  patent  and  the  third 
claim  of  his  second  patent,  the  language  of  both  these  claims  exactly 
describes  what  is  found  in  respondent's  coiler;  but  even  supposing 
that  I  am  wrong  with  respect  to  the  claims  mentioned,  respondent's 
machine  is  a  clear  infringement  of  the  second  claim  of  Boberts's  second 
patent,  to  wit: 

In  metal  ooiling  apparatus,  a  rotary  coiling-oone  having  two  longitudinal  ribs 
with  lateral  flanges,  substantially  as  and  for  the  purposes  described. 

Bespondent  in  his  answer  set  up  a  license  to  use  the  machine  which 
he  was  using  from  Mcllvried  and  Ohisholm,  the  owners  of  the  Mcllvried 
patent.  The  Mcllvried  patent,  so  far  as  it  relates  to  the  device  alreiady 
described,  is  clearly  an  infringement  of  the  second  claim  above.  Couur 
sel  for  respondent  practically  admits  that  it  is.  The  evidence  leaves 
little  doubt  that  Mcllvried  saw  the  first  Boberts  device  in  operation 
and  the  model  of  the  second  device  before  he  made  his  application, 
and  that  he  simply  copied  the  improvement  in  the  second  machine. 
The  device  of  the  Mcllvried  patent  has  ribs  wider  than  the  Boberts 
machine,  but  it  has  the  lateral  flanges  of  that  device  on  the  exterior 
edge  of  these  ribs.  During  the  i>endency  of  the  suit  the  respondent 
cut  off  the  lateral  flanges,  and  now  the  court  is  vigorously  pressed  with 
the  argument  that,  in  the  absence  of  the  flanges,  though  the  device  is 
the  same  in  every  other  respect,  there  is  no  infringement.    The  point 
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lias  no  merit.  The  wings  of  the  Mcllvried  coiler  correspond  exactly  to 
the  ribs  of  the  Roberts  second  patent.  The  necessity  tor  lateral  flanges 
ill  the  ^Icllvricd  machine  has  been  obviated  by  widening  the  ribs  into 
wings  and  by  making  the  angle  at  which  they  meet  the  surface  of  the 
cone  somewhat  more  acute.  The  widening  of  the  wings  and  the  lessen- 
ing of  the  angle  are  purely  mechanical  equivalents  of  the  lateral  flanges 
of  the  longitudinal  ribs  in  the  Roberts  second  patent  and  would  suggest 
themselves  to  a  mechanic  or  any  other  person  at  all  familiar  with  the 
operation  of  the  machine.  It  follows,  therefore,  that  in  any  view  the 
machine  of  the  resi)ondent  is  an  infringement  of  both  the  Roberts 
patents. 

The  finding  will  be  against  the  respondent,  sustaining  the  validity 
of  the  patents  and  finding  that  the  respondent  has  infringed  them, 
with  a  decree  for  perpetual  iivjunction  and  with  the  usual  reference  to 
a  master  for  an  accounting. 


[Snprane  Court  of  the  United  States.] 

National  Meter  Company  v.  Board  of  Water  Commissioners 
OF  the  City  of  Yonkers. 

Decided  April  17 ,  1S9S. 

63  O  G.,  761. 

Nash— Watkr-Mkter— Reissck— Ix  fhixgkii  k  xt. 

Lcttcra  Patent  No.  21l,5S2,  for  improv«ui.ent«  in  water-meters,  granted  to 
Lct^  llaUock  Nash  JttniiJir.v  21,  1879,  (reisBue^l  February  8,  1887,  to  National 
Meter  Company,  assiguue,  No.  10,80^,)  construed  and  Held  not  infringed. 

Appeal  from  the  Circnit  Court  of  the  United  States  for  the  Southern 
District  of  New  York. 

Mr.  J.  Edgar  Bidlj  Mr.  Amos  Broadn<iXj  and  3fr,  Udmnnd  Wetmare 
for  the  appellant. 

Mr.  George  L.  Eoherts,  Mr.  F.  P.  Fish,  and  Mr.  F.  H.  Betfs  for  the 
appellee. 

Mr.  Justice  Blatchf-ord  delivered  the  opinion  of  the  Court. 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  tlie  United 
States  for  the  Southern  District  of  Ni'w  York,  by  the  National  Meter 
Company,  a  New  Y'ork  coriwration,  agjnnst  the  Board  of  Water  Com- 
missioners of  the  City  of  Yonkers,  another  New  York  corporation, 
founded  on  reissued  Letters  Patent  of  the  United  States  No.  10,806, 
granted  February  8, 1887,  to  the  plaintilf  as  assignee  of  Lewis  Hallock 
Nash,  for  improvements  in  water-meters.  The  application  for  the 
reissue  was  filed  December  18, 188G,  on  the  surrender  of  original  Letters 
Patent  No.  211,582,  granted  to  said  Nash,  January  21  ^  1879,  for  impro¥^ 
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ments  in  wator-meters,  the  application  tberefor  having  been  filed  Sep- 
tember 4, 1868.  The  claims  of  the  reissae  alleged  to  have  been  infi-iuged 
are  claims  3,  4,  5,  and  6,  which  are  as  follows: 

3.  A  pititon  for  wster-metan,  pamps,  aad  motors  provided  with  internal  water* 
pansages,  and  having  alternate  bearing  points  or  projections  and  recesses  adapted, 
by  means  of  a  cylinder-chamber  having  alternate  bearing  points  or  projections  and 
recesses,  to  have  nn  eccentric  or  side-rocking  movement  within  and  upon  continaally 
changing  Hues  across  the  center  of  said  chamber  to  effect  its  division  at  two  or  more 
points  on  its  sides  into  receiving  and  discharging  spaces  •  c,  which  oommanicate 
with  the  inlet  and  outlet. 

4.  A  piston  for  whter-meters,  pnmps,  and  motors  having  alternate  bearing  points 
or  projections  and  recesses  adapted,  by  means  of  a  cylinder-chamber  having  alter- 
nate bearing  points  or  projections  and  recesMes,  to  have  an  eccentric  or  side-rocking 
movement  within  and  upon  coutiniialJy  changing  lines  across  the  center  of  said 
chamber  to  effect  it«  division  at  two  or  more  points  on  its  sides  into  receiving  and 
discharging  spaces  o  e,  which  communicate  with  the  inlet  and  outlet,  said  piston 
having  a  free  movement  within  said  cylinder,  controlled  only  by  the  shape  of  the 
cylinder,  the  shape  of  the  piston,  and  the  flow  of  water  through  the  meter. 

5.  A  piston  for  water-meters,  pumps,  and  motors  having  alternate  beai'ing  points 
or  projections  and  recesses  adapted,  by  means  of  a  cylinder-chamber  having  alter- 
nate bearing  points  or  projections  and  recesses,  to  have  an  eccentric  or  side-rocking 
motion  within  and  upon  continually  changing  lines  across  the  center  of  said  cham- 
ber to  effect  its  division  at  two  or  more  points  on  its  sides  into  receiving  and  dis- 
charging spaces  c  c,  which  communicate  with  the  inlet  and  outlet,  said  piston  being 
formed  of  hard  rubber  anii  having  a  free  movement  within  said  cylinder  controUed 
by  the  shape  of  the  piston,  the  shape  of  the  cylinder,  and  the  flow  of  water  through 
the  meter. 

6.  A  piston  for  water-meters,  pumps,  and  motors  having  alternate  bearing  points 
or  projections  and  recesses  adapted,  by  means  of  a  cylinder-chamber  having  alter- 
nate bearing  points  or  projections  and  recesses,  to  have  an  ecoeutrio  or  side-rocking 
movement  within  and  upon  continually  changing  lines  across  the  center  of  said 
chamber  to  eft'ect  its  division  at  two  or  more  points  on  its  sides  into  receiving  imd 
discharging  spaces  e  c,  which  communicate  with  the  inlet  and  outlet,  combined  with 
ports  controlled  by  said  piston  itself  in  its  motion  within  said  chamber. 

The  defenses  set  ap  in  the  answer  are  (1)  that  the  reissue  is  invalid 
as  to  the  said  four  claims,  because  it  was  applied  for  and  secored  eight 
years  after  the  grant  of  the  original  patent,  not  for  the  purpose  con- 
templated by  the  statute,  of  correcting  any  error  that  arose  fh)m  inad- 
vertence, accident,  or  mistake,  but  for  the  purpose  of  changing  the 
patent  so  that  it  would  claim  combinations  of  devices  which  were  not 
the  subject  of  the  claims  of  the  original  patent,  nor  described  therein 
as  being  the  inventions  of  Nash,  for  which  he  obtained  said  original 
patent,  in  order  that,  by  means  of  the  reissue,  the  plaintiff  might  pre- 
vent the  Hersey  Meter  Company,  which  manufactured  the  meters 
used  by  the  defendant,  and  had  assumed  the  defense  of  the  suit,  from 
carrying  on  its  business;  and,  farther,  on  the  groni^d  that  Nash  and 
the  plaintiff  unreasonably  and  fraudulently  delayed  undertaking  to 
correct  the  alleged  defects  by  a  reissue,  and  did  not  make  application 
for  the  reissue  until  the  Hersey  company  had  made  and  sold  large 
numbers  of  meters  of  the  type  in  question;  and  that  the  reissue  was 
applied  for  and  obtained  tor  the  sole  purpose  of  procuring  a  new  patent 
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for  other  and  dilterciit  inventions  from  those  forming  the  subject-matter 
of  tlie  claims  of  Mie  original  patent;  and,  further,  that  the  reissue  was 
proc^nred  by  deceiving  the  Patent  Office,  and  by  fraudulent  and  untrue 
representations  to  thnt  Cilice,  and  that  any  right  to  the  reissue  was 
forfeited  by  the  phiintifiTs  delay  and  laches,  in  not  applying  for  it  until 
long  after  the  plaintiff  had  full  knowledge  of  all  the  facts  upon  which 
such  application  purported  to  be  basetl^  and  long  after  the  Hersey 
company  had  made,  sold,  and  introduced  into  use  meters  identical  with 
those  used  by  the  defendant;  (2)  that  Nash  did  not  particularly  point 
out  and  distinctly  claim  the  part,  imprx>vement,  or  combination  which 
he  claimed  as  his  invention  or  discovery,  but,  on  the  contrary,  willfully 
and  fraudulently  made  his  claims  in  the  original  patent%nd  the  reissue 
in  ambiguous  language,  intended  to  mislead  the  public,  with  a  view  of 
making  it  difhcnlt  to  determine  the  re^l  scope  of  his  claims,  and  of 
reserving  the  right  to  contend  for  such  iuterpret>ation  thereof  as  the 
exigencies  of  any  particular  case  might,  in  his  judgment,  or  tliat  of  his 
assignee,  require^  (3)  noninfringement,  and  that  the  meter  used  by  the 
defendant  is  substantially  different,  in  construction  and  mode  of  opera- 
tion, from  the  meter  of  the  reissue;  and  that  no  invention  is  shown  or 
di^scribed  in  the  reissue  upon  which  is,  or  could  have  been,  based  any 
claim  which  would  be  infringed  by  the  defendant's  meter. 

Proofs  were  taken,  and  the  case  was  heard  before  Judge  Wallace, 
who  delivered  an  opinion  (38  Fed.  Kep.,  588,)  holding  that  tlie  defend- 
ant's meter  did  not  in^nge  any  of  the  claims  in  question,  and  entered 
a  decree  dismissing  the  bill,  with  costs.  From  that  decree  the  plain- 
tiff appealed  to  this  Court. 

We  do  not  find  it  necessary  to  consider  the  question  of  the  validity 
of  the  reissue,  because  we  are  of  opinion  that  the  decree  of  the  Circuit 
Court  must  be  affirmed,  on  the  ground  that  the  defendant  has  not 
infringed. 

The  original  patent  had  eight  claims,  as  follows: 

1  A  piBton  for  wftter-meters,  pumps,  and  motors  Laving  alternate  bearing  points 
or  projections  and  recesses,  adapt-od,  by  means  of  ii  cyliuder-oltamber  having  alter- 
nate bearing  points  or  projections  and  recesses,  to  have  an  eccentric  or  side-rocking 
movement  within  and  npon  continually  chunking  linos  acrobd  the  center  -jf  said 
chamber,  to  elfeot  its  division  at  two  or  more  points  on  its  sides' into  receiving  and 
discharging  spaces  c  c,  which  connniinicute  with  tlie  inlet  and  outlet. 

2.  The  piston  of. a  water-meter,  pump,  or  motor  constructed  with  alternate  recesses 
and  bear-tng  points  or  projections  a  and  b.  and  n  cylinder-chnmber  having  alternate 
wftll-reoesscs  and  bearing  points  or  projections  «'  and//,  adapted  toiuterniatch  with 
each  other  at  nm*  or  more  beaiiuj^-poiuts  ;it  one  side  of  the  eylinder  and  allow  the 
projCi'tiohH  <if  e:uh  part  to  bcjir  upon  aud  to  pass  I'.ich  other  at  two  or  more  points 
»t  a  dirterout  side  of  the  chamber,  to  allow  the  piston  to  rcv<dve  while  it  al^o rocks 
in  constantly  changing  Hues  across  the  center  of  the  cvliuder-chamber,  for  the  pur- 
pose stated. 

3.  The  pi^iton  of  a  water-meter  adapted  to  have  an  cecentric  of  side-rocking  movo- 
ment  across  the  center  of  tbc  cylinder  clir.nibcr  and  n  revolving  motion,  combined 
with  a  registering  mechanism  by  mcaud  of  a  li'uc  or  shifting  couucetim  acting  with 

igitized  by  VJf" 
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the  continually  chniifriug  side  rockin<r  movemonts  of  the  piston  while  maintaining 
a  driving  n;latiou  with  the  dial  niccliunism. 

4.  The  combination,  with  a  piston  having  an  eccentric  or  side-rocking  iuotion 
across  tlie  center  of  the  cylindor-chamher  and  a  revolving  motion  aronud  its  own 
center  to  divide  the  cylinder  at  two  or  more  bearing-points  on  its  sides,  of  a  valve 
controlled  by  the  movements  of  said  piston  and  adapted  to  open  and  to  close  receiv- 
ing and  discharging  ports  in  succession,  to  eifect  the  purpose  stated. 

5.  A  rotary  piston  having  a  valve  formed  therein  by  opposite  end  ports  or  depres- 
sions. an<l  adapted  to  act,  in  connection  with  receiving  and  discharging  ports  or  pas- 
sages in  the  cylinder-chamber,  to  form  a  valve  and  x>iston,  into  and  through  which 
the  water  entering  at  the  inlet-cylinder  end  ports  passes  through  one  end  of  the 
valve  into  the  cylinder  on  one  side  thereof,  and,  re-ontering  the  valve  from  the  other 
side  of  said  cylinder,  passes  out  at  the  opposite  end  ports  of  said  valve,  to  eft'ect  the 
X^urpose  stated. 

6.  A  rotary  valve  piston  having  opposite  end  ports  d  <?',  comrannicating  with  the 
piston  sides  by  dia.u^onal  x)a8sages  e  e',  in  combination  with  a  cylinder  havinj^r  receiv- 
ing and  discharging  ports,  communicating  with  said  opposite  valve  end  ports  and 
with  the  receiving  and  discharging  spaces  of  said  cylinder,  whereby  said  valve  opens 
some  and  closes  others  of  its  (lorts  in  succession,  and  to  eftect  the  equalization  of  the 
pressure  of  the  water  :it  right  angles  to  the  direction  of  the  side-rocking  and  rotary 
movements  of  tiie  said  valve-piston,  as  stated. 

7.  The  inlet  device  L,  having  side  Avails,  a  perforated  end,  and  an  open-end  bear- 
ing-rim. seated  adjustably  in  aiul  forming  the  inlet-port  J  of  the  cylinder-chamber, 
in  combination  with  the  rotary  piston,  against  one  end  of  which  the  said  device 
bears,  for  the  purpose  stated. 

8.  The  spaces  or  recesses  &  in  the  walls  of  the  cylinder,  l>etwcen  the  bearing  points 
h  and  the  recesses  a',  in  combination  with  the  piston  having  alternate  bearing- 
points  and  recesses,  whereby  to  prevent  the  choking  of  the  flow  and  insure  a  uniform 
action  of  a  piston  adapted  for  operation  with  a  side-rocking  motion  across  the  center 
of  the  cylinder  and  a  rotary  motion  artmnd  its  own  center. 

The  inetci-8  allegeil  to  infringe  were  constructed  under  patents 
granted  to  Hcrscy  Brotliers,  as  assip^nees  of  James  A.  Tilden.  The 
first  one  was  No.  324,503,  dated  August  13,  1885,  on  an  application 
tiled  December  22, 1884,  for  a  rotary  tiuidmeter.  It  was  reissued  to 
the  Ilersey  Meter  Company,  November  2, 188(»,  as  Keissue  No.  10,778, 
on  an  application  for  reissue  filed  September  30,  188(5.  Anotlier  patent 
was  granted  to  James  A.  Tilden,  February  1, 1887,  No.  357,150,  on  an 
application  filed  August  15,  1885,  for  a  water-meter  with  a  revolving:, 
non-rotating  piston.  A  third  patent  was  gi'anted  to  tlie  Ilersey  iMcter 
Company,  as  assignee  of  James  A.  Tilden,  No.  385,970,  for  a  rotary 
fluid-meter,  July  10, 1888,  on  an  application  filed  January  25, 1887.  The 
manufacture  of  the  alleged  infringing  meters  was  begun,  a  large  num- 
ber of  them  were  put  upon  the  market,  and  they  were  extensively 
advertised,  prior  to  the  filing  of  the  application  for  Reissue  No.  10,800. 

Nash  took  one  form  of  the  Galloway  rotary  engine,  that  described 
in  Rculeaux's  *'Kinemati(rs  of  Machinery,"  translated  by  Kennedy  and 
published  in  London,  England,  in  1876,  and  made  improvements  upon 
it  which  were  necessary  and  valuable  to  adapt  it  for  practical  use  as  a 
water-meter.  The  Galloway  engine  was  a  steam-engine.  At  that  time  it 
was  well  known  that  steam  and  water  engines,  whether  rotary  or  recip- 
rocating, could  be  used  a^  meters  to  measure  the  flow  of  fluids  passed 
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through  them;  and  various  forms  of  both  kinds  have  been  used  as 
meters.  The  original  patent  of  Nash  states  that  it  is  contemplated  to 
use  the  apparatus  as  a  motor  or  as  a  pump;  and  so  does  the  reissue. 

Galloway  had  patented  another  form  of  engine  in  England,  by  Eng- 
lish Patent  No.  11,485,  sealed  December  14,  1846,  and  specification 
enrolled  June  14, 1847.  Tilden,  the  inventor  of  the  defendant's  water- 
meter,  took  the  form  of  this  latter  Galloway  engine,  and  made  such 
improvements  upon  it  as  were  necessary  to  adapt  it  to  practical  use  as 
a  water  meter.  Both  Nash  and  Tilden  supplied  the  arrangements  of 
ports  and  discharging  spaces  necessary  for  the  special  form  of  piston 
and  cylinder-chamber  in  the  respective  Galloway  engines,  adding  also 
a  registering  device,  to  operate  by  attachment  to  the  piston.  In  the 
Galloway  engine  described  in  the  <*<^  Kinematics,"  there  is  a  piston  hav- 
ing projections  and  a  cylinder  having  recesses,  but  the  recesses  are 
more  in  number  than  the  projections,  on  the  piston.  In  the  engine  of 
Galloway's  patent  of  1846,  the  piston  has  the  same  number  of  projec- 
tions that  the  cylinder  has  of  recesses.  In  the  engine  in  the  <<  Kine- 
matics," and  in  the  plaintiff's  apparatus,  the  piston  has  a  side  rocking 
movement  across  the  center  of  the  cylinder,  upon  successive  bearing 
points  made  by  the  contact  of  a  projection  on  the  piston  witb  the  recess 
in  the  cylinder,  or  conversely;  and  the  piston  rotates  uppn  its  own 
axis,  so  that  each  projection  conies  successively  into  each  recess  of  the 
cylinder.  But  in  the  piston  of  Galloway's  patent,  and  in  the  defend- 
ant's structure,  there  is  no  side  rocking,  nor  any  rotary  motion,  and 
each  projection  on  the  piston  always  operates  in  connection  with  one 
particular  corresponding  recess  in  the  cylinder,  and  never  leaves  that 
recess. 

The  descriptions  of  the  apparatus  in  the  original  and  reissued  patents 
of  Nash  are  the  same;  but  in  Beissue  No.  10,800  there  is  a  disclaimer 
in  these  words,  which  was  not  in  the  original  specification: 

I  do  not  claim,  broadly,  a  piston  for  water-meters,  pamps,  and  motors  having 
altcrnuto  bearing  points  or  projections  and  recesses  adapted,  by  means  of  a  cyliudor- 
chambtT  having  alternate  bearing  points  or  projections  and  recesses,  to  have  an 
eecentric  or  side-rooking  movement  within  and  upon  continually  changing  lines 
across  the  center  of  said  chamber  to  etfcot  its  division  at  two  or  more  points  on  its 
sides  into  receiving  and  discharging  spaces  o  o,  which  communicate  with  the  inlet 
and*  oatlet,  as  a  motor  having  a  piston  of  substantially  such  construction  and  move- 
ment within  a  cylinder-chamber  having  such  construction  is  shown  and  described 
Ih  the  English  patent  of  Elijah  Galloway,  December  14,  1846,  No,  11,4S5;  but  what 
I  do  claim  are  said  elements  lu  combination  with  additional  elements,  as  hereinafter 
specified,  thereby  limiting  my  claims  to  the  novel  features  embraced  in  my  meter. 

In  all  of  the  eight  claims  of  the  original  patent,  except  claim  1,  a 
piston  revolving  about  its  center  was  an  element  in  the  combination 
claimed,  and  it  is  a  feature  in  each  one  of  claims  3,  4,  5,  and  6  of  the 
reissue.  The  theory  upon  which  the  disclaimer  was  inserted  appears 
to  have  been  that  claim  1  of  the  original  patent  did  not  si>ecify  a  piston 
revolving  about  its  center,  and  therefore  was  sufficiently  broadr  to 
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include  the  arrangement  in  the  Galloway  patented  engine  of  1846.  But 
it  docis  not  seem  donbtj^il  that  such  a  pist»n  was  a  necessary  element 
of  claim  1  of  the  original  patent,  and  that  it  forms  an  element  of  every 
new  claim  of  the  reissne.  The  only  piston  described  in  the  specifica- 
tion of  the  orighial  patent,  and,  therefore,  the  only  one  wliieh  could 
have  been  referred  to  in  claim  1  of  the  original  patent,  is  one  having 
the  side  rocking  and  rotating  movement  which  constitutes  the  com- 
pound motion  described  in- the  original  specification,  which  motion  is 
due  to  the  fact  that  the  piston  has  one  or  several  less  projections  than 
the  cylinder  has  recesses.  The  defendant's  meter  does  not  have  such  a 
piston,  and,  theretbre,  does  not  infringe  any  of  the  claims  of  the 
reissue. 

The  forms  of  the  two  Galloway  engines  are  essentially  different,  and 
necessitate  a  different  construction  and  arrangement  of  the  cooperat 
in^  devices,  to  adapt  them  to  efficient  service  as  water-meters.  As  said 
by  the  Circuit  Court  in  its  opinion: 

The  inventions  of  Nnsh  mid  Tilden  coiumeuce  upon  difiercnt  lines  and  resnlt  in  a 
combination  having  a  different  mode  of  operation.  The  time  and  onler  of  controll- 
ing the  valves  differ  in  each,  and  require  a  different  arrangement  of  the  valve-ports, 
with  reference  to  the  valves  which  open  and  close  them.  In  Nash's  meter  the  ports 
for  both  entrance  and  discharge  of  water  are  in  the  ends  or  sides  of  the  piston,  while 
in  TUden's  the  ports  are  not  in  the  piston,  bat  in  the  ends  or  heads  of  the  cylinder- 
case,  and  are  so  located  that  the  contact  of  the  piston  with  the  cylinder  divides  each 
recess  into  one  filling  and  one  discharging  passage.  In  the  former  the  ends  of  the 
cylinder  act  as  the  valves;  in  the  latter  the  piston  itself  acts  as  the  valves.  In 
Nash's  meter  the  rotary  and  side-rocking  or  compound  movement  of  the  piston  opens 
some  and  doses  others  of  the  ports  in  saccession,  in  such  a  manner  ss  to  equalize  tlie 
pressure  of  the  water  at  right  angles  to  the  direction  of  the  movements  of  the  pinton. 
In  Tilden's  meter  it  is  an  essential  feature  that  there  shall  be  not  merely  water- 
pressure  whicl)  moves  the  piston  about  the  cylinder-chamber,  but  additional  side 
pressure,  which,  in  Nash's  meter,  must  be  avoided,  and  it  is  only  liecause  it  has  a 
pressure  of  water  not  found  in  Nash's  meter  that  it  is  operative  at  aU. 

In  the  Nash  reLssae  it  is  requires*  that  the  piston  patented  should 
have  an — 

eccentric  or  side-rocking  motion  across  the  center  of  a  cylinder-chamber  to  effect  its 
division  at  two  or  more  points  into  receiving  and  discharging  spaces. 

But  the  defendant's  piston  has  no  such  motion,  and  the  cylinder- 
chamber  of  its  meter  is  not  divided  by  the  piston  ^<  at  two  or  more 
points,  into  receiving  and  discharging  spaces,"  in  the  sense  of  the  Nash 
reissne. 

In  the  Nash  reissue,  it  is  required  that — 

With  this  eccentric  or  side-rockiug  action  tlic  piston  also  revolves  round  its  own 
oenter,  •  •  •  for,  as  the  piston  rocks  from  one  b«  ariiig-|>oint  to  another  directly 
across  the  center  of  the  cylinder  it  is  at  the  same  time  revolved, 

But  the  defendant's  piston  has  no  motion  of  revolution  abont  its 
own  center. 
In  the  Nash  reissue,  it  is  required  that — 

in  the  rotation  of  tLo  piston  around  its  own  center  one  or  more  projecting  lioaring- 
points  of  the  piston  will  pass  into  corresponding  recesses  at  one  point  of  the  cylinder 
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mud  in  eontaet  with  anA  oyer  one  or  mora  projecting  beuing-pointB  of  the  cylinder 
at  a  different  point,  thereby  always  maintaining  a  direct  contact*  of  the  piston  and 
cylinder  at  two  or  more  diYiding  points  within  the  continually  changing  cylinder- 


Bat  in  the  defendant's  meter^  the  bearing  points  Of  the  piston  are 
always  in  their  own  8i>e€ial  recesses  in  the  case,  and  are  never  in  con- 
tact with  and  never  pass  over  any  of  the  projecting  bearing- points  of 
the  cylinder,  and  there  never  is  a  direct  contact  of  the  piston  and 
cylinder  at  two  or  more  dividing  points,  within  the  meaning  of  the  Nash 
reissue. 

In  th^  Nash  reissue,  it  is  required  that  the  valves  should  be — 
arranged  so  that  the  cylinder-spaces  on  one  side  of  the  piston  as  it  revolyes  hare 
free  inlet  for  the  water  through  one  set  of  the  yalre-ports,  while  the  spaces  on  the 
other  side  of  the  piston  have  free  outlets  for  the  water  through  the  other  porta  of 
the  valve, 

But  in  the  defendant's  meter,  the  division  between  the  inlet  and  outlet 
ports  is  not  made  by  the  piston,  and  all  the  displacement  of  the  water 
is  efllBCted  in  the  individual  chambers  of  the  cylinder,  and  no  two  cham- 
bers are  ever  connected  while  measuring  water. 

In  the  Nash  reissue,  it  is  required  that  the  valves  should  so  open  and 
dose  the  ports  in  succession — 

as  to  keep  the  Une  of  pressure  of  tlie  water  as  nearly  as  possible  at  right  angles  to  the 
direction  of  the  eccentric  or  side-rocking  and  rotary  movements  of  the  piston,  and 
thereby  avoid  any  undue  lateral  pressure  of  the  water  upon  the  piston. 

But  in  the  defendant's  meter,  the  motion  of  the  piston  is  of  an  entirely 
different  character.  The  'lateral  pressureof  the  waterupon  the  piston," 
which  the  Nash  structure  is  designed  to  avoid,  is  an  essential  feature 
of  the  operation,  and  without  it,  the  piston  of  the  defendant's  meter 
would  not  be  kept  up  against  the  side  of  the  case,  and  no  water  could 
be  measured. 

In  the  Nash  reissue,  it  is  required  that  when  a  separate  valve  con- 
trolled by  the  piston  is  not  employed  the  valve  is — 
formed  by  inlet  and  ontlet  openings  or  ports  in  the  ends  of  the  piston  communicat- 
ing by  means  of  passages  in  or  through  the  piston  with  the  spaces  of  the  cyUnder. 

But  in  the  defendant's  meter,  no  separate  valve  is  employed,  and 
there  are  no  ports  in  the  ends  of  the  piston  and  no  passages  in  or 
through  the  piston  which  communicate  with  the  spaces  of  the  cylinder; 
the  single  passage  in  the  center  of  the  defendant's  piston  is  a  portion  of 
the  discharge-pii>e,  and  it  is  required  only  in  order  to  accommodate  the 
water  discharged  at  the  bottom  of  the  meter,  (a  double  discharge, 
namely,  at  the  top  and  bottom  of  the  meter,  being  used  for  the  puritose 
ofbalaucing  the  piston.) 

In  the  Nash  reissue,  it  is  required  that  the  piston  an^  cylinder  should 
have — 

bearing  or  contacting  surfaces  •  *  «  formed  by  alternate  recesses  n  a'  and  pro- 
jections (  fr'  of  such  form  or  configuration  as  to  allow  of  the  rotation  of  the  piston 
jMt  only  npon  its  own  axis,  but  around  and  across  the  center  of  the  cyUnder,  an^.the 
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8P94B6  witliin  the  cylinder  must  1>o  of  fmcli  form  and  sufficiently  larger  than  the  pia- 
toii  II  to  allow  it  to  have  this  coinpouud  motion. 

But  in  the  defendant's  meter,  the  projections  and  recesses  are  of  such 
fomi  as  to  prevent  the  rotation  of  the  piston  upon  its  own  axis,  and 
also  to  prevent  its  motion  aronn  I  and  across  the  center  of  the  cylinder; 
and  the  space  within  the  cylinder  is  not  of  such  form  as,  and  not  suffi- 
ciently larger  than  the  piston,  to  aUow  the  latter  to  have  that  com- 
pound motion. 

In  the  Nash  reissue,  it  is  stated  that — 
The  object  of  this  compound  motion  la  to  form  bearing  i>oint6  or  lines  of  contact  of 
the  piston  with  the  cylinder-walls  on  opposite  sides  thereof  at  the  same  time,  as 
shown  in  Figs.  8  and  12,  whereby  to  divide  the  cylinder  into  receiving  and  dis- 
charging spaces. 

But  in  the  defendant's  meter,  no  bearing  points,  or  lines  of  contact 
of  the  piston  with  the  cylinder-walls,  on  opposite  sides  thereof  nt  the 
same  time,  are  formed;  and  the  receiving  and  discharging  spaces  are 
differently  situated,  and  are  divided  ju  an  entirely  different  way  and 
and  on  different  lines. 

In  the  Nash  reissue,  it  is  required  that — 

Of  whatever  form  these  alternate  recesses  and  projections,  they  must  be  such  that 
while  they  are  in  contact  upon  oue  side  of  the  cylinder  they  must  also  at  the  samo 
time  have  a  contact  at  the  opposite  or  a  different  side  of  said  cylindMy  and  in  this 
way  divide  the  cylinder  into  spaces. 

But  in  the  defendant's  meter,  the  projections  and  recesses  are  of  such 
form  that  such  required  mode  of  dividing  the  cylinder  into  spaces  by 
contacts  on  opposite  or  different  sides  of  the  cylinder  is  impossible. 

In  the  Nash  reissue,  it  is  stated  that — 

In  this  contact  it  will  be  observed  that  upon  one  side  of  the  cylinder  and  piston 
such  contact  takes  place  between  a  rc<'esA  and  projection,  or  intermediately  between 
these  points,  while  upon  tho  opposite  side  such  contact  is  made  by  corresponding 
projections,  as  shown  in  Figs.  3  and  12. 

But  in  the  defendant's  meter,  no  such  contact  ever  takes  place,  and 
there  is  no  contact  upon  opposite  sidea  of  the  cylinder;  and  in  each 
particular  chamber,  receiving  and  discharging  spaces  are  formed  by 
that  projection  of  the  x>iston  which  is  in  that  chamber  from  the  first 
and  never  leaves  it. 

In  the  Nash  reissue,  it  is  stated  that — 

The  compound  motion  of  the  piston  and  tho  contacting  dividing-points  are  due  to 
the  fact  that  the  piston  has  one  or  more  lend  points  of  projection  than  thn  rvliiiflcr. 

But  in  the  defendant's  meter,  there  are  llie  same  number  of  projec- 
tions on  the  piston  and  on  the  cylinder,  and  consequently  nocoiiipouiid 
motion  of  the  piston  is  possible. 

In  the  Nash  reissue,  it  is  stated  that  tho  function  of  eitlicr  form  of 

valve  described — 

is  to  regulate  the  flow  of  water  in  and  out  of  the  s]>accs  of  tho  cylinder  in  such  man- 
ner as  to  produce  the  comi>(>nnd  rotation  and  crosH  movement  of  tho  piston. 

But  in  the  defendant's  meter,  the  water  is  admitted  and  discharged 
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ill  ^ucb  a  way  as  to  previMit  any  molioii  of  the  [>iston  except  a  .sliMiiig 
iiiovcment,  wliicli  is  neitlier  a  eonipouiul  rotation  nor  across  movement, 
^vithin  tlie  meaning:  of  the  Xasli  reissue. 

In  the  Xash  reissue,  it  is  required  that  the  valve  aud  piston  shouhl 
"co-operate  to  produwi  tlie  results  stated,"  viz.,  the  eomj)oun<l  motion  of 
the  piston  and  the  proper  control  of  the  tlow  of  the  water  in  an<l  ont  of 
the  spaces  of  the  cylinder.  But  in  the  defendant's  meter  the  valves  are 
adapted  to  the  peculiar  motion  of  the  defendant's  piston  and  the  ])ei-u- 
liar  separation  of  discharging  and  receiving  spaces,  chara«teristic  of 
that  meter,  and  not  at  all  to  any  such  structure  a«  is  required  by  the 
Nash  reissue. 

In  the  Nash  reissue,  it  is  required  that  to  get  the  best  results — 

the  valve  should  open  nnd  close  its  inlet  and  outh't  i>orts  in  Rnc(*es.sion  in  such  a 
uianuer  as  to  keep  the  lino  of  pressure  as  nearly  as  possible  at  riglit  angles  to  the 
diixiction  of  the  motion  of  tbo  piston. 

And  the  specification  explains: 

By  tbo  "line  of  pn»«snre"I  mean  a  line  eonnertinjr  the  points  of  division  which 
Keparate  the  inlet  from  the  ontlct  Kpaces  c of  the  cylinder,  as  shown  l»y  llie  line  2  in 
Fig.  12;  and  by  a  "line  of  motion  "  I  mean  a  line  which  is.  tanj^i-nt  to  tlu»  ]»ath  of  the 
axis  uf  the  piston  at  any  point  of  such  path  as  shown  l»y  the  urrow  //  In  said   lignrc, 

But  such  a  requirement,  interpreted  by  the  nelinitions  ^ji  ven,  is  mean- 
ingless when  applied  to  the  defendant's  meter. 

In  the  Nash  reissue,  it  is  stated  that — 
In  the  use  of  the  meter  the  inlet  may  botome  tbfe  outlet,  and  vice  versn. 

But  in  the  defendant's  meter,  the  inlet  must  always  be  the  inlet,  and 
by  no  possibility  can  it  be  made  the  outlet:  and  while  the  >!asli  meter 
may  be  run  in  either  direction,  the  defendant's  meter  w«mld  be  inopera- 
tive if  the  inlet  became  the  outlet  and  vice  versa. 

It  is  dear  to  us  that  there  is  no  infrinj;:ement,  and  that  the  decree  of 
the  Circuit  Court  must  be  aftirmed. 


[SnprDiuo  Conrt  of  the  Uuitetl  States.] 

Grant  r.  Walter. 

Decided  April  10 y  ISOi. 
63  O.  0.,  910. 

Graxt— Art  OP  Rf.klixg  axd  Wixding  Silk,  ktc— Txvr.NTioy. 

Letters  Patent  No.  207,11»2,  issued  to  .lamen  M.  tirniit  Novoml>er7, 1882.  for  eor- 
tain  new  and  iisefnl  improvementH  in  the  art  of  reeling  and  Avindin^  silk  and 
other  thread,  examined  and  Held  invalid  for  want  of  patentable  novelty. 

Samr— Samk~8amk. 

SkeiUB  of  raw  or  jirtnnmed  «ilk  diajjonally  reeled  and  tightly  laeed  aoroiw  the 
width,  so  as  tOHeparato  the  skein  into  two  or  more  riections,  bring  old  in  tbe  nrt, 
HeM  that  a  skein  of  nngnnjnted  silk  di;i^(Ui:illy  reeled  and  loosely  Inecd  across 
the  width  preHents  at  most  a  discovery  of  a  new  use  for  uuold  device  which  does 
not  idTolve  patentability.  ^' 
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8.  Samk— Samk—Samv. 

Where  the  cross  reeling  and  lacing  in  the  skein  of  the  patent  perform  substan- 
tially  the  same  function  in  snbstantially  the  same  way  as  in  the  earlier  skeins, 
but  at  a  later  and  different  stage  or  oondition  of  the  silk  thread  forming  the 
skein,  ffeld  that  the  improvement  constitutes,  simply,  a  mere  carrying  forward 
or  extended  application  of  the  original  device  with  the  change  only  in  degree, 
but  doing  substantially  the  same  thing  in  the  same  way  by  substantially  the 
same  means  with  some  better  results,  and  that  it  is  therefore  not  patentable. 
{Smith  V.  NiokoUy  21  Wall.,  112.) 

4.  Same— DiscLAiMBR— Effect  of 

A  disclaimer  to  so  much  of  the  claim  as  does  or  might  make, such  claim  apply 
to  a  skein  which  by  reason  of  being  coated  with  gnm  or  by  reason  of  the  manner 
of  its  lacing,  or  for  any  other  reason,  is  not  in  condition  for  dyeing  for  ordinary 
mannfactnring  purposes,  Held  to  be  insufficient  to  give  any  increased  validity  to 
the  patent  for  a  skein  or  to  change  it  into  one  for  a  process. 

6.  Same— EviDBNCB  of  Novelty  and  Utiutt. 

The  fisot  that  a  i>atented  article  has  gone  into  general  use  is  evidence  of  its 
utility,  but  is  not  oonclusive  of  that,  and  still  less  of  its  patentable  novelty. 
(McClain  t.  Ortmayer,  C.  D.,  I89I,  582;  57  O.  Q.,  1129;  141  U.  S.,  419,  4^,  and 
aatiiorities  there  eitod.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  South- 
ern District  of  New  York. 

Mr.  W.  E.  Bimonds  for  the  appellant. 

Mr.  Henry  Qrasne  for  the  apx)ellee. 

Mr.  Justice  Jackson  delivered  the  opinion  of  the  Court. 

This  is  a  suit  in  equity,  in  the  usual  form,  for  the  alleged  infHn^- 
ment  of  Letters  Patent  No.  267,192,  issued  to  the  appellant,  James  M. 
Grant,  on  the  7th  of  November,  1882,  for  '^certain  new  and  useful 
improvements  in  the  art  of  reeling  and  winding  silk  and  other  thread." 
The  bill  averred  that  the  defendant  had  infringed  the  patent  by  making, 
using,  vending,  and  putting  in  practice,  without  complainant's  license, 
improvements  described  and  claimed  in  the  patent.  The  prayer  was 
for  an  injunction  and  for  an  account  of  profits  and  damages.  Tlio 
answer  set  up,  among  other  defenses  not  necessary  to  be  noticed,  a 
denial  that  Grant  was  the  original  inventor  of  the  improvementR 
described  in  the  patent;  that  there  was  a  want  of  novelty  in  the  inven- 
tion, and  a  prior  use  of  the  improvements  claimed  as  patentable  by 
various  designated  parties.  Beplication  was  duly  filed,  proof  taken, 
and  the  court  below,  upon  the  hearing  of  the  cause,  found  in  favor  of  the 
defendant,  and  accordingly  dismissed  the  bill.  (38  Fed.  liep.,  504.) 
From  this  decree  the  present  appeal  is  prosecuted,  and  the  appellant 
assigns  for  error  the  lower  court's  <<  denial  of  patentability  to  the  skein 
which  Grant  claims,  while  awarding  it  to  the  process  which  he  does 
not  claim."  The  court,  however,  did  not  decide  that  it  was  a  valid 
process  patent,  but  suggested  that  if  the  improvement  was  a  valid 
invention  it  wa^  in  the  process  and  not  in  the  product. 

The  material  parts  of  the  si)eciiicntiou  and  the  claims  based  thereon 
are  as  follows:  gtized  by L^ 
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My  invention  relates  to  a  noyel  manner  of  winding  silk  or  other  thread  upon  the 
reeU  in  a  reeling-machine  preparatory  to  its  being  dyed. 

The  object  of  my  invention  is  to  provide  an  improved  skein  of  silk  whereby  a 
;^eater  qnnntity  can  be  reeled  upon  the  same  machine  in  a  given  time,  and  to  pro- 
vide at  the  tUkxne  time  for  making  these  skeins  in  a  proper  form  to  receive  the  dye  in 
the  beiit  manner,  and  be  ready  after  the  dyeing  to  be  placed  upon  the  swift  for 
nn winding  upon  bobbins  in  customary  manner. 

In  the  present  method  of  manufacturing  silk  the  thread,  previous  to  dyeing,  is 
wound  into  skeins  upon  a  reeling-machine^  in  which  some  twenty  or  more  small 
skeins  containing  generally  one  thousand  yards,  or  less,  are  wound  upon  a  set  of 
parallel  bars^set  around  an  axis  forming  a  long  reel.  Each  skein  is  tied  up  by  itself, 
and  the  reel  is  tiricen  down  or  oollafMes  to  release  the  separate  skeins.  These  small 
skeins  are  then  dyed  and  then  placed  separately  upon  swifts  to  ag%in  nuM-iudthem. 
Larger  skeins  than  above  named  have  been  found  inconvenient,  if  not  impracti- 
cable, on  account  of  becoming  tangled  in  the  dyeing  and  difficult  to  unwind.  By 
means  of  my  improvement  I  am  enabled  to  wind  skeins  of  twenty-four  thousand 
yards,  or  more,  in  each  separate  skein  npon  the  reels,  thus  saving  a  great  amount  of 
laU^  in  taking  down  the  reels  to  lemove  the  skeins,  and  the  larger  skeins  wound  in 
my  improved  manner  can  be  placed  at  once  upon  the  swifts  and  nnwonnd  without 
difficulty. 

liy  improvement  consists  in  winding  the  silk  or  other  thread  upon  the  reel  in  the 
form  of  a  wide  band,  in  which  the  thread  crosses  from  side  to  side  as  it  is  wound| 
somewhat  in  the  manner  now  employed,  but  so  arranged  as  not  to  form  single  skeins 
by  passing  one  layer  over  the  other.  I  prefer  to  have  the  thread  cross  in  iive-silths 
of  one  revolution  of  the  reel,  althongh  other  proportions  will  answer.  When  the 
reqnircd  qnantity  has  been  wound,  I  lace  the  skein  or  band,  before  it  is  removed 
from  the  reel,  in  one  or  more  places,  generally  on  opposite  sides  of  the  reel,  so  as  to 
divide  it  into  a  number  of  parts  and  hold  it  in  its  flat  or  band -like  condition,  lliis 
lacing  constitutes  tlie  chief  point  of  my  invention,  and  is  what  preserves  the  skein 
in  its  shape  and  prevents  its  becoming  entangled  in  the  process  of  dyeing.  After 
la<*ing,  the  skein  is  removed  from  the  reel,  and  passes  into  the  hands  of  the  dyer. 
After  winding  in  the  manner  above  described  the  skein  is  so  laid,  one  thread  cross- 
ing the  other,  that  its  texture  is  more  open  even  than  the  small  skeins  wound  in  the 
ordinary  manner,  and  althongh  much  larger  the  dye  easily  penetrates  to  every  part 
and  insnres  a  uniform  color.  The  several  tlireads  cnnnot  become  matted  together, 
as  with  the  ordinary  skein  wounil  in  the  customary  manner. 

By  means  of  my  invention  a  great  saving  is  made  in  the  expense  of  manufacture, 
the  waste  of  silk  is  greatly  reduced,  and  less  skill  is  required  in  the  winding  after 
the  dyeing,  iliereby  dispensing  with  the  high-priced  skilled  operatives  now  employed 
upon  this  work. 

What  I  claim  as  my  invention  is— 

1.  A  skein  of  silk,  or  other  thread,  wound  upon  a  reel  diagonally  from  side  to  side, 
in  the  manner  described,  and  laced  back  and  forth  across  its  width  to  preserve  its 
form,  substantially  as  set  forth. 

2.  The  combination  of  the  lacing  B  with  a  wide  skein  of  silk  or  other  thread  in 
which  the  strands  are  diagonally  crossed,  substantially  as  described. 

At  the  hearing  of  the  case  a  disclaimer  was  filed  in  the  Patent  Office 
by  the  appellant— 

to  so  mnch  of  said  claims  as  does  or  might  make  snch  claims  apply  to  a  skein  which 
by  reason  of  being  coated  with  gum  or  by  reason  of  the  manner  of  its  lacing  or  for 
any  other  reason  is  not  in  condition  for  dyeing  for  ordinary  manofacturing  purposes. 

By  stipulation  of  the  parties  it  was  provided — 

that  this  disclaimer  may  be  made  a  part  of  the  record  in  this  suit,  nunc  pro  inne,  as 
of  the  date  of  hearing  thereof,  as  if  the  same  had  been  filed  on  thai  date,  to,  indi« 
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cnte  tlie  willin^ess  of  the  complainant  to  limit  liis  patent  by  said  diHclAiuicr,  nncl 
as  an  aid  in  the  constrnction  of  his  patent,  bnt  Mitbout  prejudice  to  the  rights  of 
this  defendant  on  tlie  question  of  delay  in  filiuti;  said  disclaimer. 

The  Circuit  Court  held  that  the  claims  of  tlie  patent  covered  a  product 
and  not  a  process,  and  that  the  patent  was  void  for  want  of  patentable 
novelty,  for  the  reason  tliat  the  form  of  skein  described  in  the  s])ocifi- 
cation  and  covered  by  the  claims  wa«  well  known  and  in  use  long  prior 
to  Grant's  invention,  which  consisted  in  tlie  method  of  dyeing  and 
winding  silk  by  the  use  of  such  well  known  form  of  8kein  and  not  in 
the  skein  itself,  and  if  valid  to  any  extent,  it  was  only  ui>en  tlie  process. 
The  cx)urt  further  held  that  the  disclaimer  couhl  neither  operate  to  give 
validity  to  the  patent  for  the  skein,  nor  change  it  into  one  for  the 
process,  and  aecordingly  dismissed  the  bill. 

As  found  by  the  Circuit  Court,  the  evi<lence  fully  and  clearly  estab- 
lished the  fact  that  skeins  of  silk  diagonally  reeled  and  laced  acrosstlie 
widtli,  so  as  to  separate  the  skein  into  two  or  more  sections,  were  in  use 
and  well  known  to  the  silk  trade  long  prior  to  Grant's  improvement. 
The  form  of  such  skeins  was  substantially  the  same  as  that  adopted  by 
Grant.  These  anticipating  skeins  were  in  their  construction  similar  to 
the  construction  of  the  skeins  of  the  patent.  They  were  pnKlnced  in  the 
same  manner  by  the  horizontal  to-andfro  motion  of  a  guide-bar  for 
carrying  the  thread  in  front  of  the  reel  as  the  latter  revolved,  thus  caus- 
ing the  diagonal  or  cross  reeling  in  the  formation  of  the  skein.  They 
were  laced  into  two  or  three  sections  across  their  width.  The  object 
and  purpose  of  this  diagonal  reeling  and  lacing  was  to  preserve  the 
form  of  the  skein  and  to  preveiit  entanglement  and  snarling  in  the 
handling  and  future  winding  of  the  silk.  These  old  skeins  were  made 
of  raw  silk,  that  is,  silk  coated  with  or  carrying  the  silk- worm's  gum, 
and  were  smaller  in  size,  and  more  tightly  laced  across  their  width  than 
the  Grant  skeins  in  question.  The  diagonal  reeling  was  somewhat 
wider  in  the  skein  of  the  patent  than  in  the  old  skeins.  The  raw  silk 
having  a  more  delicate  thread  and  much  more  liable  in  handling  to 
become  entangled,  and  therefore  less  easily  wound  than  when  the  Kilk 
had  been  brought  to  a  condition  of  thread,  necessitated  this  cross  reel- 
ing and  lacing  to  preserve  the  form  of  the  skein  and  to  facilitate  the 
transportation  and  future  handling  of  the  silk  in  its  further  develop- 
ment in  the  process  of  manufacturing.  Nor  could  the  raw  silk  be 
dyed,  because  the  filaments  would  separate,  the  gum  which  holds  them 
together  would  be  dissolved  out,  so  that  they  would  become  snarled 
or  entangled  without  this  cross  reeling  and  lacing  in  the  process  of 
nngumming,  and  could  not  be  subsequently  wound  without  great  dif- 
ficulty and  loss.  It  had  to  be  first  <^  boiled  off,''  ^»  it  is  called,  or  the 
gum  removed,  by  being  immersed  for  some  period  in  soap  and  water  or 
other  liquid. 

The  process  of  manufacturing  silk  thread  is  thus  described  by  a  wit- 
ness for  the  complainant:  Digi,,ed  by  Google 
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The  silk  io  the  shape  in  which  it  is  formed  by  the  silk- worm  exists  in  the  shape  of 
eocoous.  Tliese  cocoons  in  the  ooontries  in  which  silk  is  grown  are  soaked  in  a 
miitable  bath,  and  the  filaments  of  silk  that  compost  the  eocoous  are  unwound  from 
tlie  cocoons  and  formed  in  skeins  on  reels  or  swiffcs.  In  this  shape  it  forms  the 
raw  silk  of  commeroe  and  is  imported  into  America  in  large  qaantities,  mostly 
finom  Enrope  and  Asia.  The  skeins  of  raw  silk  are  treated  by  the  manufacturer.!^ 
silk  thread  (I  |io  not  mean  by  this  term  ''thread"  sewing  silks  and  braids  only,  but 
rather  that  known  as  tram  and  organsine  that  is  used  in  making  textile  fabrics) 
usually  as  follows:  The  raw  silk  is  ungummed;  it  is  dried  to  a  sufficient  degree,  and 
is  then  in  skein  form,  put  on  swifts,  from  which  it  is  wound  onto  spools  or  bobbins. 
The  silk,  according  to  the  use  to  wliich  it  is  to  be  put,  is  fiirther  doubled,  in  which 
operation  it  goes  from  spool  to  spool,' is. twisted^  in  which  oiteratlun  it  goes  from 
^K>ol  to  spool,  and  when  of  sufficient  size  as  to  number  of  threads  and  of  condition 
as  to  twisting  it  is  reel(^d  from  the  spool  or  bobbin  into  skein  form.  In  this  skein 
form  it  is  dyed,  and  with  the  old  form  or  skeins  is  then  parted  to  separate  the  sev- 
eral small  skeins  that  compose  the  larger  skein,  such  as  I  now  produce,  and  is  then 
put  on  ''jrisert,''  so  called,  and  wound  onto  bobbins,  in  which  shape  the  silk  is  used 
usually  in  the  manufacture  of  textile  fabrics.  I  will  state  that  the  ''risers"  as  used 
In  this  old  process  of  manufacture  that  I  am  describing  consisted  of  two  small 
drums  or  pulleys,  usually  of  about  five  o^  six  inches  in  diameter,  and  that  the  skein 
waa  wttund  from  these  "risers.*' 

In  this  art  the  term  "winding''  meaus  the  changing  of  the  silk  from  the  skein 
form  to  its  form  on  a  bobbin  or  spool,  and  by  "reeling"  is  meant  the  patting  of  the 
silk  into  skein  form. 

The  coutention  of  the  appellant  is  that  the  skeis  of  the  patent  shonld 
be  considered  in  connection  with  the  specification  and  knowledge  of  the 
art  possessed  by  the  persons  to  whom  the  specification  is  addressed, 
and  if  the  prior  art  requires  limitations  in  order  to  leave  validity  in  the 
patent,  then  it  is  right  and  proper  for  the  coart  to  read  snch  limita- 
tions into  the  claims  by  construction,  and  on  the  basis  of  this  proposi- 
tion it  is  urged  that  Grant's  skein  differed  from  the  earlier  skeins  shown 
by  the  testimony  in  at  least  two  particulars;  first,  that  the  earlier 
skeins  were  gummed,  and  Grant's  skeins  are  ungummed,  which  pre- 
vented the  former  fit)m  being  dyed,  while  the  latter  can  be;  and,  sec- 
ondly, that  tliB  earlier  skeins  were  laced  tightly  for  the  purposes  of 
trans)>oi'tation  and  handling,  while  Grant's  skeins  are  laced  loosely  so 
that  they  ai*e  in  a  conditiou  for  dyeing.  The  Grant  skein  is  shown  to 
be  an  improvement  over  the  earlier  skeins  for  the  purposes  of  dyeing, 
but  neither  the  specification  nor  the  claims  of  the  patent  limit  it  to  that 
purpose.  The  disclaimer  uudertakes  so  to  do,  or  rather  to  limit  it  to  a 
condition  in  which  the  skein  may  be  dyed. 

The  court  below  properly  held  that  the  disclaimer  did  not  give  any 
increased  validity  to  the  patent  for  the  skein,  or  change  it  into  one  for 
a  process.  And  the  simple  question  presented  is  whether  Grant^s 
skein  possesses  features  of  patentable  novelty  over  the  earh'er  skeins 
shown  by  the  testimony.  The  cross  reeling  and  lacing  in  the  skein  of 
the  patent  perform  substantially  the  same  function  in  substantially  the 
same  way  as  in  the  earlier  skeins,  but  at  a  later  and  different  stage  or 
condition  of  the  silk  threiul  tbrmiug  the  skein.  It  is  perfectly  mani- 
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fest  that  if  a  patent  had  existed  on  the  earlier  skein,  the  skein  of  the 
patent  wonld  be  an  infringement  thereof,  as  being  simply  for  a  double 
or  analogous  use.  Such  analogous  use,  under  the  authorities,  is  not 
patentable.  (Brown  v.  Piper,  C.  D.,  187C,  464;  10  O.  G.,  417;  91  U.  8., 
87;  Penn.  B.  B.  v.  Locomotive  Co.,  0.  D.,  1884, 168;  27  O.  G.,  207;  110 
U.  S.,  491;  Miller  v.  Foree,  C.  D.,  1885,  512;  33  O.  G.,  1497;  116  U.  S,, 
22;  Dreufus  v.  Searle,  C.  D.,  1888,  220;  42  O.  G.,  491;  124  U.  S.,  CO.) 
And  the  same  result  must  follow,  although  the  earlier  skein  is  not 
patented,  if  it  embodies  substantially  the  same  form,  and  for  a  like 
use. 

The  function  and  purpose  of  the  prior  skein,  and  the  patented  device 
were  exactly  analogous,  operated  in  the  same  way,  and  were  service- 
able in  both  cases  to  preserve  the  skein  from  entanglement,  the  patented 
skein  being  applicable  to  a  later  stage  of  the  thread.  This,  within  the 
principle  announced  in  Smith  v.  Nichols,  (21  Wall.,  112,)  would  constitute 
simply  a  mere  carrying  forward  or  extended  application  of  the  original 
device  with  the  change  only  in  degree,  but  doing  substantially  the 
same  thing  in  the  same  way  by  substantially  the  same  means  with 
some  better  results,  and  would  not,  therefore,  be  patentable. 

The  difference  insisted  upon  in  support  of  the  patent,  that  the  looser 
lacing  of  the  skein  across  the  band  to  preserve  its  form  and  keep  it  in 
condition  suitable  for  dyeing  the  thread,  is  clearly  a  matter  of  mechani- 
cal skill  which  does  not  involve  invention.  It  is  said  by  one  of  com- 
plainant's witnesses  that  such  loose  lacing,  as  is  insisted  upon  an  a 
requisite  for  efi'ective  dyeing,  is  neither  shown  in  the  drawing,  nor  in 
the  speciflcation^nor  claims,  but  that  it  should  be  read  into  the  patent, 
because — 

a  mau  that  uiulerstands  hin  business  must  know  that  it  must  be  laced  loosely,  or 
that  the  silk  would  be  spoiled  in  dyeing, 

and  that,  if  this  were  not  noticed  or  not  known,  it  wonld  be  taught  him 
by  the  first  experiment.  It  is  perfectly  evident  that  it  would  readily 
occur  to  any  one  skilled  in  the  art,  that  as  the  skeins  are  increased 
in  size  or  width  of  band,  the  necessity  for  lacing  in  order  to  preserve 
the  form  and  keep  the  skein  in  a  condition  for  dyeing  would  be  corre- 
spondingly increased,  and  that  the  looser  the  lacing  the  more  i^crfect 
would  be  the  dyeing.  Such  changes  in.  degree,  merely,  would  not 
constitute  an  invention.  JtJetey  v.  Burdett,  0.  D.,  1884, 95 :  2C  O.  G.,  037 ; 
109  U.  8.,  632.) 

It  is  settled  that  distinct  and  formal  claims  are  necessary  to  ascer- 
tain the  scope  of  the  invention.  {Mvrrill  v.  Yeomans,  C.  D.,  1877,  279; 
11  O.  G.,  970;  94  U.  S.,  568;  WenUm  E.  Mfg.  Co.  v.  Ansonia  B.  <t  C. 
Co.,  C.  D.,  1886,  320;  31  O.  G.,  130ri;  114  U.  S.,  447.) 

If,  therefore,  the  elements  of  ^< boiling  ofl','^  or  nnguinining  the  silk, 
or  the  dyeing  thereof,  and  of  iuiprovingthe  winding  fm'Jlity,  were  pat- 
eutable^  in  view  of  the  prior  skeios,  they  should  have  been  covered  by 
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the  claimg  of  tbe  patent.    {James  v.  Campbell^  0.  D.,  1882,  67 ;  21 0.  G., 
337;  104  U.  S.,  356,  and  anthorities  cited  above.) 

The  disclaimer  takes  away  notbing  from  the  claims  except  what  is 
not  in  condition  fbr  dyeing,  and  no  silk  thread  is  in  condition  for  dye- 
ing by  simply  being  ci'oss  reeled  and  laced.  The  patent,  notwithstand- 
ing the  disclaimer,  is  still  for  an  old  device  of  a  cross  reeled  and  laced 
Bkein  for  whatever  pnrpose  it  may  be  designe^^  and  is  void  for  want 
of  patentable  novelty.  The  counsel  for  the  appellant,  while  claiming 
the  benefit  of  his  disclaimer,  and  insisting  that  Grant's  skein  is  dis- 
tingnishable  from  the  earlier  anticipating  skeins,  Ibr  the  reason  that 
the  latter  were  coated  with  gum  and  were  not  loosely  laced,  states 
that— 

Ormnt's  speciflofttioii  sddreflses  ito  direction  wholly  to  the  •kein-makcr,  neyer  to  the 
dyer. 

It  says: 

My  inrention  relates  to  a  noyel  manner  of  winding  silk  or  other  thread  npon  the 
reels  in-  a  reeling-maohine  preparatory  to  its  being  dyed.  *  *  *  My  improve- 
OMBi  consists  in  winding  the  silk  or  other  thread  npon  the  reel  in  the  form  of  a  wide 
band,  •  «  •  When  the  reqnired  quantity  has  been  wound,  I  luce  the  skein  or 
band,  ^  *  *  so  as  to  divide  it  into  a  number  of  parts  and  hold  it  in  its  flat  or 
band-like  condition. 

Grant  had  a  clear  idea  of  the  real  nab  of  his  invention.    He  says: 

This  lacing  constitutes  the  chief  point  of  my  inventiony  and  is  what  preserves 
the  skein  in  its  shape  and  prevents  its  becoming  entangled  in  the  process  of  dyeing. 

Grant  gives  no  instruction  to  the  dyer  or  the  winder,  for  the  simple 
reason  that  in  dyeing  his  skein  and  afterward  winding  it  apon  bobbins 
the  procednre  is  identical  with  tbe  procedure  of  the  old  art.  All  thai 
%$  navel  is  found  in  the  skein,  and  that  answers  the  question.  Is  Granlfs 
improvement  a  skein  or  a  process f  That  answer  is:  Grant's  improve- 
ment is  a  new  skein.  So  that  the  whole  invention  must  be  tested  by 
the  simple  question  whether  the  looser  lacing  for  the  purpose  of  dyeing, 
over  the  more  tightly  laced  skeins  for  the  purpose  of  preserving  their 
ibrm  and  winding  qualities,  while  being  ''boiled  ofiP  or  ungummed, 
constitutes  a  paten tiible  invention.  Considering  the  purpose  for  which 
it  is  now  claimed,  it  cannot  be  anything  more  than  a  mere  application 
of  an  old  process  to  a  new  use,  which  does  not  rise  to  the  dignity  of 
invention,  the  looser  lacing  for  the  purpose  of  dyeing  being  perfectly 
apparent  to  any  one  skilled  in  the  art  of  silk  manufacture,  or  in  the 
preparation  of  thread  for  that  purpose.  But  while  it  is  thus  claimed 
that  the  Grant  specification  addresses  itself  to  the  direction  wholly  of 
the  skein-maker,  and  never  to  the  dyer,  the  disclaimer  undertakes  to 
confine  such  direction  solely  to  the  dyer,  rather  than  to  the  skein- 
maker,  as  the  efiSect  of  the  disclaimer  is  intended  to  exclude  skeins— 

which,  by  reason  of  being  coaU'd  with  gum  or  by  reason  of  the  manner  of  its  lacing 
or  for  any  other  reason,  u  not  in  condition  for  dyeiug  ibr  ordinary  mannlaotnring 
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So  that,  under  tiie  operation  of  the  disolaimer,  the  specification  and 
claims  woald  have  to  be  read  as  addressed  to  the  dyer  rather  than 
to  the  skein-maker.  This  would  involve  a  complete  change  of  what 
was  covered  by  the  specification  and  claims,  which  must  be  held  con- 
trolling. 

The  most  that  can  be  said  of  this  Grant  patent  is  that  it  is  a  discov- 
ery of  a  new  use  for  an  jold  device  which  does  not  involve  patentability. 
However  useful  the  nature  of  the  new  use  to  which  the  skein  is  sought 
to  be  confined  by  the  disclaimer,  compared  with  the  former  uses  to 
which  the  old  skein  was  applied  at  the  date  of  the  improvement,  it 
forms  only  an  analogous  or  double  use,  or  one  so  cognate  and  similar 
to  the  uses  and  purposes  of  the  former  cross-reeled  and  laced  skein  as 
not  to  involve  anything  more  than  mechanical  skiU,  and  does  not  con- 
stitute invention,  as  is  well  settled  by  authorities  already  referred  to. 

The  advantages  claimed  for  it,  and  which  it  no  doubt  possesses  to  a 
considerable  degree,  can  not  be  held  to  change  this  result,  it  being  well 
settled  that  utility  cannot  control  the  language  of  the  statute  which 
limits  the  benefit  of  the  patent  laws  to  things  which  are  new  as  weU  as 
useful.  The  fact  that  the  patented  article  has  gone  into  general  use  is 
evidence  of  its  utility,  but  not  conclusive  of  that  and  still  less  of  its 
patentable  jiovelty.  (MoClain  v.  Ortmayer^  0.  D.,  1891,  532;  57  O.  G., 
1129;  141  U.  S.,  419, 425,  and  authorities  there  cited.) 

Our  conclusion  is  that  there  was  no  error  in  the  decree  of  the  court 
below,  and  the  same  is  accordingly  affirmed. 


[Sopreme  Coort  of  tlie  United  Stutet.] 

Smith  et  al.  t.  Whitman  Saddle  Oompant. 

i>Miiled  April  17,  I88S. 
68  O.  G.,  912. 

1.  Whitman—Saddlss— Infringement. 

Desiijru  Patent  No.  10,844,  issned  September  34,  1878,  to  Royal  E.  WhitmaU| 
for  riding-saddles,  construed  and  Held  not  infringed. 

2.  Desions—Patentabiuty— Utility. 

In  determining  the  patentability  of  a  design  for  a  new  and  original  shape  or 
oonfignration  of  an  article  of  maunfactnre  its  utility  is  an  element  for  considera- 
tion.   {UhnhtHUsr  v.  Holtkaiu,  C.  D.,  1883,  263;  21  O.  G.,  1783;  106  U.  S.,  94.) 

3.  Samk^-Samr— Mere  Selection  and  Adaptation  Insufficient. 

The  iixercise  of  tho  inventive  or  originative  faculty  is  reijuired  iu  the  prod acs 
tion  of  a  patentable  design,  and  a  person  niniiot  be  permitted  to  sel^t  an  exist- 
ing form  and  simply  put  it  to  a  new  uho  any  more  than  ho  can  be  perinttteil  to 
take  a  patent  for  the  mere  dou1>lQ  use  of  a  machine.  If,  however,  the  sol'octioii 
and  adaptation  of  an  existing  form  amount  to  more  than  theezeroireof  the  imi- 
tative fHiulty  and  the  result  is  in  oli'ect  a  new  creation,  the  deaign  may  bo 

patentable.  ^^  ^  ^  ^^  T  ^ 
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4.  Samk— SA3IK— Same. 

The  pnteiit  bring  fin*  ft  dc8i«'U  for  a  riding-saddle,  and  the  ovideuco  showing 
that  the  form  of  tree  wan  that  of  one  known  typ<s  the  form  of  can  tie  that  of 
anotbur  known  type,  and  that  the  central  open  slot  waa  old,  .Held  that  the  pres- 
ence or  absence  of  the  slot  was  U(»t  material  and  that  the  addition  of  a  well 
known  cantle  to  a  known  saddle,  in  view  of  the  fact  that  such  use  of  the  cantle 
was  common,  did  not  in  itself  involve  genias  or  invention  or  rcsnlt  in  a  patent- 
able design. 

5.  Same— Test  of  Identity. 

Tlie  true  test  of  identity  of  denigns  is  samenesH  of  appearance — that  is,  same- 
ness of  effect  upon  the  eye  of  an  ordinary  observer  bringing  to  the  examiuntion 
of  the  article  upon  which  tbo  design  ban  been  placed  that  degree  of  observation 
which  meu  of  ordinary  intelligence  give. 

6.  Same— Difference  in  Foum— Infkingkment. 

The  only  new  feature  of  the  patented  design  being  the  sharp  drop  of  the 
pommel  at  the  rc.nr,  while  the  saddles  of  the  defendants  have  only  a  slight 
curved  drop  at  the  rear  of  the  pommel,  Held  that  the  difference  was  so  marke<l 
that  the  defendants' H-i.ldlo  could  not  be  mistaken  for  the  saddle  of  the  com- 
plainant, and  that  there  was  therefore  no  infringement. 

Appeal  from  tlie  Circuit  Conrt  of  the  United  States  tor  the  District 
of  Connecticut. 

Mr,  W,  E,  Simomh  for  the  appellant. 
Mr.  Samuel  K.  Duncan  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

The  Whitman  Saddle  Company,  a  corporation  organized  and  existing 
under  and  by  virtue  of  the  laws  of  the  State  of  New  York,  brought  this 
bill  of  complaint  in  the  Circuit  Court  of  the  United  States  for  the  Dis- 
trict of  Connecticut,  against  Charles  D.  Smitli  and  Benjamin  A.  Bourn, 
citizens  of  tlie  State  of  Conecticut,  and  doing  business  in  the  city  of 
Hartford,  under  the  Arm  name  and  style  of  Smith,  Bourn  &  Co.,  for  the 
alleged  infringement  of  a  patent  for  a  design  for  saddles,  No.  10,844, 
dated  September  24, 1878. 

The  Circuit  Court  sustained  the  patent,  adjudged  tiiat  complainant 
was  entitled  to  recover  of  the  defendants  as  inftiugers,  and  rendered 
a  defcree  perpetually  enjoining  them,  and  for  an  amount  found  due  for 
profits,  costs,  charges,  and  disbursements,  from  which  decree  an  appeal 
was  taken  to  this  Court.  The  opinion  of  Judge  Shipmau  is  rei)orted  in 
38  Federal  Reporter,  414. 

The  specification  and  claim  are  as  follows: 

Be  it  known  that  I,  Royal  £.  Whitman,  of  Springfield,  Hampden  county,  State  of 
MasBachnsetts,  have  hivented  an  improved  design  for  saddles,  of  which  the  follow- 
ing is  a  specification : 

The  nature  of  my  design  is  fully  ilhistratcd  in  the  accompanying  photographic 
pictnn*,  to  which  reference  is  inado. 

Figure  I  is  a  side  profile  view,  and  Fig.  II  a  parallel  front  view.       /^  t 
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Tho  i>oiniDel  B  rises  at  the  fork  to  a  point  on,  or  nearly  ou,  a  liorizontol  level  with 
the  raised  aud  prolonged  oantle.  The  pommel  on  its  rear  side  falls  nearly  ]>erpen- 
diciilarly  for  some  inches,  iiv'hen  it  is  joined  by  the  line  forming  tho  profile  of  the 
seat.  The  straight  inner  side  uf  the  pommel  (marked  b)  is  Joined  at  e  by  the  line  C 
of  the  seat.  The  line  C  describes  the  jn'adual  cur\'o  to  the  center  of  the  seat,  from 
thence  gradually  rising  to  the  highest  point  of  the  can  tie  D.  The  csmtle  is  defined 
in  side  profile  by  the  lines  ef,  starting  from  its  enter  c^nd  in  continuous  onnres,  irhich 
separate  to  define  the  thickness  of  the  cantle  before  uniting  at  a  point,  ffy  near  the 
center  of  the  Middle,  the  line/  forming  the  outside  nud  rear  edge  of  the  saddle  until 
Joined  by  the  line  h,  'which,  leaving  the  line  /  at  an  angle,  bends  to  form  the  rear 
bearing  of  tho  saddle.  The  line  from  the  front  of  the  pommel  B  inolines  outward 
for  some  distance  in  a  nearly  straight  line,  w,  before  being  rounded  toward  the  rear 
to  Join  the  line,  h,  at  the  point  where  the  stirrup-strap  is  attached,  to  thus  define 
the  bottom  line  of  the  saddle.  The  outline  given  by  tho  line  m  from  the  pommel  being 
the  general  form  of  the  English  saddle-tree  known  as  the  "out-back." 

A  plain  view  of  the  saddle  shows  a  center  longitudinal  slot  extending  fit>m  ])om- 
mel  to  oantle. 

lam  aware  that  i>ortions  of  the  curves  employed  by  me  have  been  used  in  the 
designing  of  saddles ;  but,  when  combined  with  a  longitudinally  slotted  tree,  the  lines 
I  employ  to  give  the  profile  form  a  new  design  for  saddles,  and  giving  the  general 
idea  in  the  front,  lower,  and  rear  lines  of  a  sea-fowl  or  vessel  modeled  upon  the  same 
cnrreBy  and  by  these  curves  and  lines  giving  the  impression  of  lightness,  gnire,  and 
cpmfort  that  could  not  as  well  be  conveyed  by  any  others,  as  the  impression  of  com* 
fort  is  given  by  the  large  amount  of  bearing-surface  obtained  without  undue  eleva- 
tion above  the  back  of  tlie  animal,  combined  with  the  large  seat  for  the  rider,  and 
lightness  and  grace  by  the  small  surface  of  troe  shown  in  vertical  plan,  coupled 
with  the  form  in  which  it  is  presented. 

Now,  having  described  my  invention,  what  I  claim  is— 

The  design  for  a  riding  saddle,  substantially  as  shown  and  described. 

The  following  is  the  picture  referred  to: 
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Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  Court: 

Sectiou  4929  of  the  Revised  Statutes  provides  that: 

Any  penon  who,  by  bis  own  indastry,  gonins,  olfurts,  and  expense,  has  invented 
and  proda(*dd  any  new  an«l  original  design  for  a  nuinuracture;  bust,  statue,  alto- 
relievo,  or  bas-relief ;  any  new  and  origiual  design  for  the  printing  of  woolen, 
Bilk,  cotton,  or  other  fabrics;  any  new  and  original  impression,  ornament,  patent, 
priut,  or  picture  to  be  printed,  painted,  cast,  or  otherwise  placed  on  or  worked 
into  any  article  of  manufacture;  ur  any  new,  useful,  and  original  shape  or  con- 
figuration of  any  article  of  manufacture,  the  same  not  having  been  known  or 
naad  by  others  before  his  invention  or  production  tliereof,  or  patented  or  described 
in  any  printed  pnblioation,  may,  upon  payment  of  the  fee  prescribed,  and  other  due 
proceedings  had  the  same  as  in  cases  of  inventions  or  disoovories,  obtain  a  patent 
therefor. 

The  first  three  of  these  classes  plainly  refer  to  ornament,  or  to  oma- 
meut  and  utility,  and  the  last  to  new  shapes  or  forms  of  manufactured 
articles;  and  it  is  under  the  latter  clause  that  this  patent  was  granted. 

In  Gi>rham  Manvfactnring  Co.  v.  White  (14  Wall.,  611,  624)  it  was 
said  by  this  Court,  speaking  through  Mr.  Justice  Strong,  that  the  acts 
of  Congress  authorizing  the  granting  of  patents  for  designs  contem- 
plated— 

not  so  much  ntility  as  appearance,  and  that,  not  an  abstract  impression,  or  picture, 
bnt  an  aspect  given  to  those  objects  mentioned  in  the  acts.  *  •  •  And  the  thing 
invented  or  produced,  for  which  a  patent  is  given,  is  that  which  gives  a  peculiar  or 
distinctive  appearance  to  the  niannfaeture,  or  article  to  which  it  may  be  applied, 
or  to  which  it  gives  form.  The  law  manifestly  contemplates  that  giving  cert«un  new 
and  original  appearances  to  a  manufactured  article  may  enhance  its  salable  value, 
may  enlarge  the  demand  for  it,  and  may  bo  a  meritorious  service  to  the  jmblic.  It, 
therefore,  proposes  to  secure  for  a  limited  time  to  the  ingenious  producer  of 
thoee  appearances  the  advantages  flowing  fn>m  them.  Manifestly  the  mode  in 
which  those  appearances  aropro<luced  has  very  little,  if  anything,  to  do  with  giving 
increased  snlabloness  to  the  article.  It  is  the  appearance  itself  which  attracts 
attention  and  calls  out  favor  or  dislike.  It  is  the  appearance,  itself,  therefore,  no 
matter  by  what  agency  caused,  that  constitutes  mainly,  if  not  entirely,  the  contri- 
bation  to  the  pnbUo  which  the  law  deems  wortliy  of  recompense. 

This  language  was  used  in  reference  to  ornamentation  merely,  and 
moreover  tlie  word  '<  useful,"  which  is  in  section  4929,  was  not  con- 
tained in  the  act  of  1842,  under  which  the  patent  in  Gorham  Co.  v. 
White  was  granted.  So  that  now  where  a  new  and  original  fc:hai>e  or 
configuration  of  an  article  of  manufacture  is  claimed,  its  utility  may  be 
also  on  element  for  consideration.  (Lehnbeuter  v.  HoWiam^  G.  D.,1882, 
2C3;  21,  O.  G.,  .1783;  105  U.  S.,  94.) 

But,  as  remarked  by  Mr.  Justice  Brown,  then  district  judge  for  the 
Eastern  District  of  Michigan,  mNorthrap  v.  Adumn^  (0.  D.,  1877,  322; 
12  O.  G.,  43(),  and  2  Ban.  &  Ard.,  667.)  which  was  a  bill  for  the  infHnge- 
ment  of  a  design  patent  for  a  cheese-safe,  the  law  applicable  to  design 
patents — 


I  not  materially  differ  fhtm  that  in  cases  of  mechanical  i>atents,  and  "all  the 
regnlatioiia  and  provisions  which  apply  40  the  obtaining  or  i>rotoction  of  pateatt 
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for  inventions  or  discoveries  •  •  •  sliull  apply  to  ]mteut8  for  desigus/'  (Sec- 
tion 4933.) 

And  lie  a<l<1ed: 

To  entitle  a  party  to  the  benefit  of  the  act,  in  either  case  there  must  be  origi- 
nality, and  the  exerciHe  of  the  inventive  faculty.  In  the  one,  there  must  1»c  novelty 
and  utility;  in  the  other,  originality  and  bea<ity.  Mere  mcchnnicnl  skill  is  iusufli- 
cient.  There  must  be  something  akin  to  genius — an  ottbrt  of  the  brain  as  well  as 
tlie  hand.  The  a^laptation  of  old  devices  or  forms  to  now  purposes,  hovevcr  con- 
venient, useful,  or  beautiful  they  may  be  in  their  new  role,  is  not  invention. 

Miuiy  illustrations  are  referred  to,  as,  for  instance,  the  use  of  a  model 
of  theOentennial  building  for  .paperweights  and  inkstands;  the  thrust- 
ing of  a  gas-pipe  tlirougli  the  leg  and  arm  of  the  statue  of  a  shepherd 
boy,  for  the  pur|)ose  of  a  drop-light;  the  painting  upon  a  familiar  vsise 
of  a  copy  of  Stuart's  portrait  of  Washington — none  of  which  were 
patentable  because  the  elements  of  the  combination  were  old.  The 
shape  produced  must  be  the  result  of  industry,  eiibrt,  genius,  or  exi)euse, 
and  new  and  original  as  applied  to  articles  of  manufacture.  {Fost^* 
V.  Crossin,  0.  D.,  1891,  304;  54  O.  G.,  1115;  44  Feil.  Hep.,  62.)  The 
exercise  of  the  inventive  or  originative  faculty  is  required,  and  a  person 
cannot  be  permitted  to  select  an  existing  form  and  simply  put  it  to  a 
new  use  any  more  than  he  can  be  i)ermitted  to  tjike  a  patent  for  the 
mere  double  use'of  a  machine.  If,  however,  the  selection  and  adapta- 
tion of  an  existing  form  are  more  than  the  exercise  of  the  imitative 
faculty  and  the  result  is  in  effect  a  new  creation,  the  design  may  be 
patentable. 

In  Jennings  v.  Kihhe^  (0.  D.,  1882,343;  22  O.  G.,  331;  10  Fed.Kep., 
669,  and  20  Blatchf.,  353,)  Mr.  Justice  Blatchford,  when  circuit  judge, 
applied  the  rule  laid  down  in  Oorham  Manufacturing  Co.  v.  WhitCy  Hupra^ 
stating  it  thus,  that — 

the  true  test  of  identity  of  do4i>ru  is  sameness  of  appearance — in  other  words,  same- 
ness of  effect  upon  the  eye;  that  it  is  not  necessai*y  that  the  appearance  should  be 
the  same  to  the  eye  of  an  expert  ant)  that  the  test  is  the  eye  of  an  ordinary  observer, 
the  eyes  of  men  generally,  of  observers  of  ordinary  acuteuess,  brini^ing  to  the  exam- 
ination of  the  article  upon  which  the  design  has  been  placed  that  degree  of  obser- 
vation which  men  of  ordinary  intelligence  give.  {Itiplcy  v«  EUoh  Glnsa  Compatty, 
C.  D.,  1892,  467;  60  O.  G.,  298;  49  Fed.  Rep.,  921.) 

In  this  case  it  appeared  from  the  evidence  that  among  other  trees 
and  saddles  that  were  old  in  the  prior  art  was  one  called  the  Granger 
tree,  which  had  a  cut-back  x)ommol  and  a  low,  broad  can  tie,  and  was 
well  known;  and  another  called  tho.  Jenifer  tree  or  Jenifer  McOlellan 
saddle,  which  was  also  well  known,  and  had  a  high,  prominent  pom- 
mel and  a  high-backed  cantle,  or  hind  protuberance,  in  the  shape  of  a 
duck's  tail. 

The  exhibits  embrace,  among  others,  a  slotted  Granger  saddle,  the 
Jenifer-McClellau,  the  Sullivan-Black-Grauger  tree,  and  the  sacldle 
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sold  by  the  defendAnts,  the  latter  being  tsubstautially  the  Granger 
saddle  with  the  Jenifer  cantle. 

The  saddle  design  described  in  the  specification  difiers  from  the 
Granger  saddle  in  the  substitution  of  the  Jenifer  cantle  for  the  low, 
broad  cantle  of  the  Granger  tree.  In  other  words,  the  front  half  of  the 
Granger  and  the  rear  half  of  the  Jenifer,  or  Jenifer •McGlcllan,  make 
up  the  saddle  in  question,  though  it  differs  also  from  the  Granger  sad* 
die  in  that  it  has  a  nearly  perpendicular  drop  of  some  inches  at  the 
rear  of  the  pommel,  that  is,  distinctly  more  of  a  drop  than  the  Gran- 
ger saddle  had. 

The  experienced  Judge  by  whom  this  case  was  decided  conceded 
that  the  design  of  the  patent  in  question  did  show  prominent  features 
of  the  Granger  and  Jenifer  saddles,  and  united  two  halves  of  old  ti^ees, 
but  he  said: 

A  mechanic  nmy  take  the  legs  of  one  BtoTe,  and  the  cap  of  another,  and  the  door 
of  another,  and  make  a  new  design  which  has  no  element  of  Invention;  hnt  it  does 
not  foUow  that  the  result  of  the  thought  of  a  mechanic  who  has  fused  together  two 
diverse  shapes,  which  were  made  upon  different  principles,  so  that  new  lines  and 
onrvetf  and  a  harmonious  and  novel  whole  are  produced,  which  possesses  ii  new 
grace  and  which  has  a  ntiiity  resultant  from  the  new  shape,  exhibits  no  invention. 

And  he  hold  that  this  was  effected  by  the  patentee  and  that  the 
Bhape  that  he  produced  was,  therefore,  patffatable.  But  we  cannot 
concur  in  this  view. 

Tlie  evidence  established  that  there  were  several  hundred  styles  of 
saddles  or  saddle-trees  belonging  to  the  prior  art  and  that  it  was 
customary  for  saddlers  to  vary  the  shape  and  appearance  of  saddle- 
trees in  numerous  ways,  according  to  the  taste  and  fancy  of  the  pur- 
chaser. And  there  was  evidence  tending  to  show  t>liat  the  Granger 
tree  was  sometimes  made  up  with  an  open  slot  and  sometimes  without, 
and  sometimes  with  the  slot  covered  and  padded  at  the  top  and  some- 
times covered  with  plain  leather;  while  it  clearly  appeared  that  the 
Jenifer  cantle  was  used  upon  a  variety  of  saddles  as  was  the  open  slot. 
Nothing  more  was  done  in  this  instance  (except  as  hereafter  noted) 
than  to  put  the  two  halves  of  these  saddles  together  in  the  exercise,  of 
the  ordinary  skill  of  workmen  of  the  triule,  and  in  the  way  and  manner 
ordinarily  done.  The  presence  or  the  absence  of  thoecntral  open  slot  was 
not  material,  and  we  do  not  think  that  the  addition  of  a  known  cantle 
to  a  known  saddle,  in  view  of  the  fa^'.t  tliat  sucli  use  of  the  cantle 
was  common,  in  itself  involved  genius  or  invention,  or  produced  a 
imtentable  design.  There  was,  however,  a  diflerence  between  the 
pommel  of  this  saddle  and  the  pommel  of  the  Granger  saddle,  namely, 
the  drop  at  the  rear  of  the  pommel,  which  is  thus  described  in  the 
specilication: 

The  pommel,  on  its  rear  side,  falls  nonrly  perpendicularly,  for  some  inches,  when 
it  is  joined  by  the  line  foriuiag  the  itrotilo  ol'  the  seat.  The  straight  inner  side  of 
the  pommel  (marked  h)  10  Joined  at  c  by  the  line  C  of  the  seat. 
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The  speciftcatiou  fnrthor  staten: 

Tbo  Iin<^  from  the  front  of  the  pommel  B  inclines  ontward  for  some  distanoo  on  * 
nearly  Rtrntght  line,  m,  before  being  ronndod  toward  the  rear  to  join  the  line  h,  at 
the  point  where  the  stirrup-strap  is  attached,  to  thus  define  the  bottom  line  of  the 
safldle.  The  ontlino  given  by  line  m  from  the  pommel  being  the  general  form  of  the 
English  saddle-tree  known  as  the  **  cut-hack/' 

The  shape  of  the  fhint  eud  being  old,  the  Rharp  drop  of  the  pommel 
at  tlie  rear  seems  to  constitute  what  was  new  and  to  be  material.  Now, 
the  saddles  of  the  defendants,  while  they  have  the  slight  curved  drop 
at  the  rear  of  the  pommel,  similar  to  the  Granger  saddle,  do  not  have 
the  accentuated  drop  of  the  patent,  which  <^  falls  nearly  perpendicularly 
several  inches,"  and  has  a  ^^ straight  inner  side."  If,  therefore,  this 
drop  were  material  to  the  design  and  rendered  it  patentable  as  a  com- 
plete and  integral  whole,  there  was  no  infringement.  As  before  said, 
the  design  of  the  patent  had  two  features  of  difference  as  compared 
with  the  Granger  saddle— one  the  cantle,  the  other  the  drop;  and 
unless  there  was  infringement  as  to  the  latter,  there  was  none  at  all, 
since  the  saddle  design  of  the  patent  does  not  otherwise  differ  from  the 
old  saddle  with  the  old  cantle  added,  an  addition  frequently  made. 
Moreover,  that  di£ference  was  so  marked  that  in  our  judgment  the 
defendants^  saddle  could  not  be  mistaken  for  the  saddle  of  the  com- 
plainant. 

There  being  no  infringement  the  decree  must  be  reversed  and  the 
cause  remanded,  with  a  direction  to  dismiss  the  bill,  and  it  is  so  ordered. 


[Supreme  Court  of  the  United  States.] 

DOBSON  V.  GUBLBT  ET  AIm 

Deoided  ApHl  U,  I89S. 

68  O.  G.,  1058. 

1.  DoBSOH— Banjos— Vauditt—Invrinobmknt. 

Letters  Patent  No.  203,60i,  granted  to  Charles  E.  Dobson,  May  14,  1876,  an^ 
Letters  Patent  Ko.  249,321,  granteil  to  Henry  C.  Dobson,  Novembers,  1881,  for 
improvements  in  banjos,  sustained  and  Held  not  infringed. 

2.  SAMJB— DiFFEBXNCKS    IN    MSCHANIOAL    STRUCTURE    AND    RBSULT— iNrBINOR- 


Where  the  complainants'  instmments  differed  hi  mechanical  stmctare  from 
those  of  the  defendant  to  each  an  extent  as  to  resn]t  in  a  noticeable  difference 
in  the  tones  of  the  instmments,  calling  for  a  dift'erout  kind  of  trade,  Held  that 
there  was  no  inflringement. 

AppBAii  from  the  Circuit  Court  of  the  United  States  for  flie  Soutk- 
em  District  of  New  York.  gitized  by  GoOg 
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Mr,  A.  8.  Browne  and  Mr,  A.  Comatoek  for  the  appellant. 
Mr,  Howard  Henderson  for  the  appellee. 

Mr.  Jastice  Shibas  delivered  the  opinion  of  the  Court. 

This  case  comes  here  on  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  whose  decree  dismissed 
complainant's  bill  charging  the  defendants  with  infringing  Letters 
Patent  of  tlie  United  States,  No.  203,604,  granted  to  Charles  E.  Dob- 
son,  May  14, 1878,  and  Letters  Patent  No.  249,321,  granted  to  Henry 
G.  Dobson,  November  8, 1881,  both  being  for  improvements  in  banjos. 

The  bill  discloses  that  the  several  Letters  Patent,  so  as  aforesaid 
issued  to  Charles  E.  Dobson  and  to  Henry  C.  Dobson,  by  certain 
assignments  in  writing,  became  vested  in  the  complainant,  Catharine 
L.  Dobson,  and  avers  an  inftingemeut  by  the  defendants,  E.  I.  Cubley 
and  George  Van  Zandt,  of  her  rights  under  said  Letters  Patent. 

The  defendants,  by  their  answer,  admit  that  Letters  Patent  were 
issued  as  alleged  in  the  bill  to  Charles  E.  Dobson  and  Henry  C.  Dobson, 
but  deny  that  said  patentees  were  original  inventors  of  the  devices 
described^  therein,  and  allege  that  each  of  the  combinations  or  devices 
claimed  in  said  several  Letters  Patent  was  a  mere  aggregation  of  mechan- 
ical features  well  known  in  the  art,  and  hence  contend  that  the  claims 
for  said  devices  should  be  declared  null  and  void. 

The  answer  further  sets  up  that  the  defendant  Edwin  L  Cubley  was 
himself  the  original  inventor  of  certain  improvements  in  banjos  and 
other  musical  instruments,  for  which  Letters  Patent  No.  253,849  were 
on  the  21st  of  February,  1882,  granted  to  him,  under  which  the  defend- 
ants were  carrying  on  the  manufacture  and  sale  of  banjos,  and  denies 
that  such  manufacture  and  sale  were  infringements  of  any  supposed  or 
alleged  rights  of  comf^lainant  as  assignee  of  the  several  Letters  Patent 
described  in  the  said  biU. 

Beplication  was  duly  filed,  testimony  taken,  and,  after  hearing,  the 
decree  dismissing  the  bill  of  complaint  was  rendered. 

The  baivjo  is  described  as  a  musical  instrument  of  the  guitar  class, 
having  a  neck  with  or  without  frets,  and  a  cu-cular  body  covered  in 
ttout  with  tightly  stretched  parchment.  It  has  from  five  to  nine  strings, 
of  which  the  mdody-string,  the  highest  in  pitch,  but  placed  outside  of 
the  lowest  of  the  others,  is  played  by  the  thumb  of  the  performer.  As 
in  the  guitar,  the  pitch  bf  the  strings  is  fixed  by  stopping  them  with 
the  left  hand,  while  the  right  hand  produces  the  tone  by  plucking  or 
striking.    (The  Century  Dictionary,  article,  Banjo.) 

The  banjo  of  the  Charles  E.  Dobson  patent  contained  a  dome-shaped 
ring,  comi>o8ed  of  metal,  interposed  between  the  parchment  and  a 
wooden  rim,  and  what  is  claimed  as  new  is  this  dome-shaped  ring,  in 
combination  with  the  wooden  rim  and  parchment  head.  The  advan- 
tages claimed  are  that  the  rounded  shape  of  the  ring  causes  less  wear 
of  the  parchment  head  than  the  more  angular  corner  or  edge  previously 
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in  use,  and  that  sach  combination  niat^rially  improves  the  tone  or 
resonance. 

The  banjo  of  Henry  G.  Dobson  has  also  a  nietal  ring,  bat  the  ring  is 
formed  with  two  downwardly  projecting  lianges,  interposed  between 
the  parchment  head  and  a  rim  composed  of  wood  and  metal.  The  outer 
flange  passes  down  outside  of  the  ring,  and  the  inner  one  projects  down 
inside  the  ring,  and  is  free  from  contact  with  other  paints  of  the  instru- 
ment, so  as  to  be  capable  of  unrestrained  vibration,  and  it  is  claimed 
that  the  effect  is  to  give  a  clear,  bell  like,  ringing  tone  to  the  instrument. 

The  ring  is  an  element  of  both  of  l^e  Dobson  patents,  and  its  peculiar 
form  is  essential  in  each  invention  in  producing  the  belMike  notes  which 
are  characteristic  of  the  instruments.  These  elfects  are  varied  in  each 
by  the  dimensions  and  form  of  the  ring,  and  in  the  Henry  C.  Dobson 
patent  the  flanges  and  the  combination  of  wood  and  metal  in'the  rim 
are  distinctive  features. 

The  Gubley  banjo  has  no  ring.  The  parchment  rests  directly  on  (he 
rim,  as  was  the  case  with  the  old  form  of  banjo.  The  device  claimed  as 
new  is  in  making  the  shell  entirely  of  sheet  metal,  and  the  advantages 
claimed  are,  first,  mechanical,  in  strengthening  the  shell  by  shaving  it 
BO  that  the  strain  of  the  parchment  will  come  upon  the  metal  in  the  line 
of  its  greatest  resistance,  and  thus  maintain  the  shape  of  a  tme  circle; 
secondly,  in  beautifying  the  appearance  of  the  shell  by  covering  from 
view  the  internal  attachments  by  which  the  straining  device  is  fastened 
upon  the  outer  side,  and  providing  a  continuous  surface  unbroken  and 
with  rounded  corners,  capable  of  being  finely  and  easily  polished ;  and, 
thirdly,  to  strengthen  and  render  more  melodious  the  tone  of  the  instru- 
ment. 

Gono^ing  that  the  Dobson  devices  involve  a  patentable  novelty, 
we  are  of  the  opinion  that  the  Gubley  patent  does  not  infringe  either 
of  these,  as  it  has  no  ring  upon  which  the  parchment  rests.  In  the 
Gubley  banjo  the  parchment  rests  directly  upon  the  rim,  which  consists 
of  a  metallic  shell  formed  by  turning  over  both  edges  of  a  piece  of 
sheet  metal  and  constituting  a  hollow  rim  or  case,  the  effect  of  which 
is  to  impart  a  different  musical  quality  to. the  instrument.  Tliis  differ- 
ence is  doubtless  accentuated  by  discharging  altogether  the  wooden 
rim  of  the  Dobson  banjo.  The  devices  are  so  dissimilar  in  their  design 
and  functions  that  we  are  of  the  opinion  that  the  latter  cannot  be 
deemed  an  infringement  of  the  former. 

These  differences  in  mechanical  structure  result  in  a  noticeable  dif- 
ference in  the  tones  of  the  instruments,  so  much  so  as  to  call  for  a  dif- 
ferent kind  of  trade. 

Arthur  G.  Fraser,  the  complainant's  expert,  admits  that  in  the  Dob- 
son patents  the  ring  and  rim  are  two  distinct  parts,  while  in  the  defen- 
dant's banjo  they  are  actually  integral.  He  claims  that  this  feature  of 
construction  necessitates  that  the  rim  should  be  of  metal,  which,  as 
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i*ompared  with  a  wooden  rim,  gives  the  instrameut  what  he  callB  <<  an 
inferior  qnahty  of  tone."    He  says  that — 

aMsniuing  that  both  banjos  were  made  of  the  same  grade  of  excellence,  so  far  as 
yrorkninuship  and  iinish  arc  concerned,  it  seems  to  me  that  the  Dobson  banjo  would 
be  considerably  superior  to  the  defendant's  banjo  in  the  fact  chiefly  that  it  iH  o<m- 
Btnictcd  with  a  wooden  rim,  whereas  defendant's  ba^jo  has  a  metal  rim.  The  rim 
of  a  bnujois  csseutially  its  sounding-box,  and  it  is  well  known  that  wood  in  more 
reaouant,  and  is  in  every  way  a  better  material  for  a  sounding-box  than  metal,  giv- 
ing a  louder  sound  and  a  fuller,  deeper,  and  a  richer  quality  than  is  given  out  by 
niotal.  A  metal  sounding-box  gives  out  a  light,  thin,  Aviry,  or  tinny  sound  as  com- 
]iaTcd  with  the  full,  sonorous  vibration  resulting  from  a  wooden  sounding-box. 

He  further  says: 

A  brass  plate  as  thick  as  that  in  the  ring  in  the  Dobson  banjo  would  give  a  much 
louder  and  clearer  ringing  tone  than  a  similar  plate  made  as  thin  as  the  flauge  of  the 
rinur  in  the  defendant's  banjo.  *  "*  *  The  sound  produced  by  the  Dobson  banjo 
is  much  louder,  and  the  tone  more  full,  dear,  resonant,  and  brilliant  than  that  of 
defendaut*H  banjo,  which  is  comparatively  weak,  colorless,  aud  slmrp  or  tiuny. 

William  Becker,  an  expert  called  by  the  defendant,  testified  that — 

I  think  the  Dobson  banjos  are  more  adapted  for  large  audiences,  ball-rooms,  theaters, 
etc.)  while  the  Cubley  banjo  would  better  meet  the  trade  for  home  amusement  and 
])arlor  use. 

And  a^«iin : 

It  is  well  known  that  wood-rim  banjos  covered  with  metal  have  a  sharp,  shrill 
tone,  where  a  hollow-shell  rim  will  give  a  metal  tone. 

(rcorgc  Van  Zandt,  a  witness  for  the  defendant,  testified  that — 

the  tone  of  a  banjo  is  a  very  essential  feature  in  reference  to  its  value  as  a  musical 
instrument,  but  there  are  various  kinds  of  tones,  and  for  some  uses  one  kind  may  be 
j»rcf<jrred  to  anotluT,  and  for  other  uses,  vice  versa.  For  a  concert-room  a  strong,  loud 
trme  is  desirable,  and  for  a  smaller  room  a  soft  and  nu'llow  tone  would  be  pre- 
ferred. The  tone  of  the  Dobson  is  a  loud,  strong  one,  especially  in  the  high  notes. 
The  one  of  the  Cubloy  banjo  is  softt-r  aud  more  enduring,  especially  in  the  lower 
notes.  For  accomiianinu'ut  and  for  use  in  the  parlor  by  amateurs,  probably  the 
i.'iibley  ban^jo  would  be  preferred.  By  ]>rofessioual  players,  for  brilliant  effects,  i»er- 
liaps  the  Dobson  banjo  would  be  the  best. 

Without  expatiating  on  this  << strange  difference  twixt  tweedledum 
iind  tweodle-dee."  we  think  wo  sec  in  the  testimony  of  the  respective 
witnesses  on  the  merits  of  their  fjivoritc  instruments  a  recognition  of 
an  obvious  ditVcrcncc  in  the  <|nality  nnd  characteristics  of  their  tones. 
Dilfeiing,  then,  Jis  we  have  seen  they  do,  in  their  mechanical  devices 
and  in  the  material  of  the  sounding  boxes,  and  in  the  quality  an<l  char- 
acter of  their  musical  cftccts,  \vc  conclude  that  the  Cubloy  banjo  cannot 
lie  deemed  an  infringement  of  cither  of  the  Dobson  banjos. 

The  contention  tliat  the  Dob.son  banjos  exhibit  no  patentable  novelty 
hsis  not  be<en  much  pn'.sse<l.  At  all  events,  we  think  that  their  addi- 
tional devic(»s  are  obvious  improvements,  and  justify  the  granting  of 
liCtters  L*atent. 

As  the  court  beh)W  reached  the  same  conclusion,  (().  1).,  1889,  G02; 
48  O,  G.,  KMi^;  aO  Fe<l.  Uep.,  270,)  its  decree  is  allirmed.   QoOqIc 
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[Sopreme  Court  of  fhe  ITnltcd  Stotas.! 

Dues  v.  Gobbin  Cabinet  Lock  Gompant. 

IheUM  May  1, 1S9S. 

es  o.  o.,  loeo. 

1.  Obum— Lock  vor  Furniturx— Ihvkktion. 

Letten  Patent  No.  262,977.  iMned  August  22, 1882,  to  Morris  L.  Onun  for  an 
improvement  in  locks  for  faruitnre,  examined  and  Held  invalid  for  want  of  pat- 
entable novelty. 

3.  Sake— Prior  Invention  Known  to  Patentee. 

Where  a  device  covered  by  a  patent  granted  two  and  one-half  years  after  the 
date  of  tbe  patent  in  salt  w:  s  invented  before  that  of  tbo  earlier  patentee,  and 
sach  earlier  patentee  had  full  knowle<1ge  of  it  before  he  made  bis  alleged  inven- 
tion, Held  that  tbe  device  covered  by  tbo  later  patent  sbould  be  considered  as 
part  of  the  art  as  it  existed  at  the  date  of  the  earlier  patent. 

8.  Same— Invention— Popularity  of. 

The  fact  tbat  a  patented  device  gains  immediute  popularity,  meets  with  large 
sales,  and  stimulates  tbe  activity  of  business  competitors  to  produce  an  equally 
useful  and  popular  device  is  an  unsafe  crtteri<»n  in  determining  the  question  of 
patentability  and  can  at  most  only  suffice  to  turn  the  scale  in  Ukvoi  of  the  pat- 
entee when  the  question  is  one  of  doubt. 

4.  Bake— Same— Same. 

The  popularity  of  a  patented  device  may  be  the  result  of  a  more  attractive 
appearance,  a  more  perfect  finish,  more  extensive  ndvertising,  larger  discounts 
in  price,  or  greater  enefgy  in  pushing  sales,  and  even  tliough  due  to  greater 
nsefnhiess  or  a  particular  demand  for  such  a  device  at  the  time.it  is  put  upon 
the  market,  such  a  device  does  not  necessarily  contain  any  patentable  feature 
of  oonstmction. 

Appeal  irom  tbe  Gircuit  Goart  of  the  United  States  for  the  District 
of  Oonnecticat. 

Mr.  Benjamin  Price  and  Mr.  W.  H.  ThursUm  for  the  appellant. 
Mr.  C.  E.  Mitchell  and  Mr.  J.  P.  Bartlett  for  the  appellee. 

STATEMENT  OF  THE  OASE. 

This  was  a  bill  in  equity  for  the  infringement  of  Letters  Patent  No. 
202,977,  issueil  August  22,1882,  to  Morris  L.  Orum,  for.  an  improve- 
ment in  locks  for  furniture,  such  as  are  used  on  bureau  or  desk  draw- 
ers or  the  doors  of  wardrobes,  washstands,  etc.,  and  as  stated  by  tbe 
patentee  in  bis  specification: 

It  h.is  for  its  objet't.  to  provide  a  lock  of  snob  sbape  as  to  adapt  it  for  insertion  in 
aniortiKc  of  prcnlinr  form,  whereby  a  pair  of  tbe  securing  screws  or  nails  is  dis- 
pensed with,  aiitl  the  case  of  tbe  lock  is  bold  laterally  in  tbe  mortise  by  reason  of 
its  conlbriiiiiy  tbcreto  in  sbape. 
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The  following  drawings  illustrate  the  lock  and  mortise  in  which  it  is 
held: 


I^X 


The  patentee  farther  said  in  his  specification: 

The  lock  costs  no  more  than  an  ordinary  one  of  equal  quality,  and  to  attach  it  one 
tack  18  used,  instead  of  fonr  screws,  as  usual ;  but  the  main  advantage  is  duo  to  the 
saying  of  time  and  labor  iu  making  tho  mortise,  and  to  the  superiority  of  the  fin- 
ished Job,  by  reason  of  the  fact  that  the  lock-plate  is  countersunk  in  the  wood, 
instead  of  lying  upon  its  surface.  This  result  has  never  heretofore  been  attained, 
except  by  hand-chiseling,  which  in  a  slow  and  teilious  process. 

I  am  aware  that  locks  arranged  to  dovetail  into  their  mortises  are  not  broadly  new, 
and  such  I  do  not  claim. 

His  claim,  and  there  was  but  a  single  one,  was  as  follows: 

The  lock  herein  described,  having  a  dovetail  cap  and  top  plate,  and  a  front  plate 
projecting  laterally  and  below  the  cap  and  rounded  at  the  bottom,  whereby  the  lock 
is  adapted  for  insertion  in  a  mortise  formed  by  a  laterally  cutting  bit,  and  when  in 
place  is  sustained  by  the  countersunk  front  plate,  as  set  forth. 

The  answer  set  up  certain  anticipating  devices  owned  by  the  defend- 
ant, and  the  case  was  heard  in  the  court  below  upon  the  pleadings  and 
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proofrt,  and  the  bill  dismissed.  (37  Fed.  liep. ,  <)38.)  Plaiutilf  thcie- 
1I1IOU  upiH'aled  to  this  Court. 

Mr.  Jnstice  Beown  delivered  the  opinion  of  the  Court. 

Tlie  old  and  familiar  style  of  furniture-lock  in  use  fi*om  time  out  of 
mind,  was  inc^losed  in  a  shell  or  case,  square  or  nearly  so,  and  attached 
to  a  rectangular  plate  turned  over  at  the  top  to  form  what  is  termed  a 
selvage,  through  which  the  bolt  pa.ssed.  A  key-post  also  projected  some 
distance  bey<md  the  back  plate  of  the  shell  toward  the  front  of  the 
drawer.  The  lock  so  constructed  was  inserted  in  a  rectangular  mortise 
cut  out  to  receive  it,  and  secured  to  the  drawer  by  four  screws  through 
the  four  corners  of  the  broad  front  plate. 

The  peculiar  shape  of  the  cavity  required  the  mortising  to  be  done  by 
hand,  which  took  considerable  time,  and  added  largely  to  the  expense 
of  the  furniture.  Indeed,  the  lock  itself  in  some  instances  cost  less  than 
the  expense  of  mortising  tlie  recess  to  receive  it.  The  need  had  been 
felt  for  a  long  time  of  a  lock  of  such  shape  that  it  ccnild  be  received  into 
a  rounded  cavity,  which  was  capable  of  being  excavated  by  machiner3\ 

This  want  was  first  met  by  a  lock  invented  by  one  Gory,  for  which 
a  patent  was  issued  to  him  A])ril  22, 1873,  numbered  138,148.  This 
patent  consisted  of— 

snch  a  coiiHtrnction  of  tlie  sheU  (ir  frame  of  tlio  lock,  that  it  ih  a(lapt<'d  to  faateii 
itsolf  within  a  routed  cavity  in  tiie  wood,  and  thus  dispense  with  mortising  and 
with  fastening-scrcwH.     •    •    * 

The  sheH  A  [said  the  patentee]  is  ho  constmcted  that  ui>on  each  si«lo  of  the  rear 
face  [and  by  the  **  rear  face  **  iH  nndorstood  the  face  nearest  the  front  of  the  dniwer] 
an  extension,  projection,  or  wing,  a,  is  formed,  which,  when  snugly  fitted  into  a 
corresponding  depression,  b,  at  each  side  of  the  routed  oavity  B,  serves  to  retain  tlie 
lock  securely  in  the  routed  cavity.  In  this  way  the  recess  for  the  reception  of  the 
lock  for  drawors  or  similar  nses,  instead  of  being  a  mortise  necessarily  rut  by  a 
slowly  operating  niortising-machiuo,  is  an  often-sided  recess,  made  nlniOMt  instantly 
by  the  rapiilly  revolving  tool  of  a  routing-muohino  or  groover. 

This  improved  form  of  lock,  when  driven  stmgly  into  a  routed  cavity  such  ;ib 
describe<l,  requires  no  fastening-screws  to  hold  it  in  place,  und  consefpiently  reduces 
the  expense  of  the  lock  and  fastenings  in  addition  to  the  radnctnl  cost  of  proilncing 
the  cavity  to  receive  it. 

This  was  the  underlying  patent  of  all  similar  devices,  and  while  it 
never  seems  to  have  come  into  general  use,  subse(]nent  patents  hav^ 
been  merely  improvements  ui>on  it. 

The  peculiar  feature  of  this  patent  was  not  only  in  nninding  the 
bottom  of  the  lock  so  that  it  could  be  admitted  into  a  cavity  cut  out 
by  a  revolving  tool  known  as  a  "  router,"  but  in  making  tlie  cavity 
larger  in  the  reai*  than  in  the  front,  so  that  a  lock  correspou<1ingly 
sliiiped  might  l>e  slipped  into  the  cavity  iroin  above,  and  held  thew 
without  the  aid  of  screws. 

While  tfie  single  claim  of  this  patent  w;is  <'onfined  to  a  lock  whose 
fittme  is  made  with  side  extensions  at  the  rear  fiice,  to  enable  the  lock 
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to  be  flmily  secnred  in  the  routed  cavity,  several  different  forma  of 
cavity  are  sbowu  in  the  drawings,  nearly  all  of  which  are  dovetailed 
Id  such  manner  that  the  lock  is  received  and  held  in  position  without 
the  aid  of  other  fastenings.  This  lock  was  a  most  ingenious  device, 
and  no  doubt  involved  patentable  novelty.  Three-fourths  of  this  pat- 
ent now  belongs  to  the  defendant  There  was  a  difficulty  with  it,  how- 
ever, in  the  fact  that  the  patentee  took  off  all  the  projections  from  the 
old  style  of  lock,  including  those  of  the  broad  front  plate,  through 
which  the  screws  were  inserted,  which  was  cut  off  so  as  to  be  flush 
with  the  side  of  the  shell,  the  projecting  key-post  which  was  cut  flush 
with  the  face  of  the  cap,  and  the  top  plate  or  selvage  through  which 
the  bolt  is  pMsed.  It  consisted  merely  of  a  shell  fitted  snugly  upon 
all  sides  into  a  cavity  routed  out  of  the  exact  size  to  receive  it.  For 
these  or  other  reasons,  the  lock  never  seems  to  have  gone  into  general 
use.    Indeed,  the  evidence  is  that  it  was  never  used  at  all. 

Next  in  order  of  time  is  patent  numbered  241,828,  issued  May  24, 
1881,  to  Henry  L.  Spiegel.    In  this  device — 

tlie  back  plato  of  the  lock  [that  is,  the  plate  nearest  the  front  of  the  drawer]  it 
made  to  project  on  each  aide  of  the  lock,  and  adapted  to  fit  a  groove  or  dovetail 
formed  in  the  inner  snrface  of  the  drawer- ftont. 

the  object  of  the  improvement  being  to  provide  a  lock  which  may  be 
secured  in  its  receptacle  without  the  aid  of  screws.  The  lock  shown 
wasof  the  ordinary  pattern,  except  thnt  its  back  plate  was  provided 
with  projecting  edges,  designed  to  fit  in  a  groove  and  hold  the  lock  fast. 

It  is  obvious  [said  the  patentee]  that  the  groove  B  may  be  made  dovetailed  and 
the  edges  G  of  the  back  plate  bent  to  a  corresponding  angle  to  fit  therein,  if  desired. 

His  claim  was  for  a.cabiuet-lock  with  its  rear  plate  projecting  beyond, 
each  side  of  the  lock-case,  and  having  the  upi)er  part  of  each  projec- 
tion bent  toward  the  front  plate,  which  front  plate  hivd  a  slit  and  strip, 
which,  when  the  lock  is  forced  home,  was  set  into  the  wood  by  a  ham- 
mer, and  thus  the  lock  was  held  from  working  out  of  its  receptacle. 
This  patent  is  also  owned  by  the  defendant. 

His  ideii  was  in  substance  that  of  so  constructing  the  lock  that  there 
should  be  a  space  between  the  front  and  rear  plates  to  receive  the  walls 
of  a  routed  mortise.  Both  the  front  and  back  plate,  however,  as  well 
as  the  selvage,  were  made  rectangular,  and  hence  the  lock  was  no  better 
adapted  for  insertion  in  a  ranted  cavity  than  was  the  old  style  lock. 
This  lock  also  seems  to  have  been  a  failure  in  practical  use,  and  so  far 
as  the  reex)rd  shows  none  were  ever  constructed  under  the  patent. 

On  April  23,  1883,  Spiegel  filed  an  application  for  another  patent, 
which  was  issued  to  him  April  21, 1885,  No.  316,411,  two  and  one-halt 
years  after  the  Orum  patent  in  suit ;  but  as  the  lock  was  invented 
before  that  of  Orum,  and  as  Orum  had  full  knowledge  of  it  before  he 
made  his  alleged  invention,  it  should  be  considered  as  part  of  the  art  as 
it  existed  at  the  date  of  the  Orum  patent.  ^ 
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In  his  specification,  speaking  of  prior' devices,  and  apparently  of  the 
Gory  patent,  the  patentee  states: 

In  view  of  the  fact  that  locks  conitructed  with  projecting  key-poBts  poaieieed 
certjkiu  advantages  that  met  the  demands  of  the  trade,  the  peculiar  constmction  of 
lock  above  described  with  its  flush  key-post  and  adapted  to  be  driven  into  a  routed 
cavity  failed  of  introduction,  pi^ference  being  given  to  the  old  ibrm  of  look-case 
with  its  projecting  key-post,  though  it  necessitated  the  hand-ohiseled  moriise  and 
jQMteniug-screws  for  its  attachment. 

Speaking  of  his  own  prior  patent  of  May  24, 1881,  he  says: 

The  lock-case,  being  thus  secured,  at  its  sides,  aUowed  of  a  space  or  recess  being 
formed  in  the  rear  wall  of  the  mortise  and  in  rear  of  the  cap-plate  for  the  reception 
of  the  projecting  key -poet,  which  space  was  covered  and  concealed  from  view  by  the 
projecting  top  plate  for  selvage.  While  this  latter  construction  of  lock  possesses 
Taluable  features  of  improvement  not  disclosed  by  the  prior  art,  yet  the  form  of 
look  shown  and  described  in  the  patent  is  such  as  to  preclude  its  adoption  for  use  in 
routed  cavities,  because  its  ftont  plate  is  not  of  the  proper  form  to  ilt*within  and 
cover  a  cavity  made  by  a  routing-tool. 

The  object  of  this  invention  is  to  obviate  the  objectionable  featnres  and  defects 
hereinbefore  set  forth,  and  provide  a  lock-case  of  such  form  and  construction  that  it 
may  have  a  projecting  key-post,  if  so  desired,  and  be  secured  within  a  routed  caT- 
ity,  and  snugly  retained  therein,  so  as  to  conceal  the  cavity  from  view  and  form  a  neat 
and  finished  appearance  when  in  place. 

With  these  ends  in  view  my  invention  consists  in  a  lock-case  having  its  edges 
constructed  to  engage  or  interlock  with  the  side  walls  of  a  routed  cavity,  and  pro- 
vided with  a  front  plate  having  a  rounded  bottom  adapted  to  fit  within  a  counter* 
sunk  recess  around  the  routed  cavity  and  constitute  a  support  for  the  lock-case  and 
conceal  the  cavity  from  view. 

This  lock  diffiors  from  the  prior  Spiegel  patent  principally  in  being 
ronnded  at  the  bottom  so  as  to  be  fitted  to  a  routed  cavity,  and  pre- 
vent the  displacement  of  the  lock  either  in  a  forward  or  backward  direc- 
tion, and  also  in  having  a  space  in  the  rear  wall  of  the  cavity  for  a  pro- 
jecting key-post. 

This  was  practically  the  state  of  the  art  when  Omm's  patent  was 
granted.  In  this  patent  the  shell  or  case  of  the  lock  is  dovetailed  to 
fit  a  corresponding  dovetailed  cavity,  and  the  selvage  is  also  made  of 
simihir  dovetail  shape.  The  front  plate  projects  upon  each  side  of  the 
case  and  is  rounded  at  the  bottom,  so  that  it  may  be  fitted  to  a  routed 
cavity.  The  lock  is  held  in  position  by  two  tacks  through  the  upper 
comers  of  the  front  plate,  or  by  a  single  tack  driven  through  a  hole  at 
the  base  of  the  plate.  To  insert  the  lock,  it  is  simply  slipped  down 
into  place  in  the  mortise  and  secured  against  lifting  by  one  or  more 
tacks  which  are  used  merely  to  prevent  the  lock  from  slipping  out  of 
the  mortise,  and  are  not  called  upon  to  i*e8ist  a  strain.  His  daim  is 
for— 

the  lock  herein  described,  having  a  dovetail  cap  and  top  plate,  and  a  front  plate 
projecting  lateraUy  and  below  the  cap  and  rounded  at  the  bottom,  whereby  the  lock 
is  adapted  for  insertion  in  a  mortise  formed  by  a  laterally  cutting  bit^  and  when  in 
place  is  sustained  by  the  countersunk  front  plate,  as  set  forth. 

There  is  no  mention  made,  in  the  specification  or  claim,  of  a  project- 
ing key-post  or  of  any  space  for  its  receptioU|  although  such  a  key-post 
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is  shown  iii  the  drawing,  and  it  was  evidently  intended  that  the  mor- 
tise should  be  made  deep  enough  to  receive  it,  or  that  a  special  channel 
should  be  cut  out  for  that  purpose.  The  selvage  was  made  wide  enough 
to  cover  a  cavity  coiTesponding  in  depth  to  the  projection  of  such  key- 

pM>St. 

In  view  of  the  advance  that  had  been  made  by  prior  inventors,  it  is 
difficult  to  see  wherein  Orum  displayed  anything  more  than  the  usual 
skill  of  a  mechanic  in  the  execution  of  his  device. 

All  that  he  claims  as  invention  is  found  in  one  or  more  of  the  prior 
patents.  The  dovetailed  cavity  and  the  correspondingly  shaped  ease 
or  shell  is  only  a  copy  of  a  cavity  shown  in  Fig.  8  of  the  Gory  patent, 
and  it  certainly  required  no  invention  to  make  the  top  plate  or  selvage 
of  the  same  shape  so  as  to  completely  cover  the  cavity.  The  projecting 
front  plate  rounded  at  the  bottopi  is  shown  in  the  second  Spiegel 
patent,  both  of  these  patents  also  exhibiting  a  projecting  back  and 
front  plate,  and  a  projection  or  groove  in  the  mortise  between  them. 
Neither  is  the  countersunk  recess  for  the  reception  of  the  front  plate 
novel,  since  it  is  also  found  in  the  second  patent  to  Spiegel,  and 
expressly  set  forth  as  an  element  of  his  first  two  claims.  In  each  case 
it  is  used  for  the  purpose  of  supporting  the  lock  vertically,  and  also  of 
preventing  it  falling  backward  against  the  inner  wall  of  the  mortise. 

In  view  of  the  fEk.*t  that  Mr.  Orum  had  no  actual  knowledge  of  the 
Gory  patent,  he  may  rightfully  claim  the  quality  of  invention  in  the 
conception  of  his  own  device,  but  as  h^  is  deemed  in  a  legal  point  of 
view  to  have  had  this  and  all  other  prior  patents  b^ore  him,  his  title 
to  invention  rests  upon  modifications  of  these  too  trivial  to  be  the  sub- 
ject of  serious  consideration.    His — 

radicaUy  new  idea  of  niHking  the  mortide  as  deep  aa  the  width  of  the  projecting  sel- 
vage and  of  catting  out  the  selvage  ait  its  ends, 

as  claimed  by  his  counsel,  was  such  as  would  have  occurred  at  once 
to  an  ordinarily  intelligent  mechanic  who  had  the  previous  devices 
before  him.  To  speak  of  these  trifling  variations  as  involving  months 
of  labor,  thought,  and  experiment  is  a  misuse  of  words.  In  his  own 
testimony,  Mr.  Orum,  who  was  called  as  a  witness  by  the  defendant, 
says  that  if  he  had  been  acquainted  with  the  Gory  patent  he  would 
have  had  no  difficulty  in  making  the  top  plate  of  the  Spiegel  lock  con- 
form to  a  dovetail  cavity,  or  any  other  routed  cavity.  While  the  testi- 
mony of  a  patentee  in  derogation  of  his  own  patent  is  usually  open  tc 
some  suspicion,  this  opinion  is  so  obviously  correct  that  it  needs  only 
a  comparison  of  his  device  with  those  of  (lory  and  Spiegel  to  confirm  it. 
It  is  true  the  Orum  lock  seem8  to  have  gained  an  immediate  popu- 
larity,'to  hsive  met  with  large  and  increasing  sales,  and  to  have  had 
the  usual  effect  of  successfiil  patents  in  stimulating  the  activity  of 
business  competitors  to  prcxluce  an  equally  useful  and  iH)pnlar 
device.  Were  the  question  of  patentability  one  of  doubt  this  might 
•aifiee  to  turn  the  scale  in  iiftvor  of  the  patentee.    But  there  are  so 
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many  otber  oonsideratioTiB  tban  that  of  novelty  entering  into  a  qnoAtion 
of  tills  kind  that  the  popularity  of  the  article  becomes  an  nnsafe  crite- 
rion. For  instance,  a  man  may,  by  the  aid  of  an  allnring  trademark, 
succeed  in  catching  the  eye  of  the  people,  and  palming  off  upon  them 
wares  of  no  greater  intrinsic  value  than  those  of  his  rivals;  but  such 
trade-mark  may  be,  and  usually  is,  wholly  destitute  of  originality,  often 
taken  from  some  prior  publication,  and  appropriated  to  the  specific 
purpose  of  the  owner.  The  same  result  may  follow  from  the  more 
attractive  appearance  or  the  more  perfect  finish  of  the  article,  from  more 
extensive  advertising,  larger  discounts  in  price,  or  greater  energy  in 
pushing  sales.  While  the  popularity  of  the  Oram  lock  may  be  due  to 
its  greater  usefulness,  or  to  the  fact  that  it  was  put  upon  the  market 
just  at  the  time  when  cabinet-makers  were  looking  for  a  lock  of  this 
description,  it  is  certainly  not  due  to  any  patentable  feature  in  its  con- 
struction. 
The  decree  of  the  court  below  dismissing  the  bill  is,  therefore,  affirmed. 


(Svpreme  Court  of  the  TTalted  StalM.] 

Undebwood  bt  al.  v.  Oebbeb  bt  al. 

Dtdded  May  1,  189S. 
68  O.  O.,  1068. 

1.  Umdsrwood^Bephoducino-  Surface  for  Type- WRmNO  and  MANiFOTJ>nra — 

Invention. 
Letters  Patent  No.  848,073,  (granted  to  John  T.  Underwood  and  Frederick  W. 
Underwood  Angnat  2i,  1886,  for  a  reprodncing-Burface  for  type- writing  and  mani- 
folding, examined  and  Held  invalid  for  want  of  patentable  novelty. 

2.  Same— Same— Matter  Disci^sed  but  Not  Claimed. 

Where  the  patent  in  suit  described  a  composition  of  matter  and  claimed  only 
a  sheet  of  material  or  fabric  coated  with  such  composition,  Held  that  the  com- 
position mnst  be  regarded  as  disclaimed  and  as  being  pablic  property  and  that 
there  was  no  invention  in  applying  it  to  paper,  as  claimed. 

AppEAii  from  the  Gircmt  Court  of  the  United  States  for  the  Eastern 
District  of  New  York. 

Mr.  James  A.  Hudson  for  the  appellant. 
Mr.  A  V.  Briesm  for  the  appellee. 

Mr.  Justice  Blatohfobd  delivered  the  opinion  of  the  Oonrt 
This  is  a  suit  in  equity,  brought  in  th^  Oircuit  Oourt  of  the  United 
States  for  the  Eastern  District  of  New  York,  by  John  T.  Underwood 
and  Frederick  W.  Underwood  against  HenryGerberand  Anton  Andreas, 
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founded  on  the  alleged  infringement  of  Letters  Patent  No.  348,073, 
granted  to  the  plaintiffs  Angast  24, 1886,  on  an  application  filed  March 
22, 1886,  for  a  reprodncing-snrface  for  type-writing  and  manifolding. 

The  specification  reads  as  follows: 

Onr  inyention  relates  to  an  improved  reprodncing-snrface  Adapted  to  be  employed 
lor  obtaining  copies  of  type-writing  or  other  printed  or  written  impressions  by  means 
of  a  type-wnter  or  other  printing  device,  or  by  the  employment  of  a  stylus  or  other 
writiug  means. 

Onr  improved  transfer- surface  is'  spread  upon  a  sheet  or  yehiele,  and  when  so 
applied  is  adapted  to  be  employed  in  place  of  the  articles  of  trade  commonly  known 
and  designated  as  ''carbon  paper''  or  "semi-carbon  paper/'  which  are  employed  by 
type- writers  and  others  tq  prodnce  copies  of  impressions  either  obtained  by  a 
machine  or  by  a  stylus  or  other  writing  means. 

[In  carrying  out  onr  invention  we  employ  in  the  mi&nufuctnre  of  oar  improved 
transfer-service  dye-wood  solutions  or  their  active  principles,  which  we  filter  and 
precipitate  with  alkalies  and  mineral  salts,  or  with  alkalies,  acids,  and  mineral 
salts,  or  with  acids  or  alkalies  alone.  After  the  solution  has  been  filtered  the  pre- 
cipitate is  removed  from  the  filtering  device  and  dried.  The  precipitate  is  then 
mixed  with  lard-oil  and  wax  or  their  equivalents,  and  the  mixture  is  then  ground 
together  in  a  wigurm  state. 

The  dye  solutions  we  prefer  to  employ  are  obtained  from  logwood  or  hiematoxylin , 
the  active  principle  of  logwood,  Brazil  wood,  sapan  wood,  peach- wood,  madder,  or 
its  active  principle — alizarine. 

The  proportions  we  find  to  answer  well  in  producing  onr  improved  surface  are  as 
foUows:  Take  one  pound  of  extract  of  logwood  and  dissolve  the  same  in  one  gallon 
of  water,  then  add  to  the  solution  one  pound  of  soda  and  one  pound  of  mineral  salt, 
using  one  of  the  salts  of  iron  or  copper,  preferably  sulphate  of  copper.  The  mixture 
thns  obtained  is  then  placed  in  a  filter.  After  the  solution  has  been  filtered  the 
precipitate  is  removed  from  the  device  employoil  for  filtering  and  then  dried,  after 
which  the  precipitate  t»  readif  for  use.  To  every  two  pounds  of  precipitate  thns 
obtained  we  add  one  pound  of  oil  and  one  pound  of  wax,  and  then  grind  the  mixture 
in  a  warm  state  in  what  is  commonly  known  as  a  ''paint''  or  other  suitable  grinding 
mill.  The  heated  mixture  thus  obtained  is  then  applied  to  tissue  paper  or  other 
suitable  paiier  or  fabric  by  means  of  a  sponge  or  other  suitable  transferring  device. 

The  paper  or  fabric  to  which  our  improved  surface  is  to  be  applied  is  placed  ui>on 
a  heated  table,  by  preference  formed  of  iron,  and  heated  by  steam ;  but  this  may  be 
varied. 

In  place  of  employing  oil  or  wax,  or  both  combined,  we  can  employ  any  other 
suitable  oleaginous  matter  or  combination  of  oleaginous  matter  having  equivalent 
or  approximately  equivalent  properties.] 

•    The  claim  is  as  follows : 

A  sheet  of  material  or  fabric  coated  with  a  composition  composed  of  a  precipitate 
of  dye-matter,  obtained  as  described,  in  combination  with  oil,  wax,  or  oleaginous 
matter,  substantially  as  and  for  the  purposes  sot  forth. 

The  answer  sets  up  as  defenses  want  of  novelty  and  non-infringe- 
ment There  was  a  replication,  proofs  were  taken,  and  the  case  was 
bronght  to  a  hearing  before  Jndge  LiUM)mbe,  who  entered  a  decree  dis- 
missing the  bill.  His  opinion  is  rei>orted  in  C.  D.,  1889,  519;  48  O.  G., 
116;  37  Federal  Repartcty  682.  The  plaintiflfs  have  appealed  to  this 
Court    Since  the  appeal  was  taken,  Frederick  W.  Underwood  has  died, 
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and  John  T.  Underwood  and  Hannah  E.  Underwood,  as  his  execators, 
have  been  substituted  as  oo-appellauts  with  the  surviving  appellant, 
John  T.  Underwood. 

Among  the  proofs  introduced  by  the  defendants  was  a  patent,  No. 
348,072,  gnuitcd  by  the  United  States  to  the  same  persons  to  whom  No. 
348,073  was  granted,  dated  August  24,  1886,  on  an  application  filed 
March  22, 1886,  the  specification  of  which  states  as  follows: 

Our  iiivcutiou  lelntoK  to  tho  process  of  producing  a  transfer-surface  adapted  to  be 
employed  upon  a  sheet  or  veliicle  to  take  tlie  plsico  of  the  articles  of  trade  commonly 
known  and  dcsiguated  tts  ''carbon  papers'' or  "semi-carbou  papers/'  which  are 
employed  by  typo-writers  or  others  to  produce  copies  of  impressions  either  obtained 
by  a  machine  or  by  a  stylus  or  other  writing  means. 

Then  the  specification  proceeds  in  the  same  words  that  are  contained 
in  brackets  in  the  foregoing  speciAcation  of  No.  348,073,  leaving  out 
the  words  that  are  in  Italics,  and  changing  the  word  ^^paiut"  to  ^^paint- 
mill." 

The  claim  of  No.  348,072  is  as  follows: 

The  coloring  composition  herein  described  for  the  manufacture  of  a  sobstitute  for 
carbon  pnper,  compose<l  of  a  precipitate  of  dye-matter^  in  combiuatiou  with  oil, 
wax,  or  oleaginous  matter,  substantially  as  set  forth. 

This  suit  was  not  brought  on  No.  348,072.  The  defendants  have 
made  the  composition  of  matter  described  in  both  of  the  patent^,  and 
have  combined  paper  with  it  as  indicated  in  No.  348,073.  The  only 
difference  in  the  two  patents  is  that  No.  348,073  is  for  spreading  upon 
paper  the  composition  described  in  No.  348,072. 

The  opinion  of  the  Circuit  Court  says  that  in  view  of  the  earlier  pat- 
ents and  publications  put  in  evidence,  it  is  difficult  to  see  what  novelty 
or  invention  there  was  in  taking  a  coloring  substance  already  known 
and  applying  it  to  paper;  that,  if  No.  348,072  had  been  granted  to  some 
person  the  day  before  the  plaiutiflFs  applied  for  No.  348,073,  the  latter 
would  clearly  be  void  for  want  of  novelty  or  invention;  that,  if  No. 
348,072  were  held  by  an  assignee  of  the  plaintiffs,  near  or  remote,  he 
could  not  be  held  as  an  infringer  of  No.  348,073;  that  an  assignee  of 
No.  348,072  could  not  be  so  held  except  for  the  combination  of  paper 
with  the  coloring  substance  for  the  purpose  named;  that  such  a  com- 
bination was  ohi ;  that  the  plaintiffs  insisted  that  their  position  was 
the  same  as  if  they  held  a  patent  with  two  claims,  one  for  the  comx>o- 
sition  of  matter  producing  the  coloring  substance  and  the  other  for 
the  combination  of  that  substance  with  paper;  that  this  might  be  so,  if 
*they  could  be  considered  as  holding  both  of  the  patents,  but  in  the  suit 
they  had  abstained  from  declaring  on  No.  348,072,  or  even  referring  to 
it;  that  its  issue  was  known  to  the  court  only  tlirough  the  defendants, 
who  set  it  up  in  defense;  that  the  plaintiffs  based  their  claim  to  a 
monopoly  solely  upon  No.  348,073;  that,  as  that  patent  might  stand  or 
fall,  so  the  case  which  they  made  out  upon  their  bill  must  also  stand 
or  fall;  that  the  holders  of  No.  348,073  must  submit  it  to  a  comparison 
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with  No.  348,072,  as  if  the  latter  patent  were  oatstauding;  that  thas, 
at  the  time  when  No.  348,073  was  issued,  the  composition  of  matter 
which  enters  into  the  combination  with  paper  was  known,  and  the 
right  to  exclade  all  persons  from  making  such  composition  was  oon- 
I'errcd  ai)on  the  holder  of  No.  348,072;  that  the  right  to  exclade  all 
liersons  from  combining  paper  with  that  composition  was  conferred 
npon  the  holders  of  No.  348,073,  bat,  in  view  of  the  state  of  the  art^ 
sach  a  grant  was  void;  that  the  combination  which  No.  348,073 sought 
to  cover  was  not  patentable;  that  this  snit  being  based  upon  that  pat- 
ent alone,  must,  therefore,  fail;  and  that,  to  the  holder  of  No.  348,072, 
whoever  he  might  be,  belonged  the  right  to  exclude  all  others  from 
making  the  new  composition  of  matter,  the  only  invention  which  (if 
tlie  other  issues  in  the  case  were  decided  against  the  defendants)  was 
^  sufficiently  novel  to  warrant* the  granting  of  Letters  Patent. 

This  opinion  wa«  filed  Februai-y  13,  L880;  and  on  March  20, 1889,  the 
plaintiffs  moved  the  court  for  leave  to  amend  their  bill  and  to  take 
furth^  proofs.  The  court  made  an  order  on  that  day  that,  on  the 
payment  of  the  <lefeudants'  costs  on  the  ftn<al  hearing,  the  plaintil!*s 
should  have  leave  to  amend  their  bill  by  the  insertioit  of  apt  words 
whereby  they  should  allege  tlieh*  ownership,  and  the  infringement  by 
the  defendants,  of  Letters  Patent  No.  348,072;  that,  on  the  service  of 
the  amended  bill,  the  defendants  should  answer,  plead,  or  demur,  and 
after  replication  proofs  should  be  taken,  strictly  limited  to  the  ques- 
tions arising  on  No.  348,072,  and  the  case  should  stand  for  final  hear- 
ing on  all  the  issues;  but  that,  if  the  plaintiffs  failed  to  pay  such 
costs  within  ten  days  after  taxation,  or  failed  to  file  their  amended  bill 
within  ten  days  after  paying  snch  costs,  the  bill  should  be  dismissed. 
The  plaintiffs  did  not  pay  such  costs  or  amend  their  bill,  and  the 
decree  of  dismissal  was  entered  on  April  26, 1889. 

We  are  of  opinion  that  the  decree  of  the  Circuit  Court  must  be 
affirmed.  There  was  no  patentable  novelty  or  invention,  in  view  of 
the  early  patents  and  publications  put  in  evidence,  in  applying  an 
existing  coloring  substance  to  paper. 

In  the  English  patent  granted  to  Kalph  Wedgwood  in  1806  there  is 
described  a  carbonated  paper,  as  follows: 

1  make  nae  of  a  proparecl  paper,  which  I  caU  "duplicate  paper."  This  i«  made  by 
thinly  wnearing  over  any  Icind  of  thin  paper  with  any  kind  of  oil,  prelorriu|»  those 
kinds  of  oil  which  are  least  liable  to  oxyg6ni7.einout,  or  to  be  evaporated  by  heat; 

and  it  is  said: 

The  ink  made  uscj  of  in  this  mode  of  writin«r  consiflts  of  carbon,  or  "any  other  color- 
ing substance,  and  finely  levigated  in  any  kind  of  oil.  ''  *  '  Or  color in^r-inat to l 
of  any  kind  and  in  any  other  niedinm  or  vohiclc  inny  bo  used,  provided  that  medinui 
bo  such  as  will  admit  of  the  coloring-matter  l»eing  transferred  to  the  duplicate  and 
writing  paper;  some  coloring  substances  may  likowiHi'  be  used  without  any  medium 
or  vehicle. 

In  the  English  patent  granted  toCharlos  Swan  and  (ieorgcFrcdenck 
Swan,  in  February,  1850,  a  black-coloring  matter  is  described,  appli- 
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cable  to  tbc  purpo»eB  of  writing,  ilyciug,  or  staining;  and  it  is  said  that 
the  inventors  employ  an  extract  of  logwood,  treated  with  bichromate 
■of  potash,  or  with  perchloride  of  mercury,  subcarbonate  of  potash, 
chlorate  of  potash,  and  spirit  of  ammonia;  and,  also — 

the  said  colorin^r.uintter  may  bo  obtained  in  a  liqaid  form  by  iutroducing  the  Baits 
above  mentioned  into  a  liquid  extract  of  logwood,  and  straining  or  otherwise  puri- 
fying the  fluid  in  any  suitable  manner;  or  the  said  coloring-mattor  may  be  obtained 
in  a  solid  form  by  oombining  the  aforesaid  salts  with  a  solid  preparation  of  extract 
of  log woodi  or  by  evaporating  or  distilling  from  the  liquid  coloring  matter  above 
described,  and  the  solid  coloring  matter  may  be  ke[»t  o'n  hand  till  required,  and 
reduced  to  a  liquid  form  by  dilution  with  any  8uit}ible  proxtoi-tion  of  water.  And 
tbc  coloring  fluid  obtained  in  any  of  the  modes  hereinbefore  set  forth,  in  the  form  of 
an  ink,  may  be  converted  into  a  copying  fluid  by  the  addition  of  any  saccharine  or 
other  thickening  ingredients  hitherto  employed,  or  which  may  be  found  applicable. 
It  may  also  bo  obtained  from  the  solid  coloring-matter  by  any  suitable  iirocess. 

The  United  States  patent  gi'anted  to  Charles  Cowan,  May  4,  1869, 
for  an  improvement  in  the  preparation  of  copying-paper,  says: 

I  first  prepare  a  mixture  of  the  following  ingredients :  Boiled  linseed-oil,  two  parts; 
spirits  of  turpentine,  one  part;  copal  varnish,  one  part.  With  this  compound  I 
smear  the  paper  thinly  and  evenly  on  one  side,  and  allow  it  to  soak  and  dry  for 
about  half  an  hour;  then  I  apply  the  coloring  matter,  which  I  prepare  as  follows: 
For  black,  I  take  ivory-black,  four  parts;  pure  black  lead,  four  parts;  Prussian  blue, 
one  part. 

He  then  gives  sundry  recipes  for  different  colors,  and  says: 

My  copying-paper  is  applicable  to  making  copies  of  letters,  designs,  or  characters 
of  any  desired  description. 

In  Miller  v.  Brass  Co.,  (0.  D.,  1882,  49;  21  O.  G.,  201;  104  U.  S.,  350, 
352,)  it  is  said: 

The  claim  of  a  specific  device  or  combination  and  an  omission  to  claim  other 
devices  or  combinations  aitpnrent  on  the  face  of  the  patent  arc  in  law  a  dedication 
to  the  public  of  that  which  is  not  claimed.  It  is  a  declaration  that  that  which  is 
not  claimed  is  either  not  the  patentees  invention,  or,  if  his,  ho  dedicates  it  to  the 
public. 

In  Mahnv.  Hanoood,  (C.  D.,  1885, 144;  30  O.  G.,  657;  112  U.  S.,  354, 
360,  361)  it  is  said : 

The  taking  out  of  a  patent  which  has,  as  the  law  requires  il  to  have,  a  specific 
claim  is  notice  to  all  the  world  of  the  most  public  and  soleum  kind  that  all  those 
parts  of  the  art,  machine,  or  manufacture  set  out  and  dest-ribcd  in  the  H)>ceiiication, 
and  not  embraced  in  such  specific  claim,  and  not  claimed  by  the  ]iatent<*e,  at  leant, 
not  claimed  in  and  by  that  patent.  *  *  *  So  far  as  that  )>atenti.s  (M»ncernea,  the 
claim  actually  made  operates  iu  law  as  a  disclaimer  of  what  is  not  claimed. 

As  No.  348,073  does  not  claim  the  composition  of  matter,  although 
it  describes  it,  that  (composition  must  be  regarded  as  disclaimed,  and 
as  being  public  property,  and  there  was  no  invention  in  applying  it  to 
paper,  as  claimed  in  the  patent  sued  on. 

Decree  affirmed. 
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[Supreme  Court  of  the  TTnited  States.] 

Leggett  v.  Standard  Oil  Company. 

D€0idfd  May  10, 189S. 
63  O.  G.,  1201. 

1.  LkGGBTT— iMPnOVEMENT  IN  LINING  OiL  BARRELS  WITH  GLVE— ReISSCE— In- 

VBNTIOK. 

Claim  1  of  reissned  Letters  Patent  No.  5,785,  granted  to  Edward  W.  Leggett, 
March  10,  1874,  for  an  improvement  in  lining  oil-barrels  with  glue  (original 
Patent  Xo.  143,770,  issued  October  21,  1873,)  examined  and  Held  to  cover  a  pro- 
cess the  discovery  of  which  did  not  involve  the  exercise  of  the  inventive  facul- 
ties, and,  fnrther,  that  such  process  was  known  and  used  long  prior  to  the  date 
of  the  patentee's  alleged  invention. 

2.  Same— Same— VALiniTY— Expansion  of  Claims. 

Where  the  sole  claim  of  the  original  patent  covered  a  process  of  lining  barrels, 
casks,  etc.,  with  glue  and  the  reissue  included  not  only  the  claim  of  tlie 
original  patent,  bnt  also  a  claim  for  a  barrel,  cask,  etc.,  coated  or  sized  with 
glue  by  the  process  described,  HtJd  tbat  this  was  in  effect  an  expansion  of  the 
claims  in  order  to  embrace  an  invention  not  npecified  in  the  original  patent,  and 
that  the  second  claim  of  the  reissno  was  therefore  invalid. 

3.  Contract— Relief— Statute  op  Limitations— Laches. 

Where  the  complainant  claimed  to  have  disclosed  his  process  to  the  defendant 
on  the  promise  that  no  use  would  be  ma4lc  of  it  without  his  consent  and  the  bill 
seeking  relief  thereon  was  not  filed  until  some  fourteen  or  lifteen  years  later, 
Held  that  this  lapse  of  time  not  only  constitutes  a  bar  such  as  the  statute  of 
limitations  interposes,  but  shows  such  laches  as  will  clearly  preclude  any  right 
of  relief. 

4.  Delay  in  Bringing  Suit— Poverty  No  Excuse. 

Poverty  or  pecuniary  embarrassment  of  a  party  is  not  a  sufficient  excuse  for 
postponing  the  assei-tion  of  his  rights.  {Hayttard  v.  National  Bank,  96  U.  S., 
611,618.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  South- 
em  District  of  New  York. 

Mr.  Edmund  Wetmore  for  the  appellant. 

Mr.  Joieph  H.  Choate  and  Mr.  Charles  C.  Beaman  for  the  appellee. 

Mr.  Justice  Jackson  delivered  the  opinion  of  the  Court!' 

This  is  a  suit  in  equity  brought  April  8, 18S7,  in  the  Circuit  Court  of 
the  United  States  for  the  Southern  District  of  New  York  by  Edward 
W.  Leggett,  a  citizen  of  New  York,  against  the  Standard  Oil  Company, 
an  Ohio  corporation,  for  the  alleged  infringement  of  Keissued  Letters 
-Patent  No.  5,785,  granted  to  the  complainant  March  10,  1874,  for  an 
<* Improvement  in  lining  oil-barrels  with  glue.'' 

The  original  Patent  No.  143,770  was  issued  October  21, 1873.  The 
specification  and  claim  of  this  original  patent  are  as  follows: 

Be  it  known  that  I,  Edward  Wright  Libooktt,  of  the  city,  oounty,  aod  State 
of  New  York,  have  inyented  an  Improved  Prooess  of  Coating  or  Lining  the  luaide 
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of  Barrels,  CaHks,  «&,c.,  fur  the  purpose  of  rcnderiug  tbo  samo  impervious  to  water, 
oil,  or  any  (outniitcd  substance,  of  which  the  Allowing  is  a  spcciHcation. 

This  invention  relates  to  that  class  of  processes  employed  for  the  coating  or  lining 
of  the  inside  of  barrels  for  the  above  mentioned  purpose;  and  consists  in  preparing 
from  any  suitable  glutinous  substance  glne,  said  glue  being  permitted  to  attain 
but  a  certain  consistcDcy,  and  then  applied  directly  as  a  coating  or  liuiug. 

In  carrying  out  my  invention,  I  proceed  us  follows:  Take  any  of  the  materials 
from  which  glue  may  be  made,  and  proceed  in  the  usual  or  any  suitable  manner  for 
the  mauulacturo  of  glue  until  the  soup  has  attained  a  certjiin  oousistenc}'.  This 
consistency  must  be  considerably  less  than  that  which  is  required  wherein  semi-fluid, 
solid,  or  cuke  glue  is  to  be  produced,  and  while  it  is  in  this  half-fiuished  state,  so  to 
Bi)eak,  it  is  applied  dir4*ctly  to  the  insitle  of  the  barrel  or  cask,  where,  after  duo 
evai>oration,  it  will  be  found  that  said  cask  or  barrel  is  lined  thoroughly  and  com- 
pletely witii  glue,  inasmuch  as  a  pressure  of  steam  generated  by  the  heat  applied  is 
safflcient  to  force  the  thin  glutinous  fluid  well  into  the  pores  and  i-ecesses  of  the 
wood,  thus  insuring  a  perfect  lining. 

1  am  aware.that  barrels,  «.Vrc.,  have  been  lined  or  coatetl  with  glne  when  said  glu« 
has  been  subjected  to  a  process  of  reduction  by  dilution  from  its  original  consist- 
ency to  a  sufficiently  liquid  state;  but  I  am  not  aware  of  any  process  wherein  the 
glutinous  material  has  been  permitted  to  attain  only  its  pro])er  consistency  and  then 
applied  directly,  thus  saving  the  time,  labor,  and  expense  heretofore  employed  by 
continuing  the  manufacture  of  the  glutinous  soup  until  it  has  attained  a  semi-fluid 
or  gelatinous  consistency,  thus  necessitating  a  reduction  by  dilution  and  reheating 
before  it  is  flt  for  a])plication,  as  set  forth  in  this  speciiicution,  traveling  over,  :is  it 
were,  the  same  ground  backward  and  forward  two  or  three  times,  w  hereas,  by  my 
process,  this  trouble  is  entirely  disiionscd  with  b}*  operating  as  within  described. 

This  invention  has  nothing  to  do  with  the  glue-liucd  barrel  as  an  article  of  manu- 
facture, but  relates  particularly  to  a  new  and  inexpensive  jiroccss  of  constructing  a 
glue-lined  barrel,  cask,  &c. 

Heretofore  the  glue  has  been  taken  in  its  complete  state  as  an  article  of  manu- 
facture, has  been  reheated,  diluted,  and  then  applied ;  but  such  a  process  necessarily 
carries  with  it  all  the  expense  of  pn^puriug  the  glue  at  iirat  as  an  article  of  trade  or 
commerce. 

My  process  contemplates  taking  the  glue  when  at  a  proper  consistency,  an'!  apply- 
ing it  to  the  inside  of  the  package,  permitting  it  to  harden  for  the  first  time  upon 
that  Bur&ce. 

I  claim  as  my  invention — 

The  within  described  process  of  coatingor  lining  the  inside  of  barrels,  casks,  Ac, 
with  glue,  wherein  the  glutinous  material,  instead  of  being  produced  by  ro<liiction 
from  a  previously  solid  state,  is  pennittctl  tu  attain  only  a  certain  liquid  eonsistency, 
and  is  then  applied  to  the  ])ackMge  and  ]iermittcd  to  harden  thereon  for  the  first 
time,  substantially  as  herein  set  forth  and  described. 

An  application  for  the  reissue  of  tiiis  i)ateiit  was  tiled  Febrnary  2, 
1874,  and  contained  siibstantiiilly  tlie  same  specilicatioii.  It  repeat<»d 
the  claim  of  the  original  patent,  and  in  addition  thereto  made  a  second 
claim  for — 

a  barrel,  cask,  <&.c.,  coated  or  sized  by  the  material  and  by  the  mode  or  process  sub- 
stantially as  herein  described. 

Oil  February  G,  1874,  the  Examiner  rejected  the  second  chiim  thus 
made  for  the  reason — 

that  a  barrel  coated  by  the  process  described  has  no  features  or  characters  to  distiu- 
guish  it  from  a  barrel  coated  with  glin^  as  prej tared  in  the  ordinary  vq^y.         ^ 
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Thereafter  the  pfttentee  amended  the  speeifieation  on  wliich  the 
reissue  was  applied  ibr  by  inserting  the  following: 

Tho  diBtingnUhiDg  feature  of  this  improvement  may  be  found,  on  examination,  to 
be  the  enperior  integrity  of  the  lining  by  the  use  of  soap  glue.  By  its  peculiar  cUar- 
aeter  it  is  more  freely  absorbed  by  the  wood,  penetrating  into  fiber  deeper  than  by 
the  ordinary  mode.  Hence  the  sizing  or  coating  is  not  only  upon  the  surface,  but 
penetrates  into  the  wood,  thereby  presenting  a  thicker  covering  to  the  action  of  the 
oil,  and  this  sizing  is  not  liable  to  be  broken  off  or  cracked  in  handling  the  cask,  as 
part  of  the  coating  is  absorbed  into  the  fiber  and  cells  of  the  wood,  which  gives 
additional  strength  to  it. 

The  reissue  -was  thereupon  allowed  March  10, 1874.  with  a  second 
claim  for— 

A  barrel,  cask,  &.C.,  coated  or  sized  by  the  material,  and  by  the  mode  or  process, 
whereby  it  is  absorbed  into  and  strengthened  by  the  wood  fiber,  substantially  as 
herein  described. 

In  both  the  original  and  reissued  patents  the  speciflcations  disclaim 
any  idea  or  iuvention  in  a  glue-lined  barrel  as  such.  The  first  claim  of 
the  reissue,  like  the  first  claim  of  the  original,  is  limited  to  a  process, 
and  the  specification  of  the  original  declares  that  the  invention — 

relates  particularly  to  a  new  and  inexpensive  process  of  constructing  a  glue-lined 
barrel,  cask,  &,e. 

The  reissued  specification  broadens  this  description  by  adding  at 
this  point  the  following  words : 

better  adapted  to  the  purpose  designed  by  coating  and  sizing,  as  set  forth,  than  by 
the  ordinary  means, 

and  by  the  additional  paragra][>h  in  the  specification  of  the  reissue, 
above  recited. 

Among  the  defenses  set  up  in  the  answer  were  (1)  non-infringeinent; 
(2)  want  of  patentable  novelty  in  the  invention;  (3)  anticipation  thereof 
by  various  other  specified  American  patents;  and  (4)  prior  use  of  the 
patented  process  by  a  large  number  of  persons  in  New  York,  Pennsyl- 
vania, Ohio,  and  Massachusetts,  whose  names  are  given. 

After  replication  filed  and  after  some  of  the  proofs  had  been  taJ^en 
by  the  respondent  on  the  question  of  x)rior  use  of  the  patented  inven- 
tion by  other  persons,  the  complainant,  by  leave  of  court,  filed  an 
amended  bill  setting  up,  in  addition  to  the  averments  of  the  original 
bill,  the  claim  that,  prior  to  the  issue  of  his  original  patent,  he  had  dis- 
closed his  secret  or  process  to  the  defendant  company  on  its  promise 
that  no  use  would  be  made  of  the  process,  or  any  part  of  it,  without 
bis  consent;  but  that  the  defendant,  disregarding  this  promise,  did  use 
said  process  without  his  permission,  and  thereby  violated  its  said  agree- 
ment with  him,  by  reason  whereof  the  defendant  in  equity  should  be 
estopped  from  denying  or  in  any  way  que.stioning  the  validity  of  the 
complainant's  invention  and  the  Letters  Patent  issued  therefor. 

The  defendant  filed  a  supplcmeutal  answer  denying  the  new  aver- 
ments of  the  amended  bill,  and  iDteiiK)sed  the  defenses  of  the  statute 
of  limitations  and  of  laches,  so  far  as  the  amended  bill  sought  or 
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attcmplecl  to  hold  it  liable  in  any  way  on  the  alleged  promise  not  to 
use  complainant's  secret  or  process.  Kei)licatiou  having  been  filed  and 
volnmiuous  proofs  taken  on  the  questions  presented  by  the  pleadings, 
the  court  on  the  hearing  upon  the  merits  entered  a  decree  dismissing 
the  complainant's  bill  with  costs.  From  that  decree  the  present  appeal 
is  prosecuted.  The  opinion  of  tlie  court  below  is  reported  in  C.  D., 
1889,  5V7;  48  O.  G.,  1121 ;  38  Federal  /ec/K>rftr,  842,  and  the  ground 
upon  which  the  decision  x>roceeded  was  that  there  was  a  lack  of 
patentable  invention  in  the  thing  patented. 

We  are  of  opinion  that  there  is  no  error  in  the  judgment  of  the 
court  below  for  various  reasons.  In  the  first  phvce,  the  second  claim 
of  the  reissue,  secured  as  it  was  by  important  changes  in  the  spe  idea- 
tion of  the  original  patent,  was  a  manifest  enlargement  or  broadening 
of  the  patent.  It  is  not  pretended  that  there  was  any  mistake,  acci- 
dent, or  inadvertence  in  either  the  specification  or  the  claim  of  the 
original  i)atent  such  as  would  render  it  void  or  inoperative,  and  war- 
rant the  granting  of  a  reissue  thereof  with  an  additional  and  enlarged 
claim.  After  the  complainant  had  secuied  his  patent  for  the  process, 
which  was  all  he  could  claim  under  the  original  specification,  he  ascer- 
tained that  he  w.as  still  not  protected  against  the  use  by  the  defendant 
of  barrels,  casks,  etc.,  coated  or  lined  by  the  process  covered  by  his 
patent;  and  it  was  then  that  he  conceived  the  idea  of  a  reissue  which 
should  be  broad  enfm^ili  to  iu(;lu<le,  not  only  the  claim  set  forth  in  the 
original,  but  also  a  claim  for  a  barrel,  cask,  etc.,  coated  or  sized  with 
glue  by  the  process  described.  This  was  in  eflfect  an  expansion  of  the 
claims  in  order  to  embrace  an  invention  not  specified  in  the  original 
patent,  and,  therefore,  ren<lered  the  second  claim  of  the  reissue  invalid, 
under  the  well  s<*ttled  rule  of  this  Court,  as  announced  in  .1/i7/er  v. 
BrasH  Compan^i,  (C.  1).,  1S82,  40;  21  ().  G.,  201;  104  U.  S.,  :j50;)  M<(hn 
v.  HancoocJ,  (C.  D.,  1SS5, 144;  ;^0  O.  <;.,  057;  112  U.  S.,  354;)  WoUenmk 
V.  Jfciher,  (C.  I).,  1885,  310;  31  ().  (J..  l.:01;  115  U.  S.,  00;)  and  other 
cases.  It  is  shown  by  the  coniplafnant/s  own  testimony  that  he  ])ro- 
(rured  the  reissue  for  tiie  purpose  of  having  it  cover  bands  so  as  to 
make  the  dolcndant  an  ir.fringer.  Fuvtiiermore,  to  give  the  second 
claim  of  the  reissue  any  vahMity  in  its  application  to  the  barrel  cannot 
be  permitted,  in  view  of  the  rejection  of  the  siMroiid  claim  first  presented 
in  the  apjilicatioii  for  reissiie,  and  which  necessitated  tlie  mo<lification 
of  the  specification  as  above  shit<*d,  and  whi<-li  de<*lared  that  the — 

(UAMii^^iiiKliin^  feature  <>l'  Jiis  iinpi-oveiiicut  maii  be  fomid  oh  rxaminatioH  to  hv.  t1i<>. 
superior  intc;?rily  »»1*  tlio  niiiii/^  l»y  tin;  iihc  of  Houp-;;liie,  etc. 

The  second  claim  being  allowe<l  upon  this  amendment  of  the  s]»e<'in- 
cation,  if  it  had  any  validity  at  all,  cann(»t  properly  cover  the  <'oated 
barrel,  cask,  etc.,  as  a  prodnct,  but  would  have  to  be  limited  in  its 
operation  to  the  "glue  soup,"  or  material  used  in  coating  tn*  sizing  bar- 
rels, and  the  alleged  superiority  thereof  in  being  absorbed  into  and 
strengthened  by  the  wood  fiber  in  some  way  distinguishable  from  and 
superior  to  the  coating  with  glue  in  the  ordinary  way.    Bat  there  is. 
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however,  no  testimony  iu  the  record  that  barrels  coated  or  sized  by  the 
coniplainaut's  ])rocess  are,  iu  fact,  distinguishable  from  barrels  lined 
in  the  ordinary  way,  or  that  barrels  so  "glued"  are  any  better  than 
those  coated  by  the  old  process.  The  testimony  shows  that  barrels 
lined  under  either  the  old  or  the  new  process  are  practically  indis- 
tinguishable. 

This  second  claim  of  the  reissue,  being  a  manifest  attempt  to  broaden 
the  original  patent,  cannot,  in  view  of  the  amended  specification  on 
which  it  was  based  or  procui*ed,  be  held  to  cover  a  glue-lined  barrel  as 
an  article  of  manufacture,  which  was  distinctly  disclaimed  by  the  orig- 
inal specification. 

But  the  invalidity  of  this  new  claim  iu  the  reissue  does  not  impair 
the  validity  of  the  original  claim,  which  is  repeated  and  made  the  first 
claim  of  the  reissued  patent.  ( Qage  v.  Herring,  0,  D,,  1883, 289 ;  23  O.  G., 
419;  107  U.  S.,  640,  046.)  The  complainant's  rights,  therefore,  must  be 
determined  upon  the  validity  of  the  claim  of  the  origiuat  patent,  and 
upon  the  estoppel  set  up  against  the  defendant,  growing  out  of  its 
alleged  promise  not  to  use  his  process  or  secret  without  his  consent. 
This  latter  claim  cannot  possibly  be  sustained,  for  the  reason  that 
the  promise,  if  made,  in  no  way  misled  or  deceived  the  patentee  to  his 
injury  or  damage.  According  to  his  own  testimony  he  had  not  applied, 
and  had  not  thought  of  applying,  for  a  patent  on  his  process  at  the 
time  of  disclosing  his  i^ecret,  but  shortly  thereafter  he  concluded  that 
he  had  acted  unwisely  in  impaiting  it  to  the  defendant,  and  at  once 
applied  for  and  obtained  his  original  patent  for  the  very  puri>ose  of  pro- 
tecting himself  against  the  defendant's  use  thereof.  He  did  not,  there- 
fore, rely  upon  that  alleged  promise,  but  took  proceedings  by  obtaining 
a  patent  to  directly  guard  against  its  violation.  He  did  not  disch)se 
his  process  to  the  defendant  as  an  invention,  or  qa  one  which  he  pro- 
posed to  patent.  Under  such  circumstances  no  estop]>el  arises  against 
the  defendant  from  questioning  the  validity  of  the  patent,  which  was 
not  then  in  existence,  and  which  the  defendant  did  not  know  was  to 
be  claimed  as  an  invention. 

So  far  as  the  alleged  promise  embodies  any  element  of  a  contract  or 
of  an  undertaking  to  comiiensate  the  complainant  for  the  use  of  his  so 
called  secret,  the  statute  of  limitations  and  laches  interposed  by  the 
defendant  was  clearly  a  bar  to  any  recovery  on  that  ground,  because 
the  alleged  promise,  if  the  proof  was  sufilcient  to  establish  it,  was  made 
iu  September,  1873,  and  the  amended  bill,  seeking  relief  thereon,  w^as 
not  filed  until  January  13, 1888— some  fourteen  or  fifteen  years  later. 
This  lapse  of  time  not  only  constitutes  a  bar,  such  as  the  statute  of 
limitations  interposes,  but  shows  such  laches  as  will  clearly  preclude 
any  right  to  relief.  {McLean  v.  Fleming,  0.  D.,  1878, 262 ;  13  O.  G.,  913 ; 
96  U.  S.,  245;  Speidel  v.  Henrici,  120  U.  S.,  377;  GaUiher  v.  Cadwell,  145 
F.  S.,  368,  372.) 

No  sufficient  reason  is  given  for  this  delay  in  suing.  It  is  sought  to 
be  excused  on  the  ground  of  the  plain titt'^s  poverty  during  this  period; 
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but  in  the  case  of  Hayward  v.  Natiimal  Banky  (96  U.  S.,  611,  618,)  this 
Court  said  tbat  a  party's  poverty  or  pecuniary  embarrassiueut  was  not 
a  8uffi<:ient  excuse  for  postponing  the  assertion  of  bis  rights.  So  that 
this  alleged  promise  of  the  defendant  can  in  no  way  avail  the  complain- 
ant in  the  present  case,  either  as  a  ground  on  which  to  predicate  any 
claim  for  reliefer  as  an  estoppel  upon  the  defendant  from  denying  the 
validity  of  the  patent- 
In  addition  to  these  difficulties  in  the  way  of  the  complainant  suc- 
ceeding in  this  case,  his  alleged  invention  was  clearly  anticipated  by 
the  prior  use  and  sale  of  liquid  glue,  or  size,  used  for  various  purposes, 
including  that  of  coating  barrels.  The  patentee's  claim  of  novelty  is 
based  upon  the  theory  that  prior  to  1873  and  1874  oil  barrels  were 
lined  with  the  ordinary  glue  of  commerce  dissolved  into  a  hot  liquid 
glue  of  the  proper  consistency,  and  that  the  discovery  made  by  him, 
after  repeated  experiments,  was  that  the  same  effect  could  be  accom- 
plished with  better  and  less  expensive  results,  by  using  the  hot  liquid 
or  ''glue  soup"  at  a  proper  consistency  in  the  process  of  manufacture, 
before  it  had  been  prepared  for  commercial  purposes  by  drying;  and 
that  by  the  use  of ''  glue  soup"  labor,  expense,  and  the  loss  incident  to 
the  process  of  drying  the  jelly  glue,  so  as  to  render  it  marketable  in 
that  shape,  were  avoided.  In  other  words,  the  claim  of  invention  in 
his  patent  is,  that  previous  to  his  discovery  the  process  in  lining  barrels 
with  glue  had  been  to  melt  the  dried  glue  of  commerce  and  pour  it  into 
a  barrel,  close  up  the  barrel,  and  roll  it  around  until  the  inside  surface 
thereof  was  thoroughly  coated;  and  that  his  discovery  made  it  cheaper 
for  the  oil  people  to  manufacture  their  own  glue  and  use  it  the  same 
manner,  but  before  it  had  been  dried. 

This  nseof  the  liquid  glue  before  drying  differed  in  no  essential  respect 
from  the  use  of  the  liquid  glue  which  had  been  obtained  by  melting  the 
Iried  glue  of  commerce,  and  certainly  does  not  rise  to  the  dignity  of 
invention.  It  would  have  occurred,  and  did  occur,  as  the  testimony 
shows,  to  mannfacturers  of  glue  where  there  was  occasion  or  necessity 
for  using  glue  in  large  quantities.  The  alleged  invention  was  proi>erly 
held  by  the  court  below  to  be  a  commercial  suggestion  that  would  nat- 
urally occur  to  any  one  engaged  largely  in  the  use  of  glue.  It  was  well 
known  that  liquid  glue  had  these  coating  and  sticking  qualities  before 
it  had  ever  been  dried  tor  commercial  purposes,  and  to  use  it  in  its 
liquid  state  certainly  did  not  embody  the  quality  of  invention.  The 
only  object  or  reason  in  drying  the  glue  at  all  is  to  preserve  it  for  trans- 
portation and  commercial  purposes,  it  being  in  its  liquid  or  jelly  con- 
dition susceptible  to  atmospheric  influences  under  the  oi>eratiou  of 
which  it  is  more  liable  to  be  spoiled  than  when  dried.  It  may  be  true, 
as  claimed,  that  the  adhesive  qualities  of  glue  before  it  is  dried  are 
somewhat  superior  to  what  they  are  after  the  glue  has  been  dried,  and 
then  remelted  for  actual  use.  But  this  is  merely  a  question  of  degree, 
and  the  application  of  the  ''glue  soup"  before  drying  cannot  properly 
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be  called  a  discovery,  such  as  inyolves  the  exercise  of  the  inventive 
faculties. 

Bat  aside  from  this,  and  even  admitting  that  such  a  discovery  and* 
use  of  liquid  glue  would  involve  invention  or  patentable  novelty,  it  is 
clearly  established  by  the  evidence  in  the  record  that  there  had  been 
such  a  prior  use  of  the  alleged  discovery  as  to  preclude  the  issue  of 
any  valid  patent  covering  it.  Whatever  advantages  there  may  be  in 
using  liquid  glue,  or  <<glue  soup''  before  it  is  dried,  over  a  similar  use 
of  i-eitielted  dried  glue,  were  well  known  prior  to  the  date  of  the  com- 
plainant's application  for  the  patent  in  question.  It  is  shown  by  the 
testimony  that  in  various  general  publications  and  trade  journals  pub- 
lished in  Germany  in  the  years  1869,  1870,  and  1871,  and  circulated  in 
this  country,  the  advantages  of  using  hot  or  liquid  glue  are  set  out,  as 
well  as  the  description  of  the  manufacture  of  glue  jelly  by  different 
parties  and  in  different  localities;  and  from  extracts  produced  from 
these  journals,  which  are  Btaud<ird  authorities  on  chemical  industries, 
and  contain  information  on  the  subject  in  question,  it  is  shown  that 
manufacturers  in  Gennauy  were  making  and  selling  liquid  glue  in  its 
jelly  form  for  the  same  purposes  and  uses  for  which  the  glue  in  its  dried 
form  is  ordinarily  used;  and  that  it  was  considered  better  and  cheaper 
to  use  it  in  that  condition  rather  than  go  to  the  expense  and  labor  of 
first  drying  it.  In  the  glue  industries,  both  in  this  country  and  in  Ger- 
many, the  fact  was  well  recognized  that  the  adhesive  qualities  of  glue, 
before  it  was  dried,  were  superior  to  what  they  were  after  the  glue  had 
been  dried  for  commerce,  and  that  by  using  it  before  drying  there  would 
be  a  great  saving  of  time,  expense,  and  loss.  It  was  shown  that  in  some 
instances  the  glue  jelly  was  prepared  and  put  away  in  hermetically- 
sealed  casks  for  commercial  use  in  the  future.  In  addition  to  these 
publications  relating  to  the  use  of  '^glue  soup,"  it  is  shown  that  glue 
in  that  state  or  condition  had  been  used  in  the  extensive  glue  factory 
of  Peter  Cooper  &  Company,  at  Williamsburg  (now  a  part  of  Brook- 
lyn,) New  York,  as  early  as  1869  or  1860.  It  is  proven  that  in  the 
Cooper  factory  barrels  used  for  the  purpose  of  shipping  neaf  s-ibot  oil 
were  lined  or  coated  with  hot  liquid  glue,  that  bad  never  been  dried, 
substantially  in  the  same  manner  and  by  the  identical  process  described 
in  complainant's  patent.  In  fact,  the  process  on  which  he  claims  a 
patent  was  well  known  at  that  factoiy  long  prior  to  the  date  of  his 
alleged  invention,  and  no  one  seems  to  have  had  any  idea  that  it  was 
either  new,  or  could  be  considered  suph  a  secret  or  discovery  as  involved 
invention,  or  was  entitled  to  protection. 

It  is  furthermore  shown  by  the  testimony  that  precisely  this  same 
process  of  lining  oil  barrels  with  hot  ^^glne  soup,"  was  used  in  the  oil 
regions  of  Pennsylvania  and  Ohio  as  early  as  1861. 

It  is  not  deemed  necessary  to  go  into  this  evidence  more  in  detail.  It 
is  not  successfully  impeached  or  contradicted  by  the  complainant.  In 
addition  to  this,  the  complainant  concedes  in  his  own  testimony  that 
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his  ^'glue  soup"  is  the  same  thing  as  <<  sizing"  which  was  in  ase  long 
prior  to  the  date  of  his  iuventiou  by  manufacturers  of  writing  and  wall 
paper. 

It  being  thus  clearly  established  that  the  use  of  liquid  glue  was  well 
known  to  glue  manufacturers  and  oil-refiners,  and  had  been  actually 
applied  in  the  very  way  and  for  the  very  purposes  described  by  the 
complainant,  long  before  the  date  of  his  alleged  invention,  it  is  too 
clear  for  discussion  that  he  could  have  no  valid  patent  which  would 
cover  a  process  for  using  liquid  glue  for  coating  or  sizing  purposes  as 
anew  discovery  or  invention;  and  our  conclusion,  therefore,  is  that 
the  decree  of  the  court  below  was  clearly  correct,  and  should  be 
affirmed. 


[Snpreine  Court  of  the  United  St«tM.] 

HOBBIE  ET  AL.  V.  JENNISON. 

Decided  May  10, 189S. 

63  O.  G.,  1204. 

Wyckoff— Pipes  for  Gas,  Watrr,  btc.—Assignee  for  Specified  Territory- 
Sales  FOR  Use  Outside  of  Territory. 
Where  an  assignee  for  a  specified  territory  holds  title  under  an  otherwise 
nnoonditional  and  unrestricted  assiguinent,  the  sale  of  the  patentod  article  by 
the  assignee  within  his  territory  carries  the  right  to  use  it  everywhere,  notwith- 
standing the  knowledge  of  both  jiarttes  that  a  use  outside  of  the  territory  is 
intended.  (FoUowing  Adame  v.  Burke,  C.  D.,  18S5,  438 ;  38  O.  G.,  114 ;  17  Wall., 
453.) 

In  Ebbob  to  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Michigan. 

Mr,  James  A.  Allen  for  the  appellant. 
Mr.  Oearge  H.  Lothropj  for  the  appellee. 

Mr.  Justice  Blatghfobd  delivered  the  opinion  of  the  Court. 

This  is  an  action  at  law,  brought  in  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Michigan,  in  August,  1886,  by  Isaac 
S.  Hobbie  and  John  A.  Hobbie.  The  original  defendants  were  Charles 
E.  Jennison  and  Isaac  H.  Uill.  The  defendant  Hill  appeared  and  then 
withdrew  his  appearance,  and  the  suit  was  discontinued  as  to  him  and 
proceeded  as  against  Jennison.  The  action  was  brought  for  the 
infHngement  of  Letters  Patent  of  the  United  States,  No.  45,201,  granted 
to  Arcalous  Wyckoff,  November  22, 1864,  for  an  improvement  in  pipes 
for  gas,  water,  etc.,  for  seventeen  years  from  that  day.  The  plaintiffs 
had  become,  from  May  31, 1870,  the  owners  of  the  patent  for  the  States 
of  Maine,  New  Hampshire,  Vermont,  Ehode  Island,  Massachusetts, 
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Coiiiiecticut,  New  York,  New  Jersey,  Pennsylvania,  Delaware,  Mary- 
land, Virginia,  and  West  Virginia,  and  the  District  of  Columbia.  Tlie 
declaration  alleges  that  Jennison,  on  June  12, 1880,  and  on  divers  days 
between  that  day  and  November  22,  1881,  at  Hartlbrd,  Connecticut, 
and  elsewhere  in  the  plaintiffs'  territory,  and  without  their  license  or 
consent,  made  and  used,  and  vended  to  others  to  be  used,  the  patented 
invention,  and  within  those  dates  did  ship  from  Bay  City,  ]Michigan,  to 
the  Hartford  Steam  Company,  of  Hartford,  Connecticut,  large  quanti- 
ties of  wooden  pii)e  embodying  the  patented  invention,  with  intent  that 
the  same  sliould  be  laid  and  used  at  Hartford,  and  thus  infringed  the 
right  of  the  piaiutiffs  under  the  patent,  to  their  damage  $5,000. 

The  defendant  joined  issue,  a  trial  by  jury  was  duly  waived,  and  the 
case  was  tried  before  Judge  Brown,  the  district  judge,  now  a  member 
of  this  Court.  He  found  in  favor  of  the  defendant,  and  a  judgment  in 
his  favor  for  costs  was  entered.  The  opinion  of  Judge  Brown  is  reported 
in  C.  D.,  1890,  300;  51  O.  G.,  624;  40  Federal  Reporter,  887.  The  Cir- 
cuit  Court  found  the  following  facts: 

1.  That,  during  aU  th'o  timoB  hereinafter  mentioned,  the  plaintids  in  the  action 
were  fUisignees  and  owners  of  Letters  Patent  No.  45,201,  dated  November  22,  18H4, 
granted  to  Arcalous  Wyckolt*,  for  an  improved  pipe  for  gas,  water,  etc.,  for  New 
York,  New  England,  and  aU  the  Kastem  States  north  of  the  CaroUnas,  and  carried 
on  business  aH  manufacturera  of  the  patented  pipe  at  Tonawanda,  in  the  State 
of  New  York,  with  snfilcicnt  facilities  to  supply  the  market  in  all  the  territory 
owned  by  them',  and  that,  at  the  time  of  the  sale  of  the  pipe  or  casin;;s  heroinnfter 
mentioned,  defendant's  tinn  was  aware  of  the  plaintiff's  title  to  said  patent  for  the 
State  of  Connecticnt. 

2.  That  the  Arm  of  Ayrault,  Jennison  &  Co.,  which  was  composed  of  the  defond- 
ant,  Snsan  Hill,  and  one  Miles  Ayrault,  was  the  ansignee  and  owner  of  the  same 
patent  for  the  State,  of  Michigan,  and,  during  the  greater  part  of  the  year  1K*<0, 
manufactured  and  sold  the  patented  pipe  at  Bay  City,  in  the  State  of  Michigan,  to 
various  persons. 

3.  That,  in  the  year  1880,  the  firm  of  Andrew  Harvey  &,  Son  did  business  in  Detroit, 
Michigan,  as  uLiehiuistd  and  mauutaeturer.s  of  valve  littingA  and  (»thor  supplies. 

4.  That,  in  the  fore  part  of  188(>,  the  Hartfonl  Steam  Company,  a  eorporation  organ- 
ized, existing,  and  doing  biisineHs  uiuler  the  laws  4»f  the  St-ite  of  Connecticut,  at 
Hartford,  in  said  State,  undertook^ the  ]iroJeetof  laying  down  lines  of  steam-pipe 
apparatus  for  heating  purposes  in  the  streets  of  said  Hartford,  and  that  they  had 
cousideroblo  C4»rrt«[>oudeneo  with  said  Harvey  &  S(»n  as  to  the  best  i)riecH  thoy  could 
get  for  pix>e-easuig«  and  iron  pipes,  and  also  as  to  the  best  terms  for  freight  from 
Bay  City,  Michig:in,  and  elsewhere  to  Hartford.  Citnnt'cticut;  that,  on  the  5th  day 
of  May,  1880,  said  Hartford  Steam  Company,  which  had  been  negotiating  for  several 
weeks  with  Harvey  &  Son  concerning  the  said  prtyert,  eompletod  a  contract  with 
them  to  lay  down  in  Hartford  the  said  steam-supply  apparatus. 

5.  TImt  said  Harvey  &  Son  entered  u]ion  the  perlormanee  of  saiiV  job  at  Hartford 
as  the  ageut  and  under  the  direetions  of  the  said  Hartford  Company :  that  they  wero 
also  employed  antl  aeteil  jui  the  agi'ut  of  said  Hartford  Steaui  Supply  Company  in 
obtaining  for  tlieui  the  best  prices  tliey  eouUl  in  the  purehase  of  iron  and  wooilen 
pipes,  and  in  obt-jiiniug  the  best  rsit4»s  thoy  eould  for  freight  from  Miehigan  or 
elsewhere,  and  in  obtaining  rebates  in  fjreight  when  neeessiiry ;  and  that  said  Kteam 
company  relied  n))on  their  judgment  in  said  matters;  and  that,  in  all  tlu'ir  ne^itia- 
tions  and  doiilings  with  Ayiault,  .Jennison  «.V  Co.,  they  acted  On  behalf  of,  and  ha 
the  agents  merely  of^  s:iid  Hartford  Steam  Company.  gitized  by  GoOqIc 
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6.  That  after  said  Hartford  Coinpauy  had  perfected  said  contract  with  said  Harvey 
&,  Soil,  thoy  sent  vnrions  written  ordt^rs,  daring  the  year  1880,  by  mail,  to  the  address 
of  said  defendant  at  Bay  City,  Michigan,  to  ship  to  them  at  Hartford,  Connecticnt, 
certain  quantities  of  wooden  piping;  that  said  defendants  accepted  the  same  and 
ninnnfactnrcd  said  piping  at  their  factory  under  said  patents  and  in  conformity 
with  the  descriptiun  and  covered  by  the  claim  of  said  Wyckoff  patent,  and  sold  and 
delivered  the  same  to  the  said  Hartford  Company  on  •board  the  cars  at  ha,y  City, 
Michigan,  addressed  to  them,  and  that  they  had  nothing  to-do  with  said  piping 
after  the  delivery  of  the  same  on  the  cars  at  Bay  City;  that  said  Hartford  Company 
paid  the  freight  thereon  fh>m  Bay  City  to  Hartford  and  sent  drafts  for  the  payment 
of  said  piping  to  defendants  at  Bay  City;  that  none  of  the  wooden  pipes  nsed  in  the 
laying  of  said  steam  supply  apparatus  at  Hartford  were  sold  to  said  Harvey  &.  Son, 
but  were  all  sold  to  said  Hartford  Steam  Company,  and  that  any  orders  made  by 
Han'oy  &  Son  were  made  merely  as  the  agents  of  the  Hartford  Steam  Company. 

7.  That  said  piping  so  purchased  was  laid  down  in  Hartford  during  the  term  of 
said  patent,  and  that  during  the  negotiations  connected  with  the  sales  and  shipment 
of  said  pipe  or  casing  defendant's  firm  knew  that  it  was  for  use  in  the  constraction 
of  steam-heating  works  in  the  city  of  Hartford,  State  of  Connecticut,  and  that  said 
Harvey  &  Son  wore  to  lay  said  pipe  in  Hartford. 

8.  That  the  accounts  for  said  sales  to  said  Hartford  Company  were  kept  on  the 
books  of  said  Ayranlt,  .Jeunison  &  Co.  in  the  name  of  the  Hartford  Steam  Company 
and  that  a  statement  of  the  entire  account  from  their  books  of  said  sales  was  sent 
to  thein  at  the  close  of  the  year. 

9.  That  Aaid  pipe  or  casing  was  laid  down  as  a  part  of  said  worlds  during  the  life 
of  said  patent,  in  the  summer  and  fall  of  1880,  under  said  Harvey's  directions,  in  the 
streets  of  Hartford. 

10.  That  by  the  acts  and  doings  of  defendant's  firm  in  the  premises,  as  above 
stated,  the  plaiutitfs  sustained  damage,  and  if  any  recovery  were  penuissible  under 
the  rules  of  law,  they  would  be  entitled  to  an  inquiry  to  ascertain  the  amount  of 
such  damage,  ba-sed  on  the  testimony  introduceil  by  said  plaintiffs. 

As  a  conclusion  of  law  fiom  the  foregoing  facts,  the  court  found  that 
the  plaintiffs  were  not  entitled  to  recover  in  the  action.  The  plaintiffs 
excepted  to  the  conclusion  of  law  and  to  the  judgment,  and  have 
brouijlit  a  writ  of  error. 

As  a  result  of  the  findings  of  fact,  the  Circuit  Court  held  that  the 
sale  and  delivery  of  the  pipe  by  the  defendant  were  made  at  Bay  City, 
Michigan,  but  that,  in  view  of  the  decision  of  this  Court  in  Adams  v. 
Burls,  (C.  D.,  1885, 4r58;  33  O.G.,  11^;  17  Wall.,  453,)  the  defendant  could 
not  be  held  as  an  infringer  by  reason  of  his  knowledge  that  the  pipe  was 
to  be  used  in  a  territDry  of  which  the  plaintiffs  held  the  monopoly.  The 
Circuit  Court  said  that,  in  the  case  ot  Adams  v.  BurJcSj  an  undertaker 
had  purchased  patented  coffin-lids  from  certain  manufacturers  who 
held  the  right  from  the  i)atentee  to  manufacture  and  sell  within  a 
circle  whose  radius  was  ten  miles,  having  the  city  of  Boston  aa  a 
center;  that  the  undertaker  lived  outside  of  that  circle,  and  within  a 
territory  owned  by  the  plaintiff  under  the  patent,  and  he  made  use  of 
the  cofliiilids  in  his  business;  that  the  owner  of  the  territory  in  which 
the  undertaker  carried  on  his  business  brought  suit  againdt  him  as  an 
infringer,  and  it  was  held  by  this  Court  that,  the  sale  having  been 
made  by  a  person  who  had  full  right  to  make,  sell,  and  use  the 
invention  within  his  own  territory,  such  sale  carried  with  it  the  title 
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to  the  use  of  the  machine  without  as  well  as  witliin  such  territory; 
that  the  action  in  that  case  was  brought  a^^aiust  the  user,  but  this 
Court  announced  a  principle  of  law  which  was  equally  applicable  to  the 
seller;  that  if  the  user  of  the  article  was  not  liable  to  the  patentee,  it 
was  because  he  purchased  it  of  a  person  who  had  the  legal  right  to 
sell  it;  that  if  it  was  legal  for  him  to  buy,  it  was  equally  legal  for  the 
other  party  to  sell;  and  that,  in  the  opinion  of  this  Court,  in  the  case, 
as  well  as  in  the  dissenting  opinion,  it  was  stated,  in  substance,  that 
the  question  raised  was  whether  an  assignment  of  a  patented  inven- 
tion for  a  limited  district  conferred  upon  the  assignee  the  right  to  sell 
such  patented  article  to  be  used  outside  of  such  limited  district. 

The  Curcuit  Court  fuither  said  that  there  was  no  evidence  in  Adams 
y.  Burks  that  the  sale  was  made  under  the  belief  on  the  part  of  the 
seller  that  the  article  was  to  be  used  within  his  territory,  and  that  the 
case  was  authority  for  the  broad  proposition,  that  the  sale  of  a  patented 
article  by  an  assignee,  within  his  territory,  carries  the  right  to  nse  it 
everywhere,  notwithstanding  the  knowledge  of  both  parties  that  a  use 
outside  of  the  territory  is  intended. 

We  understand  that  to  be  the  true  interpretation  of  the  decision  in 
Adams  v.  Burks.  It  is  said  in  the  opinion  in  that  case,  that  when  the 
patentee,  or  the  person  having  his  rights,  sells  a  machine  or  instrument 
whose  sole  value  is  in  its  use,  he  receives  the  consideration  for  its  use, 
and  parts  with  the  right  to  restrict  that  use;  that  the  patentee,  or  his 
assignee,  having  in  the  act  of  sale  received  all  the  royalty  or  consider- 
ation which  he  claims  for  the  use  of  his  invention  in  that  particular 
machine  or  instrument,  it  is  open  to  the  use  of  the  purchaser  without 
further  restriction  on  account  of  the  monopoly  of  the  patentee;  that, 
although  the  right  of  the  assignees  of  the  coffin-lid  patent  to  manu- 
llEM^ture,  to  sell,  and  tio  use  the  coffin-lids  was  limited  to  the  circle  of  ten 
miles  around  Boston,  a  purchaser  from  them  of  a  single  coffin  acquired 
the  right  to  use  that  coffin  for  the  pUrj[>ose  for  which  all  coffins  are  used; 
that  so  far  as  the  use.of  it  was  concerned,  the  patentee  had  received 
his  consideration,  and  it  was  no  longer  within  the  monopoly  of  the 
patent;  that  it  would  be  to  engraft  a  limitation  upon  the  right  of  use, 
not  contemplated  by  the  statute  nor  within  the  reiuon  of  the  contract, 
to  say  that  it  could  only  be  used  within  the  ten-mile  circle;  and  that, 
whatever  might  be  the  rule  when  patentees  subdivided  territorially 
their  patents,  as  to  the  exclusive  right  to  make  or  to  ttell  within  a  limited 
territory,  this  Court  held  that,  in  the  class  of  machines  or  implements 
it  had  described,  when  they  were  once  lawfully  made  and  sold,  there 
was  no  restriction  on  ^their  use  to  be  implied,  for  the  benefit  of  the 
patentee  or  his  assignees  or  licensees. 

The  plaintiffs  in  error  contend'  that  the  decision  in  Adams  v.  Burks 
is  not  applicable  to  the  present  case;  that  in  Adams  v.  Burks  it  was 
assumed  that  the  patented  coffin-lids  were  first  lawfully  sold  to  the  pur- 
chaser, without  condition  or  restriction,  by  assignees  of  the  patent  for 
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the  territory  of  Boston  and  vicinity;  that  then  the  qnestiou  was  pre- 
sented whether,  as  an  incident  of  sudi  lawful  sale,  the  buyer  could  use 
outside  of  the  limits  of  the  territory  of  the  assignees  the  article  so  law- 
fully purchased;  that  it  was  not  shown  in  that  case  that  the  sellers 
sold  the  patented  cotfin-lids  for  use  in  other  territory,  or  knew  of,  or 
had  any  interest  in  such  use;  that,  in  the  case  now  before  us,  the  law- 
fhlness,  as  against  the  i)laintiff8,  of  the  alleged  sale  of  the  patented 
pipe  by  the  defendant,  in  the  actual  circumstances  of  such  sale,  was 
contested,  the  claim  of  the  plaintiffs  being  that  such  sale  and  the  ship- 
ment thereunder,  expressly  for  use  within  the  tenitory  of  the  plaintiffs, 
constituted  an  invasion  of  their  rights  and  were  unlawful  as  against 
the  plaintiffs;  and  that  actual  sale,  delivery,  and  acceptance  of  the 
pipe  at  Bay  Oity  for  actual  use  would  be  one  thing,  but  a  form  of  deliv- 
ery at  Bay  City,  with  an  acceptance  at  Hartford,  and  knowledge  and 
intention  on  the  part  of  the  defendant  that  the  sole  use  would  be  at 
Hartford,  and  shipments  on  that  basis  and  understanding,  would  not 
constitute  a  lawful  sale  of  the  pipe  at  Bay  Oity,  as  against  the  plain- 
tiff's. 

But  we  are  of  opinion  that  the  case  of  Adania  v.  Burks  cannot  be  so 
limited ;  that  the  sale  was  a  complete  one  at  Bay  Oity;  and  that  neither 
the  actual  use  of  the  pipes  in  Oounecticut,  nor  a  knowledge  on  the  part 
of  the  defendant  that  they  were  intended  to  be  used  there,  can  make 
him  liable.  Ad4ims  v.  BurkSj  in  the  particular  in  question,  is  cited  with 
approval  by  this  Oourt  in  Birdaell  v.  Shaliolj  (0.  D.,  1886, 126;  30  O.  G., 
261;  112  U.  S.,  485,  487;)  Wade  v.  Metealf,  (129  U.  S.,  202,  205;)  and 
Boesch  V.  Graff,  (0.  D.,  1890,  287;  51  O.  G.,  477;  133  U.  S.,  697,  703.) 

The  authorities  which  are  cited  on  the  part  of  the  plaintiff's,  holding 
that  where  a  person  makes  one  element  of  a  patented  combination,  vrith 
the  intent  that  other  persons  shall  supply  the  other  elements  and  thus 
complete  the  combination,  he  is  guilty  of  infringement  because  he  con- 
tributes to  It,  establish  a  doctrine  applicable  to  the  caseof  anaked  infrin- 
ger. But  in  the  present  case,  the  defendant  was  not  such  an  infringer, 
because  he  had  a  right  under  the  patent  to  make,  use,  and  vend  the 
patented  article  in  th^  State  of  Michigan,  and  the  article  was  lawfully 
made  and  sold  there.  The  pipes  in  question  were  not  sold  by  the  Hart- 
ford Stciiin  Oompany  in  Oonnecticut,  but  were  merely  used  there,  and 
nec/ossarily  perished  in  the  using. 

It  is  easy  for  a  patentee  to  protect  himself  and  his  assignees,  wh^n 
he  conveys  exclusive  rights  under  the  patent  for  particular  territory. 
He  can  take  cave  to  bind  every  licensee  or  assignee,  if  he  gives  him  the 
right  to  sell  articles  made  under  the  patent,  by  imposing  conditions 
which  will  prevent  iiny  other  licensee  or  assignee  from  being  interfered 
with.  There  is  no  condition  or  restriction  in  the  x)i*esent  case  in  the 
title  of  the  defendant.  He  was  the  assignee  and  owner  of  the  patent 
for  the  State  of  Michigan.    Judgment  affirmed. 
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[Sopreme  Court  of  tUe  United  States.] 

Dalzell  et  al.  V.  DuEBER  Watch  Case  Manufacturing  Com- 
pany.   Same  v.  Same. 

Decided  May  10, 189S. 
63  O.  O.,  1881. 

1.  AssiGXMRin'  OP  Right  to  Obtain  Patknt— Oral  Agrermknt  for— Specific 

Perform  A  NCK. 
All  oral  agreement  for  the  sale  aud  assignment  of  the  right  to  obtain  a  patent 
for  an  invention  is  not  within  the  statute  of  frands,  nor  within  section  4898  of 
the  Revised  Statntes  requiring  assignments  of  patents  to  be  in  writing,  and  may 
be  specifically  enforced  in  ec|uity  npon  sufficient  proof  thereof. 

2.  Patrkth  Obtained  by  Siulusd  Workman— Right  of  Employer  to  Convby- 

ancr  of. 

A  manafactnring  corporation,  which  has  employed  a  skilled  workman  for  a 
stated  compensation  to  take  charge  of  its  works  aud  to  devote  his  time  and  ser- 
vices to  devising  aud  making  improvements  in  articles  there  manufactured,  is 
not  entitled  to  a  conveyance  of  patents  obtained  for  inventions  made  by  him 
while  so  employeil  in  the  absence  of  express  agreement  to  that  effect. 

3.  Specific  Performance- Rkquisitks  of  Agrermknt. 

A  conrt  of  chancery  will  not  decree  specific  performance  nulesstho  agreement 
is  ''certain,  fair,  aud  Jnst  in  all  its  parts/'  nor  'Mf  it  be  doubtful  whether  an 
agreement  has  been  concluded  or  is  a  mere  negotiation,"  nor  ''unless  the  proof 
is  clear  and  satisfactory  both  as  to  the  existence  of  the  agreement  aud  as  to  its 
terms.'' 

Appeals  from  the  Circuit  Ooart  of  the  United  Stiites  for  the  South- 
ern District  of  New  York. 

Mr.  Edmund  Wetmore  for  the  appellants. 

Mr.  «71  U.  Bowman  and  Mr.  James  Moore  for  the  appellees. 

STATEMENT  OF  THE  CASE. 

These  were  two  bills  in  equity,  heard  together  in  the  Circuit  Court, 
and  argued  together  in  this  Court. 

On  March  31, 1886,  Allen  C.  Dalzell,  a  citizen  of  the  State  of  New 
York,  and  the  Fahys  Watch  Case  Company,  a  New  York  corporation, 
filed  a  bill  in  equity  against  the  Dueber  Watch  Case  Manufacturing 
Company,  a  corporation  of  Ohio,  for  the  infringement  of  two  patents 
for  improvements  in  apparatus  for  making  cores  for  watchcases,  granted 
to  Dalzell,  October  27, 1885,  for  the  term  of  which  he  had,  on  January 
21,  1886,  granted  a  license,  exclusive  for  three  years,  to  the  Fahys 
Company. 

To  that  bill  the  Dueber  Company,  ou  June  4, 1886,  filed  the  follow 
ing  plea: 

That  prior  to  the  grant  of  the  toid  Letters  Patent  npon  which  the  bill  of  com- 
plaint is  based,  and  prior  to  the  application  therefor,  and  prior  to  any  alleged 
invention  by  said  Dalxell  of  any  part,  feature,  or  combination  described,  shown  or 
claimed  in  either  of  said  Letters  Patent,  the  said  defendant,  being  then  engaged  in 
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the  mannfacture  of  watchcases  in  the  city  of  Newport,  in  the  State  of  Kentncky, 
and  the  said  Dalzell  having  been  in  its  employ  as  a  tool-maker  for  a  year  preced- 
ing, it,  said  defendant,  at  the  reqnt^t  of  said  Dalzell, .  reemployed  said  Dalzell  at 
increased  wages  to  aid  in  experimenting  upon  inventions  npon  machinery  and  tools 
to  be  used  in  the  manufacture  of  varioas  portions  of  watchoases ;  that  said  Dalsell 
did  then  and  there  agree  with  said  defendant,  in  consideration  of  said  increased 
salary  as  aforesaid  to  be  paid  to  him,  and  which  was  paid  to  him  by  this  defendant^ 
to  dedicate  his  best  efTorts,  skill  and  inventive  talent  and  genius  toward  the  perfect- 
ingand  improvement  of  watchcase  machinery  and  sncli  other  devices  as  this  defend- 
ant should  direct  and  order,  and  in  experimenting  under  the  direction  of  this 
defendant  for  tliis  purpose,  and  further  agreed  that  any  inventions  or  improvements 
made  or  contributed  to  by  him,  said  Dalzell,  should  be  patented  at  the  expense  of 
this  defendant,  and  for  its  benefit  exclusively,  and  that  said  Dalzell  should  execute 
proper  deeds  of  assignment,  at  the  expense  of  this  defendant,  to  be  lodged  with  the 
applicationM  for  all  such  patents  in  the  United  States  Patent  Office,  and  said  patents 
were  to  be  granted  and  issued  directly  to  this  defendant;  that,  in  pursuance  of  said 
agreement,  said  Dalzell  entered  ni>on  said  employment,  and  while  thus  employed  at 
the  fiftotory  of  this  defendant,  and  while  using  its  tools  and  materials,  and  reeeiv- 
iug  such  increased  wages  from  it,  as  aforesaid,  the  said  alleged  Inventions  were 
made;  that  said  patents  were  applied  for,  with  the  permission  of  this  defendant,  by 
the  said  Dalzell ;  and  that  all  fees  and  expenses  of  every  kind,  necessary  or  useful 
for  obtaining  said  patents,  including  as  well  Patent  Office  fees,  as  fees  paid  the 
solicitor  employed  to  attend  to  the  work  incident  to  the  procuring  of  said  patents 
and  drawing  said  assignments  to  this  defendant,  were  paid  by  this  defendant;  and 
that,  notwithstanding  the  foregoing,  said  Dalzell  did  not  sign  the  said  deeds,  although 
he  had  promised  so  to  do  but  fraudulently  and  secretly  procured  the  said  patents  to 
be  granted  to  himself;  of  all  of  which  this  defendant  avers  the  complainant,  the 
FahyH  Wat<'.h  Case  Compauy,  had  notice  at  and  prior  to  the  alleged  making  of  the 
license  by  said  Dalzell  to  it,  more  particularly  referred  to  in  the  bill  of  complaint; 
and  defendant  avers  that  by  reason  of  the  promises  the  title  in  equity  to  said  pat- 
ents is  in  this  defendant. 

The  plea,  as  required  by  Equity  Rule  31  of  tliis  Court,  was  upon  a 
certificate  of  counsel  titat  in  his  opinion  it  was  well  founded  in  point  of 
law,  and  was  supported  by  the  affidavit  of  John  O.  Dueber  that  ha 
was  the  president  of  the  Dueber  Company,  that  the  plea  was  not  inter- 
I>osed  for  delay,  and  that  it  was  true  in  point  of  fact. 

After  a  general  replication  had  been  filed  and  some  proo&  taken  iu 
tliat  case,  including  depositions  of  Dueber  and  of  Dalzell,  the  Dueber 
Company,  on  January  17, 1887,  filed  a  bill  in  eqnity  against  Dalzell 
and  the  Fahys  Company,  for  the  specific  performance  of  an  oral  con- 
tract of  Dalzell  to  assign  to  the  Dueber  Company  the  rights  to  obtain 
patents  for  his  inventions,  and  for  an  injunction  against  Dalzell  and 
the  Fahys  Company,  and  for  further  relief. 

This  bill  contained  the  following  allegations: 

Tliat  heretofore,  to  wit,  prior  to  November  1,  1884,the  said  defendant  Dalsell  was 
in  the  employment  of  your  orator,  making  and  devising  tools  to  be  used  in  the  con- 
struction of  watchcnses;  that  on  or  about  said  last-mentioned  date,  at  the  request 
of  said  DalKcll,  his  wages  wore  raised,  in  consideration  of  a  promise  then  made  by 
eaAd  Dalzell  to  your  orator  that  in  the  future  his  services  would  be  of  great  value  in 
the  devising  and  perfecting  of  such  tools;  that,  in  pursuance  of  said  promise  and 
contract,  the  said  Dalzell  continued  in  the  employ  of  your  orator,  and  wholly  at  its 
•zi>euse,  to  devise  and  construct  various  tools  to  be  used  in  your  orator's  watoheate 
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&ctory  ia  the  manafactaro  of  various  parts  of  watchcasos;  that  saitl  Dalzell  was  so 
employed  for  a  great  length  of  time,  to  wit,  a  whole  year,  a  large  part  of  which  time 
he  was  assidted  by  varioae  workmen  employed  and  paid  by  your  orator  to  assist  him, 
the  said  Dalzell,'  in  constructing  such  tools  and  in  the  experiments  incident  thereto. 

That  subsequently  thereto,  and  when  said  tools  were  completed,  said  Dalzell 
requested  your  orator  to  apply  for  Letters  Patent  for  the  yarious  inventions  embod-' 
ied  in  all  of  said  tools,  for  the  use  and  benefit  of  your  orator,  representing  to  your 
orator  that  he,  sai  d  Dalzell,  had  made  valuable  discoveries  and  inventions  while 
engaged  in  designing  and  constructing  said  tools,  and  further  representing  that  if 
your  orator  did  not  secure  the  exclusive  right  to  said  inventions  by  Letters  Patent, 
ia  all  probability  some  of  the  workmen  employed  at  your  orator's  factory,  who' were 
familiar  with  the  said  inventions  and  the  construction  of  said  tools,  might  go  to 
some  other  and  rival  watchcase  company,  and  explain  to  it  the  construction  of  such 
tools,  and  make  similar  tools  for  such  other  company,  in  which  case  your  orator 
wo'ild  be  without  remedy. 

That  said  Dalzell  then  and  there,  and  as  a  further  inducement  to  your  orator  to 
have  Letters  Pat-ent  applied  for  for  said  inventions,  voluntarily  offered  to  yoor  ora- 
tor that,  if  your  orator  should  permit  him,  Dalzell,  to  apply  for  Letters  Patent,  and 
your  orator  pay  all  the  expenses  incident  to  obtaining  such  Letters  Patent,  sach 
Letters  Patent  might  be  taken  for  the  benefit  of  your  orator,  and  that  he,  Dalz«ll, 
wonld  not  ask  or  require  any  further  or  other  consideration  for  said  inventions  and 
•och  Letters  Patent  as  might  be  granted  thereon,  which  proposition  was  then  and 
there  aecepted  by  your  orator,  and  it  was  then  fully  agreed  between  said  parties 
that  said  Dalzell  should  immediately  proceed,  through  a  solicitor  of  his  own  selec- 
tion, to  procure  said  patents  for  and  in  the  name  of  your  orator,  and  that  your  ora- 
tor should  pay  all  bills  that  might  be  presented  by  said  Dalzell  or  such  solicitor  as 
might  be  selected  to  attend  to  the  business  of  procuring  said  patents. 

This  bill  farther  alleged  that  Dalzell  did,  in  pursuance  of  that  agree- 
ment, select  a  solicitor  and  apply  for  the  two  patents  mentioned  in  the 
bill  for  an  infringement,  and  three  other  patents;  that,  when  some  of 
the  patents  had  ^^  passed  for  issue,"  the  solicitor  employed  by  Dalzell 
sent  blank  assignments  thereof  to  the  Dueber  Company  with  a  request 
that  Dalzell  sign  them,  and  thus  transfer  the  legal  title  in  the  inven- 
tions to  the  Dueber  Company,  and  enable  the  patents  to  be  granted 
directly  to  it;  that  it  exhibited  these  assignments  to  Dalzell,  and 
requested  him  to  sign  them:  that  Dalzell  replied  that  he  would  post- 
pone signing  them  until  all  the  patents  had  ^^  passed  for  issue,"  and 
wonld  then  sign  all  together,  to  all  which  the  Dueber  Company  assented ; 
that  the  Dueber  Company  paid  all  the  fees  and  expenses  necessary 
or  useful  in  obtaining  the  patents;  but  that  Dalzell  fraudulently  pro- 
cured the  patents  to  be  granted  to  himself,  and  refused  to  assign  them 
to  the  Dueber  Company,  and,  as  that  company  was  informed  and 
believed,  conveyed,  with  the  intention  of  defrauding  it,  certain  inter- 
ests in  and  licenses  under  the  patents  to  the  Fahys  Company,  with 
knowledge  of  the  facts;  and  that  Dalzell  and  the  Fiihys  Company  con- 
federated and  conspired  to  cheat  and  defraud  the  Dueber  Company  out 
of  the  patents,  and,  in  pursuance  of  their  conspiracy,  filed  their  bill 
aforesaid  against  the  Dueber  Company. 

Annexed  to  this  bill  was  an  affidavit  of  Dueber  that  he  had  read  it 
and  knew  the  contents  thereof,  and  that  the  same  was  true,  of  his  own 
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kiiowledi^e,  except  as  to  the  inatterM  therein  stated  on  information  and 
belief,  and  that  as  to  those  matters  he  believed  it  to  be  true. 

To  this  bill  answers  were  filed  by  Dalzell  and  the  Fahys  Company, 
denying  the  material  allegations;  and  a  general  replication  was  filed 
to  these  answers. 

By  stipulation  of  the  parties,  the  evidence  taken  in  each  case  was 
used  in  both.  After  a  hearing  on  pleadings  and  proofs,  the  Circuit  Court 
dismissed  the  bill  of  Dalzell  and  the  Fahys  Company,  and  entered  a 
decree  against  them,  as  prayed  for,  upon  the  bill  of  the  Dueber  Com- 
pany. (38  Fed.  Rep.,  697.)  Dalzell  and  the  Fahys  Company  appealed 
from  esich  decree. 

Mr.  Justice  Gray,  after  stating  the  substance  of  the  pleadings  and 
decrees,  delivered  the  opinion  of  the  Court. 

The  more  important  of  these  cases,  and  the  first  to  be  considered,  is 
the  bill  in  ecjuity  of  the  Dueber  Watch  Case  Manufacturing  Company 
to  comi)el  specific  performance  by  Dalzell  of  an  oral  agreement  allei:e<l 
to  have  been  made  by  him  while  in  its  employment  to  assign  to  it  the 
right  to  obtain  patents  for  his  inventions  in  tools  for  making  parts  of 
watchcases. 

An  oral  agreement  for  the  sale  and  assignment  of  the  right  to  obtain 
a  patent  for  an  invention  is  not  within  the  statute  of  A*aud8,  nor  within 
section  4898  of  the  Revised  Statutes  requiring  assignments  of  patents 
to  be  in  writing,  and  may  be  specifically  enforced  in  equity,  upon  suflB- 
cient  proof  thereof.  {Somerby  v.  Bnntiny  118  Mass.,  279 ;  Gmild  v.  Banks, 
8  Wend.,  562;  Burr  v.  De  la  Vergncj  102  N.  Y.,  415;  Blakeney  v.  GoodOf 
30  Ohio  St.,  350.) 

But  a  manufiicturing  corporation,  which  has  employed  a  skilled 
workman,  for  a  stated  compensation,  to  take  charge  of  its  works  and 
to  devote  his  time  and  services  to  devising  and  making  improvements 
in  articles  there  manufactured,  is  not  entitled  to  a  conveyance  of 
patents  obtained  for  inventions  made  by  him  while  so  employed,  in  the 
absence  of  express  agreement  to  that  effect.  (Hapgood  v.  ReufUty  C. 
D.,  1886.  516;  37  O.  G.,  1247;  119  U.  S.,  226.) 

Upon  the  question  whether  such  a  contract  was  ever  made  by  Dal- 
zell, as  is  alleged  in  the  bill  of  the  Dueber  Company,  the  testimony  of 
Dalzell  and  of  Deuber,  the  president  and  principal  stockholder  of  the 
Dueber  Company,  is  in  irreconcilable  conflict. 

Dalzell  was  a  skilled  workman  in  the  manufacture  of  various  parts 
of  watchcases,  and  was  employed  by  the  Dueber  Company,  fijrst  for 
eight  months  as  electroplater  and  gilder,  and  then  for  a  year  in  its 
tool-factory,  at  wages  of  $25  a  week,  from  February,  1883,  until  Novem- 
ber, 1884,  and  thenceforth  at  wages  of  930  a  week  until  January  19, 
1886,  when  he  left  their  employment  and  immediately  entered  the 
employment  of  the  Fahys  Company,  and  executed  to  that  company  a 
license  to  use  his  patents. 

The  matters  principally  relied  on  by  the  Dueber  Company,  as  prov- 
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itig  tbe  contnvct  sou|i^l]t  to  be  enforced,  uro  a  couversation  between 
Dalzell  and  Deuber  iit  the  time  of  raising  his  wages  in  November,  1884; 
another  conversation  between  them  in  the  spring  of  1885;  and  oral 
promises,  said  to  have  been  made  by  Dalzell  in  the  summer  of  1885,  to 
assign  to  the  Deuber  Company  his  right8  to  obtain  patents.  It  will  be 
convenient  to  consider  these  matters  succcissively. 

The  yill  alleges  that  Dalzell's  wages  were  raised  in  November,  1884, 
at  his  request,  ^^  and  in  consideration  of  a  promise  then  made  by  said 
Dalzell  to  "  the  Deuber  Company  "  that  in  the  future  his  services  would 
be  of  great  value  in  the  devising  and  perfecting  of  such  tools,"  and 
that,  "in  pursuance  of  said  promise  and  contract,"  Dnlzell  continued  in 
the  company's  employ,  at  its  expense,  and  with  the  assistance  of  its 
workmen,  to  devise  and  construct  such  tools. 

Deuber's  w^hole  testimony  on  this  point  appears  in  the  following 
question  and  answer : 

Qaeetion.  Please  state  the  circumstaiireH  which  induced  your  company  t4)  increase 
Mr.  DalzelVs  waj^es  at  the  time  tliey  were  iucretiMcd. 

Answer.  Mr.  Oalxell  came  to  mo  iu  the  oHicc,  mid  ho  sayu,  "Mr.  Dnebor,  a  year  is 
now  up  since  1  worked  for  you  in  tliis  facrtory.  I  Hupposc  you  are  satisflod  with  the 
improvimicnt^)  I  have  made,  and  I  luivcconieto  liave  my  wages  raised,  and  I  will  nhow 
yon  that,  if  you  i*aise  my  wages,  the  improvements  I  will  make  this  year  will  Justify 
yon  in  doing  so.''  I  asked  him  what  wages  he  wanted ;  he  said,  **  thirty  dollnrn  per 
week,'' and  he  was  paid  that  nntil  the  time  he  left.  When  that  year  w;i8  up  nothing 
was  said  ahont  wages. 

This  testimony  tends  to  show  no  more  than  that  Dalzell  expressed  a 
confident  belief  that,  if  his  wages  should  be  raised,  the  improvements 
which  he  would  make  during  the  coming  year  would  justify  the  increase. 
It  has  no  tendency  to  prove  any  such  promise  or  contract  as  alleged 
in  the  bill,  or  any  other  promise  or  contract  on  Dalzell's  part.  So  far, 
therefore,  no  contract  is  proved,  even  if  full  credit  is  given  to  Ducber's 
testimony. 

A.S  to  what  took  place  in  the  sjjring  of  1885,  the  bill  alleges  that,  sub- 
sequently t^)  the  aforesaid  interview,  "and  when  said  tools  were  com- 
pleted," Dalzell  requested  the  company,  to  ai>])ly,  for  its  own  use  and 
benefit,  for  patents  for  inventions  which  he  repn^sented  that  he  had 
made** while  engaged  in  designing  and  constructing  said  tools,"  and 
which,  he  suggested,  might,  if  not  secm'cd  by  Letters  Patent,  be  made 
known  and  explained  by  some  of  the  workmen  then  employed  there  to 
rival  companies;  and,  as  a  further  inducement  to  the  company  to  have 
such  patents  applied  for,  voluntarily  offered,  if  the  company  would 
permit  him  to  do  so,  and  would  jniy  all  expenses  of  obtaining  i)atent8, . 
to  apply  therefor,  for  the  ]»eneflt  of  the  (company,  and  "not  ask  or 
require  any  further  or  ottier  consideration  for  said  inventions  and  such 
Letters  Patent  as  might  be  gnint^ed  thereon  j"  and  that  this  pro]>osi. 
tion  was  "then  and  there  accepti'd  by"  the  comi)any,  and  "it  was  tlien 
fully  agreed  between  said  parties"  that  Dalzell  should  immediately 
proceed,  through  a  solicitor  ot"  his  own  selection,  to  procure  the  j^atcnts 
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iu  tlie  uaino  of  tho  compauy,  aud  the  compauy  should  pay  the  neces- 
sary expennes. 
Upon  this  point,  Dueber's  testimony  was  as  follows: 

Q.  Who  first  suggested  the  iileft  of  patenting  these  doyices,  aud  whenf 

A.  Mr.  Dftlzell,  iu  the  spring  of  1885. 

Q.  Please  state  all  that  took  place  at  that  time. 

A.  Mr.  Dalzell  came  to  me  and  said :  '*  Mr.  Dueber,  we  have  got  a  very  good  thing 
here;  let  us  patent  this  for  tho  benefit  of  the  concern;  we  have  some  men  here  who 
may. ran  away  and  oarry  these  ideas  with  thera.''  I  objected  at  first.  Finally  he 
says:  ''If  yon  will  pay  for  getting  them  out  I  don't  want  anything  for  them.''  I 
then  said:  ''Let  ns  go  over  to  Blr.  Layman  tK>-morrow  and  attend  to  it."  He  said 
he  knew  a  more  competent  lawyer  than  that  that  he  would  send  for. 

Daeber  also  testified  that  when  Dalzell  first  suggested  taking  ont 
Letters  Patent  Daeber  told  him  that  he  did  not  think  the  improve- 
ments of  sufficient  value  to  justify  taking  out  patents  and  paying  for 
them;  aud  that  <^ about  all''  that  Dalzell  replied  was: 

We  have  a  good  mnny  mou  here  who  may  carry  oif  these  ideas  into  other  shops, 
and  I  want  to  retain  them  for  this  concern. 

All  this  testimony  of  Dueber  was  given  in  September,  1886,  before 
the  filing  of  the  bill  for  specific  performance.  Being  recalled,  after  this 
bill  had  been  filed,  he  testified,  on  cross-examintion,  that  he  now  con- 
sidered the  inventions  covered  by  the  patents  sued  on  as  valuable, 
because  the  company  had  spent  a  great  deal  of  money  on  them;  and 
he  declined  or  evaded  giving  any  other  reason. 

Bearing  in  mind  that  there  was  no  pnK>f  whatever  of  any  previous 
agreement  between  the  parties  on  the  subject,  the  contract,  as  alleged 
in  the  bill  and  testified  to  by  Dueber,  by  which  Dalzell  is  said  to  have 
voluntarily  oflFered,  with  no  other  motive  than  to  prevent  workmen 
from  injuring  the  Dueber  Company  by  communicating  the  inventions 
to  rivid  companies,  and  for  no  other  consideration  than  the  payment 
by  the  Dueber  Company  of  the  expenses  of  obtaining  patents,  and 
without  himself  receiving  any  consideration,  benefit,  or  reward,  and 
without  the  company's  even  binding  itself,  for  any  fixed  time,  to  pay 
him  the  increased  wages  or  to  keep  him  in  its  service,  is  of  it«elf  highly 
improbable;  and  it  may  well  be  doubted  whether,  if  such  a  contract 
were  satisfoctorily  proved  to  have  been  made,  a  court  of  equity  would 
not  consider  it  too  unconscionable  a  one  between  employer  and  employed 
to  be  specifically  enforced  in  favor  of  the  former  against  the  latter. 
(Cathcart  v.  Robinson,  5  Pet.,  2G4,  276;  Mississippi  and  Missouri  Bail- 
road  V.  Cromwell,  91  U.  S.,  C43;  Pope  Manuf.  Co,  v.  (jh^rfnuUyy  C.  D., 
1802,343;  59  O.  G.,  464;  144  U.  S.,  224.) 

Moreover,  Dueber  throughout  manifests  extreme  readiness  to  testify 
in  favor  of  the  theory  which  he  is  called  to  support,  and  much  unwill- 
ingneK8  to  disclose  or  to  remember  any  inconsistent  or  qualifying  cir- 
cumstances. The  record  shows  that  he  has  at  different  times  made 
oath  to  four  different  versions  of  the  contract:  ^ 

1st.  On  March  16, 1886,  when  the  Dueber  CompSt^  Awfi^Ppetition 
in  the  superior  court  of  Cincinnati  against  Dalzell  to  compel  him  to 
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assign  his  patents  to  it,  Dueber  made  oath  to  tbe  truth  of  the  state- 
ments in  the  petition,  one  of  which  was — 

chttt,  at  tho  time  of  the  making  of  application  for  said  patents,  it  was  agreed,  for  a 
valuable  consideration  before  tliut  time  paid,  that  said  patents  and  inventions  were 
the  property  of  this  plaintiff,  and  should  be  transferred  to  it  immediately  upon  the 
issue  thereof,  and  prior  to  the  grant  of  the  patents. 

2d.  On  June  4, 1S86,  he  made  oath  that  the  plea  was  true  in  point  of 
fact,  which  stated  that  tht*.  whole  contract,  both  for  an  increase  of  Dal- 
zelPs  wages  and  for  his  assignment  to  the  Dueber  Company  of  his 
rights  to  patents  for  his  inventions,  was  made  << prior  to  any  alleged 
invention  by  said  Dalzell,"  and  in  consideratioiiof  an  increase  of  wages 
to  be  thereafter  paid. 

3d.  In  September,  1886,  he  testified  that  the  increase  of  wages  was 
made  upon  the  mere  statement  of  Dakell  tliat  he  would  show  that  the 
improvements  he  would  make  during  the  coming  year  would  justify 
the  increase;  and  tiiat  the  subsequent  contract  to  assign  the  patent 
rights  was  after  the  inventions  had  been  made. 

4th.  On  Januaiy  17,  1887,  he  made  oath  to  the  truth,  of  his  own 
knowledge,  of  this  bill,  which  alleged  that  Dalzells  wages  were  raised 
"in  consideration  of  a  promise"  by  Dalzell  "that  in  the  future  his 
services  would  be  of  great  value  in  the  devising  and  perfecting  of  such 
tools;"  and  also  alleged  that  the  agreement  to  assign  the  patent  rights 
was  made  after  the  inventions. 

Dalzell,  being  called  as  a  witness  in  his  own  behalf,  directly  con- 
tradicted Dueber  in  every  material  particular;  and  testified  that  tho 
real  transaction  was  that,  after  his  inventions  had  been  made,  and 
shown  to  Dueber,  the  latter  was  so  pleased  with  them  that  he,  of  his 
own  accord,  raised  Dalzell's  wages,  and  offered  to  furnish  the  money  to 
enable  him  to  take  out  patents.  There  is  much  evidence  in  the  record 
which  tends  to  contradict  Dalzell  in  matters  aside  from  the  interviews 
between  him  and  Dueber,  and  to  impeach  Dalzell's  credibility  as  a  wit- 
ness; But  impeaching  Dalzell  does  not  prove  that  Dueber's  testimony 
can  be  relied  on. 

What  took  place,  or  is  said  to  have  taken  place,  after  these  inter- 
views may  be  more  briefly  treated. 

Whitney,  the  solicitor  employed  at  Dalzell's  suggestion,  applied  for 
and  obtained  the  patents  in  Dalzell's  name,  and  was  paid  his  foes  and 
the  exi)enses  of  ai»plying  for  the  patents  by  the  Dueber  Company  with 
Dalzell's  knowledge.  In  the  summer  of  1885,  before  the  patents  were 
issued,  he  sent  blank  assignments  thereof  to  the  Dueber  Company  to 
be  signed  by  Dalzell,  which  Moore,  the  general  manager  of  the  com- 
pany, as  well  as  Dueber,  in  the  absence  of  each  other,  asked  Dalzell  to 
sign. 

Upon  what  Dalzell  then  said,  as  upon  nearly  every  material  point  in 
the  case,  the  testimony  is  conflicting.  Dueber  and  Moore  testified,  in 
accordance  with  the  allegations  in  the  bill,  that  Dalzell  replied  that 
he  would  not  sign  any  of  them  until  lUl  of  the  patents  had  "passed 
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for  issue,"  aud  would  tlien  sign  all  together.  But  the  manner  in  which 
they  testified  to  this  does  not  carry  much  weight.  And  Dalzell  testi- 
fied that  he  positively  refused  to  assign  the  patents  until  some  arrange- 
ment for  compensating  him  had  been  agreed  upon. 

Parts  of  a  corresiwndence  of  Whitney  with  Dueber,  and  with  Dal- 
zell, during  the  summer  of  1885,  were  put  in  evidence,  which  indicate 
that  Whitney,  while  advising  Dalzell  as  to  his  interests,  sought  to 
ingratiate  himself  with  the  Dueber  Company.  But  they  contain  noth- 
ing to  show  any  admission  by  Dalzell  that  he  had  agreed,  or  intended, 
to  assign  the  patent  rights  to  the  Dueber  Company,  without  first 
obtaining  some  arrangement  whereby  he  might  be  compensated  for  his 
inventions. 

The  Circuit  Court,  in  its  opinion,  after  alluding  to  various  matters 
tending  to  throw  discredit  on  the  testimony  of  each  of  the  principal 
witnesses,  said: 

The  case  is  one  od  which  diAereut  mindH  mfty  weU  reach  a  contrary  opinion  of  the 
merits.    (38  Fed.  Rep.,  599.) 

We  concur  in  that  view,  and  it  affords  of  itself  a  strong  reason  why 
the  specific  performance  prayed  for  should  not  be  decreed. 

From  the  time  of  Lord  Hardwicke,  it  has  been  the  established  rule 
that  a  court  of  chancery  will  not  decree  specific  performance,  unless 
the  agreement  is  **  certain,  fair,  and  just  in  all  its  parts."  (Buxton  v. 
/Aster,  3  Atk.,  383,  386;  Underwood  v.  Hitchcox,  1  Ves.  Sen.,  279; 
Franks  v.  Martin,  1  Eden,  300,  323.)  And  the  rule  has  been  repeate^Uy 
affirmed  and  acted  on  by  this  Court.  In  CoJson  v.  Tlwrnpson,  Mr. 
Justice  Washington,  speaking  for  the  Court,  said: 

Tlie  contract  which  is  sought  to  be  speciricaUy  executed  ought  not  only  to  be 
proved,  bnt  the  terms  of  it  should  be  so  precise  ns  that  neither  party  could  reason- 
ably  misunderstnnd  them.  If  the  contract  be  vague  or  uncertain,  or  the  evidence  to 
establish  it  be  insufficient,  a  court  of  equity  will  not  exercise  its  extraordinary 
Jurisdiction  to  enforce  it,  but  will  leave  the  party  to  his  legal  remedy.  (2  Wheat., 
336,  341.) 

So  this  Court  has  said  that  chancery  will  not  decree  specific  perform- 
ance, "if  it  be  doubtful  whether  an  agreement  has  been  concluded,  or 
is  a  mere  negotiation,"  nor  "  unless  the  proof  is  clear  and  satisfactory, 
both  as  to  the  existence  of  the  agreement,  and  as  to  its  terms."  {Carr 
V.  Duval  14  Pet.,  70,  83;  Niclcerson  v.  NivJcerson,  127  U.  S.,  608,676; 
Hennessy  v.  ^y.oohcorth,  128  U.  S.,  438,  442.) 

For  these  reasons,  we  are  of  opinion  that  the  contract  set  forth  in 
the  bill  for  specific  performance  has  not  been  so  clearly  and  satisfac- 
torily proved  as  to  justify  a  decree  for  specific  performance  of  that  con- 
tract; and  that  the  decree  for  the  plaintiff  on  the  bill  of  the  Dueber 
Company  inust,  therefore,  be  reversed,  and  the  bill  dismissed. 

The  decree  sustaining  the  plea  to  the  bill  against  the  Dueber  Com- 
pany for  an  infringement,  and  ordering  that  bill  to  be  dismissed,  is  yet 
more  clearly  erroneous;  for  none  of  the  evidence  introduced  by  either 
party  tended  to  prove  such  a  contract  as  was  set  up  in  that  plea.   The 
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ODlyissne  u]k>u  the  plea  and  replication  was  as  to  the  safticieucy  of  the 
testimony  to  support  the  plea  as  pleaded;  and  as  the  plea  was  not  sup- 
ported by  the  testimony,  it  should  be  overruled,  and  the  defendant 
ordered  to  answer  the  bill.  {Stead  v.  Course,  4  Crunch,  403, 413;  Farley 
V.  KitUon^  120  U.  S.,  303,  315,  318;  Equity  Rule  34.) 

It  is  proper  to  add  that  the  question  whether  the  Dneber  Ck>mpany, 
by  virtue  of  the  relations  and  transactions  between  it  and  Dalzell,  had 
the  right,  as  by  an  implied  license,  to  use  Dalzell's  patents  in  its  estab- 
lishment, is  not  presented  by  either  of  these  records,  but  may  be  raised 
in  the  further  proceedings  upon  the  bill  against  the  Dueber  Company 
for  an  infringement. 

')ecreej  reversed,  and  cases  remanded  to  the  Circuit  Court,  with 
arcctiohs  to  dismiss  the  bill  for  specific  performance,  and  to  overrule 
the  plea  to  the  other  bill,  and  order  the  defendant  to  answer. 

Mr.  JustiC/C  Bkkwer  dissented. 


[Saprome  Court  of  tb«  Unlfiod  States.] 

Bbigham  V.  Coffin  et  al. 

Decided  Mug  10,  189S, 
63  O.  G.,  1385. 

1.  Aldricq— Rubber  Cloth  or  Fabrics— Novelty— Void  Patent. 

Letters  Patent  No.  283,057,  issued  Aagust  14,  1883,  to  Frank  £.  AMrich,  for 
a  rubber  fabric  having  its  snrface  printed  with  ornamental  figares  in  an  ink  of  a 
di£fereut  color  from  the  fabric  examined,  and  Held  void  for  want  of  novelty. 

2.  Same— Same. 

Where  the  patent  in  snit  described  an  ink  and  claimed  only  a  rubber  fabric 
having  ornamental  iignres  printed  in  snoh  ink  on  its  snrfaee,  Held  that  the  case 
then  reduces  itself  to  the  single  question  whether  there  is  any  novelty,  in  print- 
ing a  rubber  fabric  with  such  an  ink.     (  Underwood  et  al.  v.  Gerher  ei  al.,  ante, 
UO;  63  O.  0.,  1063. 
Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Massachusetts. 
Mr,  Thoman  W.  Clarke  for  the  api^ellant. 
Mr.  J.  E,  Maynadier  for  the  apx)ellees. 

STATEMENT  OF  THE  OASB. 

This  was  a  bill  in  equity  for  the  infringement  of  Letters  Patent  No. 
283,057,  issued  August  14, 188<*3,  to  Frank  E.  Aldrich,  fur  an  improve- 
ment in  rubber  cloths  or  fabrics. 

The  patentee  stated  in  his  si>ecirication : 

My  invention  relates  more  OHpcciuHy  to  mcuuB  for  ornamenting  the  clotii  or  fabric; 
and  it  cousiste  in  a  rubber  cloth  or  fabric  coiiii»ose(l  wholly  or  in  part  of  rubber, 
huv in j(  one  or  both  of  its  surfaces  provided  with  uHoful  or  orram<mt>al  desigus  or 
figures  printed  or  stamped  thereon  with  an  ink  or  compound  of  a  diflferout  color  or 
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nhode  from  the  body  of  the  fftbrio  by  moans  of  rollers,  blocks,  or  in  any  other  suita- 
ble manner^  the  ink  or  oomponnd  preferably  containing  rubber,  caoutchouc,  gutta- 
percha, or  some  analagous  material,  as  hereinafter  more  fully  set  forth  and  claimed. 

In  carrying  out  my  invention  I  take  an  ordinary  rubber  cloth,  preferably  goasa- 
mer  rubber  cloth,  or  any  fabric  composed  wholly  or  in  part  of  rubber,  and  print  or 
stamp  its  finished  surfiftce  or  surfaces  with  an  ink  or  compound  of  a  diifereat  color 
or  shade  from  the  body  of  the  goods  by  means  of  engraved  rollers,  blocks,  types, 
dies,  or  in  any  other  suitable  manner.  I  deem  it  preferable,  however,  to  use  rollers, 
one  or  more  being  employed,  according  to  the  number  of  colors  to  be  applied,  and 
the  cloth  passed  in  cuts  through  the  printing-machine  after  the  manner  of  printing 
calico  and  similar  goods. 

The  ink  or  compound  employed  in  printing  the  figures  or  designs  on  the  oloth  or 
fabric  is  prepared  as  follows:  Take  one-half  pound  of  rubber  or  caoutchouc,  four 
quarts  of  naphtha,  one  half  pound  of  red  lead,  and  oue-eighth  of  an  oi^ce  of  flowers 
of  sulphur.  Dissolve  the  gum  in  the  naphtha,  and  then  add  and  thorou^ly  '•  *x 
^be  other  ingredients  therewith. 

I  do  not  confine  myself  to  the  exact  proportions  given,  as  these  may  be  varied  con- 
siderably without  materially  changing  the  nature  of  the  compound;  and,  instead  of 
naphtha,  some  other  solvent  may  be  used  for  the  rubber,  if  desired,  although  naph- 
tha is  deemed  preferable;  also,  instead  of  the  lead,  litharge,  pigments,  shellac, 
ocher,  lamp-black,  or  any  other  coloring  matter  may  be  employed,  according  to  the 
shade  or  color  it  is  desired  to  give  the  ink. 

•  •••••• 

As  I  propose  to  make  the  ink  or  printing  compound  described  the  subject-matter 
of  other  Letters  Patent,  the  same  is  not  herein  claimed  when  in  and  of  itself  cocsid- 
erod. 

His  claims  were  as  follows : 

1.  As  an  improved  article  of  manufacture,  a  rubber  cloth  or  fabric  composed 
wholly  or  in  part  of  rubber,  having  one  or  both  of  its  surfaces  printed  or  stamped 
with  useful  or  ornamental  designs  or  figures  in  an  ink  or  printing  compound  of  a 
difterent  color  or  shade  from  the  body  of  the  cloth  or  fabric,  substantially  as  set 
forth. 

The  second  claim  was  like  the  first,  except  that  the  ink  or  compound 
is  described  as  being- 
composed  in -part  of  rubber,  caontohonc,  gntta-pcrcha,  or  some  analogous  substance 
and  a  coloring  material  or  materials,  substantially  as  specified. 

The  third  claim  was  like  the  second,  except  that  instead  of  the  words 
^^  and  a  coloring  material  or  uiuterials  ^  there  is  substituted  ^^  and  con- 
taining sulphur  or  an  ingredient  for  rendering  the  ink  vulcanizable." 

The  fourth  claim  was  like  the  first,  except  that  the  cloth  or  fabric  is 
described  as  ^<  varnished.'' 

The  fifth  claim  w^is  also  like  the  first,  except  that  the  ink  or  printing 
compound  is  described  as  ^'analogous  to  the  coating  of  the  cloth  or 
body  of  the  fabric,  and  of  a  different  color  or  shade  therefrom." 

The  sixth  claim  wa«  also  like  the  first,  except  that  the  ink  or  com- 
pound was  de8cril)ed  as  <<  containing  rubber  and  sulphur,  or  an  ingre- 
dient for  vulcanizing  the  rubber  w iicn  subjected  to  heat  or  the  sun's 
rays." 

The  seventh  claim  was  like  the  sixth,  except  that  the  words  "the 
sun's  rays  "  were  omitted.  Digitized  by  GoOglc 
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Tbe  answer  denied  that  Aldricb  was  the  inventor  of  any  material  or 
substantial  part  of  the  thing  patented,  and  gave  notice  of  prior  patents; 
denied  that  the  Aldrich  patent  desciibed  anythif^g  of  value  or  impor- 
tance; averred  that  it  was  practically  worthless;  denied  that  the  inven- 
tion was  any  advance  upon  the  art  of  making  rubber  fabric,  or  that 
such  fabrics  had  ever  been  practically  manufJEu^tured  as  described  in 
the  patent    The  answer  also  denied  inMngemeiit. 

On  a  hearing  upon  pleadings  and  proo&  in  the  court  below  the  bill 
was  dismissed,  (37  Fed.  Bep.,  688)  and  the  plaintiff  appealed. 

Mr.  Justice  Bbown  delivered  the  opinion  of  the  Court 

The  bUl  was  dismissed  by  the  court  below  upon  the  ground  that  there 
was  nothing  novel  in  an  article  of  manufacture  which  consisted  in  print- 
ing oniamiButal  figures  upon  a  rubber  fabric  witli  a  colored  ink  com- 
posed in  part  of  rubber. 

The  patent  in  question  covers  as  an  article  of  manu&cture: 

1.  A  rubber  doth  or  fabric,  which  must  be  composed  wholly  or  in 
part,^  of  rubber. 

2.  One  or  both  of  the  surfaces  of  such  fabric  must  be  printed  or 
stamped  with  designs  in  an  ink  or  printing  compound  of  a  different 
color  or  shade  from  the  body  of  the  fkbric. 

In  these  particulars  all  the  claims  agree.  The  last  six  claims  differ 
from  the  first  only  in  describing  the  ink  or  compound,  either  as  com- 
posed of  rubber,  caontchoncy  gutta-percha,  or  some  analogous  sub- 
stance, or,  in  addition  thereto,  as  containing  sulphnr  or  other  substance 
for  rendering  the  ink  vulcanizable,  when  subjected  to  heat  or  the  sun's 
rays. 

At  the  same  time,  while  giving  the  composition  of  the  ink,  the  patentee 
expressly  declares  that  he  does  not  claim  the  same  in  and  of  itself  con- 
sidered, because  he  proposed  to  make  such  ink  or  printing  compound 
the  subject  of  another  patent  The  case  then  reduces  itself  to  the  single 
question  whether  there  is  any  novelty  in  printing  or  stamping  a  rubber 
cloth  with  designs  in  an  ink  of  a  different  color  or  shade.  The  prior 
patents  put  in  evidence  show  very  clesirly  that  there  is  no  novelty  in 
printing  or  stamping  upon  a  rubber  fabric  designs  of  various  patterns. 

In  the  patent  of  December  14,  1875,  to  Dunbar  and  Lothrop  for 
improvement  in  the  manuf»icture  of  floor-cloths,  the  invention  consists — 

of  a  pTodaot  composed  of  »  base  or  foundation  of  cheap  c^tmpound  of  rnblier,  over- 
laid or  inlaid  with  a  series  of  strips,  iij^tres,  or  chsiractcrs  of  a  thin  and  more  exiMin- 
•ive  material^  which  is  capable  of  rocey^in^  any  drnircd  color  or  tiut,  these  strips  or 
figures  being,  in  the  final  stage  of  the  vulcnnizin;;  ])r<>coAS,  embedded  in  the  fonnda. 
tion,  B(»  that  a  uniformly  even  surface  exists  over  the  whole. 

The  claim  of  this  patent  is  for — 

a  floor-cloth  composed  of  a  body  of  cheap  material,  with  a  series  of  parallel  strips  in 
colors  or  neutral  tints  composed  of  a  finer  quality  of  rubber  compound,  substantially 
^andforthepuriH«M««t«tea.  Digitized  b,  GoOglc 


368  DECI8ION8  OF   U.  8.  0OUBT8   IN  PATENT  CASES. 

Ill  the  later  pateut  of  March  30, 1880,  to  Brigliain  and  others,  the 
object  of  the  invention  was  stated  to  be — 

to  produce  a  liglit,  thin,  wator-proof  fabrio  for  dreM  and  similar  goods  ornamented 
with  ligures  and  colors  to  resemble  ordinary  dress  and  similar  goods  which  are  not 
of  the  water-proof  class. 

The  invention  consisted-r- 

of  alight,  thin  fubric,  woven  or  otherwise  formed,  covered  with  a  waterproofing  of 
riibbor  conii)oaition,  or  a  comiKwition  in  all  respects  eqnivnleut  thereto,  printed  with 
ornamental  colors  and  figures  (embossed  or  plain)  to  resemble  ordinary  dress  or 
similar  goods. 

The  composition  described  in  the  patent — 

Is  spread  npon  the  cloth  in  the  manner  well  known  in  the  art,  and  forms  a  basis  for 
receiving  the  colors  and  holding  them  in  sharp,  clear  lines  without  ranning  or  blur- 
ring, and  so  as  to  make  well  detiuod  and  ornamental  figures.  *  •  •  The  prodnct 
is  a  desirable  hnitation  of  figured  goods  in  ordiuiiry  colors,  and  having  what  may  be 
called  a  ''cloth  surface,"  •  •  <*  and  all  the  colors  and  beauty  of  appearance  of 
such  ordinary'  dress  and  siuiilar  goods,  with  the  valuable  quality,  in  addition,  of 
capacity  to  resist  or  repel  uioistnre. 

The  claim  was  for — 

a  water-proof  fabric  for  dress  and  other  goods  having  a  snrfaoe  of  the  described 
water-proof  composition,  and  impressed  with  figures  and  colors,  as  set  forth. 

It  is  difiicnlt  to  see  wherein  the  invention  of  Aldrich  differed  in  any 
important  or  patentable  feature  from  these  prior  devices.  Aldrich  may 
be  entitled  to  a  pateut  for  liis  composition,  but  the  patent  in  qaestion  is 
not  for  a  rubber  fabric  printed  or  stainpted  with  destgfns  in  any  partic- 
ular ink  or  compound,  but  in  any  ink  composed  in  whole  or  in  part  of 
rubber,  etc.,  with  or  without  sulphur  or  other  vulcanizing  materiaL 
While  the  patent  is  for  a  manufacture  or  product,  it  is  for  a  product 
resulting  from  a  specified  process  of  printing  or  stamping  in  an  ink  of 
this  general  description.  The  comi)ositiou  used  by  Brigham  is 
described  as  made  up  of  ten  pounds  of  india-rubber  in  its  natural 
condition  jind  thirty  |>ounds  of  whiting  as  a  basis.  For  black  goods* 
lampblack  is  added;  for  white  goods,  two  i>ounds  of  zinc- white;  for  a 
red  color,  vermilion  is  used,  and  for  other  colors,  other  mineral  pig- 
ments. But  in  all  cases  the  rubber  and  whiting  constitnte  the  bulk  of 
the  mass,  though  other  known  equivalents  for  rubber  may  be  used,  and 
the  ingredients  are  ground  together  and  then  dissolved  in  benzine. 

The  ink  or  comi>ound  of  Aldrich  is*  composed  of  different  ingredi- 
ents, of  which,  however,  rubber  and  naphtha  appear  to  constitute  the 
basis,  and  the  alleged  patentable  feature  consists  in  printing  or  stamp- 
ing ornamental  designs  with  this  compound  upon  a  rubber  cloth  or 
fabric.  Tli(»re  does  not  seem  to  be  any  essential  difference  in  the  two 
patents,  the  main  difference  being  in  tlie  comi)Osition  used  by  Aldrich, 
which  is  not  made  the  subject  of  his  patent  If,  as  is  claimed  by  the 
plaintiff,  tlie  invention  of  Brigham  was  a  practical  failure  and  aban- 
doned, the  evidence  is  equally  clear  that  Aldrich,  after  putting  the  goods 
npon  the  market  for  a  year  and  a  half,  abandoned  the  business  and  has 
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not  resumed  it.  There  does  not  seem  to  be  mnch  to  choose  between 
them  in  this  particular. 

This  case  is  substantially  like  that  of  Underwood  v.  Oerher,  {anUj  340; 
63  O.  G.,  1063,)  decided  at  the  present  term,  in  which  the  patentee 
claimed  a  fabric  coated  with  a  composition  composed  of  a  precipitate 
of  dye  matter,  in  composition  with  oil,  wax,  or  oleaginous  matter,  with- 
out claiming  the  composition  of  this  matter.  The  patent  was  treated 
as  one  for  applying  the  composition  to  paper,  and  was  found  to  be 
without  novelty. 

The  decree  of  the  court  below  will,  therefore,  be  affirmed. 


[Supreme  Court  of  tlio  United  States.] 

IDE  V,  Ball  I^Ingine  Co^ipany  et  al. 

DcvUU'tl  Miiif  10,  TSOJ. 
03  O.  G.,  1520. 

1.  Ide  — Stf.am-Exgixe   Govkrnous  — Novkity,  Patkxt  DECLAnKD  Void  for 

"Want  ok. 
Letters  Pnteut  No.  301,720,  issued  July  8,  IS^t,  to  the  plaiiitiiT,  Ido,  for  iv  "steam- 
engine  governor/'  which  claim,  'Mn  a  fly- wheel  governor,  the  combination,  with 
relatively  movable  parts  of  a  das*)i-pot/'  declared  void  for  want  of  novelty. 

2.  Samk— Novelty. 

As  governors  tdthout  dnsh-pots  had  been  attached  indiscriminately  to  old  fly> 
ball  governors  and  shaft-govrrnorH,  whctlier  connected  with  the  fly  wheel  or  the 
pnlley  wheel  or  a  separate  wheel  of  their  own  connected  witli  the  shaft,  and  a 
gOTomor  tciik  a  dash-pot  had  also  been  nttachod  to  a  separate  wheel  revolving 
with  the  shaft,  Held  that  Idc*8  invention,  as  claimed,  consisted  only  in  removing 
the  governor,  with  the  dasb  pot,  from  a  separate  wheel  to  the  fly-wheel,  and  as 
this  had  been  done  previous  to  his  liavlng  done  it,  such  prior  aoconiplishment 
was  an  anticipation  of  the  claim. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  Illinois. 

JIfr.  Charles  K.  Offleld  for  the  appellant. 

Mr.  Joseph  D.  Oallagher,  Mr.  John  K.  Hallodk^  and  Mr.  J.  C.  Sturgeon 
for  the  appellees. 

STATEMENT  OP  THE  CASE. 

This  was  a  bill  in  equity  for  the  infringement  of  Letters  Patent  No. 
301,720,  issued  July  8, 1884,  to  the  plaintiff  Ide,  for  a  steam  ciig:ine 
governor.  Another  patent,  No.  iW>8,498,  issued  to  the  same  party, 
November  25, 1884,  was  originally  embraced  in  the  bill,  but  upon  the 
trial  in  the  court  below  the  charge  relative  to  this  patcMit  was  not 
pressed,  and  the  case  was  rested  wholly  upon  No.  301,720. 

Tliis  invention  [said  the  patentee  in  his  speciticatiou]  relates  to  that  class  of  steam- 
•Dgine  governors  known  as  '^  fly-wheel  governors/'  and  has  for  its  primary  object  to 
18182  PAT 2i  ^, 
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provide  moons  for  lioUliDg  the  eccentric  steadily  in  its  proper  poised  position,  in 
opposition  to  the  tendency  of  certain  extranoons  forces  which  ore  calculated  to  dis- 
turb the  movements  of  the  valve,  as  sought  to  be  determined  by  the  balanced  forces 
of  weights  and  springs  when  the  engine  is  in  motion. 

To  this  end  the  invention  consists  in  the  combination  of  a  dash-pot  with  the  gov- 
ernor and  pulley,  said  dasli-pot  connected  with  a  fixed  and  a  movable  part,  or  with 
two  relatively  or  uncqnally  movable  parts— as,  for  example,  with  the  extremity  of  a 
weight-lever  and  the  pnl ley-hub. 

In  this  class  of  governors  the  position  of  the  eccentric  is  variably  determined  by 
the  opposing  and  self  balancing  forces  exerted  by  the  centripetally-acting  spring  or 
springs  and  the  centrifugal  1^- -acting  weight  or  weights  connected  with 'said  springs, 
the  intention  being  to  hold  the  eccentric  permanently  in  acertain  poised  position  for 
a  given  speed  of  the  wlioi^l  to  which  the  govenibr  is  applied,  and  to  vary  the  position 
of  the  eccentric  exactly  as  the  speed  of  said  wheel  is  varied.  There  are,  however, 
certain  temporarily  acting  causes  of  disturbance  calculated  to  change  the  position  of 
the  eccentric  indi*pcndently  of  the  speed  of  the  wheel.  *  *  *  At  a  regnlar  and 
very  high  speed' of  the  governor  wAeel  or  pulley  tliese  disturbing  forces  operate  but 
slightly,  owing  to  the  mouientum  of  the  weights,  which  serve  to  prevent  their 
deflection  from  a  regular  course;  but  at  lower  speeds  than  that  at  which  the  appa- 
ratus is  adjusted  to  run,  and  particu.arly  in  accelerating  or  retarding  the  engine, 
as  in  starting  up  or  slowing  down,  these  inoid'ental  disturbing  forces  interfere 
materially  with  the  valve  action  and  give  an  objectionable  irregularity  to  the 
movements  of  the  weights.  In  the  case  of  an  engine  used  for  running  a  dynamo  for 
electric-lighting  purposes,  and  snbject  to  sudden  and  wide  changes  in  requisitions 
of  power  and  speed,  the  effects  of  the  distnrbances  referred  to  manifest  themselves 
also  ih  the  quality  or  intensity  of  the  lights.  A  dash-pot  constructed  and  attached 
to  the  apparatus  in  such  manner  as  to  prevent  sudden  movements  bf  the  weight- 
levers  or  of  the  ccceuti'ic  is  found  in  practice  to  wholly  overcome  ihe  defects  indi- 
cated and  to  give  a  dcHirable  stoadiuess  and  regularity  to  the  movements  of  tht 
movable  parti  of  the  governor;  as  well  as  accuracy  and  reliability  to  the  out-oiT 
action  of  the  valve. 

After  giving  a  description  of  the  device  by  referencie  to  the  drawiDgs, 
the  patentee  added: 

The  cylinder  of  the  dash-pot  is  filled  with  glycerine  or  some  other  non-compressible 
liquid,  preferably  one  that  is  also  not  cbngealable  at  a  temperature  to  which  the 
engiue  is  likely  to  be  exposed.  By  means  of  the  dash-iiot  applied  to  tlie  relatively 
movable  and  ntationary  ])arts  or  to  tlio  unequally-moving  parts,  as  described,  wide 
and  sudden  radial  movements  of  the  weights  K'  are  prevcnte<l,  and  as  a  consequence 
the  governor  will  have  a  steady  and  ellicient  action  at  all  speeds  of  the  pulley  or 

wheel  to  which  said  governor  is  applied. 

•  •••••• 

The  dash-pot,  while  preferably  connected  with  the  end  of  the  lever  E,  may 
obviously  be  attached  to  the  eccentric  itself  and  to  a  fixed  or  lees  movable  part  oi 
the  apparatus. 

The  single  claim  of  the  patent  was  as  follows: 

In  a  fly-wheel  governor,  thc«  combination,  with  relatively -moving  parts,  of  a  dash- 
pot,  substantially  as  described. 

The  defendants  set  up  in  their  answer  the  invalidity  qf  the  patent 
by  reason  of  prior  use,  and  also  noninfringement.  Upon  a  hearing  in 
the  court  below  up<m  x)loading8  and  proofs  the  bill  was  dismissed  npon 
the  ground  of  want  of  novelty  (C.  D.,  1889, 612;  49  O.  G.,  283 j  39  Fed. 
Bep.,  548«)  and  plaintifl'  appealed  to  this  Court. 

Digitized  by  VjOOQ  IC 


DECISIONS   OF   U.  S.  COURTS   IN   PATENT   CASES.         .371 

Mr.  Justice  Brown  delivered  the  opinion  of  the  Court. 

The  stress  of  this  case  is  upon  the  novelty  of  the  invention  covered 
by  the  patent  of  July  8, 1884,  to  the  plaintiff,  Albert  L.  Ide. 

Both  the  plaintiff  and  defendant  are  manufacturers  and  dealers  in  a 
particular  type  of  steam-engines  known  as  "electric-lip^hting  engines," 
and  used  for  generating  and  controlling  the  electric-lighting  circuits 
now  in  common  use,  principally  under  the  incandescent  system. 

The  governors  used  upon  these  engines  are  not  the  old  and  familiar 
fly-ball  governors,  but  consist  of  weights,  whose  centrifugal  action  is 
counterbalanced  by  centripetally-acting  springs,  attached  to  the  lever 
by  which  the  weights  are  suspended,  the  object  of  which  is  to  hold  the 
eccentric  constantly  in  a  fixed  position  f6r  a  given  speed  of  the  wheel, 
and  to  vary  the  position  of  the  eccentric  exactly  as  the  speed  of  the 
wheel  is  varied.  This  style  of  governor  is  inclosed  either  within  the 
fly-wheel  or  some  other  wheel  connected  and  revolving  with  the  shaft. 
It  was  found,  however,  that  when  the  burden  of  the  engine  was  sud- 
denly lifted  by  the  extinguishment  of  a  large  number  of  lights,  there 
was  a  tendency  on  the  part  of  the  governor  to  "race,"  as  it  is  terme^l, 
causing  an  unsteadiness  and  irregularity  in  the  speed  of  the  engine, 
which  in  its  turn  produced  an  objectionable  pulsation  and  variation  in 
the  intensity  of  the  lights.  It  was  also  found  to  operate  destructively 
upon  the  carbon  filaments  of  which  the  illuminants  are  composed.  For 
the  purpose  of  obviating  this  difftoulty,  and  producing  a  perfectly-isoch- 
ronous  movement  of  the  engine  under  extreme  changes  of  load,  plaintiff 
attached  to  the  governor  what  is  called  a  "  dash-pot,"  a  device  in  com- 
mon use  for  easing  the  shutting  of  spring-doors,  and  preventing  slam- 
ming. As  used  upon  doors,  it  consists  simply  of  a  closed  cylinder  filled 
with  air,  and  a  piston  having  a  passage  or  leak  through  *or  around  it. 
When  used  in  connection  with  the  governor  of  a  steam-engine,  the 
cylinder  is  filled  with  glycerine  or  other  similar  fluid.  A  dash-pot  thus 
constructed  and  attachwl  to  the  apparatus  in  such  manner  as  to  pre- 
vent sudden  movement  of  the  weight-levers,  or  of  the  eccentric,  is  found 
in  practice  to  overcome  the  defect  indicated,  and  to  give  a  desirable 
steadiness  and  regularity  to  the  movements  of  the  gdi^rnor  as  well  as 
accuracy  to  the  cut-off  action  of  the  valve. 

Mr.  Ide  was  not,  however,  the  first  to  discover  the  value  of  a  dash- 
pot  in  connection  with  the  governor  of  a  steam-engine.  As  early  as 
1880,  the  Buckeye  Engine  Company  of  Salem,  Ohio,  one  of  the  largest 
manufacturers  of  steam-engines  in  the  country,  constructed  engines  in 
which  the  governor  consisted  of  a  metal  disk  clamped  upon  the  driving- 
shaft,  such  disk  being  about  forty  inches  in  diameter  and  weighing  in 
the  neighborhood  of  two  hundred  pounds.  These  disks  were  used  sim- 
ply as  a  casing  to  inclose  the  governor,  which  was  equipped  with  arms 
arranged  to  swing  by  centrifugal  force  as  the  shaft  revolved,  and  kept 
from  swinging  too  freely  by  springs  acting  centripetally.  In  this  con- 
nection the  superintendent  of  the  Hartford  Engineering  Company  testi- 
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fled  that  lie  had  a  case  of  what  is  called  the  <<raciDg"  of  a  governor  ou  a 
pair  of  engines  running  in  the  Hartford  Carpet  Company,  in  Thomp- 
son ville,  Conn.    To  nse  his  own  words: 

I  took  the  foreman  of  the  eogine-ahop  with  me  to  the  factory  and  attempted  to 
correct  the  trouble.  We  were  unsuccessful.  We  then  determined  to  put  on  dash- 
pots  filled  with  oil  or  similar  fluid,  as  the  Buckeye  people  had  done  in  similar  oases. 
Within  a  short  time  the  dash-pots  were  made,  sent  to  the  Hartford  Carpet  Company, 
and  atttiched  to  the  governor  by  their  men.  Mr.  Steele,  the  eugineer-iu-chief,  came 
to  the  shop  a  few  days  later  and  reported  most  excellent  results  ftom  the  applioatiou 
of  the  dash-pots. 

This  testimony  was  corroborated  by  that  of  Steele,  the  engineer, 
who  swore  the  dash-pots  were  applied  in  1881,  had  been  constantly  in 
use  since,  and  had  performed  their  work  satisfactorily. 

It  also  appeared  that  a  similar  dash-pot  had  been  attached  to  an 
engine  run  by  the  Hartford  Manilla  Company,  of  Burnside,  Conn.,  and 
that  the  results  there  were  equally  satisfactory.  There  was  also  evi- 
dence of  the  employment  of  Buckeye  engines  at  the  Pacific  Elevator  in 
Brooklyn,  to  the  governors  of  which  was  attached  a  dash-pot  to  pre- 
vent any  sudden,  violent  fluctuation  of  the  governor.  These  govern- 
ors were  located  upon  the  opi)Osite  ends  of  the  main  shaft,  but  not  in 
the  fly-wheels.  A  similar  dash-iK)t  was  attached  to  the  governor 
of  a  Buckeye  engine  at  the  Syracuse  Iron  Works.  None  of  these  gov- 
ernors, however,  were  attached  to  the  fly-wheels  of  the  engine,  but 
upon  a  separate  wheel  mounted  upon  the  shaft  and  revolving  with  it 

There  was  some  testimony  that  the  Buckeye  engines  were  defective 
in  their  construction  or  operation,  and  that  the  dash^ots  were  put 
into  the  governors  to  prevent  the  engines  from  wrecking  themselves 
and  to  avoid  suits  for  damages.  But  however  this  may  be,  the  testi- 
mony is  uncontradicted  that  the  addition  of  the  dash-i>ot6  had  the 
desired  efi^ect  of  steadying  the  action  of  the  governor. 

As  the  testimony,  then,  demonstrates  that  governors  wWiout  dash- 
pots  had  been  attached  indiscriminately,  not  only  to  the  old  fly-ball 
governor,  but  to  the  shaft-governors,  whether  connected  with  the  fly- 
wheel or  the  pulley -wheel,  or  a  separate  wheel  of  their  own,  connected 
with  the  shaft;  and  that  a  governor  with  a  dash-pot  had  also  been 
attache<l  to  a  separate  wheel  revolving  with  the  shaft,  the  invention  of 
Ide  consists  only  in  removing  the  governor,  with  the  dasn-i)ot,  from  a 
separate  wheel  to  the  fly-wheel.  If  the  dash-pot  performed  any  new 
function  when  attached  to  a  governor  in  the  fly- wheel,  such  change  in 
location  might  be  the  basis  of  a  patent;  but  the  testimony  is  that  it  was 
attached  to  the  Buckeye  governors  for  the  very  purpose  for  which  Mr. 
Ide  attached  it  to  his  governor,  and  that  it  accomplished  that  puri)ose 
to  the  entire  satisfaction  of  the  parties  interested. 

It  is  true  that  plaintiff  claims  certain  advantages  from  locating  his 
governor  in  the  fly-wheel  of  the  engine,  which  is  very  much  larger 
than  the  special  wheel  used  for  the  governor  in  the  Buckeye  engines, 
but  these  advantages  seem  to  be  lai-gely  fanciful — such  as  existed 
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before  the  dash-pot  was  added,  and,  in  any  event,  are  not  such  as  rise 
to  the  dignity  of  invention.  They  were  advantages  which  a  governor 
placed  in  a  fly-wheel  has  over  a  governor  plac^  in  any  other  wheel, 
but  to  which  the  addition  of  the  dash-pot  contributed  nothing  new. 
It  is  evident  that  plaintiff,  in  taking  out  his  patent,  supposed  that  he 
had  first  discovered  the  advantage  of  attaching  a  dash-pot  to  the  class 
of  governors  known  as  <^ shaft''  or  ^^ shifting"  eccentric  governors,  and, 
when  confronted  with  the  Buckeye  governors,  sought  to  limit  his  pat^ 
ent  to  a  dash-pot  connected  with  a  governor  located  in  the  fly-wheel, 
and  to  discover  some  special  advantage  to  be  gained  by  locating  it  there 
instead  of  in  any  other  wheel  revolving  upon  the  shaft. 

The  introduction  of  these  governors  seems  to  have  resulted  in  a  large 
increase  in  plaintift's  business,  and  in  the  establishment  of  dgencies  in 
ail  the  principal  cities  for  selling  engines  containing  this  improvement. 
While  this  may  have  been  occasioned  by  his  introduction  of  the  dash- 
pot,  he  has  no  right  to  a  monopoly  of  tiiis  feature,  since  he  had  been 
anticipated  in  this  particular  by  the  Buckeye  engines.  The  only  novelty 
he  haA  any  possible  right  to  claim  is  in  the  application  of  this  style  of 
governor,  with  thedash-x>ot,  to  an  electric-lightiog  engine,  which  seems 
to  have  been  the  thing  needed  to  obviate  the  difliculty  of  a  variable 
intensity  of  light  and  to  secure  the  requisite  steadiness;  but  this  is  not 
what  is  claimed  in  the  x)atent.  There  can  be  no  doubt  that  if  the  attach- 
ment of  a  dash-pot  to  a  shaft-governor  had  been  a  novelty  at  the  time 
his  patent  was  taken  out,  the  Buckeye  governors  would  have  been  an 
infringement.  This  being  so,  it  is  equally  clear  that,  existing  as  they 
did  before  his  patent,  they  are  an  anticipation. 

The  decree  of  the  court  below  dismissing  the  bill  is,  therefore, 
affirmed. 


[Snpreme  Court  of  the  United  States.] 

Goats  bt  al  v.  Merrick  Thread  Company  et  al. 

Decided  May  10, 189$. 
63  O,  G.,  1531. 

1.  TnR  Suit  Bstwsbk  th*  Parties— What  It  Is. 

The  controvony  between  the  parties  is  the  single  qnestion  whether,  comparing 
the  two  designs  npon  tlie  upper  ends  of  the  spools,  there  is  sneh  resenibliiuce 
between  thein  as  to  indicate  an  intent  on  the  part  of  defendants  to  pnt  off  their 
thread  npon  the  pnblic  as  that  of  pliuutiffs',  and  thns  to  trade  upon  their  rep- 
utation. 

2.  Ticade-Mark. 

IrreapectlTe  of  the  technical  question  of  Traile-Mark,  the  defendants  have  no 
right  to  dross  their  goods  up  in  such  manner  as  to  deceive  an  intending  purchaser 
*nd  induce  hiui  to  believe  he  is  buying  those  of  the  plaintiffs.  ^ 
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3.  Samk. 

The  plaintiffs'  and  defendants'  deyices  examined  and  compared  witb  each  other 
and  found  to  be  hardly  possible  to  mistake  one  for  the  other.  Seld,  consequently, 
that  the  defendants  had  clearly  disproved  auy  intention  to  mislead  purchasers. 

4.  Samk— Design  Patent— Expiration  of. 

The  history  of  plaiutiflfs'  and  defendants'  labels  inquired  into,  and  HM  that 
after  the  expirntion  of  plaintlfFs'  desi(|^n  patent  in  1877  for  embossing  the  ends  of 
sewing-thread  spools  the  public  had  the  right  to  use  it. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York. 

Mr.  F.  H.  Beits  for  the  appellants. 

Mr.  W.  G.  Witter  and  Mr.  W.  H.  Kenyan  for  the  appellees. 

statement  of  the  case. 

This  was  a  bill  in  equity  by  the  firm  of  J.  &  P.  Coats,  of  Paisley, 
Scotland,  to  enjoin  the  defendants,  the  Merrick  Thread  Company,  a 
MassachusettH  corporation,  and  Herbert  F.  Palmer,  its  managing  agent 
in  New  York,  from  infringing  plaintiffs'  trademark,  and  unfairly  com- 
X)etiDg  with  them,  by  simulating  certain  labels  and  symbols  used  by 
the  plaintiffs  ui)on  the  ends  of  wooden  Si)Ools  upon  which  sewing-thread 
is  wound. 

The  bill  set  forth  in  substance  that  plaintiffs  had,  since  1830,  been 
engaged  in  the  manufacture  and  sale  of  sewing-threads  on  spools,  and 
since  the  year  1840  the  thread  made  by  them  had  been  and  still  was 
Bcild  largely  in  the  United  States;  that  since  about  the  year  1869  said 
firm  had  also  been  engaged  in  the  manufiftcture  of  thread  at  Pawtucket, 
in  the  State  of  Bhode  Island;  that  their  business  was  very  large  and 
valuable,  and  their  thread  was  well  known  to  the  trade  as  ^<  J.  &  P. 
Coats'  thread;"  that  all  the  thread  manufactured  by  plaintiffs,  which 
is  wound  on  spools  of  200-yard  lengths,  had  been  and  was  still  com- 
posed of  six  separate  strands  twisted  together,  known  as  *< six-cord" 
thread,  and  was  designated  n]>on  their  labels  and  wrappers  as  ^'Best 
Six  Cord;"  that  about  the  year  1842  the  name  <' J.  &  P.  Coats,"  with 
the  quantity  reeled  on  each  spool,  and  the  words  <^Best  Six  Cord," 
with  a  designating  number,  were  placed  upon  a  circular  black  and  gilt 
label  upon  the  end  of  every  spool,  and  had  always  been  one  of  the  des- 
ignating trade-marks  of  the  plaintiffs  in  the  United  States;  that  in 
1860  they  adopted  the  idea  of  embossing  upon  the  natural  wood  and 
upon  the  outer  edge  of  the  heads  of  the  spools  numerals  corresi)onding 
with  those  ui)on  the  pa|>er  labels  pasted  upon  the  center  of  said  spool- 
heads,  the  object  of  such  embossing  being  to  show  the  number  of  the 
thread  in  case  the  paper  label  showing  such  number  should  be  defaced 
or  removed,  and  also  to  give  a  distinctive  ap|>earance  to  the  plaintiffs' 
spools,  and  to  indicate  the  origin  and  manufacture  of  the  thread.  The 
bill  further  averred  that  on  the  9th  of  February,  1875,  plaintiffs  regis- 
tered as  a  Trade-Mark  at  the  Patent  Oilice  the  central  label  of  paper, 
and  the  peripheral  band  of  natural  wood,  embossed  with  an  ornamental 
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desigu  of  crossed  lines  and  central  stars,  with  intermediate  spaces,  in 
which  were  embossed  numerals  coiTCspoiiding  to  those  in  the  center  of 
the  label. 

The  bill  farther  chai^ged  the  defendant,  the  Merrick  Thread  Com- 
pany, with  being  the  manufacturers  of  both  the  ^Hhree-cord  "  thread,  a 
thread  of  inferior  grade,  and  also  of  ^^  six-cord '^  thread  on  spools  in 
lengths  of  200  yards;  that  for  the  three-cord  thread  the  defendant  used 
paper  labels  wholly  unlike,  in  color  or  design,  to  any  labels  used  by  the 
plaintiffs,  but  that  in  selling  in  competition  with  the  plaintiffs  the  six- 
cord  thread,  they  used  labels  upon  the  spools  made  in  colorable  imita- 
tion of  the  plaintiffs,  and  intended  as  a  counterfeit  of  their  designs  and 
Trade-Mark,  the  object  being  to  so  imitate  the  general  appearance  of 
plaintiffs'  thread  that  the  same  may  pass  into  the  hands  of  tailors,  illit- 
erate men,  and  others  buying  at  retail  and  using  sewingt  bread,  as  the 
genuine  thread  of  plaintiffs. 

In  their  answer  the  defendants  denied  the  material  allegations  of  the 
bill,  and  that  the  marks,  embossment,  and  labels  used  by  the  Merrick 
Thread  Company  were  a  simulation  or  infringement  upon  the  plaintiffs' 
labels  and  Trade-Marks,  but,  upon  the  contrary,  averred  that  they  had 
endeavored  to  mark  their  goods  so  that  no  one  could  mistake  their  ori- 
gin, and*that  their  labels  were  so  different  from  those  of  the  plaintiffs 
and  other  manufacturers  that  they  were  plainly  distinguishable  from 
them  by  ordinary  purchasers.  They  further  averred  that  the  use  of 
embossing  the  number  of  the  sikk>1  thread  on  the  wood  of  the  s}K)o1- 
head  around  the  paper  l^bel  was,  on  April  5, 1870,  patented  as  a  design 
to  one  Hezekiah  Conant,  which  patent  had  long  since  expireil,  and 
alleged  that  since  such  expiration  the  defendants  had  the  iVee  right  to 
use  such  design,  including  any  paper  label  which  was  not  in  and  by 
itself  an  infringement  of  any  lawful  Trade-Mark  of  the  plaintiffs. 

On  a  hearing  in  the  court  below  upon  pleadings  and  proofs,  the  bill 
was  dismissed,  (C.  D.,  1888,  408;  45  O.  G.,  347;  M  Fed.  Eep.,  324,)  on 
the  ground  that  defendants  were  not  shown  to  have  made  an  unlawful 
use  of  the  plaintiffs'  labels.    Plaintiffs  thereupon  appealed  to  this  Court. 

Mr.  Justice  Bkown  delivered  the  opinion  of  the  Court: 
The  gravamen  of  the  plaintiffs^  bill  is  contained  in  the  allegation  that 
the  defendants  have  been  guilty  of  an  unlawful  and  uni^iir  competition 
in  business,  in  that  they  have  been  infringing  the  rights  of  plaintiffs  in 
and  to  certain  marks,  symbols,  and  labels,  by  selling  in  comi)etition 
with  the  phtintiffis  a  spool- thread  of  '^  six  cords"  put  up  on  spools  of  two 
hundred  yards'  length,  which  thread  is  not  manufactured  by  these  plain- 
tiffs, but  is  put  upon  the  market  and  sold  among  retailers  and  customers, 
as  well  in  the  city  of  New  York  as  m  other  and  distant  parts  of  the  United 
States,  as  and  for  the  thiead  of  the  plaintiff's,  by  reason  of  the  labels, 
marks,  and  devices  upon  the  spools  whereon  the  said  thread  is  wound. 
It  will  be  observed  in  this  connection  that  no  complaint  is  made  of 
the  oonduct  of  the  defendants  with  respect  to  any  other  thread  than 
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that  of  six  cords  put  up  in  spools  of  two  hundred  yards  iu  length,  not- 
withstanding that  both  plaintiffs  and  defendants  have  been  long 
engaged  in  the  manufacture  of  thread  of  several  different  sizes  and 
lengths.  Nor  is  it  alleged  that  defendants  have  used  any  other  means 
of  imposing  their  thread  upon  the  public  as  that  of  the  plaintiffs,  except 
by  the  imitation  of  their  device  ui)on  one  end  of  the  spool.  The  dissim- 
ilarity between  the  labels  on  the  other  end  of  the  spool  is  so  great  that 
it  is  not  and  could  not  be  claimed  that  any  intent  to  imitate  existed. 

It  is  admitted,  however,  that  six  cord  spool-cotton  is  the  thread  most 
largely  used  for  domestic  consumption,  and,  put  up  on  spools  of  200 
ya;rds^  length,  in  numbers  from  8  to  100,  is  best  known  and  purchased 
by  the  great  mass  of  consumers;  and  that  it  is  as  manufacturers  of  this 
description  of  thread  that  the  plaintiffs  are  and  have  for  a  long  time 
been  known  throughout  the  country. 

The  controversy  between  the  two  parties  then  is  reduced  to  the  sin- 
gle question  whether,  comparing  the  two  designs  upon  the  main  or 
upper  end  of  the  spool,  there  is  such  resemblance  as  to  indicate  on 
intent  on  the  part  of  defendants  to  put  off  their  thread  upon  the  pub- 
lic as  that  of  the  plaintiffs,  and  thus  to  trade  upon  their  reputation. 
There  can  be  no  question  of  the  soundness  of  the  plaintiffs'  proposition 
that,  irrespective  of  the  technical  question  of  Ti*ade-Mark,  the  defend- 
ants have  no  right  to  dress  their  goods  up  in  such  manner  as  to  deceive 
an  intending  purchaser,  and  induce  him  to  believe  he  is  buying  those 
of  the  plaintiffs.  Eival  manufacturers  may  lawfully  compete  for  the 
patronage  of  the  public  in  the  quality  and  price  of  their  goods,  in  the 
beauty  and  tastefuluess  of  their  inclosing  packages,  in  the  extent  of 
their  advertising,  and  in  the  employment  of  agents,  but  they  have  no 
right,  by  imitative  devices,  to  beguile  the  public  into  buying  their 
wares  under  the  impression  they  are  buying  those  of  their  rivals.  (Perry 
v.  Truefitt,  6  Beav.,  66;  Croft  v.  Day,  7  Beav.,  Si,  Lee  y.  Haley j  L.  R., 
5  Oh.,  155;  Wotherspoon  v.  Curriej  L.  R.,  5  H.  L.,  608;  Johnston  v. 
JStcingj  7  App.  Oas.,  2  9;  Thompson  v.  Montgomery,  41  Ch.  Div.,  35; 
Taylor  v.  Carpenter,  2  Sand.  Gh.,  603;  Amoskeag  Mfg.  Co.  v.  Spear^  2 
Sand.,  599;  McLean  v.  Fleming,  C.  D.,  1878,  262;  13  Q.  G.,  913;  96  U. 
S.,  245;  Boardman  v.  Meriden  Britannia  Co.,  35  Conn.,  402;  Oilman  v. 
Hunnewell,  122  Mass.,  139.) 

For  the  better  understanding  of  the  question  in  this  case,  there8i>ec- 
tive  devices  of  the  plaintiffs  and  defendants  are  here  given  in  juxtapo- 
sition: 


Digitized  by  VjOOQIC 
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It  will  be  seen  tbat  iu  both  devices  tbere  in  a  paper  hibcl,  circular  iu 
form,  much  Rinnller  than  the  head  of  the  sx)Ool,  containing,  iu  black 
letters  upon  a  gilt  ground,  the  name  of  the  manufacturer,  the  number 
of  the  thread,  and  the  words  ^^Best  Six  Cord,"  arranged  in  circular 
form  to  correspond  with  the  shape  of  the  label.  Around  tliis  label  in 
each  case  is  a  peripheral  border  of  natural  wood,  having  the  number  of 
the  thread  embossed  upon  such  periphery.  The  differences  are  less 
conspicuous  than  the  general  resemblance  between  the  two.  At  the 
same  time  they  are  such  as  could  not  fail  to  impress  themselves  upon 
a  person  who  examined  them  with  a  view  to  ascertain  who  was  the 
real  manufacturer  of  the  the  thread.  Plaintiffs'  label  contains  the 
words  "J.  &  P.  Coats  Best  Six  Cord"  in  a  gilt  band  around  the  border, 
and  in  the  center  the  symbol  "200  Yds."  and  the  number  of  the  thread. 
Defendants'  label  contains  the  words  "Merrick  Thread  Co.,"  and  the 
number  of  their  thread  iu  the  gilt  band  upon  the  bonier,  and  in  the 
center  the  words  "Best  Six  Cord,"  inclosing  a  star.  The  periphery 
of  defendants'  spools  is  also  embossed  with  four  stars,  instead  of  the 
loops  of  the  plaintiffs,  as  well  as  the  number  of  the  thread. 

As  bearing  upon  the  question  of  fraudulent  intent,  the  history  of 
these  labels  is  pertinent.  Since  1830  plaintiffs  have  been  engaged  in 
the  manufacture  of  thread  at  Paisley,  Scotland,  in  the  name  of  J.  &  P. 
Coats.  About  1840  their  thread  was  first  put  upon  the  market  in  this 
country,  and  for  more  than  twenty-five  years  past  they  have  been  man- 
ufacturing thread  at  Pawtucket,  B.  I.,  in  the  name  of  the  Conant 
Thread  Company.  Prior  to  this  time,  six-cord  thread  was  not  made  in 
this  country,  a  kind  of  thread  known  as  glace,  and  eon)i>osed  of  three 
cords,  being  the  only  thing  made  prior  to  1805.  At  about  the  same 
time  the  manufacture  of  this  thread  was  also  begun  by  the  Willi- 
mantic  Linen  Company,  George  A.  Clark  &  Co.,  and  the  defendants. 
From  the  time  plaintiffs'  thread  began  to  be  exported  to  thijs  country  to 
the  present  time  their  spools  have  borne  the  blaek-andgold  label,  repre- 
sented above,  and  still  in  use.  For  the  past  thirty  years  they  have 
been  by  far  the  largest  manufacturers  and  dealers  in  spool-thread  in  this 
country.  On  April  5, 1870,  Mr.  Conant,  the  treasurer  of  the  company, 
obtained  a  design  patent — 
for  eiubcNssiug  the  ends  of  sewing-thread  spools, 
which  was  subsequently  assigned  to  the  plaintiffs,  and  which  covered  a — 

design  for  ornumenting  the  ends  of  the  sewing-thread  npools,  which  consists  of  a 
chain  of  loops  a  a,  within  which  l<K)ps  is  a  nnniUcr  expressive  of  the  number  of  the 
thread  wound  on  the  spool,  substantially  as  shown  and  doHcribed. 

The  purpose  of  the  design  was  stated  to  be — 

to  preserve  the  number  of  the  thread  with  which  the  spool  is  wound  nfter  the  label 
has  been  destroyed  by  the  act  of  setting  the  spool  upon  tiio  spool-stand  of  a  sewing- 
machine. 

This  patent  expired  in  1877.  In  1875,  (February  9)  plaintiffs  regis- 
tered a  Trade-Mark  consisting  of— 
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a  contri;!  label  of  pai^er  forniod  of  oonoeutrio  circles  of  block  on  a  light  groand  oon- 
Uining  on  one  of  the  light  bands  the  words  "J.  A  P.  Coats,^  **  Best  Six  Cord,"  and 
on  the  central  black  circle  the  fignres  and  letters  "  200  Yds. /'  and  a  numeral.  •  *  • 
On  the  end  of  the  spool,  surrounding  the  label,  is  a  peripheral  band  of  the  natural 
wood  embossed  with  an  ornamental  design  of  crossed  lines  and  central  stars,  with 
intermediate  spaces,  in  which  are  embossed  numerals  corresponding  to  that  on  the 
center  of  the  label. 

The  essential  features  of  this  Trade-Mark  were  declared  to  be — 

the  label  of  concentric  rings,  having  in- the  central  spot  a  numeral,  and  an  embossed 
peripheral  border  of  the  natural  wood,  including  among  its  ornamental  designs  the 
same  numeral  as  that  displayed  in  the  center. 

This  Trade-Mark  has  been  in  use  by  the  plaintiffs  trom  its  date  to  the 
present  time. 

IJl>on  the  part  of  the  defendants,  it  was  shown  that  the  Merrick 
Thread  Company  was  organized  under  that  name  in  1865,  soon  after 
which  it  began  and  has  ever  since  continued  to  make  at  its  mills  at 
Holyoke,  Mass.,  200-yard  sx>ools  of  six-cord  thread,  and  to  designate  it 
on  one  head  of  the  spool  with  a  black-andgold  label  of  conceutnc  rings 
bearing  thereon  the  name,  size,  and  quality  of  the  thread,  following  in 
this  particular  the  method  of  designating  such  thread  which  has  been 
in  vogue  for  more  than  fifty  years,  and  without  which  it  is  claimed  to 
be  impossible  to  market  such  thread.  About  the  same  time  plaintiffs 
began  to  manufacture,  at  Pawtucket,  R.  I.,  the  same  article,  and  to  des- 
ignate it  with  the  usual  black-and-gold  label — ^the  same  label  they  had 
used  abroad  ui>on  a  thread  marketed  here.  For  a  dozen  years  or  more 
the  defendants  continued  this  method  of  designating  their  thread 
without  objection  from  the  plaintiffs,  but,  after  the  expiration  of  plaint- 
iffs' design  patent,  and  in  1878,  defendants  embossed  this  numerical 
design,  somewhat  changed,  upon  their  own  spool  heads,  in  connection 
with  their  own  label.  Whereupon  plaintiffs  notified  them  of  their 
claim  to  an  exclusive  use  of  this  combination,  and  some  time  there- 
after brought  this  suit,  claiming  thait  defendants  were  guilty  of  unfair 
competition  in  business. 

In  disproof  of  any  intention  upon  their  part  to  impose  their  thread 
upon  the  public  as  that  of  the  plaintiffs,  defendants  show  that  their 
thread  was  expressly  advertised  through  the  country  as  that  of  the 
^<  Merrick  Thread  Company,"  or  the  ^'Star  Thread,"  and  also  put  in 
evidence  the  cabinets  furnished  by  the  defendants  for  the  exhibition 
of  their  threads  in  the  f  etaU  shops,  upon  which  is  conspicuously  labeled 
in  large  gilt  letters  the  words  *<  Merrick's  Six  Cord  Spool  Cotton,"  as 
well  as  their  advertising  or  show  cards,  of  which  several  specimens 
were  shown,  which  were  also  lettered  conspicuously  in  the  same  man- 
ner. Their  wrappers  and  boxes  are  also  so  clearly  distinguishable  from 
those  of  the  plaintiffs'  that  it  would  be  hardly  i>ossible  to  mistake  one 
for  the  other.  We  think  the  defendants  have  clearly  disproved  any 
intention  on  their  part  to  mislead  the  dealers  who  purchase  of  them. 
Indeed,  such  dealers  could  not  possibly  fail  to  know  ithst  they  were 
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buying,  and  the  fraud,  if  any,  was  practiced  on  the  buyer  of  a  single  or 
a  small  number  of  spools,  vrho  might  be  induced  to  purchase  the  thread 
of  the  defendants  for  that  of  the  plaintifts. 

In  answer  to  the  question  whether  the  defendants  have  been  guilty 
of  a  fraudulent  imitation  of  the  plaintiffs'  marks  and  symbols,  it  Is  also 
pertinent  to  consider  to  what  extent  the  black-and-gold  label,  which 
constitutes  an  important  feature  of  this  device,  had  been  used  by 
others  with  their  consent,  and  to  what  extent  it  has  become  recognized 
as  a  means  of  identifying  the  best  six-cord  thread.  If  the  plaintiffs 
had  been  the  first  and  only  ones  to  make  use  of  this  label,  auother  per- 
son seizing  ui>on  and  appropriating  a  black-and-gold  label- of  the  same 
size,  and  for  the  same  purpose,  might  be  held  guilty  of  iufHjtigement, 
when,  if  the  plaintiffs  had  no  exclusive  right  thereto,  and  defendants 
had  done  only  what  others  had  done  before,  they  would  not  be  so  con- 
sidered. In  this  connection  it  appears  that  the  Willimantic  Linen 
Company,  which  now  seems  to  be  in  combination  with  the  plaintiffs, 
began  the  use  of  the  black-and-gold  label  of  concentric  rings  as  early 
as  1SC5,  as  a  designation  of  six-cord  200-yard  spool-thread,  and  that 
other  firms,  both  before  and  after  that,  made  use  of  similar  labels  for 
the  same  purpose,  including  those  of  Orrs  &  McXaught  (from  1855  to 
to  1870,)  George  A.  Clark,  J.  &  J.  Clark,  the  Williston  Mills,  the 
Semples,  the  firm  of  Kerr  &  Co.,  the  Hadley  Co.,  E.  Ashwortb  &  Sons, 
and  others  at  different  times  from  1850  to  the  present,  who  have  made 
use  of  black-and-gold  labels,  bearing  nearly,  though,  it  mnst  be  adniitted, 
not  quite  as  close,  a  resemblance  to  phuntiffs'  as  do  those  of  defend- 
ants'. There  was  also  evidence  that  as  early  as  1821  the  thread  of  John 
Clark,  Jr.,  or  of  J.  &  J.  Clark,  was  imported  into  this  country  with 
labels  in  black-and-gold  in  concentric  rings,  with  the  maker's  name 
upon  them.  Indeed,  the  testimony  indicates  that  the  black-and-gold 
labels  have  become  so  identified  with  this  quality  of  thread  by  imme- 
morial usage  that  it  would  be  impossible  to  introduce  or  sell  a  new 
manufacture  of  such  thread  without  making  use  of  that  chanicter  of 
label,  and  that  a  six-cord  thread  attempted  to  be  put  upon  the  market 
with  a  label  of  any  other  general  color  would  be  suspecrted  of  being  a 
three-cord  or  basting  cotton,  and  practically  unsalable  as  six-cord.  In 
fact,  the  defendants  jiroduced  testimony  tending  to  show  that  in  two 
instiinces  attempts  have  been  made  to  put  a  six-cord  thread  upon  the 
market  without  a  bhu'k-andgold  label,  but  in  one  case  at  least  the 
project  had  to  be  abandoned,  and  the  niannfacturer  was  obliged  to 
return  to  tlie  usual  black-and-gold  label.  In  addition  to  this  it  appeai-ed 
that  the  Merrick  Thread  Conipany  began  to  make  and  put  upon  the 
market  200-yai'd  six-cord  thread  in  the  early  part  of  1808,  and  made 
use  of  a  black-and-gold  label  bearing  the  name  of  the  Auieri(»an  Thread 
Company,  which  in  1877  was  changed  to  the  Merrick  Thread  Company, 
the  woitl  ^'Amciioan"  being  placed  upon  the  other  end  of  tlie  s^kmI  to 
preserve  the  identity  of  the  thi*ead. 
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Kogarding  it,  tlieu,  as  <»stal)lislie(l  that  otbcr  nifinnfacturers  had  by 
hn\^  practice,  and  with  tlie  acMjniesccnce  of  the  plaintidVt,  acquired  the 
ri;>:ht  to  make  use  of  i\w  blackand-^roUl  hibcl,  it  i.s  difBcult  to  see  how 
the  clefondants  could  have  advertised  more  clearly  the  fact  that  it  was 
their  own  thread,  or  better  acecntuated  the  distinction  between  its  own 
and  Coats's  than  it  did  by  the  alleged  infringing  label.  Of  course,  a 
]>erson  seeking  to  distinguish  his  label  from  that  of  another,  labors  under 
certain  disadvantages,  in  the  fact  that  the  shape  of  the  head  almost 
necessarily  requires  the  label  to  be  round,  and  the  size  of  the  spool 
demands  that  it  shall  be  small.  In  the  defendants'  spool  not  only 
did  the  words  ** Merrick  Thread  Co.^'  clearly  and  distinctly  appear, 
but  the  inimbcr  of  the  thread  is  plac<?d  conspicuously  in  the  nmrgiu, 
and  the  center  is  ornamented  with  a  star,  which  does  not  apjjcar 
upon  the  plaintiiTs*.  As  already  observed,  the  label  upon  the  reverse 
ciul  of  the  spool  is  wholly  dii^erent  from  that  of  the  plaintiff s."  It  is 
clear  that  neitlicr  the  words  "J Jest  Six  Cord,''  nor  "2()0  Yds"  are 
capable  of  exclusive  appropriation,  as  they  are  descriptive,  and  indic- 
ative only  of  quality  and  length. 

The  propriety  of  the  employment  of  the  embossed  peripher}^  depends 
upon  somewhat  dift*«rent  considerations.  In  1870,  Hexekiah  (Jonant, 
of  Tawtuekct,  K.  L,  the-manager  of  plaintittV  American  manufact^>ry, 
t4)ok  out  the  design  patent  fen-  this  embossed  periphery.  This  ))atent 
seems  to  have  been  respected  until  1877,  when  it  expired,  shortly  after 
wiiieh  the  defendants  introdueed  upcm  the  periphery  of  their  s^MMd 
conesponding  numerals,  but  with  stars  substituted  for  plaintiffs' 
loops.  Defendants  were  guilty  of  no  wrong  to  the  plaintiffs  in  making 
use  of  eorresjxmding  designs  for  their  own  sj»ooMieads  after  the  expir- 
ation of  plaintiffs'  patent.  There  was  no  attempt  to  imitate  the  peeu 
liar  chain  or  loo]»  eharaeteristic  of  this  design;  but  the  embos8C«\ 
numeials  were  made  use  of  for  the  same  pmi)ose  for  wiiieh  they  had 
been  originally  designed,  namely,  to  ])reserve  the  nnndxuof  the  thread 
when  the  label  bceanic  defaced,  or  lost,  ov  destroyc<l  by  the  use  of  the 
S))ool  in  the  sewing  machine.  lnde<Hl,the  idea  of  stamping  the  numeral 
upon  the  jKniiihery  of  the  s]»ool  does  not  seem  to  have  been  original 
with  Ooinnit,  but  ai)|»ears  to  have  been  used  by  the  defendants  as  early 
as  18(i7. 

However  this  may  be,  plaintillV  right  to  the  use  of  the  embossed 
peri]>heryex]»in'd  w  ith  tiieir  patent,  and  the  public  had  the  sjinie  right  to 
make  use  of  it  as  if  it  had  never  been  i»atented.  Without  deciding 
whether  if  the  embossed  j)eriphery  lia<l  ciinrained  a  word  which  was 
capable  of  being  appropriated  as  a  Trade  ;Mark,defendantscoidd  have 
apprripriated  the  same  upon  the  <'Xinration  of  their  ]>at<»nt,  it  is  clear 
that  no  such  mono])oly  could  l»e  claimed  of  mere  numerals,  used  descrip- 
tively, and  thenjtbre  not  ca|»able  of  exclusive  appropriation  because 
they  represent  the  inimber  of  the  thread,  and  arc,  therefore,  of  value 
as  information  to  the  public.    (Amonkauj  Mfg.  Co.  v.  Trainer.  C,  !>., 
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1880, 464;  17  O.  G.j  1217 ;  101  U.  S.,  51.)  Clearly,  the  plaintiflfs  cannot, 
as  patentees,  claim  a  monopoly  of  these  iiunierals  beyond  tlie  lil'e  of  the 
patent,  and  it  is  equally  clear  that,  where  nsed  for  the  purpose  of 
imparting  information,  they  are  not  susceptible  of  exclusive  appro- 
priation as  a  Trade-Mark,  but  are  the  common  property  of  all  nmn- 
kiud.  The  patent  being,  not  simply  for  the  euibossed  number,  but  for 
embossing  the  same  ui)on  the  periphery  of  the  spoolheiid,  defendants 
were  entitled,  upon  the  expiration  of  such'  patent,  to  use  them  for  a 
like  puii)ose.  ^Neither  wiis  there  anything  misleadiug  to  the  public  in 
Buch  use  of  them,  as  the  testimony  is  clear  and  uncontradicted  that 
thread  is  bought  and  sold,  not  by  its  distinctive  marks,  but  by  the 
name  of  the  maker. 

Plaintitts,  however,  claim  that,  being  the  first  to  use  the  combination 
of  ablack-and-gold  label  with  an  embossed  periphery,  they  should  be 
protected  against  any  such  imitation  by  others  as  would  mislciid  an 
ordinary  purchaser  of  thread  in  small  quantities.  A  laige  number  of 
witnesses  were  sworn  ujmn  this  subject,  whose  testimony  tended  to  show 
that  they  hski  either  purcliased  themselves  or  seen  others  purchase 
defendants'  thread,  sup)>osing  it  to  be  Coats's.  This  testimony  was 
not,  however,  wholly  satisfactory,  and  thi*ew  but  little  light  upon  the 
subject 

There  is  no  doubt  a  general  resembhuice  between  the  heads  of  all 
spools  containing  a  bhu'k-andgold  label  which  might  induce  a  careless 
purchaser  to  accept  one  for  the  other.  Defendants,  however,  were  not 
bound  to  any  such  degi*ce  of  care  as  would  prevent  this.  Having,  as 
we  have  already  held,  tlie  right  to  use  the  black- and- gold  label,  and 
the  periphery  embosseil  witli  the  immber  of  the  thread,  they  were  only 
bound  to  take  such  care  as  tlie  use  of  such  devices,  and  the  limited 
space  in  which  they  were  used,  would  allow.  In  short,  they  could  do 
little  more  than  plnVe  their  own  name  c'ons])icuonsly  upon  the  label,  to 
reaiTange  the  number  by  placing  it  in  the  border  instead  of  the  center 
of  the  label,  and  to  omit  tlie  loops  of  the  plaintili-s  periphery  and  sub- 
stitute their  own  star  between  the  numerals.  Having  done  this,  we 
think  they  ai-e  relieved  from  further  responsibility.  If  the  purchaser 
of  such  thresul  desires  a  particular  make  he  should  either  call  for  such, 
in  which  case  the  dealer,  if  he  put  off  on  him  a  different  make,  would 
be  guilty  of  fraud,  for  which  the  defendants  would  not  be  resiH>usible, 
or  should  examine  himself  the  lettering  u)>on  the  spools.  He  is  charge- 
able with  knowledge  of  the  fiu*t  that  any  manufacturer  of  six-cord 
thread  has  a  right  to  use  a  blaek-and-gold  label,  and  is  bound  to  examine 
such  label  with  snflirient  care  to  ascertain  the  name  of  the  manufac- 
turer. Indeeil,  the  intent  to  imitate  plaintiff's  spool-heads,  if  any  such 
intiMit  existed,  is  manifest  rather  in  the  label  than  in  the  periphery,  but 
plaintiffs  having  submitted  to  this  without  protest  for  twelve  years, 
have  waived  their  right  to  relief  \\\X}\\  this  ground.  (McLaughlin  v. 
ZVoi>/if'*  Eailtcay  Co.,  G.  D.,  1884,  402;  29  O.  G.,  277;  21  Fed.  Bep.,  574; 


882  DECISIONS  OF  U.  8.  C0UBT8  IX  PATENT  CASES. 

LaddY.  Cameron^  26  Fed.  Rep.,  37;  Oreen  v. French, 0.  D.,  1879, 614;  H 
O.G.,216;  4BaD.&Ard.,160;3Rob.onPat8.,8ec.ll94.)  Haviugalready 
held  that  defendanto  had  a  right  to  make  aa^  of  the  embossed  numeral 
in  the  periphery,  their  uniou  of  the  two  devices  upon  the  same  spool- 
head,  both  being  originally  designed  to  be  used  in  conjunction,  can- 
not be  made  the  basis  of  a  suit. 

Upon  the  whole,  we  think  the  plaintiffft  have  failed  to  prove  a  case 
of  unfair  competition,  or  any  illegal  attempt  of  the  defendanta  to  impose 
their  thread  upon  the  public  as  that  of  the  plaintiffs;  that  with  the 
right  to  use  the  black-and-gold  label  as  other  manufacturers  have  and 
continue  to  use  it,  and  with  the  same  right  to  use  the  embossed  numer- 
als which  the  plaintiffs  have,  we  think  they  have  taken  all  the  precau- 
tions which  they  were  bound  to  take  to  prevent  a  fraudulent  imposi- 
tion of  their  thread  ui>ou  the  public,  and  that  the  decree  of  the  court 
below  dismissing  the  bill  should,  therefore,  be  affirmed. 


[U.  S.  Circnit  Court— Northern  District  of  Tllinoia.] 

Adrianck,  Platt  &   Co.  V.  McCJoRMiCK  Harvestino  Machine 

Company  et  al. 

Decided  March  24,  1893. 
&  O.  G,  1688. 

1.  Suit  for  Infrin'gement  ok  Patbnts— Parties. 

A  licensee  may  prosecute  Bait  for  infringement  of  a  pntent  in  his  own  name 
where  the  defendant  is  the  owner  of  the  legal  title  to  the  patent,  citing  lAtiltifiM 
V.  Pory,  (7  O.  G.,  964;  21  Wall.,  205.) 

2.  COXTRACT— COXSTRL'CTIOX  OF. 

It  is  only  a  latent  ambignity  which  may  he  cxplaine<1  'by  evidence  aliunde, 
Doiihtn  Mppnrcnt  upon  th<»  fare  of  an  inHtriinicnt  inuHt  he  rcHolved  by  the  conrt, 
resorting,  i  t' nocessury,  to  the  ruin  that  a  ^runtexpreMsed  in  doubtful  words  shall 
be  construed  nioAt  strongly  agniuHt  the  grantor. 

3.  License  t*)  MAXUFACTruK  Um>rr  rNiTKi>  States  Patents  for  Bale  in  For- 

eign C0i:.NTRIE.S  CONSTKUKIJ, 
In  addition  to  the  grunt  of  an  cxrluHive  license  to  manufacture  and  sell  in  ocr- 
taiil  specified  parts  of  tlie  United  States  tlie  license  in  this  case  con tnincil  the 
following  clause:  ''And  so  far  as  we  can  control  the  same,  the  exclusive  right  to 
build  harvesters  and  binders,  under  the  riglitshereiu  granted,  for  sale  in  £nroi>ey 
Australia,  and  South  America."  Held  that  fairly  and  reasonably  construed, 
this  language  conferre«l  upon  the  licensee  an  exobiHive  right  to  manufacture 
througliout  the  whole  United  States  for  sale  in  the  foreign  countries  named,  nnd 
hence  that  an  injunction  should  issue  against  the  parties  manufacturing  outside 
the  territorial  limits  in  the  United  States  in  which  the  lieensco  was  authorized 
to  sell  to  restrain  them  from  manufacturing  for  such  foreign  trade. 

Motion  for  preliminary  injunction. 

MfHHrn,  Banniiifj  lO  Banniug  d'  PayRon  for  the  com  plain  an1a.>  . 

Mr.  Robert  H.  rarkiimon  for  the  defendants.  Qi '^^^  ^v  t^OOgle 
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Woods,  J.: 

The  bill  shows  that  sixteen  Letters  Patent  of  the  United  States  for 
improvements  on  harvesters  and  binders  had  been  issued  to  one  Sev- 
erance, the  inventor;  that  Severance  had  conveyed  a  two-thirds  interest 
to  Adsit  and  Baldwin ;  that  they  three,  being  owners  of  all  the  patents, 
granted  to  the  complainant,  nn  incorporated  company,  upon  condition 
of  the  payment  of  a  loyalty  of  five  dollars  npon  each  machine  made 
and  sold,  the  exclusive  right  to  make,  use,  and  vend  the  inventions  in 
specified  parts  of  the  dnited  States,  and  also,  so  far  as  they  could 
control  the  same,  the  exclusive  right  to  build  the  patented  machines 
for  sale  in  Enroiie,  Australia,  and  South  America;  that  thereafter  Sev- 
erance, Adsit,  and  Baldwin  transferred  all  their  right,  title,  and  interest 
in  the  patents  to  the  defendant,  McCormick,  subject  to  the  rights  of 
the  complainant;  that  McCormick,  being  the  president  of  the  defend- 
ant company,  granted  and  conveyed  the  rights  and  interest  so  acquired 
by  him  to  that  company  subject  to  the  rights  of  the  complainant;  that 
since  McCormick  became  owner  of  the  patents  and  assignee  of  the 
contract  between  the  complainant  atid  Severance,  Adsit,  and  Baldwin 
the  complainant  has  duly  paid .  to  him  the  royalties  in  that  contract 
stipulated  to  be  paid  uiK)n  all  machines  sold,  including  machines  sold 
in  Europe,  but  that  the  defendant-s,  in  violation  of  the  complainant's 
exclusive  right,  have  made  and  sold  machines  containing  the  patented 
improvement  in  England,  France,  and  Germany,  and  threaten  to  con- 
tinue to  do  so. 

There  are  two  instruments,  alleged  to  have  been  executed  by  Sever- 
ance, Adsit,  and  Baldwin,  under  which  the  complainant  asserts  its 
claims;  but  the  first  of  them,  dated  August  29, 1887,  was  signed  only 
by  Baldwin,  and  his  authority  to  bind  Adsit  and  Severance  is  ques- 
tioned. TV^ether  or  not  he  had  authority  need  not  be  considered, 
because  that  writing,  it  seems  clear,  was  intended  to  be  only  a  prelimi- 
nary agreenient,  which  for  present  puri)ose8  should  be  deemed  to  be 
merged  in  the  more  formal  deed  of  Koveniber  18, 1887,  which  was  exe- 
cuted by  all  parties  couc^ued  and  was  duly  recorded  in  the  Patent 
Office  at  Washington. 

By  that  deed,  alter  reciting  the  vaiions  patents  and  ti*ansfers  thereof 
which  had  been  made,  the  owners  grant  to  the  complainant  the  exclu- 
sive right  to  make,  use,  and  vend  the  inventions  covered  by  the  patents 
and  by  renewals  thereof  in  spccilied  |»arts  of  the  United  States — 
and  also,  m  far  oi  we  [the  ownors]  can  control  tbo  anme,  the  exclnsive  right  to 
build  liurveitora  mid  binders  nuder  the  rights  herein  granted  for  sale  in  Europe, 
Australia,  and  South  America. 

Upon  a  similar  bill  brought  by  the  complainant  against  the  defendant 
company  in  the  United  States  Circuit  Court  for  the  Northern  District 
of  New  York,  and  which  was  dismissed  because  the  defendant  was  not 
amenable  to  process  in  that  State,  Judge  Wallace  held  that  neither 
McCormick  nor  the  defendant  had  ^^  assumed  any  contract  obligation 
to  the  complainant,"  and  that  upon  the  facts  set  forth  <<the  cause  of 
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action  is  tbe  ordinary  one  for  infringement,"  to  be  prosecuted  and 
defended  in  tlie  tiKual  way.  There  is  here,  however,  no  question  of 
jurisdiction,  and  it  is  not  necessary  to  consider  whether  or  not  the 
defendants,  by  taking  title  to  the  patents  subject  to  complainant's 
rights,  and  by  tnking  an  assignment  of  complainant's  obligation  to 
pay  royalties,  and  by  receiving  payment  thereof  from  tbe  complain- 
ant, notwithstanding  they  have  assumed  no  contract  obligation,  are 
estopped  to  deny  the  validity  of  the  patents  or  complainant's  rights 
thereunder.  Familiar  analogies  may  be  found  in  the  sales  of  property, 
real  or  personal,  subject  to  the  rights  of  third  parties;  but  here  the 
defendants  have  made  no  question  of  the  validity  of  the  patents  or  of 
complainant's  right,  except  disputing  the  scope  of  the  grant  under 
which  they  arc  asserted,  and  do  not  deny  having  made  in  the  United 
States  for  sale  in  Europe  machines  covered  by  some  of  the  patents,aDd 
avow  their  puri>ose  to  continue  so  to  do.  They  concede  to  the  com- 
plainant, in  connection  with  its  exclusive  right  to  manufacture  and  sell 
within  the  territorial  limits  of  its  grant  in  the  United  States,  the  right 
within  those  limits,  exclusive  therein,  to  manufacture  for  sale  in  the 
foreign  countries  named,  but  claim  'for  themselves,  in  connection  with 
tlieir  exclusive  right  to  manufacture  and  sell  in  other  parts  of  the 
Unite<l  States,  a  corresponding  right  therein  to  manufacture  for  Siile  in 
the  same  foreign  countries. 

The  comx)lainant,  on  the  other  hand,  insists  that  the  right  given  it 
to  build  machines  under  the  natents  for  sale  abroa<l  is  exclusive,  not  in 
respect  to  the  territory  in  this  country  in  which  it  may  build  machines 
for  foreign  sale,  but  in  respect  to  the  countries  in  which  the  sales  may 
be  made. 

One  of  the  defendants  being  the  owner  of  the  patents  sued  on,  the 
complainant,  though  only  a  licensee,  may  prosecute  suit  in  its  own 
name,  (TAttlefield  v.  Perry,  7  O.  G.,  904;  21  Wall.,  205.) 

Affldavfts  have  been  presented  on  either  side  to  aid  or  control  the 
interpretation  of  the  grant  in  question,  but  they  are  not  deemed 
admissible.  It  is  a  latent  ambiguity  which  may  be  explained  by  evi- 
dence alinnfJe.  Doubi:8  apparent  upon  the  face  of  an  instniment  must 
be  resolved  by  the  court,  resorting  if  necessary  to  the  rule  tliat  a  grant 
expressed  in  doubtful  words  shali  be  construed  most  strongly  against 
the  grantor,  whose  words  they  are. 

Fairly  and  reasonably  construed,  the  terms  used  in  this  grant  mnst 
be  held  to  have  conferred  nix>n  the  complainant  the  exclusive  right 
which  it  eoiit^^nds  for  in  respect  to  sales  abroad.  The  owners  of  the 
patents  first  give  the  complainant  an  iantire  and  exclusive  right  under 
the.  patents  to  make,  nse,  and  sell  the  invention  in  designated  parts  of 
the  United  States,  and  then  add  the  clause,  the  meaning  of  which  is  in 
dispute: 

And  alHo,  so  for  an  we  can  control  tho  name,  the  excliisiye  right  to  bnild  harvesters 
and  binders  under  the  rights  herein  granted  for  sale  in  £nrope,  Australia,  and  South 
America. 
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It  la  insisted  on  behalf  of  the  respondents  that  the  phrase  '^  under 
the  rights  herein  gi'auted''  expresses  a  territorial  limitation  which  con- 
flues  ^Hhe  exehisive  right '^  to  build  machines  for  sale  abroad  to  those 
parts  of  the  Unite'd  States  to  which  the  preceding  grant  >yas  restricted, 
making  it  the  meaning  of  the  entire  clause  that  in  those  parts  of  the 
United  States,  to  the  exclusion  of  all  others,  the  complainant  should 
have  the  right  to  build  niaehineM  for  sale  abroad  in  the  countries  men- 
tioned. This,  as  it  seems  to  me,  is  a  forced  and  inadequate  construc- 
tion. It  requires  that  the  word  **  herein  "  be  read  as  if  it  were  "  here- 
inbefore," makes  the  word  << exclusive''  meaningless,  and  leaves  to  the 
phrase,  <<a8  far  as  we  can  control  the  same,"  little  or  no  significance. 

The  exclusive  right  of  the  complainant  in  this  countr^^  had  been 
defined  in  unequivocal  terms  by  the  flrst  clause  of  the  grant.  Nothing 
farther  was  necessary  to  exclude  the  gi*antors  or  third  persons  from 
making  or  selling  the  invention  within  the  designated  States  and  Ter- 
ritories, {Brush  Electric  Light  Co.  v.  Calif omia  Electric  Light  Co.,  62 
Fed.  Bep.,  945,  950,)  and  if  the  pm*pose  was  simply  to  give  the  com- 
plainant the  forther.  but  not  exchisive,  right  to  sell  in  the  countries 
abroad,  it  would  have  been  emmgh  to  add — 

auil  nlso  the  riffbt  to  build,  within  tlie  Stntcs  and  Tcn'itories  named,  harveston  and 
binders,  containing  the  invoutions,  for  sale  in  Enrope,  Australia,  and  South 
America— 

with  a  proviso  that  the  right  should  be  protected  and  continued  under 
any  foreign  patents  wliich  should  be  obtained.  But  the  puii)ose  hav- 
ing been,  as  I  conclude  it  was,  to  give  the  complainant  the  exclusive 
light  to  manufacture  in  this  country  (within  the  limits  of  its  grant) 
tor  sale  in  the  foreign  couutiies  named,  the  use  of  the  word  <<  exclusive," 
or  its  equivalent,  which  otherwise  would  have  been  meaningless,  was 
apt  and  necessary,  and  it  was  also  important  to  say,  ''as  far  as  we  can 
cx)ntrol  the  same,"  because  in  respect  to  such  exclusive  right  to  sell 
abroad  the  owners  (rould  exercise  a  control  much  more  ell'ective  than 
in  respect  to  a  right  which  was  not  exclusive  by  refraiiung  on  their 
own  part  from  competitive  sale  abroad  of  machines  inacle  either  in  this 
country  or  elsewhere,  by  binding  subsequent  grantees  or  licensees  to 
respect  complainant's  right,  and  by  making  or  attempting  to  make  no 
grant  to  otliers,  either  under  those  patents  or  any  obtained  abroad, 
inconsistent  with  tlie  grant  to  the  complainant. 

The  word  ''herein,'^  as  usihI  in  the  sentence  under  consideration, 
includes  the  whole  instrument — the  clause  in  which  it  is  finind  as  well 
as  the  preceding  clause — (wid  the  phrase  ''under  the  riglits  herein 
gi-anted"  has,  as  it  seems  to  me,  the  same  force  as  if  the  words  were 
"by  right  of  this  grant"  or  "under  this  grant."  With  s^uch  change 
there  could  be  no  (juestion  of  the  mctining;  and  without  any  change  of 
words  the  meaning  of  the  elause  may  he  demonstrated  by  transiH)sition 
in  this  way: 

And,  also,  under  the  ri);bts  LonMn  p'tintcd.  tbo  exolnsivc  ri^bt,  as  far  as  we  can 
control  tlie  saui«,  to  bnikl  barvvbtcrs  and  binders  for  sale  in  Europe,  etc. 
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Bead  in  this  way  the  entire  expression  is  harmonious,  and  just  force 
is  given  to  each  word  and  phrase. 

After  the  grant  to  the  complainant,  the  owners  of  the  patent  and 
their  subsequent  grantees,  who  took  right  or  title  with  knowledge  of 
or  subject  to  the  first  grant,  had  no  right  Avithin  the  United  States  to 
buikl  machines  to  be  sold  at  home  or  abroad  in  the  States  or  countries 
wherein  the  complainant  had  bei3n  given  the  exclusive  right  to  sell, 
and  such  manufacture  and  sale  would  be  an  iuMngement  of  the  rights 
of  the  complainant  under  the  patent.  (Blatchford,  J.,  in  The  Ketchum^ 
cfcc,  Co.,  V.  T}ie  Johmany  (j&c,  Co.,  8  Fed.  Rep.,  586.) 

It  follows  that  the  machines  containing  the  inventions  which  the 
defendants  have  made  in  this  country  and  have  sold  in  England, 
France,  and  Germany  have  been  made  in  infringement  of  the  rights  of 
the  complainant  under  tlie  patents,  and  that,  since  the  fact  that  the 
defendants  propose  to  continue  such  manufacture  and  sale  is  admitted, 
the  complainant  is  entitled  to  the  temporary  injunction  prayed,  and  it 
is  so  ordered. 

Since  the  foregoing  was  written  the  complainant  has  presented  a 
second  motion  asking  a  temporary  order  restraining  the  defendants 
against  interference  with  and  threatened  infringement  of  complain- 
ant's rights  within  its  territory  in  the  United  States;  but  the  def(»nd- 
ants  deny  that  they  have  interfered  as  charged  and  that  they  have 
any  purpose  to  infringe,  and  the  proof  offered  by  the  complainant  is 
insufficient. 

The  motion  is  therefore  overruled. 


ITT.  S.  Cirrnit  Coort—Eoaturn  District  or  MlMoorf,  Eaatfrn  DIviidon.] 

HoTOHKiss  V.  Samukl  Cupples  Wooden- Wake  Company. 

Decided  Novemher  28^  1S9L 
63  O.  G.,  1690. 

1.  Patrxts  for  INVENTION'S— Offknsks  Agaikst  Patext  Laws— Mauking  TTx- 

PATEXTKD  ARTICIJCS. 

In  an  action  under  the  Revised  .Statntcn,  section  -lOOl,  to  recover  ]icnuItieH  for 
nmrlcing  unpatented  articlon  »»  '*  Patcntc«l,"  tlie  jury  can  only  conHiUer  rascH  iu 
which  the  markini;;  was  done  within  live  years  bf  iurc  tlio  conimencenient  of  the 
suit  and  within  tlie  judicial  district  in  which  it  is  brought. 

2.  8aMB— IXTKXT— EVIDKXCE. 

To  render  defendant  liable  for  tlie  penalty  the  nmrking  mnst  have  been  done 
for  the  purpoHc  of  deceiving  the  public,  mid  in  detennining  the  existeni-e  of 
such  purpose  the  jury  may  connidrr  that,  :iIt1ioii(;)i  the.  articles  were  iu  faicl 
unpatented,  thtry  wen*  claiiri'>d  to  have  been  n»:iniifa(:tiircd  under  a  certain  pat- 
ent, and  that  the  question  whether  th»y  wcru  rovered  by  such  patent  was  one 
upon  which  poi-«ona  KktlUid  in  thn  ]iatent  law  might  reasonnbly  rntertain  ditt'cr- 
ent  opinions.  The  fact  that  defendant  may  have  l>oconie  convinced  some  time 
after  the  marking  was  done  that  the  articles  were  not  covered  by  the  patent 
would  not  zendor  it  Uahle.  ^g,.^^,  .^ GoOglc 
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8.  SAMX— LlAUIUTY  OF  CORPORATIONS— I in^ENT  OF  OfFICRRS. 

A  oorpontion  may  be  held  liable  under  this  seotion  when  the  vrongfol  aoti 
are  proven  to  have  been  committed  by  some  officer  or  agent  thereof  acting  within 
the  scope  of  his  authority,  knowing  that  the  articles  were  unpatented  and  with 
intent  to  deoeiTe  the  public. 
4.  Sahe^Sinolr  Offbnsx. 

The  marking  of  a  number  of  separate  articles  with  intent  to  deoeiye  the  public 
does  not  constitute  separate  ofifenses  when  it  is  all  done  on  the  same  day  and  at 
the  same  time,  ho  that  the  marking  is  practically  a  continuous  act,  and  in  such 
case  but  one  offense  is  committed  and  one  penalty  is  recoverable. 

Action  by  Charles  A.  Hotchkiss,  for  himself  and  to  the  xise  of  the 
United  States,  against  the  Samnel  Oapples  Wooden- Ware  Company  to 
recover  penalties  under  the  Eevised  Statutes,  section  4901,  for  marking; 
certain  unpatented  articles  with  the  word  '< Patented"  for  the  purpose 
of  deceiving  the  public. 

Mr.  WiUicm  Eeelea  for  the  complainant. 
Mr.  George  A.  Madill  for  the  defendant 

Thateb,  J. : 

As  you  are  aware,  this  is  a  suit  brought  by  the  plaintiff  in  his  own 
behalf  and  in  behalf  of  the  [Jnited  States  to  recover  penalties  imposed 
by  tlie  laws  of  the  United  States  for  marking  an  unpatented  article 
with  the  word  <^  Patented  "  and  doing  so  with  intent  to  deceive  the  public. 
The  motive  that  inspired  Congress  to  enact  such  a  law  was  fairly  stated 
to  you  by  Mr.  Eccles  in  opening  the  case,  and  nothing  further  need  be 
said  by  me  upon  that  subject.  The  complaint  in  this  case  charges  that 
defendant  marked  the  words  <<  Patented  September  28, 1880,"  on  one 
thousand  four  hundred  and  twenty  rope-reels  manufactured  between 
July  1, 1885,  and  April  5, 1890;  but,  as  the  case  stands  at  the  conclu- 
sion of  the  trial,  the  evidence  will  not  warrant  you  in  finding  that  more 
than  four  hundred  rope  reels  were  so  marked  in  this  district  between 
the  dates  mentioned.  The  answer  admits  that  two  hundred  rope-reels 
were  marked  with  the  words  in  question  during  the  month  of  August, 
1885,  and  that  two  hundred  were  so  marked  in  March,  1887,  these 
being  the  reels  made  by  the  Whitman  Agricultural  Company  here  in 
St.  Louis.  There  is  no  evidence  before  you  that  any  other  reels  were  so 
marked  at  the  city  of  St.  Louis  or  within  this  judicial  district  within  five 
years  before  this  suit  was  begun.  Hence  the  questions  that  you  have 
to  determine  are  these:  First.  Were  the  rope- reels  manufactured  by 
the  Whitman  Agricultural  Comi>any  in  August,  1885,  and  March,  1887, 
unpatented  articles  t  Second.  If  unpatented,  did  the  defendant  cause 
the  words  "Patented  September  28, 1880,"  to  be  marked  thereon  for 
the  purpose  of  deceiving  tlie  public t 

As  to  the  first  of  these  (luestions,  the  court  has  determined  to 
instruct  you,  as  a  matter  of  law,  tliat  the  rope-reels  in  question  were  not 
covered  by  the  Le  Roy  patent  of  date  September  28, 1880,  or  by  his 
subsequent  patent;  but  in  doing  so  it  is  proper  that  X  should  say  for 
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your  information,  in  view  of  the  character  of  the  suit  and  the  nature  of 
the  testimony,  that  the  patent  taken  o\it  by  Mr.  Le  lioy,  dated  Sep- 
tember 28,  1880,  contains  four  claims.  The  patentee  points  out  four 
different  mechanical  combinations,  each  of  which  he  claims  to  be  patent- 
able, and  all  of  which  the  Patent  Office  eventually  allowed.  Now,  if 
the  reels  made  by  the  Whitman  Agncultnral  Company  embodied  any 
one  of  the  four  combinations  described  in  the  specitication  and  covered 
by  the  claims,  then  the  dofendiuit  had  an  undoubted  rig:ht  to  mark  the 
reels  "Patented  September  28,  1830," .althou;?h  they  were  not  so  con- 
structed as  to  embody  all  of  the  patentable  combinations.  To  entitle 
it  to  brand  the  reels  "Patented  September  28, 1880,''  it  was  not  essen- 
tial to  construct  the  reels  so  a.s  to  contain  all  of  the  mechanical  com- 
binations covered  by  the  patent.  It  is  very  clear  that  the  reels  as 
made  did  not  contain  the  combination  covered  either  by  the  first,  the 
second,  or  the  third  chiiuis  of  tlie  Le  Roy  patent  of  date  September  28, 
1880;  and  the  court  is  of  the  opinion,  and  so  instructs  you,  that  tlioy 
do  not  contain  the  combination  covered  by  the  fourth  claim,  and  for 
that  reason  the  reels  must  be  regarded  as  unpatentM  articles,  so  far  as 
the  Le  Boy  patents  are  concerned.  And  in  this  connection  I  will  add 
that  the  Le  Boy  patents  are  the  only  piitents  in  evidence  under  which 
it  is  claimed  that  the  reels  are  or  were  patented  articles. 

Now,  while  I  express  the  opinion  last  stat^^d,  that  the  reels  were  not 
covei'ed  in  any  respect  by  the  Le  Boy  patents,  yet  it  is  fair  to  say  that 
this  is  a  matter  which  is  not  entirely  free  from  doubt  and  dilliculty. 
Different  persons,  skilled  in  the]>atcnt  law,  might  reasonably  entertain 
different  opinions  as  to  whether  the  combination  covered  by  the  fourth 
claim  of  the  Le  Boy  patent  is  embodied  in  these  reels.  The  question  is 
one,  I  think,  that  fairly  admits  of  controversy  among  persons  skilled 
in  the  construction  and  application  of  the  patent  laws,  and  it  is  proper 
for  you  to  take  that  fact  into  considoration  in  a  cise  of  this  character, 
when  yon  come  to  determine  whether  the  defendant  was  actuated  by  a 
fraudulent  purpose  in  marking  the  reels  patented.  I  will  make  no  fur- 
ther comments  concerning  the  patentability  of  the  reels,  but  will 
instruct  you  to  regard  them  as,  in  fact,  unpatented  articles. 

As  I  have  already  instructcMl  you  that  the  evidence  only  shows  tlse 
marking  of  four  hundred  reels  in  thi8  district,  and  as  1  have  also  charged 
you  as  a  matter  of  law  that  they  were  not  covered  by  liC  Boy's  patents, 
or  either  of  them,  it  follows  that  the  main  question  which  ycm  will  have 
to  consider  and  determine  is  whether  the  defendant  marked  the  reels 
lis  it  did  for  the  purpose  of  deceiving  the  public,  as  the  plaintiff 
alleges.  That  is  the  vitiil  question  in  this  case,  as  counsel  on  both 
sides  practically  concede.  The  offense  does  not  consist  merely  in  mark- 
ing an  unpatente<l  article  **  Patented  "  or  in  selling  an  unpatented  nrti- 
ele  that  has  been  marked  '*  Patente<l."  The  mere  sale  of  an  jirtitrle  so 
nuu'ked  is  not  an  olT'ense.  Tlie  offense  under  the;  stsitute  consists  in 
marking  an  unpatented  article  '^Patented,''  and  in  doing  so  with  an 


DECISIONS  OF  U.  8.  COURTS  IN   PATENT  CASEH.  389 

intent  entertained  ut  the  time  of  deceiving  the  public.  Hence,  if  the 
marking  comphuned  of  was  done  by  the  defendant,  not  with  the  intent 
to  deceive  the  public,  but  in  good  faith,  on  the  8npi)08ition  that  the 
reel  or  some  part  thereof  was  patented,  no  offense  was  committed  and 
the  defendant  is  not  liable'  on  any  of  the  counts.  On  the  other  hand, 
if  it  caused  the  reels  to  be  mai^ked  << Patented  September  28, 1880"  at 
a  time  when  it  either  knew,  believed,  or  supposed  that  as  constructed 
they  were  not  covered  by  the  Le  Boy  patents,  or  either  of  them,  and 
were,  in  fact,  unpatented  articles,  then  you  have  the  right  to  infer  that 
the  defendant's  pur]K>se  in  so  marking  them  was  to  deceive  the  public, 
and  in  that  event  an  offense  was  committed  and  the  defendant  is  liable 
for  the  penalty  imjiosed  by  the  statute. 

In  considering  the  question  of  intent  your  inquiry  must  be  directed 
to  the  time  when  the  marking  was  done — that  is  to  say,  to  the  month 
of  August,  1885  and  the  month  of  March,  1887.  If  at  those  dates, 
when  the  reels  are  said  to  have  been  made  and  the  marking  thereon  is 
sjiid  to  have  been  done,  the  defendant,  its  officers  and  agents,  sup- 
]K)sed  the  reels  to  be  covered  by  the  Le  Roy  patent,  then  it  is  not  liable 
in  this  action,  although  you  may  be  of  the  opinion  that  the  defendant 
or  its  agents,  or  some  them,  at  a  subsequent  date  came  to  a  different 
conclusion.  In  other  woyls,  to  render  the  defendant  liable  for  the  pen- 
alty sued  for  it  must  appear  that  defendant  entertained  the  purpose  of 
deeeivhig  the  public  when  the  marking  wa!«  done  or  when  it  was  caused 
to  be  done. 

Now,  as  you  know,  the  defendant  in  this  case  is  a  corporation,  not  a 
private  individual,  and,  being  a  corporation,  it  cnn  only  be  held  liable 
for  such  wrongfiil  and  unlawful  acts  as  are  complained  of  .in  this  suit 
when  they  are  proven  to  have  been  committed  by  some  officer  or  agent 
of  the  corporation  wliile  acting  for  the  corporation  and  within  the  scope 
of  his  authority  as  such  officer  or  agent.  And  you  will  have  to'deter- 
mine,  among  other  things,  whether  the  wi^ongful  acts  in  this  instance 
alleged  to  have  been  committed  by  the  defendant  company  were  done 
or  (committed  by  an  agent  or  offi(;er  in  its  employ  for  whose  acts  in  such 
matters  the  cor]>oration  was  and  is  responsible.  Bearing  on  this  ques- 
tion the  court  gives  you  the  following  directions:  If  you  believe  that 
jMr.  A.  W.  Benedict  was  in  charge  of  defendant's  purchasing  depart- 
ment in  the  years  1885  and  1887.  and  that  it  was  a  part  of  his  duty,  as 
the  head  or  chief  of  that  department,  to  give  onlors  for  the  manufac- 
ture of  ro|)e-reels  and  to  direct  after  what  models  or  sani])les  they 
should  be  made  and  what  brands  or  marks  should  be  stenciled  thereon, 
and  that  it  was  also  his  duty  to  give  orders  on  the  defendant's  cashier 
to  pay  for  such  reels  as  were  manufactured  pursuant  to  his  direction, 
and  if  you  further  find  that  while  ho  acting  as  the  head  of  the  purchtis- 
ing  dejiartment  Mr.  Uenedict  aiused  or  procured  the  reels  made  in 
August,  1885,  and  March,  1887,  to  be  made  and  marked  with  the  words 
now  com}>lain(Hl  of,  then  the  acts  of  said  Benedict  in  that  behalf  are 
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the  acta  of  the  defendaDt,  and  the  knowledge  possessed  by  said  Bene- 
dict as  to  whether  the  reels  were  patented  and  the  purpose  by  him 
entertained  in  causing  them  to  be  marked  with  the  words  complained 
of  are  to  be  regarded  by  you  as  the  knowledge  and  purpose  of  the 
defendant  for  all  of  the  purposes  of  this  case. 

With  reference  to  the  burden  of  proof,  I  instruct  you  that  the  bur- 
den rests  upon  the  plaintiff.  To  warrant  a  verdict  in  favor  of  the 
plaintiff  on  any  particular  count  in  the  complaint,  it  must  be  made  to 
appear  by  a  clear  preponderance  of  evidence  that  on  or  about  the  date 
alleged  in  such  account  some  agent  or  officer  of  the  defendant  company 
acting  at  the  time  for  the  company  and  within  the  scope  of  his 
authority,  as  I  have  heretotbre  explained,  caused  the  words  '<  Patented 
September  28, 1880"  to  be  marked  upon  an  unpatented  rope-reel  within 
this  judicial  district  of  the  State  of  Missouri,  and  did  so  for  the  pur- 
pose of  deceiving  the  public.  You  have  nothing  to  do  with  reels  that 
were  manufactured  and  marked,  as  the  evidence  shows,  in  the  State  of 
Ohio,  outside  of  the  limits  of  this  judicial  district.  And  I  will  also  say 
that  you  have  nothing  to  do  with  such  reels  as  may  have  been  manu- 
factured and  marked  prior  to  the  1st  day  of  July,  1885.  Tou  can  find  a 
verdict  in  plaintiff's  favor  on  some  counts  and  against  him  on  other 
counts,  according  as  the  proof  may  be— tha))  is  to  say,  you  are  not 
bound  to  render  the  same  verdict  on  all  of  the  counts  of  the  complaint 
As  before  stated,  there  are  one  thousand  four  hundred  and  twenty 
counts  in  all,  and  as  there  is  no  evidence  that  more  than  four  hundred 
reels  were  marked  in  this  district  within  the  Ave  years  preceding  the 
commencement  of  the  suit  you  must,  in  any  event,  return  a  verdict  for 
the  defendant  on  at  least  one  thousand  and  twenty  counts  contained 
in  the  complaint. 

In  conclusion,  I  will  say  that  where  several  unpatented  articles  are 
falsely  marked  << Patented"  and  the  marking  or  branding  is  all  done  on 
the  san^e  di^  and  at  the  same  time,  so  that  the  act  of  marking  is 
practically  a  single  continuous  act,  but  one  offense  is  committed  under 
the  statute  and  only  a  single  penalty  is  recoverable,  although  more 
than  one  article  may  have  been  marked.  Therefore  if  you  believe  that 
the  roit^reels  manufactured  by  the  Whitman  Agricultural  Company 
were  branded  in  lots  of  some  twenty-flve  or  fifty  at  a  time,  as  some 
witnesses  have  testified,  then  you  will  regard  the  branding  of  such  a 
lot  of  twenty-iive  or  fifty  reels  all  at  one  time,  in  the  manner  described, 
as  constituting  but  a  single  offense,  for  which  only  a  single  penalty  of 
1100  can  be  recovered.  (Taft  v.  Lithographing  Oo.y  G.  D.,  1881),  378;  47 
O.  G.,  142;  38  Fed.  Eep.,  28,  and  Q.  D.,  1889,  488;  47  O.  G.,  1355;  39 
Fed.  Sep.,  781.) 

You  are  the  sole  judges  of  the  weight  of  the  testimony  and  of  the 
credibility  of  all  of  the  witnesses  who  have  testified  in  your  presence, 
and  if  the  evidence  in  the  case  satisfies  yon  that  any  of  the  witnesses 
have  knowingly  testified  iUaely  as  to  any  material  fact  in  conti^ersy 
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you  are  at  liberty  to  reject  the  entire  testimony  of  any  such  witness  or 
witnesses;  and,  inasmuch  as  you  have  to  determine  the  purpose  which 
actuated  tlie  defendant's  agents  in  branding  certain  ropereels  with  the 
words  "  Patented  September  28, 1880,"  it  will  be  your  duty  in  determin- 
ing that  issue  to  consider  all  the  facts  and  circumstances  in  evidence 
and  to  draw  such  inferences  as  you  deem  justifiable  and  proper.  The 
case  is  lefb  with  you,  yon  having  heard  all  the  testimony,  to  be  dealt 
with  as  you  see  fit  in  view  of  the  evidence  and  in  view  of  the  law  as  I 
have  explahied  and  declared  it. 


[IT.  8.  Ginmii  Court  of  ApiM«]fl--Second  Cinniit.1 

Lalanoe  &  Gbosjean  MANUFAOTUEiNa  Company  v.  Habeeman 
Manupactxjeing  Company.  Lalanoe  &  Gbosjean  Manufac- 
TUBiNO  Company  v.  Mosheim. 

Dwided  ApHl  18, 1893. 
68  O.  G.,  1816. 

1.  KeGBBISS— PROCK88  OF  EnaMEUMO    IllONWARK    AND    TRR    PRODUCT    07    SUCII 

Pbookss— Novelty. 
LetteTS  Patent  to  Emile  Kegreisz,  No.  279|094,  .Tnne  5, 1883,  for  on  iinproTed 
process  of  enameling  ironware  and  for  the  product  of  such  process,  sustained 
and  Held  to  be  infHnged. 

2.  Same— SuFFiciENXY  of  Description. 

The  specification  described  the  process  as  follows:  "After  the  ordinary  pro- 
cess of  enameling  has  been  completed,  I  prepare  a  thin  glaxe  composed  of  any 
coloring  matter  that  can  be  mudo  to  remain  mechanically  suspended  a  short  time 
ill  viil'-r,  and  apply  it  to  the  article.  *  *  *  The  glaze  shonld  bemadesnf- 
cieiitly  tliin  to  avoid  being  pnsty,  so  that  it  will  freely  spread  or  run  over  the 
surface.  •  «  *  The  glaze  will  be  found  to  separate  and  coagulate  in  irreg- 
ular spots.''  ffeld  that  the  patent  is  not  invalid  for  insufficiency  of  description, 
in  that  it  does  not  state  that  the  coloring  matter  must  be  coarse  ground,  so  as 
to  remain  but  a  short  time  mechanicall}''  suspemled,  for  one  skilled  in  the  art 
would  know  that  this  result  could  only  be  obtained  by  the  use  of  coarse  ground 
material. 

Mr.  Robert  If.  Kenyan  and  Mr.  Eielc  Gotten  for  the  appellant. 
Mr.  Arikur  v.  Briesen  and  Mr.  Joseph  H.  Ckoate  for  the  appellees. 

Bhipman,  J.: 

These  two  appeals  are  from  decrees  of  the  Circuit  Court  for  the 
Boathcm  District  of  New  York  upon  two  bills  in  equity  which  were 
founded  upon  the  allei^ecl  infringement  of  Letters  Patent  No.  279,094^ 
dated  June  5,  18^S3,  to  Eniile  Kegreisz,  assignor  to  the  complainant, 
for  an  improved  process  of  enameling  ironware  and  for  the  product  of 
such  process.  The  first  chiini  of  the  patent  is  for  the  process.  The 
second  claim  is  for  the  product    The  Ilabennan  Company  is  a  mauu- 
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fiictorer  which  is  char^^d  with  infringement  of  eacth  claim.  Mosheim 
is  a  merchant  and  is  charged  with  iufringing  the  second  claim  only. 
The  Circuit  Oourt  granted  decrees  for  an  injunction  and  an  accounting 
in  each  case. 

The  ordinary  process  of  enameling  hollow  ironware  is  to  clean  the 
surface  from  rust  or  scale,  to  mix  the  enameling  materials,  melt  them, 
cool  and  then  grind  the  molten  ma^s,  and  after  mixing  with  water 
apply  the  enamel  in  liquid  form  to  the  iron  vessel  by  iiouring  or  dip- 
ping. The  vessel  is  then  dried  in  an  oven  and  burned  in  a  muffle.  The 
burning  fuses  the  enamel  and  creates  a  new  smooth  glassy  surface 
which  is,  as  a  rule,  of  a  uniform  color,  liable  to  have  spotA*  or  defects 
from  one  cause  or  another,  and  not  attractive  in  appearance.  The 
object  of  the  patented  process  was  to  decorate  or  beautify  the  surfieM^ 
and  cause  vessels  of  mere  utility  to  be  pleasing  to  the  eye. 

The  patentee  described  in  his  specification  the  object  of  the  inven- 
tion and  his  process  as  follows: 

It  consistii  in  an  improved  method  of  giving  a  variegated  appearance  to  the  ware 
after  the  same  has  been  coated  or  enameled  by  the  nsiioi  process. 

In  the  manufacture  of  white  enameled  ironware  by  the  usnal  process  it  iVeqnently 
happens  that  dark  spots  appear  upon  the  surface  of  the  enameled  article,  which 
practically  destroy  its  beauty  and  render  it  unfit  for  commercial  pm^koses,  although 
It  is  in  no  wise  iigure<l  for  actual  use. 

For  the  purpose  of  restoring  the  commercial  value  of  the  imperfect  article  by 
beautifying  its  surface,  I  have  devised  a  process  of  reooating  the  same  with  a  colored 
liquid,  in  such  a  manner  as  to  give  an  irregularly  mottled  appearance  to  the  article, 
which  conceals  the  8|>otR  appearing  upon  the  previously  whit«  surface,  and  produces 
a  new  article  of  manufacture  ofgivatly  enhanced  beauty  and  value. 

The  article,  having  been  formed  of  iron  or  other  metallic  substance  by  casting  or 
otherwise,  is  subjected  to  the  well  known  process  of  enameling  for  producing  a 
white  or  other  plain  colored  surface.  After  the  ordinary  process  of  enameling  has 
been  completed,  I  prepare  a  thin  glaze  coni]>o9cd  of  any  coloring  matter  that  can  be 
made  to  remain  mechanically  suspended  a  short  time  in  water,  and  apply  it  to  the 
article,  profer^kbly  either  by  innniTsing  tlio  latter  in  a  tank  containing  said  glnze,  or 
by  pouring  the  glaze  upon  the  article.  The  glaze  shonhl  be  made  sufficiently  thin 
to  avoid  being  pasty,  so  that  it  will  freidy  Ki*read  or  run  over  the  surface.  After  the 
article  has  been  submitted  to  the  second  bath  of  thin  glaze,  the  latter  will  be  found 
to  separate  and  coagulate  in  irregular  spots  upon  the  smooth  surface  formed  by  the 
first  coating  of  glaze.  These  K]>ot4i  are  composed  of  varying  thicknesses,  causing 
each  spot  to  present  various  shades  of  the  coloring  matter  used.  By  varying  the 
thickness  of  the  second  coating  of  glaze  its  density  in  nhade  when  applie<l  to  the 
vessel  will  be  correspondingly  varied.  1  have  produced  very  fine  effects  with  a  blue 
glaze  upon  a  white  enameled  surface;  but  other  colors  may  be  used,  either  upon  a 
white  ground  .or  the  other  plain  colors  obtained  by  the  ordinary  process  of  enamel- 
ing.' Two  or  more  colors  maybe  used  for  the  glaze,  and  thus  a  great,  variety  of 
irregularly  colored  surfaces  bo  produced,  according  to  the  taste  or  fancy  of  the 
designer.  After  the  application  of  the  glazo,  the  article  is  ])laced  in  a  drying-oven 
heated  to  a  temperature  of  about  130^  Falu-cnlieit,  and  is  kept  there  until  the  glazo 
is  approximately  dry,  when  it  is  removed  to  the  oven  or  innnio  employed  in  the  well 
known  onameliug  iirocesses,  where  it  is  a  second  time  lireil,  as  in  the  usual  procesa 
of  enameling. 

The  commonly  received  method  of  preparing  the  enamel  was  to  grind 
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it  as  fine  as  might  be,  ro  that  it  should  not  sink  in  the  water,  but  the 
particles  should  rciuaia  suspended  and  should  approximately  resemble 
impalpable  powder.  The  inveutiou  consisted  in  coarsely  grinding  the 
seiiond  coat  of  enamel,  so'  that  the  particles  wei'e  capable  of  8Usi)enHion 
in  water  but  a  short  time,  and  in  mixing  the  enamel  freely  with  water, 
so  as  to  ni<ako  a  thin  glaze.  When  the  iron  article  is  dipped  in  this 
second  coating,  the  heavy  particles  rapidly  form  the  freely  flowing 
.  enamel  into  drops,  which  have  a  wave  like  motion  and  which  separate 
and  coagulate  in  what  the  patent  terms  *'hrregular  siwts." 

The  second  coating  being  thus  made  up  of  somewhat  larger  particles 
Hows  over  the  surface  with  an  irregular  thickness,  and  the  particles 
lodge  uiK)n  the  surface  of  the  first  coat,  so  as  to  give  the  api>earance 
of  having  moved  forwfu-d  with  a  wave-like  motion.  The  appearance  of 
the  surface  is  described  by  the  complainant's  expert  as  follows: 

Tlie  Kurface  is  covered  with  an  irrognlar  Rcrles  of  waves  or  of  wave-like  nppear- 
Mices,  in  which  can,  neverthcleHJi,  be  traced  a  certain  paraUehiim  or  nniforniity  of 
IhMs-flow.  The  lower  edK<>  of  eiich  wave  in  more  opaque  than  the  other  i>orti(»n  aud 
Hhades  off  gradually  nutil  it  is  nearly  or  quite  the  tint  of  the  ground  upon  which  it 
is  superposed. 

The  appearance  of  iron  cooking  utensils,  bowls,  platters,  and  other 
articles  of  ordinary  household  service  when  ornamented  in  this  way  is 
exceedingly  agieoable  to  the  eye,  and  this  class  of  ware  has  therefore 
a  utility  of  its/)wn. 

The  two  claims  of  the  patent  are  as  follows: 

1.  'ITie  hereinhefore-described  process  of  enameling  and  ornamenting  metal  ware, 
wliich  consists  in  first  covering  the  body  of  the  nrticle  witU  a  glaze  of  any  suit-able 
pbiiu  color,  firing  the  same,  then  apjdying  to  the  surface  an  additional  coating  or 
]iartial  routing  ot'gla/o  of  a  diftoreut  color  IVoni  the  lirst,  the  glaze  constituting  the 
second  coating  or  ]»ai-tial  coating  being  of  .such  a  consistency  as  to  coagulate  in 
irregular  npots  upon  the  surface,  and  a'^ain  firing,  as  set  forth. 

2.  As  a  new  article  of  mannfactnre,  an  enameled  vessel  presenting  a  mottled  or 
variegated  surface  of  two  or  more  colors,  )troduced  by  the  coagulation  in  irregular 
spots  of  one  or  more  of  the  coatings  of  glaze,  subMtantially  asset  forth. 

The  two  c|nestions  in  the  eases  which  are  earnoKtly  contested  and 
which  are  not  easily  answered  ore  those  which  relate  to  the  novelty  of 
the  i)roceRS  and  the  vagueness  of  the  i)jitent. 

It  is  undeniable  tliat  Jacob  J.  Vollrath,  an  ironware  mannfactnrer, 
of  Hbeboygan,  Wis.,  made  from  1S75  to  ISS*J,  and  before  tlie  date  of  the 
invention,  large  quantities  of  mamt'led  wjire,  wtiich  was  known  by  the 
name  of  "  gray  enameled  ware"  and  which  lie  sold  by  the  carload.  He 
genefnlly  used  two  coats  of  enamel.  The  first  was  whitish  in  color, 
which  when  bnnuMl  became  dark  and  smooth.  Tlie  second  (joat,  also  of 
the  same  whitish  color,  was  tnrned  into  the  inside  of  the  vessel  by 
means  of  a  dipper,  the  enanie)  was  ra]»i(lly  whirled  around  the  inside 
so  as  to  cover  the  snrface,  the  supeillnous  emnnel  was  ixnired  back, 
the  article  was  then  hnng  upon  a  liooic  and  strnck  with  a  wooden  ham- 
mer, ai>parently  to  exi^edite  the  ilow,  the  rim  of  the  vessel  was  wii)ed 
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oif,  and  the  vessel  was  quickly  << jerked"  or  shaken.  The  entire  surface 
of  the  enamel  after  a  second  burning  was  flecked  with  small  si)ots,  not 
regular  in  shape,  which  the  German  mechanics  who  testified  called 
*<  cheeky,"  and  which  gave  the  inside  of  the  vessel  a  spotted  or  checked 
appearance  of  dififerent  shades  of  color.  The  object  was  to  make  the 
surface  more  attractive. 

No  person  who  made  the  enamel  or  who  knew  its  composition  was 
examined  a«  a  witness,  and  therefore  its  clianictcr  is  defined  only  in 
general  terms  by  persons  who  are  not  accustomed  to  exactness  in  the 
use  of  language.  An  accurate  idea  of  the  pexiuliarities  of  the  second 
coat  cannot  be  obtained  merely  from  tlie  general  description  which  is 
given  by  these  witnesses.  It  was  thfn  enough  so  that  by  pouring  it  with 
a  dipper  and  twirling  the  vessel  around  it  was  ma4le  to  spretul  freely 
over  the  surface  of  the  vessel,  and  was  not  so  pasty  but  that  it  would 
run  with  freedom.  Upon  the  question  of  the  coarseness  of  the  second 
coat,  which  is  the  i)eculiar  and  distinguishing  feature  of  the  patented 
process,  at  least  three  witnesses  testify  that  it  felt  rough  or  *' sand- 
like" or  coarse,  and  at  least  three  more  testify  that  it  had  to  be  stirred 
frequently  to  be  kept  from  settling  in  a  mass.  Other  witnesses  testify 
in  such  a  manner  that  the  coarse  character  of  the  second  coat  may  be 
inferred.  While  the  intentionally  vague  oral  testimony  of  Vollrath, 
which  was  designed  to  help  the  complainant,  does  not  carry  wmviction 
to  our  minds,  the  fact  of  iinportsince  Avhich  is  connected  with  Vollrath 
is  that  in  1881  he  applied  for  and  obtained  a  patent  for  a  process  of 
enameling  by  a  threefold  coating,  thus  indicating  that  he  did  not 
regard  his  two-coat  process,  which  was  practiced  from  and  att^r  1875, 
as  a  novelty  worthy  of  a  patent.  In  this  state  of  the  testimony  the 
appearance  and  character  of  the  specimens  of  ware  Avhich  were  made 
by  the  Vollrath  process  of  1875,  and  which  are  the  defendant's  exhibit^*, 
become  of  great  importance.  They  show  variegated  or  checkered  spots 
made  intentionally  for  the  purpose  of  oniamentation;  but  tliey  do  not 
show  the  wave-like  motion  of  the  drops  before  coagulation,  and  in  that 
respect  they  difter  irom  the  appearance  of  the  patented  ware,  and  the 
difVerence  indicates,  if  it  does  not  effectually  prove,  that  the  second 
coating  was  not,  as  a  rule,  coarsely  ground.  The  Vollrath  iirocess  was 
a  twocoat  process,  there  being  little  substantial  or  uniform  ditferenco 
between  the  (Joat«.  The  seiH)nd  coat  wa«  universally  spread  over  the 
surface  of  the  vessel,  which  was  hammered  or  pounded,  so  as  to  com- 
pel the  coating  to  be  generally  thinly  distributed  and  to  cause  any 
excess  to  How  away.  The  vessel  wjvs  then  sharply  shaken,  so  that  the 
second  coat  should  be  broken  u]>  or  divided  into  s}>otH.  The  whole  evi- 
dence does  not  satisfy  the  mind  that  the  patented  process  wiis  used  by 
Vollrath  before  he  became  the  complainant's  licensee. 

The  next  (luestion  relates  to  the  vagueness  of  the  patent,  and  it  is 
nisisted  with  much  force  that  the  distinctive  feature  of  the  i»roc«ss  is 
nowhere  described  and  that,  so  far  as  appears  iiom  either  siiecilication 
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or  claims,  it  was  a  repetition  of  the  Vollrath  method  of  enameling.  As 
lias  been  said,  the  customary  mode  of  preparing  enamel  had  been  to 
reduce  the  cooled  mass  to  a  fine  powder.  The  patentee  did  not  instruct 
the  public  in  words  that  the  enamel  was  to  be  coarsely  ground.  The 
instructions  were  that  the  second  or  thin  glaze  was  to  be  composed 
of  any  coloring  matter  that  can  be  made  to  remain  mechanically  sus 
pended  a  short  <ime  in  water.  He  .evidently  intended  to  distinguish 
between  ^'a  short  time"  and  the  usual  long  time  Avhich  enamelers 
aimed  at  His  object  could  not  have  been  to  say  that  it  must  remain 
at  least  a  short  time,  and  might  remain  much  longer;  but  he  wanted  to 
l)oint  out  that  aU  that  was  requisite  was  a  short  time  of  suspension.  He 
did  not  say  that  a  short  time  of  suspension — u  e.y  coarse  grinding — was 
indespensable,  and  therein  consists  the  vagueness  of  the  patent;  but, 
inasmuch  as  coarse  grinding  was  known  by  the  enameler  to  result  in 
suspension  for  a  short  time  only  in  the  water,  it  is  insisted  by  the  com- 
plainant that  he  was  necessarily  instructed  by  the  language  to  grind 
coarsely.  It  cannot  be  denied  that  the  language  is  vague  and  does 
not  infonn  a  person  who  is  not  instructed  in  the  enameling  art.  Whether 
it  sufAciently  informs  the  members  of  the  craft  whom  the  language  was 
meant  to  instruct,  no  testimony  has  been  given  except  by  the  defend- 
ant's expert,  who  was  not  a  practical  enameler,  who  considered  that 
the  instructions  were  very  indefinite.  On  the  other  hand,  it  is  said  by 
the  complainant's  expert,  who  was  not  a  practical  enameler,  that  the 
only  way  known  to  him  of  making  coloring  matter  to  remain  suspended 
a  short  time  in  water  was  to  grind  it  coarsely.  It  is  noticeable  that 
no  testimony  was  produced  by  the  defendant  from  any  skilled  enam- 
eler that  he  would  not  have  been  able  to  understand  the  patent  and  be 
correctly  instructed  by  it.  Silence  upon  this  point  in  a  case  so  care- 
fully prepared  as  this  was  is  significant,  and  inasmuch  as  the  testi- 
mony furnished  by  the  defendant,  upon  whom  rests  the  burden  of  proof, 
is  very  slender,  and  it  gives  no  light  in  regard  to  the  information  which 
the  mechanic  gained  from  the  patent,  our  conclusion  is  that  the  defense 
has  not  been  established. 

That  the  invention,  if  novel,  was  patentable,  is  not  susceptible  of 
earnest  denial.  The  attackable  defects  in  the  patent  are  those  which 
have  already  been  examined. 

No  testimony  was  introduced  to  disprove  the  prima  facie  case  which 
the  complainant  made  of  infringement  by  the  Haberman  Manufactur- 
ing Company,  which  manufactured  by  the  process  and  sold  the  prod- 
uct, and  by  the  defendant  Mosheim,  who  only  sold  the  new  article  of 
manufacture  which  was  made  by  the  process,  and  theretbre  infringed 
the  second  claim.  This  claim  is  for  the  new  article  produced  by  the 
process  of  the  first  claim.    {Olue  Co.  v.  Upton j  4  Cliff.,  237.) 

The  decrees  of  the  Circuit  Court  are  affirmed. 
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[TJ.  B.  Ciraalt  Court  of  APPMla— Third  Circuit] 

Saybb  v.  Soott. 

Ddcidwl  Ma^  SS,  189S. 
63  0.  Q.,  1818. 

1.  Scott— Applk-Parkrs—Infjhngkmknt. 

Patent  No.  232,371,  granted  to  R.  P.  Scott  September  21, 1880,  for  apple-paren, 
Held  to  be  vaUd  and  to  cover  a  rotary  disli-Bhaped  knife  Laving  a  continiion8 
ontting  edge,  whotlior  plain  or  serrated,  and  to  be  infringed  by  a  machine  using 
a  rotary  dieb-eUapod  knife  liaving  a  notch  or  nick  in  its  cutting  edge. 

2.  Construction  ov  Claim. 

The  language  of  a  claim  is  to  be  read  with  reference  to  the  pnrpose  to  be 
accompliHlied  by  tlie  invention,  and  the  phrase  ''a  continnoiis  cutting"  edge 
when  a]>plie<i  to  a  firuit-parer  means  a  catting  edge  continuous  in  action,  an 
edge  whicli  continuously  outs,  and  is  not  limited  to  an  edge  free  from  any  nick 
or  notch  whatsoever  therein. 

3.  Samk—Not  to  be  Narrowly  Construed. 

ITnambignons  terras  in  a  claim  Hhould  not  be  given  a  narrow  or  forced  con- 
strnction  not  required  by  the  state  of  the  art  which. practically  would  defeat 
the  patent. 

4.  Same— Same. 

While  a  claim  should  not  be  construed  so  as  to  expand  it,  on  the  other  hand  it 
should  not  be  given  a  narrow  interpretation  which  would  defeat  the  patent 
unless  absolutely  required  by  the  state  of  the  art. 
6,  Same— Two  Things  Performing  the  Samk  Function. 

IVo  things  are  the  same  in  the  sense  of  the  patent  law  when  they  perform 
the  same  function  in  substantially  the  same  way  and  accomplish  the  same  result. 

6.  Same— Changes  which  Constitutb  Invention. 

Changes  which  turn  failure  into  success  and  which  were  not  obvious  to  ordi- 
nary mechanical  skill  constitute  invention. 

7.  Same— Utiuty— Evidence  of  Invention. 

The  fact  that  a  device  has  utility  and  will  perfoim  that  which  no  prior  device 
will  do  is  evidence  of  patentable  novelty  and  in  a  doubtful  case  will  turn  the 
scale  in  favor  of  the  patentee. 

8.  Infringement— Damages. 

A  lump  sum  claimed  by  defendant  for  ''clerk -hire,  selling  expensofl,  rent,  and 
insurance,"  resting  altogether  upon  an  arbitrary  apportionment  .of  the  expenses 
connected  with  his  general  business,  where  no  sepanite  account  was  kept  con- 
nected with  the  particular  branch  of  the  business  employing  the  invention,  and 
affording  no  way  of  testing  its  accuracy,  should  not  be  allowed. 

9.  Same— Burden  of  Proof. 

In  the  manufacture  of  infringing  devices,  if  any  advantage  results  from  thu 
use  therein  of  an  improvement  by  the  defendanty  the  burden  is  upon  t.'^'^  defend- 
ant to  show  it. 
10.  Same— Damages. 

A  sum  paid  by  the  defendant  for  patents  under  which  he  claims  to  operate 
and  the  cost  of  his  patterns  should  be  disallowed,  as  such  purchases  remain  his 
property. 
11.  Same— Same. 

"Where  the  entire  value  of  the  infringing  mnchino  made  and  sold  by  the 
defendant  is  due  to  the  invention  covered  liy  the  patent  in  suit,  the  plniutilf  ia 
entitled  to  the  whole  profits  realized  by  the  defendant.  ^ 
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Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  New  Jersey. 

Mr.  A.  Q.  Keashey  and  Mr.  J.  C.  Clayton  for  the  appellant. 
Mr.  ^ViHiam  G.  Henderson  for  the  appellee* 

Before  Aoheson,  Butler,  and  Wales,  Judges. 

ACHESON,  J.: 

This  was  a  suit  in  equity  brought  by  Robert  P.  Scott  against  Louis 
A.  Sayre,  the  amn^llaut  here,  for  the  infringement  of  Letters  Patent 
No.  232,371,  dated  September  21, 1880,  granted  to  the  plaintiff  upon  an 
application  filed  December  2, 1878,  for  an  improvement  in  fruit*paring 
macliines. 

In  his  specification  the  inventor  states: 

The  object  of  my  invention  is  to  proilnc«  a  rotary-knife  ftnit-parer  more  practical 
fOi  general  nee  and  more  easily  made  than  that  described  in  my  former  patent  of 
May  16,  1871,  No.  114,867. 

The  specification  then  further  states: 

Tlie  inTention  consistrt  in  a  new  form  of  knife,  being  dished  or  cone-shaped;  the 
manner  of  transmitting  motion  to  tbe  knife  ftom.  tbo  driving-wbeel;  the  position  of 
the  knife  against  the  fruit;  a  new  arrangement  of  the  fork,  being  a  new  form  for 
the  tines  and  manner  of  holding  them  together  on  a  spindle,  with  which  they 
revolve;  the  manner  of  connecting  the  frame  of  the  machine  to  the  standard  which 
supports  the  same. 

Finally,  it  consists  in  the  general  arrangement  of  the  gearing,  in  manner  of  trans- 
mitting motion  to  all  the  parts  from  the  driving-wheel,  particularly  those  parts 
required  in  addition  to  other  paring-machines,  on  account  of  my  giving  a  new  move- 
ment tu  the  knife  not  ii-sed  in  other  parerrt  previous  to  mine,  the  present  plan  dififer- 

ing  entirely  from  that  in  my  former  machine. 

•  •••••• 

The  revolving  knife  H  is  of  a  form  and  operated  in  a  manner  claimed  as  new.  It 
has  the  shape  of  an  invertotl  frustum  of  a  cone,  and  is  fast  to  aud  revolves  with  the 
shaft  IT.  This  form  gives  the  proper  slant  to  the  knife  toward  tlio  fruit  without  the 
small  bevcl-genrs,  as  required  in  my  former  patent.  It  also  presents  several  other 
advantages  In  the  practical  working  of  the  machine.  In  the  old  device  uneven 
fruit  would  not  come  in  contact  with  the  knife  at  the  center  or  highest  point,  in 
which  case  it  did  not  work  satisfactorily. 

The  patent  has  two  claims,  namely: 

1.  lliu  rotating  dish-shaped  knife  H,  having  a  continuous  cutting  edge,  in  combi- 
nation with  mechanism  for  operating  the  same,  and  the  revolving  fork  O,  substan- 
tially US  and  for  the  purpose  described. 

2.  The  combination,  in  a  paring-in.ichine,  of  a  knife,  H,  fork  O,  pinion  D,  driving- 
wheel  B,  idle-wheel  K,  pinion  K,  H])ur- wheel  G,  knife-pinion  v,  table-pinion  m,  table- 
wheel  C,  frame  A,  support  I,  and  latch  z,  the  whole  being  applied  together  so  as  to 
operate  in  the  manner  described. 

Upon  the  brancli  of  this  case  involving  the  right  of  the  plaintiff  to 
maintain  his  bill,  the  defenses  here  urged  are  non  infringement  and  the 
invalidity  of  the  patent  for  hick  of  ]>atentable  novelty. 

The  issue  raised  by  the  first  of  these  defenses  is  the  one  chiefly  dis- 
cussed and  insisted  on  in  the  appellant's  brief,  and  to  it  we  will  pow 
address  ourselves.  OOgie 
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The  dish'Bhaped  knife  in  the  defeudaiit's  parer  is  made  with  » alight 
nick  or  slit  in  the  catting-edge,  which  his  expert  describes  i 


a  notch  wbiob  formn  a  right-angled  corner  at  a  certain  point  in  the  periphery  of  the 
cntter. 

The  defendant's  machines  were  manntactored  nnder  two  patents 
granted  to  Herbert  Gottrell,  the  first  No.  284,823  dated  September  11, 
1883,  on  an  application  filed  Jnly  28, 1883,  the  other  No.  340,937  dated 
April  27, 1886,  on  an  application  iUed  September  21, 1885.  The  earlier 
of  these  patents,  in  the  specification,  states: 

The  inyention  eonsieti  in  the  combination,  with  a  cylindrical  or  circular  catter- 
head,  of  an  annnlar  cutter  having  an  opening  acroM  the  circumference  to  aUow  of 
iU  being  epmng  onto  the  head,  and  to  contract  and  hold  iteelf  thereon  by  ite  elaa- 
ticity. 

This  description  indicates  the  character  of  the  small  notch  in  the 
cntting-edge  of  the  defendant's  frolt-parers,  npon  which  he  bases  his 
defense  of  non-iufriugement.  The  function  there  mentioned  is  the 
only  one  ascribed  to  the  oi>euing  by  that  patent  The  specification  of 
Gottrell's  later  patent,  however,  states  that  the  two  ends  of  the  circu- 
lar strip  are  kept  sufficiently  apart  on  the  cutter-head  to  enable  the 
sharp  angle  of  one  end  to  come  in  contact  with  the  fruit  as  the  cutter 
revolves,  thus  avoiding  the  tendency  to  scrape  the  skin  without  cut- 
ting. We  are  not  at  all  convinced  by  tLe  proofs  that  any  advantage  is 
thus  secured;  but  if  it  be  an  improvement  these  subsequent  patents 
afford  no  ground  of  defense  as  against  the  plaintiff  in  this  bill.  {Can- 
treU  V.  Wallieh^  0.  D.,  1886,  207  j  35  O.  ».,  871;  117  U.  S.,  089.) 

It  is,  however,  strenuously  insisted  that  by  the  claims  of  his  patent 
the  plaintiff  is  limited  to  a  rotary  dish-shaped  knife  with  a  cutting- 
edge  free  £rom  any  nick  or  notch  whatsoever  therein.  Is  this  the  true 
construction  of  the  patent!  What  do  the  words  ^^the  rotaiy  dish- 
shaped  knife  H,  having  a  continuous  cutting  edge,"  foirly  importt  This 
language  is  to  be  read  with  reference  to  the  purpose  to  be  accom- 
plished. The  phrase  a  ^'continuous  cutting  edge"  applied  to  a  fruit- 
parer  means,  we  think,  a  cutting  edge  continuous  in  action,  an  edge 
which  continuously  cuts.  This  is  the  reasonable  construction,  regard 
being  had  to  the  particular  art.  It  is  also  the  natural  meaning  of  the 
words  employed.  Nor  do  we  find  anything  in  the  contents  of  the  file- 
wrapper  or  in  the  references  therein  contained  which  requires  us  to 
impose  upon  the  unambiguous  terms  of  the  claims  a  narrow  and  forced 
construction,  which  practically  would  defeat  the  patent.  Indeed,  the 
closing  correspondence  between  the  Office  and  the  applicant  indicates 
that  it  was  the  understanding  of  both  that  the  Word  << continuous" 
covered  a  cutting  edge,  whether  plain  or  serrated.  But  the  patentee 
is  not  seeking  constructively  to  expand  his  claims.  He  is  resisting  a 
very  narrow  interpretation  of  them,  which  would  render  his  patent 
valueless. 

Now  under  the  proofs  it  is  peifectly  dear  that  the  defendant's  cot- 
ting  edge  is  continuous  in  action.    Its  substantial  continuity  remainSy 
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iiotwithstAoding  the  nick  or  cut.  When  the  machine  is  in  operation, 
the  nick  is  imperceptible,  and  it  is  immaterial  to  the  required  work. 
For  every  practical  purpose  the  defendant's  rotating  dish-shaped  knife 
has  a  <<  continuous  cutting  edge.''  The  plaintifif's  cutting  edge  and  the 
defendant's  cutting  edge  peribrm  the  same  function  in  substantially  the 
same  way  and  accomplish  the  siune  result.  Therefore  in  the  sense  of 
the  patent  law  they  are  the  same  thing.  ( Union  Paper  Bag  Machine 
Ownpany  and  Cnpples  v.  Murphy j  G.  D.,  1878, 199;  13  O.  O.,  366;  97  U. 
S.,  120.).  This  record,  in  our  judgment,  shows  clear  intringeroent  by 
the  appellant. 

In  considering  the  question  of  patentable  novelty  we  naturally  turn, 
in  the  first  instance,  to  the  earlier  Scott  patent  of  1871.  Upon  it  the 
defense  lays  special  stress.  Now  the  fruit-paring  machine  therein 
described  undoubtedly  has  features  found  in  the  machine  made  in 
accordance  with  the  patent  in  suit.  Iir  particular,  it  has  a  rotary  knife; 
but  that  knife  is  a  flat  disk,  and  the  highest  point  is  the  only  proper 
cutting  part.  Consequently  that  machine  worked  satisfactorily  only 
when  the  fruit  came  against  the  highest  point  of  the  knife,  and  the 
paring  was  imperfect  when  it  came  against  tlie  one  or  the  other  side  of 
the  knife  at  a  lower  point.  This  change  in  position  was  constantly 
occurring.  It  is  true  that  peaches  could  be  pared  by  the  machine  of 
1871  when  worked  by  a  skillfol  hand  if  the  fruit  was  regular  in  shape 
and  of  uniform  size;  but  for  common  and  practical  use  the  machine 
was  a  complete  failure.  Now  a  practical  machine  for  paring  peaches 
was  much  desired  and  sought  after;  yet  the  remedy  for  the  serious 
defects  of  the  1871  parer  for  a  long  time  was  undiscovered.  The  changes 
the  plaintiff  ultimately  made,  which  turned  Mlure  into  success,  were 
not  obvious  to  ordinary  mechanical  skill.  They  were  the  result  of  much 
study  and  persistent  experiments,  extending  over  a  period  of  about  two 
years,  by  one  possessed  of  special  knowledge  and  experience.  All  this, 
we  tl)ink,  is  distinctly  proved.  The  most  important  Improvemen  t  which 
the  plaintiff*  devised  was  the  dish-shaped  knife.  This  was  a  radical 
change.  In  the  rotary  knife  of  the  earlier  patent  the  plane  of  the  cut- 
ting edge  was  tangent  to  the  surface  of  the  fruit;  but  in  the  maichine 
of  the  1880  patent  the  plane  of  the  cutting-edge  is  perpendicular  and 
substantially  normal  to  the  spherical  surface  of  the  fruit.  Thus  the 
old  difficulty  arising  from  the  fruit  getting  down  on  the  side  of  the 
knife  was  entirely  obviated.  The  cutting-edge  of  the  dish-shaped 
knife  always  bears  the  same  relation  to  the  fruit,  no  matter  what  its 
Bhai>e  or  size  may  be,  and  it  pares  every  part  of  the  fruit  with  equal 
facility. 

We  do  not  feel  called  on  to  discuss  with  particularity  the  numerous 
other  prior  patents  put  in  evidence  to  sustain  this  branch  of  the  defense. 
None  of  them  is  anticipatory  of  the  plaintiff's  improvement;  nor  do  we 
find  in  them  anything  suggestive  thereof. 

The  plaintiff's  fruit-paring  machine  of  1880  here  involved  was  devised 
with  special  reference  to  paring  peaches,  and  it  is  proved  that  it  was  the 
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first  machine  which  Buccessfully  did  that  work.  Before  it  was  put  ux>on 
the  market  peaches  were  pared  by  hand.  Its  undoubted  utility  was 
quickly  perceived  by  tlie  trade,  and  iuimeiliately  it  went  into  extensive 
public  use. 

This  last  mentioned  fact  of  itself,  it  is  well  settled,  is  evidence  of  pat- 
entable novelty,  and  in  a  doubtful  ca«e  will  turn  tbe  scale  in  favor  of 
the  patentee.  {Smith  v.  Ooodifear  Dental  Vulcanite  Co.,  0.  D.,  1877,171; 
11  O.  G.,  246;  93  U.  S.,  48G;  Magowan  v.  New  York  Belting  Co.y  C.  D., 
1801, 512;  67  O.  G.,  845;  141  U.  8.,  332,  343;  Topliff  v.  Toplif,  0.  D., 
1892,  402;  69  O.  G.,  1257;  145  U.  8.,  156.) 

In  Web8ter  Loom  Company  v.  Biggins  (G.  D.,  1882, 285;  21  O.  G.,  2031 ; 
105  U.  S.,  680.  591)  it  is  snid: 

It  may  be  laid  down  as  a  general  mle,  tlion^rh,  perhajM,  not  an  invariable  one, 
that  if  a  new  combination  and  iirrangement  of  known  elements  prodnce  a  new  and 
beneficial  resnlt  never  obtained  before  it  is  evidence  of  invention. 

There  the  new  and  useful  result  upon  which  the  patent  was  sustained 
was  the  greatly  increivscd  efiectiveness  of  a  loom  in  production. 

In  Comolidated  Valve  Go.  v.  Croitby  Valve  Co.,  (C.  D.,  1885, 180;  30  O. 
G.,  991;  113  U.  S.,  157, 179,)  in  which  the  patent  sued  on  was  adjudged 
to  be  valid,  we  find  this  langruage,  which  is  apposite  here: 

Ricbardson's  invention  brongbt  to  snocess  what  prior  inventors  had  essayed  and 
partly  accomplished.  He  nsed  some  things  which  had  been  used  before;  bnt  he 
added  just  that  which  was  necessary  to  make  the  whole  a  practically  valuable  and 
economical  apparatus.  The  fact  that  the  known  valves  were  not  nsed  and  the 
speedy  and  extensive  adoption  of  Richardson's  valve  are  facts  in  harmony  with  the 
evidence  that  his  valve  contains  J  nst  what  the  prior  valves  lacked,  and  go  to  support 
the  oonclasion  at  which  we  have  arrived  on  the  question  of  novelty. 

In  the  Barbed  Wire  Patent  (0.  D,,  1892,  299;  58  O.  G.,  1555;  143  U. 
S.,  275,  283)  it  is  said: 

In  the  law  of  patents  it  is  the  last  step  that  wins.  It  may  be  strange  that,  con- 
sidering the  important  results  obtained  by  Kelly  in  his  patent,  it  did  not  occur  to 
him  to  substitute  a  coifed  wire  in  place  of  the  diamond-shape  prong;  bnt  evidently 
it  did  not;  and  to  the  man  to  whom  it  did  ought  not  to  be  denied  the  quality  of 
inventor. 

In  Gandy  v.  Main  Belting  Company  (C.  D.,  1892, 395;  59  O.  G.,  1106; 
143  U.  8.,  587, 194)  it  is  said: 

In  view  of  the  fact  that  previous  attempts,  of  which  there  appear  to  have  been 
several,  to  make  a  practical  canvas  belt  had  been  fuilnres,  and  that  Gandy  had  been 
experimenting  with  the  subject  for  several  years  before  he  discovered  that  a  change 
was  necessary  in  the  structure  of  the  oanvas  itself,  we  do  not  think  his  improve- 
ment is  a  change  in  degree  only,  or  such  an  one  as  would  have  occurred  to  an  ordi- 
nary mechanic,  and  our  opinion  is  that  it  does  involve  an  exercise  of  the  inventive 
faculty. 

These  decisions  tally  justify  the  conclnsion  we  have  reached  upon  a 
careful  consideration  of  the  proofs  that  tlie  patent  in  suit  discloses 
patentable  novelty  and  is  valid. 

The  master's  report  was  based  altogether  upon  the  profits  actuidly 
realized  by  the  dellendant  ftom  his  sales  of  infringing  machines.   /The 

oogle 
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defendant  was  charged  with  tlic  amount  received  by  him  from  sales  aR 
stated  by  himself.  We  are  not  convinced  that  the  master  erred  in  his 
finding  of  the  cost  of  mannfactnre.  In  the  accounting,  besides  a  ci*edit 
for  the  cost  of  manufacture  as  found  by  the  miister  and  a  credit  for 
advertising,  the  defendant  was  allowed  for  freight  and  cartage  and  dis- 
counts to  purchasers.  We  think  the  master  was  right  in  disallowing 
the  lumping  sum  which  the  defendant  claimed  for  <<  clerk-hire,"  selling 
expenses,  rent,  and  insurance."  That  was  a  mere  estimate,  unsup- 
ported by  evidence.  There  was  no  way  of  testing  its  accuracy,  and  tor 
this  the  defendant  was  responsible.  He  kept  no  separate  account  con- 
nected with  this  particular  branch  of  his  business  of  those  items.  The 
claim  rested  altogether  ui)ou  an  arbitrary  apportionment  of  the  expen- 
ses connected  \iith  his  general  business.  We  do  not  see  upon  what 
principle  the  defendant  is  entitled  to  an  allowance  for  the  sum  he  paid 
ibr  the  Gottrell  patents  and  the  cost  of  his  patterns.  They  remain  his 
property.  These  credits  were  properly  disallowed.  {Crosby  Valve  Co. 
V.  Safety  Valve  Go.^  0.  D.,  1891,  521;  67  O.  G.,  1000;  141  U.  S.,  441.) 
If  in  the  manufacture  of  the  infringing  parers  any  advantage  resulted 
from  the  use  of  the  Gottrell  patents,  the  burden  was  upon  the  detlend- 
ant  to  show  it.  {Elkaheth  v.  Pavement  Co.y  97  U.  S.,  126.)  But  there 
was  no  satisfactory  evidence  of  such  advantage.  We  think  the  evi- 
dence fully  warrants  the  conclusion  that  the  entire  value  of  the  infring- 
ing machines  made  and  sold  by  the  defcndiint  was  due  to  the  invention 
covered  by  the  patent  in  suit,  and  therefore  the  plaintiff  was  entitled 
to  the  whole  profits  realized.  (Elizabeth  v.  Pavement  Co.j  supra;  Crosby 
Valve  Co.  v.  Safety  Valve  Co.j  supra,)  The  account  as  stated  by  the 
master  and  confirmed  by  the  court  seems  to  us  to  be  substantially  cor- 
rect in  all  particulars. 
The  decree  of  the  Circuit  Court  is  affirmed. 


[U.  S.  Clroult  Conrt— Western  Dlatiiot  of  Per.nsylranlA.] 

Dedebioe  v.  Fox. 

Decided  Fehi-uary  7, 189S. 

63  O.  G.,  1963. 

CoNTiwtnwG  Applications— Public  Use. 

Wbere  an  applicant  flies  a  second  application  as  a  division  of  bis  original 
application,  then  incorporates  the  claims  of  the  original  application  into  the 
divisional  application,  and  formally  abandons  the  original  application,  Held 
that  the  whole  proceeding  is  a  continuous  one  and  that  public  use  to  bur  the 
patent  granted  on  the  second  or  divisional  application  mast  be  a  pnbUo  use  two 
years  prior  to  the  filing  of  the  original  application. 

iNTKKFKRIKG  PATKNTS— SECTION  4018,  ReVISKD  BtaTUTKS. 

Patents  interfere  under  seotion  4918,  Revised  Statutes,  only  when  they  claim, 
in  whole  or  in  pait  the  same  invention.  ^^^^^  ^  GoOqIc 

13182  PAT ^26  ^ 
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8.  Samk. 

The  question  of  interference  between  patents  is  determined  by  tbe  claims,  not 
by  the  general  appearance  and  ftiuctioi)  of  macliiues  shown  b^t  not  claimed. 
4.  Equity— Pbacticx. 

Objection  that  equity  has  no  Jurisdiction  comes  too  late  when  raised  for  first 
time  at  final  hearing  and  after  answer  has  tendered  a  number  of  issues  upon 
which  much  testimony  has  been  taken. 

Messrs.  Ghuroh  dt  Church  for  tbe  complainant. 
Mr.  Lysander  Hill  for  the  defendant. 

Before  Aoheson  and  Buffington,  Judges. 

BUFFINGTON,  J.: 

Peter  K.  Dederick  files  a  bill  against  William  Fox  for  alleged  in- 
firingement  of  Letters  Patent  Ko.  382,144,  for  improvements  in  baling 
presses,  applied  for  September  14,  1883,  and  issned  May  1, 1888.  To 
this  bill  Fox  answers  denying  iufringenieiit,  alleging  tlie  patent  was 
invalid  and  void  becaase  complainant  had  abandoned  the  ;illeged 
invention  to  tbe  public;  that  it  had  been  in  public  use  and  on  sale  for 
more  than  two  years  before  the  application ;  that  it  was  embodied  in 
Letters  Patent  to  Andrew  Wickey,  No.  305,211,  applied  for  February 
6, 1886,  and  issued  June  21, 1887.  He  alleged  fraud  in  obtaining  tbe 
patent,  and  finally  that  in  the  then  state  of  the  art  it  was  not  a  pat- 
entable invention,  but  a  mere  mechanical  device.  By  replication  filed 
issu6  was  joined  and  proofs  taken.  The  alleged  infringing  machine  is 
of  the  form  of  structure  shown  in  the  Wickey  patent  and  is  conceded 
to  infringe  the  Dederick  patent,  if  the  latter  be  valid,  and  dates  to  tbe 
filing  of  tbe  original  application. 

The  questions  raised  and  discussed  by  counsel  at  the  bearing  may  be 
grouped  under  three  beads: 

First  Is  the  Dederick  patent  valid? 

Secondly.  If  so,  are  the  Wickey  and  it  "interfering  patents"  within 
the  meaning  of  Revised  Statutes,  section  4918,  and,  if  so,  must  tbe 
course  therein  provided  be  followed  and  the  question  of  interference 
determined  before  the  present  suit  will  lie  against  a  mere  userf 

Thirdly.  Upon  the  facts  shown  is  the  relief  asked  for  the  subject  of 
equitable  jui*isdiction. 

The  principal  question  under  the  first  head  is  as  to  abandonment,  and 
tbe  facts  from  which  it  is  claimed  to  arise  are  these: 

Tbe  application  of  Dederick,  filed  September  14, 1883,  set  forth: 

Tbe  sides  of  the  chftmber  of  the  press  are  constmoted  open  part  of  the  way,  as 
shown  at  H,  to  ftu:ilitate  binding  the  bales,  and  the  projecting  ends  of  the  chamber 
sides  at  both  of  the  openings  H  are  slotted  in  order  to  admit  of  passing  bands  at  the 
right  before  the  tying>partitions  reach  the  openings,  if  dcsired|  and  at  the  left  to 
admit  of  the  bands  passing  oat  with  the  bale. 

•  •  •  *  '    •  •  • 

It  should  be  observed  that  in  Letters  Pivtent  Xo.  153,084,  Jnne  16, 1874,  I  hare 
shown  open  sides;  but  iu  the  present  upplicntiou  the  openings  do  not  extend  to  the 
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top  and  bottom  of  the  ehamber,  but  only  to  the  top  and  bottom  slote,  and  leaving 
llangee  O  projecting  into  the  opeuingn  11  to  form  comers  for 'friction  iit  the  top  and 
bottom,  and  the  section  of  side  Q  ia  atUnatable  and  secured  or  dumped  at  but  one 
point  or  at  the  center,  or  nearly  so,  s^  that  when  acljnsted  to  produce  friction  it  will 
conform  to  the  bale  and  produce  bearing  friction  with  its  entire  inner  surface  more 
uniformly  than  could  be  if  a^usted  at  two  or  more  places,  as  shown  in  the  previous 
application  refiMrred  to. 

I  prefsrably  use  a  band  I  to  damp  the  frame,  which  is  formed,  as  shown,  with 
ants  to  screw  up  in  a  strong  case  bearing  at  eacli  side  of  the  press,  snd  so  that 
acUuating  the  same  produces  friction,  as  required,  at  top,  bottom,  and  sides  at  the 
same  time,  although  any  form  of  band  will  answer  the  purpose,  or  bolts  across  the 
frame  by  the  ways  to  damp  the  bale  and  produce  friction  will  suffice. 

Having  thus  ftiUy  detcribed  my  invention,  what  I  claim  ia^ 

«  •  •  •  •  «  • 

9.  The  combination  of  the  bale-diamber  F  with  the  adjustable  sides  O. 
8.  The  combination  of  the  openings  H  with  the  ai^ustable  sides  G. 

4.  The  combination  of  the  adjnstable  sides  G  with  the  clamp  I,  as  set  forth. 

5.  The  combination  of  openings  U  and  Hanges  O  and  timber  K. 

6.  Xb®  combination  of  openings  H  and  Hanges  O  with  a  bale-chamber  provided 
with  doaed  aides  at  the  discharge  end,  aa  at  G. 

Witlioat  describing  in  detail  the  improvement  Dederick  made,  its 
importaucey  or  the  diflbrence  between  it  and  his  preceding  device,  suf- 
iice  it  to  say  that  the  preceding  application  when  read  in  ftill  draws 
the  distinction  between  them  and  points  to  his  improvements — ^viz.,  the 
openings  in  the  bale-chambers,  the  guiding- strips,  and  self  conforming 
and  adjustable  dosed  sides  of  the  bale-chamber  and  clamped  or  pivoted 
at  a  single  point.  Had  these  original  claims  been  allowed,  the  present 
machine,  made  in  conformity  with  tlie  Wickey  patent,  would  clearly 
infringe. 

On  the  19th  of  October,  1883,  the  application  was  acted  on  and  claims 
rejected.  On  the  27tb  of  July,  1885,  (within  the  two  years  provided  by 
Sevised  Statutes,  section  4894,)  the  application  was  amended  by  anew 
qMOdfication  containing,  inter  alia,  the  second,  third,  fourth,  a^id  sixth 
claims,  as  above.  It  waa  agaiu  rejected  on  July  29, 1885.  ^Thereafter 
foUowed  a  long  course  of  further  amendments,  r^eotfons,  appeals,  inter- 
jfiBreuces  ordered  and  dissolved,  substitution  of  drawings,  etc,  until  the 
application  was  finally  allowed  June  25, 1887. 

On  August  15, 1887,  applicant  asked  permission  .to  add  two  claims 
to  hia  allowed  case,  viz: 

In  a  baling-pvess,  the  eombination,  with  a  bale-ehamber  having  openings,  as  at 
H,  of  thv  sides  6,  eaeh  damped  at  but  a  single  point,  whereby  they  may  uiitoiiiati> 
oaUy  adjiiat  themselves  to  the  colomn  of  pressed  muterial,  substantially  as  described. 

And— 

In  a  baUng-press,  the  combination,  in  a  bale-ohamber  having  openings,  as  at  H,  of 
the  sides  G,  each  clamped  at  but  a  sin>(le  point,  for  the  purpose  specified,  and'pro- 
vid^d  with  passages  for  the  bauds  on  tlio  bales,  substantially  as  described. 

In  the  petition  accompanying  them  it  was  stated: 

Tliese  additional  olaims  are  presoutMl  nt  the  request  of  the  applicant,  who  makes 
IIm  point  that  the  claims  at  present  aUo  wed  are  not  sodident  to  cover  fully  the  most 
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important  feature  of  his  invention— to  wit,  the  antomatically-a^Jastable  tides  G,  as 
applied  to  a  press  of  tbis  kind. 

The  fifth  allowed  claim  contains  as  an  unnecessary  limitation  the  words  "sup- 
ported at  or  near  central  points, "  and  it  is  feared  that  should  an  iniVingor  locntethe 
support  a  ip-eat  deal  nearer  one  edge  than  the  center  he  would  evade  tlie  claim,  but 
•till  employ  the  substance  of  the  invention. 

This  request  was  refused  because  it  would  require  a  new  exaiuina- 
tion.  So,  on  November  10,  1887,  Dederick  filed  a  new  application, 
containing  the  two  claims  as  above,  as  ^<a  division  "  of  bis  then-allowed 
application.  He  then  asked  the  case  to  be  withdrawn  fi*om  issue  aud 
suspended;  that  the  Examiner  be  required  to  pass  on  the  patentability 
of  these  claims,  and  if  found  patentable  that  he  bo  allowed  to  insert 
them  in  the  allowed  case  and  to  formally  abandon  the  divisional  case. 
This  petition  was  refused  for  the  reason — 

it  would  not  be  in  accordance  with  good  practice  or  orderly  proceedings  governing 
such  oases  to  grant  the  same. 

And  it  was  suggested — 

that  the  applicant  has  his  remedy  in  the  premises,  should  he  incorporate  in  his  appli- 
cation last  filed  the  claims  which  are  embraced  in  his  allowed  case,  nud  nlso  by 
formaUy  abandoning  the  same. 

This  suggestion,  made  by  the  Committee  on  Division  and  approved 
by  the  Commissioner  of  Patents,  was  followed,  and  on  December  23, 
1887,  Dederick  filed  a  paper  in  which  he  says: 

I  hereby  make  formal  abandonment  of  said  application  (but  not  of  the  invention 
therein  contained)  in  favor  of  my  other  pending  application,  Serial  No.  254,854,  filed 
^Jfovember  8, 1887,  which  said  last- mentioned  application  I  desire  to  stand  as  a  sub- 
stitute for  my  said  application.  Serial  Ko.  106,470. 

The  same  day  he  ameuded  his  second  application  by  embodying 
therein  all  claims  allowed  on  his  original  one.  As  thus  amended  his 
second  or  division  application  was  allowed  April  3, 1888,  in  the  form 
of  the  patent  in  suit. 

How  these  facts  evidence  abandonment  we  can  not  see.  Far  fh>m 
being  a  giving  up  it  was  a  most  persistent  pursuit,  a  continuous  demand 
for  the  claims  first  asked  for.  The  substantial  elements  of  the  inven- 
tion were  set  forth  in  the  original  application,  claims  broad  enough  to 
cover  the  features  of  invention  embraced  in  the  two  claims  afterward 
made,  as  noted  above.  To  our  mind  these  do  not  exceed  the  scope  of 
the  original  claims,  but  were  made  in  the  exercise  of  a  due  caution  on 
the  applicant's  part  to  forestall  anticipated  evasion.  In  view  of  the 
disclosure  and  explanation  of  invention  made  in  the  original  applica- 
tion, their  allowance  was  proper.  We  are  of  opinion  the  entire  course 
of  procedure  was  in  effect  a  continuous  one  from  the  filing  of  the  first 
application  until  final  allowance,  and  that  there  was  no  abandonment 
by  Dederick.  His  patent,  then,  being  valid,  prior  in  date  to  the 
Wickey  one,  and  infringed  by  the  machine  in  question,  are  the  two 
patents  interfering  ones  under  lievised  Statutes,  section  401 8  f  If  so, 
is  the  course  provided  therein  mandatory  aud  a  condition  precedent  to 
a  suit  against  a  mere  user!  oigi,,,,  ^y Google 
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There  is  a  grave  doubt  whenher  the^e  questions  are  properly  before 
as.  In  bis  answer  defendant,  as  we  have  seen,  set  np  a  number  of 
defenses;  but  it  was  not  until  final  hearing  that  the  question  of  juris- 
diction was  first  raised. 

Upon  the  general  (juestion  of  infringement  this  court  has  jurisdio- 
tion,  and  under  the  pleadings  in  this  ease  after  issue  joined  and  testi- 
mony taken  on  the  issues,  which  the  defendant  chose  to  raise,  this 
objection,  now  for  the  first  time  heard,  ought  not  to  prevail.  The  case 
of  Reynes  v.  Dumont  (130  U.  S.,  379),  following  by  Tyler  v.  Savage 
(143  U.  S.,  97),  would  justify  us  in  declining  to  consider  this  question. 
Assuming,  however,  it  is  proi>erly  before  us,  are  these  interfering 
patents!    Interference  and  infringement  are  essentially  distinct. 

It  liM  l>ecoine  Tvell  settled  law  that  two  patents  interfere  within  the  meaning  of 
thia  seetion  (4918)  only  when  they  el  aim  in  whole  or  in  part  the  same  invention. 
{Kaihan  Manfg,  Co.  y.  Craig,  C.  D.,  1892,280:  58  O.  G.,  1093;  49  Fed.  Bep.,  370,  and 
ease  cited.) 

Appling  this  principle,  do  the  first,  second,  and  fifth  Wickey  claims 
<<  interfere  "  with  the  first,  second,  third,  fourth,  fifth,  and  sixth  Dederick 
claims,  as  contended  by  defendant's  counsel  f 

The  Wickey  claims  are : 

1.  In  oomhination  with  the  baling  tmnk  or  chamber  having  a  contractile  delivery 
end,  a  flexible  encircling  hoop  and  means  for  tightening  said  hoop  to  eflect  the  con- 
traction of  said  end. 

2.  Jn  combination  with  the  top  and  bottom  walls,  d  e,  of  the  tmnk,  movable  to 
and  fh>ni  each  other,  the  sideboards,  D,  their  supporting-bars  E,  the  encircling  hoop 
G,  and  expansion  devices,  snbstnntinlly  m  described,  whereby  the  hoop  is  caused  to 
force  the  parts  inward  and  tlins  contract  the  delivery  end  of  the  tmnk. 

•  •••••• 

5.  In  a  press  of  the  type  heroin  described,  the  side  boards,  D,  for  applying  the 
final  pressure  to  the  bale,  extended  beyond  their  supports  towards  the  receiving  end 
of  the  press  a  greater  distance  than  they  are  extended  toward  the  delivery  end. 

And  the  Dederick  claims  are: 

1.  In  a  baling-press,  the  combination,  with  the  bale-chamber  having  openings,  as 
at  H,  of  the  sides,  each  pivotally  supported  at  a  point  between  its  extremities, 
whereby  said  sides  are  permitted  to  conform  to  and  bear  with  uniform  Motion  upon 
the  column  of  pressed  material,  substantiaUy  as  describe<l. 

2.  In  a  baling-press,  the  combination,  with  the  bale-chamber  having  openings, 
as  at  H,  of  the  sides  provided  with  passages  for  the  bands  on  the  bales,  and  each 
pivotally  snp^rted  at  a  point  between  its  extremities,  sulMtantially  as  described, 
for  the  pur^jose  specified. 

8.  The  bnle-chnniber  having  the  openings  H  and  guides  O,  and  provided  with  the 
closed  sides  at  the  discharge  end,  substantiaUy  as  described. 

4.  The  bale-chamber  having  the  openings  H  and  guides  O,  in  combination  with  the 
adjustable  closed  sides  at  the  discj^irge  end,  and  means  for  a4Justingsaid  sides,  sub- 
stantially as  described. 

5.  The  bale-chamber  having  the  openings  H,  the  guides  0  and  the  slotted  closed 
sides  at  its  discharge  end,  substantially  as  described. 

6.  The  bale-chamber  having  the  openings  H,  the  guides  O,  and  the  a4}ustable 
slotted  olosed  sUdee  at  its  discharge  end,  substantially  as  described,  r^  i 

•  •  •  ^Googl^ 
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The  question  of  interference  is  determined  by  the  elaimti,  not  by  the 
general  appearance  and  Ainetions  of  the  machine  shown  but  not 
claimed.  The  elements  of  Wick^s  first  claim  are,  first,  au  encircling 
hoop,  and  secondly,  devices  for  tightening  the  hoop,  iieither  of  which 
appears  in  any  of  Dederick's  claims. » 

The  second  claim  is  still  more  limited,  for  it  inclades,  besides  the 
two  named,  a  number  of  others,  and  what  is  said  of  the  first  applies  the 
more  to  it  The  fifth  claim  is  for  a  spedflc  form  of  construction.  It  is 
not  for  the  same  invention  Dederick  made,  but  is  subordinate  thereto. 

The  patents,  then,  not  being  interfering  ones  within  the  purview  of 
Bevised  Statutes,  section  4918,  the  case  of  American  EoU  Paper  Co.  v. 
Knopp  (C.  D.,  1891, 283 ;  54  O.  G.,  d9I ;  44  Fed.  Rep.,  609)  is  not  applica- 
cable.    We,  therefore,  are  not  called  upon  to  discuss  it. 

We  are  asked,  however,  to  dismiss  this  bill  because  the  plaintiiTs 
remedy  is  at  law.  However  potent  this  reason  might  have  been  if 
raised  in  (mine,  as  was  done  in  Smith  y.  Sandg  (0.  D.,  1885,  428;  32 
O.  G.,  1467;  24  Fed.  Bep.,  470,)  yet,  in  view  of  the  fact  that  it  was  not 
raised  until  final  hearing  and  the  answer  tendered  a  number  of  issues 
upon  which  much  testimony  has  been  taken,  we  do  not  think  it  should 
now  prevail,  and  in  support  of  that  position  we  refer  to  Beynes  y. 
Dumont  and  Tyler  v.  Savage  supra. 

Let  a  decree  be  drawn  accordingly. 

Judge  Acheson  concurs. 


(IT.  8.  CiMoit  Coort-Soothem  nistrlet  of  Ohio.  Weaten  Dtrltlon.] 

YAILB  ET  AL.  V.  BUOKETE  IBON  AlH)  BbASB  WoRKB. 

JheM€i  ApHl  14,  189S. 

88  O.  O..  19S5. 

YaILI— PR0GK88  OF  AND  APPARATUS  TOR  COOKOTO  OiL-MRAI/— Yom  PaTBNT— > 

Waiit  of  Novelty  and  Ixvmrnoir. 

Letten  Patent  No.  SOS,  112,  grftiited  November  IS.  ISSi,  to  John  H.  Vaile,  for 
»  process  ftud  ftpparmtns  for  cooking  oil-nie*l,  examined  and  ffeld,  in  vietr  of  the 
the  state  of  the  art.  to  be  void  for  trant  of  patentable  novelty  and  invention. 
Samb— A  Mkrk  Chanok  op  Arranosmbht. 

The  only  real  difterence  between  the  devices  in  the  prior  state  of  the  art  and 
the  patent  is  that  in  the  patent  ti^o  cooking-tanks  were  so  arranged  that  each 
should  be  pnrtly  over  the  storage-heater,  whereas  in  the  prior  art  there  was 
only  one  eooking*tank  placed  immediately  ove»  the  storage-tank,  the  advantage 
of  the  arrangement  in  the  tanks  in  the  patent  being  the  nse  of  one  storage-heater 
for  two  cooking-tanks,  ffeld  that  snch  new  arrangement  was  not  invention, 
but  only  an  economical  rearrangement,  sneh  as  would  have  suggested  itself  to 
any  one  with  a  slight  knowledge  of  the  art. 

Final  Heabino.  Digitized  by  Google 
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Mr.  Charh'8  M.  Peck  for  the  complainants. 

Mr.  Robert  E.  ParkiMon  and  Mr.  Oeorge  B.  Parkinson  for  the  defend- 
ant. 

Tapt,  J.: 

This  is  a  bill  to  restrain  the  infringenient  of  a  patent  and  for  the 
recovery  of  damages  and  for  an  aecoantiug  of  profits.  John  1L  Yaile^ 
l^ovember  18, 1881;  was  granted  Letters  Patent  No.  308^112,  for  the 
process  of  and  apparatus  for  cooking  oil-meal.  Vaile  by  a  license  gave 
to  the  Smith  &  Vaile  Company  the  exclnsive  right  to  mannfactnre,  use, 
and  sell  the  improvements  patented.  Subsequently  Vaile  transferred, 
through  a  mesne  conveyance,  to  the  Southern  Cotton  Oil  Company  the 
exclnsive  right  to  make,  use,  sell,  and  disx>ose  of  the  patented  improve- 
ment for  tlie  treatment  of  cotton-seed,  and  the  mannfiicture  of  all  the 
products  of  cotton  seed,  but  for  no  other  pnrpose.  The  Southern  Cot- 
ton Oil  Company,  by  supplemental  bill  was  made  a  party. 

The  defences  upon  which  the  case  has  been  tried  are  that  the  com- 
plainants' patent  is  wanting,  first,  in  novelty;  second,  that  it  does  not 
involve  patentable  invention,  and,  third,  that  the  invention  is  not 
useful. 

The  patent  in  controversy  is  for  that  step  in  extracting  oil  from  seeds 
which  is  described  as  ^^ cooking."  The  meats  or  kernels  of  the  seed 
are  first  separated  from  the  hulls.  They  are  then  crushed  by  crushing- 
rolls  and  reduced  to  a  fine  meal.  Then  comes  the  cooking,  which  is  for 
the  purpose  of  exi)anding  and  bursting  the  minute  oil-cells,  and  the 
final  process  is  to  subject  the  cooked  meal  to  pressure  in  hydraulic 
presses  to  extract  the  oil.    The  patentee  says  in  his  si)ecificatious: 

My  invention  relates  to  an  improveuteut  in  the  process  of  and  appnrntns  for  cook- 
ing or  preparing  oil-nioal  prei>arntory  to  snbjectiug  the  same  to  prcssiiro  to  fonn  the 
oaktfs  from  which  the  oil  is  afterward  expressed.  As  hitherto  condm-ted,  the  cook- 
ing of  the  meal  wav  carried  on  in  a  single  tank  or  reservoir  ]>roperly  heated  hy  steam, 
in  which  the  meal  was  cooked,  and  from  which  it  was  dinu'tly  drawn  into  tlic  filling- 
liop|>ers  as  needed  nntil  the  tank  was  empty,  so  that  considerable  time  was  lost  in 
refilling  the  tank  and  cooking  a  second  supply. 

•  •  •  •  •  •  • 

The  objects  of  my  invention  nre  to  prevent  the  loss  of  time  in  cooking  and  to 
insnre  the  thorongh  and  equal  cooking  of  the  meal ;  and  the  first  object  of  my  inven- 
tion I  accomplish  by  having  one  or  more  cookin<]^-tnnks  combined  witli  a  storage- 
tank,  into  which  latter  the  me<il,  when  cooked,  can  be  instantly  drawn  from  either 
of  the  oooking-tanka,  while  the  cooking-tanks  can  he  at  once  reiilied  witli  a  second 
charge,  which  is  being  cooked  while  the  meal  is  bcin^  taken  from  the  storage-tank. 

Devices  are  also  described  and  claimed  in  the  patent  for  distributing 
the  meal  while  in  the  tank;  but  as  these  devices  are  not  infringed  it  is 
not  necessary  to  notice  them. 

The  patentee  proceeds: 

The  cooking-tanks  described  in  the  spcolficntion  are  cylindrical,  heated  in  any 
•attable  nuimier,  bat  preferably  snrronnded  by  a  steam-jacket  to  lorni  a  j*teani-spaeo 
on  the  sidM  or  bottom,  or  both,  in  which  the  live  steam  is  introdueed  to  heat  ox 
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Gook  the  meal.  These  cooking-tanks  have  suitable  traps  in  the  bottom  opening  into 
the  storage-tank,  through  which  the  meal,  when  cooked,  is  drawn  fh>m  the  cooking, 
tanks  into  the  storage-tank.  The  storage  tank  has  a  trap  at  the  bottom,  fh)m  which 
the  cooked  oil-meal  is  removed  aatomatically  onto  a  former  and  conveyed  to  the 
press,  where  the  oil  is  expressed. 

The  patentee  states: 

From  this  arrangement  it  wiU  be  understood  that  when  the  contents  of  either  of 
the  tanks  A  are  cooked  they  are  at  once  drawn  off  into  the  storage-tank  D,  to  the 
Jacket  of  which  only  a  sufficient  amount  of  steam  is  admitted  to  keep  up  the  proper 
degree  of  heat  without  cooking,  and  the  cooker  is  again  filled.  In  the  meantime  the 
meal  is  being  drawn  off  from  the  storage-tank  and  supplied  to  the  forming-press, 
and  thus  the  storage-tank  would  be  emptied  before  a  second  supply  of  meal  would 
be  cooked  if  it  were  not  for  the  other  cooker  A,  which  is  by  this  time  rea<ly  to  be 
emptied  into  the  storage-tank,  and  so  the  storage-tank  is  kept  constantly  snpplied| 
while  the  cookers  A  are  intermittently  discharged  into  it,  and  so  loss  of  time  and 
danger  of  improperly  cooking  the  meal  are  absolutely  prevented. 

A  modification  of  this  arrangement  is  also  stated  in  the  patent,  as 
follows : 

It  consists  merely  in  locating  the  cookers  A  so  that  they  discharge  through  traps 
M,  closed  by  slides  N,  into  a  conveyer-chamber,  P,  surrounded  by  a  steam-jacket  to 
form  a  steam-space,  /,  and  supplied  with  any  suitable  conveyor,  preferably  a  con- 
stantly revolving  substantially  hori sontal  screw  conveyer,  B.  lliis  conveyer-chamber 
extends  over  and  opens  into  the  storage-tank  D.  By  this  means  the  cooked  meal  is 
conveyed  from  the  cookers  A  into  the  storage-tank,  as  wiU  be  readily  understood. 

The  claims  in  controversy  are  as  follows: 

1.  The  herein-ilescribed  process  of  treating  oil-meal  for  pressure,  consisting  in 
cooking  said  meal  in  one  or  more  cookers  connected  with  a  storage-heater,  and  in 
drawing  the  same,  when  cooked,  from  the  cookers  iDtermittently  into  the  storage- 
heater,  and  in  removing  the  meal  from  the  storage-heater  directiy  to  the  forming- 
press,  whereby  the  meal  roaches  the  forming-press  in  a  properly-heated  condition, 
and  whereby  a  constant  supply  of  cooked  meal  for  the  forming-press  is  kept  up. 

2.  The  combination  and  relative  arrangement  of  one  or  more  cookers,  A,  and 
storage-heater  D,  substantially  as  described. 

.  3.  The  combination^  with  one  or  more  cookers.  A,  and  storage- heater  D,  of  a  con- 
veyer, R,  for  conveying  the  meal  from  either  of  the  cookers  to  the  storage-heater, 
substantially  as  described. 

•  •  •  •  •  •  • 

6.  The  combination,  with  one  or  more  oil-meal  cookers  and  a  storage-heater,  of 
an  intermediate  conveyer,  substantially  as  described. 

•  •  •  •  *  ft  • 
The  defendant's  apparatus,  as  shown  by  the  exhibit,  consists  of  four 

steam-jacketed  cooking-heaters  arranged  in  a  horizontal  line,  from 
which,  by  means  of  a  conveyer  which  is  not  steam-jacketed  the  meal 
is  conveyed  to  a  steam-jacketed  storage-heater  placed  at  a  lower  level, 
from  which  the  meal  is  withdrawn  into  a  press-former  and  taken  to  a 
hydraulic  press  to  extract  the  oil.  The  worm  used  in  the  defendant's 
conveyer  to  carry  the  meal  from  the  cookers  into  the  storage-heater  is 
quite  different  from  that  suggested  in  the  complainants'  patent,  and  is 
so  constructed  as  to  break  up  any  water-balls  whioli  may  have  formed 
in  the  cookers.  Water-balls,  it  may  be  said,  are  formations  caused,  by 
the  lint  surrounding  the  shell  of  the  cotton  seed,  which  ought  to  be 
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bat  is  not  always,  removed  iVoiu  the  mmts  before  they  are  placed  in 
the  cookers.  The  lint  with  the  moisture  and  the  heat  produce  balls  of 
mixed  lint  and  meal,  which  interfere  with  the  oil-producing  capacity 
of  the  mass. 

Steam-jacketed  oil-cooking  tanks  are  admitted  to  be  old.  They  were 
used  extensively,  and  are  still,  in  the  mauufactui*e  of  linseed-oil.  It  has 
been  common,  also,  before  the  complainants'  patent  was  issued,  to  con- 
struct what  were  called  <<  two-high  heaters.''  These  consisted  of  one 
steam-jacketed  tank  placed  directly  above  another  of  the  same  size  and 
kind,  each  of  which  had  in  it  revolving  radial  knives  or  blades  keyed 
to  a  central  turning  shaft  running  up  through  both  tanks  for  the  pur- 
pose of  stirring  and  properly  cooking  the  meaL  There  was  a  slide  in 
the  bottom  of  the  upper  tank,  through  which  the  meal  was  discharged 
into  the  lower  tank,  and  a  slide  in  the  lower  tank,  from  which  the  meal 
was  discharged  into  bags  or  some  other  former  to  be  placed  under  the 
press.  The  steam  which  fhmished  the  heat  was  carried  to  both  tanks 
firom  the  same  source;  but  the  steam-pipes  had  valves  upon  them,  by 
means  of  which  the  steam  in  one  tank  could  be  regulated  independently 
ofthat  in  the  other. 

After  these  two-high  heaters  had  been  in  use  a  patent  was  issued 
to  Dover,  January  9,  1883,  which  consisted  of  three  cooking-tanks 
arranged  vertically,  the  one  over  the  other,  with  a  central  shaft  run- 
ning up  throngh  the  center  of  the  three  tanks  and  revolving  the  meal- 
stirrers  in  each  tani.  The  meal  was  discharged  into  the  first  tank 
either  ^continuously  or  all  at  once.  After  being  cooked,  it  was  dropped 
through  a  trap  in  the  bottom  of  the  upper  tank  into  the  middle  tank, 
and  so  on  down  to  the  lower  tank,  from  which  it  was  removed  to  the 
press.  The  steam  connections  were  so  arranged  that  the  heat  of  each 
tank  could  be  separately  regulated. 

Conveyers  of  the  kind  used  by  the  complainant  are  admitted  to  be 
old,  at  least  when  used  without  the  steam-jacket,  and  the  defendant 
does  not  steam-jacket  its  conveyer. 

The  contention  on  the  part  of  the  complainants  is  that  the  benefit  of 
Yaile's  invention  is  in  furnishing  a  storage-tank  whereby  the  meal  can 
be  properly  and  completely  cooked  in  one  cooking-tank  and  then 
removed  to  the  storage-tank  and  kept  at  a  proper  temperature  until  it 
can  be  pressed,  whereas  in  former  systems  the  cooking  was  done  partly 
in  one  tank  and  partly  in  another,  which  failed  to  give  the  meal  the 
right  taste,  just  as  the  interrupted  cooking  of  meat  makes  it  less  palat- 
able. Then  it  is  also  said  that  with  the  two  and  three  high  heaters  the 
time  given  to  the  cooking  of  one  tankfiil  of  the  meal  was  dependent  on 
the  time  Uiken  for  cooking  the  one  just  before  and  the  one  just  after, 
and  as  the  proper  time  for  cooking  cotton-seed  varies  very  much  with 
each  tankful,  the  result  was  that  many  tanksful  were  cooked  too  much 
or  too  little. 
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I  am  of  the  Qpinioii  that  tliid  patent  is  void  for  want  of  novelty  and 
for  want  of  patentable  invention.  It  Imd  long  been  the  cuBtom  with 
single  heaters  to  do  the  cooking  all  in  one  tank,  and  this  system  pre- 
vails largely  today,  so  that  excellence  of  taste  from  continuous  work- 
ing cannot  make  the  device  patentable.  Nor  can  it  be  claimed  that 
the  combination  of  continiionis  cooking  in  one  tank  with  a  storage-heater 
is  new.  So  far  as  I  can  see,  the  only  real  ditibrence  between  this  patent 
and  the  two-high  heater  is  that  here  we  have  two  cooking  tanks  so 
arranged  that  each  shall  be  partly  above  the  storage-heater,  whereas 
in  the  two-high  heater  there  was  only  one  cooking-tank  placed  imme- 
diately over  a  storage-tank.  It  is  said  that  in  the  two-high  heater  the 
lower  tank  also  cooked.  It  may  have  done  so  and  it  may  not  have 
done  so.  The  supply  of  steam  to  each  tank  was  capable  of  separate 
regulation,  and  the  evidence  is  quite  clear  that  the  heat  in  the  lower 
tank  was  never  what  it  was  in  the  upper  tank.  It  was  quite  possible 
to  use  the  low^er  tank  as  a  storage-heater,  and  there  is  no  doubt  what- 
ever from  the  evidence  that  it  wan  frequently  so  used  long  before  the 
patent  of  complainants  was  issued.  If  this  be  true,  then  the  opportu- 
nity for  varying  the  time  of  cooking  to  suit  each  tankfnl  of  seed  was 
just  as  complete  in  this  two-high  heater  as  either  in  complainants'  sys- 
tem or  in  the  old-style  single  heater. 

The  only  new  advantage  in  "  the  triple  system,"  as  complaiimntM 
device  is  called,  which  defendant  imitates,  is  the  use  of  one  storage- 
heater  for  two  cooking  tanks.  Clearly  this  is  not  invention.  It  is  an 
economical  rearrangement  which  would  have  suggested  itself  to  any 
one  with  slight  knowledge  of  the  [iroc^ess. 

After  reading  with  care  all  the  evidence  I  do  not  find  it  established 
by  a  preponderance  of  it  that  the  triple  system  has  increased  the  yield 
of  oil  per  ton  of  seed,  or  that  the  reduction  in  the  labor,  if  any,  is  due 
to  that  part  of  complainants'  system  which  defendant  imitates.  The 
substitution  of  an  automatic  former  to  catch  the  meal  frcmi  the:  storage- 
heater  for  the  old  hand  mode  of  taking  the  meal  in  bags  will  fully 
explain  any  reduced  cost  in  labor.  No  infringement  of  this  fciiturc  of 
complainants'  system  is  averred  or  pi-oven.  The  increased  prtMlnction 
of  oil  per  ton  is  mainly  due  to  the  marked  improvement  in  the  crushers 
and  presses. 

The  claims  of  complainants'  patent  in  so  fiir  as  defendant  infringes 
them  are  void,  and  the  bill  will  be  dismissed. 
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[U.  S.  CiTcnlt  Coort  Qf  AppMla— Second  Clrenil.} 

DixoNy  Woods  Company  v.  Pfbipb^. 

D^dded  ApHl  18,  289S, 
64  0.  G.,156. 

1.  TOKDBUB— OLASS-ANNXAUNO  FUKNACB—PATEin'ABUB  NOVBLTT. 

Letters  Patent  to  Cleon  Tondenr,  No.  258,156,  dated  If  ay  16,  1882,  for  sb 
improvement  in  glasfl-annealing  fhmacee,  examined  and  constmed  in  view  of 
the  state  of  the  art,  and  Held  to  he  valid. 

2.  Same— Sufficiency  of  Description— OnueaiON  to  Explain  the  Causxs  to 

WHICH  THE  iMFROVEMKNT  WAS  DVE. 

The  patent  clearly  describes  and  claims  the  constmction  of  the  invention 
whereby  the  improvement  in  the  art  of  glass-annealing  is  accomplished,  thongh 
the  description  is  silent  as  to  the  philosophical  principles  which  cause  the  inven- 
tion to  produce  the  improved  annealing.  Held  that  the  d<>ftcriptlon  is  safficieni 
and  that  the  patentee  onght  not  to  lose  the  statutory  benefitti  of  his  invention 
becanse  he  was  perhaps  not  aware  to  what  the  improvements  eifisoted  by  his 
device  were  due. 

Mes9r9,  Hey  &  WiXkinsim  for  the  appellant. 

MeMfB.  W.  Baketcell  &  Sans  and  Messrs.  Kerr  dt  Curtis  for  the 
appellee. 

Shipman,  J.: 

This  is  an  appeal  from  a  decree  of  the  Oircnit  Oonrt  for  the  North- 
em  District  of  l^ew  York  npoii  a  bill  iu  equity  which  was  founded  upon 
the  alleged  infringement  by  the  defendant  of  Letters  PateDt  No.  258,- 
156,  dated  May  16, 1882,  to  Cleon  Tondeur,  for  improvements  in  glass- 
annealing  furnaces.  The  Oircnit  Court  rendered,  upon  final  hearing,  an 
interlocutory  decree  against  the  defendant  for  an  injunction  and  an 
accounting. 

This  patent  has  been  twice  the  subject  of  adjudication  by  the  Circuit 
Court  for  the  Western  District  of  Pennsylvania.  Judge  Acheson's 
opinions  sustaining  its  validity  are  contained  in  C.  D.  1886,464;  37 
O.  G.,  672;  28  Federal  Reporter^  501,  and C.  D.  1889, 364;  46, 0.  Q.,1110; 
37  Federal  Reporter^  333.  Judge  Wallace  doubtiiigly  followed  in  this 
case  the  decisions  of  Judge  Aoheson,  (51  Fed.  Bep.,  292.) 

The  three  opinions  in  the  Circuit  Courts  fully  explain  the  mechanical 
character  of  the  improvement  u]>on  preexisting  machines. 

The  invention  relates  to  an  annealing  gUiss  furnace,  which  is  gen- 
erally called  a  ^Meer,"  and  is  along  arched  tunnel,  into  one  end  of 
which  the  sheets  of  glass  are  placed  as  they  leave  the  ilattening-farnace, 
through  which  they  are  conveyed  and  are  frraduallycooledin  their  trans- 
portation. In  order  to  pi'0|)erly  temper  the  glass  and  prevent  breakage 
or  warping  or  undue  hardness  or  unequal  tension  of  its  particles,  the 
cooling  process  should  be  gradual  and  equally  distributed.r^o  this  end 
thei^bissshouldnot  besubjectedtoalteniationsof  heafani^cold;  but  the 
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temperature  Bliould  be  uniformly  decreasing,  and  uniformity  is  found 
in  the  same  horizontal  plane  and  above  the  ttoor.  Free  radiation  and 
an  equal  diBtribution  of  heat  should  take  place  from  both  sides  of  the 
glass,  and  therefore  it  should  not  rest  upon  the  floor  or  upon  a  broad 
surfJEM^e. 

Formerly  the  glass  was  carried  from  the  flatteuing-frimaGe  through 
the  annealing  leer  upon  loaded  cars,  which  was  ob\'iou8ly  a  slow  and 
unsafe  method.  The  state  of  the  art  before  the  Tondeur  invention,  as 
manifested  by  the  patented  inventions  which  substituted  transporta- 
tion of  sheets  placed  side  by  side  for  transportation  upon  loaded  cars, 
is  described  as  follows  by  Judge  Wallace :  The  two  types  of  leers  which 
were  said  to  have  been  used  are  shown  in  the  patents  to  Bievez  and  to 
Bouvy. 

The  Bieres  leer  li  of  the  ufmal  reotangnlar,  form,  witb  the  usual  tile  or  stone 
floor.  The  floor  is  divided  longitadinaUy  by  a  series  of  channels.  Located  in  those 
channels,  and  connected  together  so  as  collectively  to  f6rm  a  frame,  are  a  series  of 
iron  bars  resting  on  a  series  of  grooTod  wheels.  The  wheels  are  supported  by  axles 
located  in  trajurerse  channels  beneath  the  floor.  Coacting  mechanism  is  employed 
for  actoating  the  frame  whereby  the  series  of  iron  bars  are  raised,  advanced,  low- 
ered, and  pushed  backward.  In  operation,  a  plate  of  glass  ftt>m  the  flattening- 
oven  is  placed  upon  the  floor  of  the  leer,  and  the  mechanism  is  actuated  to  elevate 
the  frame  and  lift  the  glass  from  the  floor,  carry  the  glass  forward,  and  deposit  it 
upon  the  floor.  The  frame  Is  then  lowered,  pushed  back  to  its  original  position, 
and  the  operation  repeated,  until  the  glass  is  transported  through  the  leer.  The 
Bouvy  leer,  in  general  construction,  resembles  that  of  Bieves,  but  differs  in  the  devices 
for  transporting  the  glass  through  it.  The  frame  which  Is  supported  in  the  longi- 
tudinal channels  consists  of  two  series  of  iron  shelves,  which  reciprocate  each 
between  the  other,  eaeh  having  a  vertical  and  longitudinal  motion,  which  is  coinci- 
dent and  equal,  and  also  continuous.  Mechanism  is  employed  which  actuates  one 
series  of  the  shelves  downward  and  forward  and  the  other  at  the  same  time  upward 
and  backward.  In  operation,  the  glass  Is  placed  upon  one  of  the  series  of  shelves, 
the  mechanism  is  actuated,  and  as  the  two  series  pass  each  other,  the  ascending 
series  removes  the  glass  ftt>m  the  descending  series,  and  carries  it  forward  until  it  is 
in  like  manner  removed  again  by  the  other  series,  and  thus  is  traiisported  through 
the  leer. 

To  summarize:  In  the  Bievez  patent  the  frame  has  a  free,  vertical,  and  longitu- 
dinal movement.  Its  function  is  to  lift  a  sheet  of  glass  by  its  vertical  muveraent 
from  the  floor  of  the  leer,  and  by  its  longitudinal  movement  carry  it  to  an  advanced 
position  on  the  floor.  In  the  Bievez  patent  one  series  of  shelves  moves  vertically 
and  longitudinally,  while  the  other  set  is  moving  verticaUy  and  longitudinally  in  an 
opposite  direction.  The  function  performed  by  the  shelves  is  to  transfer  a  sheet  of 
glass  from  one  set  to  the  ^  other,  and  advance  it  through  the  leer.  In  the  Bievez 
leer  the  sheet  of  glass  rests  upon  the  bottom  of  the  leer  throughout  its  psHsage 
except  while  being  advanced  at  each  elevation  of  tbe  frume.  In  the  Bouvy  leer 
the  glass  does  not  rest  at  any  time  in  its  passage  through  the  leer  upon  the  floor, 
but  it  is  not  advanced  in  the  same  horizontal  plane,  and  in  its  movement  describes 
a  circle  which  varies  the  longitudinal  plane  about  eight  inches. 

tBesides  the  patents  introduced  in  the  former  litigation  to  show  the  prior  state  of 
ttib  art,  the  defendant  has  introduced  others  in  the  present  case,  of  which  those 
relied  on  in  the  argument  at  bar  are  the  French  patent  to  Leveme  of  1868,  and  the 
Belgium  patent  to  Bouillet  of  1878.  The  Belgium  patent  to  Ougnon,  set  up  in  the 
answer,  cannot  be  eonsidared,  because  it  was  not  introduced  in  evidence.    Keither 
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of  these  new  pntonts  are  of  any  value  as  impeaching  the  norelty  of  the  chiim  as  it 
has  been  constrned.  Each  of  thorn  belongs  to  the  filerez  type,  but  in  Bonillet's 
two  sets  of  parallel  bars  co-operate  to  lift  the  glass  firom  the  floor,  and  advance  it 
along  the  leer  instead  of  the  single  set  of  Bievez. 

The  improvement  coutained  in  the  Tondeur  leer  consisted  in  a  snc- 
cessfnl  attempt  to  simplify  the  machinery  and  lessen  the  large  amount 
of  breakage  which  had  been  the  result  of  former  annealing  processes. 
The  patentee  says  in  his  specification: 

My  device  for  removing  the  glass  ont  of  the  furnace  consists  of  two  sets  of  ban  of 
iron,  one  of  which  reciprocates  between  the  other.  By  this  reciprocating  motion  the 
glass  is  carried  through  the  annealing-tnnnel  of  the  fnmace,  the  bars  of  each  set 
being  one  elevated  while  the  other  is  lowered  between  the  movements  of  the  glass  by 
means  of  a  lever  attached  to  one  of  several  transverse  shafts  ihat  support  the  base. 
Sets  of  arms  are  attached  to  each  shaft,  one  set  of  arms  with  roUers  for  the  recipro. 
eating  bars  and  the  other  set  of  arms  with  hinge-joints  for  the  other  set  of  bars. 

The  vital  part  of  the  improvement  resides  in  the  two  sets  of  bars, 
one  set  reciprocating  and  called  d'^  the  other  set  supporting  and  called 
d  in  the  patent. 

The  following  description  of  the  operation  of  the  double  burs  is  con- 
densed from  the  description  in  the  si)ecification :  Both  sets  are  pariUlel 
to  each  other  and  are  placed  alternately.  When  a  sheet  of  glass  is  in 
readiness,  it  is  taken  from  the  tiattening-furnace  and  placed  on  the 
ends  of  the  reciprocating  bars,  four  in  number  and  parallel  to  each 
other,  and,  by  the  aid  of  wheels,  having  a  motion  backward  and  for- 
ward of  about  four  feet.  The  operator,  who  stands  at  the  farther  end 
of  the  leer,  then  pulls  these  bars  toward  himself,  which  causes  their 
ends  to  move  with  the  sheet  of  glass  on  them  until  the  ends  coincide 
with  the  ends  of  the  supporting-bars,  and  the  sheet  is  also  over  the  ends 
of  these  bars  d.  The  movement  of  a  lever  which  is  fast  to  the  end  of  a 
shaft  lowei-A  the  bars  d'  and  raises  the  bars  d  simultaneously  to  the 
extent  of  about  one  inch,  which  takes  the  sheet  from  the  bars  d'  and 
leaves  iton  the  bars  d.  The  bars  d*  are  then  pushed  backward  for  another 
sheet.  The  bars  d  are  fast  to  the  arm  of  the  shaft,  and  their  motion  is 
very  small,  since  they  can  move  only  the  distance  the  lever  moves  the 
arm,  which  has  no  effect  on  the  progress  of  the  glass  through  the  tun- 
nel; but,  by  the  motion  of  the  bars  d\  together  with  the  elevation 
and  lowering  of  both  sets  of  bars  a  gentle  change  of  the  sheets  is  had 
from  one  set  of  bars  to  the  other,  and  the  glass  moves  onWartl 
through  the  annealing-tunnel  until  a  series  of  sheets  fills  the  tunnel, 
after  which  the  operator,  at  each  reciprocal  movement  of  the  bars  d'^ 
removes  from  the  exit  a  sheet  of  glass.  This  he  repeats  as  long  as  the 
fuiTiace  is  in  operation.    The  specification  says,  also: 

A  space  of  about  one  foot  deep  is  desirable  beneath  the  bars. 

Tlic  drawings  of  the  patent  and  the  leer  as  made  and  presented  to  the 
pnblic  show  that,  as  a  matter  of  fact,  the  supporting-bars  were  at  some 
distance  above  the  level  of  the  floor  and  that  the  movement  of  the 
■heets  was  in  the  same  horizontal  plane.    The  invention,  as  a  fact,  con- 
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ftiBted  in  substitating  a  pair  of  supportfnfr-bars  raised  above  tbe  floor 
of  tbe  leer  for  tbe  floor  or  tbe  floor-ribs  of  tbe  Bievez  tyi>e  aud  in  so 
arranging  tbe  reciprocating  bars  witb  tbe  8ap)x>rting-bar8  tbat  tbe 
sbeets  are  x)asbed  forward  tbrougb  tbe  leer  in  tbe  same  borizontal 
plane,  instead  of  tbrougb  different  degrees  of  temperature,  by  tbe  oscil- 
lating or  jumping  movement  of  bai's  of  tbe  Bouvy  type.  Tbe  glass  is 
continually  supported  above  tbe  floor  and  is  botb  supported  and  carried 
forward  in  tbe  same  borizontal  plane. '  Tbe  advantages  of  tbe  leef  and 
the  reasons  wby  it  was  an  imx>rovcmeut  are  abundantly  proved,  not 
only  by  tbe  testimony  of  mecbanics  and  manuiacturers,  but  by  its 
history.  It  has  well-nigh  displaced  other  systems  and  is  in  almost  uni- 
versal use  in  glass-furnaces  in  tliis  country. 
Tbe  claims  of  tbe  patent  are  as  follows : 

1.  The  cottibiu:ition  of  the  bara  d  d'j  arranged  side  by  side  and  ftltemately  between 
each  otber,  the  set  d  supivortin^  the  sheetA  of  glass,  while  tbe  bars  d'  are  pushed 
toward  the  leer  or  flatteiiing-whoel  a,  and  tbe  set  d'  supportiiig  the  sheo.ts  of  glass 
and  moving  them  onward  and  throngh  the  tiinne],  snbstantiaUy  as  set  forth. 

2.  The  transmitting-bars  d%  reciprocating  between  the  alternate  bara  d,  which 
receive  the  glass  at  the  times  described,  in  combination  witb  the  arms  e'  e"\  which 
by  the  lever  k"  aud  shafts/  oliauge  simnlt-aneously  the  elevation  of  the  sets  of  bars 
d  d'  and  the  glass  supported  by  each,  as  set  forth. 

8.  The  furnace  x  aud  tnnucl  A',  made  witb  a  continuous  and  straight  oham1»er  from 
the  section  &'  of  the  flattening-wheel  a,  in  combination  with  the  bara  d  d\  no  con- 
stmcted  tliat  the  bara  d'  siuUl  enter  the  leer-fnmaco  over  the  section  &'  of  tbe  wheel, 
as  set  forth. 

4.  A  furnace  and  tunnel  made  with  a  draft  through  both  from  the  fhel^chnmber  a, 
and  with  a  drnft-flue,  m,  and  dampera  n,  in  combination  with  the  ban  d  d',  the 
aeveral  parts  being  constructed  as  set  forth. 

6.  The  Airnace  ar,  witli  flattening-wheel  a  and  tunnel  k',  constructed  and  adapted 
to  the  two  sets  of  ban  <i  d',  the  ban  d'  being  made  by  the  wheels  e  to  reciprocate  and 
project  oltematoly  into  the  furnace  over  the  segment  c"  and  out  of  the  exit  k,  where- 
by the  sheets  of  glass  are  received  by  the  furnace  ends  of  said  bara,  and  discharged 
by  their  exit  ends  out  of  the  tunnel  without  opening  the  furnace  or  tunnel,  as  set 
forth. 

The  case  depends  upon  the  construction  which  shall  be  given  to  the 
bars  d  and  d^  in  the  several  claims  of  the  patent.  The  first  claim  is  the 
broadest  and  most  imi)ortant  one,  being  for  tbe  two  sets  of  bars,  irre- 
spective of  tbe  particular  roechani(>m  by  which  they  are  o])erated.  The 
second  is  for  the  two  sets  of  bars  with  the  described  oi>erative  mecth- 
anistii.  The  third,  fourth,  and  fifth  are  tor  the  two  sets  of  bars  in  com- 
bination with  the  furnace  and  tunnel  and  specified  details  of  construc- 
tion mentioned  in  tbe  respective  clsiims.  The  defendant's  theory  ot 
the  invention,  as  it  existed  in  Toudeur's  mind  and  as  he  presented  it 
in  his  si>ecification,  is  tbat  it  was  a  modified  construction  of  the  bars, 
so  as  to  avoid  violent  movements  and  consequent  breakage;  that  its 
intended  result  was  a  gentle  change  of  the  sheets  from  one  set  to  the 
other;  that,  so  far  as  appears  from  the  si>ec*ificatioii,  tbe  snp|iorting- 
bars  could  l>e  on  a  level  with  the  fioor  and  the  reciprocating  Imrs  could 
move  in  a  variable  plane,  and  that  it  was  a  mei-e  mechanical  change 
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and  Bot  an  improvement  in  tbe  art  of  annealing.  If  this  theory  is  cor- 
rect, there  was  no  patentable  invention  in  the  improved  leer.  The 
defendant's  argument  relies  npou  the  tiftct  that  the  alleged  distinctive 
features  of  jbhe  bars— viz.,  their  elevation  above  the  floor  and  the  for- 
ward movement  in  the  same  horizontal  plane— are  not  mentioned  in 
the  speciftcatiou  or  in  the  chiinxs  as  patentable  features  or  patentable 
improvements  or  as  the  causes  by  which  breakage  is  avoided,  and  that 
elevation  above  the  floor  is  only  alluded  to.  as  desirable. 

It  is  perfectly  true  that  the  description  in  the  specification  is  con- 
fined to  the  purely  meolianii^l  features  of  constrnction  ^^e  bars  and 
the  other  operative  mechanism,Aud  that  the  patentee  nd^ere  told  why 
liis  improvement  diminished  breakage,  or  pointed  out  as  a  part  of  his 
invention  tlmt  the  movement  was  in  ^e  same  horizontal  plane,  and 
that  the  supporting  bars  «iu9t  be  iibove  the  floor,  although  he  does 
mention  the  amount  of  space  beueatli  the  bars  which  would  be  desir- 
able. 

The  specification  dosely,  99A  altogpither  too  closely,  adheres  to  mere 
mechanical  features  and  creates  doubt  as  to  whether  Tondeur  thor- 
oughly understood  his  invention.  It  indicates  that  the  patentee  did 
not  understand  the  philosopliical  principles  which  caused  his  mechan- 
ism to  produce  an  improved  annealing.  If  he  had  known,  they  would 
have  been  alluded  to  in  the  patent;  but  an  examination  of  the  specifi- 
cation and  its  drawhigs  leaves  little  doubt  that  the  patentee  meant, 
and  that  the  siiecification  means,  to  describe  bars  in  such  relation  to 
each  other  that  the  glass  is  carried  forward  constantly  in  the  same 
horizontal  plane.  He  meant  to  instruct  the  public  that  the  glass  was 
to  be  carried  through  the  tunnel  on  a  level,  though  he  might  not  have 
known  why  it  was  to  be  so  conveyed. 

A  very  slight  vertical  movement  transfers*  the  glass  from  one  set  of 
bars  to  another,  and  it  is  during  its  entire  progress  through  the  tunnel 
in  substantially  the  same  horizontal  plane. 

The  motion  of  the  bars  d'  is  called  a  <^  backward-and-forward  "  one,  and 
the  specificatipn  says  that  the  operator  draws  the  exit  ends  of  the  bars 
d^  out  with  a  sheet  of  glass  on  them  when  the  bars  d'  are  up  or  elevated, 
and  he  pushes  them  in  when  they  are  lowered  and  the  bars  d^  are  up 
or  elevated.  The  bars  d'  are  pushed  backward  and  pulled  forward  on 
wheels  which  are  mounted  on  shafts  whose  journals  are  either  inade 
fiist  to  the  sides  of  the  tunnel  or  set  in  them  all  at  one  level.  Any  otlter 
motion  than  one  in  a  horixonal  plane  would  not  seem  to  be  practicable. 

The  fivct  that  the  supiK)rtiug-bars  are  raised  above  tbe  floor  is  not  so 
clearly  found  in  tlie  written  parts  of  tbe  specification.  It  is  plainly 
implie-d,  because  tbe  distinctive  feaUire  of  these  bars  is  that  they  are 
supi)orting,  and  the  glass  passes  tlirougli  the  leer  upon  a  grating,  and 
the  plan  of  movement  is  inconsistent  with  a  rest  upon  or  contact  with 
the  floor.  Moreover,  Figure  1  of  tlic  drawings  clearly  shows  that  the 
bars  are  above  the  floor.    In  additiou,  tbe  fact  that  the  advantages 
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arising  from  the  elevation  of  the  Bupporting-bars  above  the  surface  of 
the  floor  over  the  old  hearth-leer  construction  were  immediately  under- 
stood by  practical  glass-manufacturers  is  suggestive  that  they  under- 
stood the  real  nature  of  the  invention  as  described  in  the  patent.  The 
patentee  told  the  trade,  of  which  he  was  a  member,  by  what  mechanical 
means  breakage  of  glass  in  the  process  of  annealing  could  be  saved — ^in 
other  words,  how  to  anneal  glass  better  and  more  economically.  His 
patent  described  clearly  enough  the  way  in  which  bars  and  the  oper- 
ative mechanism  should  be  constructed  and  operated  and  the  glass 
should  be  conveyed  through  the  leer.  He  did  not  know  or  he  did  not 
tell  why  the  new  method  would  produce  better  results.  He  simply  told 
how  to  construct  a  machine  which  carried  the  glass  through  the  leer  on 
a  level  and  saved  much  breakage ;  but  he  ought  not  to  lose  the  statutory 
benefits  wliich  would  certainly  belong  to  him  if  hehad  seen  and  described 
the  philosophy  of  his  machine  accursitely. 

Our  conclusion  is  in  accordance  witli  that  of  Judge  Acheson,  that 
the  bars  d'  d[are  two  sets  arranged  altenmtely  side  by  side  at  some 
distance  above  the  lloor  of  the  leer,  so  that  the  sheets  of  glass  are 
supported  by  one  set  and  moved  onward  by  the  other  through  the 
tunnel  in  practically  the  same  horizontal  plane  when  coactingmechanism 
is  applied. 

The  defendant  is  a  builder  of  leers  and  constructs  them  substantially 
in  accordance  with  the  description  shown  and  described  in  Letters 
Patent  No.  400,708,  which  were  issued  to  him  and  dated  April  2, 1889 
In  the  opinion  of  the  Circuit  Court  it  is  said  ^^the  combinations  which 
are  the  subject  of  the  several  claims  (of  the  Tondeur  patent)  are  each 
employed  in  the  ftirnaces  or  leers  of  the  defendant" 

The  questions  which  were  actually  in  controversy  before  the  Circuit 
Court  and  are  before  this  court  relate  to  the  construction  of  the  patent 
and  to  patentable  novelty.  If  the  validity  of  the  claim  is  sustained, 
infringement  is  not  controverted. 

The  decree  of  the  Circuit  Court  is  affirmed,  with  costs. 


[U.  S.  Clnult  Court  of  Ajipools-NInth  CImift.] 

Improved  Fig  Syrup  Company  et  al.  v.  Caiafortha  Fig  Syrup 

Company. 

Decided  February  /,  189S, 

64  O  G.,  158. 

1.  TBAnK-MARK— Syrup  of  Figs. 

Tho  laxative  luedic.il  couipoaud  mnnnfartnrcd  by  the  OalifArnin  Ffg  Synip 
CompaDy  under  tho  iiuiiie  of  "Syrup  of  Figs"  is  a  preparation  which  u  court  of 
equity  will  look  ui>ou  with  favor  as  entitled  to  protection  uuder  the  Trade-Mark 
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2.  Sams— SAm— 4!iTATnaEMT8  on  Bottles  Am  Paokaoes. 

The  lepreaentationB  and  statements  on  the  bottles  and  packages  of  the  Cal- 
ifornia Fig  Synip  Company's  medical  compound  ''Syrop  of  Figs'*  are  not  such 
as  will  deprive  the  California  Fig  Syrap  Company  of  standing  in  a  conrt  of 
equity  in  respect  to  infHngement  of  its  Trade-Mark  or  trade-name. 

8.  Same— Sams— Not  Descriptive,  but  Ikdigatiyb  or  OmaiN  and  Ownership. 
The  name  "Synip  of  Figs"  is  a  good  Trade-Mark  or  trade-name^  and  one  to 
which  the  Califomia  Fig  Synip  Company  has  an  ezcloslye  right  as  applied  to  a 
lazative  compound,  and  as  saoh  is  not  merely  descriptlTe  of  its  preparation, 
but  indicates  the  origin  and  ownership  of  this  medical  compound,  and  the  Cal-. 
ifbmia  Fig  Syrup  Company  was  the  first  to  apply  this  name  to  a  lazatiye  com- 
pound. 

4.  Same— Same— Not  Generic. 

The  name  or  phrase  "Syrup  of  Figs"  is  in  no  sense  a  generic  one.  It  is  not  a 
name  of  a  natural  product  or  of  a  class  of  natural  products.  It  is  merely  a  name 
coined  and  first  applied  to  designate  the  laxative  compound  of  the  Califomia 
Fig  Syrup  Company^ 

6.  Same— Same— Inprinoement. 

Defendants  infringe  the  Trade-Mark  rights  of  the  California  Ijtg  Syrup  Com- 
pany when  they  apply  to  their  laxative  compound  the  name  ''Sy^p  of  Figs"  or 
any  colorable  imitation  of  that  name,  as  such  a  name  does  not  describe  defend- 
ants' compound,  but  merely  serves  to  induce  the  public  to  believe  that  the  goods 
made  and  sold  by  them  are  those  manufsctured  by  the  Califomia  Fig  Syrup 
Company. 

6.  Same— Same— Same. 

While  there  may  be  a  difference  between  defendants'  packages  of  laxative 
compound  and  the  packages  of  the  Califomia  Fig  Syrap  Company's  laxative 
compound,  and  such  a  difference  as  to  probably  put  the  general  trade  dealer 
on  his  guurd,  yet,  defendants  having  adopted  the  trade-name  of  the  Califomia 
Fig  Syrap  Company,  the  consumer  is  likely  to  be  deceived  thereby,  and  it  is 
against  the  probability  of  such  imposition  upon  the  consuming  class  pf  the  pubUo 
that  courts  will  extend  their  protection. 

Appeal  ftom  the  Oircnit  Oonrt  of  the  XTiiited  StateSi  Northern  Dis- 
trict of  California. 

Mr.  John  L.  Boone  for  the  appellants. 

Mr.  Warren  Olney  for  the  appellee. 

Mr.  Paul  Baikewellj  of  counsel  for  the  appellee. 

Before  Gilbbbt,  Mosbow,  and  Beatty,  Judges. 

Bbatty,  J.: 

This  is  an  appeal  from  the  order  of  the  Circuit  Court  of  the  Northern 
District  of  Califomia  continuing  a  temporary  restraining  order  against 
appellants  i»eiui0it(e  lite. 

It  appears  from  the  complaint  that  the  appeDee  for  a  number  of  years 
last  past  has  been  engaged  in  the  manufiehcture  and  sale  of  a  h'quid 
medical  preparation  designated  by  it  as  <* Syrup  of  Figs;"  that  such 
designation  has  been  pressed  upon  the  bottles  containing  the  prepara- 
tion and  printed  upon  the  paper  boxes  containing  the  bottles,  and 
that  through  such  and  other  means  during  a  long  course  of  trade  the 
1SU2PAI 27 
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medicine  has  become  known  to  the  pabUe  as  **Bjrap  ot  Tig^}^  also 
as  "Kg  Byrup,"  and  appellee's  name  as  ^Oaliibrnia  'Fig  Byrnp  Co*,^ 
"Fig  Symp  Go.,"  and  "Syrup  of  Fig  Go."  to  audi  an  extent  that  busi- 
ness letters  concerning  the  same  refer  to  it  and  appellee  by  such  names 
and  terms;  that  appellee  was  the  first  to  manufacture  such  preparation 
and  to  adopt  and  use  the  nameso  given  to  it;  that  subsequently  the  appel- 
lants commenced  the  manufacture  of  a  medicine  claimed  by  them  to  be 
a  like  remedy  for  a  similar  purpose^  which  they  styled  "  Improved  Fig 
Syrup,''  put  up  in  bottles  and  paper  boxes  resembling  in  sise,  shape, 
and  appearance  those  used  by  appellee;  and  the  complaint  farther 
alleges  that  the  preparation  of  appellants  is  such  and  offered  under 
name  and  appearance  so  closely  resembling  that  used  by  appeUee  that 
the  public  are  most  likely  to  be  deceived  into  the  purchase  of  one  ibr 
the  other. 

A  demurrer  to  the  complaint  was  overruled,  and  wpon  a  showing  by 
affidavits,  under  an  order  to  show  cause  why  the  temporary  restraining 
order,  granted  upon  the  filing  of  the  complaint,  should  not  be  con- 
tinued pending  the  action,  such  restraining  order  was  continued. 

The  appellants  now  say  that  the— 

<mly  question  fhftt  ariBes  under  this  appeal  is  whether  on  the  fitets  set  out  in  the 
complaint  and  affldarits  the  complainant  is  entitled  to  an  ii^nnction.  BeepondStata 
demnrred  to  the  complaint  on  several  groonds;  bnt  the  demnrrer  was  oTetmled  by 
the  court.  The  grounds  of  demnrrer  are,  howcTer,  the  grounds  upon  which  We 
maintain  that  an  injunction  should  not  be  granted; 

but  the  argument  which  follows  is  based  upon  other  questions  than 
those  appearing  alone  from  the  complaint  and  demurrer. 

The  first  point  raised  by  appellants,  that  courts  will  not  protect  the 
Trade-Marks  of  manufacturers  of  patent  or  qxiack  medicines,  need  not 
be  discussed,  for  the  reason  that  it  does  not  satisfiMstorily  appear  Mm 
the  record  that  appellee's  preparation  is  such  a  medicine. 

It  is  next  urged  that  the  appellee  has  no  standing  in  a  court  of  equity, 
because  in  the  representations  it  has  made  concerning  its  medicine  it 
has  practiced  deceit  and  fraud  upon  the  public  If  this  were  deaiiy 
established  by  the  evidence  it  would  be  ground  for  reversal  Trade- 
Marks  which  are  based  upon  misrepresentation  and  deceit^  and  espec- 
ially such  as  are  intended  to  deceive  and  deflraud  the  public  into  tiie 
purchase  of  articles  for  what  they  are  not— into  the  belief  that  they 
are  valuable  when  deleterious — will  not  be  protected  by  the  courts. 
There  is  too  much  reason  for  the  assertion  that "  there  is  not  a  thing  that 
we  eat  or  drink  or  wear  which  is  pure  or  genuine."  To  protect  a  dis- 
honest manufiicturer  in  a  fraudulent  and  deceptive  Trade-Mark  would 
be  simply  to  aid  him  to  fraud,  to  add  to  his  unlawful  gain  by  assistitag 
him  in  palming  off  upon  the  public  his  worthless  wares  as  valuable 
goods,  and  thus  discourage,  injure,  and  bankrupt  the  honest  dealer  as 
well  as  to  impose  upon  the  public.  Upon  a  propositicm  so  plain  dis- 
cussion or  the  citation  of  authorities  would  sma  lilineoessaKy  t  btt  %^ 
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may,  in  this  connection,  refer  to  the  Manhattan  Medicine  Oo.  v.  Wood 
(G.  D.,  1883,  268;  23  O.  O.,  1025;  108  XT.  8.,  218)  and  the  cases  therein 
cited.  While  we  agree  with  appellants  as  to  the  doctrine,  the  fiu^t  as 
claimed  by  them  is  not  established  in  the  case.  We  are  not  satUfled 
from  the  evidence  that  the  appellee  has  attempted  to  practice  any  fraad 
or  imi)08e  upon  and  damage  the  pnblic 

The  appellants  contend  that  the  phrase  "  Bymp  of  Figs  "  is  merely 
descriptive  of  the  preparation,  and  therefore  cannot  be  adopted  as  a 
Trade-Mark.  It  is  not  always  clear  when  this  doctrine,  involved  by 
appellants,  is  applicable;  bnt  the  facts  and  the  manner  of  the  nse  of 
the  words,  symbols,  or  signs  adopted  in  a  particular  case,  will  aid  ns  in 
reaching  a  conclusion.  Generally  any  words,  marks,  or  symbols  may 
be  adopted  as  a  Trade-Mark  which  are  indicative  of  the  origin  or  own- 
ership of  the  manufactured  article,  but  those  used  simply  to  describe 
the  quality,  kind,  or  nature  of  the  article  can  not  be  so  appropriated. 
The  law  as  stated  in  Canal  Co.  v.  Clark  (13  Wall.,  322)  has  been  quoted 
with  approbation  in  Amoekeag  Manufacturing  Co.  v.  Trainery  (G.  D., 
1880,  464;  17  O.  G.,  1217;  101  U.  8.,  51;)  Lawrence  Mfg.  Co.  v.  Tenneseee 
Mfg.  Co.,  (G.  D.,  1891, 415;  55  O.  G.,  1528;  138  U.  8.,  546,)  and  other 
8upreme  Oourt  cases,  and  is  that — 

Words  in  eommoik  aae,  with  some  exceptions,  may  be  adopted,  if,  at  the  time  of  their 
adoption,  they  were  not  employed  to  designate  tiie  same,  or  like  articles  of  prodno- 
tion.  The  office  of  a  Trade-Mark  is  to  point  out  distinotiyely  the  origin,  or  owner- 
ship of  the  article  to  which  it  is  affixed;  or,  In  other  words,  to  give  notice  who  was 
the  producer.  This  may,  in  many  oases,  be  done  by  name,  a  mark,  or  a  device  weU 
known,  bnt  not  previously  applied  to  the  same  aftiole. 

Bnt  though  it  is  not  necessary  that  the  word  adopted  as  a  trade-name  should  be 
a  new  creation,  never  before  known  or  used,  there  are  some  limits  to  the  right  of  se- 
lection. This  will  be  manifest  when  it  is  considered  that  in  aU  cases  where  rights  to 
the  exclusive  use  of  a  Trade-Mark  are  invaded,  it  is  invariably  held  that  the  essence 
of  the  wrong  consists  in  the  sale  of  the  goods  of  one  manufacturer  or  vendor  as  those 
qi  another ;  and  that  it  is  only  when  tliis  false  representation  is  directly  or  indirectly 
made  that  the  party  who  appeals  to  a  court  of  equity  can  have  relief.  This  is  the  doo- 
trine  of  all  the  authorities.  Hence  the  Trade-Mark  must  either  by  itself,  or  by  associa- 
tion, point  distinctively  to  the  origin  or  ownership  of  the  article  to  which  it  is  applied. 
The  reason  of  this  is  that  unless  it  does,  neither  oab  he  who  first  adopted  it  be  injured 
by  any  appropriation  or  imitation  of  it  by  others,  nor  can  the  public  be  deceived. 
The  first  appropriator  of  a  name  or  device  pointing  to  his  ownership,  or  which,  by 
being  associated  with  articles  of  trade,  has  acquired  an  understood  reference  to  the 
originator,  or  manufacturer  of  the  articles,  is  ii^ured  whenever  another  adopts  the 
same  name  or  device  for  similar  articles,  because  such  adoption  is  in  effect  repre- 
senting fidsely  that  the  productions  of  the  latter  are  thoee  of  the  former.  Thus  the 
euBlom  and  advantages  to  which  the  enterprise  and  skiU  of  the  first  appropriator 
had  given  him  a  Just  right  are  abstracted  for  another^s  use,  and  this  is  done  by 
deceiving  the  public,  by  inducing  the  public  to  purchase  the  goods  and  manufaotures 
of  one  person  suf^osing  them  to  be  those  of  another.  The  Trade-Mark  must  there. 
fore  be  distinctive  in  its  original  signification,  pointing  to  the  origin  of  the  article^ 
ct  it  must  have  become  such  by  association.  And  there  are  two  rules  which  are 
not  to  be  overlooked.  No  one  can  claim  protection  for  the  exclusive  use  of  a  Trade- 
Ifark  or  trade-name  whieh  would  praetieaUy  give  him  a  monopoly  in  the  sale  of  any 
gopii  oilier  tiM»  those  ptodueed  or  aiisda  by  himself.    If  ho  could,  the  pubUo  would 
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be  ix\Jared  rather  than  proteoted,  for  oompetition  would  be  destrojed.  Nor  c«ii » 
generic  name,  or  a  name  merely  desorlptiTe  of  an  article  of  trade,  of  its  qnalitieSy 
ingredients,  or  characteristics,  be  employed  as  a  Trade-Mark  and  the  ezolasiye  use 
of  it  entitled  to  legal  protection. 

The  phrase  << Syrup  of  Figs"  is  in  no  sense  a  generic  one.  It  is  not 
a  name  of  a  natural  product  or  of  a  class  of  natural  products,  if  such 
an  article  exists,  it  must  be  the  result  of  a  manufacturing  process.  So 
&r  as  we  are  advised  the  name  never  existed,  nor  was  it  applied  to  any 
natural  or  artificial  product,  until  formulated  by  appellee  of  words  of 
no  prior  association  and  by  it  used  to  designate  its  preparation.  Even 
if  such  medicine  were  made  entirely  of  figs,  it  is  still  a  new  name 
applied  to  a  manufactured,  and  not  a  natural  product;  hence  indicates 
rather  its  origin  than  its  quality,  or  even  its  nature.  It  is  not,  however, 
claimed  by  appellee  that  its  preparation  is  a  product  of  figs  alone,  but 
that  it  is  produced  from  a  combination  of  the  juice  of  figs  with  other 
plants.    In  this  light  the  phrase  is  not — 

merely  descriptiTe  of  an  article  of  trade,  of  its  qualities,  ingredients,  or  character- 
isUcs. 

Appellants  claim  the  preparation  is  not  made  of  figs,  nor  do  they 
claim,  nor  has  it  been  shown,  that  their  production  is  pure  sirup  of  figs; 
but,  as  it  also  appears  to  be  a  combination  of  different  articles,  neither 
are  they  entitled  to  the  name  as  a  generic  or  descriptive  one.  Why, 
then,  should  they  use  it  or  any  words  or  phrases  in  simihtude  thereof 
unless  it  be  thereby  to  induce  the  public  to  believe  that  the  goods  sold 
by  them  are  those  manufiEM^tured  or  produced  by  the  appellee,  thus  palm- 
ing off  the  former  as  those  of  the  latter,  which  the  law  says  shall  not 
be  donet  That  such  has  been  appellants'  design  we  are  constrained  to 
believe  when  we  consider  the  character  and  size  of  their  bottles,  their 
paper  boxes,  the  printing  on  each,  and  other  matters  connected  there- 
with, for,  it  appearing  that  the  terms  used  are  not  merely  descriptive 
of  the  preparation  in  either  case,  it  can  not  be  conceived  that  it  was 
purely  by  accident  that  appellants  adopted  the  terms  and  appliances 
they  have  to  make  known  to  the  public  and  dispose  of  their  goods.  While 
there  is  a  difference  between  the  two,  there  is  still  such  similarity  as 
we  think  would  lead  many  purchasers  (the  consumer,  though  not  likely 
the  general  trade  dealer)  to  purchase  one  for  the  other.  It  is  against 
the  probability  of  such  impositions  upon  the  consuming  class  of  the 
public  that  courts  will  extend  their  protection. 

What  degree  of  resemblance  is  necessary  to  constitnte  an  infringement  is  incapa- 
ble of  exact  definition  as  applicable  to  all  cases.  AU  that  courts  of  Justice  can  do 
in  that  regard  is  to  say  that  no  trader  can  adopt  a  trade-mark  so  resembling  that  of 
another  trader  as  that  ordinary  purchasers  buying  with  ordinary  caution  are 
likely  to  be  misled.  (McLean  t.  Fleming,  C.  D.,  1878, 262;  18  O.  G.,  91S;  08  U.  6.,  251.) 

As  we  construe  the  restraining  order  of  the  court  below  it  simply 
excludes  the  use  by  appellants  of  trade-marks,  bottles,  wrapi>er8,  and 
devices  used  in  offering  their  preparation  to  the  public  simflarto  those 
applied  by  appellee  to  its  preparation  for  a  similar  use  and  purpose. 
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Ap^lants  are  not  restrained  from  making  their  medicine,  but  from 
offering  it  for  sale  or  selling  it  under  such  or  any  circuiastances,  declar- 
ations, or  representations  that  it  may  be  taken  as  the  proparation  made 
and  offered  to  the  public  by  the  appellee. 

We  have  not  deemed  it  necessary  to  enter  into  any  lengthy  discus- 
sion of  the  law  on  the  i>oints  raised  on  this  hearing,  as  they  are  fhlly 
settled  by  other  courts,  and  moreover  the  cause  is  still  pending  for 
final  trial;  but  we  think  facts  before  the  lower  court  clearly  Justified 
the  conclusion  it  reached,  and  its  order  and  judgment  so  &r  made  are 
afi&rmed. 


[Court  of  Appeato<-Seoond  dronit] 

Ybbmont  Fabm  Machine  Company  «.  OmsoN. 
Same  v.  Same. 

Decided  Jume  16,  189S. 
64O.G.,300. 

1,  CooLKT— PROCB88  OT  Raisino  Crxam  fbom  Mhjc— iNvxirnoir. 

Claim  1  in  Letters  Patent  No.  187,516,  Febrnary  20, 1877,  to  WiUiam  Cooley, 
fox  proceas  of  raising  cream  from  milk,  examined  in  view  of  the  state  of  the  art, 
and  Hdd  to  be  the  product  of  invention  and  novel. 

2.  Sams— Use  of  thb  PboductMadb  Undkr  a  Progbss  Patbnt^A  Purchaser 

or  AM  Abticlk  M adk  Under  a  Patent  for  a  Process  a  Licensee  to  Use 
THE  Process  to  the  Extent  of  Using  the  Purchased  Article. 
Where  the  defendant  bought  from  the  patentee  a  creamery  containing  four 
cans  made  under  the  patent,  Held  that  the  defendant  thereby  became  a  licensee 
to  use  the  process  in  connection  with  that  creamery  and  its  cans  and  their  nec- 
essary repairs,  but  no  further. 
3:  Butler— Crbaming-Can— Article  of  Manufacture— Noybltt. 

Claims  2,  6,  7,  and  8  of  Letters  Patent  No.  321,340,  June  30, 1885,  to  Francis  G. 
Butler,  for  a  oreaming-can,  examined  in  view  of  the  state  of  the  art,  and  Held 
to  be  valid. 
4.  Same— Pleading— EviDBNCB— When  a  Patent  Cannot  be  Admitted  Under 
THE  General  Ibsub  as  Anticipatory  Evidence  of  thb  Statr  of  thb 
Art. 
Where  in  the  preparation  for  trial  of  several  suits  it  was  agreed  by  the  parties 
thereto  that  testimony  taken  in  either  of  the  suits  might  be  used  in  either  of 
them,  and  where  the  complainant  introduced  a  patent  in  rebuttal  in  explana- 
tion of  the  record  in  one  of  the  cases,  but  it  was  not  mentioned  in  the  pleadings 
of  either  party  and  no  testimony  was  given  in  respect  to  it,  such  patent  is  not 
admissible  under  the  general  issue  In  the  other  suits  as  an  anticipation  of  the 
patent  sued  upon  without  an  amendment  of  the  pleading  setting  it  up. 

Mr.  WiUiam  Edgar  Simands  for  the  complainant. 
Mr.  George  O.  Frelinghuysen  for  the  defendant. 

Before  Lacombe,  Wallace,  and  Shipman,  Judges.  ooqIc 
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SH^HAK,  J.: 

The  Yermont  Farm  Maobine  Gompany  brought  before  the  Oircait 
Court  for  the  District  of  ^  ermont  two  Buits  in  equity  against  Hugh  G. 
Gibson,  an  inhabitant  of  said  district,  which  were  respectively  founded 
upon  the  alleged  infringement  of  two  Letters  Patent— viz.,  No.  187,516, 
dated  February  20, 1877,  to  William  Gooley,  for  a  new  process  of  rais- 
ing cream  from  mUk,  and  No.  321,340,  dated  June  30, 1885,  to  Francis 
G.  Butler,  for  an  imfurovement  in  creaming-cans. 

These  appeals  are  from  final  decrees  of  the  Circuit  Court  in  said  suits 
in  favor  of  the  complainant  for  perpetual  injunctions  and  for  costs  add 
for  the  sums  which  the  parties  had  agreed  upon  as  nominal  damages, 
the  complainant  waiving  other  damages,  and  also  a  recovery  of  the 
defendant's  profits. 

The  bills  in  equity  were  brought  in  1801,  and  did  not  originally  aver 
that  Gibson  was  an  inhabitant  of  the  district  of  Yermont,  whereupon 
the  defendant  demurred  to  the  jurisdiction  of  the  court  in  each  case 
upon  the  ground  that  under  the  act  of  August  13, 1888,  the  bill  must 
affirmatively  appear  to  have  been  brought  in  the  district  of  which  the 
defendant  is  an  inhabitant.  Subsequently  the  respectivecounsel  signed 
stipulations,  which  were  duly  filed  in  the  clerk's  office.  Each  stipula- 
tion stated  that  the— 

biU  of  oomplaint  shall  be  and  hereby  is  amended  by  inserting  immediately  after  tbe 
words  "Hngh  G.  Gibson,  of  Newbury,  in  the  State  of  Vermont,"  the  words  "and  an 
inhabitant  of  the  district  of  Vermont." 

The  defendant's  first  point  is  that  the  Circuit  Court,  which  had  over- 
ruled the  demurrer  without  knowing  that  these  stipulations  had  been 
filed,  erred  in  so  doing.  The  stipulations,  which  provided  that  the  l^ 
not  only  should  be,  but  was,  amended,  render  examination  of  this  point 
unnecessary. 

Tlie  improvement  described  in  the  Butler  patent  is  so  closely  related 
to  the  apparatus  and  process  of  the  Codey  patent  that  it  is  proper  to 
include  an  examination  of  each  patent  in  one  opinion. 

The  nature  and  the  advantages  of  the  improved  process  of  the  Cooley 
patent  were  clearly  stated  in  the  specification  of  the  patent,  as  follows : 

The  ordinary  mode  of  raising  oievn  is  with  open  pans,  either  shallow  or  deep,  and 
then  by  hand-labor  skimming  the  oream  from  the  soxfaoe  after  the  milk  has  stood, 
say,  from  thirty-six  to  forty-eight  hours.  This  mode  is  opea  to  several  serious 
objections,  among  which  may  be  named  the  exposure  of  the  milk  to  the  atmosphere, 
from  which  it  attracts  insects  and  absorbs  gases  and  odors  often  very  deleterioas, 
and  from  which  it  collects  and  retains  dust  and  dirt  floating  in  the  air,  the  agitation 
of  its  surfiace  from  winds  and  other  causes,  the  great  length  of  time  required  to  raise 
the  cream,  the  unavoidable  lack  of  uniformity  in  the  quality  of  the  oream,  and,  con- 
sequently, in  the  butter  made  from  it,  because  of  the  various  subtile  and  invisible 
atmospheric  causes  which  tend  to  taint,  acidify,  or  otherwise  vitiate  it,  the  positive 
and  direct  exposure  to  all  the  sudden  changea--electrical,  thermal,  and  otherwise— 
of  the  atmosphere,  and  the  necessity  of  having  pans  enough  to  hold  the  milk  of  two 
or  more  days'  milking. 

Digitized  by  VjOOQ IC 
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When  milk  ia  net  in  open  veaselB  which  are  oooled  by  wster  underneath  them,  it 
being  at  a  lower  temperatnre  than  the  Barroonding  atmosphere,  and  being,  as  la  well 
known,  a  ready  absorbent  of  odors  and  taints,  it  will  absorb  ftom  the  air  by  con- 
densation the  moiatnre  contained  in  it  together  with  its  imparities. 

•  •  •  •  •  •  ft 

By  my  present  inyentlon  I  water-seal  the  can,  or  other  vessel  containing  the  milk 
to  be  treated,  whereby  all  possibility  of  the  entrance  into  it  of  foreign  matter,  gases, 
or  odors  is  prevented,  and  when  I  wish  to  bring  the  whole  to  a  uniform  temperature, 
to  any  degree  desired,  I  then  submerge  this  vessel  entirely  in  water  of  the  required 
low  degree. 

The  effect  of  these  two  steps  of  the  operation  is  the  production  of  a  better  quality 
and  of  an  increased  quantity  of  cream,  and  in  a  far  less  period  of  time  than  usual ; 
the  securing  of  a  uniformity  of  quality  all  the  year  round;  great  economy  in  time, 
apparatus,  and  expense;  a  superiority  in  the  skimmed  milk;  the  production  from 
the  cream  thus  raised  of  a  butter  having  not  only  h  better  quality,  but  also  a  better 
keeping  property,  and  the  capacity  in  the  remaining  milk,  technieally  called 
''skimmed  milk,"  of  producing  a  better  character  of  obeeae. 

My  invention  can  be  very  simply  and  cheaply  practiced,  and  by  very  simple  means 
—anehy  for  instance,  as  a  tank  or  vessel,  B,  for  holding  water,  a  pan  or  can,  (or 
eana,)  A,  preferably  cylindrical,  for  holding  the  milk,  provided  with  a  removable 
cover,  C,  shaped  similarly  to  an  ordinary  tin  pan,  and  placed  upside  down  on  top  of 
the  pan  A,  and  held  down  by  any  appropriate  weight  or  faateuing,  the  overlapping 
w  flaring  sides  of  the  cover  leaving  an  annular  space  between  such  sides  and  the 
vessel  A. 

No  packing  is  required  to  make  this  cover  water-tight  whrai  the  water  is  high 
enough  in  the  tank  B  to  reach  up  to  or  a  little  above  the  lower  edge  of  the  cover, 
because  the  air  in  this  annular  space  is  then  unable  to  rise  and  escape,  and  remains 
there,  thus  making  a  perfect  air-packing,  and  the  whole  can  is  thus  simply  but  com- 
pletely water-sealed. 

This  water-sealing  is  a  distinct  thing  from  submerging,  and  if  the  water  be  no 
higher  than  is  sufficient  thus  tcseal  the  cover,  all  the  advantages  due  to  the  exclu- 
sion of  the  outer  atmosphere  and  atmospheric  effects  are  completely  attained,  and  a 
nearer  approximation  is  also  made  to  an  equalization  of  the  temperature  of  the  con- 
tents of  the  can  than  by  any  other  method  known  to  me.    •      *      • 

The  first  claim  of  the  patent,  which  is  the  only  one  said  to  have 
been  infringed,  is  for  water-sealing  and  not  for  snbmerging,  and  is  as 
fbllows: 

1.  The  process  of  treating  milk  for  raising  cream  by  sealtDg  with  water  and  air 
the  cover  applied  directly  to  the  vessel  containing  the  milk,  substantially  as  set 
forth. 

The  process,  which  consists  in  water-sealing  each  separate  can  of 
milk  by  immersing  the  can  in  a  tank  of  water,  which  is  high  enough 
in  the  tank  to  reach  up  or  a  little  above  the  lower  edge  of  the  cover, 
which  overlaps  the  sides  of  the  can,  thus  making  an  air  packing  in  the 
annular  space  between  the  sides  of  the  cover  and  the  can,  has  been 
very  generally  introduced  into  the  croauieries  of  the  North,  and  has 
helped  to  make  the  manufacture  of  butter  upon  a  lar p^e  scale  successfiil. 

The  attempt  by  immersing  cans  in  water  to  cool  milk  in  large  quan- 
tities and  to  keep  it  in  proper  condition  of  temperature  while  the  creani 
rises  was  made  before  the  date  of  the  patent  in  suit,  and  the  results  of 
two  of  the  different  attempts  are  described  in  Letters  Patent  No.  182,- 
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700,  dated  September  26, 1876,  to  Dexter  Pettingill,  and  No.  184,062, 
dated  November  7, 1876,  to  William  Gooley.  Milk-oooling  cans  were 
also  invented,  and  are  described  in  Letters  Patent  No.  59,903,  dated 
November  27, 1866,  to  William  Garrard;  to  John  Buckley,  No.  68,696, 
dated  September  10, 1867,  and  to  J.  F.  Hawkins,  No.  140,919,  dated 
Jnly  15, 1873. 

The  inner  milk-can  of  the  Pettingill  device  was  closed  by  an  ordi- 
nary cover.  The  space  between  the  inner  can  and  the  outside  box  was 
filled  with  water.  Above  the  box  and  hinged  thereto  was  an  ice-box 
with  perforated  bottom  which  was  closed  by  a  lid.  The  melting  water 
firom  the  ice-box  dropped  upon  the  lid  of  the  milk-can,  and  a  water- 
pipe  near  the  top  of  the  can  conducted  the  waste  water  from  the  box. 

In  the  Oooley  device  of  1876  there  is  a  flange  around  the  upper  edge 
of  the  inner  milk-can  to  form  a  seat  for  a  rubber  packing,  ui>on  which 
the  lower  side  of  the  edge  of  the  can  cover  rests.  By  means  of  an 
air-pump  detachably  connected  with  a  hole  in  the  center  of  the  cover 
the  air  in  the  can  is  pumped  out,  forming  a  vacuum  above  the  milk. 
The  object  of  the  rubber  packing  is  to  prevent  the  subsequent  intro- 
duction of  air  into  the  can. 

In  neither  device  was  any  attempt  made  to  seal  the  can  with  water 
or  with  air.  The  object  of  each  invention  was  to  cool  the  milk ;  but  the 
idea  of  the  formation  of  a  water  seal  did  not  enter  into  either  improve- 
ment. In  the  Buckley  and  the  Hawkins  cans  and  in  the  unpatented 
cans  of  John  0.  Pennington  there  is  the  same  absence  of  the  principle 
of  the  patent  in  suit.  The  Morandi  patent  of  1868,  for  an  improved 
cooling  apparatus,  and  the  Oolton  patent  of  1858,  for  a  preserve-can, 
have  no  relation  to  the  Oooley  creamery. 

The  Garrard  invention  had  a  water-sealing  idea,  and  therefore  is  the 
nearest  approach  to  the  Gopley  invention  of  1877  of  any  of  the  alleged 
anticipating  devices.  It  was  a  cooler  for  preserving  milk  or  butter  or 
other  articles,  and  consisted,  in  general,  of  a  vessel  or  tank  fitted  with 
a  lid  and  forming  a  water-chamber.  The  lid  fitted  into  this  vessel  by  a 
flange,  which  made  a  water-tight  joint  by  dipping  into  the  water  in 
the  vesseL  A  smaller  vessel  containing  the  milk  was  placed  in  the  tank. 
The  cover  was  not  the  cover  of  the  milk-can,  but  of  the  tank.  In  the 
water-sealing  apparatus  of  Oooley  the  cover  is  applied  directly  to  each 
can,  and  only  that  portion  of  air  which  fills  the  annular  space  between 
the  cover  and  the  sides  of  each  can  comes  in  contact  with  the  milk.  If 
the  Oarrard  cover  should  only  be  relied  upon  in  a  Oooley  creamery, 
which  may  contain  twelve  or  sixteen  cans,  the  beneficial  results  of  air 
exclusion  would  be  much  diminished.  Besides  the  size  and  weight  of 
the  Oarrard  cover  would  render  its  use  in  such  a  creamery  imprac- 
ticable. But  the  defendant  says  that  even  if  the  air-tight  joint  of 
Garrard  was  not  a  joint  for  each  can,  but  for  the  tank  which  contained 
the  cans,  it  suggested  the  Gooley  improvement  and  deprived  it  of  the 
character  of  invention.    The  Garrard  cooler  was  simply  for  cooling 
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milk  or  batter.  It  was  not  for  a  ereamery,  whose  needs  differ  Yery  mucli 
from  those  of  a  mere  cooling  apparatus,  because  for  the  parity  of  the 
batter  the  milk  in  each  can  in  a  creamery  most  be  kept,  so  &r  as  is 
possible,  out  of  contact  with  the  odors  and  heat  of  the  milk  in  other 
cans. 

When  Gooley  ascertained  that  his  attempt  in  1876  to  bottle  np  the 
milk  entirely  was  too  expensive  for  practical  ase  and  that  a  cover  for 
the  entire  tank  was  inadmissible  becaase  of  the  danger  that  the  milk 
in  each  can  might  become  contaminated  and  that  in  a  creamery  it  was 
indispensable  that  each  can  should  be  sealed,  but  sealed  as  simply  as 
possible,  and  that  a  water  and  air  seal  combined  simplicity  and  effi- 
ciency, his  process  which  carried  those  principles  into  effect  was  the 
work  of  an  inventor. 

In  1883  Gibson  bought  from  the  complainant  a  creamery  containing 
four  cans,  which  was  made  under  the  patent  in  suit  This  creamery  he 
discard^,  reserving  nothing  but  the  wooden  exterior  of  the  tank,  into 
which  the  Barden  Automatic  Gream  Separator  Gompany  put  a  metal 
lining,  six  cans,  and  six  Butler  covers. 

It  is  claimed  that  the  sale  by  the  complainant  of  its  four-can  cream- 
ery was  a  license  to  use  the  patented  process.  It  was  such  a  license 
in  connection  with  the  apparatus  and  its  necessary  repairs,  but  not  to 
use  the  process  in  connection  with  a  new,  different,  and  enlarged 
creameiy  or  number  of  creameries.  The  infringement  of  the  first  daim 
of  the  Gooley  patent  by  the  use  of  the  new  creamery  admits  of  no 
extended  discussion. 

So  much  of  the  Butler  invention  as  appertains  to  this  case  was  said 
in  the  specification  to  consist- 
in  ft  milk-setting  T6Mel  adapted  for  raising  cream  hj  sealing  in  water,  having  an 
overhanging  cover  and  internal  supports  for  raising  the  cover  slightly  above  the 
vesseL 

The  construction  and  advantages  of  this  cover  are  thus  described : 

Q  is  a  flaring  and  elevated  cover  for  the  milk  vessel,  its  top  being  elevated  some- 
what above  the  top  edge  of  the  vessel  by  means  of  supports  or  rests  r  r  inside  the 
cover.  These  supports  may  be  simply  bent  wires  aflized  to  the  oovor,  or  they  might 
be  projections  on  the  top  of  the  can  itself.  This  acts  as  a  deodorizer  for  carrying  off 
the  taint  or  odor  of-vegetables  which  may  have  been  fed  to  the  cows,  and  when  the 
whole  is  water-sealed  by  immersing  the  vessel  and  its  secured  cover  under  water  this 
ndsed  cover  allows  the  gases  and  animal  heat  to  pass  freely  from  the  milk  into  the 
water,  while  at  the  same  time  sealing  the  milk  from  the  outer  atmosphere.  With 
this  raised  cover  I  find  I  can  work  the  creamer  with  about  5^  higher  temperature 
than  without  it,  and  can  ndse  cream  in  less  time,  because  the  cooling  e£fect  of  the 
water  is  more  directly  upon  the  milk. 

The  claims  which  were  infringed  are  the  second,  fifth,  seventh,  and 
eighth,  and  are  as  follows: 

3.  A  milk-eetting  vessel  adapted  for  raising  eream  by  sealing  in  water,  having  an 
overhanging  cover  and  internal  supports  for  raising  the  cover  sli^tly  above  the 
vessel^  as  and  for  the  puxpoees  set  forth.  17 
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6.  A  milk-aettiiig  yeMel  adapted  foit  raising  oream  by  sealing  in  water,  haying  sa 
OTerhanging  cover,  and  supports  for  raising  the  cover  slightly  above  the  vessel,  as 
and  for  the  purposes  set  forth. 

7.  A  milk -setting  vessel  adapted  for  raising  cream  by  standing  in  water,  and  hav- 
ing supports  for  a  raised  cover  provided  with  a  cover  adapted  to  be  held  raised 
above  the  vessel  by  means  of  such  supports,  but  with  its  lower  edge  below  the  top 
of  the  vessel. 

8.  A  milk-setting  vessel  adapted  for  raising  cream  by  standing  in  water,  and  hav- 
ing supports  for  a  raised  cover  provided  with  a  cover  adapted  to  be  held  raised 
above  ^e  vessel  by  means  of  such  supports,  but  with  its  lower  edge  below  the  top 
of  the  vessel  and  to  dip  into  the  water  surrounding  the  vessel. 

Experience  proved  that  if  the  milk  in  a  can  of  a  Gooley  cream- 
ery had  derived  an  unpleasant  odor  firom  the  substances  upon  which 
the  cows  had  fed  and  the  can  was  hermetically  sealed,  the  butter 
would  be  injuriously  aifected;  but  it  was  ascertained  that  if  exhalation 
was  permitted  the  water  would  absorb  the  odors  with  which  the  milk 
was  affected  without  otherwise  influencing  or  changing  the  qualities 
of  the  milk.  Butler  first  made  this  discovery  permanently  Asefiil  by 
his  raised  cover,  which  permitted  this  exhalation  and  relieved  the 
milk  from  odor  or  taint  without  the  introduction  of  external  air. 

The  Garrard  cooler  is  again  relied  upon  in  an  anticipation;  but,  in 
addition  to  what  has  been  previously  said,  its  cover  had  no  supports  on 
the  inside  of  the  cover  or  projections  on  the  vessel  containing  the 
milk,  which  are  the  distinctive  feature  of  the  Butler  patent.  The 
defendant  introduced  as  an  anticipation  Letters  Patent  No.  180,902, 
dated  August  8, 1870,  to  Theodore  B.  Timby,  for  an  improved  appara- 
tus for  manu&cturing  solar  salt  In  the  manufiBkcture  of  ^<  solar  salt" 
the  brine  is  exx>osed  in  vats  to  the  action  of  the  sun  and  wind,  which 
are  covered  by  movable  sheds  during  rains.  Timby's  cover  was 
made  of  opaque  material  with  an  upper  surface  of  dark  color,  so  as  to 
absorb  a  large  amount  of  solar  heat.  To  prevent  the  displacement  of 
the  heated  air  by  cooler  currents  of  wind,  the  cover  was  made  with 
inclined  sides,  so  as  to  deflect  the  wind.  The  cover  was  elevated 
somewhat  by  comer-posts  extending  above  the  sides  of  the  vat  for  the 
purpose  of  allowing  air  to  enter  and  impinge  obliquely  upon  the  lower 
surfiace  of  the  cover  and  to  be  deflected  upon  the  suriieuse  of  the  brine. 
It  seems  unnecessary  to  enlarge  upon  the  dissimUarity  between  a  brine- 
vat  with  the  Timby  raised  wiud-and-air  cover  and  a  Ckx^ley  creamery 
with  the  Butler  cover. 

The  patent  to  John  O.  Cherry,  No.  219,910,  dated  September  23, 
1879,  was  introduced  by  the  complainant  in  rebuttal  in  the  case  upon 
the  Ck)oley  patent  in  explanation  of  the  record  in  Boyd  v.  Cherry^  (O. 
D.  1892,  459;  00  O.  G.,  100;  4  McOrary,  70;  50  Fed.  Bep.,  281.)  No 
testimony  was  given  in  regard  to  this  patent  by  any  oua,  and  it  was 
not  mentioned  in  the  pleadings  of  either  party. 

By  stipulation  testimony  taken  in  either  of  the  cases  could  be  used 
in  the  other  of  said  cases.  Under  this  stipulation  the  defendant  claims 
that  the  Oheny  patent  may  be  used  in  the  case  upon  the  Butler  patent 
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as  an  antieipation.  It  is  apparently  a  fJEbct,  though  the  fiM^t  is  not 
proved  by  competent  evidence,  that  the  Butler  application  antedated 
the  Oherry  application.  It  was  not  the  intention  of  the  stipulation 
that  a  patent  offered  for  one  purpose  by  the  complainant  in  one  case 
conld  be  used  by  the  defendant  in  the  other  case  as  an  anticipation 
without  an  amendment  of  the  pleadings  and  without  a  sdntilla  ot 
testimony  by  which  the  complainant  could  he  warned  so  as  to  offer 
seasonable  testimony  in  regard  to  the  history  and  character  of  the 
alleged  anticipation  before  the  record  reached  the  appellate  court. 

We  therefore  do  not  give  attention  to  the  Cherry  patent. 

The  decrees  of  the  Circuit  Court  are  affirmed  with  costs. 


[XT.  S.  areiiit  Omai  ot  Appeds-  Ninth  Cixvntt.  ] 

HABPEB  &  BBYN OLDB  COMPANY  «.  WlLaUB. 

Deoided  May  18, 189S. 

64  O.  Qt.,  802. 

1.  WiLGUS— Lawn-Sprinxlxrs. 

Letters  Patent  No.  448,734,  dated  December  80, 1890,  israed  to  Daniel  C.  WU- 
gus,  for  an  improvement  in  lawn-sprinklers,  HM  to  be  valid. 

2.  Samb— AcnoM  AT  Law  for  Damaos  vob  Ikfrinomicsnt— Anticxpatiok  a 

Question  of  Vact  for  the  Jury. 
In  an  action  at  law  for  damages  for  an  infiringement  the  question  whether  a 
oertain  patent  set  np  as  a  defence  is  an  anticipation  of  the  patent  saed  on  is  a 
question  of  fsct  to  be  submitted  to  and  decided  by  a  Jury,  and  where  thivre  was 
no  request  for  an  instruction  to  the  Jury  to  return  a  vradict  for  the  defendant 
the  appeal  court  cannot  under  such  circumstances  oonaider  the  question. 

3.  Writ  of  Error— Questions  of  Law. 

On  a  writ  of  error  to  the  Cirouit  Court  of  Appeals  its  leview  Is  oonflBed  to  the 
consideration  of  questions  of  law,  the  rulings  of  trial  courts  upon  questtons  w 
evidence,  and  the  instructions  given  and  refused  to  the  Jury. 

4.  Verdict— Instructions— Bill  of  Exceptions. 

Where  there  is  nothing  in  the  bill  of  exceptions  to  show  that  the  Jury  disrs' 
garded  the  instructions  of  the  court,  the  presumption  is  that  they  strictly  fol- 
lowed them  and,  in  the  light  of  the  evidence,  obeyed  the  charge  of  the  court. 

In  Ebbob  to  the  Gircait  Goart  of  the  United  States  for  the  Soath- 
em  District  of  California. 

Megarg.  Graff  &  Lapkam  and  Mr.  St^hen  M.  White  for  the  appellant. 
Mesirs.  Oole  &  Cole  for  the  appellee. 

Before  MoEenka,  Gilbbbt,  and  Hawlbt,  Judges. 

GiLBXBT,  J. : 

The  defendant  in  error,  Daniel  G.  Wilgas,  brought  an  action  against 
the  plaintiifs  in  error,  the  Harper  &  Beyuolds  Gompany,  for  damages 
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for  an  alleged  inMngment  of  Letters  Patent  No.  443,734,  issued  Decem- 
ber 30, 1890,  for  an  improvement  in  lawn-sprinklers. 

The  answer  of  the  defendant  denied  that  the  plaintiif  therein  was 
the  inventor  of  the  lawn-sprinkler  so  patented,  and  denied  the  infringe- 
ment, but  alleged  that,  on  the  7th  day  of  July,  1888,  Letters  Patent 
were  issued  from  the  United  States  to  Clement  Ctauthier  for  an  inven- 
tion substantially  identioal  with  that  described  in  the  Wilgus  patent, 
which  Letters  Patent  had  been  thereafter  duly  assigned  to  certain  per- 
sons in  the  answer  named. 

The  action  was  tried  before  a  jury,  and  the  verdict  was  rendered  for 
the  defendant  in  error  for  $1,238.41. 

The  first  assignment  of  error,  and  that  upon  which  the  plaintUb  in 
error  mainly  rely,  is  that  the  evidence  is  wholly  insufficient  to  justify 
or  sustain  the  verdict,  for  the  reason  that  it  shows  the  plaintiff's  patent 
to  be  void,  the  same  having  been  anticipated  by  the  Gkmthier  patent. 

There  was  no  request  upon  the  part  of  the  plaintiff^  in  error  for  an 
instruction  to  the  jury  to  return  a  verdict  for  defendant,  either  at  the 
close  of  the  plaintiff's  testimony  or  upon  the  final  submission  of  the 
case  to  the  jury.  It  is  not  claimed  that  there  was  no  evidence  to  go  to 
the  jury  in  support  of  the  novelty  of  the  plaintiff's  invention.  On  the 
other  luuid,  the  bill  of  exceptions  distinctly  discloses  that  there  was 
such  evidence.  In  addition  to  this,  the  patent  was  itself  prima  fade 
evidence  of  its  own  validity.  (OantreU  v.  Walliohj  a  D.,  1886,  207; 
36  O.  G.,  871;  117  U.  S.,  690;  amith  v.  Goodyear j  0.  D.,  1877, 171;  11 
O.  O.,  246;  03  U.  8.,  486;  Lehnbeuier v.  Holikaus^  0.  D.,  1882, 263;  21  O. 
G.,  1783;  106  U.  S.,  04.) 

This  court  cannot  now,  upon  this  assignment  of  error,  enter  into  the 
consideration  of  £he  question  whether  or  not  the  Wilgus  patent  was 
anticipated  by  the  Gauthier  patent  and  therefore  was  itself  void.  That 
inquiry  involved  a  question  of  fact  forthe  jury  and  itwas  properlysub- 
mitted  to  the  jury.  No  exception  was  taken  on  the  trial  either  to  the 
submission  of  the  case  to  the  jury  or  to  the  charge  of  the  court. 

On  the  writ  of  error  to  this  court  we  are  confined  to  the  considera- 
tion of  questions  of  law—the  rulings  of  the  trial  court  upon  questions 
of  evidence  and  the  instructions  given  or  refused  to  the  jury.  We 
have  no  concern  with  the  weight  to  be  given  to  the  evidence  which  has 
been  properly  admitted.  (Par9(yM  v.  Bedford^  3  Pet.,  446;  Bailroad 
Oo.  V.  Fralofy  100  U.  S.,  31.) 

It  is  assigned  as  error  that  the  court  excluded  the  evidence  of  a  cer- 
tain assignment  made  by  Wilgus  to  one  Lyall  two  years  before  the 
issuance  of  the  Wilgus  patent  transferring  to  Lyall  the  <<  claim  of 
invention  of  sprinkler"  for  a  consideration  of  fifteen  dollars. 

This  instrument  was  offered  in  connection  with  the  cross-examina- 
tion of  the  plaintiff,  and  it  is  claimed  to  have  been  pertinent  for  the 
purpose  of  showing  his  knowledge  of  the  state  of  the  art  and  of  the 
existence  of  the  prior  invention  of  Gauthier.    The  inference  is  sought 
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to  be  drawn  therefrom  that  the  plaintiff  would  not  have  parted  with 
his  improTement  for  fifteen  doUars  if  he  had  believed  himself  to  be  the 
inventor  thereof.  This  inference  is  altogether  unwarranted,  and  is  not 
even  remotely  suggested  by  the  instrument;  but  if  this  instrument 
did  indeed  tend  to  show  that  the  plaintiff  did,  at  that  time,  believe 
that  his  invention  was  of  little  value  or  lacked  novelty  that  fact  was 
wholly  immaterial  to  the  issues  to  be  tried  in  the  case.  The  question 
before  the  jury  was  not  what  Wilgus  may  have  thought  of  his  own 
invention  in  1888.    The  evidence  was  properly  excluded. 

Error  is  claimed  in  the  ruling  of  the  court  allowing  the  witness 
Townsend  to  answer  the  following  question: 

With  reference  to  the  tangential  inlet  spoken  of  by  Mr.  Graff  what  is  the  shape 
of  the  tangential  inlet  in  the  sprinkler! 

The  response  of  the  witness  was  in  substance  that  the  inlet  in  the 
Wilgus  sprinkler  was  circular  in  shape,  while  the  other  was  not.  It  is 
possible  that  this  evidence  was  wholly  immaterial,  since  no  claim  is 
made  in  either  of  the  patents  upon  the  shape  of  the  inlet  and  no  refer- 
ence is  made  thereto  in  the  specifications,  and  it  is  probable  that  the 
shape  of  the  inlet  has  no  bearing  whatever  upon  the  issues  in  the  case. 
The  sprinklers  as  actually  constructed  under  both  patents  were  in 
evidence  before  the  jury,  however,  and  the  shax>e  of  inlets  in  each  could 
be  distinctly  seen  upon  inspection  of  them.  This  evidence  of  the  wit- 
ness added  nothing  to  what  was  already  admitted  before  the  jury,  could 
not  affect  the  issues  and  could  not  in  any  way  have  prejudiced  the  rights 
of  the  plaintiff  in  error. 

It  is  claimed  that  the  verdict  was  contrary  to  the  charge  of  the  court 
and  that  the  jury  disregarded  the  following  instruction: 

A  mere  carrying  forward  or  a  new  or  more  extended  application  of  the  original 
thought  and  changed  only  in  form,  proportion  or  degree,  or  substitntiou  of  equiv- 
alents doing  suhstantially  the  same  thing  in  the  same  way  by  the  same  means,  with 
better  resolts,  is  not  such  an  invention  as  wonld  sustain  a  patent. 

It  is  impossible  for  us  to  say  that  the  jury  disregarded  this  instruc- 
tion. There  is  nothing  in  the  bill  of  exceptions  to  show  that  they  did. 
The  presumption  is,  on  the  other  hand,  that  they  strictly  observed  it. 
We  must  infer  that  the  jury,  in  the  light  of  the  evidence,  obeyed  the 
charge  of  the  court,  and  that  in  arriving  at  their  verdict  they  reached 
the  conclusion  that  the  Wilgus  patent  was  not  a  mere  carrying  forward 
of  the  original  thought  of  the  Gauthier  patent,  and  that  the  two  sprink- 
lers do  not  accomplish  substantially  the  same  thiogs  in  the  same  way 
by  the  same  means.  This  was  the  main  question  in  issue  in  the  case 
and  was,  as  we  have  seen,  submitted  to  the  jury  without  objection  upon 
the  part  of  the  plaintifb  in  error. 

There  being  no  error  in  the  trial  below,  the  judgment  is  affirmed, 
with  costs  to  the  d^endant  in  error. 
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[U.  8.  droDlt  Conrt— BMton  Btotriol  of  PMasylTMBlA.] 

B.  S.  White  Dental  MANUPAOTUEiNa  Company  v.  Johnson  et  jlu 

JOedd^  Jwie  6. 189S. 
64  O.  0.,  908. 

PXBLIlIDrART  iNJUMOnON— WBKN  IT  WILL  BE  GBAirrSD. 

Where  upon  motion  for  a  preliminary  ii^nnotion  it  is  ahown  that  the  claim 
alleged  to  be  infringed  haa  already  been  a^Jndged  by  a  Federal  Conrt  to  be  valid 
on  snbetantlally  the  same  eyidenee  as  is  presented  with  the  motion,  EM  the 
▼alidity  of  the  claim  for  the  purpose  of  issuing  the  inonotion  is  thereby  con- 
dnsively  established. 

Mr.  Joseph  C.  Fralejf  for  the  complainant. 

Mr.  George  B.  Seldei^  Mr.  Jerome  Cartgj  and  Mr.  George  Hwiing  for 
the  defendants. 

Dallas,  J.: 

This  iB  a  motion  for  preliminary  iDjnnction.  The  circomstances 
which  have  been  urged  in  argument  as  showing  acquiescence  by  the 
plaintiffs  in  the  conduct  of  the  defendants  and  as  estopping  the  plain- 
tiffs from  asserting  that  the  ^<  foot-rest"  of  the  defendants  is  an  infringe- 
ment of  the  patent  in  suit  have  been  fiilly  examined  and  carefully  con- 
sidered ;  but  nothing  has  been  shown  which,  in  my  opuiion,  amounts 
to  a  waiver  of  the  complainants'  rights  or  which  precludes  them  firom 
maintaining  them  in  a  conrt  of  equity.  Therefore  it  is  necessary  to  dis- 
pose of  this  motion  upon  the  other  defenses  which  have  been  inter- 
posed, and  these  are,  first,  that  the  patent  is  invalid,  and,  second,  that 
the  defendants  have  not  infringed. 

Upon  both  points  this  motion  is  supported  by  the  decree  of  the 
Supreme  Gourt  of  the  District  of  Columbia  in  the  case  of  Morrieoa  y* 
The  Canton  Denial  Ohair  Co.,  (0.  D.,  1889,  627;  49  O.  G.,  733.)  That 
ease  involved  the  same  daim  as  is  here  in  question,  viz.,  the  ninth  claim 
of  Letters  Patent  No.  369,295,  dated  August  30, 1887,  granted  to  James 
B.  Morrison,  for  ^^  adjustable  chairs,''  as  f611ows: 

In  oombination  with  a  chair-body  haying  a  platform  or  step  attaohed  thereto,  a 
sapplemeutal  foot-rest,  and  arms  to  sustain  said  rest  pivoted  to  the  platform  to 
swing  forward  and  backward  to  a  Umited  extent  and  interlocking  with  said  plat- 
form in  an  upright  operatiye  position  when  turned  rearward  as  weU  as  forward, 
whereby  said  arms  are  adapted  to  sustain  the  rest  in  either  of  two  operatiye  posi- 
tions at  different  distances  from  the  chair-seat. 

This  claim  was  distinctly  sustained  by  the  decree  to  which  I  have 
referred,  and  for  the  purpose  of  this  application  its  validity  is  thereby 
conclusively  established,  (Brush  Eleetrie  Co.  v.AccumtUaior  Co.,  G.  D.^ 
1892,  632  ;  61  O.  G.,  726;  50  Fed.  Bep.,  833;  Cary  v.  I>ome8tic  Co.j  0. 
D.,  1886, 120;  34  O.  O.,  1158;  27  Fed.  Bep.,  299;  *Cary  v.  LoveU  Co^ 
O.D.,1885,39i;  32  0.  O.,  1009;  24  Fed.  Sep.,  141;)  but  if  this  were 
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otherwise,  still  the  only  new  matter  set  up  and  insisted  uxK>n  here  is  a 
patent  issued  to  0.  L.  Bander,  April  6, 1842,  for  a  ^^ibot-rest"  so  mani- 
festly different  from  that  of  Morrison  and  so  plainly  incapable  of  aeoom* 
plishing  its  object  that  it  is  obvions,  npon  inspectioni  that  they  do  not 
conflict. 

The  Supreme  Court  of  the  District  of  Oolumbia  also  adUndged  tbe 
defendant  in  the  Morrison  case  had  infringed  this  patent  by  the  use  of 
an  appliance  which  was  substantially  the  same  as  that  of  the  defendants 
in  the  present  case.  The  infringing  device  of  the  Oanton  Dental  Chair 
Company  was  saidby  JudgeCox  to  be  identified  with  thatofthepatent— 

by  tlie  Ikct  that  there  are  logs  placed  upon  the  frame  which  are  exactly  ae  is  the 
other  I6r  the  very  purpose  of  prerenting  the  rest  from  going  down  to  a  lerel  with 
the  platfonn  and  for  the  purpose  of  keeping  it  in  position  where  it  can  operate  as  a 
Ibot-rest. 

So,  als6,  in  speaking  of  certain  devices  which  had  been  introduced  to 
show  anticipation,  the  learned  judge,  in  distinguishing  them,  said: 

*  *  *  The  rest,  when  it  is  turned  rearward,  instead  of  heing  used  as  a  rest  tu 
the  foot,  simply  folds  np  flat  with  the  body  of  the  chair  or  platform,  and  theretee 
U  doet  noi  terve  ti^imijMM  of  a  rest  at  all; — 

and  again: 

The  rest  was  folded  into  the  body  of  platform  or  went  down  immediately  npon  it 
and  wa$  noi  tuJ/Mmtlf  eiecoMtfirom  Uiohe  M$ed  al  all. 

It  is  evident  that  it  was  not  the  mere  presence  of  ^Uugs"  which  was 
considered  important,  but  the  &ct  that  they  wei-e  present— 
far  Ike  jmryoM  of  keeping  it  [the  rest]  in  position  where  it  can  operate  as  a  foot-rsst ; 
and,  although  lugs  are  absent  from  the  contrivance  of  these  defendants, 
yet  their  ^rpose  is  accomplished  by  simply  increasing  the  diameter  of 
the  foot-rest.  The  end  is  the  same  and  the  difference  in  means  is  not 
substantial,  and  therefore,  if  there  was  infringement  in  the  case  decided 
by  Judge  Cox,  there  is  also  infringement  in  this  one. 

I  should  not  be  understood  as  intimating  any  independent  opinion 
upon  either  of  the  two  questioiis  which  were  determined  by  the  Supreme 
Court  of  the  District  of  ColumlMa,  but  only  as  holding  that,  because 
they  have  been  determined  by  that  court,  and  upon  substantially  the 
same  evidence  as  has  been  now  adduced,  they  are  not  open  ibr  present 
consideration. 

The  motion  for  a  preliminarv  iniunction  is  granted,  and  the  writ  may 
issue  accordingly. 
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[TJ.  8.  Cbrait  C<rart  of  AppMl»>-8eTentli  Jvdidia  Gixonli.] 

Stanbabd  Elevator  Company  et  al.  v.  Orane  Elevator  Ook- 
PANY  et  al.    Same  v.  Same. 

DeoUM  Fe^nuury,  139$. 
64  0.a.,i38. 

1.  VaLIDITT  of  PaTENT^PRKLIMIH ABY  iMJTTNCTIOir. 

In  patent  omm  the  infringement  npon  irhich  a  pieUminarj  iij  unction  will  be 
granted  mnvt  be  without  reasonable  doubt  and  the  rights  of  the  patentees  dear, 
and,  failing  in  prior  a^jadioatlon  in  &Tor  of  the  ralidity  of  a  patent,  there  must 
be  diown  such  continued  public  acquiescence  in  the  ezolusiTS  right  asserted  as 
raises  a  presumption  of  Talidity  of  the  patent. 

2.  Saxs— Same. 

Where  the  evidence  as  to  the  construction  of  daims  and  their  infUngement 
was  necessarily  and  largely  ex  parte  and  where  the  damages  which  the  com- 
plainants may  suffer  can  be  compensated  in  money  by  the  respondents,  HM  that 
a  preliminary  ix^unction  ought  not  to  be  granted. 

On  Appeal  from  the  Oircnit  Ootirt  of  the  United  States  for  the 
Northern  District  of  Illinois. 

Mr.  Frank  T.  Br  oven  for  the  appellants. 
Mr.  Jamet  H.  Raymond  for  the  appellees. 

Before  Gresham,  Woods,  and  Jenkins,  Judges. 

Jenkins,  J..- 

The  bills  of  complaint  in  these  two  cases  were  filed  by  the  Crane  Ele- 
vator Company  to  eiyoin  the  alleged  inMngement  of  certain  claims  in 
several  patents  for  improvements  in  hydranlic  elevators— viz.,  daim  1 
of  Patent  No.  317,202,  issued  to  George  H.  Beynolds  May  5,  1885; 
claims  2,  4,  and  6  of  Patent  No.  328,614,  issued  to  George  H.  Beynolds 
October  20, 1885;  claim  No.  3  of  Patent»No.  248,908,  issued  to  Cyrus 
W.  Baldwin  November  1, 1881;  claims  1, 4,  and  5  of  Patent  No.  456,107, 
issued  to  Cyrus  W.  Baldwin  July  14,  1891;  claims  in  Patent  No. 
456,122,  issued  to  George  H.  Beynolds  July  14, 1891;  claims  in  Patent 
No.  309,865,  issued  to  Joseph  Moore  December  30, 1884;  claims  in  Pat- 
ent No.  458,917,  issued  to  G^rge  H.  Beynolds  September  1,  1891. 
Before  answers  to  the  bills  the  complainants  moved  for  injunctions 
pendente  litCy  which  motioDS  were  heard  ux>on  bills  and  answers  and 
upon  ex  parte  evidence  and  models  constructed  by  the  paities,  respec* 
tively.  The  court  below,  at  the  hearing  of  the  motions,  granted  the 
preliminary  injunctions  on  the  first  claim  of  Patent  No.  317,202  and  on 
the  second  and  fourth  claims  of  Patent  No.  328,614  and  on  the  first  and 
third  claims  of  Patent  No.  458,917.  The  devices  the  use  of  which  was 
enjoined  are  known  as  (1)  ^'the  bottom  water-discharge;"  (2)  <<the  air- 
escape;"  (3)  ^'the  lever  device;"  (4)  <<the  compensatory  device." 
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The  appeal  involves  the  propriety  of  these  preliminary  injunctions. 
The  answers  deny  infringement,  deny  invention,  novelty,  and  public 
acquiescence. 

The  principles  upon  which  courts  of  equity  grant  the  writ  of  ii\junc« 
tion  in  advance  of  a  decree  upon  the  merits  are  elementary.  The  pur- 
pose of  the  interlocutory  writ  is  not  to  conclude  the  question  of  right, 
but  to  iirotect  against  material  iivjury  pending  the  litigation.  In  patent 
cases  to  warrant  the  writ  not  only  must  the  infringement  be  without 
reasonable  doubt,  but  the  rights  of  the  patentee  must  be  dear.  Failing 
prior  ac^udication  in  &vor  of  the  validity  of  the  patent,  there  must  be 
shown  such  continued  public  acquiescencein  the  exclusive  right  asserted 
as  raises  a  presumption  of  validity — a  presumption  not  arising  from  the 
Letters  Patent  unless  accompanied  by  public  acquiescence.  The  object 
of  the  provisional  remedy  is  preventive  largely,  and  it  will  not  be 
granted  if  it  is  more  likely  to  produce  than  to  prevent  irreparable  mis- 
chie£  If  the  controversy  between  the  parties  be  substantial,  and  not, 
as  to  the  alleged  infringement,  colorable  merely,  courts  of  equity  are 
not  disposed  to  a4judicate  upon  the  rights  of  the  parties  otherwise  than 
according  to  the  approved  usages  of  chancery  when  the  defendant's 
rights  might  by  the  issuance  of  a  writ  of  u\|unction  be  put  in  great 
jeopardy  and  the  complainant  can  be  compensated  in  damages. 

Without  passing  any  opinion  upon  the  complainants'  rights  or  the 
defendants'  infringement,  it  sufftces  to  say  that  upon  proofs  in  the  record 
we  cannot  declare  that  the  right  or  the  infringement  is  so  clear  from 
doubt  as  to  warrant  the  issuance  of  a  preliminary  injunction.  The 
evidence  as  to  the  construction  of  claims  and  infringement  upon  which 
the  court  below  was  called  to  pass  was  largely  and  necessarily  ex  parte. 
There  was  no  opportunity  of  probing  the  witnesses.  Scientific  expert 
evidence  is  not  wholly  reliable  when  not  subjected  to  the  search-light 
of  intelligent  cross-examination.  It  would,  we  think,  be  most  unsafe 
to  determine  this  controversy  without  friU  and  orderly  proof.  It  would 
be  most  unwise  to  imperil  and -presumably  wholly  ruin  the  large  capital 
and  interests  involved  in  the  business  of  the  appellants  by  arresting 
the  enterprise  in  advance  of  a  final  decree  when  the  damages  which 
the  appellee  may  sustain  can  be  compensated  in  money.  The  financial 
ability  of  the  api)ellants  to  so  respond  has  not,  in  our  judgment,  been 
Buccessftdly  attacked. 

The  order  appealed  from  will  be  reversed. 
13182  PAT ^28 
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[17.  8.  arouit  Court— Kortbern  Dialrlet  of  niisoii.] 

Fassett  v.  Ewabt  Manufaotubing  Gompant. 

J)wUMAprUS,189S. 
64  O.  a,  439. 

1.  Hows— Machike  fok  Coupliko  the  Links  ov  Drive-Chains. 

The  patent  to  Eagene  L.  Howe,  No.  317,790,  of  May  12, 1886,  for  a  machine 
for  coupling  the  links  of  driye-chainc  by  a  aidewise  thrust  of  the  oonpling-bar. 
Held  to  be  invalid  in  view. of  the  machine  for  coupling  by  an  endwiae  thrust  of 
the  coupling-bar  previously  invented  by  Fasaett,  aa  only  mechanical  skill,  and 
not  invention,  was  requjre<l  to  make  the  Howe  machine  in  view  of  the  Fassett. 

3.  Mechanical  Bkili/— SuusRguBNT  Patent  fok  Mere  Change  in  Mode  of 
Operation  Should  bk  Dknixd*. 
Where  the  inventor  of  a  machine  for  coupling  the  links  of  drive-chains  simul- 
taneously filed  two  applications  for  patents,  one  for  a  machine  for  an  endwiae 
and  the  other  for  a  machine  for  a  sidewise  thrust  of  the  coupling-bar,  and  had 
a  patent  issued  on  the  ilrst  machine.  Held  that  he  was  not  afterward  entitled  to 
a  patent  on  the  second  machine,  as  it  was  only  a  matter  of  mechanical  skill, 
and  not  invention,  to  adapt  the  endwise  to  the  sidowise  thrust. 

8.  Beskuvation  fob  Subsequent  Patent. 

Where,  ^n  the  case  above,  the  patent  on  the  endwise-thrust  machine  contained 
a  reservation  saying  that  ''the  foed-chute,  guidoway,  and  means  for  pushing  the 
assembled  links  forward,  a  delivery  wheel  or  device,  the  fulcrum  plate  or  cor- 
ner, operating  mechanism,  and  such  details  of  construction  as  are  not  herein 
broadly  claimed  form  the  subject  of  a  separate  application,"  SM  that  such  res- 
ervation meant  that  the  invention  was  broadly  claimed  in  the  patent,  and  that 
the  patentee  meant  to  reserve  only  the  right  to  claim  the  elements  specifically 
in  his  separate  application,  and  that  a  patent  on  such  separate  application, 
claiming  the  features  mentioned  in  the  reser\'ation  broadly  and  generioally, 
could  not  be  sustained  as  covered  by  the  reservation. 

Suit  for  infringemeut  of  patent  and  iiynnction. 

Messrs.  Banning  &  Banning  do  Faifson  for  the  complainant. 
Mr.  L.  HiU  and  Messrs.  Kerr  &  Curtis  tor  the  defendant. 

Woods,*/;.; 

In  the  opinion  of  the  court  the  patent  in  snit,  in  respect  to  tlie  clainui 
alleged  to  have  been  infhnged,  is  invalid  for  two  reasons:  first,  because 
it  is  not  covered  by  the  reservation  coiitaiued  in  Patent  No.  347^338, 
(Case  A,)  and,  second,  even  if  the  reservation  were  suflicient  the  mat- 
ter of  this  patent  (Case  0)  was  not  divisional  or.  properly  severable 
from  the  matter  of  the  first  patent,  (A,)  whether  the  severance  be  con- 
sidered as  direct  or  as  made  tlirough  Case  B. 

The  contention  of  the  complainant  is  that  the  claims  in  the  patent  of 
Case  A  and  the  claims  of  Case  B  and  of  the  Howe  patent,  with  which 
B  was  put  into  interference,  were  for  specific  constructions— the  first 
for  an  endwise  and  the  second  for  a  sidewise  coupling  machine— while 
the  patent  in  suit  is  fundamental  and  generic  and  covers  a  machine 
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made  up  of  the  parts  named  or  described,  whether  arranged  and  com- 
bined for  coupling  by  an  endwise,  sidewise,  or  other  kind  of  thrust,  and 
that,  the  first  applications  being  specific,  the  reservation  (in  Case  A) 
operated,  as  it  was  designed  to  do,  to  save  to  the  applicant  the  right  to 
put  into  Case  B  generic  claims,  and  that  having  been  prevented  from 
doing  that  by  reason  of  the  declaration  of  interference  between  Case  B 
and  the  Howe  patent  Case  0  was  a  legitimate  mode  of  attaining  the 
desired  end. 

The  reservation  will  not  bear  that  construction.  The  reference, 
instead  of  being  to  broad  or  generic  claims,  was  plainly  to  claims  more 
specific  than  those  of  the  patent,  which  were  already  to  be  found  in 
Case  B,  covering  the  sidewise  thrust,  and  not  to  any  which  were  there- 
after to  be  formulated  and  added  to  the  application  in  that  case. 

The  entire  reservation  is  as  follows: 

The  feed-ohnte,  guide  way,  and  ineana  for  pushing  the  assembled  links  forward 
therein,  a  delivery  wheel  or  deTice,  the  fulcrum  plate  or  oomer,  operating  mechan- 
ism, and  such  details  of  coustntction  as  are  not  herein  l^roadly  oUUmed  form  the  snb- 
Jeet  of  a  separate  application,  Serial  No.  174,962. 

In  other  words,  whatever  is  ^'broadly  claimed"  is  to  l)e  found  herein; 
but  for  the  elements  specified,  with  such  details  of  construction  as  are 
not  herein  broadly  claimed,  reference  is  made  to  Case  B,  of  which  they 
*«form  the  subject." 

The  patent  granted,  though  for  an  endwise  coupling,  showed  the 
entire  machine  with  all  its  so-called  <^ fundamental"  or  '< generic"  ele- 
ments, and  the  evident  purpose  of  the  reservation  was  to  guard  the 
patent  against  being  construed  so  broadly  as  to  include  the  claims  in 
Case  B  for  the  sidewise  movement,  the  avowed  object  of  the  separa- 
tion having  been  to  bring  about  a  declaration  of  interference  between 
Case  B  and  the  Howe  patent,  and  meanwhile  to  enable  Oase  A  to  go 
as  it  did  to  undelayed  issue. 

There  was  necessity  for  guarding  against  such  construction.  The 
patent  itself  contains  a  suggestion  of  the  applicability  of  the  machine 
to  the  coupling  of  other  ^^  forms  or  patterns  of  chain-liuks,"  and  in  the 
caveat  which  Fassett  had  filed  the  mode  of  construction  for  sidewise 
thrust  had  been  expressly  described  and  illustrated.  Indeed  to  my 
mind,  though  it  is  not  a  point  necessary  to  be  decided,  once  the  machine 
for  the  endwise  coupling  had  been  invented,  it  was  only  a  matter  of 
mechanical  skill,  and  not  invention,  to  adapt  it  to  the  sidewise  thrust, 
and  if  Fassett  was,  as  it  seems  clear  he  was,  the  first  to  invent  the 
machine  for  the  endwise  thrust  the  interference  with  Howe  should 
have  been  resolved  in  his  favor  on  the  ground  that  Howe's  patent  was 
a  mere  mechanical  modification  of  Fassett's  device. 

Besides  the  manner  of  coupling  shown  in  Howe's  patent,  the  sidewise 
coupling  might  have  been  effected  without  removing  the  chain  guide 
or  channel  from  its  location  directly  under  and  in  the  same  vertical  plane 
with  the  feed-chute.    This  could  be  done  by  caosiug  each  link  as  it 
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reaches  the  bottom  of  the  chute  to  be  pushed  a  proper  distance  to  one 
side  and  then  either  to  be  lowered  or  moved  forward  into  position  to  be 
puahed  into  coupling  by  a  counter  sidewise  thrust. 

A  skilled  mechanic  would  readily  supply  the  means  for  these  move- 
ments and  perhaps  suggest  other  more  simple  or  familiar  modes  of 
accomplishing  the  result. 

But  whether  the  decision  upon  the  interference  was  right  or  wrong,  it 
is  conclusive  between  the  parties,  since  no  steps  were  taken  to  set  it 
aside.    Indeed,  there  has  been  an  avowed  acquiescence  in  the  ruling. 

In  view  of  the  terms  of  the  reservation,  and  of  the  fact  that  the 
applications  in  Oases  A  and  £  were  prepared  with  the  intention  that 
the  latter  should  be  put  into  interference  with  the  Howe  patent,  the 
assertion  that  the  complainant  discovered  that  his  generic  claims  had 
been  omitted  from  Case  B,  when  on  account  of  the  interference  it  was 
too  late  to  add  them,  must  be  regarded  as  an  afterthought. 

Some  of  the  considerations  ah*eady  advanced  go  far  to  establish  the 
proposition  that  the  matter  of  Case  0  was  not  severable  from  Case  A, 
and  that  by  taking  out  the  patent  for  a  device  arranged  to  operate  in  a 
specific  manner  the  claimant  abandoned  to  the  public  the  more  genera] 
claims  which  might  have  been  predicated  upon  the  same  combination 
of  parts.  The .  conclusive  consideration  is  that  the  so-called  frmda- 
mental  or  generic  claims  and  the  specific  claims  found  in  Gases  A  and 
B  and  in  the  Howe  patent  are  for  the  same  machine  as  a  whole  and  not 
for  different  i>arts  thereof,  and  are  distinguishable  only  in  respect  to 
their  scope. 

The  generic  claims  are  for  a  chain-link-coupling  machine  composed 
of  the  following  elements  (as  named  in  the  reservation)  without  restric- 
tion of  the  manner  in  which  the  coupling  should  be  effected— viz.,  the 
feed-chute,  guide-way,  pusher,  delivery-wheel,  fulcrum,  and  operating 
mechanism— while  tiie  specific  claims  are  for  the  same  machine,  oom- 
jKMsed  of  the  same  physical  elements  combined  in  the  same  general 
manner,  but  so  arranged  to  effect  the  coupling  of  the  links  in  one  case 
by  an  endwise  and  in  the  other  case  by  a  sidewise  movement. 

Except  those  two,  it  does  not  appear  that  any  other  method  of  effect- 
ing the  coupling  had  been  thought  of  as  feasible  or  desirable,  though 
it  is  conceivable  that  other  modes  might  be  used;  and  there  was  there- 
fore no  practical  reason  for  prosecuting  the  generic  claims,  except  to 
procure  a  patent  which  would  dominate  the  other  two,  the  effect  of 
which  should  be  to  nullify  the  decision  in  favor  of  Howe  upon  the  inter- 
ference and  to  extend  for  eighteen  months  the  monoi>oly  acquired  by 
the  complainant  under  his  first  patent. 

These  results  are  perhaps  not  conclusive  of  the  invalidity  of  the  pat- 
ent; but  they  justify  and  require  a  strict  application  of  the  doctrine  of 
the  i?atent  Office  that  applications  for  patents  shall  not  be  severable 
except  upon  structural  lines,  meaning,  as  I  think  must  be  held,  upon 
physical  lines  which  actually  divide  the  machine  into  separable  parts. 
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It  may  liappen  in  proper  cases  for  division  that  some  of  the  parts  will 
be  dominating;  bat  they  most  be  less  than  the  whole  device  and  sepa- 
rable npon  a  structoral  line  from  other  physical  parts.  If  the  claims 
ill  question  here  were  properly  severable,  it  is  difficult  to  suppose  a 
case  in  which  broad  and  narrow  claims  covering  the  same  devices  or 
combinations  of  elements  might  not  be  severed. 

It  has  been  argued  that  the  action  of  the  Patent  Office  in  allowing 
a  separation  of  claims  is  conclusive;  but  the  proposition  is  deemed 
unsound  and  not  established  by  the  authorities  cited  in  support  of  it. 

The  court  upon  the  whole  finds  for  the  defendant,  and  that  the  bill 
should  be  dismissed  for  want  of  equity.    So  ordered. 


[U.  8.  Clrenit  Coart-Soothern  Dfttriet  of  New  York.] 

Elbotbioal  Acoumulatob  Gohpant  v.  Julien  Electeio  Gom- 

PANT  et  dk 

Decided  July  18, 189S. 

64  O.  a.,  569. 

1.  Prior  Forrton  Patent  for  Same  Intention. 

The  tests  of  identity  of  invention  for  the  purposes  of  section  4887,  United  States 
Revised  Stfttntes,  collated  from  the  leading  cases  of  SlemeM  v.  Sellere  (123  U.  8., 
276)  and  Commercial  ifannfaotaring  Companp  v.  Fairhank  Canning  Company  (C.  D., 
1890,319;  510.G..965;  135U.S.,  176)  and  applied.  Thetestsare:  Is  the  principal 
invention  of  the  domestic  patent  fonnd  in  the  foreign  patent  f  Is  the  suhject- 
matter  of  the  one  the  same  in  all  essential  particulars  as  that  of  the  otiierf 
Wonld  a  stmcture  made  pursuant  to  the  foreign  patent  infringe  the  domestic  pat- 
ent?   Could  both  patents  have  been  granted  in  this  country  f 

2.  Same. 

The  two  patents  need  not  be  in  identical  garb  or  employ  identical  forms  of 
expression. 

3.  Same. 

Evidence  of  an  intention  to  patent  the  same  invention  in  the  two  patents  is 
material  and  important. 

4.  Sams. 

Admissions,  express  or  implied,  that  the  two  patents  are  respectively  for  the 
same  invention  as  a  third  and  earlier  patent  issued  in  a  third  country  are  mate- 
rial ami  important. 

5.  Same. 

Tlie  same  canons  or  methods  of  criticism  applied  to  the  ambiguities  or  per- 
spicuities of  the  domestic  patent  should  be  also  applied  to  those  of  the  foreign 
patent. 

6.  Same.— DiaciJiiMER. 

The  comparison  should  be  instituted  with  the  domestic  patent  as  it  was  issued, 
and  not  with  the  domestic  patent  as  it  may  afterward  exist  after  being  cut  down 
by  a  disclaimer  and  limited  by  the  state  of  the  art.  If  a  patent,  when  granted, 
covers  an  invention  which  has  boon  proviouHly  covered  by  a  foreign  patent,  it 
expires  with  the  foreign  patent.  notwtthHtanding  the  fact  that  it  has  subse- 
quently been  pared  down  to  cover  only  one  method  of  practicing  theinventioiiy 
or  restricted  to  a  single  claim.  kj> 
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7.  Samx. 

Though  the  domestic  patent  claim  the  product  and  the  foreign  patent  claim 
the  process,  still  where  the  process  makes  the  product  and  the  product  can  be 
made  only  by  the  process  the  product  and  the  process  constitute  one  discovery 
and  the  patents  are  for  the  same  invention.  (Citing  Moiler  v.  Mo9Ur,  C.  D.,  1888, 
420;  43  O.  O.,  1115;  127  U.  S.,  854;  FlummBr  v.  SargmU,  120  U.  8.,  442.) 

8.  Same. 

In  the  present  state  of  the  law  the  date  of  issue  of  the  domestic  patent  is  eon- 
trolling  under  section  4887,  United  States  Revised  Statutes,  not  the  date  of  appli- 
cation for  the  domestic  patent.  (Citing  Oramme  Company  v.  ArnfmXy  C.  D.,  1883, 
418;  25  0.  G.,  183;  17  Fed.  Rep., 838;  Ediion  EleetHo  Light  Companp  «.  Untied 
8tai€$  Cimpany,  C.  D.,  1888,  437;  43  O.  G.,  1450;  35  Fed.  Rep.,  134.) 

9.  Same. 

The  right  to  obtain  an  extended  term  of  the  foreign  patent  on  application 
within  a  time  limited,  if  not  availed  of  by  actual  application  within  such  time, 
does  not  constitute  such  a  potential  term  in  the  foreign  patent  as  to  prolong  the 
domestic  patent  through  or  into  such  extended  term.  (Distinguishing  Consofi- 
dated  Bollm-  Company  v.  Walker,  C.  D.,  1891,  257;  54  O.  G..  136;  43  Fed.  Rep., 
575,580,  and  citing  Bater.  Oilletty  C.  D.,  1887,  474;  40  O.  G.,  1029;  31  Fed.  Rep., 
809;  Bate  v.  Hammond,  C.  D.,  1889,  830;  46  O.  G.,  689;  129  U.  S.,  151;  Huber  v. 
Nelion,  a«<e  277;  63  O.  G., 311.) 

10.  Same. 

The  international  convention  of  March  20, 1883,  to  which,  among  others,  Spain 
and  France  and  the  United  States  were  parties,  has  not  the  force  of  a  statute  in 
the  United  States.  (Citing  opinion  of  Attorney-General  Miller,  April  5,  1889,  C. 
D.,  1889,  253;  47  O.  G.,  898.) 

11.  Faubb— Secondary  or  Storage  Batteriks— No.  252,002— Expired  June  27, 

1891,  WITH  Previous  Foreign  Patbnts. 
United  States  Letters  Patent  No.  252,002,  issued  to  Camille  A.  Fanre,  on 
January  3, 1882,  for  **  improvement  in  secondary  or  storage  batteries,"  on  sn 
application  filed  April  11, 1881,  are  for  the  same  invention  as  Spanish  Letters 
Patent  issued  to  the  same  Camille  A.  Fanre  on  June  27, 1881,  on  an  application 
filed  April  16,  1881,  and  issued  for  the  term  of  ten  years,  and  said  United  States 
Letters  Patent  expired  on  June  27,  1891,  with  the  expiration  of  said  Spanish 
Letters  Patent.  (Brueh  v.  Eleetrioal  Accumulator  Company,  C.  D.,  1891.  477;  56 
O.  G.  1334;  47  Fe<l.  Rep.,  48, 58,  distinguished;  Bm$h  v.  Julien  Company, 41  Fed. 
Rep.,  679,  683,  685,  dted.) 

Rehearing. 

Mr.  Frederic  H.  Betts  for  the  complainant. 

Mr.  C.  E.  MitcheU,  Mr.  WiUiam  H.  Kenyan^  and  Mr.  Robert  S. 
Kenyon  for  the  defendants. 

STATEMENT  OF  THE  CASE. 

The  first  claim  of  the  patent  granted  to  Camille  A.  Fanre,  January 
3, 1882,  as  limited  by  a  disclaimer  to  an  electrode  of  a  secondary  bat- 
tery to  which  the  active  layer  is  applied  in  the  form  of  a  paint,  paste, 
or  cement,  insoluble  in  the  electrolytic  liquid,  was  sustained  by  this 
court  March  18, 1889  (38  Fed.  Rep.,  117.)  It  was  again  sustained  on 
rehearing  (39  Fed.  Bep.,  490.)  On  the  19th  of  October,  1891,  an  order 
was  made  permitting  the  defendants  to  amend  their  answer  by  setting 
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up  the  grant  aud  expiration  of  a  Spanish  patent  issued  to  Faure  June 
27, 1881,  for  the  term  of  ten  years  (C.  D.,  1891,  477;  5G  O.  G.,  1334;  47 
Fed.  Eep.,  892.)  Proofs  \vere  taken  on  this  new  issue,  and  the  cause 
now  comes  on  for  rehearing  upon  this  issue  alone, 

GoxE,  J.  ; 

It  is  proved  beyond  question  that  a  Spanish  patent  was  issued  to 
Cainille  A.  Faure  June  27, 1881,  for  a  term  of  ten  years,  and  that  this 
patent  expired  June  27, 1891. 

If  the  Spanish  patent  was  for  the  same  invention  as  the  patent  in 
suit,  it  is  manifest  that  the  latter  expired  June  27, 1891.  This  is  the 
only  question:  Was  the  Spanish  patent  for  the  same  invention! 

Section  4887  of  the  Eevised  Statutes  provides: 

But  every  patent  granted  for  an  invention  wliicli  lias  boon  previously  patented  in 
a  foreign  country  sball  be  so  limited  as  to  expire  at  the  same  time  with  the  foreij^n 
patent;  or,  if  there  be  more  than  one  at  the  same  time  with  tho  one  having  the 
shoi'test  term. 

In  the  leading  cases  of  Siemens*  AdminiHtratorR  v.  Sellers  (123  U.  S., 
27G)  and  Commercial  Manufiictnrbig  Compuny  v.  Fairhanlc  Canning 
Company  (C.  D.,  1890,  319;  51  O.G.,  905;  ia">  U.  S.,  176)  the  Supreme 
Court  has  made  the  test  of  identity  to  dcpoud  upon  the  following  prop- 
ositions: 

Is  the  principal  invention  of  the  domestic  patent  found  in  the  foreign 
patent  t 

Is  the  subject-matter  of  the  one  the  same  in  all  essential  particulars 
as  that  of  the  other  t 

In  other  words,  will  a  structure  made  pursuant  to  the  foreign  patent 
infringe  the  domestic  i^atentt 

Could  both  the  patents  have  been  granted  in  this  country! 

Would  a  person  skilled  in  the  art,  after  reading  the  description  of 
the  invention  covered  by  the  Spanish  patent,  be  able  to  construct  the 
electi'ode  described  and  claimed  in  the  ITnited  States  patent? 

In  approaching  the  subject  of  identity  it  should  be  remembered  that 
Faure  is  a  Frenchman  and  that  the  first  description  of  his  invention 
was  written  in  the  French  language.  From  this  original  it  was  trans- 
lated into  Spanish  and  English.  Making  allowance  for  philological 
differences,  for  errors  and  unavoidable  changes  in  translation,  and  for 
dissimilarities  in  Patent  Ofl8ce  procedure,  it  would  hardly  be  expected 
that  the  United  States  and  Spanish  patents  wonld  emerge  from  such 
an  ordeal  in  identical  garb,  even  though  it  were  the  avowed  purpose  of 
the  inventor  to  make  them  the  same. 

There  seems  to  be  no  doubt  that  the  application  as  filed  in  the  Patent 
Office  at  Washington  was  almost  an  exact  counterpart  of  the  Spanish 
patent,  and  that  both  the  patent  and  the  application  were  translated 
from  one  and  the  same  French  original. 
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It  is  evident  [says  the  complainant's  brief] — 
that  the  original  American  application  was  very  much  like  the  Spanish  patent.    The 
claims  were  differently  phrased ;  hat  it  is  quite  possible  ttiat  they  were  intended  by 
the  translator  to  cover  the  same  subject-matter. 

Faore's  invention  was  described  by  him  in  the  same  language,  and 
was  presented  for  their  approval  to  the  patent  officials  of  three  countries 
differing  widely  in  their  methods  for  the  protection  of  inventors.  If  he 
had  made  any  new  discoveries  between  the  date  of  the  French  patent 
and  the  dates,  respectively,  of  his  application  in  Spain  and  in  the 
United  States,  he  certainly  failed  to  note  the  fact  in  either  specification. 
The  proof  that  be  did  make  such  discoveries  is  very  unsatisfactory. 
This  being  so,  it  precludes  the  idea  that  Faure  had  made  many  kindred 
inventions  along  the  same  lines,  which  he  was  desirous  of  protecting. 
Like  Mr.  Brush,  for  instance.  (C.  D.,  1891, 477 ;  56  O.  G.,  1334;  47  Fed. 
Kep.,  48,  51,  54.)  It  clearly  was  his  intention  to  take  out  a  patent  for 
the  same  invention  in  the  two  countries.  This  is  not  disputed.  One 
of  the  experts  for  the  complainants  says: 

These  patents,  [Faure's J  intended  to  cover  the  same  invention,  differ  widely. 

Faure  had  taken  an  important  step  forward  in  the  construction  of 
secondary  batteries,  which  may  be  broadly  stated  as  an  improvement 
on  the  method  of  Plants,  by  adding  directly  to  the  support  the  layer 
of  active  material  which  Plants  produced  by  disintegration  after  weeks 
and  mouths  of  effort.  This  inyention  Faure  described.  This  invention 
he  endeavored  to  have  patented  in  France,  Spain,  and  the  United  States. 
It  is  now  said  that  he  failed  in  this  undertaking;  that  he  patented  one 
invention  in  Spain  and  another  in  France  and  in  this  country. 

It  is  argued  that  this  result  was  accomplished  because  Faure  failed 
to  patent  in  Spain  the  invention  in  the  form  in  which  he  had  actually 
embodied  it  and  in  which  his  success  had  been  proved  in  France — the 
one  form  which  makes  it  thoroughly  practical  and  useful — in  other 
words,  that  lie  f^iiled  to  describe  the  most  valuable  part  of  his  inven- 
tion, although  fully  known  to  him  at  the  time. 

The  inquiry  naturally  suggests  itself:  How  can  this  bet  How  can 
such  a  result  be  reached — an  attempt  to  patent  one  invention  and  the 
actual  patenting  of  another — without  the  participation  or  knowledge 
of  the  inventor?  It  will  be  found  on  examination  that  the  supposed 
dift'erences,  which  are  so  greatly  magnified,  are  differences  of  form  and 
not  of  substance  and  grow  out  of  different  environments  and  forms  of 
expression.  The  inventor  has  described  several  ways  in  which  the 
jwtive  layer  may  be  applied,  and  it  is  not  surprising  that  the  officials  of 
Spain  should  have  given  prominence  to  one  way  and  those  of  this  coun- 
try to  another  way. 

Again,  there  is  an  express  admission  that  the  United  States  and 
French  patents  are  the  same,  the  specification  of  the  former  stating 
that  the  invention  was  "pate;ited  in  France,  October  20, 1880,"  and  in 
the  oath  attached  to  the  application  Faure  swears  that  the  invention 
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'^has  been  patented  to  him  by  Letters  Patent  of  the  French  Govern- 
ment" 

There  is  also  an  admission^  at  least  by  implication,  that  the  Spanish 
and  French  patents  are  the  same.  The  Spanish  law  permitted  a  patent 
for  twenty  years— 

if  it  has  for  its  object  new  and  original  inventions; 

bnt  if  the  inventor  had  obtained  a  patent  therefor  in  one  or  more  for- 
eign oonntries  the  term  was  for  ten  years  only.  The  French  patent 
had  been  granted  (October  20, 1880)  when  the  application  for  the  Span- 
ish patent  was  filed,  (April  16, 1881.)  The  inventor  asked  for  ten  years' 
term  in  Spain  presumably  because  he  knew  that  he  was  not  entitled  to 
a  twenty  years'  term,  the  invention  having  been  patented  in  France. 

Furthermore,  the  proceedings  instituted  on  behalf  of  the  complain- 
ant to  reinstate  the  Spanish  patent  proceeded  upon  the  theory  that  the 
French  and  Spanish  patents  were  for  the  same  invention.  In  other 
words,  a  concession  that  the  Spanish  and  French  patents  are  the  same 
is  also  a  concession  that  the  Spanish  and  United  States  patents  are 
the  same.  The  latter  two  cannot  both  be  like  the  French  patent  with- 
out being  like  each  other  also.  The  description  of  what  Fanre  dis- 
covered was  the  same  in  both  cases.  If  the  domestic  patent  is  for 
another  invention,  the  patent  should  have  been  granted  to  the  Patent 
Office  officials  and  not  to  Faure.    The  changes  are  theirs  and  not  his. 

Not  only  are  the  two  descriptions  from  the  same  source,  but  the  draw- 
ings, except  in  a  few  unimportant  details,  are  identical. 

It  is  a  mistake  to  start  out  with  the  hypothesis  that  the  United  States 
patent  in  terse  and  perspicuous  language  describes  the  application  of 
the  active  material  in  the  form  of  paint,  paste,  or  cement,  and  stops 
there.  It  is  a  mistake  to  compare  the  Spanish  patent  with  a  patent 
thus  assumed  to  be  clear  in  language  and  limited  in  scope,  for  it  will 
be  found  on  examination  that  neither  patent  is  free  from  ambiguity  and 
that  the  real  invention  of  Faure  is  as  plainly  proclaimed  in  the  one  as 
in  the  other.  The  comparison  should  be  instituted  between  the  patents 
as  they  were  issued,  and  not  between  the  Spanish  patent  and  the  United 
States  patent  as  it  now  exists  after  being  cut  down  by  a  disclaimer  and 
limited  by  an  art  existing  in  this  country  of  which  the  inventor  knew 
nothing.  If  a  patent  when  granted  covers  an  invention  which  has 
been  previously  covered  by  a  foreign  patent,  it  expires  with  the  foreign 
patentf^notwithstanding  the  fact  that  it  has  subsequently  been  pared 
down  to  cover  only  one  method  of  practicing  the  invention  or  restricted 
to  a  single  claim.  A  disclaimer  cannot  add  a  new  invention  to  the  pat- 
ent. Assume  the  case  of  a  foreign  patent  and  a  United  States  patent 
subsequently  granted  in  language  precisely  identical.  Assume  that 
pursuant  to  the  decision  of  the  court  or  for  other  reason  the  inventor 
has  disclaimed  aU  of  the  claims  but  one  and  that  one  is  so  restricted 
that  it  covers  only  one  feature  not  made  proniinent  in  the  original  pat- . 
ent.    Oan  it  be  said  that  this  proceeding  wholly  changes  the  scope  and 
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purport  of  the  patent,  making  it,  in  fact,  a  patent  for  a  different  inven- 
tion! If  BO,  disclaimers  will  be  put  to  new  and  important  uses  never 
dreamed  of  before.  When  it  is  remembered  that  Faure  intended  to 
claim,  broadly,  in  both  patents  all  described  methods  of  adding  the 
active  material,  giving  no  especial  preference  to  any  one,  there  will  be 
less  difficulty  in  perceiving  that  <<  the  principal  invention  is  in  both*'' 

But  let  it  be  assumed  that  the  inquiry  is:  Was  the  invention  of  the 
United  States  patent  as  now  construed  and  limited  previously  patented 
in  Spainf 

Does  the  Spanish  patent  cover  the  method  of  constructmg  a  secondary- 
battery  electrode  to  which  the  active  material,  insoluble  in  the  electro- 
lyte, has  been  mechanically  applied  in  the  form  of  a  paint,  paste,  or 
cement  prior  to  the  immersion  in  the  battery  fluid,  so  as  instantly  to 
become  porousf  Does  it  cover  thatf  If  so,  it  must  be  conceded  on  all 
sides  that  it  is  for  the  same  invention. 

Both  the  Spanish  and  American  patents  relate  to  secondary  bat- 
teries and  to  improvements  upon  the  method  of  Gaston  Plants. 

Other  similarities  and  differences  will  best  be  appreciated  by  placing 
side  by  side  the  parts  of  the  two  patents  which  relate  chiefly  to  the 
invention  when  limited  as  above  stated: 


Spaniih  Patent, 

An  Qnlimited  power  of  aooomalation  is 
obtained  and  rapidly  manafactdred,  first, 
iy  eavering  witkpUuter  deposits  or  galvanic 
eoatingSy  or  coatings  of  a  chemical  precip- 
itate, the  elements  of  the  secondary  piles 
(of  the  inventor)  with  a  spongy  or  porons 
coat  of  lead,  of  the  thickness  that  may  be 
deemed  fit. 

The  supporting  surface  is  of  lead  or  any 
other  material,  and  is  covered  by  either 
galvanoplostic  process,  or  6y  a  depo9it  in 
Ike  form  of  a  paate  of  90fn«  matter,  ikat  mmy 
he  minimm;  or  an  oxide  of  lead,  or  any 
salt  of  lead  whatever,  insolable  in  the 
liquid  of  the  pile,  or  with  one  or  more 
salts  of  metals  capable  of  accumulating 
or  storing  electrical  energy  such  as  man- 
ganese and  others. 

The  porosity  of  the  lead  (the  reduced  as 
well  as  the  oxidized)  can  be  increased  by 
the  incorporation  of  inert  mattert,  a»,  for 
examplef  eoke,  in  the  coating  of  the  oxide  or 
in  that  of  the  lead  §alt. 

For  the  partitions  or  compartments,  the 
objeet  of  which  is  to  prevent  the  separa- 
tiim  and  fall  of  the  porous  lead,  felt,  cloth, 
asbestus-board,  linen  or  any  other  porous 
mattar  not  susceptible  of  alteniftion  in 


United  States  Patent, 

An  unlimited  accnmnlating  power  is 
obtained.  The  electrodes  are  made  by 
the  addition  or  application  of  a  layer  of 
an  active  material— metal,  metallic  oxide 
of  salt— which  layer  is  or  at  once  becomes 
porous  or  spongy,  to  suitable  plates  or 
supports,  which  may  be  of  suitAble  non- 
metallic  substances  as  well  as  of  metal. 
This  active  material  may  be  applied  in 
various  ways,  so  as  to  obtain  a  layer  of 
the  desired  depth,  a$  in  the  form  of  paint, 
paete,  or  eement,  in  the  form  of  a  deposit 
by  galvanic  action  or  ohemioal  precipi- 
tation, or  otherwise. 

In  order  to  render  the  active  layer  more 
porous,  the  material  composing  it  has  pref- 
erably inert  wuUeridtr—euch  for  eemijile,  ae 
emehed  ooht  wUxed  with  it.  The  active 
layer  is  retained  in  position  upon  the 
support  by  means  of  an  openwork,  per- 
forate, or  porous  medium  or  partition, 
which,  while  allowing  free  percolation 
of  the  electrolytic  liquid,  prevents  the 
active  material  from  separating  either 
spontaneously  or  by  the  slight  jarring  to 
which  it  is  liable  to  be  subjeoted.  The 
retaining  medium  or  partition  is  made  of 
material  which  is  not  liable  to  be  acted 
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eonseqaeooe  of  thiB  nee,  may  be  oaed; 
the  object  of  this  porous  matter,  what- 
eyer  it  may  be,  is  to  hold  fixed  in  its  plaee 
against  the  support,  the  active  composi- 
tion. In  fsoty  we  could  employ  for  the 
same  purpose  wire  cloth  of  lead,  or  any  . 
other  proper  metal,  but,  in  such  case,  it 
will  be  neceesary  to  secure  to  the  support 
this  porous  layer,  for  the  purpose  of  hold- 
ing the  composition ;  diiferent  means  can 
be  adopted  for  securing  it,  and  this  will 
jlepend  upon  the  nature  of  the  support; 
for  example,  rivets  of  lead,  or  of  any  other 
convenient  material;  that  is  to  say,  a 
material  such  that  the  action  of  the 
liquid  of  the  battery  upon  it  may  not 
cause  the  formation  of  Injurious  prod- 
ucts. 

Instead  of  rivets  placed  at  different 
points,  a  continuous  pressure  may  be 
obtained  by  means  of  threads  of  wool, 
placed  across  the  whole. 

Figure  first  represents  a  couple  formed 
by  two  elements,  A  and  B,  each  of  which 
is  formed  by  a  thin  plate  of  lead,  covered 
with  a  porous  metallic  coating,  and  sub- 
merged in  a  rectangular  vessel,  contain- 
ing water  acidulated  with  sulphuric  acid. 

Figure  second  shows  in  vertical  section 
a  circular  couple  or  cell,  formed  b^^  an 
clement  of  lead,  A,  and  a  rod  or  plate,  B, 
of  lead -or  carbon;  C  is  a  porous  vessel, 
and  D  the  external  vessel  containing  the 
acidulated  liquid. 

An  intipiate  mixture  of  coke  and  sul- 
phate of  lead  is  then  prepared  in  sncli  a 
way  that  it  may  be  porous,  and  for  this 
purpose  maybe  used  either  crushed  coke, 
sawdust,  or  any  any  other  similar  sub- 
stance that  may  be  convenient;  this 
mixture  is  placed  between  the  vessel  G 
and  the  element  B,  and  also  between  C 
and  the  element  A,  but  by  making  use  of 
some  proper  device,  such  as  a  porous 
piece  of  earthenware,  or  in  any  other  way 
it  will  be  possible  to  hold  together  with 
the  element  A  the  coating  of  said  mix- 
tore,  leaving  f^ee  the  space  required  for 
the  acidulated  water. 

The  Figures  third  and  third  ^  repre- 
sent a  battery  of  many  cells,  connected 
intension. 

llie  figures  fourth  in  elevation  and 
fifth  in  cross-section  both  represent  a  sup- 
port a  covered  with  a  coating  htfa  poitg 


upon  by  the  electrolyte  used— for  example, 
of  felt,  oloth,  asbestus  paper  or  board,  net- 
ting of  cane,  gutta-peroha,  or  eaoutohoue, 
wirecloth,  of  lead  or  other  suitable  metal, 
porous  earthenware,  and  the  like. 

The  fisstening  can  be  made  by  rivets, 
cement,  or  winding  with  woolen  or  cot- 
ton yam,  or  otherwise. 

Secondary  batteries,  like  ordinary  gal- 
vanic batteries,  can  be  made  with  a  series 
of  cells  side  by  side,  or  one  above  the 
other,  with  the  intermediate  walls  com- 
mon to  the  two  acyacent  cells.  In  mak- 
ing such  batteries  it  is  advantageous,  and 
in  some  cases  essential,  to  apply  a  non- 
porous  partition  of  rubber  or  other  suit- 
able substance  to  the  plates,  so  aa  to  cut 
off  all  communication  between  the  cells. 
This  combination  of  non-porous  dia- 
phragms with  the  electrodes  in  such  sec- 
ondary batteries  constitutes  a  portion  of 
the  invention. 

Figures  1  and  2  are  views  invertioal 
section  of  single  cells,  the  cell  shown  in 
Fig.  2  being  provided  with  porous  media 
for  retaining  the  active  layer  on  the  elec- 
trodes, and  that  in  Fig.  i  being  wUhont 
such  media. 

The  cell  shown  in  Fig.  1  consists  of  two 
parts,  A  B,  formed  each  of  a  thin  plate  of 
lead  covered  with  a  porous  metallic  coat- 
ing, C,  and  placed  in  a  rectangular  vessel, 
D,  containing  an  electrolytic  liquid,  F, 
of,  say,  sulphuric  acid  and  water.  The 
porous  metallic  coating  may  be  made  of 
lead,  or  an  oxide  or  salt  of  lead  applied 
to  the  lead  plates  in  any  suitable  way. 
In  Fig.  2  a  circular  cell  is  shown,  one 
electroile  being  indosed  in  the  other. 
The  rod  B,  of  lead  or  carbon,  is  placed  in 
a  porohs  vessel,  G,  and  is  coated  with  the 
active  accumulating  or  absorbing  ma- 
terial, C,  say  sulphate  of  lead  mixed  thor- 
oughly with  coarse  coke,  sawdust,  or 
other  material  adapted  to  make  the  mass 
more  porous.  The  other  electrode  con- 
sists of  a  piece  of  lead.  A,  with  its  inner 
face  covered  by  a  pa$U  w  »irt«re,  Z,  of 
sulphate  of  lead  and  ooke  or  equivalent 
material,  which  is  held  in  place  by  a  por- 
ous medium  or  partition,  G'.  A  suitable 
space  is  left  between  the  partition  G'  and 
the  vessel  G  for  the  electrolytio  liquid. 
D  is  the  containing-veesel. 

The  battery  shown  in  Figs.  3  and  9*^ 
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0/  minium f  which  is  maiotained  adher- 
ent to  the  support  by  «  porous  felt  C  held 
by  some  clamps  /. 

To  prepare  two  elements  we  commence 
by  establishing  and  securing  a  separa- 
tion or  partition,  as  will  be  hereinafter 
explained;  after  this  is  done,  they  are 
set  up  and  mounted  in  couples,  with  a 
liquid,  such  as  water  mixed  with  sul- 
phuric acid,  and  by  submitting  them 
afterward  to  the  action  of  an  electric 
current,  we  obtain  on  one  side  a  coating 
of  peroxidated  lead,  and  on  the  other  a 
coating  of  reduced  lead.  The  pair  thus 
formed  is  converted  into  a  real  deposit  of 
recipient,  charged  with  disposable  elec- 
tricity, and  while  the  discharge  is  mode, 
the  reduced  lead  becomes  oxidized,  and 
the  peroxidated  lead  is  reduced  until  the 
pair  comes  once  more  to  an  inert  condi- 
tion ;  that  is,  ready  to  receive  a  new  charge 
of  electricity, 

Summing  up,  therefore,  the  various 
details  already  explained,  the  object  of 
this  invention  is  constituted  by  the  im- 
proved batteries  or  secondary  piles,  which 
having  a  small  bulk  and  a  very  light 
weight,  allow  the  storage  or  accumula- 
tion of  a  considerable  quantity  of  electric 
energy,  and  its  principal  features  are  the 
following,  to  wit: 

First.  The  new  process,  devised  by  the 
inventor  for  obtaining  rapidly  and  eco- 
nomically electrodes,  able  to  retain  and 
keep  a  large  amount  of  electrical  energy ; 
a  process  which  consists  in  covering  the 
electrode  or  support  with  a  coat  of  metal- 
lic substance,  porous  or  spongy,  formed 
and  deposited  with  whatever  thickness 
may  be  required,  by  galvanic  process; 
chemical  precipitation,  or  adherence. 

Second.  The  devices  already  explained 
for  covering  the  supports  mode  of  lead  or 
any  other  proper  substance,  with  a  thick 
or  thin  coating  (at  will)  of  a  porous  or 
spongy  substance,  capable  of  keeping  the 
electrical  energy  at  the  disposal  of  whoso- 
ever may  want  to  make  use  of  it. 

Third.  The  new  application  of  the 
borders,  padding  or  garniture  of  India 
rubber,  felt  and  other  proper  substances, 
to  maintain  and  preserve  adherent  to  the 
supporting  plates,  the  cement  or  layers  or 
metallic  matters,  such  as  lead,  specially 
in  a  porous  or  spongy  condition  as  above 


has  a  number  of  elements  connected  in 
tension. 

The  electrode  shown  in  Figs.  4  and  5 
consists  of  a  support  a  covered  on  both 
sides  with  a  layer  of  lead  oxide  0,  hold  In 
place  by  sheets  of  felt  6,  fastened  by  riv- 
ets/ of  lead. 

In  charging,  the  electricity  acts  to  pro- 
duce a  reduced  mass  of  porous  lead  on 
one  electrode  and  a  mass  of  peroxide  of 
lead  on  the  other.  When  the  battery  is 
discharged  the  reduced  lead  becomes  oxi- 
dized, and  the  peroxidizedleadis  reduced 
until  the  equilibrium  is  restored.  When 
again  connected  with  a  source  of  elec- 
tricity the  oxidized  lead  ou  one  electrode 
is  again  reduced  and  the  leiul  on  the  other 
is  again  peroxidized,  and  the  battery 
becomes  charged  ready  to  give  out  a  cnr- 
reut  when  required. 


The  oxides  or  salts  of  lead  not  soluble 
in  the  electrolytic  liquid  nre  dremed  the 
most  advantageous  for  covering  the  sup- 
ports of  the  electrodes.  The  invention 
is  not,  however,  limited  to  these,  bnt 
includes  generally  substances  capable  of 
absorbing  or  storing  electric  energy  in 
the  manner  doscribcd— for  example,  man- 
ganese or  any  salt  the  oxide  of  whose 
base  is  insoluble. 

What  I  claim  is— 

1.  As  an  improvement  in  secondary 
batteries,  an  cloftrodo  consisting  of  a 
support  coated  on  one  or  more  faces  with 
an  active  layer  of  absorptive  substance — 
such  as  metal  or  metallic  compound 
applied  thereto  in  the  described  condi- 
tion—so as  to  be  or  instantly  become 
spongy,  and  thus  capable  of  receiving 
and  discharging  electricity,  as  stated  in 
contradistinction  to  amcijillic  plate  itself 
rendered  spongy  by  the  disintegrating 
action  of  electritaty,  substantially  as  and 
for  the  purpose  set  forth. 

2.  In  a  secondary  battery,  an  electrode 
having  a  plate  or  support  coated  with  an 
active  porous  layer  of  metal  or  metallic 
compound,  with  inert  material — ^such  aa 
crushed  coke — mixed  or  incorporated 
therewith,  substantially  as  do8<-.ribe<l. 

3.  In  combination  with  the  plate  or 
support  of  an  electrode  and  active  spongy 
layer  thereon,  an  openwork,  perforate^ 


DECISIONS  OF  U.  8.  COUBTS  IN  PATENT  CASES. 


445 


let  forth ;  said  metallio  matter  may  be- 
sides be  mixed  or  not  with  iuert  matter. 

Fourth.  The  arrangements  above  stated 
are  applicable  to  the  case  in  which  the 
secondary  piles  are  constituted  by  single 
leaden  sheets  forming  according  to  Mr. 
Plant^s  method. 

Fifth.  The  arrangement  of  piles  or 
combined  elements  of  parallel  faces, 
forming  liquid  tight  compartments  be- 
tween each  element,  thus  constituting 
piles,  haring  as  many  couples  as  may  be 
the  nnmber  of  elements  less  one. 

Sixth.  The  arrangements  and  the  means 
of  construction  described  heroin  and 
represented  in  Figs.  4th,  5th,  and  6th  of 
the  annexed  drawings,  devices,  and 
arrangements  which  allow  the  inventor 
to  store  or  accumulate  electrical  force, 
and  this  in  a  small  bulk  to  be  transported 
to  any  place  that  may  be  convenient ;  he 
being  at  liberty  to  employ  these  devices 
and  arrangements  either  conjointly  or 
severally. 


or  porous  medium  for  holding  said  layer 
on  the  plate  or  support  of  the  electrode, 
substantially  as  described. 

4.  In  a  seoondary  battery,  a  series  of 
cells,  comprising  each  a  pair  of  electrodes 
with  an  active  spongy  layer  thereon  com- 
bined with  non-porous  partitions  between 
adjacent  cells,  substantially  as  and  for 
the  purpose  set  forth. 

5.  An  electrode  for  secondary  batteries, 
comprising  a  support,  an  active  spongy 
layer  of  metallio  substance,  and  a  hold^ 
ing  medium  through  which  the  battery- 
fluids  may  pass,-  adapted  to  hold  said 
layer  on  said  support,  said  support  layer, 
and  holding  medium  being  all  fastened 
together,  so  as  to  be  capable  of  trans- 
portation, substantially  as  described. 

6.  A  battery  comprising  a  series  of 
plates  clamped  together  with  stripes  of 
rnbber  or  like  material  placed  between 
every  two  plates  near  the  edges,  so  as  to 
form  the  bottom  and  ends  of  narrow 
troughs  or  cells  with  open  tops,  the  sides 
of  the  troughs  or  cells  being  formed  by 
the  plates,  and  the  latter  being  clamped 
firmly,  so  that  liquid-tight  Joints  are 
formed,  substantially  as  described,  the 
projecting  edges  of  the  plates,  when 
metallic,  being  protected  by  insulation, 
substantially  as  described. 

The  italics  do  not  appear  in  the  originals. 

Without  pausing  to  examine  the  various  features  of  the  Spanish 
patent  relating  to  the  porous  holding  media  and  the  arrangement  of  the 
electrodes  in  a  seiies  of  cells,  which  will  be  found  in  each  instance  to 
be  similar  to  the  United  States  patent,  I  proceed  at  once  to  consider 
whether  or  not  what  is  now  called  the  principal  invention  is  found  in 
each. 

The  use  of  a  paste  is  not,  it  is  true,  recommended  in  the  Spanish 
patent  as  the  best  way  of  applying  the  active  material;  but  neither  is 
it  in  the  United  States  pateut.  It  is  suggested  in  both;  but  the  lan- 
guage is  rather  more  general  in  the  latter  than  in  the  former.  The 
United  States  patent  says : 

This  active  material  may  be  applied  in  various  ways,  so  as  to  obtain  a  layer  of 
the  desired  depth,  as  in  the  form  of  paint,  paste,  or  cement,  in  the  form  of  a  deposit 
by  galvanic  action  or  chemical  precipitation  or  otherwise. 

No  preference  is  here  expressed  for  one  way  over  another.  The 
United  States  patent  does  not  inform  the  public  how  the  paint,  paste, 
or  cement  is  prepared  or  applied.  The  use  of  sulphuric  acid  is  not  sug- 
gested as  an  ingredient,  and  the  use  of  a  spatula  is  not  suggested  for 
making  the  apj^lication.    This  is  eaually  true  of  the  Spanish  patent; 
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but  if  a  man  of  ordinary  intelligence  would  know  tliat  a  paint,  paste, 
or  cement  of  active  material  is  not  to  be  applied  by  galvanic  or  chem- 
ical processes  he  would  know  equally  well  that  a  plaster  of  active 
material  or  a  paste  of  minium  is  not  to  be  so  applied. 

The  Spanish  patent  certainly  suggests  the  mechanically  applied 
paste  coating,  and  could  be  limited  to  such  a  coating  by  disclaimer  as 
well  as  the  United  States  patent. 

If  the  words  "galvanic  process,  chemical  precipitation,  or''  were 
omitted  from  the  first  claim  of  the  Spanish  patent,  and  corresponding 
words  were  stricken  from  the  description,  the  patent  would  protect  the 
paint,  paste,  or  cement  method  as  effectively  as  the  United  States 
patent. 

The  Spanish  patent  describes  the  supports  as  covered — 

by  a  deposit  in  the  form  of  a  paste  of  some  matter  that  may  be  minium; 

and  again — 

with  a  coating  ft  of  a  paste  of  minium,  which  is  maintained  adherent  to  the  support 
by  a  porous  felt  C,  held  by  soiiio  clamps. 

To  the  onlinary  mind  Uiis  language  seems  perfectly  clear.  It  means 
just  what  similar  language  means  in  the  United  States  patent  To 
give  to  it  a  different  signiti<!ution  the  words  must  bo  wrested  from  their 
ordinary  meaning,  the  improbable  substituted  for  the  probable,  and 
incongruity  for  common  sense.  One  of  the  criticisms  made  by  defend- 
ants' [complainants']  experts  is  that  the  language  referred  to  is  an  appro- 
priate description  of  coating  by  galvanic  action  or  chemical  precipita- 
tion. In  order  to  meet  this  suggestion,  it  is  shown  that  a  paste  of 
minium,  either  by  galvano-i>lastic  action  or  by  chemical  precipitation, 
is,  for  all  practical  ])urposes,  at  least,  out  of  the  (juestion.  It  can  only 
be  applied  mechanically. 

The  Spanish  patent  also  8i>eaks  of  covering  the  elements  with  <<  plas- 
ter coatingH."  The  first  claim  is  intended,  int^r  alia^  to  secure  the 
process  of  covering  the  electrode  with  a  coat  of  active  material  by 
*^ adherence,"  and  the  third  claim  refers  to  ^Hhe  cement  or  layers  of 
metallic  matters." 

If  the  language  quoted  from  the  Spanish  patent  docs  not  convey  to 
the  mind  as  clear  an  idea  of  what  Faure  actually  did  us  the  phmse 
"in  the  form  of  paint,  paste,  or  cement," it  is  only  because  this  expres- 
sion did  not  occur  to  him  or  the  solicitor  who  prepared  the  descri[>tion 
of  the  Spanish  patent.  The  phrase  does  not  occur  at  all  in  the  sx>ecifi- 
r>ation  filed  with  the  application  for  the  United  States  patent  or  in  the 
descrix)tion  and  claims  as  they  originally  went  to  the  Issue  Division. 
It  seems  to  have  originated  with  the  solicitor  who  pi-epared  the 
amended  specification  as  the  outcome  of  a  fortunate  atrcident. 

In  the  Spanish  patent  "paste"  is  used,  "cement"  is  used,  and  if 
"paint"  is  omitted  it«  place  is  supplied  by  "plaster,"  which  is  an 
equally  appropriate  word. 
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Sir  William  Thomson,  in  describing  the  Fame  invention^  used  this 

word  in  preference  to  all  others.    He  said: 

The  liattery  eonBiiited  of  sheeto  of  lead  pla$iered  over  with  a  paste  of  inolateaed 
red-lead. 

If  the  Spanish  patent  had  said  that— 
the  active  material  may  be  applied  in  the  form  of  plaster,  paste  or  cement, 
it  wonld  probably  be  admitted  that  it  contained  the  invention  of  the 
United  States  patent;  bat  it  does  say  exactly  this,  though  not  in  pre- 
cisely the  same  order.    The  idea  is  there.    The  information  is  the  same. 

One  skilled  in  the  art  conld  learn  the  mechanical  application  in  the 
form  of  a  paste  equally  well  from  both  patents.  The  United  States 
INitent  furnishes  no  information  on  the  subject  that  is  not  found  in 
equally  clear  language  in  the  Spanish  patent.  It  is  true  that  the  first 
claim  of  the  former  is  for  a  product,  and  of  the  latter  for  a  process;  bat 
the  process  makes  the  product,  and  the  product  can  be  made  only  hf 
the  process.  It  was  the  use  of  this  process  that  was  made  free  by  tiie 
expiration  of  the  Spanish  patent.  Where  a  product  is  produced  by  a 
certain  process  and  only  so,  it  cannot  be  said  that  he  who  first  discovers 
the  process  and  by  it  produces  the  product  has  made  two  inventions. 

The  product  and  the  process  constitnto  one  discovery.  {Motiler  v.  Mo$ler,  C.  D.^ 
1888,420;  4dO.G.,1115;  127  U.  S.,354;  Pbmmery,  SturgtHt,  120  U.  S., 442.) 

An  electrode  made  by  the  Spanish  process  would  infiringe  the  United 
States  claim,  and  an  electrode  made  in  Spain  pursuant  to  the  United 
States  method  would  infringe  the  Spanish  claim.  The  same  is  true  if 
both  patents  are  limited  to  the  paint,  paste,  cement,  or  plaster  method. 

The  second  claim  of  the  Spanish  patent  is  not  clear;  but  it  was 
intended,  apparently,  to  cover  the  described  means  of  coating  the  dec 
trotlcs  with  the  porous  or  spongy  mass. 

The  fifth  claim  is  designed  to  cover  the  same  arrangement  as  the 
fourth  claim  of  the  United  States  patrat. 

I  am  constrained  to  think,  therefore,  that  the  invention  of  the  United 
States  patent,  even  though  construed  as  the  complainant  insists  it 
should  l)e,  is  covered  by  the  Spanish  patent. 

Few,  if  any,  of  the  conditions  are  present  her^  which  differentiated 
the  foreign  fi*om  the  domestic  patent  in  Brush  v.  tkii  -defendant  [com- 
plainant.] (C.  D.,  18D1,  477 ;  50  O.  G.,  1334;  47  Fed.  Kep.,  48,  58.)  On 
the  other  hand,  many  of  the  resisons  are  present  which  induced  the  court 
to  hold  that  ^^Case  I"  and  ^^Case  J^  of  Brush  were  tor  the  same  inveu- 
tiei).    {Brush  v.  JnHen  Co.,  41  Fed.  Kep.,  670,683,685.) 

It  is  thought  that  the  principal  invention  of  the  United  States  pat- 
ent is  found  in  the  Spanish  patent;  that  an  electrode  made  pursuant  to 
the  latter  x>atent  would  iuMnge  the  former,  and  \ace  versa,  and  that 
the  former  ciould  not  have  been  gi*anted  in  this  country  if  the  latter  had 
previously  been  granted  here. 

The  subject-matter  is  essentially  the  same  in  the  two  patents.  An 
electrician,  after  reading  one,  would  be  as  able  to  construct  a  mechan- 
ically coat4)d  Faure  electi*ode  sis  alter  reading  the  other.  *^y 
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It  is  argned  that  section  48S7  is  not  applicable,  for  the  reason  that 
the  United  States  patent  was  applied  for  betore  the  Spanish  patent  was 
granted.  ^  This  question  is  not  an  open  one  in  this  court  {Oramme  Co. 
Y.Amoux,  C.  D.,  1883, 418;  25  O.  a,193;  17  Fed.  Bep., 838;  21  Blatch£, 
450;  Edison  y.  U.  S.  Co.j  G.  D.,  1884,  437;  43  O.  O.,  1450;  35  Fed. 
Bep.,  134.) 

Whenever  the  able  and  interesting  argument  in  support  of  the  com- 
plainant's contention  is  presented  to  a  tribunal  which  is  at  liberty  to 
consider  it,  it  will  unquestionably  receive  the  attention  it  deserves. 

It  is  argued  for  the  complainant  that  the  Spanish  patent  has  a  poten- 
tial term  of  twenty  years. 

The  patent  was  granted  June  27, 1881,  for  a  term  of  ten  years.  It 
expired  June  27, 1891.  On  Augnst  31, 1891,  it  was  declared  extinct  by 
the  proper  authority.  On  March  20, 1883,  two  years  after  the  patent 
was  issued,  Spain  and  France  entered  into  a  convention  by  which,  in 
certain  circumstances,  the  terms  of  patents  might  be  extended.  To 
this  convention  the  United  States  was  a  party.  The  Director-General 
of  the  Spanish  Department  of  Agriculture,  Industry,  and  Commerce, 
which  has  charge  of  all  subjects  relating  to  patents,  decided  that  the 
provisions  of  this  convention  were  retroactive.  It  is  probable,  there- 
fore, that  if  application  had  been  seasonably  made  the  patent  would 
have  been  extended  till  June  27, 1901.  But  the  application  was  not 
made  until  March  26, 1892,  long  after  the  patent  had  lapsed  and  after 
the  expiration  of  the  time  within  which  an  application  could  be  made 
for  an  extension.  On  the  20th  of  March,  1892,  the  application  was 
denied. 

It  is  thought  that  this  subsequent  international  convention,  even  if 
it  had  the  force  of  a  statute,  and  it  had  not,  cannot  be  considered  as 
prolonging  the  term  of  the  United  States  patent.  It  is  not  necessary 
to  consider  what  might  have  been  the  result  if  the  Spanish  patent  had 
been  extended.  It  was  granted  for  ten  years.  It  expired  in  ten  years, 
and  no  effort  was  made  to  rehabilitate  it  until  long  aft»r  it  had  lapsed. 

This  is  not  the  case  of  a  patent  granted  for  along  term,  but  expiring 
because  of  the  failure  to  observe  some  condition  subsequent.  Here  the 
life  of  the  patent  was  definitely  fixed  for  ten  years,  and  it  never  had 
any  other  term. 

In  CoMolidated  BoUer  Oo.  v.  WdUcer  (O.D.,  1801, 257;  54  O.  6.,  136; 
43  Fed.  Bep.,  575,  580)  the  foreign  law  providing  for  a  potential  term 
was  in  force  when  the  foreign  and  domestic  patents  were  granted,  and 
it  was  held  that  the  patents  were  limited  by  the  optional  and  not  the 
designated  term.  This  is  not  such  a  case.  {Bate  v.  OiUetty  O.  D.,  1887, 
474;  40  O.  O.,  1029;  31  Fed.  Bep.,  809;  Bate  v.  Hammondy  O.  D.,  1889, 
330;  46  O.G.,689;  129  U.S.,  151;  Opinion  of  Attorney  Gtoeral  Miller, 
April  5, 1889,  G.  D.,  1889, 253;  47  O.  G.,  398;  Ruber  v.  Nelm^  ante  277; 
63  0.G.,3n.) 

For  the  reasons  stated  in  Bruek  v.  iki$  defendant  [complainant]  (G.  D., 
1891,  477;  56  O.  G.,  1334;  47  Fed.  Bep.,  48,  55)  this  decision  has  been 
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readied  witli  reluctance.  Those  reasons  do  not,  it  is  tme,  apply  witb 
tlie  same  force  to  an  inventiou  made  abroad  by  a  foreignier  as  to  an 
inyeution  made  by  one  of  onr  own  citizens;  bnt  the  statute  in  its  prac- 
tical o|)eratiou  baH  failed  to  remedy  the  supposed  evil  at  which  it  was 
aimed,  and  the  dnty  of  overthrowing  a  valuable  patent  under  its  pro- 
visions is  one  that  the  court  would  naturally  wish  to  avoid.  But  the 
question :  Do  the  patents  cover  the  same  inventiou  f  is  fiiirly  presented, 
and  its  decision  cannot  be  avoided. 

After  giving  the  complainant  the  benefit  of  every  reasonable  doubt^ 
the  court  is  convinced  that  the  question  mi;st  be  answered  in  the  afllrm- 
atiye.  The  longer  the  record  is  studied  the  more  settled  becomes  the 
conviction  that  the  invention  which  Faure  patented  in  Spain  and  in  the 
United  States  was  the  invention  which  he  made  and  patented  in  France^ 
that  so  far  as  the  inventor  was  concerned  the  language  was  substan- 
tially identical,  and  that  the  changes  in  phraseology  made  by  the  trans- 
lators and  Patent  Office  oflicials,  of  which  clianges  the  inventor  was 
ignorant,  did  not,  and  could  not,  oiH5in\te  to  change  the  invention. 

It  follows  that  the  defendants  tu*e  entitled  to  a  decree  dissolving  the 
iiVJunction  Issued  April  12, 1880. 


[IT.  8.  CIrcait  Court  of  Appt^alt-  Second  Ciraoit] 

Waterman  v.  Suipman,  bt  al. 

Demded  Jptil  IS,  1S9S. 
64  O.  O.,  718. 

.  PaTKHTS— MORTOAGK— TRA:f8FKR  OK  TlTLB. 

A  mortgage  by  a  ptttontoo  vcHtH  in  tbo  uiortgngee  the  whole  title  to  the  patent 
rights,  subject  only  to  bo  clvtcatiul  by  pcrfoniinnco  of  tbo  condition,  or  by 
re<lcmption  by  biU  in  eqnity  within  a  rvasonablo  time  nftcr  dofault,  and  the 
right  of  possoiwion  to  the  incorporeal  property  in,  in  legal  oftbct,  deliyerc<l  to 
the  mortgagee  at  the  time  of  the  reconling  of  the  mortgage  of  the  Patent  Oflloe. 
.  Same— Becital  of  Licensr^Notice  to  Purchaser. 

The  recital  in  a  mortgage  of  patent  rights  of  the.  existence  of  a  lioense  is 
notice  to  the  mortgogee  and  purchasers  of  the  patent  rights  under  the  mortgage 
of  an  the  terms  and  conditions  of  the  license. 

L  Same— AssiONMEMT  of  License— Supplementary  Proceedings  in  Aid  of 
ExBcrnoN. 
In  the  absence  of  wonls  showing  that  it  was  intended  that  the  license  might  be 
assigned,  a  license  conferring  the  excluHire  right  to  mnnufactnro  and  sell  pat- 
ented articles  is  not  assignable,  and  does  not  vest  in  a  receiver  of  the  property 
of  the  Mcensee,  appointed  in  proceedings  sapplemcntary  to  execution  under  the 
New  York  Code  of  Civil  Procedure.    ' 

t.  Same— Infringement— Suit  by  Exclusive  Licensee  Against  Owner  of 

Patent, 

A  Hcensee  who  has  the  exclusive  right  to  mannfnetnre  and  sell  a  patented 

article  can  maintain  a  suit  in  equity  agninst  the  patentee,  if  the  latter  is  guilty 

of  an  infringement  by  making  and  selling  hiniHcIf,  to  redress  the  wrong  oooa* 

sioned  thereby,  and  such  suit  arises  under  th(» patent  lairs  of  the  United  States. 
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5.  Samb— iNFRixGEMENT— Suit  by  Licensee— CoMBiNATioir  between  Owhbb 

AND  Co-defendants. 
If  the  bill  of  the  liccugee  who  has  the  exclasive  ri^ht  to  manufActare  and  sell 
a  patented  article  alleges  a  combination  between  the  owner  of  the  patent  and 
other  persons,  who  are  made  parties  defendant  with  the  owner,  to  deprive  tbe 
complainant  of  the  benefits  and  advantages  of  his  license,  and  the  evidence 
shows  that  a  license  granted  by  the  owner  of  the  patent  to  his  co-defendants 
was  granted  by  him,  and  procured  by  thorn,  for  the  pafamonnt  purpose  of  pre- 
venting the  complainant  from  enjoying  the  monopoly  conferred  by  his  license, 
the  defendants  are  joint  infringers  of  the  complainant's  rights,  and  he  is  entitled 
to  relief  against  all  the  parties  defendant. 

6.  Same— Validity— Want  of  Novelty— Evidence. 

If  defendants  in  a  suit  for  infringing  Letters  Patent  plead  want  of  novelty 
and  set  up  in  their  answer  and  offer  in  evidence  a  largo  number  of  patents  prior 
in  date  to  those  of  the  complainant,  the  court  will  not  examine  these  patents,  in 
the  aljsence  of  expert  testimony  to  explain  them  or  to  indicate  what  they  contain 
to  negative  the  novelty  of  the  complainant's  patents,  unless  the  oharaoter  of  the 
invention  has  so  little  complexity  that  expert  testimony  is  not  required  for  that 
imrposc. 

7.  Same— Want  of  Novelty- Evidence, 

In  a  suit  for  the  infringement  of  Letters  Patent  defendants  introduced  in  evi- 
dence a  pamphlet  of  about  twenty-five  pages,  published  two  years  afbor  the 
patents  were  issued,  entitled  ''An  Kx|ios<S  of  the  Assumptions  and  Biuioess 
Methods  of  a  Dealer  and  Keputed  Inventor,''  which  was  prepared  and  published 
by  a  rival  manufacturer  apparently  for  the  purpose  of  discrediting  the  inven* 
tions  of  the  complainant  and  his  personal  character  and  business  methods. 
The  greater  part  of  the  pamphlet  was  scandalous  nmtter  irrelevant  to  the 
issues.  The  author  testified  that,  so  far  as  it  referred  to  the  patents  he  had 
stuilied,  the  puiii]»h]ct  correctly  expressed  his  views  respecting  the  same.  Meld, 
that  the  contents  of  the  pamphlet  could  not  be  considered  competent  evidence 
upon  the  issue  of  novelty,  and  that  complainant's  counsel  was  J  astified  in  refusing 
to  cross-examine  the  author. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York, 

Bill  by  Lewis  E.  Waternuin  a|,^jiinst  Asa  L.  Shipman  (who  died  before 
final  hearing,  and  whoHc  executor  lias  been  substituted)  and  James  D. 
Sliipniau  and  Edward  L.  Sliipman,  his  sons,  copartners  by  the  firm 
name  of  Asa  L.  Shi]>niair8  Sons,  alleging  the  infringement  of  certain 
Letters  Patent.  The  Circuit  Court  dismissed  the  bill.  Complainant 
appeals.    Reversed. 

Mr.  Salter  S,  Clark  for  the  appellant. 
Mr,  A.  V,  Briesen  for  the  appellees. 

Before  Wallace  and  Shipman,  Judges, 

Wallace,  J.; 

This  is  a  bill  in  equity  alleging  the  infiringement  of  two  patents  for 
fountain  pons— No.  293,545,  dated  February  12, 1884,  and  No.  307,735, 
dated  November  4,  1884 — each  grantetl  to  Lewis  E.  Waterman  as 
inventor.  The  defendants  were  originally  Asa  L.  Shipman  (who  died 
before  final  hetu*ing,  and  ^jhoso  executor  lias  been  si^bstituted)  and 
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James  D.  Shipiiian  and  Edwnnl  L.  Sbipnian,  his  sons,  who  were  copart- 
ners by  the  firm  name  of  Asa  L.  Shipiuan's  Sons.  The  qnestions  whicli 
have  been  principally  litigated  are  those  in  respect  of  the  title  to  the 
patents,  it  being  insisted  for  the  defendants  that  tlie  title  at  the  time  of 
the  commencement  of  the  suit  was  in  Asa  L.  Shipman,  and  conso- 
qnently  that  the  complainant  could  not  maintain  the  bill.  The  fsicts 
bearing  ni)on  this  branch  of  the  case  are  these:  IMor  to  November 20, 
1884,  the  title  to  the  patents  had  been  assigned  by  the  complainant  to 
Sarah  E.  Watennan,  his  wife,  and  on  November  20, 1884,  she  granted 
to  him  an  exclusive  license  to  manufacture  and  sell  the  patented 
improvements  throughout  the  United  States.  By  the  terms  of  the 
license  he  agreed  to  make  full  returns  on  the  lirst  day  of  every  month 
of  all  fountain  pens  containing  the  patented  improvements  manufac- 
tured by  him,  and  to  pay  to  her  the  sum  of  25  cents  as  a  license  fee  for 
every  pen  so  manufactured,  on  or  before  the  fifth  day  of  every  month, 
for  the  pens  manufactured  during  the  preceding  months.  The  license 
provided  that — 

upon  afailaro  of  the  Heensoe  to  make  rotamB  after  thirty  days  or  to  make  payment 
of  the  lioonse  fees  after  ninety  days  from  the  time  when  snoh  rotams  and  pa>'ments 
are  dae,  then  the  said  Sarah  £.  Watennan  may  terminate  this  Ucense  by  serving  a 
written  notice  upon  the  said  licensee;  bat  that  will  not  discharge  him  from  any  lia- 
bility for  any  license  fees  due  when  saoh  notice  was  given. 

November  25,  1884,  Mrs.  Waterman  executed  to  Asa  L.  Sbipman's 
Sons  a  mortgage  of  the  two  patents  as  collateral  security  for  the  pay- 
ment of  a  note  of  $6,500  made  by  her  and  the  complainant,  payable  in 
three  years.  By  this  instrument  Mrs.  Waterman  assigned  to  the  mort- 
gagees all  her  right,  title,  and  interest  in  the  inventions  and  the  patents 
upon  the  express  condition  that  the  assignment  should  be  null  and 
void  if  she  and  her  husband,  or  either  of  them,  should  pay  the  note  at 
maturity.  It  contained  also  a  recital  that  the  interest  conveyed  was 
free  from  all  incumbrances  except  a  license  to  this  complainant  to  manu- 
flEMsture  and  sell  pens  under  both  patents.  The  mortgage  was  duly 
recorded  in  the  Patent  Office  December  20, 1884,  and  from  the  time  of 
its  execution  until  November  25, 1887,  the  complainant  continued  to 
manufiMStnre  and  sell  the  patented  improvements,  making  returns  to 
Mrs.  Waterman  and  paying  royalties  to  her,  under  his  license,  until  the 
16th  day  of  April,  1880,  when  she  executed  to  him  an  assignment  of  all 
her  right,  title,  and  interest  in  the  patents.  The  note  given  to  secure 
the  mortgage  became  due  November  28, 1887,  and  was  not  paid,  and 
shortly  thereafter  Asa  L.  Sbipman  granted  to  the  firm  of  Asa  L.  Ship- 
man's  Sons  an  exclusive  license  to  manufsicturo  and  sell  the  patented 
pens.  He  also  brought  suit  upon  the  note  in  the  Supreme  Court  of  the 
State  of  New  York,  and  on  the  22d  day  of  December,  1887,  duly  obtained 
judgment  thereon  against  the  complainant  and  Mrs.  Waterman  for  the 
full  amoufit  with  interest  After  the  execution  of  the  liccuKe  to  the  finn 
of  Aisa  L.  Shipman's  Sons,  and  about  April  1, 1888,  they  began  to  maun- 
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facturo  and  sell  as  the  patented  pens  an  article  identical  with  those 
which  the  complainant  had  made  and  sold  under  his  license.  They 
were  manufacturing  these  pens  when  the  present  bill  was  filed,  and  con- 
tinued to  do  so  until  May  10, 1888.  The  judgment  obtained  against 
the  complainant  and  his  wife  not  having  been  paid,  8U]>plementary  pro- 
ceed ings  pursuant  to  the  coile  of  civil  procedure  of  the  State  of  New 
York  were  instituted,  which  resulted  in  the  appointment  of  a  receiver, 
who,  on  the  10th  day  of  April,  1^^,  duly  qualified  and  became  vested 
under  the  provisions  of  the  code  with  all  the  ])roperty,  legal  and  equi- 
table, belonging  to  the  complainant.  On  January  9, 1888,  Asa  L.  Sliip- 
man  sent  the  complainant  a  letter  giving  him  notice— 

tliat  the  UooDBO  given  you  by  Mn.  Wutoniian  ii  revoked,  and  suit  will  be  brought 
against  you  for  iufriugemciit  of  Hoid  patonts. 

On  April  20, 1888,  he  sent  the  complainants  another  letter,  stating— 

that,  in  addition  to  tho  notico  already  banded  to  yon,  tbo  license  agreement  execatod 
by  Sarab  E.  Watemian  to  you,  dated  Kovemlier  18, 1884,  is  boreby  revoked,  on 
account  of  your  failuro  to  nuibe  due  returns  tbereunder  on  tlio  Ist  day  of  January, 
188K,  and  also  on  February  1, 1888,  and  also  for  your  fbiluro  to  pay  tbo  royalties 
under  said  agroeiueut,  wbicb  became  duo  to  mo  on  December  5, 1887;  also  on  Janu- 
ary 5, 1888. 

On  April  27, 1888,  the  com])la]nant  made  a  tender  to  the  attorney  of 
Asa  L.  Shipman  of  the  fhll  amount  of  the  judgment  obttiined  ui)on  the 
note,  together  with  the  costs  of  the  suit;  but  this  tender  did  not  include 
anything  for  the  fees  of  the  receiver  in  the  supplementary  proceedings. 
On  the  5th  day  of  May  the  present  suit  was  brought  The  Circuit 
Court  dismissed  the  bill,  without  a  written  opinion,  apparently  upon 
the  ground  that  the  legal  title  to  the  patent  was  in  Asa  L,  Shipman  at 
the  time  of  the  commen(*.euicnt  of  the  suit. 

It  is  entirely  clear,  uiwn  the  authority  of  Waterman  v.  Mackenzie 
(0.  D.,  1891,  320;  64  O.  G.,  ]562j  138  U.  8.,  252;  11  Sup. Ct  Rop.,334,) 
that  by  virtue  of  tho  inortgage  the  whole  title  to  the  patents  at  the 
time  of  tlie  execution  of  the  instrument  became  vested  in  the  mort- 
gagees, subject  only  to  be  defeated  by  iwrfonnance  of  the  condition  or 
by  redemption  of  the  bill  in  equity  within  a  reasonable  time,  and  that 
the  right  of  possession  to  the  incorporeal  property  was  in  legal  effect 
delivered  to  the  mortgagees  at  the  time  of  the  recording  of  the  mort- 
gage in  the  Patent  Office.  We  do  not  consider  it  necessary  to  deter- 
mine whether  a  tender  of  the  mortgage  debt,  made  after  the  day  of 
payment,  entitled  the  complainant,  as  the  assignee  of  the  mortgagor, 
to  a  reconveyance  of  the  patents.  Nor  do  we  deem  it  necessary  to 
determine  whether  the  tender  made  by  him  April  27  was  a  sufficient 
one  or  whether  it  should  have  included  a  sum  sufficient  to  cover  the 
fees  of  the  receiver  in  the  supplementary  proceedings.  We  regard  it 
as  entirely  immaterial,  for  the  purposes  of  the  present  suit,  whether 
the  legal  title  to  the  patents  was  or  was  not  in  the  complainant  at  the 
time  of  the  commencement  of  the  suit.    The  mortgage  of  Asa  L.  Ship- 
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man  \Tas  subject  to  the  license  which  had  previously  been  granted  to 
the  complainant  and  couhl  in  no  manner  operate  to  restrict  or  curtail 
the  exclusive  right  of  tlie  complainant  to  make  and  sell  the  patented 
improvements,  so  long  as  the  license  should  remain  unrevoked.  The 
recital  in  the  mortgage  of  the  existence  of  this  license  was  notice  of  all 
its  terms  and  conditions.  It  is  familiar  doctrine  that  a  purchtiser  will 
have  constructive  notice  of  everything  appearing  in  any  part  of  the 
deed  or  mstrument  constituting  the  title  purchased,  which  is  of  such  a 
nature  that,  if  brought  directly  to  his  knowledge,  it  would  amount  to 
actual  notice,  for  the  right  of  a  purchaser  can  in  no  case  go  beyond  his 
own  title,  and  whatever  appears  on  the  face  of  the  title  papers  forms 
ah  integral  part  of  the  title  itself.  Such  notice,  therefore,  is  of  the 
most  conclusive  nature,  and  is  insusceptible  of  being  explained  away 
or  rebutted. 

The  bill  of  complaint  alleges  that  the  license  grant^ed  to  the  com- 
plainant was  in  full  force  at  the  time  of  the  commencement  of  the  suit 
This  avennent  is  not  denied  by  the  answer,  and  the  answer  makes  no 
issue  setting  up  the  invalidity  of  the  license,  or  any  revocation  by 
reason  of  failure  to  make  returns  or  pay  royalties,  or  for  any  other 
reason.  There  is  evidence  in  the  record,  however,  which  has  been 
referre<I  to,  of  letters  sent  by  Asa  L.  Shipman  to  the  complainant,  one 
of  the  date  of  January  9, 1887,  and  one  of  the  date  of  April  26,  iaS8, 
giving  notice  of  the  revocation  of  the  license.  Under  the  issues  made 
by  the  pleadings  we  ought  not  to  notice  this  evidence.  It  is  projwr 
however,  to  say  that  the  letter  of  January  0  did  not  assign  any  reasons 
for  revoking  the  license  and  the  letter  of  April  2G,  1888,  assigned 
grounds  for  revoking  it  which  do  not  appear  to  have  been  correct  in 
fact.  The  complainant  was  not  in  default  for  failure  to  make  returns 
on  the  Ist  day  of  January,  1888,  or  on  the  1st  day  of  February,  1888, 
or  for  not  paying  royalties  on  the  5th  of  December,  1887,  or  on  January 
5, 1888.  He  did  not  manufacture  at  all  in  the  months  of  December  or 
January,  and  if  any  royalties  became  due  on  December  5  or  on  January 
5  the  fact  does  not  appear. 

Even  if  it  were  open  to  the  defendants,  under  their  answer,  to  assert 
that  at  the  time  when  the  suit  was  commenced  the  complainant's 
interest  in  the  patent  had  vested  in  the  receiver  in  supplementary  pro- 
ceedings, the  contention  would  be  untenable.  The  license  was  not 
assignable.  No  license  is  assignable  by  the  licensee  to  another  unless 
it  contains  words  which  show  that  it  was  intended  to  be  assigned. 
{Factory  y.  doming^  14  How.,  193;  Rvhher  Co.  v.  Goodyear,  9  Wall.,  788; 
AdafM  V.  Howard,  22  Blatchf.,  47;  22  Fed.  Bep.,  656;  Baldtcin  v.  Sibley, 
1  Oliif.,  150.)  The  present  license  contained  no  such  words  and  was 
purely  a  x)ersonal  license  to  the  complainant.  Consequently  the  receiver 
could  not  acquire  it 

If  the  owner  of  the  legal  title  to  the  patent  had  not  been  made  a 
party  to  the  suit,  undoubtedly  the  bill  by  the  complainant  could  not 
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be  suslaiued  against  the  other  defendants.  A  mere  licensee  cannot 
sue  8tran;4:ers  who  infringe.  In  such  a  case  redress  is  obtained  through 
or  in  the  name  of  the  owner  of  the  patent.  But  there  is  no  resison  or 
authority  for  the  proposition  that  a  licensee  wlio  has  the  exrUisivc 
right  to  niannfacture  and  sell  a  patented  article  cannot  maintain  a 
suit  in  equity  against  the  owner  of  the  patent,  if  the  latter  is  guilty  of 
an  infringement  by  making  or  selling  himself,  to  redress  the  wrong 
occasioned  thereby  or  that  sach  suit  does  not  arise  under  the  itatent 
laws  of  the  United  States.  The  case  of  LittlefieUl  v.  Perry  (7  O.  G., 
9(U;  21  Wall.,  205,  223)  is  a  direct  authority  in  favor  of  the  right  of 
the  licensee  to  maintain  such  an  action.  In  that  case  the  Supremo 
Court  said: 

A  court  of  eqaity  looks  to  snbfltance  ratlier  than  form.  When  it  has  jarisdictioii 
of  the  ]):vvii('H,  it  grants  tbe  appropriate  relief  withuiit  re<;ard  to  whether  they  come 
as  i»]uiiitiff  or  (Icfo.udaiit.  In  tliis  case  the  person  who  shonhl  have  protected  tbe 
defendant  againnt  aU  infrln;;eiuents  has  become  liiinseir  the  infringer.  Ho  held  the 
Icf^nl  title  to  the  paten  tin  trnst  for  his  licensees.  He  li^ns  Immmi  faithless  to  his  trust, 
anil  courts  of  equity  are  always  open  for  the  redress  of  such  a  wrong.  This  wrong 
is  an  infrinfcenieut.  Its  redress  involves  a  sait,  therefi>n%  arising  under  the  pateui 
laws,  and  of  that  sait  the  circuit  coui-t  has  jurisdiction. 

If  the  licensees'  rights  have  been  infringed  by  the  owner  and  third 
l>er8ons  confexlerating  with  the  owner,  there  is  no  reason  why  all  the 
infringers  should  not  be  joined  as  defcn<lants.  Pen^y  v.  Littlcficldj  (C. 
D.,  1880,  217;  17  O.  G.,  51;  17  Blatchf.,  272,  285.)  In  such  a  case  it  is 
quitii  immaterial  to  the  other  defendants  whethei'  the  ownei'.  when 
made  a  party  to  the  suit,  is  a  complainant  or  a  defendant.  It  suftices, 
so  far  <'is  they  are  concerned,  that  all  the  piirties  are  present  who  have 
any  interest  in  the  controversy,  and  that  a  decree  will  deilnit^ly  deter- 
mine their  rights  as  between  themselves  and  the  owner  of  the  patent, 
as  well  as  between  themselves  and  the  com]>lainant. 

The  bill  in  this  case  allc^ges  a  combination  between  the  defendants  to 
deprive  the  complainant  of  the  benefits  and  advantages  of  his  license, 
and  the  evidenci^  shows  that  the  license  granted  by  Asa  L.  Shipmau  to 
his  sons,  the  other  defendant'^,  was  granted  by  him  and  procured  by 
them  for  the  paramount  puqmse  of  preventing  the  complainant  from 
enjoying  the  mono]>o]y  conferred  by  his  license.  The  defendants  thero- 
fore  are  joint  infringers.  We  conclude  that  there  is  no  impediment 
arising  from  the  fa<;t  that  the  complainant  is  merely  a  licensee  to  pre- 
clude liim  from  obtnining  the  relief  sought  by  his  bill. 

Tli<^  proof  of  infringement  of  the  patents  is  very  meager,  and  we  find 
no  evidence  in  the  ri'cord  that  the  ]>ens  made  by  the  defendants  infringe 
any  of  the  claims  of  either  i)atent,  except  the  Urst  claim  of  patent  No. 
;M)7,7.'Jr».  Undoubtedly  the  defendants,  in  maunfa^'turing  their  pens, 
intended  t-o  copy  tin '  pens  made  by  the  (complainant;  but  the  ivcoiil 
does  not  show  wliether  the  pons  made  by  the  complainant  embodietl 
any  of  the  inventions  of  the  other  claims. 

To  sustiiin  the  defense  of  want  of  novelty,  the  <lefendauit'S  have  set  up 
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in  their  answer  and  offered  in  evidence  a  large  number  of  patents  prior 
in  date  to  those  of  the  complainant.  In  the  absence  of  any  expert  tes- 
timony to  explain  these  patents  or  indicate  what  tliey  contain  tending 
to  negative  the  novelty  of  the  complainant's  patents,  we  do  not  feel 
called  uiion  to  examine  them.  There  may  be  cases  in  which  the  char- 
acter of  the  invention  has  so  little  complexity  that  snch  expert  testi- 
mony is  not  necessary  to  aid  the  conrt  in  nnderstiuiding  whether  one 
patent,  or  several  patents  considered  together,  describe  the  devices  or 
combination  of  devices  which  are  the  subject-matter  of  a  subseciuent 
patent;  bnt  this  is  not  one  of  them. 

The  defendants  also  introduced  in  evidence  a  pamphlet  entitled  "An 
Expose  of  the  Assumx)tions  and  Business  Methods  of  a  Dealer  and 
Bepnted  Inventor,"  consisting  of  some  twenty-five  i)rinted  pages  pub- 
lished in  1886.  This  pamphlet  was  prepared  and  published  by  a  rivsil 
pen-manufacturer  apparently  for  the  purpose  of  discrediting  the  inven- 
tions of  the  complainant  and  his  personal  character  and  business 
methods.  The  author  was  called  as  a  witness  for  the  defendants,  and 
asked  this  question : 

Does  thi8  i>am]>hlet,  so  for  na  it  rofcrH  to  tho  patents  which  yon  havo  stniUed,  cor- 
rectly exprcHH  your  views  reHpecting  the  name? 

The  witness  answered: 

In  so  far  as  it  goes,  I  supiiose  it  docs.    It  was  so  intended. 

The  pamphlet  \yas  then  offered  in  evidence,  and  made  an  exhibit  in 
the  cause  against  the  objections  of  the  complainant.  The  stsit^ements 
contained  in  this  pamphlet  are  relied  upon  l)y  the  dcfeniLints  as  evi- 
dence ui)on  the  issue  of  novelty.  We  decline  to  considcir  anything 
contained  in  it  as  competent  evidence  upon  this  issue.  The  counsel  for 
the  complainaiit  was  justified  hi  refusing,  as  he  did,  to  cross-examhio 
the  witness  in  regard  to  its  contents.  The  greater  x)art  of  it  was 
scandalous  matter,  entirely  irrelevant  to  the  present  controversy,  and 
he  was  under  no  obligation  to  undertiike  to  reiul  and  analyze  its  con- 
tents to  see  whether  it  contained  anything  bearing  uiH>n  the  issue 
worthy  of  a  cross-examination. 

As  to  the  defense  resting  uiion  the  prior  invention  of  Fisher,  it  sui- 
lices  to  say  that  no  such  defense  is  set  up  in  the  ainswer,  and  if  all  that 
is  asserteil  in  resi)e(}t  to  the  defense  is  true  only  the  third  claim  of 
Patent  No.  307,735  would  be  defeated  by  it. 

We  conclude  that  the  comxdainant  is  entitled  to  a  dex^ree  for  an 
aci'ounting  and  an  injunction.  The  de<'ree  of  tlie  Ginniit  Conrt  is 
reversed  with  costs,  and  the  cause  remandexl  to  that  court  with  direc- 
tions to  enter  a  decree  for  the  complainant  in  conformity  with  this 
opinion. 
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[U.  8.  Circuit  Court- NorUicm  Dlatiict  of  New  Tork.^ 

American  Patents  Company  et  al.  v.  de  Beer. 

Decided  July  31,  189S, 
64  O.  G.,  716. 

1.  Brown — Machtnr  for  Making  Balls  out  of  Lbathkr  Scraps  and  Similar 

Matkriai^— Want  of  Patent  ability. 
Lottors  Patent  No.  216,305,  dated  June  10,  1879,  issued  to  Samuel  Brown,  for  a 
machine  for  making  balls  out  of  leather  scraps  and  similar  material  by  pressure, 
examined  in  view  of  the  state  of  the  art.  and  Held  that  it  did  not  require  inven- 
tion to  make  a  machiuc  with  a  cup-shaped  die — a  die  with  a  cavity  '*  somewhat 
less  than  a  hemisphere.'' 

2.  Samk— Same. 

Ueld,  j^irthcr,  that  all  that  was  necessary  to  do  after  observing  that  the  ball 
pressed  in  a  round  mold  expanded  upon  removal  on  the  line  of  pressure  would 
be  to  compress  the  ball  into  a  space  less  than  a  sphere,  so  that  the  expansibility 
of  the  material  would  cause  it  to  expand  into  a  round  baU,  and  this  was  obvi- 
ously to  be  done  by  making  the  die  shallower. 

Final  hearing  in  equity. 

Mr,  Alfred  W.  Kiddle  for  the  complaiuaQts. 
Mr.  Andr&ic  J.  Nellvt  for  the  defendant. 

OoxE,  J. : 

This  is  an  action  of  infringement  founded  upon  Letters  Patent  No. 
216,305,  granted  to  Samuel  Brown,  June  10, 1879,  for  a  macliine  for 
making  balls  out  of  leather  scraps  and  similar  material  by  pressure. 

The  object  of  my  invention  is  to  produce  a  bsdl  of  accurate  and  uniform  shape 
with  great  rapidity  and  ease  of  manipulation. 

The  scraps  to  be  pressed  are  pla(^  in  a  bell-mouthed  vertical  cylin- 
der, in  which  move  two  closely-fitting  dies  having  a  cavity  which  is 
somewhat  less  than  a  hemisphere.    Of  these  the  patentee  says: 

Tlie  dies  A  and  A'  are  preferably  made  of  steel,  and  lit  very  accurately  in  the 
cylinder  C.  Their  edges  are  sharp,  and  the  cavity  in  each,  though  a  portion  of  a 
true  sphere,  is  somewhat  less  than  a  hemisphere,  so  that  when  the  two  are  brought 
in  contact,  as  shown  in  Fig.  2,  the  mold  formed  by  them  nearly  resembles  in  shape 
an  oblate  spheroid.  This  is  an  important  feature  of  my  improvement,  since  the 
expansion  of  the  material  when  the  pressure  is  rclcaHed  tends  to  loosen  and  throw 
out  the  ball,  instead  of  binding  it  tightly  within  the  die,  as  is  the  case  when  the 
cavity  in  each  is  a  true  hemisphere. 

When  pressure  is  applied  the  material  is  compressed  in  the  mold 
formed  by  the  two  dies  into  the  shape  of  an  oblate  spheroid.  The  upper 
die  is  then  lifted  and  the  ball  is  forced  up  and  out  of  the  cylinder  by 
raising  the  lower  die.  After  the  pressure  has  been  removed  the  elas- 
ticity of  the  material  makes  the  ball  assume  a  spherical  shape.  In 
short,  the  leather  scraps  are  put  into  a  cylinder  and  pressed  between 
dies  into  the  desired  sliajH).    This  is  alL 
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Tlio  I'laiins  invblveil  are  as  follows: 

1.  In  n  nmuliino  tor  mnkiDg  bullH  from  scraps  or  other  eliuitio  material  by  prossure, 
a  die  having  its  cavity  siihstautiHlly  of  the  form  spociliod  and  shown,  whereby  the 
expansion  of  the  matortal  on  the  ronioval  of  prossnro  frctJH  the  ball  from  the  die. 

2.  In  a  machine  for  making  balls  from  scraps  or  other  clastic  material  by  pressure, 
a  die  having  air-holes,  Hiibstantially  as  and  for  the  purpose  sot  forth. 

3.  In  combination  with  the  dies,  closely  fitting  tlicivin,  the  cylinder  C,  having  a 
beveled  or  Jlaring  month,  substantially  as  deseribed  and  shown. 

Tlie  defense!*  are  want  of  novelty  and  patentability,  non-infringe- 
ment, and  insiiflicienc^y  of  8peciii(;ation. 

If  the  record  were  not  full  of  machines  operating  on  principles  simi- 
lar to  the  patented  machine,  the  court  wonid  take  judicial  knowledge 
of  the  fact  that  the  process  of  pressing  material  to  be  molded  between 
two  dies  of  the  desired  shape  is  old.  It  is  unnecessary  to  consider 
these  machines,  for  it  was  conceded  at  the  argument  that  the  precise 
structure  shown  and  described  would  be  devoid  of  patentability  if  the 
cavity  formed  by  the  dies  when  brought  together  were  a  true  sphere. 
This  concession  is  in  exact  accordance  with  the  proof.  The  simple 
question  is:  Did  it  require  invention  to  make  a  cupshai)ed  die— a  die 
with  a  cavity  <<  somewhat  less  than  a  hemispheret" 

This  is  not  a  patent  for  a  process  or  a  product,  but  for  a  die.  Patenta- 
bility must  be  found,  therefore,  if  at  all,  in  the  die  or  mold.  Soap  or 
wax  or  celluloid  could  be  molded  in  the  patented  machine  with  i)erfect 
impunity.  If  tliis  identical  machine  had  been  used  for  presshig  such 
materials — and  similar  machines  did  exist— could  lirown  have  obtained 
a  patent  lor  it  simply  because  he  used  it  to  press  leather  instead  of 
wax  f    Assuredly  not. 

A  chemist  may  make  a  new  and  nsefiil  comx)ouud  in  a  mortar  a 
century  old;  but  lie  is  not  entitled  to  a  patent  for  the  mortar. 

There  in  nothing  new  about  the  machine  of  the  patent.  It  operates  in 
precisely  the  same  way  whether  it  presses  clay  or  pulp,  wax  or  leather. 

If  the  theory  of  the  complainant's  is  correct,  the  next  ])er8on  who  uses 
such  a  machine,  on  discovering  that  tlie  material  which  he  has  occa- 
sion  to  compress  contracts  on  the  line  of  pressure,  may  make  the  dies 
"somewhat  *more'  than  a  hemisphere"  and  have  a  patent  for  that. 

There  was  no  invention  in  making  a  cup- shape^l  mold;  but  it  is  urged 
that  in  the  art  of  ball-making,  the  object  l>eing  to  produce  a  round  ball, 
the  mechanic  would  naturally  make  a  round  mold  in  which  to  compress 
the  material;  that  such  a  mold  would  not  operate  succ;esHfully,  because 
when  the  pressure  is  taken  off  the  nniterial  expands  into  an  elongiited 
ball,  and  that  it  required  invention  to  nmke  a  mold  which  producMxl  a 
)>erfect]y  round  ball.  Conceding  that  such  an  argument  can  be  legiti- 
mately applied  to  a  <^laim  which  is  not  for  a  ball  or  for  a  process  of 
making  biills,  but  is  limite<l  to  a  die  of  designated  conformation,  the 
conclusion  by  no  means  follows.  Would  it  not  occur  to  the  onlinaiy 
workman,  after  he  reniove^l  the  ball  from  the  round  mold  and  had 
observed  that  it  exptanded  on  the  line  of  pressure,  thatr^tlui  proper 
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thing  to  do  would  be  to  compress  it  into  a  space  less  than  a  sphere,  so 
that  the  resiliency  of  the  material  would  cause  it  to  expand  into  a 
perfect  ballf  When  he  had  discovered  that  the  round  mold  would 
not  squeeze  the  material  tight  enough,  the  perfectly  obvious  thing  for 
him  to  do  was  to  squeeze  it  tighter.  This  could  only  be  done  by 
making  the  dies  shallower. 

The  Court  is  of  the  opinion  that  the  first  claim  is  void  for  want  of 
patentable  novelty.  ( Butler  v.  St^cJcel^  CD.,  1890, 522  5  53  O.  G.,  1090 ; 
137  XJ.  S.,  27;  11  Sup.  Ct.  Rep.,  25;  Baumer  v.  Will,  post  489;  64  O.  G., 
1265;  53  Fed.  Bep.,  373;  Brmh  v.  Fox,Z%  Law  and  £q.  Bep.,  1;  HaiUg 
V.  Stove  Co.,  0.  D.,  1888,  177;  42  O.  G.,  96;  8  Sup.  Ct.  Rep.,  262; 
Marehand  v.  Umken,  C.  D.,1889,  674;  49  O.  G.,  1841;  132  U.  S.,  195.) 

The  second  claim  is  for  an  air-hole,  and  the  third  is  for  a  bell- 
mouthed  cylinder  in  combination  with  the  dies.  Of  course  there  is  no 
invention  in  making  an  air-hole  or  a  cylinder  with  a  flaring  mouth. 

The  bill  is  dismissed. 


[XT.  S.  Ciroolt  Coart-Diatrict  of  Kew  Jersey.] 

BAINBBIDGB  ET  AL.  V,  KiTGHBLL  EMBOSSING  COHPANT. 

Decided  July  17, 1893. 

64  O.  G.,  717. 

BaINBHIDOB— MilTEBIA^L  FOR  PICTUBK-MaTS. 

Letters  Patent  No.  452,911,  dated  May  26,  1891,  issued  to  Richard  W.  Bain- 
bridge  for  an  '^  improveiuont  in  material  for  picture-mats/'  jSeUd,  in  view  of  the 
prior  state  of  the  art  to  be  void  for  want  of  patentable  invention. 

Messrs.  Cotoeny  Dicherion,  NiooUj  &  Brown  for  the  appeUants. 
Mr.  Henry  D.  Donnelly  for  the  appellee. 

ACHESON,  J. : 

This  bin  charges  infringement  of  Letters  Patent  No.  452,911,  dated 
May  26, 1891,  granted  to  Richard  W.  Baiubridge  for  an  <<  improvement 
in  material  for  picture-mats." 

In  the  Bi)ecification  the  patentee  states  that  the— 
improvement  consists  in  a  pioture-mat  material  composed  of  a  backing  or  body  of 
soft  paper  and  an  embossed  facing  attached  thereto, 

and  that — 

Preferably  there  will  be  a  facing  on  each  side  of  the  soft  paper. 
He  ftirther  says: 

By  this  improvement  I  am  enabled  io  produce  a  material  of  ornamental  appear- 
ance snittcieutly  thick  to  form  a  mat  and  yet.of  such  character  as  to  be  readily  oat  to 
the  shape  requisite  for  a  mat. 

Describing  the  manner  in  which  the  mat  material  is  made,  the  speci- 
fication states: 

A  designates  a  number  of  sheets  of  soft  paper  forming  a  backing  or  body,  and  A' 
A>  designate  lacings  attached  thereto.    The  different  sheets  or  layers  of  the  paper 
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oonatitnting  the  backing  or  body,  may  be  united  by  paste  or  other  adhesive  sub- 
stance, and  the  facing  may  be  attached  in  the  same  way  to  the  backing  or  body. 

It  is  furtlier  stated  that— 

the  backing  or  bmly  gives  the  thickness  desired  for  a  mat,  and  being  soft  enables 
any  one  to  readily  cut  through  it  to  form  a  mat. 

It  is  set  forti)  tbat — 

the  embossing  of  the  facings  A'  A>  is  done  after  their  attachment  to  the  backing  or 
body  A, 

aud  that  this  is  possible  because  the  material  forminfc  the  backinfjT  or 
body  is  of  such  a  sofb  character  that  it  will  serve  as  the  equivalent  of  a 
counter-die,  and  consequently  enable  the  embossing  of  each  facing  to 
be  done  by  a  single  die.  This  is  said  to  be  very  important,  because 
the  material  composed  of  the  backing  or  body  and  facing  may  be  roUed 
out  flat  after  being  united,  which  would  be  imiXNisible  if  the  embossing 
were  done  before  the  attachment  of  the  fiicing,  for  the  reason  that  the 
oi^eration  of  rolling  out  the  material  flat  would  in  such  case  smooth  out 
the  embossing.  This  is  the  whole  substance  of  the  specification. 
The  claims  of  the  patent  are  as  follows: 

1.  As  a  new  article  of  manufacture,  a  material  for  a  pictare>mat,  haying  a  backing 
or  body  portion  consisting  of  layers  of  soft  pajier  united  together  by  an  adhesive  sub- 
stance and  facing  of  ornamental  paper  necurod  thereto,  substantially  as  specified. 

2.  As  a  new  article  of  manufacture,  a  sheet  of  material  for  picture-mnts,  composed 
of  a  backing  or  body  of  soft  material  and  facings  of  ornamental  paper  attached  to 
the  outer  sides  thereof,  substantially  as  specified. 

3.  The  process  of  making  material  for  picture-mats,  consisting  in  forming  a  back- 
ing or  body  of  suitable  soft  paper  and  attaching  thereto  a  facing  of  ornamental 
paper  and  in  subsequently  embossing  such  paper,  the  backing  or  body  serving  as  a 
counter-die,  substantially  as  specified. 

The  defendant,  among  other  defenses,  sets  up  anticipation,  and  in 
one  instance  at  least  that  defense  has  been  made  out.  It  is  very  clearly 
proved  by  trustworthy  and  uncontradicted  testimony  that  in  the  years 
1887  and  1888,  the  dates  being  fixed  by  book  entries^  before  the  date 
of  Bainbridge's  alleged  invention,  the  A.  M.  Collins  Manufacturing 
Company,  of  Philadelphia,  made  for  and  sold  aud  delivered  to  George 
Barrie,  of  Philadelphia,  and  to  Allen  &  Ointher,  of  Richmond,  Ya., 
mat-boards  for  pictures,  in  considerable  quantities,  which  were  made 
by  pasting  together  several  sheets  of  soft  i)aper  to  form  the  body  of 
the  mat,  which  was  then  faced  with  ornamental  paper  aud  the  facing 
subsequently  embossed  without  the  use  of  a  counter-die.  The  process 
of  manufactare  there  pursued  was  identical  with  the  method  set  forth 
in  the  Bainbridgc  patent,  and  the  article  produced,  of  which  original 
si)ecimens  are  exhibits  in  this  case,  corresponds  substantially  with  the 
description  of  the  patent  Hirner,  a  mat-maker,  who  cut  a  portion  of 
that  material  into  picture  mats  for  Barrie,  testifies  that— 
It  was  an  easy-cutting  board;  it  hadn't  a  hard  inner  surface  to  it. 

The  rebutting  proofs  really  go  no  further  than  this,  that  these  exhibits 
are  inferior  to  the  article  now  manufactured  by  the  plaintifife^  but  it 
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appears  that  the  plaintiffs  are  usinp:  <*wood  pulp"  or  "wood-pulp 
board"  for  tLeir  backing  or  body,  and  in  their  printed  brief  they  aay: 

Our  position  in  that  tiie  pntent  Ib  reaUy  for  a  mat  material  having  a  hacking  or 
body  of  wood  palp  and  a  facing  or  facings  applied  thereto  and  embossed  after  their 
union,  this  material  being.Bnporior  to  any  other  ever  produced  for  the  same  pur- 
pose. 

Of  thiSy  however,  the  patent  contains  not  a  hint.  Moreover,  it 
ap]>earB  that  the  material  spoken  of  in  the  evidence  indifferently  as 
"  wood  pulp  "  and  '*  wood-pulp  board,"  which  is  made  of  different  thick- 
nesses, as  desired,  was  a  well-known  article  on  the  market  at  the  time 
of  Bainbridge^s  alleged  invention,  and  it  has  long  been  used  to  form 
the  backing  or  body  of  card  and  mat  boards;  and  it  was  no  unusual 
thing  for  mat-makers  to  paste  together  several  sheets  of  wood-pulp 
board  to  form  a  thick  mat.  It  was  old  to  form  tbe  nii<ldle8  of  card  and 
mat  boards  out  of  straw  board,  a  soft  material,  and  also  of  layers  of  soft 
papers  pasted  together.  It  was  eomui  m  to  f^vce  the  mat  nmterial  made 
in  any  of  these  ways  by  pasting  thereon  plain  Ornamentjjl  paper  or 
embossed  paper.  Furthermore,  it  is  shown  that  as  early  as  1873,  and 
since,  De  Jonge  &  Co.,  in  the  city  of  New  York^  made  mat  material  for 
pictures  out  of  wood-pulp  board  and  at  first  faced  the  material  with 
tinted  paper  and  embossed  the  paper  after  it  was  pasted  thereon ;  but 
subsequently  they  omitted  the  tinted  paper  and  coated  the  wood  pulp 
board  and  embossed  the  coating. 

It  will  be  perceived  that  the  ]>atent  in  suit  gives  no  particular  instruc- 
tions as  to  the  method  of  embossing,  and  suggests  no  new  instrumen- 
talities. It  merely  states  that  by  reason  of  the  soilness  of  the  body  of 
the  material  the  embossing  can  be  done  by  a  single  die;  but  that  was 
no  patentsible  discovery,  and,  in  fact,  was  not  new  in  practice.  Aside 
from  the  mat  material  made  by  the  A.  M.  Collins  Manufacturing  Com- 
pany, it  appears  that  prior  to  Bainbridge's  alleged  invention  bristol- 
boards,  although  composed  of  sheets  of  hard  paper,  were  embossed 
without  a  counter  die.  Again,  the  patents  to  George  W.  Ray,  No, 
54,404,  No.  61,100,  and  No.  63,177,  dated,  respectively.  May  1,  186G, 
January  8, 1867,  and  March  26, 1867,  disclosed  a  process  of  embossing 
paper  and  materials  made  out  of  paper  without  the  employment  of  a 
counter-die.  As  far  as  I  can  see,  there  is  no  substantial  difference 
between  the  process  of  embossing  shown  by  Ray  and  the  method 
actually  practiced  by  the  plaintiff's  and  the  defendant,  resinsctively. 
The  following  extract  is  from  the  cross-examination  of  Mr.  Bainbridge, 
the  patentee,  when  on  the  stand  in  this  case: 

142.  X-Q.  IIow  long  have  you  heen  familiar  with  the  process  of  embossing  papers 
between  plates  on  one  of  whose  faocs  patterns  consisting  of  cloth  were  pasted,  and 
the  running  tbe  same  between  heavy  rollers  f 

A.  Abont  ten  years. 

143.  X-Q.  How  dues  that  process  differ  from  the  ]>rocess  which  you  employ  for  the 
purpose  of  cmbosHing  ^'^our  material  f 

A.  The  process  is  the  same.  ^  t 
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The  defendant  presents  a  number  of  other  prior  patents  here  perti- 
nent, but  whieh  I  will  not  particnlarly  mention.  As  already  seen,  the 
evidence  with  respect  to  the  material  made  by  the  A.  M.  Collins  Mana- 
factaring  Gomi)any  furnishes  a  complete  defense  to  tlie  bill;  but 
independent  of  that  instance  of  clciir  anticipation,  the  proofs,  I  think, 
well  warrant  the  conclusion  that,  in  view  of  the  prior  state  of  tlie  art, 
the  patent  in  suit  did  not  disclose  any  patentable  invention  or  dis- 
covery. 

Let  a  decree  be  drawn  dismissing  the  bill,  with  costs. 


[U.  S.  Circuit  Oiirt— Ka»tcni  District  of  Mifwouii,  Ensteni  DiviHion.] 

SiMPKiNS  V.  Perry  Pie  Company  et  aU 

Ikcided  May  16, 1S03. 
&1  O.  G.,  859. 

1.  SiMPKINS— BaKK  OvKNS— INFRIXGKMKNT. 

Lottore  Patent  No.  ^55,56K,  iiwuod  to  AlviuT.  Simpkins  Jaiianry  4, 1887,  oro  not 
iufriiij^ud  by  a  device  having  rctuni-lliioH  beneath  tlio  hakiu;;  cbaiubor  ami  a 
lcdg<e  at  the  inner  cndn  of  tho8o  ihics,  which  forum  a  part  of  the  back  waU  of 
the  oven,  and  which  extends  six  inches  farther  forward  than  the  inner  end  of  the 
baking  chamber. 

2.  iNKlUNGBMK.NT—EvinKNCE. 

Whore  there  is  a  ditlbronce  between  the  constmction  of  a  patcmt  and  the  con- 
struction used  by  the  defendant,  it  is  evidence  of  uoii-inftingeniont  whore  the 
device  of  the  defendant  does  not  accomplish  the  results  of  the  patent. 

JIfr.  William  M,  EcvUh  for  the  comphunant. 
Mr.  Oearge  U.  Knight  for  the  defendants. 

llALLETT,  J.; 

Complainant's  oven  is  hciited  throngh  the  walls  and  not  by  carry- 
ing the  names  of  the  furnace  into  the  chamber  of  the  oven.  There 
are  chambers  above  and  below  the  oven,  which  are  divided  into  fines, 
through  which  the  products  of  combustion  pass  backward  and  forward 
until  at  length  they  reach  the  chimney,  which  is  at  the  front  near  the 
center  of  the  oven.  There  are  upright  tiues  at  the  front  and  in  remote 
corners  of  the  oven,  connecting  the  up))er  and  lower  chambers. 

At  the  date  of  complainant's  invention,  January  4, 1887,  the  use  of 
such  cliaml)ers  for  heating  an  oven  through  the  hearth  and  roof  was 
well  known  ;  but  the  method  then  prevailing  resulted  in  overheating 
the  back  part  of  the  chamber  of  the  oven,  so  that  the  process  of  baking 
proceeded  much  more  rapidly  in  the  back  than  in  the  itont  of  the  oven. 

To  equalize  the  heat  in  all  parts  of  the  oven,  complainant  transferred 
the  upright  flues  connecting  the  upper  and  lower  chambers  from  the 
back  wsdl  of  the  oven  to  the  front.  Ue  tlnis  close<l  the  biu'k  wall  of  the 
oven  from  all  contact  with  the  flames  and  hot  air  of  the  furn^,  and 
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made  an  i]ni>ortant  step  toward  reducing  the  teiiipcratare  of  that  part 
of  the  oven ;  but  he  claimed  nothing  in  the  way  of  invention  on  account 
of  this  change. 

The  new  feature  of  compIainant^s  oven  is  an  upright  wall  traversing 
the  lower  chamber  near  the  back,  which  shortens  the  chamber  some- 
what and  prevents  the  blast  of  the  fiuusice  from  going  to  the  back 
wall.  In  the  opinion  of  complainant  it  was  necessary  to  prevent  tlie 
products  of  combustion  from  going  to  the  back  wall  of  the  oven,  and 
for  that  purpose  he  inserted  a  wall  in  the  lower  chamber  '<a  suitsible 
distance"  in  front  of  the  biick  wall.  The  claims  of  the  patent,  two  in 
number,  read  as  follows: 

1.  In  bakers'  oyeuB^  tlio  upright  wall  c,  in  coiiibiiiation  with  ovon  a  and  side 
walls,  d,  of  brick  setting,  substantially  as  shown,  and  for  the  puii>ose  described. 

2.  In  bakers'  ovens,  the  upright  wall  c,  horizontal  flno8  t,/,  verticil  I  lines  ilr,  tuid 
horizontal  flues  IV ,  in  combination  with  oven  a,  Bubstantiully  as  shown,  and  for 
the  puq^ose  described. 

As  to  the  upright  wall  c  here  referred  to,  it  is  obvious  that  its 
proper  x>osition  in  the  lower  chamber  would  depend  very  much  uiwn 
the  length  of  the  oven.  In  the  case  of  a  short  oven  the  Hames  of  the 
furnace  immediately  in  front  of  the  chamber  would  go  to  the  back 
wall  of  the  chamber,  which  is  also  the  back  wall  of  the  oven,  with 
great  force,  and  it  might  be  overheated.  V>y  extending  the  oven,  and 
thus  removing  the  back  wall  to  a  greater  distance  from  the  furnace, 
the  danger  of  overheating  would  be  diniiuished  until  it  would  entirely 
disappear.  The  scale  of  the  drawings  accompanying  comphiinaut^s 
Iiatent  is  not  given,  and  therofore  we  cannot  say  to  what  length  of 
oven  the  wall  c,  traversing  the  lower  heat-chamber,  is  applicable.  In 
the  description  of  the  oven  it  is  said  that  the  wall  is  to  be  placed  ^<at  a 
suitable  dist^mce  forward  from  the  rear  wall,"  without  stating  what 
shall  be  a  suitaible  distance  for  any  length  of  oven.  liespondent  has 
several  ovens  of  the  same  pattern,  which  aro  alleged  to  infringe  com- 
plainant's patent.  They  are  all  fourteen  feet  long,  and  the  rear  wall 
extends  six  inches  under  the  oven.  There  is  no  wall  separate  from  tlie 
rear  wall,  as  described  in  complainant's  patent.  A  ledge  is  added  to 
the  rear  wall  for  the  purpose,  it  is  said,  of  supporting  the  hearth  or 
floor  of  the  oven,  and  the  ledge  is  the  feature  on  which  complainant 
relies  as  infringing  his  patent. 

In  an  oven  of  the  length  of  fourteen  feet  I  am  of  the  opinion  that 
the  ledge  mentioned  has  no  important  function  toward  ecpudizing 
the  temperature  of  the  oven.  If  the  ledge  were  removed  and  the 
heat  turned  toward  the  front  by  the  back  wall  alone,  the  operation  of 
the  oven  would  be  the  same. 

I  am  therefore  constrained  to  say  that  respondents  have  not 
infringed  complainant's  patent,  and  the  bill  ought  to  be  dismissed 
with  costs. 
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[U.  8.  Circuit  Coort—NQitliern  District  of  New  York.] 
PABBT  MANTTFACTURINa  COMPANY  P.  HiTOHCOCK  MANUFACTXJBING 

Company  bt  al. 

Decided  July  S4, 189S 
64  O.  O.,  860. 

1.  BoBiNsoK— Sulky— Claim — Limitrd  by  Prior  Art— By  Rrfkukncr-Lkttrrs. 

In  addition  to  tho  limitations  made  necessary  by  the  prior  art  the  language 
employed  narrows  the  first  claim  of  Letters  Patent  No.  2(i6,H$)5  to  the  precise 
mechanism  of  the  patcmt.  Every  clement  is  restricted  by  a  reference-letter  to 
the  stnictnre  described  and  shown.  A  claim  so  explicit  cannot  be  Enlarged  by 
construction. 

2.  Same— Second  Claim. 

The  second  claim  is  invalid  for  want  of  patentable  novelty. 
8.  Same— Third  Claim. 

The  third  claim,  if  confined  strictly  to  the  mecliauism  described,  is  in  the 
same  predicament.  A  construction,  however,  can  be  placed  upon  this  claim 
which  will  uphold  it;  but  if  so  construed  the  defendants  do  not  inftinge. 

Final  hearing  in  equity. 

Mr.  }y%ll%af9i  M,  Eccles  for  the  complainant. 

Mr.  Irving  H.  Palmer  and  Mr.  J.  W.  Suggett  for  the  defendants. 

OoxE,  J.; 

This  is  an  equity  action  for  infringement  based  upon  Letters  Patent 
No.  200,895,  granted  October  31, 1882,  to  John  Robinson  for  improve- 
ments in  sulky  road  wagons.    The  specificiition  sayM: 

My  invention  has  for  its  objects  to  secure  ease  and  comfort  in  riding,  and  to  relieve 
the  back  of  the  animal  from  undue  weight,  while  at  tho  same  time  the  uHual  jar 
upon  the  wheels  is  avoided;  and  with  these  ends  in  view  uiy  invention  consists  of 
the  peculiar  oonstruciion  and  arrangement  of  parts  hereinafter  fully  described  and 
specifically  claimed. 

•  !»••••• 

£  is  the  body  of  the  wagon,  which  is  secured  at  its  forward  end  to  the  cross-bar  C 
by  means  of  hooks  F,  which  engage  with  loops  G,  secured  to  the  cross-bar.  The 
loops  O,  as  seen  more  partioularly  at  Fig.  1,  are  wider  than  the  hooks  F  for  the  pur- 
pose of  permitting  a  sufficient  lateral  movement  of  the  body  in  an  obvions  manner. 

The  claims  are  as  follows: 

1.  In  combination  with  the  cross-bar  C  and  body  £,  the  hooks  F  and  loops  G,  the 
latter  constructed,  as  described,  to  permit  lateral  movement  of  the  body,  as  set 
forth. 

2.  Tho  spring  H,  ooonected  to  the  under  side  of  the  body  A,  and  having  its  ends 
connected  to  the  rear  portions  of  the  shafts  by  double  shackles  I,  whereby  vertical 
and  lateral  motions  are  permitted,  substantially  as  set  forth. 

3.  In  a  two-wheeled  wagon  in  which  the  body  is  pivotally  connected  at  its  for- 
ward end,  a  spring,  H,  arranged  between  such  pivotal  connection  and  the  axle,  as 
and  for  the  purpose  set  forth. 

The  defenses  are  lack  of  patentability  and  noninfringement. 
The  field  of  invention  is  exceedingly  narrow.    For  centuries  improve- 
ments of  vehicles  drawn  by  animals  have  been  going  on  in  both  hem- 
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ispberes.  It  is  mauifest  that  a  broad  invciilioii  in  this  art  is  well  uigb 
impoBsible.  ImprovemeutB  uuiy  bo  made  fi*om  time  to  time;  bat  pat- 
ents tberefor  must  bo  strictly  construed  and  the  claims  limited  to  the 
precise  advaiicos  mado  by  the  inventor.  (JJerUy  v.  ThompifanyC  D., 
1892, 715;  01  O.  G.,  1950;  140  U.  S.,  470;  McCoimiek  v.  Taiwtty  20  How., 
402;  Railway  Co.  v.  Sapl&f,  0.  D.,  1879,  349;  15  O.  G.,  243;  97  U.  S., 
6G4;  Hafuly  v.  Harrow  Co.^  54  Foil.  Iti^).,  493.) 

The  novel  feature  of  the  patent  is  the  combination  which,  in  addition 
to  the  vertical  motion  of  the  spring,  permits  a  lateral  motion  of  the 
body  of  the  cart,  thus  insuring  comfort  to  the  traveler  and  durability 
to  the  wheels.    If  conflneilto  this  ioiituro,  the  patent  may  be  sustained. 

In  addition  to  the  limitations  made  necessary  by  the  prior  art  it  will 
be  observed  that  the  hmguage  employed  narrows  the  first  claim  to  the 
precise  mechanism  of  the  patent  Every  element  is  restricted  by  a 
reference-letter  to  the  structure  described  and  shown.  A  claim  so 
explicit  cannot  be  enlarged  by  constniction.  {Kcystoiie  Bridge  Co.  v. 
Iron  Co.,  C.  D.,  1877,  384;  12  O.  G.,  980;  95  U.  S.,  274;  SutUr  v.  Boh- 
innouy  C.  D.,  1887, 155;  38  O.  G.,  230;  119  U.  S.,  5;M);  8mw  v.  Railroad 
Co,,  C.  D.,  1887,  354;  39  O.  G.,  1081;  121  U.  S.,  017;  Bunching  Co.  v. 
WiUianiSj  44  Fed.  Itep.,  190, 194.) 

The  hooks  F  and  loops  G  ture  not  found  iu  the  defendants'  cai*t.  The 
body  of  their  cart  is  secured  to  the  cross- bar  by  L-shaped  bolts  or 
hinges,  which  do  not  permit  lateral  motion  at  that  i)oiiit.  Certainly 
they  do  not  permit  the  loose  swaying  motion  of  the  patent.  The  com- 
plainant is  not  entitled  to  the  benefit  of  the  doctrine  of  equivalents; 
but  even  if  it  were,  these  bolts  or  hinges  would  not  infringe  the  hook 
and  loop  connection  of  the  patent 

Begsirding  the  second  claim,  it  is  thouglit  that  it  is  invalid  for  want 
of  patentability.  A  spring  having  its  ends  connected  to  the  shafts  and 
adjac>ent  parts  by  shackles  is  old.  Substantially  the  same  coustructioQ 
is  shown  in  the  patents  of  Soule,  Jenkins,  and  Winecofi*. 

The  third  claim,  if  confined  strictly  to  the  mechanism  described,  is 
in  the  same  predicament 

There  is  no  patonttible  novelty  in  a  si)ring  arranged  as  stited. 

A  construction  can,  however,  be  placed  upon  this  claim  which  will 
uphold  it  It  may  fairly  be  construed  to  include  the  novel  feature 
referred  to — ^viz.,  the  devices  which  permit  the  swayhig  motion  of  tlie 
body  of  the  cart;  but  if  so  construed  the  defendants  do  not  infringe. 
They  do  not  have  the  hooks  and  loops,  and  their  spring  is  not  arranged 
between  the  pivoted  (connection  and  the  axle. 

The  bill  must  be  dismissed. 
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[U.  B.  Circuit  Court-Dittrict  of  New  Jerso}'.] 

Vincent  bt  al.  t.  Rigby, 

DtiMed  July  98, 1803. 
64  O.  O.,  861. 

1.  PoTTON— Wxathkb-St]iif--Only  Entitlkd  to  Tin  Narrowbst  Cokstruo 

TIOK. 

Letters  Patent  granted  to  Charles  R.  Vincent,  assignee  of  Josiah  Poyton,  No. 
881,166,  dated  April  17, 1888,  for  improvements  in  weather-stripB,  examined  and 
constmed  in  view  of  the  state  of  the  art,  and  Held  to  he  entitled  to  reeeive  the 
narrowest  constmction  only,  heing  limited  to  the  precise  improvement  described. 

2.  Same— Samk— No  Elkmemt  of  tiik  Constiuction  Immatrrial. 

The  first  and  second  claims  embody  specifically  as  an  element  a  reinforcing  rib 
eonsisting  of  an  independent  cord  or  strip  «,  laid  longitndiually  on  the  enter 
snrfiAoe  of  one  side  of  the  lapped  edges  of  the  cusliioii  and  seemed  thereto  by 
stitching.  ITeld  that  the '<  e<lge-binding  ridge  or  cord  $"  is  not  immaterial  or 
nseless,  as  the  combination  is  an  entirety,  and  if  one  of  the  elements  is  given  np 
the  thing  claimed  disappears,  ( Vance  v.  Campbtil,  1  Hiatchf.,  427-429,)  and  this 
principle  prevails  even  where  the  patentee  has  claimed  more  than  is  necessary  to 
the  saccessftil  working  of  his  device.  {MoClain  v.  Orimaytr,  C.  D.,  1881,  5S2; 
67  O.  G.,  1129;  141  U.  S.,  419-425.) 
8.   Samk— Not  Ixvrinued  by  Letteus  IPatext  No.  434,890— Saville,  weather 

STRIPS* 

Defendant's  alleged  infringing  device,  made  nnder  and  in  aecordance  with  Let- 
ters  Patent  No.  484,890,  granted  to  Clifibnl  Savillo  August  19, 1890,  and  which 
shows  a  narrow  reinforcing  strip  of  rubber  or  the  like  inserted  between  the 
lapped  edges  of  the  tubular  cushion  and  secured  thereto  by  coarse  stitching 
passing  through  the  lapped  edges  and  inserted  piece,  does  not  infringe  com- 
plainants' patent,  since  the  defendant  does  not  employ  one  of  the  specified  ele- 
ments— the  cord  •— of  the  complninants'  constmction. 
4.  complainakts  not  entitled  broadly  to  the  benefit  of  tiie  doctrine  of 
Equivalents. 

Complainnuts  are  not  entitled  to  claim,  broadl}-,  the  benefit  of  the  doctrine  of 
equivalents,  which  is  rightly  applicable  to  inventions  of  a  primary  character, 
Peyton  lieing  a  mere  improver,  structurally,  of  an  old  and  commonly  used  device 
and  applied  no  new  principle  and  produced  no  distinctively  new  result. 

Mes8r$,  Cowenj  Dickcrson^  Nicoll  &  Brown  for  tlie  co]iix)]ainant8. 
Mr.  J.  E,  M.  Bowen  for  the  defoudant. 

ACHESON9  J. : 

This  suit  is  founded  on  Letters  Patent  No.  381,1^0,  granted  April  17, 
1888,  to  the  plaintiff,  Charles  B.  Vincent,  assignee  of  Josiah  Poyton, 
for  improvements  in  weather-strips. 

The  specification,  after  stating  that  Poyton  had  "improved  the 
weather-strip  in  which  a  tnbular  cushion  is  employed  as  the  weather- 
proteteting  strip,"  and  that  the  improvement  consists  in  "the  particular 
constmction  of  the  device^  whereby  it  is  rendered  more  durable  in 
maintaining  it«  tubular  form  and  its  connection  with  its  metallic  sup- 
X8182  FAT 30  r^^^^T^ 
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porting  pai't  is  rendered  strong  and  firm  and  of  simple  constracticHiy 
proceeds  tUus: 

Tho  precise  improvement  cousistB  iu  tlie  provision  whereby  the  joined  edges  of  the 
tubular  cnshion  are  re-onforcod  by  a  binding  rib  or  cord  of  textile  material,  and  the 
provision  of  a  metallic  binding-plate  adapted  by  its  peculiar  constmction  to  be 
bound  over  and  upon  the  re-enforced  edges  of  the  tubular  cushion  and  to  fann  a 
bearing  upon  the  outer  side  only  of  the  lapped  edges  of  the  cushion  part,  as  I  wiU 
now  describe,  and  make  such  precise  improvement  the  subject  of  my  elaims. 

Describing  the  manner  of  constructing  the  device,  the  specification 
states: 
First  form  the  cushion  o  into  shape  by  bringing  the  longitudinal  edges  together 

and  stitching  the  same  onto  the  textile  strip  or  oord  «. 

•  •••*•« 

It  will  be  noticed  that  the  binding-strip  •  ia  seoured  to  the  outer  side  of  the  lapped 
parts  of  the  tubular  oualiion  and  at  the  top  re-enforoed  edges  of  such  lapped  parts, 
and  that  the  upper  edge  of  the  binding-plate  is  so  bent  and  formed  as  to  graap  this 
re-enforoed  edge  part,  so  that  the  re-enforcing  rib  will  lie  in  a  hollow  on  the  Inner 
side  of  the  grasping-edge  of  the  plate,  with  the  latter  on  one  aide  only  of  the 
cushion-lapping  parts,  as  shown  in  Fig.  5. 

The  plaintiffs  allege  infringement  of  the  first  and  second  claims  of 
the  patent.    The  first  claim  is  as  follows: 

1.  A  weather-strip  cnshion  consisting  of  a  tubular  part,  e,  having  its  edges  lapped 
and  re-euforcod  by  an  edge-binding  ridge  or  cord,  «,  in  combination  with  a  metallic 
binding-plate  having  one  edge  grasping  the  re-enforced  lapped  edges  of  the  ooahion, 
its  other  edge  havmg  a  closed  lap  or  fold  forming  a  bearing  upon  the  tnbnlar  part 
of  the  cushion  at  ouc  sido  only  of  its  lapped  parte,  substantially  as  described,  for 
the  purpose  specified. 

The  second  claim  differs  from  the  first  only  in  stating  that  the  tubular- 
formed  cnshion  is  made  of  '^rubber"  and  that  the  metallic  binding-plate 
is  provided  with  ^<  a  longitudinal  ridge  corrugation  forming  a  bearing 
upon  the  outer  side  only  of  the  cushion-lapped  pails.^ 

In  view  of  the  prior  jirt,  as  disclosed  by  this  record, Jt  is  very  diflS- 
cult  to  see  auy  patentiible  invention  in  ^^  the  particular  condtruction" 
here  shown.  {Atlantic  Worls  v.  Brady^  C.  D.,  1883,  214j  23  O.  G., 
1330;  107  U.  S.,  192,  200.)  Weather-strips  composed  of  a  tubular 
cushion  formed  by  folding  a  strip  of  rubber  or  other  flexible  material 
longitudinally,  iu  combination  with  metallic  backings  of  divers  forms, 
were  old.  The  prior  patent  to  Gosper  not  only  shows  this  combination, 
but  also  the  locking  of  the  two  parts  together  by  looping  the  strip  of 
flexible  mat.enal  around  a  wire  or  other  filament,  so  as  to  longitudinally 
secure  or  anchor  the  strip  within  the  embracing  portion  of  the  metallic 
base.  The  Browne  patent  of  18G2  shows  a  weather-strip  composed  of 
a  flexible  pad  or  cusliion  of  rubber  or  other  elastic  substance,  in  com- 
bination with  a  metallic  binding-plate,  which  latter  is  substantially  the 
same  iu  form  and  function  as  the  metallic  binding-plate  of  the  patent 
in  suit  The  Osgood  patent  of  1876,  for  an  improved  weather-strip, 
while  not  showing  a  metallic  backing,  does  show  a  tubular  cushion  of 
rubber  or  other  elastic  material  formed  by  bringing  together  the  longi- 
tudinal edges  of  the  flexible  strip  and  reinforcing  them  by  a  binding- 
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strip  laid  along  one  side  of  the  lapped  parts  and  secured  thereto  by 
sewing,  riveting,  or  cementing.  Kow  it  is  hard  to  concede  that  there 
is  any  invention  in  combining  the  Osgood  cnshion  and  Browne's  metallic 
binding-plate. 

Bnt  if  the  patent  in  snit  can  be  sustained  it  mast  receive  the  nar- 
rowest constniction.  {Ealltcay  Co.  v.  Sayles;  O.  D.,  1870,349;  15  0.G., 
243;  97  U.  8.,  554,  550;  Duffy.  Sterling  Fnmp  Co.,  C.  D.,  1883, 248;  23 
O.  G.,  1622-,  107  U.  8.,  636;  Snow  v.  LaJce  Shore  dr.,  RaiUcay  Co.,  C.  D., 
1887,  ;«4 ;  39  O.  G.,  1081 ;  121  U.  8.,  617.)  Not  only  in  view  of  the  prior 
state  of  the  art,  bnt  by  reason  of  the  very  terms  of  the  specification, 
the  plaintiffs  must  be  limited  to  the  "  precise  improvement"  described. 
{Tbiil.)  Tlie  textile  strengthening  "  ridge  or  cord  «  "  is  specifically  an 
element  of  each  of  the  claims  here  involved.  The  illustrative  drawings 
represent,  and  the  text  of  the  specifications  describes,  the  reinforcing- 
rib  as  an  independent  cord  or  strip  laid  longitudinally  on  the  outer 
surface  of  one  side  of  the  lapped  edges  of  the  cushion  and  secured 
thereto  by  stitching,  and  it  is  set  fortli  that  the  upper  edge  of  the 
binding-plate  is  so  fashioned  a«  to  grasp  this  reinforced  edge  part,  so 
that^ 

tho  rc-cnforcing  rib  «  will  lio  in  a  hollow  on  the  inner  Hide  of  the  grasping-edge  of 
the  plate. 

The  interlocking  of  tho  two  parts  is  thus  ctVected  by  the  coaction  of 
the  added  strengthening  "  cord  8  "  and  the  "  coiled  recess"  of  the  metal- 
lic plate.  It  is  idle  to  say  that  the  appended  lateml  <*  edge-binding 
ridge  or  cord  «  "  is  immaterial  or  useless.    (  V^ancc  v.  Campbell,  1  Blatchf., 

427,429.) 

The  comhinntion  id  nn  entirety.  If  one  of  tho  elements  is  given  up,  the  thing 
eln iined  dittappcars.    (Ibid.) 

And  this  principle  prevails  even  where  the  patentee  luis  claimed 
more  than  is  necessary  to  the  successtiil  working  of  his  device.  ( McClain 
V.  Ortmaijer,  C.  I).,  1891,  532;  57  ().  G.,  1129;  141  U.  8.,  419,  425.) 

As  the  patent  in  suit  shows  both  the  laidon  cord  s  and  a  line  of 
stitching,  it  is  quite  inadmissable  to  say  that  the  latter  may  be  used  to 
the  exclusion  of  the  former.  A  careful  reading  of  the  sitecificationSy 
it  seems  to  me,  can  leml  to  no  other  conclusion  than  that  the  strength- 
cning-oord  «,  laid  on  one  side  of  the  folded  strip,  was  supposed  to  be 
the  efiicient  me;in8  to  the  proi)osed  end.  Indeed,  under  the  proofs,  it  is 
very  doubtful  whether  any  ordiimry  stitching,  however  coarse  the 
tliresHl  used,  would  aid  appi-eciably  in  keeping  the  rubber  cushion 
within  the  metallic  binding-plate;  but  at  all  events,  by  the  terms  of 
these  claims,  the  ^< ridge  or  cord  tf  "  is  a  specific  end,  therefore  an  indis- 
l)cnsiible  element. 

The  defendant's  alleged  infringing  device  is  made  under  and  in 
MMrordance  with  Irt^tters  Patent  No.  4;U,S90,  granted  to  Clittbrd  Saville 
on  .August  19,  ISSH),  for  an  imprt»vcd  weather-strip,  in  which  a  narrow 
roinforcing-strip  of  rubber  or  the  like  is  inserted  between  the  lapped 
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edges  of  the  rubber  cashion  and  firmly  secured  thereto  by  coarse  stitch- 
ing passing  through  the  lapped  edges  and  the  inserted  piece,  in  combi- 
nation witli  a  metallic  housing  or  backing,  one  edge  of  which  embraces 
the  stitching  of  the  flexible  cushion.  The  specification  states  that  the 
inserted  strip,,  in  conjunction  with  the  ^<  coarse  stitching,"  facilitates 
the  retention  of  the  edges  of  the  cushion  within  the  metallic  backings 
One  of  the  plaintiffs*  experts  thinks  that  the  inserted  strip  performs  no 
such  function;  but  the  defendant's  export  is  of  opinion  that  it  does  act 
as  stated  in  the  specification,  and  evidently  this  was  the  finding  of  the 
Patent  Office. 

Upon  the  strict  construction  which,  as  we  have  seen,  must  be  given 
to  the  patent  in  suit  (if  it  be  sustainable  at  all)  no  invasion  of  the  plain- 
tiflfs'  exclusive  rights  is  shown.  {Railway  Co.  v.  Saylcs,  supra;  Hoffy. 
Iron  Clad  Mfg.  Co.,  O.  D.,  1887,  507;  40  O.  G.,  1244;  139  U.  S.,  326; 
J^erhy  v.  Thompson,  C.  D.,  1892,  715;  CI  O.  G.,  1950;  146  U.  S.,  476, 
482.)    In  the  last  cited  case  the  Court  said: 

But  the  fact  that  the  defendants  hare  been  able  by  a  skiUfnl  contrivance  to  dis- 
pense with  one  of  the  elements  of  the  Kenna  claim  does  not  make  the  device  an 
infringement. 

Poyton,  at  best,  was  a  mere  improver,  structurally,  of  an  old  and 
commonly  used  device.  He  applied  no  new  principle.  His  claims  are 
for  combinations — all  the  constituents  of  whicli  had  previously  been 
used  in  this  art — and  he  produced  no  distinctively  new  result. 

The  defendant  does  not  employ  one  of  the  specified  elements — ^the 
cord  8.  The  cases  above  stated  sho^  that  the  plaintiffs  are  not  entitled 
to  claim,  broadly,  the  benefit  of  the  doctrine  of  equivalents  which  is 
rightly  applicable  to  inventions  of  a  primary  character.  Here  the 
defendant  does  not  make  or  use  the  sjieeific  form  of  deface  shown  in 
the  patent  in  suit,  and  therefore  the  plaintiffs  have  no  just  cause  of 
complaint. 

Let  a  decree  be  drawn  dismissing  the  bill,  with  costs* 


[U.  S.  Cironlt  Coiirt->SoiitborD  DUtrlct  of  Now  York.] 

American  Cable  Eailway  Company  t?.  Mayor,  etc.,  op  City  of 
New  York,  et  al. 

Decided  June  7, 1893. 

64  O.  O.,  1008. 

I,  Miller— Construction  of  Railways— Infringement— New  Combination. 
Claim  6  of  Letters  Patent  No.  271,727,  dated  February  6,  1883,  to  Daniel  J. 
Miller^  covering  two  pulleys  of  a  grip  so  mounted  and  connected  as  to  insure 
tbeir  being  simultaneously  raised,  thus  elevating  tbe  section  of  the  cablo 
between  the  two  pulleys  so  that  it  can  be  conreniently  grasped  by  the  giipper, 
EM  to  bo  for  a  new  combination,  and  therefore  yalid,  C^  OOalp 
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2.  Same— Simplicity  in  CnAKOR  Madk  Does  Not  Nkgative  Patentabiutt. 
Simplicity  in  chaiijufo  of  constmotiouH  doos  uot  ue<;:itivo  patentability  where* 

the  change  produced  a  new  and  beueHciiil  result  never  nttaiuod  before. 
8.  Sams— AssutNMKNTS— Certified  Copies— Pnoor  of. 

.   Certified  copies  of  ussigujueuts  are  ftuiUcieut  to  establish  j^rtuia  facie  evidence 

of  title  to  a  patent. 

Bill  by  the  American  Cable  Railway  Company  aprainst  the  Mayor, 
Aldermen,  and  Commonalty  of  the  City  of  New  York  and  the  City  of 
Brooklyn  for  infringement  of  a  patent. 

On  Final  Hsauing.    Decree  for  complainant. 

Mr.  CharlcH  H.  Williams^  Mr.  Edward  W.  Cady,  and  Mr.  Daniel  H. 
DriscoU  for  the  c(»mplaiuant. 
Mr.  Fra}wi8  Forhen  and  Mr.  William  N.  Dykman  for  the  defendants. 

CoXE,  J. : 

This  is  an  action  of  infringement  of  Letters  Patent  No.  271,727, 
granted  to  Daniel  J.  IMiller  February  G,  18S3,  for  improvements  in  the 
construction  of  cable  railways.  The  patent  is  now  owned  by  the  com- 
plainant. Tlie  portion  of  the  invention  involved  in  the  jwesent  suit 
relates  to  a  combined  cable-support  and  cable-lifter  so  arranged  that 
horizontal  sections  of  the  cable  can  be  raised  sufliciently  to  be  received 
into  the  gi'ipper  at  any  desired  point.  The  pulleys  which  carry  the 
cable  are  also  used  as  litters,  two  of  them  being  mounted  on  hinged 
frames  and  connected  by  a  rod  or  chain  at  points  along  the  road  where 
it  is  necessaiy  to  pick  up  the -cable.  When  the  frame  of  one  pulley  is 
raised  by  any  suitable  lifting  device,  the  other  i-ises  simultaneously, 
thus  elevating  tbe  section  of  the  cable  between  the  two  pulleys,  so  that 
it  can  be  conveniently  grasped  by  the  gripper.  The  sixth  is  the  only 
claim  involved.    It  is  as  follows: 

6.  The  two  carry ing-pu] leys  D  D,  mounted  and  hinged,  \?hcn  connected  by  a  chain 
or  rod,  as  shown,  to  insure  their  being  simiiltaneonsly  raised,  for  the  pnq>ose  speci- 
fied. 

The  defenses  are  lack  of  novelty  and  invention,  non-infringement, 
and  defective  title. 

The  proposition  that  Miller  was  the  first  to  raise  a  horizontal  section 
of  a  moving  railway-cable  up  to  the  plane  of  the  gripping  apparatus 
was  clearly  established  at  the  argument.  Did  it  requh-e  invention  to 
do  thisf 

The  useful  feature  of  the  device  is  that  it  holds  the  cable  in  a  level 
position,  so  that  the  grippei'  can  seize  it  at  any  i)oint  between  the  pul- 
leys, thus  preventing  wear  and  tear  and  avoiding  many  other  disad- 
vantages ftilly  described  by  complainant's  expert  witness.  In  i>rior 
structures  the  cable,  being  raised  by  a  single  pulley,  feU  away  in  angu- 
lar sections  from  either  side  of  the  pulley,  and  coukl  be  engaged  by  the 
gripper  at  one  imut  only.    The  beueiits  derived  from  the'  patented 
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apparatus  are  obvioaR,  especially  where,  as  in  defendants'  railway,  the 
grip  is  so  large — the  gripping  pulleys  being  three  or  tour  feet  apart — 
that  it  can  only  operate  on  the  cable  when  in  a  horizontal  position. 

It  is  said  that  what  Miller  did  was  a  simple  ch.inge  within  the  sphere 
of  the  skilled  niecliauic.  Simple  it  undoubtedly  was;  but  the  idea 
never  occurred  to  any  of  the  ui^Tiad  of  mechanics  and  inventors  wlio 
for  many  years  have  made  the  improvement  of  cable  railways  their 
distinctive  work.  The  idea  underlying  most  of  the  great  inventions  is 
a  simple  one.  Such  an  idea  came  to  the  Cornish  boy  who  was  employed 
to  manipulate  the  valves  of  the  old  Newcomen  steam-engine.  One  day, 
anxious  to  join  his  comrades  at  their  sports,  it  occurred  to  him  that  the 
walking-beam  vibrating  above  his  head  could  be  made  to  do  his  work. 
Once  conceived,  it  was  the  easiest  of  tasks  to  carry  out  the  idea.  An 
ordinary  mechanic  could  have  done  it,  and  yet  the  embodiment  of  that 
idea  gave  to  the  world  the  first  automatic  steam-engine.  So,  too,  the 
central  ideas  underlying  the  safety-lamp,  the  «ewing-machine,  and  even 
the  teleidione  are  exceedingly  simi)le.  A  school-boy  can  understand 
them  now ;  but  their  authors  were  ])eerless  inventors,  nevertheless,  and 
an  argument  to  prove  the  contrary  would  hardly  be  listened  to  with 
patience.  Miller  stands  upon  a  distinctly  higher  plane  than  many 
inventoi*s  whose  patents  have  recently  been  sustained  by  the  Sux)reme 
Court  In  Tapliff  v.  TopUf  (C.  D.,  1892 ;  59  O.  G.,  1267 ;  145  U.  8.,  156; 
12  Sup.  Ct.  Hep.,  825)  patents  were  upheld  for  improvements  in  con- 
nected carriage-springs  by  means  of  which  the  si>riiigs  move  in  unison, 
so  that  the  weight  imposed  upon  them  is  equalized  and  side  motion  to 
the  iKMly  of  the  vehicle  is  pi'evented.  The  prior  art  approximated 
much  nearer  to  the  patented  structures  than  in  the  case  at  bar.  In 
Krementz  v.  JS.  Oottle  Co.  (13  Sup.  Ct.  Kep.,  719)  the  Court  held  that  it 
involved  invention  to  construct  a  hollow  collar-button  out  of  a  single 
continuous  plate  of  sheet  metal,  and  in  the  Barbed  Wire  Case  (C.  D., 
1892,  402;  58  O.  G.,  1655;  143  U.  S.,  275;  12  Sup.  Ct.  Itep.,  443)  that  it 
involved  invention  to  ]>roduce  a  coiled  barb  in  combination  with  a 
twisted  wire  by  which  it  was  clamped  and  held  in  |)osition,  although 
plain  and  twisted  wires  provided  with  sharp  thorns  or  barbs  were 
known  before.  (See,  also,  Candy  v.  Main  Belting  Co.,  C.  D.,  1892,  395; 
59  O.  G.,  110(1;  143  U.  S.,  587;  12  Sup.  Ct  Itep.,  598;  Magotcan  v.  New 
York  Belting  Co.,  C.  D.,  1891, 512;  57  O.  G.,  845;  141  U.  S.,  332;  12  Sup. 
Ct  Itep.,  71 ;  Western  Electric  Co.  v.  La  ICue,  G.  I).,  1891 ,  3C8;  65  O.  G., 
571;  139  U.  S.,  601;  11  Sup.  Ct  Hep.,  670.)  It  is  thought,  therefore, 
that  Miller  is  clearly  within  the  rule  laid  down  in  Webster  Loom  Co.  v. 
Hiffgins,  (C.  I).,  1882,  285;  21  O.  G.,  2031;  105  U.  S.,  680.)  He  has 
made  a  new  combination  and  arrangement  of  known  elements  and  pro- 
duced a  new  and  beneficial  result  never  attained  before. 

Do  the  defendants  infringe?  That  they  use  two  carrying-pulleys 
mounted,  hinged,  and  connected  by  a  rod  to  insure  their  being  simul- 
taneously raised  is  not  disputed;  but  it  is  argued  that  this  combination 
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is  not  used  in  a  tunnel,  that  more  than  two  pulleys  are  raised  at  a  time, 
and  that  the  defendants  do  not  use  the  positive  re^ts  for  their  pulleys 
described  in  the  specification.  These  positions  are  untenable.  The 
inventor  was  a  resident  of  Chicago.  The  problem  before  him  was  the 
improvement  of  cable  railways  for  street-cars.  It  is  more  than  proba- 
ble that  he  did  not  have  iu  mind  when  he  made  the  invention  such  a 
cable  roail  as  that  used  by  the  defendants  on  the  Brooklyn  bridge, 
where  trains  are  moved  consisting  of  several  heavy  cars,  and  where  it 
is  necessary  to  elevate  long  sections  of  the  cable.  There  is  nothing, 
however,  iu  the  speciflontion  or  claim  which  confines  the  invention  to 
use  in  a  tunnel.  The  specification  draws  a  distinct  line  of  demnrcation 
between  the  combination  of  the  claim  in  question  and  the  other  features 
of  the  invention. 

The  structure  covered  by  the  sixth  claim  is  clearly  applicable  to  all 
cable  roads  wherever  located.  To  hold  that  one  who  appropriates  the 
invention  can  avoid  the  consequences  of  his  act  by  using  it  above  the 
plane  of  the  rails,  on  a  sur&ce  road  or  on  an  elevated  road  would  be 
unwarranted.  The  argument  based  upon  the  foct  that  the  defendants 
raise  more  than  two  pulleys  ia  not  well  founded.  That  they  raise  a 
section  of  the  cable  by  raising  two  connected  pulleys  is  self-evident 
This  constitutes  infringement  It  is  none  the  less  an  infiingement 
because  more  than  two  pulleys  are  raised.  The  defendants  cannot 
raise  four  pulleys  without  raising  two,  and  they  cannot  raise  two  with- 
out  infringing  the  patent  No  new  result  is  acconii)li8hcd  by  the  addi- 
tional pulleys.  Their  use  was  aperfectly  obvious  exiKKlient  where  a  long 
section  of  cable  was  to  be  raised  to  the  giipper.  That  the  defendants  use 
the  patented  apparatus  is  too  clear  for  debate,  and  it  is  immaterial  that 
they  use  something  in  addition  to  the  patented  apparatus.  The  posi- 
tive rests  B  E,  which  the  detbndants  do  not  use,  are  no  part  of  the  sixth 
claim  and  are  not  at  all  essential  to  the  successful  working  of  the  com- 
bination of  that  daim. 

The  objection  to  the  title  is  that  it  is  established  by  certified  copies  of 
assignments.  It  is  weU  settled  that  such  instnuuents  tiro  prima  facte 
Bufficient  (Broolcs  v.  Jenkintj  3  McLean,  432;  Lee  v.  Blandy^  1  Bond, 
3C1;  Natumalj  ete.^  Paper  Oo.  y.  AmericaHj  eto.,  Box  Co.,  decided  May  3, 
1893;  55  Fed.  Bep.,  488,  and  cases  cited.) 

It  follows  that  the  complainant  is  entitled  to  the  usual  decree. 
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[U.  S.  Circuit  Court— Xortliern  District  of  Oliio,  Eastera  Dirision.] 

Ebebhabd  Manupactubing  Company  v.  Elbel  &  Oohpant. 

Decided  Augu$t  8,  1S9S, 
64  O.O.,1009. 

1.  Zkllkr— Harness  Trimmings— Novelty. 

Letters  Patent  to  M.  £.  Zeller,  No.  207,791,  dated  September  8, 1878,  for  an 
improveuient  in  drop-hooks  and  terrets  for  harness,  sustained  and  HM  to  be 
infHnged. 

2.  ANTICIPATION— Inutility  o»  Prior  Devicks. 

The  patent  in  sait  Held  not  to  be  anticipated  by  ft  prior  device  which  was 
inoperative  as  to  the  chief  advantage  claimed  for  the  patented  article. 

Mr,  E.  A.  Angell  and  Messrs.  W.  BakeweU  ds  Sans  for  the  oomplaiu- 
ant. 
Mr.  0,  B.  Miller  and  Mr.  M.  B.  Leggett  for  the  defendants. 

BiCKS,  J.: 

The  bill  is  filed  for  infringement  of  Letters  Patent  No.  207,791, 
granted  on  September  3, 1878,  to  Melancthon  E.  Zeller,  for  an  improve- 
ment in  harness-trimmings. 

The  complainant  has  given  to  the  public  a  very  simple  device  \rhich 
combines  several  elements  that  are  all  calculated  to  make  it  acceptable 
and  useful.  Though  itpresents  nosingle  element  evincing  gi*eat  inven- 
tion, It  combines  several  new  features  which,  taken  together,  make  it  a 
successful  device,  which  has  rapidly  won  its  place  among  articles  of 
useftQ  manufacture.  It  is  easily  and  cheaply  made;  so  designed  and 
constructed  as  to  be  easily  put  together;  each  part  perforins  the  func- 
tion claimed  for  it,  and  when  put  into  use  it  is  superior  to  any  other 
article  made  or  designed  for  the  same  purpose.  It  can  be  made  and 
sold  separately;  cf  \  be  readily  attached  to  any  kind  of  harness,  and  it 
fhlflUs  the  uses  for  which  it  was  designed.  In  it  the  patentee  devel- 
oped as  to  its  leading  features  that  <4ast  step''  which  completes  inven- 
tion and  makes  the  device  a  success. 

This  is  particularly  striking  in  comparing  the  device  of  the  patent 
in  suit  with  the  device  of  the  same  patentee  in  the  patent  designated 
<<  the  Zeller  patent  of  1874."  That  device  was  practically  inoperative, 
both  because  of  the  exx>ense  and  diifichlties  connected  with  its  manu- 
facture, and  more  particularly  because  the  falling  hook,  which  was 
designed  to  receive  the  checkrein,  had  such  a  long  vertical  end  pro- 
jecting through  the  elevated  plate  or  passage  that  when  the  strain  on 
the  checkrein  was  lessened  so  as  to  permit  the  hook  to  slip  back  or  to 
force  it  back,  toward,  or  over  the  crupper-loop  the  ring,  instead  of  falling 
easily  and  surely,  would  catch  and  remain  rigid.  One  of  the  priuciiial 
features  claimed  for  the  hook  so  constructed  was  that  it  would  readily 
fall  and  prevent  its  destruction  in  case  the  horse  or  the  mule  should  fall 
or  roll  with  the  harness  on  it,  so  that  for  the  chief  advantage  claimed 
it  was  inoperative.  ^, 
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Tbc  chief  defense  against  this  patent  is  that  it  was  anticipated  by 
the  maunfacture  and  sale  of  varioas  articles  of  common  use  by  nine 
prior  United  States  patents.  The  two  chiefly  relied  upon  sl&  showing 
an  anticipation  are  those  of  J.  W.  Hinman,  dated  Febmary  25, 1868, 
and  of  M.  E.  Zeller,  of  September  15, 1874,  just  referred  to. 

The  Hiuman  patent,  while  it*  involves  the  drop-hook  and  drop  ring 
in  a  device  intended  for  an  entirely  different  use,  did  not  disclose  those 
ases  in  a  way  to  make  them  any  more  conspicuous  than  had  been  done 
in  other  devices  in  which  they  had  been  previously  employed  or  than 
would  suggest  such  use  in  a  drop-hook  such  as  used  in  complainant's 
patent.  I  do  not  therefore  tliink  that  the  Hinmau  patent  was  an  antici- 
pation. 

For  the  reasons  stated  before  I  do  not  think  the  earlier  Zeller  patent 
is  an  anticipation. 

It  is  intimated  in  a  brief  of  defendants'  counsel  that  the  claim  in  the 
earlier  patent  abandoned  by  Zeller,  viz. — 

a  harness  finding  consisting  of  the  plate  A,  upon  which  is  fonnod  the  elevation  a 
having  an  eye  or  passage  A'  to  receive  a  terret  or  ring,  a  hook  or  other  harness 
attachraont,  BabstautiaUy  as  and  for  the  parpuso  set  forth— 

is  substantially  the  same  as  tlie  claims  of  the  later  patent  and  should 
estop  him  from  setting  np  the  same  in  his  present  suit.  The  essence  of 
the  later  invention  is  that  the  parts  arc  cast  separately  and  so  made  as 
to  be  easily  and  cheaply  made  and  put  together  and  when  so  combined 
to  furnish  a  stronger  and  more  satisfactory  product.  All  this  is  accom- 
plished, and  there  is  no  g[round  for  estoppel  on  the  plea  that  the  former 
claim  abandoned  is  the  same  device.  The  defendant  has  not  seen  fit  to 
use  any  of  the  devices  set  out  in  the  nine  patents  pleaded.  It  has,  how- 
ever, patterned  the  article  it  manufactures  exactly  from  that  of  complain- 
ant. It  has  done  this  after  correspondence  and  with  full  information 
as  to  complainant's  claims.  The  hook  is  a  clear  infringement  of  the 
first  and  third  claims  of  the  patent  and  the  terret  is  of  the  second  claim. 
The  complainant  is  entitled  to  a  decree  sustaining  its  patent^  finding 
infringement,  and  for  an  accounting. 


[IT.  &  Circuit  Coort-Difltrict  of  Morjland.] 

OOLL  ET  AL.  V.  SENEOA. 

Decided  May  6, 1S9S. 

64  0.  Q.,  1132. 

1.  MiLLVR  AND  COLI^ShEST-MbTAL  GaKS— LIMITATION  OP  CLAIM. 

Letters  Patent  No.  207,058,  issued  Augnst  13, 1878,  to  Miller  and  Coll,  for  an 
improYement  in  sheet-metal  csns^  is,  by  reason  of  the  r^ection  and  ahaudon- 
ment  of  a  broader  claim,  strictly  Umitod  to  the  form  therein  described. 

2.  Samb— Infrinosmsnt. 

The  abdve  patent  is  not  infringed  by  the  use  of  cans  having  the  flange  of  the 
headi  aUghtly  dared|  so  as  to  form  a  V-ahaped  groove  for  the  solder,        i^^ 
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Bill  bt  Bernard  Coll  and  Pliilip  C.  Sanderson  a^^inst  Stephen  J. 
Seueca  for  iufringement  of  Letters  Patent  No.  207,058,  granted  Angost 
23, 1878,  to  Miller  and  Coll,  for  an  *'  improvement  in  sbeet-metal  cans." 
Bill  dismissed. 

Messrs.  J.  W.  dj  H.  Bryant  for  tbe  complainants; 

Mr.  William  M.  Marim  and  Mr.  John  T.  Miison  for  tbe  defendant. 

MoBBis,  J.: 

The  subjcct-mntter  of  tbis  invention  is  the  form  of  tbe  flange  of  tbe 
beads  and  bottoms  of  tbe  cylindrical-shaped  tin  cans  used  for  packing 
oysters  and  vegetables.    The  claim  of  the  patent  is  as  follows: 

As  a  new  articlo  of  maDnfacture,  a  Hhcot-mctiil  ciiii  coiiBtractcil  of  a  body  portion 
straight  from  end  to  eud,  couiliiiiod  with  heads,  ilauged  as  de8cri1>ed— <.  «.,  with  the 
portion  a  of  the  Han^c  of  less  diameter  than  the  marginal  ]>ortio]i,  and  binding 
closely  against  the  stntight  side  of  the  can,  and  the  portion  a'  of  greater  diameter 
than  a,  and  setting  ofi'  frojn  the  body  of  the  can  in  x»urallol  position  therewith,  as 
shown  and  doscrilicd. 

It  appears  that  ordinarily  the  heads  and  bottoms  of  sncb  cans  are 
made  with  tbe  flanges  fitting  as  cbisely  as  possible  and  purellcl  to  tbe 
body  of  tbe  can.  From  tbe  application  and  from  tbe  file  wrapiier  and 
contents  it  api>ears  that  tbe  original  claim  was  for — 

a  sheet-metal  can  having  a  head,  H,  flanged  at  a  a',  witli  thi^  |>ortion  a  binding  closely 
against  the  l>ody  of  can,  and  the  portion  a'  oil'setting  tliorulrom  and  ftllud  with  solder, 
sulwtautiully  us  dcseribod. 

This  claim  was  rejected  by  the  Patent  Examiner,  who  cited  as  antici- 
pations several  patents  showing  an  otVset  in  tbe  ilange  and  forming  an 
annular  V'^^^P^^^  space  or  trough  between  the  flange  and  tbe  can, 
which  could  receive  the  sohler.  Acquiescing  iii  tbis  objection,  tbe 
applicants,  througli  their  attorney,  amended  the  H|)eciflcatiou  and 
inserted  the  following,  which  now  api>ears  in  the  ^^peciflcation  of  tbe 
granted  )>atent: 

We  are  aware  of  the  fact  tliat  cans  have  been  heretofore  constructed  with  joints 
having  a  degree  of  Himilarity  to  ours,  reference  being  ha<l,  by  way  of  example,  to 
that  shown  in  Patent  No.  18:{,507,  in  Aviiich  Inith  tlie  edge  of  the  bo4ly  portion  and 
the  heads  are  beaded,  wbile  tin*  edge  of  the  bead  is  flared  outwardly  at  an  angle  to 
form  a  V-gi'<>ovo  for  H(»ldor.  We  tliercrun;  limit  our  iti ventitm  to  thi*  can  constructed 
as  sliown  and des('ribod,whie)i  is  diKtinrtive  in  tlie  (bllowing  features:  The  bo«ly]»or- 
tion  is  straight  from  cud  to  end.  Tbe  portion  of  tlie  llungc  ueai*  tliu  ends  of  the  body 
portion  is  of  less  diameter  than  the  edge  or  marginal  portion^and  bin<bt  tightly  with 
the  straigbt  body  ]»ortion.  and  the  ]»(>rtion  of  the  llunge  ba\  iiig  the  greatest  diameter 
is  arranged  parallel  with  the  side  of  the  can  in  forming  the  trough  to  receive  the 
Sfdiler. 

This  construction  and  arrangement  of  the  parts  of  the  can  permit  it  to  l>e  ooRily 
and  cheaply  made,  the  heads  being  struck  up  in  dies,  and  the  pernliarforui  of  Hango 
securing,  in  connection  with  the  solder,  a  strong  joint  and  good  finish. 

The  original  claim  was  ('anceled  and  the  claim  of  the  gruntetl  patent 
berointefore  quote<l  was  substituted. 

It  thus  clearly  ap]>ears  that  tbe  patentees  disclaimed  as  old  tbe  form 
of  flange  which,  by  its  oflset  from  tbe  can-body,  formed  a  V-iil>AI^ 
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trough  to  receive  tbe  solder  and  distinctly  restrietcd  tlM»ir  claim  to  the 
form  which  at  the  bottom  fitted  closely  around  and  parallel  to  the  can 
and  then  had  an  offset  and  then  ivas  formed  parallel  to  the  can,  result- 
ing in  an  annular  U-s^'^P^^  trough  for  the  solder  and  not  a  V-shape. 
Tlie  V'Shaped  groove  was  expressly  disclaimed.  The  contention  now 
made  in  behalf  of  the  complainants  that  the  real  invention  was  an 
annular  trough  of  any  shape  cannot  be  entertained.  The  patentee,  not 
having  appealed  from  the  rejection  of  his  oiiginal  claim,  is  now  irrevo- 
cably restricted  to  the  lunitations  putupon  his  invention  by  thedisclaimer 
in  his  amended  specification  and  the  withdrawal  of  his  broad  claim 
and  his  acceptance  of  the  naiTOW  claim  as  gi*anted  to  him.  (Leggeit  v. 
Ateryy  C.  D.,  1880,  283;  17  O.  G.,  445;  101  U.  S.,  25C;  Shcpard  v.  Car- 
rigauy  CD.,  1886, 116;  34  O.  G.,1157;  116  U.  8.,  503;  6  Sup.  Ot  Rep., 
493;  Boemer  v.  Fcddiej  CD.,  1889,  686;  49  O.  G.,  2151;  132  U.  8.,  313; 
10  8up.  Ot.  Rep.,  98;  Fhosnix  Cantor  Co.  v.  S^iegel^  C  D.,  1890,  266;  60 
O.  G.,  1691:  133  U.  8.,  360;  10  Sup.  Ct.  Rep.,  409;  Dohson  v.  Xew,  0. 
D.,  1890,  669;  63  O.  G.,  1740;  137  U.  8.,  258;  11  8up.  Ct.  Rep.,  71.) 

The  proof  shows  that  the  can  manufactured  by  the  defendant  has  no 
such  annular  (J'^^^^P^  trough  as  is  described  in  the  patent.  The 
flanges  of  the  tops  and  bottoms  of  the  defendant's  cans  ai^  very  nearly 
closely  fitting  and  parallel  without  any  offset  at  all,  except  that  upon 
close  examination  in  some  there  is  found  almost  at  the  very  edge  of 
the  flange  a  slight  flare  away,  from  the  can.  This  almost  inii)erceptible 
flare,  the  witnesses  for  the  defendant  testify,  is  not  intentional  and  is 
not  desirable  and  arises  solely  from  the  fact  that  in  stani])jng  out  the 
circular  ends  and  turning  up  the  flange  by  a  drawing  die  there  results, 
in  consequence  of  the  crimping  of  the  metal,  this  slight  flare.  This,  if 
it  is  anything  worth  considering,  forms  a  V'Shaped  annular  trough, 
such  as  was  disclaimed  by  the  patentees.  I  think  it  is  quite  cleai*  that 
there  is  no  infringement. 

The  bill  must  be  dismissed. 


[IT.  S.  Cironit  Conrt^Sontliera  IMttrict  of  Ohio,  Wentern  Dlvisloii.] 

Net  Manufaotubing  Company  v.  Supebior  Duill  Company  bt  al. 

DetAiMt  May  S7, 1895, 

640  0.  G.,  1138 

1.  Nbt— Hat-Elwatob  Track s^Infrinokmknt^Injuiiction—Fobmicr  Surr. 
Altbongh  eomplainaut's  patent  has  beeu  ttplield  in  a  suit  against  other  parties 
in  wbioli  defendants'  patent  was  pleaded,  a  prenniinary  injanction  sgainst 
aUeged  infringement  by  manufac taring  deviees  under  the  latter  wUl  not  be 
granted  when  it  appears  that  the  former  suit  was  so  decided  on  the  ground  that 
there  was  an  estoppel  to  question  the  novelty  of  complainant's  patent,  so  that 
the  validity  of  defendants'  patent  was  not  considered.  ^  t 
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2.  Preliminary  Injunction— Delay. 

A  prolinnnary  injnuction  'will  not  be  granted  iu  an  infringement  snit  where 
coniplninnnt  does  not  apply  for  it  until  two  months  after  his  bill  was  filed, 
during  which  time  defendant  has  proceeded  to  fill  up  his  stock  of  the  alleged 
infringing  articles  for  the  coming  season,  which  lasts  but  a  short  time. 

On  motion  for  i)reliininary  injnnctiou  in  a  suit  by  tlie  Ney  Manufac- 
turing Coiu])any  against  the  Superior  Drill  Company  and  others  for 
the  alleged  infringement  of  eompUiinaut^s  patent.    Motion  denied. 

MeiSTs.  Miller  &  Pomerene  and  Mr.  M.  D.  Xe^^^tt  for  the  complainant. 
Mr.  Paul  A.  Sialey  for  the  defendants. 

Sage,  J.: 

The  complainant  filed  its  bill  for  infringement  on  the  27tli  of  March, 
1893.  Hespoudents  were  served  with  process  on  the  12th  of  AprU,  and 
on  the  12th  of  May  with  notice  that  on  the  next  day  (Saturday,  the 
13th)  an  application  for  an  injunction  would  be  made,  and  that  upon 
the  hearing  the  complainant  would  file  and  use  affidavits  of  seven  i>er- 
sons  named  in  the  notice,  copies  of  which  affidavits  were  served  with 
the  notice.  On  the  13th  the  application  was  presented  to  the  court. 
Counsel  for  resi>oudeuts  was  present  with  such  affidavits  and  exhibits  as 
he  could  muster  in  the  short  time  between  the  notice  and  the  presenta- 
tion of  the  application.  Ui>on  his  request  fm*ther  time  was  given  him  for 
thcpreparation  and  filing  of  additional  affidavits,  the  court  overruling  the 
obje«*.tion  by  counsel  for  complainant  that  the  delay  would  give  ns- 
spondents  opportunity  to  diHiK)ae  of  their  manufactured  stock  on  hand 
for  the  spring  and  sunnner  trade.  The  complainant's  patent  is  for  an 
improvement  in  hay-elevntor  tracks.  It  was  granted  on  the  30th  of  Octo- 
bei',  1883,  to  Jacob  Ney,  No.  287,772,  and  by  him  on  the  same  day  assigned 
to  the  complainant.  It  was  sustained  by  the  Circuit  Court  for  the 
Northern  District  of  Ohio  at  the  October  term,  1887,  in  the  case  of  the 
complainant  against  F.  E.  Meyer  &  Bro.,  and  later  in  the  case  of  the 
same  complainant  against  Valentine  L.  Ney.  The  defendants  manu- 
facture a  hay-elevator  track  under  Letters  Patent  No.  405,387,  issued 
to  Jacob  Ney  December  15, 1801.  It  is  said  in  the  brief  of  counsel  for 
the  complainant  that  tliis  patent  was  pleaded  by  Valentine  L.  Ney  in 
the  case  decided  against  him.  That  is  true;  but  it  was  not  refeiTcd  to 
in  the  opinion  of  the  court,  which,  holding  the  complainant's  patent 
valid,  made  out  the  case  against  the  defendant  upon  an  estop])el  which, 
the  court  held,  prechided  him  from  denying  the  patentability  of  the 
complainant's  invention.  That  C8to))pel  has  no  application  to  the 
defendants  in  this  case.  The  validity  of  the  patent  under  which  tlicse 
defendants  are  manufacturing  was  not  passed  upon  in  that  case.  The 
motion  for  an  injunction  will  be  overruled  upon  two  grounds: 

1.  UiK)n  the  authority  of  Goodyear  v.  Ihmhary  (1  Fish.  Tat  Cas., 
474.)  In  that  case  the  defendant  claimed  under  a  patent  subse<juont 
to  the  complainant's.  Justice  Grier,  in  passing  ui>on  a  motion  for  a 
prelimiuaiy  injunction,  said  that  the  defendant,  in  \irtueof  his  patent. 
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hacl  a  prima  facie  legal  right  to  niaimfacture  a  compound  by  bis  process, 
and  that  whether  that  process  was  a  mere  colorable  change  from  the 
older  patent  (which  is  precisely  the  claim  made  in  this  case)  or  was  the 
same  combination  or  componnd  as  that  described  in  the  claimant's  pat- 
ent was  the  great  question  in  dispute  between  the  parties,  and  that  so 
far  as  the  judgment  of  the  Patent  Office  affected  the  case  it  might  be 
considered  as  having  been  decided  in  favor  of  the  defendant.  He 
declined  to  grant  the  motion,  and  declared  that  whenever  a  defendant 
presented  a  case  showing  a  bona  fide  issue  in  fact  or  of  law,  or,  as  in 
that  case,  ^  prima  facie  right  to  continue  his  manufacture,  founded  on 
a  decree  of  the  Patent  Office  and  a  consequent  public  grant,  he  would 
not  grant  a  preliminary  injunction,  and  thus  issue  execution  before 
judgment  He  further  said  that  he  would  not  decide  the  merits  of  a 
bona  fide  issue  in  fact  on  ex  parte  affidavits,  nor  anticipate  thollnal 
judgment  of  the  court  on  the  legal  questions,  as  if  they  had  been 
brought  out  on  demurrer,  or^  it  may  be  added,  upon  the  hearing.  There 
are  presented  to  the  court  upon  this  a]>plication  affidavits  of  experts 
and  exhibits  of  Letters  Patent,  and  the  court  is  asked  to  consider  these 
ex  parte  statements  and  upon  them  announce  a  conclusion  at  this  stage 
of  the  case  whether,  on  the  one  hand,  the  complainant's  patent  is  valid 
and,  on  the  other,  the  defendants'  manufiicture  an  infringement.  That 
question  will  have  to  go  over  until  the  final  hearing. 

2.  A  second  reason  for  overruling  this  motion  is  that  the  complainant 
waited  nearly  two  months  after  filing  its  bill  and  until  it  must  have 
known  that  the  defendant  would  be  stocked  up  with  a  full  supply  for 
the  year's  business,  which  is  practically  over  at  the  close  of  the  hay- 
nmking  season,  and  then  presented  its  motion  for  an  injunction.  The 
courts  of  the  United  States  are  vested  with  i>ower  to  grant  injunctions 
in  patent  causes  acconling  to  the  course  and  principles  of  equity.  It 
is  not  according  to  equity  for  a  complainant  to  delay  the  assertion  of  his 
right  to  an  injunction  until  the  time  when  it  will  most  emban*as8  and 
injure  the  respondent.  Such  a  proceeding  savors  of  a  disposition  to 
use  the  right  of  a  patentee  to  oppress  an  alleged  infringer  or  to  force 
lum  into  a  iK)sition  where  he  may  be  compelled  to  incur  heavy  losses  or 
to  yield  to  hard  demands.  The  granting  or  withholding  of  a  preliminary 
injum^tion  is  within  the  proper  discretion  of  the  court.  It  will  be  with- 
held when  apparently  sought  for  the  puriM)se  of  obtaining  an  undue 
advantsige.  It  lis»  been  withheld  when,  in  in  the  opinion  of  the  court, 
it  would  be  used  for  the  purpose  of  creating  mischief,  {ydlson  v.  Thomp- 
son^ I  Web.  Pat  Cas.,275,)  or  when  it  would  give  the  complainant  the 
means  of  coercing  a  compromise,  (ParlKcr  v.  Scarn^  I  Fish.  Pat.  Gas.,  93,) 
and  so  I  think  it  should  be  here  where  the  result  of  granting  it  now 
would  do  more  harm  to  the  respondents  than  good  to  the  complainant; 
whereas,  if  the  application  had  been  ma<le  promptly  special  harm  to 
the  rc8iH)ndents  would  have  been  avoided. 

The  costs  of  the  motion  will  be  taxed  against  the  complainant  lie 
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[U.  S.  CIrouit  Court— WMtorn  DUtriot  of  Ponusylvaoin.) 

AiCEBiCAN  Bell  Telephone  Company  et  al.  t.  MoEeespost 
Telephone  Company  et  al« 

J>0oided  June  3,  tSOS. 
64  O.  O.,  1131. 

PRELIXINART  INJUNCTION^EfFECT  OF  DsCISIOlf  OF  TUB  SUPRXMB  COUBT  OF  TUB 

United  States. 
A  (lecUion  of  the  Sapreme  Court  of  the  United  Stntcs  sniitaitiing  a  patent 
mast  be  regarded  asconclasive  upon  a  motion  for  preliminary  ii\J unction. 

Bill  for  iufiringemciit  of  patent.  Ou  motion  for  preliminary  iiguuc- 
tiou. 

Mr.  J.  J.  Siorrow  and  Mr,  J.  I.  Kay  for  the  complainants. 
Mr.  W.  Bakewell  and  Mr,  John  McDonald  for  the  defendants. 

ACHESON,  J. : 

Alexander  Graham  Bell's  second  patent,  No.  ISG ^87,  dated  January 
30, 1877,  here  sued  on,  was  sustained  by  the  Supreme  Court  of  the 
United  States  in  the  Telephone  Cases  (O.  D.,  1888,  322;  43  O.  G.,  377; 
126  U.  S.)  as  to  the  third,  fifth,  sixth,  seventh,  and  eighth  claims.  Now, 
that  decision  ninst  be  regarded  as  conclusive  upon  tlie  present  motion 
for  a  preliminary  injunction.  (American  Middlings  Purifier  Conqntny 
V.  Christian^  3  Ban.  and  Ard.,  42,  ol\  American  Bell  TelcphoHC  Com- 
fany  v.  Southtrn  Telephone  Company^  34  Fed.  Bep.,  705.) 

Infringement  by  the  defendants  of  said  claims  is,  I  think,  clearly 
shown.  Indeed,  in  the  affidavits  submitted  on  the  part  of  the  defend- 
ants it  is  not  alleged  that  the  telephones  used  by  them  differ  materially, 
as  respects  the  features  here  complained  of,  from  the  telephones  which 
were  acljudged  by  the  Snpreme  Court  to  infringe  the  patent. 

A  preliminary  injunction,  therefore,  must  be  granted  against  the 
McKeesport  Telephone  Company  and  the  other  defendants  who  are 
citizens  of  Pennsylvania. 


[U.  S.  CircBit  Court— Wafttein  District  of  PonosjlTanla.) 

Stonemetz  Pbintbr's  Maohineby  Company  v.  Bbown  Folbino 
Machine  Company. 

DtcideA  Julg  18,  2S93, 
64  O.  O.,  1185. 

1.  Stoksmktz— Sheet  Coitybyor  Devices   Between  Pruytiko  and  Foldino 
MACHMrts— Infringement. 
Letters  Patent  No.  343,677,  dated  Jnno  15, 1886^  to  Joho  A.  Stonemetx,  infringed 
by  a  device  eonstracted  in  accordance  with  Patent  No.  831, 762,  dated  0eoember 
8, 1685,  to  B.  T.  Brown,  for  carrier  attachments  for  folding  machines.    , 

oogle 
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2.  INTKRFBRKNCK  IW  THE  PATENT  OFFICE— EFFECT  OF  JUDGMENT  TUEREIN  Ul*ON 

THE  Courts. 

Where  there  had  been  an  interference  between  the  Stonometz  and  Brown 
applications  in  the  Patent  Offlco  the  fact  that  priority  of  inyentlon  had  been 
awarded  to  Stonometz  by  the  Exaoiinor  of  Interferences,  the  Board  of  Examin- 
ers-in-Chicf,  and  the  Comniissiouer  of  Patents,  while  not  conclusive,  is  not  with- 
out weight,  especially  in  view  of  a  subsequent  disclaimer  by  Brown  of  the 
invention  of  the  matter  covered  by  the  issue  in  the  interference. 
8.  Section  4918— When  Patents  Interfere- Dominant  and  Specific  Claims. 

Patents  interfere  only  when  they  claim  the  same  invention  in  whole  or  in 
jMurt^  and  in  a  proceeding  under  Section  4918  the  court  cannot  go  beyond  the 
claims  and  consider  generally  the  two  patents  as  a  whole.  An  interference  does 
not  exist  within  the  meaning  of  the  statute  between  a  patent  having  a  domi- 
nant broad  claim  and  a  Junior  patent  having  a  subordinate  speeiAo  claim. 

Mr.  J.  V.  Sturffeon  for  the  complainant 

Mr.  John  K.  RaUock  and  Mr.  J.  D.  Oallaglier  for  the  defendants. 

Befoie  AOHESON  and  Buffikoton,  Judges. 

ACHBSON,  J: 

This  snit  is  bronght  on  Letters  Patent  No.  343,677,  dated  June  15, 
1886,  granted  to  John  A.  Stonometz  on  an  application  filed  March  14, 
1883,  for  improvements  in  devices  for  connecting  and  operating  together 
paper-folding  machines  and  printing-presses.  The  bill  dmrgeg  the 
defendants  with  infringement  and  prays  an  iiynnction  and  an  acconni- 
ing,  and  also  charges  an  interference  between  said  patent  and  two  Let- 
ters Patent  granted  to  E.  T.  Brown  and  now  owned  by  the  defendants — 
namely,  No.  331,762,  dated  December  8, 1885,  issncd  on  an  application 
filed  May  28, 1883,  and  No.  322,344,  dated  July  14, 1885,  issned  on  an 
application  tiled  August  4, 1884— and  seeks  relief  under  section  4018, 
Bevised  Statutes. 

The  invention  in  question  relates  to  a  sheet-conveying  device  con- 
necting the  paper-folder  to  the  printing-press  when  the  two  machines 
are  running  together,  but  which,  without  disturbing  the  relative  posi- 
tions of  the  machines,  may  be  removed  out  of  the  way  when  communica- 
tioD  between  them  is  not  desired. 

GRie  nature  of  the  invention  is  sufficiently  indicated  by  the  claims  ot 
the  patent  sued  on,  which  we  will  now  quote: 

1.  The  combination,  with  a  printing-press  and  a  folding-machine,  of  a  frame  or 
table  bearing  sheet-conreying  devices  spanning  the  space  between  said  machines 
and  adapted  to  be  laid  back  npon  the  folding-maohine,  substantiaily  as  and  for  the 
pnrpoee  set  forth. 

2.  The  combination,  with  a  printing-press  and  a  paper-folding  machine,  which  are 
arranged  with  relation  to  each  other  substantially  as  shown,  of  a  table  or  frame,  A, 
eonsisting  of  two  secttons,  a  a',  hinged  together  and  bearing  couyeying-tapes  and 
tape-actnating  rollers,  which  are  operatively  connected  with  the  folding-machine, 
which  frame  is  adapted,  as  shown,  to  span  the  space  between  said  machines,  when 
desired,  and  convey  the  printed  sheets  to  the  folder  Aroni  the  press,  and  when  oom- 
manici^on  between  said  machines  is  not  desired  can  bo  folded  baok  over  the  folder, 
as  shown,  and  for  the  purposes  mentioned. 
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3.  Tli«;  coniTiinntioii,  i\-it1i  a  print iii^-prc88  and  a  pai>cr-fol(1iii;r  macliinr,  -which 
aro  nrrnn<;c(l  with  i'claii(»ii  to  each  other  i»nh6tiiiitial]y  an  shown,  of  the  fninio  or 
ttihU'  A,  coiiiposcMl  of  the  j(»iiitcil  Hcctions  a  a\  tho  rollers  D  and  K  at  the  upper  end  of 
Hiiid  frame,  tho  rollers  D'  niid  K'  on  the  folder  near  tho  lower  end  of  said  frame,  tho 
pulleys  H  H'  iiud  belt  h  and  tho  tapeH  c  and  d,  substjintially  as  and  for  tho  puriMNKs 
set  forth. 

4.  The  coniliinatioii,  with  a  folding-machine,  of  a  frame  or  table  bearing  sbect- 
couveyin^  devices  and  operativdy  connected  with  said  machine,  and  adapted  to  be 
placed  hctween  tlie  folding-niachino  and  a  printing-press,  and  removed  fh>m  the 
printing- press  when  not  in  use,  suUstantinlly  ns  and  for  tbo  pnrposo  sot  forth. 

5.  The  eonihiuation,  with  a  printing-press  and  a  folding-machine,  of  a  fk>amo  com- 
posed of  jointed  sections,  rollers  on  said  frame  and  on  the  folding-machine  snpport- 
ing  endless  sheet-conveying  tapes,  and  mechanism,  substantially  as  described,  for 
driving  said  tapes,  as  and  for  tho  purpose  set  forth. 

Pending  the  Rpplictitioii  of  Stonemetz  and  Brown's  application  of 
May  28, 1883,  tbe  Patent  Oflke  declared  an  intorferonce  between  them, 
the  subject-matter  thereof  bein^;  thus  defined: 

First.  Tho  combination,  with  a  folding- niaehiuc,  of  a  sbect-carrier  hinged  to  and 
adapted  to  be  folded  over  upon  said  mnchine,  substantially  as  described. 

Second.  The  hingeil  carrier  provided  with  tho  tape-carrying  rollers  and  tho  tapes, 
in  combination  with  a  foliling-machino  having  snit-abio  rollers  for  the  reception  of 
said  tapes,  and  means,  substantially  as  described,  for  driving  the  latter. 

Third.  The  combination,  with  a  fohling-maehino,  of  the  jointed  and  hingod  carrier 
constrnctod  and  operating  substantially  as  described  and  shown. 

Ul)on  the  question  of  priority  of  invention  the  decision  of  tlie  Exam- 
iner of  InterferenceH  was  in  favor  of  Stonemetz,  and,  uiK>n  apx»ea1,  that 
jndgment  was  aflirmed  by  the  l>oanl  of  Examiners,  whose  ruUng,  uiwii 
further  appeal,  was  approved  and  aflirincd  by  the  Commissioner  of 
Patents. 

Brown  then  filed  a  disclaimer,  which  was  incorporated  into  his  si^eci- 
fication  forming  part  of  Letters  Patent  No.  331,7G2,  in  the  words  fol- 
lowing: 

I  do  not  claim,  broailly,  tho  combination,  with  a  f(»Iding-machinc,  of  a  sheet- 
carrier  hinged  t^i  and  adapted  t<i  be  folded  over  upon  said  machine;  nor  do  I  claim, 
broadly,  the  hinged  carrier  provided  with  the  ta|>e-carrying  roUors  and  the  ta]>es, 
in  combination  with  a  folding-niarliine  hnvinjr  snifibh}  ndlers  for  the  reception  of 
said  tapes  and  means  for  driving  the  latter;  nor  do  I  ehiim,  broadly,  tho  eombina- 
tion,  with  a  folding-machine,  of  the.jr»int('d  aii«l  hinged  currier. 

This  patent  (Xo.  331,702)  contains  a  sin^de  claim,  as  follows: 
In  a  sheet-carrier  attachment  ff>r  fobling-maehineH,  tin;  combination,  in  the  franio 
of  said  carrier,  of  the  parts  \\  \\  and  C,  the  hingrw  /i,  Joining  tbe  parts  H  I)  t(»gi:ther 
in  a  manner  substantially  as  shown,  whereby  the  two  parts  will  fold  with  their 
under  sides  together,  tJie  hinges  C  C  joining  the  lower  part,  JJ,  t<i  the  part  C,  in  a 
manner  substantially  as  shown,  wliei-eby  tho  parts  B  15  will  fold  over  onto  the  part 
C,  substantially  as  set  forth. 

The  parts  W  B  are  two  sections  of  the  carrier-frame  which  arc  united 
by  the  hinges  h  placed  on  the  under  side  so  that  tho  frame  Avill  fold 
together  with  its  upper  side  outermost.  The  pjirt  C  is  a  pie<*e  seciu'ely 
fastened  to  the  top  of  tbe  folder  at  a  proper  inclination,  and  to  it  tho 
carrier-f^amo  is  connected  by  the  hinges  C  C.    In  this  latter  partioa- 
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lar  consists  tbe  distinguisbing  difference  between  this  device  and  tbe 
device  sbown  in  tbe  Stonenietz  patent,  wbicb  describes  a  connection 
between  tbe  carrier-table  and  tbe  folding-machine  by  means  of  boles  in 
the  lower  end  of  the  table  wbicb  engage  with  pins  on  a  bracket  on  the 
side  or  front  of  tbe  folder. 

Tbe  defendant's  alleged  infringing  device  is  constructed  in  accord- 
ance with  the  Patent  No,  331,762. 

Tbe  defense,  which  raises  tlie  principal  question  in  the  case,  is  thus 
stated  in  the  defendant's  printed  brief: 

First.  That  Brown  inveuted  tbe  device  shown  in  his  patent.  No.  831 J62,  which  is 
the  alleged  infringing  dcTlce,  before  Stonemetz  Invented  the  device  shown  in  the 
Stonenietz  patent  in  suit,  and  communicated  said  invention  to  Stonemetz. 

But  it  appears  by  reliable  and,  indeed,  uncontradicted  testimony  that 
as  early  as  February,  1882,  before  Brown's  alleged  invention  of  the 
device  shown  in  bis  patent.  No.  331,762,  Stonemetz  had  conceived  and 
described  to  the  witness,  Walter  G.  Bennett,  an  attachment  between  a 
printing-press  and  a  paper-folder,  consisting  of  a  table  bearing  sheet- 
conveying  devices — ^namely,  tape-carrying  rollers  and  the  tapes— span- 
ning the  space  between  the  two  machines,  and  a<lapted  to  be  laid  back 
upon  the  folding-machine  wbeu  not  in  use;  and  such  a  device  Stone- 
metz set  up  and  put  into  operation  at  Somerville,  Mass.,  in  the  month 
of  June,  1882,  at  least  four  months  before  Brown's  alleged  conception 
of  the  invention.  This  Somerville  attachment  embodied  the  improve- 
ment here  in  question,  except  that  the  carrier-table  was  not  hinged  in 
tbe  middle  or  to  the  folder. 

As  respects  the  latter  features  ot  the  invention,  the  positive  testimony 
upon  the  question  of  priority  is  (*onflicting,  and  is  confined  to  Stonemetz 
on  tbe  one  side  and  to  Brown  on.  the  otber,  as  the  case  is  presented  to 
us.  Tbe  testimony  of  Edelen  tjiken  in  tbe  interference  proceeding,  and 
here  oftbred  by  tbe  plaintift',  clearly  is  ina<lmissible.  {Richardson  v. 
Steicartj  2  Ser.  &  B.,  84;  Cloit  v.  BakeVy  36  Fed.  Rep.,  692.)  So  also 
ai*e  Edeleirs  ea*j[>frrf0  aftidavit  and  letters  offered  by  the  defendants. 
Edelen's  threatening  letter  of  November  20, 18S7,  addressed  to  Stone- 
metz, and  bis  subsequent  conduct  excused  tbe  ])laintiff  fh>m  putting 
him  on  tbe  stand,  and  the  defendants  have  not  thought  it  proper  to 
call  him.  There  arc,  however,  some  circumstances  tending  to  show  the 
rigbtftilness  of  Stoneinetx's  cbiim  to  priority.  Tbe  Somerville  machine, 
which  he  undoubtedly  devised,  was  tbe  primary  type  of  this  invention. 
Then  Brown  whs  a  workman  in  the  empb>y  of  the  Stonemetz  Printer's 
Machinery  Company  acting  under  the  geneml  instructions  of  Stone- 
metz, who  was  an  inventor  in  this  line,  and  not  until  after  Brown  quit 
tbe  service  of  tbat  company  did  be  set  up  claim  to  tbe  invention;  but, 
at  any  rate,  boro  tbe  burden  of  clear  affirmative  proof  is  upon  tbe 
defendants.  Tbe  Stonemetz  patent  itself  affords  a  prima  facie  pre- 
sumption tbat  tlie  patentee  was  tbe  original  and  first  inventor  of  tbe 
devices  therein  c]aime<l,  and  to  oveitbrow.  tbat  presumption  the  evidence 
13182  PAT 31  r  noaIr> 
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If  there  is  no  interference  between  the  Stonemetz  patent  and  No. 
331,762,  cexteinly  none  exisfaj  between  it  and  No.  322,344;  and,  indeed, 
this  particular  pait  of  the  plaiutift'^rt  case  has  not  been  pressed. 

A  decree  may  be  drawn  in  accordance  with  this  opinion. 

BuFFiNaxoN,  J.,  couciu*s. 


(V.  8.  Cfattnit  Ooart  of  AppMlA-ThinI  Clnrnlt.] 

Oelluoid  Manufactubing  Company  v.  Ablington  Manufac- 
TUBING  Company  et  al. 

Decided  Xonembm'  Si,  X89i. 
64  O.  O.,  1263. 

1.  Hyatt— Manufactcrb  of  Shxsts  of  Celluloid  akd  other  Plastic  Compo- 

MTIONS— iKFJnNOEMKNT— INTERPRKTATION. 

Letton  PntdDt  No.  199,906,  February  5, 1878,  ^anied  to  the  first-named  com- 
pany as  assiffiiee  of  John  W.  Hyatt,  for  an  improvement  in  the  mannfactnre  of 
sheets  of  eelliiloid  and  other  plastic  compositions,  Held  to  be  limited  by  the 
apparatus  and  method  shown  and  described  to  the  discovery  that  a  slab  of 
material  may  bo  held  upon  a  surface  through  the  operation  of' the  contractile 
energy  it  exerts  in  shrinking,  acting  upon  elevations  or  depressions  on  or  in  the 
surface  on  which  the  slab  is  placed,  and  not  infringed  by  the  operation  of  Let- 
ters Patent  No.  887,947,  dated  August  14,  1888,  for  an  improvement  in  methods 
of  seonring  blocks  of  plastic  material  while  planing  them  into  sheets,  issued  to 
Francis  Curtis,  assignor  to  The  Arlington  Manufacturing  Company,  one  of  the 
appellees,  which  provides  an  all-metal  plate  having  a  perfectly  smooth  surface, 
to  which  the  block  of  ceUuloid  is  held  by  atmospheric  pressure  and  adhesion 
only. 

2.  Same— Scope  of. 

While  meritorious  inventions  of  primary  oharaeter  call  for  liberal  interpreta- 
tion, {TUgkmaH  v.  Prodor,  C.  D.,  1881, 168;  19  O.  G.,  859;  102 U.  S.,  707;  Morle^ 
Afaekhie  Co,  v.  Uuoaetery  C.  D.,  1889,  880;  47  O.  G.,  267;  129  U.  8.,  268;  Ji^n4 
V.  Jftmtei,  C.  D.,  1889,  408;  47  O.  G.,  402;  129  U.  S.,  688,)  the  appeUants"  excln- 
•ive  right  may  not  be  expanded  by  oonstmctlon  beyond  the  ttorms  chosen  to 
express  the  invention  to  include  all  means  however  differing  in  mode  of  action 
and  principle  from  the  process  described  in  the  patent.  {MoClMn  v.  Ortmajfer, 
C.  D.,  1801, -582;  67  O.  O.,  1129;  141  U.  8.,  419.) 

3.  6a  MK— Same. 

Th«)  cancellation  of  the  phrase  "mechanleal  or  cohesive  action  *'  from  applica- 
tion by  his  own  voluntary  act  indicated  intention  clearly  inconsistent  with 
defendant's  present  insistance. 

4.  Same— Construction  of  Claims. 

The  true  meaning  of  claims  must  be  gathered  by  comparing  them  with  the 
context  of  the  specification. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  New  Jersey. 

Before  Aoheson,  Dallas,  and  Wales,  Judges. 
Mr.  Frederic  H.  Belts  and  Mr.  Kotcland  Cox  for  the  appellants, 
Mr.  John  R.  Benmett  for  the  appellees.  Digitized  by  Google 
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ACHESON,  J. : 

This  is  an  appeal  from  the  decree  of  the  Oircuit  Court  of  the  tTnited 
States  for  the  District  of  New  Jersey  in  a  snit  in  equity  brought  by 
The  Celhiloid  Manufacturing  Company,  the  appellant  here,  against 
The  Arlington  Manufacturing  Company  and  others  for  the  alleged 
infringement  of  Letters  Patent  No.  199,008,  dated  February  5, 1878, 
for  an  improvement  in  the  manufacture  of  sheets  of  celluloid  and  other 
plastic  compositions  granted  to  the  first-named  company  as  assignee  of 
John  W.  Hyatt,  the  inventor. 

The  case  as  presented  to  us  involves  the  single  question  of  iufi-inge- 
ment,  and  the  determination  of  that  question  dc])eiuls  upon  the  con- 
struction to  be  given  to  certain  of  the  claims  of  the  patent. 

The  invention,  the  specification  of  the  pa'teat  declares — 

relate*  to  an  improvod  apparatus  unci  procesa  for  tbo  mannfacture  of  8lieete  of  plA8tic 
compoBltion,  and,  in  the  present  instance,  is  applied  to  the  article  known  as  "ccUn- 
loid." 

At  the  opening  of  the  specification  the  following  ex])]nnnt(n'y  state- 
meuts  occur: 

Heretofore  the  great  obstacle  to  snccessfully  planing  or  reducing  plastic  or  pliable 
material  to  sheets  by  securing  it  upon  a  snrfaco  and  then  feeding  it  to  a  fixed  cut- 
ting-edge has  been  that  the  material  was  apt  to  rise  fVom  the  surface  supporting  it 
Qud  ride  up  the  knife,  thus  cutting  the  material  irregularly  ur  arresting  the  opera- 
tion. Hence  to  hold  the  slab  of  material  llruily  upon  the  surface  sustaining  it  i)end- 
ing  the  operation  of  shaving  or  planing  it  into  strips,  has  boon  esteemed  n  great 
desideratum,  and  is  one  of  the  objects  cifceted  by  the  mechanism  and  process  here- 
inafter set  forth. 

The  objects  of  the  invention  are  accomplished  by  causing  the  union  in  a  single  slab 
of  a  number  of  sheets  or  pieces  of  celluloid,  this-  being  eft*ecte«l  by  mean:*  of  pressure 
and  heat,  which  contemporaneously  amolga mate  the  Aheotsinto  a  slab,  and  alHo  force 
portions  of  the  under  side  thereof  into  chunnelx  or  inclined  gnioves  in  the  surface 
upon  which  the  slab  rests,  which  grooves  arc  so  arranged  that  nptm  the  hanlening 
and  shrinking  of  the  moterial  the  portions  thereof  in  the  grotiven  operate  as  u  series 
of  hooks  or. clutches  to  retain  the  slab  in  place,  alter  which  the  ]>late  supporting  tho 
slab  is  plac^  upon  a  machine  for  planing,  whereby  the  material  is  shaved  or  planed 
off  in  sheets  or  pieces  of  any  desired  thickness,  according  to  the  (capacity  of  tho 
maehiue,  the  sheets  being  subsequently  dried  in  open  frames,  whereby  they  aetiniro 
and  retain  formation. 

It  is  further  stated  that  un^^easoned  celkiloid  when  heate<l  above  150*^ 
Fahrenheit  becomes  plastic  and  can  be  easily  niauipulated  so  long  as  it 
is  warm;  but,  becoming  (hh)U  it  hardens  and  while  loosing  its  caloric  has 
a  slight  tendency  to  shrink. 

The  specification  proceeds  to  set  forth  an  apparatus  whereby  the 
objects  of  the  invention  are  accomplishcil,  and  describes  the  base  or 
bed-plate  upon  which  the  slab  of  celluloid  is  to  be  mountcil  as  having 
in  the  central  portion  of  its  iipi)er  surface  a  slijrhtly  raised  boss,  tlie 
entire  upper  surfiice  of  which  is  covered  by  jiiooves  and  intermediate 
ridges  or  elevations,  these  grooves,  on  cither  side  of  the  vertical  huigi- 
tudinal  center  of  the  Ik>ss,  inclining  inward  and  downward  toward  the 
vertical  centi-al  longitudinal  plane  of  the  plate.    The  purpose  of  this 

Digitized  by  VjOOQ  IC 


DECISIONS   OF   U.  S.  COUUTS   IX   PATENT   CASES.  485 

con«tnictioTi,  it  is  stated,  may  be  effected,  though  not  so  satisfactorily, 
by  means  of  ai)ertares  of  any  desired  form  which  have  an  inclination 
downward  toward  the  said  plane,  the  apertures,  or  some  of  them,  on 
opposite  sides  of  the  snid  center  of  the  plate  having  similar  inclinations 
toward  the  said  central  plane. 

The  described  operation  of  forming  the  slab  and  fixing  it  securely 
npon  the  plate  is  briefly  this:  A  number  ot  rough  sheets  of  crude  cel- 
luloid are  superposed  one  abo^'c  the  other  npon  the  bed-plate  in  a  chase 
or  mold  and  by  the  application  of  hydi*nu]ic  pi*eMsare  and  of  heat  the 
celluloid  is  softened  and  solidified,  the  lower  part  of  the  plastic  mass 
l>eing  forced  into  and  completely  filling  the  grooves  on  the  face  of  the 
boss.  Then,  after  the  application  of  water  or  other  cooling  agent, 
whereby  the  cellnloid  is  chilled  and  hardened  in  place,  the  chases  or 
sides  of  the  press  arc  removeil — 
and  the  material  is  found  in  a  homogeneous  slab  8ccnre<l  npon  the  boss. 

The  specification  here  states: 

Being  exposed  to  the  nir,  the  cfHuloid  shrinlss  somewhat,  wliich  canses  the  portion 
thereof  which  has  been  fort-nl  into  the  inclined  grooves  to  fijiorute  as  clntchcsor 
hooks,  ^niKpiug  tho  niet;i1  with  immense  power,  and  hohlin;;  the  slab  lirnily  by  a 
tension  toward  the  center  against  any  movement  or  force,  cither  hiteral  or  upward. 
Thus  is  tlie  prime  object  of  the  invention  accomplished. 

We  do  not  deem  it  necessary  to  set  forth  with  particularity  the 
other  two  steps  of  the  Hyatt  process — namely,  the  cutting  and  drying 
of  the  sheets— and  hence  we  pass  over  so  much  of  the  specification  as 
relates  to  the  same  and  to  the  devices  employed  therein. 

Near  the  close  of  the  siM^cificsition  we  find  the  following  paragraphs 
relating  to  the  first  8te]>  of  the  process: 

It  is  obvions  that,  after  one  of  the  nbibs  has  been  shaved  oiT,  leaving  only  a  thin 
film  of  celluloid  upon  the  plate,  a  second  Mlab  may  be  secured  thereon  by  means  of 
eoUodion.  cement,  or  other  suitable  solvent;),  that  will  cause  tbe  slab  to  unite  homo- 
geneously with  the  film  reuiainiii;::  upon  tlie  ]>1:itc,  when  tlio  slab  thus  attached  may 
be  manipulated  the  same  as  though  securetl  npon  the  ]»lato  in  the  manner  first  above 
detailed. 

The  plate  A  may  be  grooved  biterally  or  otherwise,  and  bars  of  wood  secureil  in 
the  grooves  so  as  to  be  flush  with,  or  slightly  above,  the  surface  of  the  plate,  aud  the 
slab  formed  upon  this  fonuatiou. 

Then  follows  this  pregnant  statement: 

The  pnqmseof  retainuig  the  slab  in  ]H>sitiou  miiy  be  eflected  also  by  vertical  aper- 
tures in  the  )»1ate,  or,  in  fact,  njierturcsor  elevations  of  any  order  in  or  upon  or  alxuit 
which  the  pl:istie  coiniioMition  can  be  forced,  aud  there  permitted  to  harden,  the 
essence  of  thiM  clement  of  the  invention  being  to  affix  a  plate  [slab]  of  plastic  crm- 
pasition  upon  a  plate  luiinovably  by  combined  heat  aud  pressure  and  subsequent 
cooling. 

The  patent  has  thirty  one  claims;  but  infringement  by  the  defend- 
ants of  the  twenty-eighth,  thirtieth,  and  thirty-first  claims  only  is 
afHrmed.    Those  claims  are  a><  foHows: 

28.  The  withiii-dcKcvibcd  ]iroecsH  of  making  sheets  of  plastic  compoNition,  which 
consists,  first,  in  forming  and  causing  the  adhesion  of  a  slab  of  the  composition  to  a 
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plate;  aeeond,  subjecting  each  slab  to  the  oiieration  of  a  plane  to  reduce  it  to  sbeete; 
and,  tbird,  drying'the  sbeetH  thus  produced  in  a  fVame,  substantially  as  set  forth. 

30.  A  slab  of  plnstic  composition  fixed  upon  a  bed  or  plate  by  the  means  substan- 
tially as  heroin  sitecified,  for  the  purpose  of  enabling  the  division  or  planing  of  the 
slab,  substantially  a»  set  forth. 

31.  A  plate  carrying  a  slab  of  plastic  composition  affixed  thereon  by  means  of  heat 
and  pressure,  substantially  as  set  forth,  and  for  the  purpose  specified. 

The  coart  below  was  of  the  opinion  that  the  Letters  Patent  in  snit 
are  limited  to  an  apparatus  and  process  whereby  the  slab  of  eellaloid 
is  affixed  to  a  sapporting  surface  duriif  g  the  operation  of  planing  it  into 
sheets  by  the  employment  of  the  contractile  power  of  the  material 
developed  iu  the  cooling  of  the  heated  mass,  and  therefore  adjudged 
that  the  defendants  did  not  infringe  any  of  the  claims  of  the  patent  by 
the  use  of  an  all-metal  plate  having  ^  i)erfect]y  smooth  surface,  to 
which  the  block  of  celluloid  is  held  by  atmosplieric  pressure  and  adhe- 
sion only,  agreeably  to  the  method  described  in  and  covered  by  Letters 
Patent  No.  387,947,  dated  August  14, 1888,  issued  to  Francis  Gnrti^s 
assignor  to  The  Arlington  Manufacturing  Company,  one  of  the  appel- 


The  construction  which  the  court  below  thus  gave  t9  the  patent  in 
snit  is  the  same  it  received  in  the  case  of  The  Celluloid  Manufacturing 
Company  v.  The  American  Zylonite  Company^  (C.  D.,  1888, 243;  42  O.  G., 
961;  31  Fed.  Rep.,  904,)  a  suit  on  this  patent  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  Massachusetts,  Mr.  Justice  Gray 
there  delivering  the  opinion  of  the  court. 

If  the  court  below  was  right  in  its  views  as  to  the  scope  of  the  Hyatt 
patent,  its  conclusion  npon  the  question  of  infringement  was  indispu- 
tably correct,  for  clearly  in  the  practice  of  the  defendant's  method  of 
securing  the  slab  of  celluloid  to  a  smooth  metal  plate  the  contractile 
force  of  the  material  is  not  utilized.  This  the  appellant's  ezperty  Mr. 
Brevoort,  concedes.    He  testifies  that  in  the  defendant's  method — 

there  is  no  holding  dne  to  the  shrinking  of  the  material  as  it  oools, 

and  he  admits  that  if  the  claims  are  limited  to  a  block  fixed  to  the 

plate — 

by  the  power  it  exerts  iu  sbrinkiug,  then  the  defendants  do  not  infringe. 

We  are  therefore  brought  to  the  consideration  of  the  controlling 
question.  What  is  the  true  construction  of  the  patent  in  suit  with 
particular  reference  to  the  three  claims  alleged  to  be  infringed  by  the 
defendants) 

Now,  we  agree  with  the  appellant  that  the  patent  describes  and  claims 
a  process.  But  what  is  the  nature  of  that  process?  The  specification 
gives  no  uncertain  answer.  From  first  to  last,  as  our  above  quotations 
demonstrate,  it  lays  special  stress  upon  the  shrinking  quality  of  the 
celluloid  in  cooling  and  its  consequent  exercise  of  a  contractile  agency 
in  holding  the  slab  to  the  plate  in  a  fixed  position  while  it  is  subjected 
to  the  strain  of  the  plane.    Thus  at  the  outset  it  is  stated  that  upon  the 
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hardening  and  slirinking  of  the  material  the  portions  thereof  in  the 
grooves  operate  as  a  series  of  hooks  or  clutch  en  to  retain  the  slab  in 
place.  Then,  after  describing  the  operation  of  forming  the  slab  by  heat 
and  pressure,  it  is  stated  that  ui)on  expoHure  to  the  air  the  celluloid 
Mhrinks  somewhat,  whicli  causes  the  portions  wliich  have  been  forced 
into  the  inclined  grooves  to  act  as  clutches  or  hooks,  grasping  the 
metal  with  immense  i)ower  and  holding  the  slab  firmly  by  a  tension 
towanl  the  center  against  any  movement  or  force  either  lateral  or 
npward.    Then  follows  the  significant  declaration: 

Thus  is  the  prime  object  of  the  inveutiou  aceouiplisbed. 

In  the  face  of  this  announcement,  how  can  it  be  said  that  theutiliza- 
tion  of  the  contractile  energy  of  the  slab  is  not  a  necessary  feature  of 
the  patented  process  t  But  this  is  not  all.  The  specification  proceeds 
to  state  that  the  purpose  of  retaining  the  slab  in  position  may  be 
effected  by  vertical  apertures,  or  by  apeitures  or  elevations  of  any  order, 
in  or  upon  or  about  which  the  plastic  comi)Osition  can  be  forced  and 
there  permitted  to  harden,  <'  the  essence  "  of  this  step  of  the  invention 
being  to  affix  the  slab  ui)on  a  plate  immovably — 
by  combined  heat  aud  pressure  aud  siibsequeut  cooling. 

The  subsequent  cooling  is  thus  declared  to  be  of  the  substanoeof  the 
invention. 

It  will  be  perceived  that  Hyatt's  real  discovery  was  not  that  celluloid 
in  cooling  would  shrink,  but  that  the  contractile  energy  thereby 
developed  could  be  turned  to  the  achievement  of  that  which  had  been 
'^  esteemed  a  great  desideratum  " — namely,  the  affixing  of  a  slab  of  the 
material  upon  the  sustiiiuing  surface  immovably — ^and  the  conception 
is  well  expressed  in  the  first  claim  of  the  patent: 

A  slab  of  material  secured  upon  a  surfiokco  tbroagb  the  operation  of  the  power  it 
exerts  in  sbrinking,  acting  upon  two  or  more  elevations  or  depressions  on  or  in  the 
surface  on  which  the  slab  is  placed. 

The  8i>ecification  throughout  contemplates  the  interlocking  of  the 
slab  with  the  plate  by  its  own  action — ^its  contractile  power — under  heat, 
pressure,  and  subsequent  cooling.  This  is  the  underlying  jmnciple  of 
the  invention  disclosed  by  the  patent.  !No  other  agency  for  accom- 
plishing the  desired  result  is  suggested,  nor  is  any  other  fairly  deduci- 
ble  from  anything  set  forth  in  the  specification.  The  method  briefly 
referred  to  of  uniting  homogeneously  a  second  block  with  the  film  of 
celluloid  left  on  the  plate  obviously  is  a  mere  modification  of  the  first- 
described  oi)eration  and  intro<luce8  no  different  x)rinciple.  Not  does 
the  suggested  form  of  plate  with  bars  of  wood  secured  in  the  grooves 
so  as  to  be  flush  with  or  slightly  above  the  surface  of  the  plate  indicate 
any  departure  from  the  interlocking  and  clinching  action.  In  his 
original  deposition  Mr.  Brevoort  upon  this  point  testifies: 

This  methodi  like  the  first  one,  contemplates  an  interlocking  of  the  slab  with  the 
plate,  the  wood  presenting,  by  reason  of  its  structure,  spaces  within  which  portions 
of  the  block  eould  penetrate  aud  harden.  gitized  by  G  t 
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This,  we  think,  i.s  the  natural  and  correct  view,  aud  it  is  oonflrnied 
by  the  testimony  of  Mr.  Hyatt,  who  states: 

Before  I  ina<1e  use  of  either  of  tliono  pnrticular  fnrmt  of  apertures  I  caused  the 
block  of  ceUnloid  to  ailhero  to  a  ]>lecc  nf  coame-grained  woo<l  by  means  of  solreota 
of  the  ceUnloid,  and  also  by  heat  and  pressnre,  which  caused  the  celluloid  to  enter 
the  pores  or  interstices  uf  the  wood,  and  which  held  the  blocks  while  being  cut  into 
sheets. 

But,  as  we  have  seen^  the  defendants  not  only  dispense  with  all 
grooves,  apertures,  and  elevations  and  theu*  equivalents — ^using  a  per- 
fectly smooth  surface  all-metal  plate — but  tliey  employ  a  force  to  retain 
the  slab  of  celluloid  iii  phu;e  entirely  different  from  that  of  the  Hyatt 
invention  and  operating  in  a  dift'erent  way.  In  a  woi'd,  the  two  pro- 
cesses diit'er  in  principle. 

Now,  undoubtedly,  where  an  invention  is  meritorious  and  of  a  pri- 
mary character,  as  seems  to  be  the  case  here,  the  patent  should  be  lib- 
erally intcrx)rcted,  so  as  to  secure  to  the  patentee  his  real  invention  as 
he  has  disclosed  it  to  the  public  by  his  specification;  and  if  it  be  for  a 
pftocess  he  should  be  protected  from  the  unauthorized  practice  of  it  by 
others  by*  whatsoever  modes  or  forms  of  apparatus  they  may  apply  the 
process.  (Tilghman  v.  Proctor^  C.  D.,  1881,  163;  19  O.  G.,  859;  102  U. 
S.,  707;  Morley  Machine  Co.  v.  Lancaster,  C.  D.,  1889,380;  47  O.  G., 
267;  129  U.S.,  203;  J^tm' v.  Jtrtw/ff,  C.  D.,  1889,  408;  47  O.  G.,  402; 
129  U.  S.,  683.)  The  appellant's  pretentious,  however,  far  transcend 
the  limits  of  these  settleil  and  just  rules.  Virtually  the  appellant 
claims  all  means,  however  dilfering  in  mode  of  aotion  and  principle 
i^ni  the  process  described  in  the  patent,  whereby  a  slab  of  celluloid  is 
caused  to  adhere  to  a  plate  for  the  purpose  of  planing  it  into  sheets; 
but  a  construction  which  would  so  expand  the  appellant's  exclusive 
rights  is  altogether  inadmissible  under  the  terms  here  chosen  to  express 
the  invention.  {McClain  v.  Ortmayer,  C.  D*,  1891,  532;  57  O.  G.,  1229; 
141  U.  8.,  419.) 

As  was  said  with  reference  to  a  patent  for  a  process  in  Tilghman  v. 
Proctor,  Hupra,  (pp.  729,  730,)  so  is  it  to  be  said  here,  that  the  true 
meaning  of  the  claims  is  to  be  sought  by  comparing  them  with  the  con- 
text of  the  specification,  the  descripticm  therein  contained  giving  to 
the  claims  tlic  proiH'.r  construction  and  qualification.  Moreover,  claim 
28  is  expressly  for  *'  tlie  within  described  process,"  and  each  of  the 
three  claims  here  in  question  has  the  clause  <^ substantially  as  set 
forth,"  which  connects  the  claim  with  the  specification  and  thus  limits 
it.     {The  Coriiphuiter  Patent,  6  O.  G.,  302;  23  Wall.,  218.) 

In  this  connet'tion  we  deem  it  worthy  of  notice  that  claim  30,  as 
orginally  fonnulatcd,  read: 

A  slab  of  plastic  couipositiou  fixed  upon  a  bod  or  pluto  by  mechanical  or  adhesive 
acti-ou,  &c.; 

but  pending  the  proceedings  in  the  Patent  Office  the  applicant,  by  his 
own  voluntary  act,  it  would  seem,  amended  the  claim  by  striking  out 
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the  words  <<  mechanical  or  adhesive  action  "  and  substituting  the  clause 
*^  by  the  means  substantially  an  herein  specified,"  a  change  which  appears 
to  indicate  an  intention  on  his  part  entirely  inconsistent  with  the  posi- 
tion ui>on  which  the  appellant  now  insists. 

Upon  the  most  careful  consideration  of  the  whole  case  we  cannot 
avoid  the  conclusion  that  the  court  below  rightly  construed  the  speci- 
fication and  claims  of  the  patent,  and  accordingly  the  decree  must  be 
afHrmed. 


[TJ.  S.  ClKttlt  Court— Northern  Dittrlot  of  Now  York.] 

Battmeb  r.  Will  et  al. 

Decided  December  tSy  1892, 
64  0.  G.,  1265. 

1.  BAUMER—APPARATrS  FOR   SllAPIKO   AND  FlNMHIMO    CaNDLBS—LiMITATION  OF 

Claims. 
Letters  Putent  No.  390,200,  Anton  F.  Banxuer,  November  10, 1885,  oomprisinf; 
a  tabular  holder  for  embracing  the  body  of  the  candle,  a  die  at  one  end  of  the 
holder,  and  a  plunger  at  the  other  end,  limited  strictly  to  apparatus  described 
by  prior  state  of  the  art,  which  is  Aill  of  machines  for  molding  and  pressiuir 
plastic  material  by  means  of  a  die  and  plnnger,  and  by  British  patent,  John  Lyon 
Field,  1S66,  whloh  was  for  same  product  and  most  have  required  mold  shaped  at 
one  end  exactly  like  patentee's  die. 

2.  Same— INFRINOEMVNT. 

The  patent  named  was  not  infringed  by  a  construction  which  had  a  single  die 
at  one  end  for  molding  the  cone-shaped  foot  after  the  wax  has  been  8oft45Dcd  to 
make  it  plastic  and  a  cushion  or  bearing  whose  sole  ofiQce  was  to  hold  the  tip  of 
the  candle  while  the  candle  was  molding  at  the  other  and  which  did  not  embrace 
the  body  of  the  candle. 
8.  Samb— Patbxtable  Xovelty  Questioned. 

"  The  thing  produced  being  old,  and  dies  for  making  articles  in  character 
being  well  known,  the  patent  would  seem  to  be  dangerously  near  the  doctrine  of 
the  bretzel  case."  (Citing  Butler  v.  Siickel,  C.  D.,  1890,  522;  53  O.  G.,  1090j  137 
r.S.,21.29.) 

Mr.  C  H.  DfteH  for  the  complainant. 
Messrs.  Smith  d*  Denisan  for  the  defeudants. 

C*oxB,  J.  ; 

This  is  an  eqnity  action  for  the  infringement  of  Letters  Patent  No. 
3.*X),2(K),  granted  to  Anton  F.  Baumer  November  10,  1885,  for  an 
improved  apparatus  for  .shaping  and  finishing  ctuidles. 

The  pnrpoKe  of  this  invention  is  to  apply  the  iinal  shape  and  (iDish  to  the  exterior, 
and  more  particulnrly  to  th^  ends,  of  candles  molded  or  otherwise  formed  approxi- 
mately to  shape, 

The  invention  consists — 

in  an  apparntns  comprising  a  tnbnlar  holder  for  embracing  the  body  of  tb**  candle, 
a  die  at  one  end  of  Sjiid  holder,  and  a  plunger  at  the  opposite  emUof  the  jsame, 
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whereby  the  candle  is  oompreMed  endwite  between  said  die  and  planger,  which 
impart  the  final  shape  and  finish  to  the  ends  of  the  candle,  and  at  the  same  time 
expand  the  candle  cironmferontially  in  the  tnbt^lar  holder,  which  straii^tens, 
smooths,  and  finishes  the  exterior  of  the  body  of  the  candle;  and  the  invention  also 
consists  in  certain  auxiliary  derices  connected  with  the  aforesaid  apparatus. 

The  claims  involved  are  as  follows: 

1.  An  apparatus  for  shkping  candles,  comprising  a  tubular  holder  for  embracing 
the  body  of  the  candle,  a  die  at  one  end  of  naid  holder,  and  a  plunger  in  the  opposite 
end  of  the  same,  substantially  as  set  forth  and  shown. 

2.  The  combination  of  the  tubular  candle-holder,  dies  at  opposite  ends  of  said 
holder,  and  a  plunger  carrying  one  of  said  dies,  as  and  for  the  purpose  specified. 

4.  The  combination  of  the  tubular  candle-holder,  a  conical  die  at  one  end  of  said 
holder  and  corrugated  longitudinally  to  taper  and  corrnjrate  the  foot  of  the  oandle, 
a  concaved  die  in  the  opposite  end  of  the  holder  to  taper  the  top  of  the  candle,  and 
a  plunger  carrying  one  of  said  dies,  substantially  as  set  forth  and  shown. 

The  defenses  are  lack  of  novelty  and  invention  and  non-ini)ringement. 

In  1865  John  Lyon  Field,  an  Englishman,  made  and  patented  a 
candle  with  an  enlarged  cormgated  foot  made  in  the  shape  of  an 
inverted  frnstnmof  a  cone,  so  that  it  would  iit  the  socket  of  any  candle- 
stick. The  Field  candle  was  made  in  a  mold.  The  patentee  makes  a 
candle  precisely  similar  in  appearance,  but  by  a  dififerent  method.  He 
takes  an  ordinary  molded  candle  and  in  order  to  make  the  enlarged 
foot  forces  the  lower  end  into  a  die  shaped  exactly  like  the  lower  end 
of  the  mold  in  which  the  Field  candle  must  have  been  made.  The 
product  is  the  same  in  both  instances. 

The  patentee's  candle  is  no  better  than  Field's  candle.  The  method 
of  making  the  former  would  seem  to  be  more  cumbersome  and  exi>eu- 
sive.  If  there  be  any  advantage  in  putting  the  candle  through  two 
manipulations  where  one  would  suffice,  it  is  neither  pointed  out  in  the 
patent  nor  was  it  explained  at  the  argument. 

The  thing  produced  being  old,  and  dies  for  making  articles  similar 
in  character  being  well  known,  the  patent  would  seem  to  be  danger- 
ously near  the  doctrine  of  the  bretzel  case.  Bretzels  were  old  and  dies 
tor  cutting  dough  were  old.  It  was  therefore  held  that  it  was  not 
invention  to  make  a  die  that  would  cut  a  bretzel.  (Butler  v.  SticJcely 
C.  D.,  1890,  522;  53  O.  G.,  1090;  137  U.  8.,  21,  29.) 

But,  in  any  view,  the  invention  is  a  narrow  one.  The  prior  art  was 
full  of  machines  for  molding  and  pressing  plastic  material  by  means  of 
a  die  and  plunger.  Several  of  these  machines  appear  in  the  record. 
It  is  entirely  clear  that  the  patent  cannot  have  a  broad  construction^ 
and  that  the  doctrine  of  equivalents  cannot  be  invoked  to  bring  within 
the  claims  structures  which  do  not  contain  the  features  expressly  made 
a  part  of  the  claims.  (Derby  v.  Thompson,  C.  D.,  1892  715;  61  O.  G., 
1950;  146  U.  S.,  476.) 

Confining  the  claims  to  the  apparatus  described,  the  defendants  do 
not  infringe.  They  do  not  use  a  liolder  which  impaits  a  final  finish  to 
the  oandle,  for  the  reason  that  it  does  not  completely  inclose  the  caudle. 
They  do  not  employ  two  dies  at  opposite  ends  of  the  holder.    They 


DECISIONB   OF   U.  8.  COURTS   IN   PATENT   CASES.  491 

have  H  single  die  at  one  end  for  molding  the  oone-nhaped  foot  after  the 
wax  has  been  softened  to  make  it  plastic.  While  this  operation  is 
being  earned  on  the  tip  of  the  candle  is  held  firmly  in  a  cnshion  or 
bearing  to  prevent  the  candle  from  slipping  when  subjected  to  the 
action  of  the  plunger  at  the  other  end.  This  bearing  or  cushion  does 
n€t  impart  any  form  or  finish  to  the  tip  of  the  candle,  as  does  the  com- 
plainant's die.    Its  office  is  solely  to  hold  the  candle  in  place. 

The  first  claim  contains  the  following  elements :  first,  a  tubular  holder 
for  embracing  the  body  of  the  candle;  second,  a  die  at  one  end  of  the 
holder,  and,  third,  a  plun/icer  at  the  opposite  end. 

A  machine  which  infringes  this  claim  must  be  constructed  with  the 
die  and  the  plunger  at  opi)oslte  ends  of  the  holder.  The  cushioned 
support  used  by  the  defendant  is  not  a  die.  Therefore  there  is  no  die 
opposite  the  plunger  end  of  their  holder.  Indeed,  it  is  doubtful  if  they 
employ  the  first  element  of  the  claim.  Their  holder  embraces  a  part  of 
the  candle  only.  It  is  not  adapted  to  straighten,  smooth,  or  finish  the 
exterior  of  the  candle  or  permit  it  to  expand  circumferentially.  The 
upper  xMurt  of  the  caudle  is  not  touched  by  the  holder  in  any  way. 

Of  course,  if  the  first  claim  is  not  infringed,  neither  of  the  others  are, 
as  both  of  them  describe  a  bolder  with  two  dies,  one  at  each  end.  Tlie 
defendants,  as  has  been  seen,  use  an  apparatus  having  but  one  die. 

The  bill  is  dismissed. 


[U.  fl.  Circuit  Court— I>i8triot  of  New  JorMj.] 

Aerated  Fuel  Company  r.  Woodbury  Glaks  Company.  Same  v. 
Cox  &  Sons  Company  ct  al  Same  v.  Cohansey  Glass  Manu- 
facturing Company. 

Ikotded  January  SI,  1S93, 
64  O.  G.,  1266. 

1.  BuLLARD— Apparatus  for  Burning  HTDRocARnox— Patentablk  Novelty. 

Letters  Pntoiit  No.  397,336,  Jiimes  H.  BnUnnl,  Febrimry  5,  1889,  comprising  a 
barner  arranf^fMl  within  a  glaas-fnmace,  two  distinct  pipes  running  to  and  con- 
nected with  the  burner— one  an  oil-snpply,  the  other  an  air-snpply  from  an  air- 
conipres(M»r — and  a  regulator  f«ir  niitoniaticall}'  controlling  the  compressor  and 
pressure  of  air  fed  to  banter,  not  anticipated  by  Patent  No.  365,789,  granted  to 
snid  Biillai-d  on  .)nly  5,  18^7,  in  which  the  air-pipe  does  not  lead  directly  to 
the  burner,  bnt  to  an  nir-npaco  in  the  n]>per  part  of  the  littuid-fuel  tank,  from 
which  tank  the  oil  is  force«l  by  air-preH.HUTe  through  an  exterior  tube,  Avhile  :it 
the  saiuc  time  air  is  forced  from  the  air-space  in  the  t^nk  up  through  an  annulsir 
air-passuge  betwerni  Huid  inner  aud  exterior  tubcH,  meeting  tlie  oil  at  the  outer 
end  of  the  tube,  where  a  screw-cap  having  a  small  central  perforation  is  ada]»t4'd 
to  rcgiilnto  the  proportion  of  mixed  nir  imd  oil  ejected,  though  it  was  oM  to 
regulate  the  flow  of  liquids  through  ]iipos  by  cocks. 

2.  Samk— Patkntaulk  Novelty  Kvii»KxrRi>  nv  SucrKAS  in  RRPi.A<;iNa  Citation. 

The  patent  of  1887  did  not  independently  regulate  air  and  oil,  aud  was  there- 
fore a  failure,  and  was  replaced  by  apparatus  made  under  1889  patent,  which 
were  entirely  satisfactory,  and  this  a  reason  for  sustain iug  patent         ^^ 
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8.  Samk— Scope  OF. 

Patentee  is  entitled  to  aU  the  advantages  incident  to  the  patented  apparatos, 
even  though  not  described  in  the  specification  or  originally  perceived  by  the 
inventor.    (Roberts  v.  liyer,  C.  D.,  1876,  439;  10  O.  G.,  204.) 

Mr.  Arthur  v.  Briesen  for  the  complainant. 
Mr,  Francis  T,  Chambers  for  the  defendant 

ACHESON,  J. ; 

Each  of  these  three  suits  is  upon  Letters  Patent  No.  397,336,  to 
James  H.  Bullard,  dated  February  5,  1889. 

The  patented  invention,  the  specification  represents,  relates  to  an 
<<  apparatus  for  securing  the  burning  of  hydrocarbon  fuels  and  the 
regulating  thereof."  The  apparatus  illustrated  and  described  com* 
priMcs  a  burner  which,  as  shown,  is  arranged  within  a  glassfurnace, 
two  diutinct  pipes  running  to  and  connected  with  the  burner — one  an 
oil-supply  pipe  leading  from  a  liquid-fuel  receptacle,  the  other  an  air- 
supply  pipe  leading  from  an  air-compressing  machine— and  a  regulator 
for  automatically  controlling  the  compressor  and  maintaining  tlie  com- 
pressed air  as  fed  to  the  burner  at  a  uniform  pressure.  The  specifica- 
tion states: 

A  cock  is  provided  both  in  the  air  and  oil  supply  pipes,  as  seen  at  \  and  j',  respec- 
tively, whereby  u  normal  or  desirable  proportional  issue  of  air  and  oU  to  the  burner 
is  secured  under  their  proper  o])eratiou8. 

The  patent  has  a. single  claim,  which  is  as  follows: 

An  apparatus  for  securing  and  regulating  the  coiubnstiou  of  liquid  iuel  in  glass- 
melting  and  analogous  furnaces,  consisting  of  a  burner,  a  Uquid-fuel  tank,  a  pipo 
connecting  said  fuel-tank  and  burner,  an  air-coinpressor  having  a  steam-pii>e  for 
conveying  steam  thereto  for  driving  the  same  provided  with  a  valve,  a  pipe  connect- 
ing said  air-compressor  and  said  burner,  a  regulator  connecte<l  to  and  actuatc<l  by 
the  pressure  in  said  nir-pipe,  and  a  connection  between  a  movable  part  of  said  regu- 
lator and  said  steam- valve,  whereby  the  feeding  of  steam  to  said  air-compressor  is 
regulated  and  a  consequent  regulation  of  the  air-pressure  to  the  burner  is  secured, 
snbst^mtirilly  as  and  for  the  purposed  described. 

There  is  here  no  contest  as  to  infringement.  It  is  conceded  by  the 
defendants'  counsel,  ami  must  be  under  the  unconti'adicted  proofs,  that 
if  the  patent  is  valid  the  defendants,  respectively,  infringe  the  claim. 

As  then,  admittedly,  the  only  question  for  the  court  is  whether  the 
plaintiflTs  patent  is  valid,  we  might  perhaps  avoid  any  reference  to  the 
construction  to  be  given  to  the  claim;  but  it  may  be  well  here  to  say 
that  we  do  not  accept  the  suggestion  that  the  words — 

whereby  the  feeding  of  steam  to  said  air-compressor  is  regulated  and  a  conseqnent 
regulation  of  the  air-pressure  to  the  burner  is  secured— 

define  the  function  of  the  entire  combination.  That  reading  would  be 
too  narrow.  The  quoted  clause  expresses  the  npecific  function  of  the 
particular  constituent  with  which  it  stands  immediately  connectedi 
while  the  opening  words  of  the  claim — 

an  apparatus  for  securing  and  regulating  the  combustion  of  liquid  fnel  in  glass- 
melting  and  analogous  furnaces—  ^^  . 

indicate  the  purpose  of  the  combination  as  a  wBdfe^^y^^^S^^ 


DECISIONS  OF    U.  S.  COURTS   IN   PATENT   CASES.  493 

The  validity  of  tUcplaiutifi^s  pattsnt  is  denied  upon  the  grounds,  tirst, 
that  the  entire  combination  claimed  was  anticipated  by  Letters  Patent 
No.  3(r>,7iS0,  granted  to  stiid  Bullaitl  on  Jnly  5, 1887,  and,  secondly, 
that  in  vieir  of  the  previous  state  of  the  ai*t,  including  what  was  shown 
in  Bullard'8  earlier  patent,  no  patentable  invention  is  disclosed  or 
claimed  by  the  patent  in  suit. 

Kow,  the  earlier  Bullard  patent  cited,  is,  indeed,  for  improvements  in 
furnaces  for  burning  hydroi*arbon  fuels,  and  certainly  it  does  exliibit 
many  of  the  constituents  of  the  combination  here  in  question,  including 
an  air-compressor  and  an  automatic  regulator;  but  we  cannot  assent  to 
the  defenilants'  proposition  that  the  two  Bullard  patents  show,  respec- 
tively, exactly  the  same  combination  of  working  parts.  There  are,  we 
think,  essential  differences  between  the  two  devices  in  construction, 
oi>eration,  and  results.  In  the  1887  apparatus  the  air-pipe  from  the  air- 
compressor  does  not  (as  in  the  latter  constiaiction)  nm  to  and  connect 
with  the  burner,  but  leads  to  and  coiiimunicates  with  an  air-space  in 
the  upper  part  of  the  liquid-fuel  tank,  and  by  the  air^iressure  thus 
applied  oil  for  the  burner  is  forced  into  and  through  a  tube  which 
extends  from  near  the  bottom  of  the  tank  up  to  and  through  an  exterior 
tube  secured  to  the  top  of  the  tank,  while  at  the  same  time  air  is  forced 
from  the  air-space  in  the  tank  up  through  an  annular  air-passage 
between  said  inner  and  exterior  tubes.  The  latter  tube  is  provided  at 
its  outer  end  with  a  screw-cap  having  a  small  central  perforation  through 
which  the  mingled  liquid  ftiel  and  air  are  ejecte<l  in  proportions  regu- 
lated by  screwing  the  cap  in  or  out.  Thus  it  will  be  i>erceived  that  in 
the  apparatus  of  1887  the  supply  of  oil  to  the  burner  de]>ends  altogether 
upon  the  pressure  of  the  air,  whereas  under  the  patent  in  Huit  the  oil- 
supply  and  the  air-supply  are  entirely  indei)endent  of  each  other.  Then 
the  apparatus  of  1887  is  so  organizeil  that  with  respect  to  the  oil  and 
air  supplies  it  is  not  capable  of  independent  regulation.  Thus  the  flow 
of  oil  cannot  be  reduced  without  increasing  the  flow  of  air,  and  so  vice 
versa.  This  proved  to  be  a  most  serious  defect,  for,  as  a  result,  the 
power  to  vary  the  character  of  the  flame  to  meet  the  necessities  of  the 
work  in  hand  was  very  much  limited;  but  the  two  supply-pipes  in  the 
apparatus  of  1889,  being  entirely  separate  and  drawing  their  contents 
from  distinct  souroes,  are  capable  of  indeiiendent  regulation,  so  that 
the  quantities  of  oil  and  air  can  be  controlled  indei)endently  of  each 
other,  and  thereby  such  varying  character  of  flame  produced  as  is 
required. 

Undoubtedly  the  regulation  by  means  of  cocks  of  the  flow  of  fluids 
through  pipes  was  old.  Many  of  the  prior  patents  in  evidence  show 
cocks  employed  to  perform  this  function.  Indeed,  they  are  obvious 
and  implied  devices  for  the  puriK)se.  But  here  the  point  is  this,  that 
Bnllard's  1887  apparatus  did  not  admit  of  the  ]ndei>endent  control  of 
the  flow  of  oil  and  air  by  cocks  or  by  any  other  means.  Therein  it  was 
radically  defecUve.  ,.g,^^,  .^  Google 
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Again,  Ballard's  18S9  apparatus  has  another  important  capability 
not  to  be  foond  in  that  of  1887.  By  the  earlier  apparatus  it  tras 
impossible  to  supply  more  than  one  furnace  from  the  same  fuel -tank; 
but  the  1889  eonstructiou  permits  of  the  supply  of  oil  and  air  to  a 
great  number  of  fumaoes  from  one  fuel-tank  and  a  single  air-oompressor 
governed  by  one  regulator,  ^or  is  this  great  advautage  incident  to 
Bullard's  later  patented  apparatus  to  be  left  out  of  view,  because  it  is 
not  referred  to  in  the  specification  or  even  may  not  originally  have 
been  perceived  by  the  inventor.  (Roberts  v.  Byetj  G.  D.,  1876,  439;  10 
O.  G.,  204;  91  U.  S.,  167.) 

Once  more,  it  appears  that  in  actual  practice  the  BuUard  apparatus 
of  1887  was  a  flailure,  and  this  chiefly  because  its  construction  and 
mo<le  of  operation  precluded  the  independent  regulation  of  the  oil  and 
air.  In  fact,  the  use  of  the  1887  apparatus  has  been  abandoned.  Fur- 
thermore, the  evidence  shows  that  the  machines  which  were  constnicted 
in  accordance  with  the  earlier  patent  have  been  replaced  by  others 
made  under  the  1889  patmt,  and  that  these  latter  machines  have  given 
entire  satisfaction. 

Upon  the  whole  case,  then,  we  feel  quite  justified  in  holding  that  the 
plaintiffs  patent  was  not  anticipated  by  Bullard's  earlier  apparatus. 
(Consolidated  Valve  Co.  v.  Crosbff  Valve  Co.,  0.  D.,  1885, 180;  30  O.  G., 
991;  113  U.  S.,  157, 179;  The  Barbed  Wire  Patent,  G.  D.,  1892,  299;  58 
O.  G.,  1555;  143  U.  8.,  275.) 

We  do  not  feel  called  upon  to  discuss  at  length  the  features  of  the 
numerous  other  patents  of  prior  dates  set  up  by  the  defenduits.  Avoid- 
ing particularity,  we  content  ourselves  with  saying  that  while  tiiey 
show  that  the  several  elements  here  employed  are  in  themselves  old,  yet 
none  of  them  discloses  the  combination  of  the  patent  in  suit 

Finally,  not  only  does  the  presumption  of  patentability  arising  from 
the  grant  of  the  patent  stand  unshaken,  but  there  is  afiirmative  proof 
of  the  patentable  novelty  and  utility  of  the  combination. 

A  decree  in  favor  of  the  plaintiff  will  be  entered  in  each  of  the  cases. 


[U.  S.  Cironit  Coart-EMteni  District  of  Pennsylvania.) 

S.  S.  WniTB^  Dkmtal  Manupactueing  CoMrAKv  V.  JonxsoN  et  ai. 

Decided  Jnne  6, 1S9S, 

64  O.  G.,  1268. 

Morrison— Adjustable  Chair— Prrliminauy  Injitnction. 

Oomploinaiit  in  a  Boit  for  the  infrin);em<'iit  of  a  i>ateiit  is  entitled  to  a  prelim- 
inary injnnction  where  it  a]>pear8  that  the  Snpromc  Court  of  the  Dintrict  of 
Columbia  liaa  in  a  prior  anit  Nustaiuod  the  validity  of  hin  patent,  and  Held  i\i:\i 
it  was  infringed  by  a  device  which  was  sttbiitaatiuliy  the  same  an  that  of  the 
preaeut  defendants.  ^  t 
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Suit  by  the  8.  S.  White  Denta]  Maimfactnring  Company  against 
JohnAon  and  othersfor  the  infringement  of  complainant's  patent.  Com- 
plainant moves  for  a  preliminary  injanction.    Writ  granted. 

Mr.  Jo%eph  C.  Fraleif  for  the  complainant. 

Mr.  Oeorge  Hardrng^  Mr.  Oeorye  B.  Helien^  and  Mr.  Jenme  Oariy  fox 
the  defendants. 

Dallas,  J.: 

This  is  a  motion  for  preliminary  iivjanction.  The  circamstances  which 
have  been  urged  in  argument  as  showing  acquiescence  by  the  plaintiff 
in  the  conduct  of  the  defendants  and  as  estopping  the  plaintiff  from 
nssei-ting  that  the  '^  foot  rest"  of  the  defendants  is  an  infringement  of 
the  patent  in  suit  have  been  fiilly  examined  and  careiiilly  considered; 
but  nothing  has  been  shown  which,  in  my  opinion,  amounts  to  a  waiver 
of  the  complainant's  rights  or  which  precludes  it  from  maintaining 
them  in  a  court  of  equity.  Therefore  it  is  necessary  to  dispose  of  this 
motion  upon  the  other  deienses  which  have  been  interposed,  and  these 
arc  (1)  that  the  patent  is  invalid,  and  (2)  that  the  defendants  have  not 
infringed.  Upon  both  points  this  motion  is  supported  by  the  decree  of 
the  Supreme  Court  of  the  District  of  Columbia  in  the  case  of  Morruon 
V.  J>ewial  Chair  Co.,  (C.  D.,  1889, 627 ;  49  O.  G.,  733.)  That  case  involved 
the  same  claim  as  here  in  question,  viz.,  the  ninth  claim  of  Ijctters  Patient 
No.  3G9,295,  dated  August  3<),  1887,  granted  to  James  B.  Morrison  for 
adjustable  chairs,  as  follows: 

In  combination  with  a  chair-body  having  a  platform  or  step  attached  thereto,  a 
enpiilemental  foot-rest,  and  arms  to  sustain  said  rest  pi  voted  to  the  platform  to  swing 
forward  and  backward  to  a  limited  extent  and  interlocking  with  said  platform  in  an 
upright  operative  itosition  when  tamed  rearward  as  well  as  forward,  whereby  said 
urn  IS  are  adapted  to  sustain  the  rest  in  either  of  two  operative  positions  at  different 
diMtauees  from  the  ohair-seat. 

This  claim  was  distinctly  sustained  by  the  decree  to  which  I  have 
n^fcrred,  and  for  the  purpose  of  this  application  its  validity  is  thereby 
conclusively  established,  {BnuthElectric  Co.  v.  Accumulator  Co.^  0.  D., 
1802,  632;  61  O.  G.,726;  50  Fed.  Ilep.,  833;  Cary  v.  SpHng-Bed  Co.,0. 
1).,  1886,120;  34  O.G.,  1158;  27  Fed.  Eep.,  299;  Cary  v.  Manufacturing 
Co.,  C.  D.,  1885,  394;  32  O.  G.,  1009;  24  Fed.  Rep.,  141 ;)  but  if  this  were 
otiierwise  still  the  only  new  matter  set  up  and  insisted  upon  here  is  a 
patent  issued  to  G.  L.  Bander  April  G,  1842,  fora  foot-rest  so  manifestly 
diflV^nt  from  that  of  Morrison  and  so  plainly  incapable  of  accomplishing 
its  object  that  it  is  obvioas,  upon  inspection,  that  they  do  not  conflict. 
The  Supreme  Court  of  the  District  of  Columbia  also  adjudged  that  the 
defendant  in  tiie  Morrison  c^ise  had  infrin;;ed  this  patent  by  the  use  of 
an  appliance  which  was  substantially  the  same  as  that  of  the  defend- 
ants in  the  present  oise.  The  infringing  device  of  the  Chair  Company 
was  said  by  Judge  Coze  to  be  identified  with  that  of  the  patent- 
by  the  fact  that  there  are  Ings  placed  ii])on  the  frame,  which  hfb,  exactly  as  in 
the  othar,  for  the  yety  pnrpose  of  preveutiug  the  rest  from  going  dowu  to  a  level 
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with  the  platform  and  for  the  puq>09e  of  keeping  it  in  position  where  it  can  oper- 
ate as  a  foot-rest. 

So,  also,  in  speaking  of  certain  devices  which  hafd  been  introdnced 
to  show  anticipation,  the  learned  judge,  in  distinguishing  them,  said: 

*  *  *  the  rest,  when  it  is  turned  rearward  instead  of  being  used  as  a  r«st  fur 
the  foot,  shuply  folds  up  flat  with  the  body  of  the  chair  or  platform,  and  therefore 
it  does  not  serve  the  purpose  of  a  rest  at  all. 

Andagsun: 

the  rest  was  foldeil  into  the  body  of  platform  or  went  down  immediately  upon  it 
and  was  not  sufficiently  elevated  from  it  to  be  used  at  all. 

It  is  evident  that  it  was  not  the  mere  pi^esence  of  <^  Ings'^  which  was 
considered  important,  but  the  fact  tha€  they  were  present — 
for  the  purpose  of  keeping  it  [the  rest]  in  position  where  it  can  operate  as  a  foot- 
rest: 

and,  although  lugs  are  absent  ftom  the  contrivance  of  these  defend- 
ants, yet  their  purpose  is  accomplished  by  simply  increasing  the  diam- 
eter of  the  footreist.  The  end  is  the  same,  and  the  difference  in  means 
is  not  substantial,  and  therefore,  if  there  was  infringement  in  the  case 
decided  by  Judge  Ooxe,  there  is  also  infringement  in  this  one. 

1  should  not  be  undei*sto<>d  as  intimating  any  independent  opinion 
npon  either  of  the  two  questions  which  were  determined  by  the  Snpreme 
Court  of  the  District  of  Columbia,  but  only  as  holding  that,  because 
they  have  been  determined  by  that  court,  and  npon  substantially  the 
same  evidence  as  has  been  now  adduced,  they  are  not  open  for  present 
consideration. 

The  motion  for  a  preliminary  ii\junction  is  grante<l,  and  the  writ  may 
issue  accordingly. 


[U.  S.  Cirenit  Coort  -Kastern  Dlstriet  of  Pennsylvaaia.] 

Williams  et  al.  v,  McNeelv  et  al. 

Decided  Jhhc  0, 1S93. 
64  O.  G.,  1268. 

PRELnflNART  INJUNCTION. 

A  preliminary  injunction  will  not  bo  granted  in  an  infringement  snit  where 
the  affidavits  of  experts  discloAC  a  conflict  that  cannot  be  decide<l  in  com- 
plainants' favor  wlthont  danger  of  nnjnstly  interfering  with  tbe  bnaineea  of 
defendanta,  ivbo  are  merely  uaerB  of  tbe  deyice  in  question,  and  Avbose  financial 
responsibility  is  not  questioned. 

On  Motion  for  pit^liniinary  injunction  in  a  suit  by  Williams  &  Web- 
ster against  McNeely  &  Co.,  for  alleged  infringement  of  a  patent.  Writ 
denied. 

Mr,  Ernest  Hoieard  Hunter  for  the  complainants. 
Mr,  S,  S*  HoUingstoorth  for  the  defendants. 
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Dallas,  J. ; 

An  application  for  a  preliminary  injnnction  is  not,  in  patent  causes 
any  more  than  in  others,  an  available  short  cut  to  an  u^udication  upon 
asserted,  but  disputed  and  doubtful,  right r.  Where  upon  such  a 
motion  the  defendant  avers  that  the  Hubject-matter  of  the  infringe- 
meut  alleged  differs  substantially  from  that  of  the  patent,  the  question 
thus  presented  ought  not  in  my  judgment  to  be  decided  upon  the 
ex  parte  affidavits,  but  should  be  left,  unless  the  defendant's  contention 
be  plainly  frivolous  and  unsupported,  entirely  open  for  decision  upon 
the  evidence  as  finally  presented. 

In  this  case  it  is  not  necessary  that  I  should  express  any  opinion 
upon  the  several  i)oints  which  have  been  discussed  by  counsel.  It  is 
sufficient  to  say  that  a  conflict  of  expert  opinion  as  to  the  fact  of 
infringement  has  been  disclosed,  which  possibly  may  be  reconciled  or 
be  made  easy  of  determination  by  ctossexamiuation  of  the  respective 
witnesses,  but  which  cannot  now  be  decided  in  favor  of  the  complain- 
ants vnthout  danger  of  unjustly  interfering  with  the  business  of  the 
defendants,  whose  financial  responsibility  is  not  questioned,  and  who 
are  but  users,  and  not  manufacturers  or  venders,  of  the  mechanism  in 
question. 

The  motion  for  preliminary  injunction  is  denied. 


[U.  8.  Circuit  Coiirt-DiAtrict  of  Montana.] 

Pacific  Cable  Railway  Company  v.  Butte  City  Strbet-kail- 

WAY  Company. 

Decided  ApHl  10, 189$. 

64  O.  G.,  1897. 

1.  Haludie— Cable  Cars— Infringement. 

Letters  Patent  No.  182,663  were  isfined  to  Andrew  S.  Hallidie  for  an  invention 
known  as  "improvements  in  railways."  The  claim  was:  "In  combination  witli 
the  cars  of  a  street  or  other  railway  which  are  intended  to  be  propeUed  by 
means  of  an  endless  cable  moving  in  an  underground  slotted  tunnel,  the  truck 
or  dummy  E,  having  the  permanently-attached  gripping  device  H.''  The  speci- 
fication described  a  dummy  in  which  the  grip  was  located  under  the  forward 
axle— there  being  two— and  which  was  not  provided  with  seats  for  carrying 
passengers.  Hisfd,  that  this  is  infringed  by  a  car  used  for  the  same  purpose,  and 
similarly  constructed,  save  that  the  gi'ip  is  located  midway  between  the  two 
axles  and  the  car  is  arranged  to  carry  passengers. 

2.  Same. 

The  infringement  is  not  avoided  by  so  attaching  the  gripping  device  ^hat  it 
may  be  detached  when  required,  for  the  terms  "permanently  attached"  iu  the 
claim  import,  merely,  that  the  gripping  device  is  an  essential  part  of  the  oar, 
and  not  that  it  is  incapable  of  removal . 
8.  Same— AHnciPATiOH. 

This  patent  is  not  anticipated  by  the  prior  patents  to  0.  T.  Beauregard  and  to 
A.  Ely  Beach,  or  by  the  former  patent  for  a  similar  device  issued  June  1,  1875, 
to  Hallidie  himself,  as  the  evidence  shows  that  the  present  device  was  per^ 
Ibeted  before  such  former  patents  were  issued.  ^, 
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4.  Samb— Prior  Usk. 

Where  the  defense  to  an  infriugeinent  suit  is  prior  nse,  the  burden  Is  ou 
defendant,  and  it  is  not  sustained  where  the  evidence  shows  that  the  alleged 
prior  use  was  only  for  experimental  purposes  and  had  with  a  view  to  perfecting 
the  device. 

Bill  by  the  Pacific  Cable  Railway  Company  ajiraiuBt  the  Butte  City 
Street-Bailway  Company  for  iofriDgement  of  a  patent.  Decree  for 
complainant 

Mr.  William  F.  Booth  and  Messrs,  Dixon  &  Dren^wn  for  the  com- 
plainant. 

Mr.  Qeorge  H.  Knight^  Mr.  F.  T.  McBride^  and  Mr.  George  Haldorn 
for  the  defendant. 

Knowles,  J.: 

The  above-named  complainant  filed  in  this  conrt  it»  bill  of  complaint 
against  the  above-named  dofendant,  and  Retting  forth  therein  that 
defendant  had  infHugcd  certain  Letters  Patent  No.  1S2,603,  which 
granted  certain  riglits  to  one  Andrew  S.  Hallidiefor  an  invention  known 
as  'MmprovementB  in  railways."  The  aaid  IJallidie,  it  ap)»ear8  fi*om 
the  bill,  obtained  the  said  patent  for  said  invention  and  assignetl  the 
same  to  complainant.  The  claim  of  said  Uallidie  in  his  patent  is  thus 
described : 

In  comhiuation  with  the  cars  of  a  street  or  other  railway  which  are  intended 
to  be  propelled  by  moans  of  uu  endUvw  cable  moving  in  an  underground  slottod  tnn- 
:  nel,  the  truck  or  dnutmy  K,  having:  the  pcruiatiently-ntt ached  gripping  device  H, 
•nbetautially  an  and  for  the  purpose  dcHcribcd. 

Bespondent  in  its  answer  to  ooinplainiint^s  bill  makes  the  following 
defenses:  First,  non-infringement;  second, anticipation  and non•paten^ 
ability,  and,  tliivd,  two  years'  puldic  use. 

The  first  question  ji'osentod,  then,  is:  Does  the  res|)ondent  infringe 
uiH)n  eoniplainanfs  pnioiited  device — that  is,  does  it  substantially  use 
the  dummy  car  specilied  in  complaiuaiif  s  bill  in  ronibination  with  the 
cars  of  its  street-railway?  Besi^ondent  owns  and  is  ojierating  a  street- 
railway  at  Bntte  (^ity,  Mont.,  n\\on  which  the  csirs  thereon  are  pro- 
pelled by  means  of  an  endless  cable  moving  in  an  underground  slotted 
tunnel.  The  evidence  shows  that  defendant  is  using  a  car,  which  may 
be  calleil  a  '*  dummy  car,"  to  which  is  atUiched  a  grix>ping  device  which 
seizes  tlie  said  cable  moving  in  an  underground  slotted  tunnel,  and  to 
this  is  attaclic<l  a  passenger  ear.  The  differenee  between  the  dummy 
car  of  complainant  ;ind  tliat  of  respondent  is  thus  described  by  »Tes8e 
M.  Smith,  a  witness  for  respondent: 

Couiparinf(thocar  used  by  the  defcuduut  with  tlic  dununy  of  tlio  p.atont.  it  n]ipe.ins 
that  the  dummy  is  a  c:ir  liavin;;  two  nxlos  and  lour  whceln,  and  iu  thie  particular  it 
JH  like  tho  gri]»-car  UHcd  by  dribudaut.  Tho  ^rip  of  the  car  of  tho  pafeut  ia  IcR'ated 
directly  under  one  of  tin;  axles  of  the  car,  while  in  the  car  of  the  defendant  tho 
(Trip  is  located  midway  between  the  axles  of  the  car,  and  therefore  doea  not  havo 
the  lul vantage  claimed  for  tbo  dummy  car  of  tho  patent,  with  its  grii)  locatofi  as 
•peoilied.    The  dummy  car  of  the  patent  is  not  provided  with  seats  aud  ia  uoi 
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desi  jpied  to  carry  passengers.  Tlie  grip-car  of  defendant  is  provided  with  seata  and 
is  designed  to  and  does  oarry  passengers,  and  is  used  with  or  without  a  trail-ear  con- 
nected to  it.  The  gripping  device  of  the  patent  is  stated  to  be  permanently  attaebed 
to  the  dnmmy  car,  while  the  gripping  device  used  by  defendant  is  not  pennftnenUy 
attached  to  the  car,  and  is  designed  to  be  readily  detached  from  the  car,  and  Is  so 
detached  as  often  as  may  be  required. 

Except,  perliaps,  as  to  the  last  specification  of  difference,  tliis  state- 
ment may  be  considered  as  stating  correctly  wherein  the  grip-car  of 
complainant  and  that  of  respondent  differ.  The  first  difference  con- 
sists in  the  moving  of  the  gripping  device  back  from  the  front  axle  of 
the  car  to  a  point  about  midway  between  the  two  axles  of  the  same. 
Is  this  a  substantial  variation  Y  It  is  apparent,  then,  that  it  operates 
the  same  as  though  it  were  i)la<'ed  under  the  first  axle,  unless  it  be 
ui)on  very  uneven  ground.  It  can  readily  be  seen  that  in  passing  over 
a  very  short  and  abrupt  rise  or  hillock  in  the  car-track  the  gripping- 
jaws  attached,  to  the  giip  arm  or  lever  would  always  remain  aboiit  the 
ssviue  distance  from  the  bottom  of  the  tube  or  tunnel  through  which  the 
cs\ble  travels  if  the  gripping  device  was  placed  under  the  front  axle  of 
the  car.  When  such  an  abrupt  rise  does  not  occur  in  the  car- track, 
the  jaws  of  the  gripping  device  of  complainant  and  respondent  would 
act  in  the  same  manner  and  maintain  about  the  same  position  in 
re8i)ect  to  the  bottom  of  said  tunnel.  I  cannot  see  that  there  would  be 
any  perceptible  difference  between  their  action  or  position.  Becurring 
to  the  claim  in  complainant's  patent  as  to  what  constituted  the  inven- 
tion of  Hallidie,  and  we  find  that  it  is  not  limited  to  a  gripping  device 
attached  to  tlie  gripping  car  under  the  first  axle.  Hallidie  was  required 
by  the  statute,  (see  B,  S.  4888,)  in  his  application  for  a  patent^  as  his 
invention  must  be  classed  as  a  machine — 

to  explain  the  principle  thereof  and  the  best  mode  in  which  he  had  contemplated 
applying  that  principle,  so  aa  to  distinguish  it  from  other  invention. 

It  will  be  seeu  that  he  was  not  required  to  state  every  mode  in  which 
the  principle  of  his  machine  might  operate,  but  only  the  best  mmle  he 
had  contemplated  applying  it.  This  would  imply  that  an  applicant  for 
a  patent  is  not  confined  to  this  best  mode  of  applying  the  principle  of 
his  machine,  and  that  he  can  claim  other  modes  of  applying  the  same. 
The  part  of  the  patent  in  which  the  mode  of  applying  the  gripping 
device  under  the  first  axle  of  the  cur  appears  is  in  the  descriptive  part 
thereof.  As  before  stated,  it  is  not  in  the  claim.  It  is  not  evident  that 
what  is  claimed  as  the  invention  of  Hallidie  is  not  alone  the  gripping 
device  under  the  first  axle,  but  the  whole  ear,  in  combination  with  cable 
in  an  underground  slotted  tunnel,  gripping  device,  and  passenger-can 
1  find  that  in  the  case  of  TUghman  v.  Proctor  (C.  D.,  1881,  IGSj  19  O. 
G.,  859 ;  102  U.  S.,.  707)  the  Supreme  Court  said  of  a  patent  for  a  process : 

There  is,  then,  a  description  of  the  process,  and  of  one  practical  mode  in  which  it 
may  be  applied.  Perhaps  the  prot^ess  is  su8ceptih1o  of  being  applicfl  in  many  modes 
and  by  the  nse  of  many  forms  of  ap])aratus.  The  inventor  is  not  bound  to  describe 
them  all  in  order  to  secure  to  himself  the  exclnsive  right  to  the  process  if  he  is  really 
its  iaTentor  or  diacoverer.    Bnt  he  most  describe  some  particular  mode  or  some 
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apparntus  by  which  the  process  can  bo  applied  with  at  least  some  beneflcinl  result,  hi 
order  to  show  that  it  is  capable  of  being  exhibited  and  performed  in  actual  experience. 

Taking  this  as  a  gnide,  and  we  come  to  the  conclusion  that  when  a 
person  entitled  to  a  patent,  in  his  application  therefor,  describes  one 
mode — ^the  best— -in  which  the  principle  of  his  machine  acts  he  should 
not  be  bound  exclusively  to  that  mode.  If  a  variation  from  the  best 
]n4tfle  described  in  the  application  for  a  patent  would  prevent  infringe- 
ment, we  are  forced  to  the  inquiry:  How  much  of  a  variation  would 
work  this  result  t  Take,  for  instance,  the  machine  under  consideration. 
Would  the  removal  of  the  gripping  device  one  foot  back  from  the  fh>nt 
axle  of  the  car  work  this  result!  It  one  foot  would  not,  how  many  feet 
would!  A  change  of  form  does  not  avoid  an  infringement  of  a  patent 
unless  the  patentee  specifies  a  particular  form  as  a  means  by  wliich  the 
efteot  of  the  invention  is  produced.  (Walk,  on  Pats.,  sec.,  3G3; 
Morey  v.  Lockwood,  8  Wall.,  230;  American  Diamond  Bock-Boring  Co. 
V.  Sullivan  Mach.  Oo.y  U  Blatchf.,  119;  Ives  v.  Hamiltmy  G.  D.,  1876, 
450;  10  O.  G.,  836;  92  T7.  B.,  431.)  The  change  of  the  gripping  device 
from  the  front  axle  to  a  place  between  the  axles  appears  to  me  to  be  a 
change  in  form  only  from  that  indicated  as  the  best  form  in  which  the 
car  of  complainant  could  be  constructed.  This  change  does  not  affect, 
materially,  the  principle  embodied  therein. 

Eespondeht  urges  that  there  is  also  a  material  variation  in  the  car 
described  in  complainant's  patent  and  that  of  its  car,  in  this:  that  its 
car  is  so  constructed  as  to  carry  passengers,  and  that  of  complainant, 
as  desciibed  in  the  patent,  is  not  so  constructed.  The  feature  of 
respondent's  car  which  ftimishes  seats  for  passengers  is  only  an 
improvement  at  best  on  complainant's  car.  All  the  features  of  com- 
plainant's car  are  retained,  and  the  passengers'  seats  are  additional. 
When  a  machine  embodies  a  patented  device  or  combination  with  an 
addition  thereto,  it  infringes  the  patented  device.  {Carter  v.  Bakery  1 
Bawy.,  512-526;  Pitts  v.  Wemple,  1  Biss.,  87.)  It  should  be  observed 
that  the  evidence  in  the  case  shows  that,  as  finally  perfected,  com- 
plainant's car  was  so  constructed  as  to  have  seats  for  carrying  passen- 
gers; but  the  applicant,  Hallidie,  did  not  claim  this  as  any  feature  of 
the  car  he  patented.  This  contention  of  respondent  cannot,  upon  the 
facts  and  the  law  applicable  thereto,  be  maintained. 

The  next  point  presented  for  consideration  by  respondent  is  its  con- 
tention that  the  description  and  claim  in  complainant's  patent  states 
that  the  gripping  device  was  permanently  attached  to  the  dummy  car, 
while  that  of  its  car  is  not  so  attached,  and  that,  as  a  consequence 
there  is  here  a  material  variation  between  them.  Considering  the  con- 
struction of  complainant's  car  with  the  lan<jfuage  used  in  the  patent, 
and  I  think  that  all  that  was  intended  by  the  claim  of  the  patent,  that 
the  gripping  device  was  permanently  attached  to  the  car,  was  that  it 
was  a  pai-t  of  the  car — one  of  its  essential  parts — and  was  not  to  be  taken 
off  to  be  used  on  any  other  car,  such  as  the  passenger  car.  The  idea 
sought  to  be  expressed  by  the  language  was  that  it  was  not  temporarily 
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attached  to  the  car,  but  constitnted  a  permanent  part  thereof— one  of 
its  essential  characteristics.  If  it  was  attached  to  the  same  by  bolts 
and  screws,  it  would  be  i)ermanentl7  attached  to  the  car,  but  could  be 
removed.  This  claim  in  the  patent  may  be  construed  in  the  light  of 
the  fact  as  to  the  manner  in  which  the  inventor,  Hallidie,  did  attach 
that  gripping  device  to  his  car.  The  evidence  shows  that  It  was 
attached  thereto  in  such  a  manner  that  it  could  be  removed  when 
necessary.  The  rule  is  that  the  language  in  a  patent  should  be  liber- 
ally construed,  with  the  view  of  maintaining  the  validity  of  a  patent. 
In  the  case  of  Rubber  Co.  v.  Goodyear  (9  Wall.,  788)  the  Supreme  Court 
said: 

A  pjitent  shoald  be  construed  in  a  Uberal  Bpirit,  to  snntaiD  the  Joat  claimB  of  the 
inTentor.  This  principle  is  not  to  be  carried  so  far  as  to  exclnde  what  is  in  it,  or  to 
interpolate  anything  which  it  does  not  contain.  But  liberality,  rather  than  strictness, 
should  prevail,  where  tlie  fate  of  the  patent  is  involved,  and  the  question  to  be 
decjdedjs  whether  the  invent<or  shaU  bold  or  lose  the  fruits  of  his  genius. 

With  this  as  a  guide,  I  do  not  see  how  the  contention  of  respondent 
can  be  maintained  on  this  point.  It  would  be  a  most  narrow  construc- 
tion of  the  terms  <<  permanently  attached,"  as  they  appear  in  the  claims 
of  the  patent,  to  say  that  they  imported  that  the  gripping  device  should 
be  so  attached  to  the  car  that  it  could  not  be  removed  when  necessary. 
I  therefore  find  that  the  dummy,  car  of  respondent  is  substantially  the 
same  as  that  of  complainant,  and  does  iniringe  upon  the  Lettei'S  Patent 
owned  by  complainant  therefor. 

I  now  come  to  the  point  that  the  car  of  complainant  was  anticipated 
by  previous  inventions,  and  hence  not  patentable.  It  is  urged  by 
respondent  that  a  patent  gi*anted  to  G.  T.  Beauregard,  of  New  Orleans, 
La.,  for  improvement  in  niaoliinery  for  propelling  cars,  and  that  granted 
to  A.  Ely  Beach  for  improvement  in  street-railroads  anticipated  the 
invention  owned  by  cx)niplainant  The  Beaureganl  patent  is  used  for 
propelling  a  car  by  means  of  a  clamp  or  grip  attached  thereto  on  the 
side,  or  above  the  car,  clutched  to  an  endless  rope  or  wire.  This  rope 
or  wire  is  to  be  suspended  from  framing  along  the  road.  The  clamp  is 
to  be  connected  by  brackets  upon  the  top  of  the  car  and  to  be  worked 
by  a  screw  which  is  moved  by  an  operating  pulley,  over  which  a  cord 
extends  to  the  manager  of  the  car.  The  Beach  patent,  I  find,  is  some- 
what difficult  to  describe^  without  an  extended  reference  to  its  parts. 
In  it  there  is  no  such  gripping  device  as  is  used  in  complainant's  patent 
and  no  such  cable  combined  therewith.  In  neither  of  these  patents  is 
there  a  diunmy  car.  This  is  an  important  feature  of  complainant's 
patent.  The  patent  of  complainant  is  itself  prima  facie  evidence  of 
novelty  and  that  the  patentee  thereof  was  the  first  inventor  thereof. 
This  can  be  overcome  only  by  evidence  which  shows  want  of  novelty 
and  that  Hallidie  was  not  the  first  inventor  of  the  car  claimed  in  his 
patent  beyond  a  reasonable  doubt.  The  burden  of  establishing  want 
of  novelty  and  that  Hallidie  was  not  the  first  inventor  of  his  car,  as 
claimed,  i^ests  upon  respondent.    If,  uiler  weighing  all  of  the  evidence, 
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the  Court  has  a  reasonable  doubt  upon  these  points,  he  should  find  for 
claimaat.  (Walk,  on  Pat.,  sec.  7G,  notes  2,  3;  Coffin  v.  Ogden,  5 
O.  G.,  270;  18  Wall.,  120;  Cantrell  v.  Wallicl',  0.  D.,  1886,  207;  35  O. 
G.,  871;  117  U.  S.,  696;  6  Sup.  Ct.  Rep.,  970.)  With  this  rule  control- 
ling me,  I  cannot  find  that  the  said  inventions  of  Beauregard  and  Beach 
anticipated  that  of  complainant. 

As  to  the  previous  patent  obtained  by  Hallidie,  it  appears  on  its  face 
that  it  was  an  improvement  niK)n  the  very  street-railway  describe<l  in 
the  patent  under  consideration.  It  was  obtained  June  1, 1875;  but 
before  this  Hallidie  had  invented  the  car  alleged  to  be  infringed  in  this 
case  by  that  of  respondent.  The  evidence  shows  tliat  Hallidie  had 
commenced  his  experimental  use  with  this  car  as  early  as  1873  and  was 
a  year  or  a  year  and  a  half  in  peifecting  the  same.  This  would  show 
that  the  car  was  perfected  before  the  patent  was  issued-^une  1, 
1875 — which  respondent  offers  in  evidence.  Under  such  circumstances 
the  patent  of  June  1, 1875,  cannot  be  said  to  anticipate  that  of  claim- 
ant's under  consideration,  if  it  did  refer  to  the  same.  {St.  Paul  Piotr 
Works  V.  Starling,  C.  D.,  1888,  435;  43  O.  G.,  1350;  140  U.  8.,  189;  11 
Sup.  Ct.  Rep.,  803.) 

The  last  point  for  consideration  is  the  defense  that  the  invention  of 
Hallidie  presented  in  this  case  was  in  public  use  for  two  years  before 
he  made  application  to  patent  the  same.  This  is  a  defense  which 
respondent  must  make  out  by  a  preponderance  of  evidence.  There  is 
such  a  thing  as  experimental  use  of  a  machine  which  is  not  a  public 
use.  As  an  experiment  a  machine  may  be  tried  in  public  as  well  as  in 
private. 

So  loDg  as  an  inventor  is  actunlly  onj^ag^ed,  in  goo<l  faith,  in  testing  the  openition 
of  a  uiachino,  to  ascertain  if  it  will  accomplish  the  desired  result,  and  show  it  to  lie 
a  practicable  invention,  it  is  not  a  public  use.  (Ulizabetk  v.  Favement  Co.,  97  U.  8., 
126.) 

Ill  rep^ard  to  this  invention  it  api)ears  that  there  was  a  period  in 
which  the  use  may  be  termed  "  experimental.''  The  car  was  first  used 
about  September  1, 1873.  A.  3.  Iliillidie,  the  inventor,  in  his  evidence, 
said  he  thought  it  was  a  year  or  a  year  and  a  halt'  after  the  first  trial 
before  the  invention  was  ])erfected;  that  it  was  only  after  a  consider- 
able time  and  various  changes  that  he  succeeded  in  getting  the  dummy 
car  to  work;  that  during  the  time  he  was  testing  the  car  no  other  com- 
pany than  the  one  be  was  connected  witli  used  the  same;  nor  did  he 
sell  it  to  any  one,  and  that  the  cable  road  ux)oii  which  he  used  it  was 
the  first  one  ever  actually  built  and  put  into  practical  operation.  The 
witness  Britton  testified  tlint  they,  referring  to  the  company  with  which 
Hallidie  was  connected,  had  great  trouble  with  the  grip-car  at  first; 
that  after  the  first  trials  the  whole  affair  was  remmleled;  that  for  a  year 
and  a  half  or  two  years  alter  they  first  started  the  grip-car  it  was 
charged  and  altered  and  fixed  over  until — 
we  ma  tared  the  thing  iu  the  shape  in  which  it  is  used  to-day. 
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Respondent  relies  npon  the  evidence  of  Feter  H.  CampbeU,  wbo  says 
that  when  the  Clay  Street  Hill  road,  in  San  Francisco,  was  started,  in 
Auj2:u8t,  1873,  the  first  dummy  car  was  a  mere  framework  which  carried 
the  gripping  apparatus;  that  the  dummy  at  flr8t  would  not  run;  that 
three  or  four  months  after  starting  the  road  the  dummy  car  was  fixed 
so  it  would  carry  passengers.  He  was  not  positive  about  this  last 
stiitement,  however.  He  finally  said  it  might  not  have  exceeded  six 
months  or  a  year;  but  nowhere  in  his  evidence  does  this  witness  ])osi- 
tively  say  that  the  dummy  car  was  perfected  within  a  j'ear  after  st«irt- 
iog  up  the  Clay  Street  Hill  road,  in  San  Fnmcisco.  According  to  the 
evidence,  the  said  Clay  Street  Hill  road  was  starteil  about  the  last  of 
August  or  tht'  1st  of  September,  1873.  liallidie  made  his  application 
for  the  patent  in  question  March  24,  1870.  It  was,  then,  about  two 
years  and  seven  months  after  the  starting  of  said  road  before  said  appli- 
cation was  made.  As  it  appears  that  when  started  the  grip-car  was  not 
perfected,  and  that  for  some  time  its  use  was  experimental,  I  cannot 
say  that  the  grip-car  was  perfected  and  in  ])ublic  use  for  two  years 
prior  to  said  application.  The  biunleu  of  proof  was  npon  respondent  to 
show  that  the  patented  device  was  in  public  use  for  that  time,  and 
1  think  it  has  failed. 

Some  of  the  legal  questions  involved  in  this  case,  it  would  appear, 
must  have  betMi  presented  in  a  case  tried  by  the  Circuit  Coui*t  of  this 
circuit,  sitting  at  San  Francisco,  entitletl  Travtion  RaUwfn/  Co.  v.  iSHtter 
Street  Eaihoad  Co.  The  judgment-roll  in  that  case  was  introduced  in 
evidence  in  thi.s  case.  So  far  as  the  court  can  see  that  the  points  of  law 
necessarily  involved  in  that  case  are  the  same  as  those  involved  in  this, 
it  will  and  has  been  ti*cated  as  iMM'snasive  authority. 

It  will  be  seen  that  I  have  found  all  the  issues  presented  in  this  case 
in  favor  of  conqilainaut.  It  is  therefore  ordered  that  complainant  have 
a  decree  us  prayed  for  in  its  bill. 


[TJ.  8.  Clrcnil  Conrt  of  A pucals— Second  Ctrcnft.] 

Adee  r.  J.  L.  MoTT  Iron  Works. 

Decided  May  ^8,  IHDJ, 

SI  ().  G.,  1400. 

Foley— Was  I  n- Valves  ax  n  O v  k k  k i .o ws— Ink k i xc. kmext. 

IJoissnril  Pntriit  Xo.G.730,  pnnitcd  NovemUer  Hi,  1875,  upon  PntMit  No.  ir»3.250, 
tlatvd  .U\\\  iM,  lh74,  tcTamca  Foley,  lor  an  improvement  in  wjiste-vjilves  and  ovor- 
flowH  for  IfitHinA  and  batli^  which  consists  lul)riui;ing  up  the  stand-pipe  or  outer 
pipe  of  tho  overflow  throngh  tlio  easing  or  slab  oontignons  to  the  basin  or  bath- 
tub and  Mvtiiicly  attachinj;  it  to  a  removable  cap  refuting  upon  tho  outside  of  the 
casing  or  slab,  is  not  infringed  by  the  <leviee  made  under  Letters  Patent  No. 
I7O.70J>,  dated  Deeembcr  7,  1S7.">,  to  AVilliam  S.  Carr,  in  whieli  the  stand-pipe  is 
geeured  by  a  screw-lhingo  rcHting  on  the  top  of  the  shib,  hut  lias  no  cap  covering 
itH  upper  end,  as  has  the  prior  pat<?nt.     (40  Fed.  Kep.,  77,  alllrmed.yjQgf^ 
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Appeal  from  the  Circait  Gonrt  of  the  XJntted  States  for  the  Sooth- 
em  District  of  New  York. 

Bill  by  Fred  Adee  against  the  J.  L.  Mott  Iron  Works  for  infrioge- 
meut  of  a  patent.  The  bill  was  dismissed,  (46  Fed.  Bep.,  77,)  and  com- 
plainant appeals. 

Mr.  A.  V,  Briesen  for  the  appellant. 
Mr,  Francis  Forbes  for  the  appellee. 

Before  Lacombe  and  Wheeleb,  Judges. 

Per  Curiam: 

This  suit  was  brought  in  the  Circuit  Court  of  the  Southern  District 
of  New  York  for  infringement  of  reissued  Patent  No.  6,739,  dated 
November  16,  1876,  and  granted  to  James  Foley,  upon  surrender  of 
original  Patent  No.  153,250,  dated  July  21, 1874,  for  an  improvement 
in  waste- valves  and  overflows.  The  alleged  infringement  consists  in 
tbe  making  of  the  device  patented  to  William  S.  Carr  in  Patent  No. 
170,709,  dated  December  7, 1875,  for  an  improvement  in  waste-valves 
and  overflows  for  baths  and  basins,  and  in  which  the  device  patented 
to  Foley  was  required  by  the  Patent  OfQce  to  be,  and  was,  disclaimed. 
The  bill  w^  dismissed  for  want  of  infringement.  (46  Fed.  Rep.,  77.) 
This  patent  was  before  the  Circuit  Court  of  the  District  of  Connecticut 
(Wallace,  J.)  in  Adee  v.  Peek  (42  Fed.  Rep.,  497.) 

The  improvement  of  Foley,  as  stated  by  Judge  WsJlace,  consisted,  in 
bringing  the  stand-pipe  of  the  overflow  up  through  the  casing  of  the 
bowl  or  bath  and  securely  attaching  it  by  a  removable  cap  to  the  upper 
side  of  the  casing.  The  claim  was  for  the  stand-pipe  passing  through 
the  casing  and  receiving  at  its  upper  end  the  removable  cap,  in  combi- 
nation with  the  overflow  pipe  and  valve  and  means  of  suspending  the 
overflow  pipe  and  valve  from  the  cap,  substantially  as  set  forth.  The 
means  of  attaching  the  stand-pipe  to  the  upper  side  of  the  slab  described 
in  the  original  patent  was  the  flange  of  the  removable  cap  extending 
outwardly  around  the  stand-pipe  upon  the  slab.  In  the  reissue  this 
function  of  the  removable  cap  is  omitted  from  the  description  and  the 
removable  cap  is  left  to  be  a  cover  only  of  the  stand-pipe.  The  draw- 
ings remain  the  same;  but  the  retention  there  of  the  parts  omitted 
fh)m  the  description  does  not  help  the  effect  of  the  omission.  {Jame$ 
V.  Camphelly  C.  D.,  1882,  67;  21  O.  G.,  337;  104  U.  S.,  366.)  The 
removable  cap  described  in  the  reissue  is  not  one  securing  the  stand- 
pipe  to  the  upper  side  of  the  slab.  In  Carr's  device  the  stand-pii^e  is  so 
brought  up,  but  is  secured  by  a  flange.  It  is  combined  with  an  over- 
flow pipe,  valve,  and  means  of  suspending  the  overflow  valve  and  pipe, 
but  not  from  a  cap.  It  has  no  cap  as  a  cover  of  the  stand-pipe.  These 
means  of  suspension  are  bayonet-fastenings  turning,  when  raised, 
between  the  overflow-pipe  and  the  stand-pipe.  Tliis  is  not  the  combi- 
nation of  the  reissued  patent.  Carr  altered  Foley's  invention  ai? 
improved  upon  it,  but  did  not  appropriate  it  as  patented  in  the  reissae. 

Decree  afl^med.  ^ 
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[U.  S.  circuit  Court— Southern  Dietriot  of  Ifew  York.] 

New  Yobk  Belting  and  Packing  Company  v.  Gutta  Pebcha 

AND  EUBBEB  MANUFACTUBING  COMPANY. 

Decided  February  24, 189$, 

64  O.  G.,  1534. 

1.  WoFFENDKN— Demon  for  Bubber-Mats— Preliminary  Injunction. 

Wbou  it  appears  that  defendants  have  kept  and  offered  for  Bale  an  infringing 
article,  it  is  not  unfair  to  issue  a  preliminary  injunction,  though  they  profess  to 
have  no  present  intention  of  continuing  such  sales. 

2.  Same— Sams. 

Such  ioj  unction  will  not  be  refkised  on  a  suggestion  that  an  improper  use  may 
be  made  thereof  by  advertising  to  embarrass  defendants  in  the  sale  of  non- 
infringing articles,  since  it  must  be  presumed  that  the  ii^unction  was  sought  in 
good  faith,  and  should  the  contrary  appear  the  court  could  reconsider  its  action. 

Suit  by  the  New  York  Belting  and  Packing  Company  against  the 
Gutta  Percha  and  Rubber  Manufacturing  Company  for  infringement 
of  Design  Patent  No.  11,208,  issued  May  27, 1870,  to  George  Woifenden. 
Tbe  patent  was  sustained  by  Judge  Coxe  in  Netc  York  Belting  and 
Packing  Co,  v.  Xeic  Jersey  Car  Spring  and  Rubber  Co.y  (48  Fed.  Bep., 
oo6»)    Preliminary  injunction  gi*anted. 

Mr.  B,  F.  Lee  and  Mr,  William  H,  L,  Lee  for  tlie  complainant. 
Mr,  Livingston  Oifford  for  the  defendant. 

Lacombe,  J, : 

While  I  do  not  think  the  complainant  has  shown  the  manufacture  by 
the  defendants  of  infringing  mats  of  the  kind  described  in  the  decision 
of  Judge  Goxe,  it  is  impossible  not  to  escape  the  conviction  that  they 
have  kept  such  mats  in  stock  and  offered  them  for  sale.  The  cata- 
logue which  they  circulated  down  to  some  time  subsequent  to  June  1, 
1891,  offering  mats  of  sizes  not  made  by  the  complainant  seems  con- 
clusive on  this  point.  It  may  be  that  the  defendant  has  no  present 
intention  of  continuing  such  sales;  but  in  view  of  the  fact  that  there 
is  a  final  decision  sustaining  the  patent  it  does  not  seem  an  unfair  exor- 
cise of  the  court's  discretion  to  secure  the  continuance  of  that  inten- 
tion by  the  granting  of  a  preliminary  injunction,  at  least  until  further 
order.  The  defendant  cannot  complain,  in  view  of  the  fact  tliat  it  has 
infringed  or  threatened  infringement,  altliough  when  it  did  ko  it 
expected  that  complainant's  patent  would  turn  out  to  be  void.  If 
defendant  does  not  intend  to  sell  such  infringing  mats,  its  business  is 
in  no  way  interfered  with  ,by  an  order  prohibiting  it  from  doing  so. 
Kor  does  the  suggestion  that  some  improper  use  may  be  made  of  the 
order  by  advertising  it  so  as  to  interfere  with  or  embarrass  the  defend- 
ant in  the  sale  of  other  mats — not  now  before  tbe  court — warrant  a 
refusal  of  the  relief  asked  for.    It  is  to  be  assumed  that  complainant 
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has  applied  in  good  faith  and  intends  to  avail  of  the  preliminary 
injunction  only  to  accomplish  the  x)un[)08e  for  which  it  is  granted — viz., 
the  securing  of  the  rights  it  has  sliown  on  this  motion.  Should  the 
contrary  appear  hereafter,  it  will  work  such  a  change  in  the  equities 
between  the  parties  that  the  court  will  experience  no  difficulty  in  recon- 
sidering this  decision. 


[U.  S.  Circuit  Court— DiilnVt  of  Nen-  JorHcy.) 

BOEMER  r.  JBNKIN{30N  £T  al« 

Decided  llareh  JS,  1,S93. 

64  O.  G.,  1535. 

EOEBfER^-BAG  OR  Sa  fCUEL  FRAMES— VOID  CLAIMR. 

Claims  6  and  7  of  Lett«n  Patent  No.  378,268,  isaaed  February  21,  1888,  to 
William  Roeuier,  for  an  ini]iroveinent  in  bag  or  satchel  frames,  are  void,  as 
covering  the  resnlts  of  mere  mechantcnl  skill. 

Suit  by  William  Boemer  against  George  S.  Jenkiuson  and  John  D. 
Peddie  for  infringement  of  certain  patents.    Bill  dismissed. 

Mr,  Qeorge  J,  Harding  and  Mr,  George  Harding  for  the  complainant. 
Mr,  Louis  G.  Raegener  for  the  defendants. 

Green,  J.: 

The  bill  of  complaint  in  this  cause  was  filed  to  restrain  an  alleged 
infringement  by  the  defendants  of  Letters  Patent  No.  378,2<I3,  granted 
to  the  complainant,  on  February  21, 1888,  tor  a  new  and  useful  int))vove- 
ment  in  bag  or  satchel  frames,  and  also  an  alleged  infriugem(M:t  by  the 
same  defendants  of  Letters  Patent  No.  378,020,  granted  to  the  coni- 
phiinant,  on  Februfiry  28,1888,  for  certain  new  and  useful  improvements 
in  frames  for  traveling-bags.  So  far  as  the  latter  patent  is  concerned, 
it  may  be  dismissed  from  further  consideration.  It  contained  six  claims, 
set  forth  specifically.  Of  those,  the  fifth  only  was  supiwsed  to  be  tres- 
passed upon  by  the  defendants,  and  upon  the  argument  this  contention 
wa«  formally  abandoned.  These  Letters  Patent,  therefore,  are  out  of 
the  present  case.  The  invention  covered  by  tlio  other  Letters  Patent, 
No.  378,203,  is  said  to  relate  to  that  class  of  ba^  frames  in  whi<rh  the — 

jaws  of  the  bag  are  pivoted  npon  the  opposite  eudM  of  certain  bni-s  or  rods  disposed 
at  the  ends  of  the  bags,  at  the  top  thereof,  so  that  there  is  formed,  wlien  the  jaws 
are  open,  a  very  wide  passage  to  the  pocket  or  chamber  in  the  bagoi|ual  to  or  approxi- 
mating in  length  and  breadth  the  length  and  breadth  of  the  bag-bod}-. 

The  object  of  the  invention  was  declared  to  be — 
to  rednce  the  cost  of  manufacture,  to  facilitate  the  conHtraction,  and  to  aeonre  cer- 
tain eflfects  of  finish  not  common  to  other  bugs  now  on  the  market. 

There  are  seven  claims  in  the  Letters  Patent.  Of  these,  originally, 
the  complainant  insisted  that  three  were  involved  in  this  suit — the  sec- 
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ODd,  sixth,  and  seventh;  but  at  the  argument  he  abandoned  the  second, 
renting  his  contention  upon  the  sixth  and  seventh.  These  claims  are 
as  follows: 

6.  In  a  bag-frame  BubBtantially  as  descrihedy  end  sections  h  h,  Jaws  o  &,  with  end 
sections//,  rigidly  secured  to  and  connected  by  longitudinal  .parts  or  sections  d,  and 
pivotally  secured  upon  the  extremities  of  the  said  sections  h  h,  and  aiiapted  to  lie, 
when  in  their  closed  positions,  parallel  with  said  end  sections  h  b,  the  said  longitudi- 
nal section  d  having  a  seat,  d',  raised  above  the  said  sections/  /  when  in  said  closed 
positions,  substantially  as  and  for  the  purposes  set  forth. 

7.  In  a  bog-frame,  the  combination  of  end  bars  or  sections  h  h,  longitudinal  sec- 
tions d  df  and  end  sections//,  connecting  said  longitudinal  sections  with  said  end 
sections  h  ft,  being  piv9tal]y  secured  upon  said  end  sections  h  b,  as  at  i,  and  the  longi- 
tudinal sections  being  raised  above  the  sections// to  form  a  raised  seat  at  the 
center  of  the  closed  bag,. substantially  as  set  forth. 

The  defendants  by  their  answer  deny  infringement,  and  insist  that  the 
alleged  combination  of  the  invention  discloses  no  i>atentable  novelty. 

These  claims,  6  and  7,  which  are  relied  upon  by  the  complainant,  and 
which  are  quoted  at  length  above,  are  substantially  for  the  same  com- 
bination, the  only  difference  being  that  claim  7  requires  the  longitudi- 
nal sections  dd  to  he  raised  above  the  end  sections  //,  so  as  to  form 
^^  a  raised  seat  at  the  center  of  the  closed  bag."  Stating  the  claims  in 
other  words,  they  cover,  first,  two  end  bars  or  sections  called  '^distend- 
ing-bars;''  secondly,  two  pivoted  jaws,  consisting  each  of  two  end  sec- 
tions, pivotally  secured  to  the  ends  of  the  distending-bars  and  adapted 
to  lie  when  the  jaws  are  in  their  closed  position  parallel  with  the  dis- 
tending-bars;  third,  a  longitudinal  bar  or  section  i-igidly  secured  to  and 
connecting  said  end  sections  and  having  a  raised  seat  above  them- 
Add  to  these  the  additional  condition  stated  in  the  seventh  claim — tliat 
the  <<raise<l  seat"  must  be  at  the  center  of  the  closed  bag — and  the 
catalogue  of  elements  embraced  by  these  claims  is  complete.  Now,  tlie 
evidence  in  the  cause  as  presented  on  the  part  of  the  defendants  clearly 
shows,  I  think,. that  every  one  of  these  elements  is  old,  and  the  com- 
bination of  them  has  resulted  in  no  new  means.  The  defendants  npon 
this  point  of  lack  of  patentability  rely  upon  various  foreign  Letters 
Patent  and  upon  various  bags  and  satchels  luade  or  in  use  in  this  or 
other  countries,  all  of  which  antedate  the  alleged  invention  by  years. 
I  do  not  think  it  necessary  to  encumber  tin's  opinion  with  a  long  or 
searching  analysis  of  the  patents  referred  to  by  the  defendants,  nor  of 
the  testimony  of  the  witnesses,  expert  and  non-expert,  who  have  been 
examined  on  either  side  of  this  controversy.  It  is  sufficient  to  say  that 
in  my  judgment  the  German  Laueza  bag,  the  French  Keller  bag,  and 
the  English  Victoria  bag,  with  its  variaticms,  as  shown  in  the  King  and 
Allen  bags,  are  clear  anticipations  of  all  that  the  complainant  contends 
is  covered  by  tin*  claims  now  in  issue.  There  may  be  found,  by  an 
examination  approaching  the  microscopic,  that  the  complainant  has 
made  some  alterations  or  modifications.  It  would  be  almost  unprece- 
dented if  he  had  not.    But  the  changes  made  plainly  involve  tbe  exer- 
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c)86  of  ordinary  mechRnici)!  ftkill  oiily^  and  hence  cannot  lift  the  action 
of  the  complainant  to  the  dignity  of  invention.  A  very  earefiil  con- 
sideration of  the  evidence  given  hy  the  single  witness  produced  by  the 
complainant  to  snpport  his  contention  has  failed  to  shake  or  weaken 
this  conclusion ;  and  u]»<)n  tliis  ground,  then — the  lack  of  patentable 
novelty — ^I  must  hold  that  complainant's  Letters  Patent,  so  far,  at  least, 
as  these  claims  are  eonccrned,  are  void,  and  that  his  bill  of  complaint 
must  be  dismissed. 


[U.  S.  Circuit  Court-Northern  District  of  New  York.l 

LOEWEB  AND  SCHELTEB  V,   C.  P.  FOKD  &  CO. 

Deckled  April  0.  JS9S. 

64  O.  G.,  1536. 

1.  LOXWRR  AXP  BI.AIH— SOLK-CrrnXQ  MaCIIIXKS— IXFinXGKMKXT. 

Letters  Patoiit  to  H.  Loowcr  nud  B.  L.  Hlair,  No.  407,735,  grautod  July  23, 
188i).  for  an  iiiiprnved  solo-riittiDK  machine,  suNtHioerl  and  infringed  by  a  device 
conBtriu-ted  iu  accordiincc  wiili  Patent  No.  472,399,  granted  to  8.  Bosh.  April  b, 
1892. 

2.  Invkxtion. 

Loe\\er  and  Blnir's  mnrhine  doeg  the  \rork  better  and  faster  than  the  host  of 
tlie  prior  mnchin«'.s.  It  in  stated  that  the  daily  capncity  of  the  Hartford  machine 
is  from  six  hundred  to  eight  liuiulrcd  ]>airs  of  onlHoh'K  per  day,  while  that  of 
Loewcr  and  Blair's  machine  i»  from  four  thousand  to  six  tlionsaud  iter  day.  To 
construct  such  a  marhinc  required  invention.  Tlic  nrningerornt  of  its  compli- 
cated and  ingenious  mechanism  is  not  the  work  of  ineclianical  skill  alone. 

3.  IXVKXTOUft— PlOXKER. 

Although  the  coiniilsiinnnts  have  not  marie  a  ]u'onirr  invention  iu  the  broad 
sense  of  the  term,  thoy  are  entitled  to  a  construction  liberal  enough  to  cover  » 
machine  which  in  the  same  art  performs  the  same  work  in  manner  almost  identi- 
cal. 

Final  bearing  in  equity. 

Mr,  George  B.  Mden  for  the  i'oniplaiuants. 
Mr.  E.  E.  Wood  lor  tlie  defcndant.s. 

CoXK,  J,: 

Tbis  is  an  infVinjc^emcnt  suit  founded  upon  liCtters  Patent  No.  407,73"i, 
granted  July  23,  ItS^S),  to  Henry  Loewer  and  Barton  L.  Blair,  lor  an 
improved  sole-<!Utting  luacbinc.  Tbe  patent  is  now  owned  by  tbe 
compbiinantH.  1'lie  object  of  tbe  inventors  was  to  construet  a  umebine 
which  should  cut  from  leather  blanks  one  sole  or  several  sole^  to  the 
exact  size  and  shape  desired.  This  is  aetromplished  by  mesms  of  a  sta- 
ti(mary  frame  provided  with  a  rapidly-rcvrdving  shaft  which  carri<vs  a 
cutter  and  a  guide-w^heel.  A  second  swinging  frame,  wliich  moves  to 
and  from  tlie  stationary  frame,  is  provided  with  clamps  opposite 
the  cutter  for  holding  the  leather  blanks  and  other  clanix>s  op])osite 
the  guide-wheel  for  holding  the  pattern.    These  clamjis  are  mounted 
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on  a  sLaft.  When  the  blanks  and  pattern  are  clamped  in  position,  the 
second  fmmeis  moved  forward,  and  as  its  shaft  is  slowly  revolved  the 
edges  of  the  blanks  come  in  contact  with  the  cntter  and  are  pared 
down  to  the  precise  size  and  shape  of  the  pattern,  the  edge  of  which 
strikes  against  the  guide- wheel,  thns  limiting  the  depth  of  the  cat. 
The  claims  involved  are  as  follows: 

1.  lu  a  8ole-cntting  machine,  the  combination,  with  the  revolving  cntter  0  and  its 
Hbnft,  of  the  revolving  sole-clamps  E  E',  their  supporting  Bhaft«,  the  movable  car- 
riage, and  a  revolving  form  operating  to  vary  the  relative  positions  of  the  cntter  and 
the  sole-olaraps,  substantially  as  described. 

4.  In  a  sole- cutting  machine,  the  combination,  with  the  rerolving  cutter  C  and  its 
shaft,  and  guides,  of  the  revolving  sole- clamps  EE^,  clamp-plates  zifj  removable 
form  F,  and  suitable  supporting-shafts,  substantially  as  described. 

5.  In  a  sole-cutting  machine,  the  combination,  with  the  revolving  cntter  C  and  its 
shaft,  and  guide  «,  of  the  revolving  and  traveling  sole-damps  E  E',  form  F,  suitable 
supporting-shafts,  and  movable  blank-guide  T,  substantially  as  described. 

6.  In  a  sole-cutting  machine,  the  combination,  with  the  irevolving  cutter  C  and  its 
shaft,  and  guide  «,  of  the  revolving  and  traveling  sole-Mamiis  E  E',  suitable  support- 
ing shafts,  and  movable  blank-guide  T,  provided  with  a^jnstable  plate  jf',  substan- 
tially as  described. 

9.  In  a  sole-cutting  machine,  the  combination,  with  the  main  frame  A  A',  support- 
ing the  revolving  cutter  C  and  its  shaft,  and  the  guide  «,  of  the  movable  frame  D, 
carrying  the  revolving-sole-clamps  £  E'  and  form  F,  and  mechanism  adapted  to  secure 
the  simultaneous  revolution  of  the  sole-clamps  and  the  form,  substantially  as 
described. 

14.  In  a  sole-cutting  machine,  the  combination,  with  the  revolving  cutter  C  and 
its  shnfb,  provided  with  the  spring-guard  S,  of  the  guide  «,  and  the  revolving  sole- 
clamps  E  E',  form  F,  and  suitable  supporting-shafts,  substantially  as  described. 

The  defendant,  a  cori)oration  engaged  in  manufacturing  shoes  at  Roch- 
ester, 1^.  Y.,  uses  a  machine  covered  by  Letters  Patent  Xo.  472,399, 
granted  to  Simon  Boss,  April  5,  1892.  It  is  alleged  that  this  machine 
infringes  the  above-named  claims  of  the  complainants'  patent. 

The  defenses  are  lack  of  novelty  and  invention  and  noninfringement. 

The  patent  was  granted  without  reference.  The  principle  underlying 
the  invention  is  unquestionably  old.  Over  seventy  years  ago  Thomas 
Blanchard  invented  an  automatic  lathe  by  which  irregular  forms  were 
turned  by  means  of  a  revolving  cutter  and  guide- wheel  mounted  on  a 
stationary  frame,  the  stock  and  pattern  opposite  the  cutter  and  guide- 
wheel  being  mounted  on  a  swinging  frame.  In  1884  David  F.  Hartford 
patented  (No.  309,850)  an  ingenious  machine  in  wliich  the  leather  blank 
was  clam))ed  to  the  pattern  and  cut  to  the  desired  shape  by  a  knife 
which  traveled  around  the  pattern.  Besides  these  the  record  shows 
many  machines  for  cutting  and  trimming  the  heels  and  channeling  and 
grooving  the  soles  of  boots  and  shoes  and  many  improvements  in  lathes 
for  turning  lasts  and  other  irregular  fonns. 

It  is  unnecessary  to  discuss  the  various  exhibits  in  detail,  for  neither 
alone  or  aggregated  do  they  show  the  combinations  of  the  claims. 

An  army  of  iugenious  mex^hanics  and  inventors  had  the  Blanchard 
lathe  before  them  for  over  half  a  century,  yet  the  idea  of  utilizing  it  in 
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the  sole- rounding  industry  never  seems  to  have  occurred  to  one  of  them. 
It  did  not  occur  to  men  of  undoubted  ingenuity,  like  Stevens,  Hartford, 
Helms,  King,  and  Joyce,  to  round  the  Boles  of  slioes  to  the  desired 
shape  by  a  rotary  cutter  and  guide-wheel  on  a  stationary  fmme,  and 
revolving  clamps  for  holding  the  pattern  and  blanks  on  a  movable 
coiicting  frame. 

That  the  patented  machine  is  a  valuable  contribution  to  the  art  can- 
not l>e  doubted.  It  does  the  work  better  and  faster  tlian  the  best  of  the 
p]  ior  machines.  It  is  stated  in  the  record  that  the  daily  capacity  of  the 
Hartford  machine  is  from  six  hundred  to  eight  hundred  pairs  of  ontsoies 
])er  day,  while  that  of  the  patented  machine  is  from  four  thousand  to 
six  thousand  per  day.  To  construct  such  a  machine  required  inven- 
tion. The  arrangement  of  its  complicated  and  ingenious  mechanism  is 
not  tlie  work  of  mechanical  skill  alone.  The  fact  that  during  the  many 
years  of  fierce  competition  in  this  art  the  idea  never  occurred  to  any  of 
the  men  of  genius  who  wete  striving  to  improve  all  kinds  of  labor-saving 
devices  in  the  shoe  industry  creates  a  strong  presuniption  that  it  was 
not  the  kind  of  contribution  to  be  expected  from  one  who  is  a  mechanic 
and  nothing  more.  Although  the  complaiuaiits  have  not  made  a  pioneer 
invention,  in  the  broad  sense  of  that  term,  they  are  entitled  to  a  construc- 
tion liberal  enougli  to  cover  a  machine  which,  in  the  same  art,  performs 
the  same  work  in  manner  almost  identical.  There  are  differences 
between  the  complainants' and  defendants'  machines;  but  they  are  of 
form  and  relate  only  to  minor  details.  The  defendants'  machine  may 
be  in  some  particulars  an  improvement;  but  that  it  has  adopted  all  the 
essential  features  of  the  patented  machine  there  can  be  no  doubt. 

The  complainants  are  entitled  to  the  usual  decree. 


[U.  S.  circuit  Court— District  of  Now  Jersey,] 

Nabamose  v.  Cahoone  Baunet  Manufacturing  Company  i:t  al. 

Decided  April  SI,  1S93. 
64  O.  0.,  1537. 

DORIt   AND  TaMPLIN,  AND  NaRAMORK — HaRNKSS-PaDS— INFRINGEMENT. 

Cluiiii  1  of  Letters  Patent  No.  302,548,  issinul  July  29,  18«4,  to  Dorr  and  Tanii>- 
liu,  is  for  a  harnesB-pad  iu  which  the  wool  of  the  nheop  or  other  auiioal  is  inoor- 
poruted  with  a  fabric  backing  in  place  of  the  skin.  Claiui  2  of  Letters  Patent 
No.  423,797}  issued  March  18,  1890,  to  Henry  L.  Naramore,  is  for  practically  tJio 
same  thing,  except  that  the  claim  is  limited  to  a  backing  having  secnred  thereto 
"tufts  of  unspun  wool  or  hair  *  *  *  in  the  form  of  double  uncut  loops.*' 
Held  that^  in  view  of  the  prior  state  of  the  art  these  claims  must  be  strictly  con- 
strued, and  are  not  inft-iuged  by  a  pad  made  uuder  the  Cahc»one  Patent  No. 
402,719  and  consisting  of  a  broa<l  skein  or  web  of  materiul  made  flat  and  Joine<l 
to  a  woven  fabric  or  backing  hy  rows  of  stitching,  the  material  used  being 
*•  spun "  wool.  ^  T 
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Suit  by  Henry  L.  Naramore  against  the  Caboone  Barnet  Manufac- 
taring  Company  and  others  for  infringement  of  a  patent. 

Mes»r».  Church  d)  Church  for  the  complainant. 
Mr.  E.  H,  Brown  for  the  defendants. 

Green,  J. . 

These  two  suits  in  eqnity  were  brought  against  the  defendants, 
the  one  to  restrain  them  from  infringing  Letters  Patent  No.  302,548, 
granted  July  29, 1884,  to  Oscar  L.  Dorr  and  Thomas  J.  Tamplin,  for 
certain  new  and  nsefol  improvements  in  harness-pads,  and  the  other  • 
to  restrain  the  same  defendants  from  infringing  Letters  Patent  No. 
423,797,  dated  March  19, 1890,  granted  to  Henry  L.  Naramore,  also  for 
an  improvement  in  harness-pads.  The  Dorr  and  Tamplin  patent  was 
duly  assigned  to  the  complainant,  Nai-amore,  on  or  about  June  7, 1886. 
The  invention  chumed  to  have  been  made  jointly  by  them  is  said  to— 

couBiBt  in  an  imitation  aheepekin  pad  in  'wbicL  the  wool  of  the  slieep,  or  it  might  be 
other  animal,  is  incorporated  with  a  fabric  backing  or  holder  in  place  of  the  skin. 

The  object  of  Mr.  Naramore's  invention  is  said  to  be- 
to  provide  an  improvement  in  the  baniesB-pad  shown  and  deecribed  in  United  States 
Letters  Patent  No.  3Q2,54S,  granted  to  Dorr  and  Tamplin  Jnly  29,  1884; 

and  in  reference  to  the  invention  itself  the  patentee  says: 

By  my  improvement  objections  ntet  with  in  the  use  of  the  aforesaid  harness-pad 
are  overcome,  said  improvement  consisting  of  a  pad  comprising  a  barking  or  ground 
fabric,  preferaldy  of  coarsely-woven  cloth,  having  tnfto  of  unspun  wool  or  hair 
secured  to  it  in  the  form  of  doubled  uncut  loops. 

The  claims  infringed  are  said  to  be  the  first  of  the  Dorr  and  Tamplin 
patent  and  the  second  of  the  Naramore  patent.    They  are  as  follows: 

1.  (Dorr  and  Tamplin  patent.)  In  a  harness-pad,  tlie  combination,  with  a  piece 
of  knitted  or  woven  fabric,  A,  forming  a  backing  or  holder,  of  the  doubled  tufts  B, 
incorporated,  as  shown,  with  said  holder,  and  essentially  as  described. 

2.  (Naramore  patent.)  The  leathern  or  other  harness  support,  in  combination  with 
a  harness-pad  consisting  of  the  backing  or  ground  fabric  secured  to  said  support, 
the  ground  fabric  having  tufts  of  unspun  wool  or  hair  secured  thereto  in  the  form 
of  doubled  uncut  loops,  as  set  forth. 

Upon  comparison  of  these  claims  it  appears  that  they  are  practically 
identical,  oxcept  that  in  the  Naramore  patent  the  claim  is  limited  to  a 
8i)ecific  form  of  "  tufts,"  which  must  be  of  '*  doubled  uncut  loops,"  and 
to  a  special  character  of  material  to  be  used,  to  wit,  <<  unspun  wool  or 
hair."  Upon  the  argument  it  was  forcibly  contended  that  both  of  these 
patents  were  invalid  because  they  disclosed  neither  invention  nor  pat* 
entable  novelty.  Without  expressing  any  opinion  as  to  this  defense, 
it  is  suflicient  to  say  that  in  view  of  the  state  of  the  art,  either  admitted 
or  clearly  and  satisfactorily  proved,  the  claims  of  the  Letters  Patent 
in  controversy  must  be  strictly  construed,  and  when  so  construed  the 
<^  harness-pad "  manufactured  by  the  defendants  under  the  Cahoone 
Patent  ^o.  402,719  cannot  be  held  to  be  an  infringement    Clearly  it 
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exhibits  nothing  which  can  properly  be  described  as  "  tnfts,^  bat  rather, 
in  its  completed  form,  presents  a  surface  composed  of  a  broad  skein  or 
web  of  material  made  flat  and  joined  to  a  woven  fabric  as  a  backing 
by  rows  of  stitching,  while  the  material  itself  nsed  is  ^^spun"  wool,  a 
very  different  article  from  the  *^  anspon  wool  or  hair"  of  the  oomplain- 
aut^s  pads.  These  differences  are  essential  in  character  and  carry  the 
pad  of  the  defendant  beyond  the  region  covered  and  appropriated  by 
the  Letters  Patent  in  controversy. 
The  bill  of  complaint  in  each  case  most  be  dismissed. 


[D.  S.  <nroait  Coort— District  of  Coniiocticut.) 

BrIGG  ^IANTPAC  TURING  COMPANY  r.  OlTV  OF  HARTFORD. 

Decided  May  U,  1903. 

S4  O.  G.,  1537. 

1.  Injunction— DBMirRRER— Expiration  of  Term  op  Patent. 

A  bill  for  Au  iujaiictiou  to  retrain  the  infringement  of  a  patent  filed  only  four 
days  before  the  term  of  the  patent  expires  is  demarrable  where  no  preliminary 
injunction  is  asked,  since  it  would  be  impossible  to  obtain  a  final  decree  before 
expiration  of  the  patent,  (^mericoji  CohU  liy,  Co,  v.  Chicago  dig  By,  Co,,  41 
Fed.  Rep.,  522,  followed.) 

2.  Same— Dkmurrkr— Public  Policy. 

The  objection  that  public  policy  forbids  the  issaanco  of  an  injunction  cannot 
be  raised  by  demurrer  to  the  bill,  since  that  is  a  qncHtiun  addressed  to  the  dis- 
cretion of  the  court,  especially  where  the  bill  nlloj^es  that  complainant  has  reasou 
to  fear  that  defendant  will  coiitinae  bis  iufrinj^eiueuts. 

3.  Same— Dkmurrkk— Laches. 

The  mere  fact  that  eight  years  elapse  between  the  rendition  of  a  Judgment 
declaring  a  patent  valid  and  the  filing  of  a  bill  to  reHtmiu  itn  infringement  «loes 
not  render  the  bill  demurrable  on  the  ground  of  laches. 

Suit  by  tLe  Bragg  Manufactming  Company  against  the  City  of 
Hartford  for  infringement  of  certain  patents.  On  demuixer  to  the  bill. 
SuHtained  in  part  and  overruled  in  part. 

Messrs.  Eaton  &  Letcis^  and  Mr.  Charles  L,  Burdett  for  the  Qpmplainant. 
Mr.  T.  E.  Steele  and  Mr.  A.  E.  Walker  for  the  defendant. 

TOWNSEND,  J.: 

ThiH  is  a  bill  in  equity,  filed  July  9,  1892,  for  an  injunction  and 
accounting  by  reason  of  the  alleged  infringement  of  reissued  Jjetters 
Patent  No.  6,831  and  of  Letters  Patent  No.  173,261,  both  patents  being 
issued  to  Robert  Bragfg,  for  improvements  in  fire-alarm-gong  apparatus. 
The  defendant  demurs  to  the  whole  bill  on  the  following  grounds, 
namely: 

Hrst.  That  the  suid  bill  does  not  contain  any  matter  of  eqnity  irliereon  this 
court  can  ground  any  decree  or  give  to  the  complainant  any  relief  against  this 
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defendant.  Second.  That  the  complainant  ia  not  entitled  upon  aaid  bill  to  the 
relief  prayed  for,  beoanse  it  has  a  plain,  adequate,  and  complete  remedy  at  law. 
Third.  That  no  ii^nnction  coald  ever  hare  been  or  oan  now  bo  lawfully  granted  in 
pttrsnaiioe  of  said  bill,  becanse  pnblio  policy  forbids  any  discontinuance  of  the  said 
defendant's  uae  of  any  apparatus  which  may  infk'inge  either  of  the  Letters  Patent 
upon  which  said  bill  is  based.  Fifth.  That  the  said  bill  shows  that  the  complain- 
ant, and  also  the  assignors  from  which  the  complainant  derived  title  to  the  Letters 
Patent  upon  which  the  bill  is  based,  are  chargeable  with  laches  in  not  sooner  prose- 
cuting whatever  right  of  action  in  equity  it  or  its  assignors  may  have  had  against 
the  said  defendant  on  account  of  said  Letters  Patent  or  either  of  them. 

Defendant  fiirtUer  demurs  to  the  bill,  so  far  as  it  is  based  upon 
reissued  Letters  Patent  No.  6,831,  on  the  following  additional  ground, 
namely: 

Fourth.  That,  so  far  as  said  bill  is  based  upon  reissued  Letters  Patent  of  the 
United  States  No.  6,831,  said  bill  was  filed  so  shortly  before  the  expiration  of  that 
patent  that  no  motion  for  an  injunction  could  have  been  regularly  notiHed  to  the 
defendant  and  heard  by  the  court  until  after  that  expiration. 

This  fourth  ground  of  demurrer  will  be  first  considered.  Tlie  bill 
was  tiled  four  days  before  the  date  of  the  expiration  of  this  patent. 
The  rule  is  establisheil  in  Root  v.  Raihcay  Go.  (0.  D.,  1882, 167;  21  O. 
G.,  1112;  105  U.  S.,  180;)  that  equity  only  takes  jurisdiction  of  suits  for 
infringement  where  it  nppcars  fi*om  the  bill  that  complainant  is  entitled 
to  an  injunction  or  other  equitable  relief.  The  test  of  jurisdiction 
applied  in  the  later  cases  is  whether  the  bill  is  filed  in  season  to  enable 
eomplaiuant,  under  the  practice  .and  rules  of  court,  to  move  for  and 
obtsiiu  an  injunction  before  the  expirati<m  of  the  patent.  It.does  not 
api)ear  that  in'any  of  the  cases  cited  by  complainant  the  bill  was  tiled 
80  short  a  time  before  the  expiration  of  the  patent  as  in  this  case.  In 
The  iSiiigcr  Manvfy.  Co.  v.  Wtison  dewing  M(u:h.  Co.,  (38  Fed.  Kej)., 
586,)  cited  by  complainant,  Judge  Blodgett  sustained  the  jurisdiction 
because  the  four  and  one-half  m<mths  between  the  commencement  of 
the  suit  and  the  expiration  of  the  patent  would  have  allowed  time  for 
answer,  proofs,  and  final  hearing  during  the  life  of  the  patent.  But  in 
Amet'imn  Cable  Ry.  Co.  v.  Chkago  City  Ry.  Co.,  (C.  D.  1890,  464;  52 
O.  G.,  1666;  41  Fed.  Hep.,  522,)  Judge  Blodgett,  interpieting  the  rule  in 
the  light  of  the  intimations  in  Clark  v.  "WooBtcr,  (G.  D.  \^Sii},  548;  37  (). 
G.,  1477;  119  U.  8.,  322;  7  Sup.  Ct.  Rep.,  217,)  dismissed  the  bill  on  de- 
murrer where  the  patent  hail  fourteen  days  of  life  when  the  bill  was 
filed,  and  where  no  application  had  beenmade  for  a  preliminary  injunc- 
tion. This  view  was  approved  in  American  Cable  Ry.  Co.  v.  Citi::en8^ 
Ry.  Co.,  (44  Fed.  Bep.,  484.)  (See,  also,  WaHliburn  Manufg.  Co.  v.  Free- 
man Wire  Co.,  41  Fed.  Rep.,  410.)  Inashmuchas  in  this  case  no  appli- 
cation was  made  for  a  preliminary  injunction,  and  none  could,  ''by  the 
the  ooui*se  of  the  court,"  hayebeen  obtained  until  after  the  expiration 
of  the  patent,  and  as  the  defendant's  appearance  was  not  due  until 
eighteen  days  thereafter,  I  think  that  equity  has  no  jurisdiction  of  the 
claims  under  reissued  Patent  No.  6,831.  The  fourth  ground  of  demurrer 
is  sustained.  '  jl^ 

iai82PAT 33 


614  DECISIONS  OF  U.  S.  COUBTO  IK  PATENT  CASES. 

The  third  ground  of  demarrer  is  that  pablio  policy  and  oomplain- 
anl^s  interests  would  be  infringed  by  the  issuance  of  the  injunction. 
But  these  claims,  if  true,  are  addressed,  not  to  the  jurisdiction  of  the 
court,  but  to  its  discretion.  And  the  question  as  to  the  exercise  of 
such  discretion  cannot  be  determined  upon  the  complaint  alone.  It 
does  not  necessarily  apx)ear  therefrom,  nor  from  any  judicial  notice 
which  the  court  is  authorized  to  take,  that  an  injunction  against  the 
infringement  of  Patent  No.  173,261  would  cause  any  public  injury  or 
inconvenience,  such  as  caused  the  court  to  deny  the  injunction  in  Sautk- 
western  Brush  Electric  Light  and  Power  Co.  t.  Louisiana  Electric  Light 
Co,j  (45  Fed.  Bep.,  803.)  Furthermore,  the  demurrer  admits  not  merely 
the  use  of  the  patented  inventions  by  defendant  for  its  engine-houses, 
but  also  that  defendant  has  made  a  large  number  of  said  inventions, 
and  that  complainant  has  reason  to  fear  that,  unless  defendant  is 
enjoined,  it  will  continue  to  make  the  same.  Upon  these  fiicts  the 
court  has  the  power  to  grant  an  injunction.  It  cannot  be  assumed, 
without  further  evidence,  that  such  power  will  not  be  exercised  upon  a 
proper  case  being  made  out.  The  third  ground  of  demurrer  is  oyer- 
ruled. 

The  fifth  ground  of  demurrer  alleged  is  laches.  It  appears  that  both 
the  patents  in  suit  were  adjudged  valid  in  test  cases  some  eight  years 
ago.  It  is  unnecessary  to  consider  on  this  demurrer  what  would  have 
been  the  effect  of  such  delay,  in  view  of  other  litigation,  upon  the  right 
to  a  preliminary  injunction  or  an  account  of  past  profits.  The  court 
may  still  entertain  jurisdiction  of  the  cause  where  any  equitable  relief 
is  sought,  provided  the  plaintiff  has  not  been  guilty  of  laches.  (Boot 
Y.BailwayCo.^C.D.,lS82,ie7;  210.  G.,  1112;  105  U.  8.,  189;  Bur- 
dell  V.  Comstoek,  15  Fed.  Rep.,  395;  IHck  v.  StruiherSj  C.  D.,  1886,  60; 
34  O.  G.,  131 ;  25  Fed.  Bep.,  103;  3  Bob.  Pat.,  1093, 1094.)  It  does  not 
necessarily  appear  on  the  face  of  the  bill  that  the  complainant's  delay 
was  such  as  to  constitute  laches.  The  disposition  of  this  question  may 
be  properly  deferred  for  a  consideration  of  all  the  facts  upon  final  hear- 
ing.   The  fifth  ground  of  demurrer  is  overruled. 

The  first  and  second  grounds  of  demurrer,  alleging  want  of  equity 
in  the  bill  and  that  complainant  has  an  adequate  remedy  at  law,  are 
also  overruled. 
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(U.  8.  ClieiiitCottHof  AppMls-Slzlh  Gireott.] 
OHBISTIE  V.  SSTBOLD. 

Decided  March  tS,  XS9S. 
64  O.  a,  1660. 
1.  IWTJHFEBEirciB— Bill  m  Equttt  to  Sxcubb  Letteps  Patbht— Estoppku 

The  failure  of  a  party  in  an  interference  proceeding  in  the  Patent  Office  to 
raise  the  qnestion  whether  his  opponent's  invention  inclndes  the  issne  declared 
in  the  interference  does  not  estop  such  party  to  raise  that  question  in  an  equity 
suit,  under  BoTised  Statutes,  section  4915,  to  determine  his  right  to  a  patent. 

3.  CBBXam— BOOKBIKDXR'S  PREQ8. 

Letters  Patent  No.  460,882  were  issued  April  21, 1891,  to  W.  H.  Christie,  for  a 
hookbinder's  press  in  which  the  platen  could  be  quickly  run  up  by  hand  with- 
out moving  the  power-driving  mechanism.  The  patent  was  granted  after  a 
decision  in  Christie's  favor  upon  an  interference  with  an  application  by  Charles 
Seybold.  In  the  Seybold  invention  the  pressure  was  obtained  by  a  vertical 
screw,  and  transmitted  to  the  platen  by  means  of  removable  pipes  of  diiferent 
lengths  to  suit  the  size  of  the  bundle.  In  the  Christie  invention  the  power  was 
obtained  by  a  lever  and  pawl  operating  in  connection  with  a  ratchet-wheel,  pin- 
ion, and  rack-bar.  In  both  inventions  the  platen  was  balanced  by  weights. 
The  interference  was  declared  on  a  claim  for  a  "  platen  detachably  oonneoted 
with  the  power-driving  mechanism  and  provided  with  a  oounterbalancing- 
weight,"  which  language  was  taken  Arom  the  Christie  claim.  In  the  Christie 
invention,  however,  the  point  of  disconnection  was  between  the  ratchet-wheel 
and  the  lever-pawl.  Se!d  that  this  construction  was  fairly  within  the  language 
of  the  claim  and  interference,  notwithstanding  that  the  point  of  disconnection 
was  not  Immediately  at  the  platen  proper;  and  that  there  was  an  interference 
between  the  two  inventions. 
8.  Same— Prioritt  of  Invemtion— Reducing  to  Practice. 

The  man  who  first  reduces  an  invention  to  practice  is  prima  facie  the  first 
inventor  under  act  July  4, 1836,  (5  St.,  p.  117;)  but  the  man  who  first  conceives 
the  invention  may  date  it  back  to  such  conception  if  he  usee  due  diligence  in 
reducing  it  to  practice,  and  he  must  use  such  diligence  befbre,  as  well  as  after, 
the  second  conception  of  the  invention.    {Reed  v.  Cntier,  1  Story,  690,  followed.) 

4.  Same— Due  Diuoence— What  Constitutes. 

The  person  who  first  conceived  a  comparatively  simple  improvement  in  power- 
presses  for  bookbinding  made  a  rough  sketch  of  it  within  a  few  months.  Three 
years  after  his  first  conoeption  he  had  working  drawings  made,  and  six  months 
thereafter  a  machine  was  manufactured.  He  excused  the  delay  by  asserting 
that  he  could  neither  afford  to  buy  the  necessary  tools  sooner  nor  use  them  in 
hie  small  shop.  His  reason  for  not  having  the  machine  made  at  another  sh^ 
was  that  he  would  have  made  no  profit  on  machines  made  by  others  aocording 
to  his  invention.  Held  that  he  did  not  use  due  dillgenfte  so  iil^  to  entitle  him  to 
a  patent  as  against  one  who  coneeived  the  invention  later,  but  reduced  it  to 
practice  sooner,  than  himself. 

5.  Sake— Sketch  or  Machine. 

A  rough  sketch  of  an  invention  is  not  such  a  reduction  to  practice  as  to  make 
its  author  the  original  inventor  within  the  meaning  of  the  patent  laws. 

6.  Same— Claim  that  Third  Partt  was  Inventor. 

Under  Revised  Statutes,  section  4915,  the  only  question  the  court  can  consider 
la  whether  the  oomplainant  is  the  first  inventor  of  a  patentable  device.  Whether 
respondent  or  a  third  party  was  the  inventor  of  the  device  for  wl^o]^  respondent 
haa  received  a  patent  should  not  be  inquired  into  either  by  the  court  or  by  tha 
Commiaaioner  in  intarfiBrenoe  proceedings  between  the  same  partiea. 
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APPEAL  from  the  Oircnit  Ooart  of  the  United  States  for  the  District 
of  Kentucky. 

Bill  by  Charles  Seybold  against  William  H.  Gliristie  to  obtain  the 
issue  to  complainant  of  Letters  Patent  which  had  been  refused  after  a 
decision  against  him  on  an  interference.  A  decree  was  entei*ed  for 
complainant. 

Messrs.  Wood  <£  Boyd  for  the  appellant. 
Mr.  0.  M,  Hill  for  the  appellee. 

STATEMENT  OP  THE  CASE  BY  JUDGE  TAFT. 

This  was  an  appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Kentucky,  directing  the  Commissioner  of 
Patents  to  issue  a  patent  to  Charles  Seybold,  the  api>ellec  and  com- 
l>]ainant  below,  for  a  device  in  a  power-press  used  in  bookbinding, 
whereby  the  platen  is  <'  detachably  connected  with  power-driving 
mechanism  and  provided  with  a  balancing- weight."  The  bill  was  filed 
below  under  section  4915  of  the  lievised  Statutes,  which  provides  aa 
follows: 

Whenever  a  patent  on  application^  is  refused,  either  by  the  CouimiaMioner  of 
Patents^  or  by  the  sapreme  conrt  of  the  District  of  Cwliiiiibia  upon  npiteiil  from 
the  Conimissionor,  the  applicant  may  have  roniody  l>y  bill  in  equity;  and  the  conrt 
having  cognizance  thereof,  on  notice  to  ndvorso  partios  and  other  due  proceedings 
had,  may  adjudge  that  such  appliruut  is  entitled,  siccordiug  to  law,  to  receive  a 
patent  for  his  invention,  as  speciticHl  in  his  claim,  or  for  any  part  thereof,  as  the 
facts  in  the  case  may  appear.  And  such  adjudication,  if  it  be  in  favor  of  the  right 
of  the  applicant,  shall  authorize  the  Connnissioner  to  issue  such  patent,  on  the  appli- 
cant filing  in  the  Patent-Office  a  ropy  of  the  adjudication,  and  otherwise  complying 
with  the  requiromcnts  of  law.  In  all  cases,  whore  there  is  no  opposing  party,  a  copy 
of  the  bill  shall  be  served  on  tlie  ComniiH^inner;  and  all  the  expenses  of  the  proceed- 
ings shall  be  paid  by  the  applicant,  whether  the  decision  is  in  his  favor  or  not. 

The  appellant,  Christie,  who  was  respondent  below,  secured  a  patent, 
one  claim  of  which  covered  the  device  which  Seybold  averred  that  he 
lirst  invented.  Seybold  filed  his  application  June  0, 1880,  and  Christie 
his  June  7, 1889.  An  interference  was  declared  between  them  in  the 
Patent  Office,  on  the  following  claim : 

In  a  power-press,  a  platen  detachably  connect-ed  with  the  power-driving  mechan- 
ism and  provided  with  a  connterbalanciug- weight. 

The  Commissioner  decided  the  interference  proceeding  in  ftkvov  of 
Christie,  rejecting  Seybold's  application.  Christie  lives  in  Kentucky, 
and  Seybold  therefore  began  proceedings  against  him  in  that  district. 

The  invention  in  controversy  W4ts  an  improAcinentin  presses  usetl  by 
bookbinders  for  compressing  the  signature-bundle  into  a  solid  form, 
about  which  is  ax»plied  the  cover  to  make  the  complete  book.  The 
platen  is  the  upper  plate  of  the  press.  As  the  signature-bundles  vary 
much  in  size,  it  is  of  advantage  to  move  the  platen  up  and  down  in  the 
press  quickly  in  order  to  give  space  for  the  insertion  of  the  bundle 
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under  it.  The  mechanism  used  for  producing  a  sitarong  pressure,  whether 
it  be  a  screw  or  other  means,  has  a  slow  movement.  If  the  platen  is 
rigidly  connected  with  this  power-pressure  mechanism,  it  cannot  be 
moved  upward  or  downward  to  release  the  bundle  or  reacUust  the  space 
for  a  dififerent  bundle  with  much  greater  rapidity  than  when  pressure 
is  being  applied.  The  improvement  was  in  so  detaching  the  platen 
from  the  power-pressure  mechanism  as  to  allow  it  to  move  up  and  down 
independent  of  that  mechanism,  and,  by  means  of  counterbalaucing- 
weights,  to  render  its  movement  very  easy. 

Seybold's  device  consisted  of  a  top  cast  portion  A  and  a  base  or  bot- 
tom B,  which  are  connected  by  suitable  stay-rods  C,  three  on  each  side, 
which  form  a  frame-rack  for  the  support  of  the  top  plate  and  screw-rod. 
The  top  plate  was  provided  with  the  central  screw-thread  hole,  through 
which  the  screw  D  operated.  The  platen  il  was  suspended  between 
the  stay-rods  G  by  nieans  of  suitable  chains  passing  over  suitable  pul- 
leys secured  in  brackets  attached  to  the  top  plate  and  attached  at  the 
other  end  to  the  balancing- weights,  which  were  adapted  to  slide  up  and 
down  on  the  outside  of  the  stay-rods.  The  platen  was  guided  by  the 
stay-rods  in  its  movement  up  and  down.  Screw  D  was  moved  by  a 
hand- wheel  and  a  lever,  and  the  end  of  the  screw  D  was  connected 
with  the  platen  by  the  connecting-pipe  I,  which  serve<]  to  communicate 
the  pressure  from  the  screw  to  the  platen,  and  was  merely  an  extension 
of  the  screw.  A  number  of  such  connecting-pipes,  of  diiierent  lengths, 
were  provided  to  suit  the  size  of  the  bundle.  The  pipe  I  was  easily 
removable.  By  taking  it  out  the  i)laten  H  might  be  moved  up  or 
down  freely  and  easily  by  reason  of  the  counterbalancing- weights  and 
its  height  adjusted  to  leave  the  proper  space  between  the  platen  and 
the  base. 

Christie's  patent  consisted  of  a  press-frame  with  a  platen  moving  up 
and  down  between  the  sides  of  the  frame  as  guides  and  having  rigidly 
attached  to  its  upper  side  a  rack-bar,  which,  extending  up  through  the 
top  of  the  press- frame,  engaged  above  with  a  pinion  or  small  cog-wheel 
mounted  upon  a  shaft  journaled  in  two  upright  brackets  fixed  to  the 
top  of  the  press-frame.  To  the  same  shaft  were  keyed  ratchet-wheels, 
which,  by  means  of  pawls  and  a  lever,  were  rotAte<l, driving  the  pinion, 
forcing  downward  the  rack-bar,  and  bringing  the  required  pressure  on 
the  platen.  On  top  of  the  rack-bar  was  a  cross-bar,  to  the  ends  of 
which  were  att^iched  cords  passing  up  over  pulleys  journaled  in  ni)riglit 
posts  supported  on  the  top  of  the  press-firame  and  carrying  counterbal- 
ancing-weights  equal  to  the  weight  of  the  platen.  Tlie  pawls  which 
were  engaged  with  a  ratchet-wheel  to  produce  a  rotary  motion,  forcing 
down  the  platen,  might  be  thrown  out  of  engagement  with  Uie  ratchet- 
wheel,  and  then  the  platen  might  be  moved  up  or  down  easily  by  the 
aid  of  the  counterbalancing-weight.  In  doing  so  of  course  the  pinion 
and  ratchet-wheels  turned  witli  the  movement  of  the  rack-bar,  but 
offered  no  obstruetiou  to  the  upward  or  downward  movement  of  the 
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platen.    The  facts  with  reference  to  the  invention  by  the  two  partial 
were  as  follows: 

Seybold  conceived  of  his  invention  in  October,  1885,  and  made  a 
rough  sketch  of  it,  which  he  showed  to  several  persons  in  Jannaiy, 
1886.  He  was  a  machinist  and  inventor,  and  engaged  in  mauufactnr- 
ing  nnmbering-machines,  perforators,  cntting-machines,  index-cutters, 
pasting-raachines,  gluing-raachines,  wood-staining  machines,  graining- 
machines,polishingmachines,  sandpaper-machines, and  general  repair 
work.  At  the  time  of  his  conception  he  says  that  lie  did  not  have  the 
proper  tools  in  his  sho])  to  make  the  machine.  It  would  have  required 
a  planer,  a  long  lathe,  and  a  boring  mill.  He  did  not  have  the  requi- 
site tools  until  he  moved  into  his  new  shop,  on  Webster  street,  in  the 
month  ot  March,  1880.  From  October,  1885,  until  October,  1888,  he 
did  nothing  toward  reducing  his  machine  to  practice.  At  the  latter 
date  he  had  full-sized  drawings  made,  and  his  first  machine  was  made 
in  April,  1889.  He  applied  for  a  patent  June  G,  1889.  The  only  reason 
which  Seybold  gave  in  the  interference  proceedings  in  the  Patent  Office 
for  the  delay  in  reducing  his  machine  to  practice  was  that  he  did  not 
have  the  necessary  tools  or  room  in  his  shop.  On  the  hearing  below, 
another  deposition  was  taken,  in  which  he  gave  an  additional  reason. 
His  evidence  was  as  follows: 

Question.  Pleane  Bfjite  why  yon  did  not  have  the  proper  tools,  or  why  yoa  did  not 
secure  them  in  the  early  part  of  1886. 

Answer.  Because  my  financial  condition  was  sach  that  I  could  not  possibly  bay 
those  tools. 

Q.  4.  Is  there  any  other  reason  you  can  givet 

A.  Yes,  sir. 

Q.  5.  Please  give  it. 

A.  It  would  have  been  possible  for  me  to  order  the  press  built  by  some  other  party; 
but  it  has  been  my  object  to  construct  this  press  to  be  put  on  the  market,  and  know- 
ing the  prices  of  presses  built  by  my  competitors,  I  found  it  imiMMsible  to  build  the 
prcHS  at  the  competition  (if^ure  if  ordered  to  be  built  in  outside  shops. 

Q.  6.  The  reason,  then,  that  you  did  not  have  a  press  built  shortly  after  yon  had 
invented  the  same  was  because  there  would  have  been  no  profit  in  it  for  yout  Is  this 
correct  or  nott 

A.  Yes,  sir. 

Christie  claimed  to  have  conceived  of  his  invention  in  the  snmmer 
of  1880.  He  had  working  drawings  made  and  patterns  ordered  for  the 
prodaction  of  his  press  in  the  spring  and  early  summer  of  1888,  and  his 
press  was  completed  about  July  12  of  that  year.  The  machine  was  set 
up  and  put  in  operation  in  the  Methodist  Book  Concern,  of  Cincinnati, 
about  that  date,  and  continued  in  operation  until  the  bill  herein  was 
filed.  A  second  machine  was  built  in  October,  and  put  in  operation  in 
that  building.    He  filed  an  application  for  a  patent  June  7, 1889. 

The  court  below  held  that  Seybold  was  the  first  and  true  inventor  of 
the  machine,  and  entered  a  decree  directing  the  Commissioner  of 
Patents  to  issue  a  patent  to  him.  The  decree  was  based  on  the  finding 
that  while  Seybold's  device  disclosed,  ^<in  a  power  presSi  a^laten 


DECIBI0N8  OP  U.  S.  COURTS   IN   PATENT  CASES.  519 

detacbably  connected  with  tlie  power-drivinii^  mechanism,^  Gliristie^s 
device  did  not. 

Before  Jaokson,  Taft,  and  Hammond,  Judges. 

Taft,  J.,  (after  stating  the  facts:) 

The  questions  arising  in  this  case,  covered  by  the  assignments  in 
error,  are  two:  First,  does  OhriHtie's  invention  or  device  show,  "in  a 
power-press,  a  platen  detac.hably  connected  with  the  power-driving 
inechanisiD  and  provided  with  a  counterbalpncing-wcightT"  and,  sec- 
ond, if  it  does,  which  odc  of  the  two,  Scybohl  or  Oliristie,  was  the  firHt 
or  true  inventor,  within  the  iiieiviiiug  of  the  patent  hiws? 

It  is  contended  by  appellant  that  it  was  too  late  for  the  complainant 
to  raise  the  question,  in  the  court  below,  whether  Ohristie's  device 
inchides  "a  platen  det^chably  connected  witli  the  iK>wer-driving  mech- 
anism," because  it  was  not  raised  in  the  interference  proceeding  in  the 
Patent  Ofdce.  It  is  said  he  is  thereby  estopped  to  make  it.  We  do 
not  concur  in  this  view.  The  interference  issue  is  drawn  up  by  the 
Patent  Office  Examiners,  and  the  interference  is  declared,  before  either 
party  has  access  to  the  specifications  of  the  other,  and  the  claims  made 
with  respect  to  the  issue  are  submitted  before  the  specifications  are 
disclosed.  Subsequently,  perhaps,  the  question  might  be  raised;  but 
we  do  not  think  that  a  failure  to  raise  it  in  the  Patent  Office  prevents 
its  being  brought  to  the  attention  of  the  court  in  a  proceeding  like  this 
by  independent  bill. 

The  fact,  if  it  be  a  fact,  that  the  invention  of  one  of  the  parties  does 
not  include  the  issue  declared  in  the  interference  is  apparent  on  the 
record.  In  one  of  the  two  cases  considered  by  the  Supreme  Court 
under  this  section  it  was  held  that  the  court  of  its  own  motion  must 
declare  that  the  issuable  device  in  the  interference  proceeding  was  not 
patentable  for  want  of  invention,  and  could  therefore  dismiss  the  bill, 
although  the  question  had  not  been  raised  either  in  the  Patent  Otfice 
or  by  the  parties  in  the  court  below  or  in  the  Supreme  Court  {HiU  v. 
WoMter,  C.  D.,  1890,  230;  50  O.  G.,  500;  132  U.  S.,  003, 10  Sup.  Ot  Rep., 
228.)  We  do  not  see  why  the  court  has  not  the  same  power  with  ref- 
erence to  the  present  question.  The  fact,  if  it  be  a  fact,  that  Seybold 
did  not  raise  it  in  the  Patent  Office,  may,  of  course,  affect  the  weight 
of  his  present  objection ;  but  it  has  no  force  as  an  estoppel. 

Coming  now  to  the  question  whether  the  Christie  device  embodies 
that  which  iR  described  by  tlie  issue  framed  in  the  interference  proceed- 
ings, we  find  that  the  issue  was  adopted  by  the  Patent  Office  from  the 
language  of  the  first  claim  of  Christie's  patent,  and  the  question  pre- 
sented is  really  whether  Christie's  si>ecifications  entitle  him  to  his  first 
claim.    In  his  si)ecifications  Christie  says: 

My  invention  refen  to  an  iuiprovoment  in  a  press  especiaUy  adapted  for  book- 
bindem.  It  relates  more  especially  to  a  prose-platou  wbicli  is  made  detaobable  from 
the  powar-^riviiig  mechauism  and  suspended  by  the  comitorpoise-weigbt.     OOQ  Ic 
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The  object  of  my  inventioD  is  to  provide  ready  moans  for  raiftlog  and  lowering  a 
preas-plateu  by  hand  without  having  to  manipulate  tlie  power-driving  mechanism, 
the  various  features  of  which  will  be  fnlly  set  forth  in  the  description  .of  the  accom- 
panying drawings,    •    •    • 

I  preferably  employ  a  rack-bar  and  pinion  driven  by  a  ratchet-lever  to  obtain 
power  for  compressing  the  platen,  as  it  is  rapidly  and  easily  manipulated. 

The  power  is  conveyed  as  follows:  13  represents  the  teeth  of  the  rack-bar,  which 
engage  with  pinion  14,  mounted  upon  shaft  15,  which  is  jourualod  in  ears  of  brack- 
ets 16.    ••    • 

On  the  opposite  side  of  the  ratchet-wheels  I  provide  a  duplex  holding-pawl  31, 
which  engages  with  the  respective  ratchet-wheels.  This  pawl  is  normally  held  in 
engagement  with  the  ratchet-teeth  by  means  of  the  spring  28,  which  presses  them 
up,  and  they  are  held  out  of  engagement  by  the  wedge  29,  wbich  is  operated  by  the 
lever  30.  When  lever  30  is  depressed,  the  wedge  29  is  raised  up  and  the  spring  28 
presses  the  pawl  31  into  engagement  with  the  teeth  of  the  ratchet-wheel.  When 
said  lever  is  raised  np,  it  polls  the  wedge  29  down  in  between  the  holding-pawl  31 
and  the  rear  edge  of  the  rack-bar  6,  which  prevents,  the  engagement  of  the  holding- 
pawl  31  with  tho  teeth  of  the  ratchet-wheels.  When  lever  18  stands  in  its  normal 
position,  (shown  in  Figs.  2  and  4,)  the  pawls  are  also  in  disengagement  with  the 
ratchet-driving  wheels.  The  press-platen  5  is  therefore  ft-ee  to  move  up  and  down 
by  extraneous  means,  so  as  to  be  adjusted  to  any  denired  height.    *    •    • 

The  above  driving  mechanism,  with  the  shipping  and  unshipping  connections,  is 
the  preferred  form  of  construction ;  but  I  do  not  limit  myself  to  said  means,  except 
where  they  are  made  special  features  of  claims  herein ;  but  the  importance  of  sus- 
taining the  platen  by  counterbalance- weight  and  liaving  it  readily  detachable  from 
the  driving  mechanism,  so  as  to  be  raised  iudepeudent  thereof,  is  the  special  featnre 
of  invention.    *    •    • 

The  principal  object  to  be  accomplished  by  the  above-described  invention  is  the 
ready  arrangement  of  the  press-platen  by  hand  without  manipulating  the  same  by 
the  power-lifting  and  depressing  mochtinism,  as,  for  instance,  in  a  book-binding  or 
other  similar  use  the  rapid  operation  of  tho  press  is  a  very  important  feature,  and  is 
accomplished  by  means  to  disengage  the  press-platen  from  the  power-driving 
mechanism  and  suspending  it  by  a  couotorpoiso-woight,  allowing  it  to  be  readily 
raised  or  lowered,  as  the  case  may  be,  and  the  within-described  mechanism  I  believe 
to  be  the  best,  and  is  claimed  heroin  as  of  my  invention. 

Then  follow  the  claims,  the  lirst  of  wliich  is: 

In  a  power-press,  the  platen,  5,  detachably  connected  with  the  power-driving 
mechanism  and  counterbalanced  by  the  weight  to  hold  the  same  in  any  adjusted 
position,  substantially  as  specified. 

The  court  below  held  that  the  iK>wer-driving  mechanism  consisted  of 
the  lever,  the  pawls,  the  ratchet-wheels,  the  pinion,  and  the  rack-bar, 
and  that  as  the  ratchet-wheel  and  pinion  were  fixed  in  their  i*elntioii  to 
the  rack-bar,  and  the  rack-bar  was  fixed  to  the  platen,  tlie  iK>wer- 
driving  inechauism  was  not  detachably  connected  with  the  platen. 

We  think  this  coiistmctiou  too  murrow.  The  expert  for  the  com- 
plainant4>elow  testified  that  he  had  never  heard  the  expression  ^^  detach- 
ably connected  with,"  bat  that  in  this  view  it  must  mean  that  ail 
the  mechanism  used  to  transmit  tho  pressure  to  the  platen  should  be 
capable  of  being  detached  from  the  platen.  The  Patent  Ofllce  took  the 
expression  from  the  specific^itions  and  chum  of  Christie,  and  it  is  only 
fair,  therefore,  in  construing  tho  meaning  of  the  term,  if  ambiguous,  to 
look  into  Christie's  specificivtions  to  see  what,  in  fact,  is  meaiit  by  the 
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tenn  <<  detachably  connected  with  the  power-diiviug  mechanism."  Of 
coarse  Christie's  8i)ecilications  cannot  be  used  for  this  purpose,  if  by 
so  doinir  we  are  taken  out  of  the  Seybold  inveutiou,  but  if  the  issue 
framed  by  the  Patent  Office,  by  a  fair  construction,  will  include  a  feature 
present  in  both  inventions,  then  it  is  tike  duty  of  the  court  to  lean  to 
that  consti*uction  rather  than  to  give  it  a  strict  and  narrow  one,  which 
will  describe  something  present  only  in  one.  We  are  very  clear  that 
the  two  inventions  have  a  common  feature,  viz.,  the  easy  elevation  and 
lowering  of  the  platen,  secured  by  a  couuterbalanciug-weight  and  a 
device  for  the  disengagement  of  the  platen  from  the  power-pressure 
mechanism  and  consequent  independence  thereof. 

The  amount  of  power  required  to  compress  the  bundle  makes  neces- 
sary  a  somewhat  cumbersome  and  slow  action  in  the  power-pressure 
mechanism.  The  object  of  both  inventions  is  to  temporarily  free  the 
platen  from  connection  with  the  slowly-acting  mechanism  while  the 
bundle  is  beiug  put  in  the  press.  A  device  wliicli  UDships  the  machinery 
conveying  the  great  pressure  power  to  the  platen,  so  as  to  permit  a  free 
movement  of  the  platen  unrestrained  by  its  connection  with  that 
machinery,  makes  the  connection  between  the  platen  and  the  power- 
driving  mechanism  ^'detachable''  within  the  meaning  of  Christie's  speci- 
fications and  the  issue  framed  in  this  case  by  the  Patent  Office.  It  may 
be  true  that  in  a  certain  sense  the  pinion  and  the  ratchet-wheels  and 
the  rack-bar  are  part  of  the  power-driving  mechanism  when  in  action, 
though  our  impression  is  that,  as  the  power  ii^  applied  first  on  the  lever, 
the  machinery  conveying  the  power  to  the  platen  beyond  the  lever  is 
I>ow6r-transmittiDg  mechanism,  and  that  the  lever  and  pawl  only  may 
be  properly  called  the  '<  power-driving  mechanism."  But,  whichever  is 
the  correct  view,  it  is  certain  that  as  soon  as  the  pawls  and  lever  which 
communicate  the  power  to  the  ratchet-wheels  are  unshipped  the  ratchet- 
wheeJs  and  the  pinion  are  free  to  move  without  opposing  any  obstruc- 
tion whatever  to  the  easy  up-and-down  niovcment  of  the  platen.  When 
thus  detached,  they  are  certainly  no  part  of  the  power-driving  mechan- 
ism. The  result  is  exactly  the  same  as  if  they  were  removed  from  their 
connection  with  the  rack-bar,  because  they  make  no  resistance  to  the 
movement  of  the  rack-bar  and  platen.  The  si)ecifications  do  not  limit 
Christie  to  this  one  mode  of  applying  the  power;  but  the  lever,  pawl, 
and  ratchet  are  described  by  him  as  the  preferable  mode.  There  are 
nmny  well-known  equivalents,  and  were  at  the  time  of  this  invention,  of 
this  power-driving  niechauism,  notably  the  screw  described  in  Seybold's 
invention.  For  these  reasons  we  are  unable  to  agree  with  the  learned 
jndge  below  in  respect  to  the  ground  ui)on  which  he  placed  his  decision. 
We  are  therefore  brought  to  consider  the  question  which,  in  the  view 
he  took  of  the  case,  he  did  not  find  it  necessary  to  pass  upon— that  is, 
who  was  the  first  and  true  inventr>r  of  that  featnre  which  weliavef<mnd 
to  be  common  to  the  two  devices  and  which  is  here  the  subject  of  con- 
troversy f  r^^^^T^ 
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The  patent  statutes  have  9lwmjB  required  such  particularity  of  descrip- 
tion in  the  applications  for  a  patent  as  to  leave  no  doabt  that  in  the 
eye  of  the  law  he  ie  the  first  and  tme  inyentor  who  first  reduces  the 
conception  of  a  new  invention  or  discovery  to  i>ractical  and  operative 
form.    In  Bedford  v.  Hunt  (1  Mason,  302-304)  Mr.  Justice  Story  said : 

The  first  inyeotor  who  has  put  the  inveniion  into  practice,  and  he  only,  is  entitled 
to  s  patent. 

And,  again,  on  page  305,  he  says: 

The  intent  of  the  statnte  was  to  guard  against  defeatlnf?  patents  by  the  setting  np 
of  a  prior  invention  which  had  never  been  reduced  to  practice.  If  it  were  the  more 
speculation  of  a  philosopher  or  a  mechanician,  which  had  never  been  tried  by  the 
test  of  experience  and  never  put  into  actual  operation  by  him,  the  law  would  not 
deprive  a  subsequent  inventor,  who  bad  employed  bis  labors  and  his  talents  in  put- 
ting it  into  practice,  of  the  reward  due  to  his  ingenuity  and  enterprise. 

So  in  Agawam  Co,  v.  Jordan  (7  Wall.,  583)  Mr.  Justice  Clifford  states 
the  rule  as  follows: 

The  settled  rule  of  law  is  that  whoever  first  perfects  a  machine  is  entitled  to  a 
patent,  and  is  the  real  inventor,  although  others  may  have  previously  had  the  ides 
and  made  some  experiments  toward  putting  it  in  practice.  He  is  the  inventor,  and 
is  entitled  to  the  patenti  who  first  brought  the  maehine  to  perlectioii  and  made  it 
capable  of  usefhl  operation. 

So  in  WhiUlff  v.  Swa^ne  (7  Wall.,  685,  087)  Mr.  Justice  Nelson  said: 
He  is  the  first  inventor  and  entitled  to  the  patent  who,  being  an  original  diaeov- 
erer,  has  first  porfected  and  adapted  the  invention  to  actual  use. 

This  is  the  general  rule,  and  had  no  exception  under  the  statutes  in 
force  down  to  the  act  of  July  4, 1836,  (5  St,  p.  117.)  The  fifteenth  sec- 
tion of  that  act,  in  specifying  the  defenses  which  a  defendant  might  set 
up  in  an  action  for  inMugement,  permitted  him  to  plead  that  the  pat> 
en  tee- 
had  surreptitiously  and  unjustly  obtained  the  patent  for  that  which  was  in  £sct 
invented  or  discovered  by  another  who  was  using  reasonable  diligence  in  adapting 
and  perfecting  the  same. 

The  effect  of  the  change  made  by  the  act  of  1836  was  considered  by 
Mr.  Justice  Story  in  the  case  of  Reed  v.  Gutter^  (1  Story,  590,)  where, 
referring  to  the  words  '^  was  using  reasonable  diligence  in  adapting 
and  perfecting  his  invention,"  be  said: 

These  latter  words  were  copied  from  the  fifteenth  section  of  the  act  of  1888,  chapter 
867,  and  constitute  a  qualification  of  the  preceding  language  of  that  section ;  so  that 
an  inventor,  who  has  first  actually  perfected  his  invention,  will  not  be  deemed  to 
have  surreptitiously  or  unjustly  obtained  a  pateut  for  that,  which  was  in  fact  first 
invented  by  another,  unless  the  latter  was  at  that  time  using  reasonable  diligence 
in  adapting  and  perfecting  the  same.  And  this  I  take  to  be  clearly  the  law;  for  he 
is  the  first  inventor  in  the  sense  of  the  act,  and  entitled  to  a  patent  for  his  inven- 
tion, who  has  first  perfected  and  Adapted  the  same  to  use;  and  until  the  invention 
is  so  perfected  and  adapted  for  use,  it  is  not  patentable.  An  imperfect  and  incomplete 
^^<f^-'  invention,  resting  in  mere  theory  or  in  intellectual  notion,  or  in  uncertain  exper- 
iments, and  not  actnally  reduced  to  practice,  and  enibooied  in  some  distinct  machin- 
ery, apparatus,  manufacture,  or  composition  of  matter,  is  not,  and  indeed  cannot  be, 
patentable  under  our  patent  acts ;  since  it  is  utterly  impossible,  under  such  eizeam- 
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stances,  to  comply  witli  the  fouduneiital  reqaisitesof  those  acts.  In  a  race  of  dili- 
gence hetween  two  independent  inventors,  he,  who  first  reduces  his  invention  to  a 
fixed,  positive,  and  practical  form,  would  seem  to  be  entitled  to  a  priority  of  right  to 
a  patent  therefor.  The  clause  of  the  fifteenth  section  now  under  consideration 
seems  to  qualify  that  right,  by  providing  that,  in  such  cases,  he  who  invents  first 
shall  have  the  prior  right,  if  he  is  using  reasonable  diligence  in  adapting  and  per- 
fecting the  same,  although  the  second  inventor  has,  in  fact,  first  perfected  the  same, 
and  reduced  the  same  to  practice  in  a  positive  form.  It  thus  gives  ftiU  effect  to  the 
woU  known  maxim,  that  he  has  the  better  right,  who  is  prior  in  point  of  time,  namel}', 
in  making  the  discovery  or  invention. 

Eeed  v.  Cutter  is  a  leading  case,  and  has  been  followed  by  Mr.  Jas- 
tice  ClifiTord  in  White  y.  AUen  (2  Cliff.,  224;  2  Fish.  Pat.  Gas.,  440)  and 
in  later  cases. 

It  is  obvious  from  the  foregoinp^  that  the  man  who  first  reduces  an 
invention  to  practice  is  prinui  facie  the  fU*st  and  true  inventor,  but  that 
the  man  who  first  conceives  and,  in  a  mental  sense,  first  invents  a 
machine,  art,  or  composition  of  matter  may  date  his  patentable  inven- 
tion back  to  the  time  of  its  conception,  if  he  connects  the  conception 
with  its  reduction  to  practice  by  reasonable  diligence  on  his  part,  so 
that  they  are  substantially  one  continuous  act.  The  burden  is  on  the 
second  reducer  to  practice  to  show  the  prior  conception,  and  to  estab- 
lish the  connection  between  that  conception  and  his  reduction  to  prac- 
tice by  proof  of  due  diligence. 

It  has  sometimes  been  held  in  the  decisions  in  the  Patent  Office  that 
the  necessity  for  diligence  on  the  part  of  the  first  conceiver  does  not 
arise  until  the  date  of  the  second  conception;  but  this,  we  think,  can- 
not be  supported  on  principle.  The  diligence  of  the  first  reducer  to 
practice  is  necessarily  immaterial.  It  is  not  a  race  of  diligence  between 
the  two  inventors  in  the  sense  that  the  right  to  the  patent  is  to  be 
determined  by  comparing  the  diligence  of  the  two,  because  the  first 
reducer  to  practice,  no  matter  what  his  diligence  or  want  of  it,  is  prior 
in  right  unless  the  first  conceiver  was  using  reasonable  diligence  at  the 
time  of  the  second  conception  and  the  first  reduction  to  practice. 

The  language  of  the  statute,  (section  4920,)  in  the  use  of  the  imperfect 
tense,  '<  was  using  reasonable  diligence,"  shows  the  legislative  intent 
to  confer  a  prior  right  on  a  first  conceiver  in  a  case  where,  after  his 
mental  act  of  invention,  and  pending  his  diligent  reduction  to  prac- 
tice, another  inventor  enters  the  field  and  perfects  the  invention  before 
hid  riviU.  The  reasonable  diligence  of  the  first  conceiver  must  be  pend- 
ing at  the  time  of  the  second  conception,  and  must  therefore  be  prior 
to  it.  Keasouable  diligence  by  the  first  conceiver  beginning  when  his 
rival  enters  the  field  could  only  carry  his  invention  back  to  the  date  of 
the  second  conception,  and  in  the  race  fh>m  that  time  the  second  con- 
ceiver must  win  because  of  his  first  reduction  to  practice.  (See  Rob. 
on  Pats.,  sections  384-386;  Millward  v.  Barnes,  C.  D.,  1877,  34;  11 
O.  G.,  1060.)  The  elaborate  opinion  of  the  C  inissioner  of  Pat- 
ents, Mr.  Mitchell,  in  the  interference  proceding  between  Christie  and 
Seybold,  reported  in  C.  D.,  1891, 18;  54  O.  G.,  967,  cites  all  the  author- 
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ities,  and  is  quite  convincing  on  tbis  point.  We  fully  concur  therein. 
As  Christie  reduced  the  iuveutiou  to  lu-actice  nearly  a  year  before  Sey- 
bold's  press  was  made,  the  burden  is  on  Seybold  to  show  that  from  the 
time  of  his  original  conception,  which  antedated  that  of  Chiistie,  he 
was  using  reasonable  diligence  in  adapting  and  x>orfecting  his  idea  to 
practical  use.  Has  he  sustained  that  burden  f  It  is  quite  dear  to  us 
that  he  has  not.  The  question  of  reasonable  diligence  in  any  case 
depends,  of  course,  upon  all  the  circumstances.  A  complicated  iuven- 
tion,  requinng  many  experiments  and  much  study  to  give  it  practical 
form,  would  reasonably  delay  a  reduction  to  practice  after  the  first 
conception  for  a  greater  length  of  time  than  where  the  idea  and  the 
machine  embodying  it  were  of  a  simple  character.  {Bradford  v.  Cor- 
Wn,  6  O.  G.,  223.)  Then,  too,  the  sickness  of  tlie  inventor,  hi8,  pov- 
erty, and  his  engagement  in  other  inventions  of  a  similar  kind  are  all 
circumstances  which  may  affect  the  <iuestion  of  reasouiible  diligence. 
(See  Webster  v.  Can)et  Co.,  5  O.  G.,  622;  Cox  v.  Griggs j  1  Biss.,  362,  2 
Fish.  Pat  Cas.,  174;  Munger  v.  Connelly  1  O.  G.,  491 ;  Proctor  v.  Ackroyd^ 
0  O.  G.,  003;  Cmhman  v.  Parhaw,  C.  D.,  1870,  i;30;  9  O.  G.,  1108.) 

In  this  case,  Seybold's  first  conception  was  in  October,  1885,  and  he 
did  not  reduce  his  machine  to  practical  form  until  April,  1889,  three 
years  and  a  half  later.  He  made  a  rough  sketch  in  January,  1886, 
which  he  subsequently  lost.  In  October,  1888,  three  years  after  his 
first  conception,  he  had  working  drawings  made,  and  six  months  later 
a  press  was  manufactured.  His  excuse  for  his  delay  is  that  until  the 
spring  of  1889  he  could  not  afford  to  buy  the  necessary  tools  for  the 
manufacture  of  the  press,  and,  if  he  had  been  able  to  do  so,  his  shop 
was  not  large  enough  to  i)ermit  the  use  of  them.  He  does  not  say, 
however,  that  he  had  not  the  means  to  have  the  press  made  at  some 
other  shop,  where  the  proper  tools  were  to  be  had,  but,  on  the  contrary 
intimates  that  he  might  have  done  so  but  for  the  fact  that  there  would 
have  been  no  profit  for  him  to  sell  machines  made  by  others  according 
to  his  invention.  Now,  we  do  not  think  this  a  good  excuse  for  failuig 
to  make  at  least  one  machine,  in  accordance  with  his  conception.  It 
is  as  much  as  to  say  that  in  his  view  his  new  conception,  when  reduced 
to  practice,  would  not  have  sufficient  value  and  utility  to  bring  him 
any  return  commensurate  with  the  outlay  required  to  reduce  it  to 
practice,  and  in  consequence  he  indefinitely  postponed  putting  it  into 
practical  form  until  circumstances  should  change.  Tliis  is  a  tempo- 
rary abandonment  of  the  idea,  (White  v.  AUeHy  2  Cliff.,  224,)  and  is 
not  the  due  diligence  which  entitles  him  to  the  favor  of  the  public,  for 
whose  benefit,  primarily,  the  patent  laws  were  enacted,  {Wright  v. 
Postel,  C.  D.,  1890,  507;  53  O.  G.,  003;  44  Fed.  Hep.,  352.) 

It  can  hardly  be  claimed  that  the  rough  sketch  made  by  Seybold  of 
his  proposed  press  in  January,  lS8(i,  was  a  reduction  to  practice.  It 
has  been  held  in  niany  cases  tliat  di  aAvings,  nnich  more  comidete  than 
the  one  hei*e  testified  to,  are  not  reductions  to  x)ractice  as  against  a 
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Bubsequent  conceiver  who  first  made  an  actaal  operative  machine. 
{Beeves  v.  Bridge  Co.^  1  O.  G.,  466;  5  Fish.  Pat.  Gas.,  456;  LuMeator 
Manufg.  Co.  v.  Benchard^  9  Fed.  Rep.,  293,  opinion  by  Mr.  Jnstice  Mat- 
thews; DriU  Co.  y.  SimpeoUy  29  Fed.  Bep.,  288;  Mlitkorp  v.  Eohertsony 
4  Blatchf.,  307;  Draper  v.  MilU  Carp.j  G.  D.,  1878, 192;  13  O.  G.,  276; 
OdeU  v.  Stout,  G.  D.,  1884,  461;  29  O.  G.,  862;  22  Fed.  Bep.,  159.) 

Farther  objection  to  reversing  the  decree  is  made  on  behalf  of  appel- 
lee on  the  ground  that  Ghristie  was  not  the  true  inventor  of  the  machine 
for  which  he  obtained  the  patent.  It  is  said  that  Ghristian  Keck,  who 
was  in  his  employ,  was  the  real  inventor.  We  do  not  see  how  this  is  a 
subject  which  can  be  here  investigated.  The  question  here  (section 
4915,  Revised  Statutes)  is  only  whether  Seybold  was  the  first  and  true 
inventor.  It  is  certain  that  some  one  reduced  the  invention  to  practice 
before  Seybold  did,  and,  if  that  is  so,  Seybold  is  not  the  first  and  time 
inventor,  unless  he  was  using  reasonable  diligence  to  adapt  and  perfect 
his  conception;  and  we  have  found  that  he  was  not  doing  this.  If 
Ghristie's  patent  is  void  because  he  was  not  the  first  and  true  inventor, 
and  Keck  was,  that  would  not  entitle  Seybold  to  a  patent.  The  Gommis- 
sioner  of  Patents  did  not  consider  the  question,  and  we  think  he  acted 
rightly  in  this  respect. 

On  the  wUole  case  we  find,  therefore,  that  Seybold  is  not  the  true  and 
first  inventor. 

The  decree  of  the  court  below  is  reversed,  with  instructions  to  dis- 
miss the  bill  at  the  costs  of  the  complainant. 


[IT.  S.  Clrcnit  Conrt-IMstriofc  of  Kew  JwMy.] 

Stokes  Bbothebs  Manufactubing  Gompany  v.  Helleb  et  al. 

Deeided  May  16, 1893, 

64  O.  6.,  1654. 

SxoKics—BAflPS—lNFRiNGBMKNT— Inspection,  of  Works. 

In  a  salt  to  rostraiii  aUeged  infringement  of  patents  for  rasps  and  Hies  and  the 
process  and  niacbinury  for  making  the  same  plaintiffs  failed  for  more  than  six 
months  after  the  answer  was  filed  to  take  any  evidence,  and  then  applied  for  au 
order  that  they  be  allowed  to  inspect  fUlly  defendants'  factory.  Defendants 
denied  infringement;  and  alleged  that  for  years  before  the  patents  were  granted 
they  made  files  tinder  a  secret  process,  not  patented,  which  they  still  use.  They 
also  prod  need  files  made  by  sach  process  before  the  date  of  the  patent,  which 
were  apparently  the  same  as  plaintiffs'  files.  HM  that  the  order  for  the  exam- 
ination wonld  not  be  granted. 

Suit  by  the  Stokes  Brothers  MauufacturiDgGompany  against  Heller 
Brothers  and  others  for  the  alleged  iDfringement  of  the  following  pat- 
ents: No.  376,400,  granted  to  James  and  George  Stokes,  January  10, 
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1888,  for  a  rasp-ontting  machine;  No.  383,999,  granted  to  Philip  S. 
Stokes,  Jane 5, 1888,  for  rasps;  Ko. 397,254,  granted  to  Philip  S.  Stokes, 
February  5, 1889,  for  a  rasp-catting  machine;  No.  408,936,  granted  to 
Philip  S.  Stokes,  August  13, 1889,  for  a  method  of  forming  teeth  of 
rasps.  Heard  on  complainant's  motion  for  an  order  that  defendants 
permit  an  inspection  of  their  factory. 

Mr.  W.  H.  Doolittle  for  the  complainant. 
Mr.  John  Dane^  Jr.^  for  the  defendants. 

Obeen,  J. : 

This  bill  is  filed  to  restrain  the  defendants  from  infHnging  certain 
Letters  Patent  granted  on  various  dates  to  the  complainants  for  rasps 
or  files.  The  patents  cover  as  well  the  process  of  manufacture,  the 
machines  used,  and  the  manufactured  article.  The  bill  contained 
numerous  interrogatories  to  be  answered  by  the  defendants,  and  also 
called  for  an  answer  from  each  of  the  defendants  under  oath.  Such 
answers  have  been  duly  made,  and  were  filed  Scptemlier  16,  1892. 
Since  that  time  the  complainants  have  taken  no  step  forward  in  the 
litigation.  Not  a  particle  of  evidence  to  sustain  the  issues  on  their  part 
has  been  taken.  They  now  move  the  court  to  order  that  the  defendants 
do  permit  a  fhll  and  thorough  inspection  of  their  manufactory,  situate 
in  Newark,  N.  J.,  and  of  all  their  machinery,  and  of  all  their  procossos 
for  the  manufacture  of  the  rasps  or  files  rande  by  them,  and  which  files 
and  rasps  and  processes  and  machines,  the  complainants 'alle;re,  infringe 
their  Letters  Patent  The  defendants,  in  their  answer,  deny  infringe- 
ment, and,  fhrthermore,  assert  under  oath  that  rasps  have  been  manu 
factnred  by  them  by  a  i)eculiar  process,  not  ]>atented,  but  kept  as  a 
secret  in  their  business,  since  1836;  and  they  produce  files  and  i-aspa 
before  the  court  which,  as  shown  by  aflldavits  unconti*adicted,  were 
made  many  years  before  the  Ijctters  Patent  in  question  were  issued, 
and  which  to  the  eye  at  least  seem  to  be  entirely  similar  to  those  now 
made  by  the  complainants.  Under  these  circumstances  to  comi^el  the 
defendants  to  open  their  manufactory  to  hostile  inspection  of  rivals  in 
business  and  to  disclose  the  character  of  the  machines  and  the  process 
by  which  for  so  many  years  they  have  made  a  successful  surticleof  mer- 
chandise  would  be  urvjust  and  inequitable.  The  motion  is  too  obviously 
the  excuse  for  a  "  fishing  excursion,'^  and  does  not,  under  the  circum- 
stances of  this  case,  commend. itself  to  the  court. 

It  is  therefore  denied. 
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[IT.  8.  Distriet  Conri-Soiitlien  DUtrlol  of  Hew  Tcrk.] 

Smith  v.  Walton  et  au 

Decided  Maf  SI,  1S9S. 

6i  O.  G.,  1789. 

PATnrra— Pknalttes— RXV18SD  Statutbs,  Sscnoirs  4900,  4901— Nbcmsttt  for 
Stamp  "Patbsttbd/'  xto.,  on  Patkivtbd  Artxcls. 
Where  the  complaint  allowed  that  the  word  "  Patented/' etc.,  was  not  stamped 
on  plaintifTs  patented  article,  aa  required  b j  Reriaed  Statutea,  eeotion  4900,  not 
bewrase  of  the  "character  of  the  article,"  but  because  the  cost  of  such  stamping 
would  destroy  the  patentee's  profits,  Held,  on  demarrer  to  the  complaint  in  an 
action  to  recover  penalties  under  section  4901,  for  an  unauthorized  use  by  defend- 
ants of  the  word  "Patented,''  etc.,  on  their  articles,  that  the  complaint  was 
demurrable. 

Action  by  Beth  H.  Smith  against  David  S.  Walton  and  George 
West  to  recover  i>ena1tie8  nnder  section  4901  for  stamping  the  word 
^'Patented,"  without  authority,  on  two  thousand  two  hundred  crates  of 
wooden  dishes. 

Mr.  Rush  Taggart  and  Mr.Altnon  HaU  for  the  complainant. 
Mr.  James  P.  Foster  for  the  defendants. 

Bbown,  J»  -: 

The  complaint  having  been  amended  on  leave  after  a  demurrer  to  the 
original  complaint  had  been  sustained,  Smith  v.  Walton^  C.  D.,  1892, 592; 
61 0..G.,  289;  51  Fed  liep.,  17,)  a  demurrer  has  been  again  interposed 
to  the  amended  complaint 

The  original  complaint  was  held  defective  because  it  appeared  that 
the  word  '<  Patented,"  etc,  was  not  stamped  on.  the  patented  article 
Itself— vi2.,  an  oval  wooden  dish— either  by  the  defendants  or  by  the 
plaintiff,  but  on  the  crate  only,  and  because  the  complaint  did  not  show 
that  the  patented  article  came  within  the  exception  of  Revised  Stat- 
utes, section  4900,  as  an  article  on  which  from  <<  tlie  character  of  the 
article"  the  word  <<  Patented,"  etc.,  could  not  be  fixed.  The  original 
complaint,  on  the  contrary,  stated  that  the  dishes  had  been  marked  as 
<<The  Oval  Wooden  Dish."  That  fkct  was  held  to  afford  affirmative 
evidence  that  the  character  of  the  article  was  such  that  the  word 
^^Patented,"  etc.,  could  have  been  <<  fixed  thereon,"  and  for  the  plaintiff's 
failure  to  fix  them  on  the  patented  article  it  was  held  that  the  defend- 
ants could  not  be  made  liable  for  ^<  counterfeiting  the  plaintiff's  mark." 

In  the  amended  complaint  the  averment  that  the  dishes  were  stamped 
is  omitted,  it  being  stated  on  the  argument  that  it  had  been  inserted 
in  the  original  complaint  under  misapprehension  by  the  pleader.  The 
amended  complaint,  however,  does  not  aver,  in  the  language  of  the 
statute,  that  from  the  <<  character  of  the  article  the  word  <  Patented,' 
etc.|  could  not  be  fixed  thereon;"  but  in  lieu  of  such  a  statement  it  makes 
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the  following  avermentSy  viz:  That  the  dishes  are  sold  only  by  the 
crate,  the  final  purchaser  giving  them  away  to  his  cnstomers  as  a  sab- 
stitute  for  wrapping  paper;  that  it  is  impracticable  in  the  act  of  mann- 
fEM^toring  said  dishes  in  any  way  or  manner  to  mark  the  same;  that  to 
stamp  them  with  ink  afterward  would  render  them  onflt  for  use;  that 
to  brand  them  would  so  increase  the  cost  that  they  could  not  be  sold 
in  competition  with  other  similar  wooden  dishes;  that  any  known  mode 
of  marking  each  of  the  dishes  would  so  increase  the  cost  as  to  prevent 
thdir  sale  in  competition  with  other  dishes,  and  thus  render  the  patent 
wholly  valueless;  and  that  by  reason  of  the  impracticability  of  stamp- 
ing the  separate  dishes  the  owners  have  at  all  times,  pursuant  to  sec- 
tion 4900,  marked  each  crate  or  package  containing  said  dishes  as  fol- 
lows: <<Oval  Dishes,  Patented  March  13, 1893,  Art  Pat.  June  5, 1883."^ 

I  do  not  perceive  anything  in  the  amended  complaint  from  which  it 
can  be  fairly  inferred  that  there  is  the  least  diificulty  in  fixing  upon  the 
wooden  dishes  themselves  the  word  <^  Patented,"  etc.,  as  required  by 
section  4900,  except  the  additional  cost  of  doing  so;  or  that  the  plain- 
tiff'could  not  so  mark  them  as  cheaply  as  other  manufacturers  could  mark 
them.  All  that  the  new  averments  in  the  amended  complaint  amount 
to  is  that,  if  the  patentee  complied  with  section  4900,  he  could  make  no 
profit  out  of  his  patent,  on  account  of  the  competition  with  other  dishes 
somewhat  similar.  In  other  words,  it  is  not  because  of  ^Hhe  character 
of  the  article"  that  the  dishes  themselves  are  not  marked  or  stamped 
as  the  statute  requires,  but  simply  because  the  patentee  cannot  make 
money  on  his  sales  if  he  complies  with  the  law. 

The  language  of  the  statute  is  so  plain  and  definite  in  making  '<  the 
character  of  the  article"  the  only  ground  for  omitting  to  fix  the  mark 
upon  the  article  itself,  and  for  allowing  the  patentee  in  lieu  thereof  ^^to 
fix  to  the  article,  or  to  the  package  wherein  one  or  more  of  them  are 
contained,  a  label  containing  the  like  notice,"  that  it  is  inadmissible,  as 
it  seems  to  me,  to  change  the  statute  by  construction  into  a  question 
merely  of  profit  to  the  patentee.  Upon  the  statements  of  the  amended 
complaint  the  matter  seems  to  be  brought  down  to  this:  That  the  pat- 
ent, though  in  itself  valid,  would  nevertheless  be  of  no  value  to  the 
patentee  unless  the  substituted  marking  of  the  crate  be  held  sufiftcieut, 
because  otherwise  the  patent  cannot  be  worked  commercially  with  any 
profit  to  the  patentee.  But  this  is  only  saying,  in  effect,  that  the  pat- 
ent law,  as  it  stands,  is  not  adapted  to  such  articles  of  very  small  value, 
and  that  it  cannot  practically  be  made  use  of  to  give  a  monopoly  in  the 
manufacture  of  such  articles;  but  that  fact,  though  true,  cannot  give 
the  court  any  authority  to  change  by  construction  the  plain  words  and 
meaning  of  the  statute  or  to  secure  to  the  plaintiff  a  monopoly  upon 
conditions  which  the  law  does  not  admit. 

The  demurrer  must,  therefore,  be  sustained. 
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[U.  8.  dxooit  Conrt— Sonthern  District  of  New  York.] 

Pebbin  £T  al.  V.  Manhattan  Railway  Company.  Same  v.  Met- 
BOPOLiTAN  Elevated  Bailway  Company.  Same  v.  New  Yobk 
Elbyatbd  Bailboad  Company. 

Decided  April  4,1  S9i. 

64  O.  G.,  1790. 

Tbsnoa— BumnHO-OsAR  for  Railboad-Cars— Constbuction  of  Claim— Antici- 

FATIOX— TBUCK-COUPLINQS. 

CUim  2  of  Letters  Patent  No.  50,518/iMiied  October  17,  1865,  to  Henry  H. 
Trenor,  oovon  'Hhe  motliod  of  eoapliog  the  cars  or  yekldes  of  a  train  of  two  or 
more  cars  or  vehicles  by  means  of  the  connecting-links  attached  to  the  pivots  or 
king-bolts  of  the  trucks,  substantially  as  herein  sot  forth.''  There  is  nothing  in 
the  specifications  to  limit  thlH  language.  Held  that  the  claim  cannot  be  limite«l 
to  the  coupling  of  cars  or  vehicles  having  four-wheeled  trucks,  and  is  therefore 
void  for  anticipation  by  the  English  patent  of  December  IS,  1838,  to  Doville,  in 
which  the  same  method  is  shown  in  coupling  two  carriages  having  two- wheeled 
tracks. 

These  were  three  suits  brought  by  the  complainants  against  the 
Manhattan  Bailway  Company,  the  Metropolitan  Elevated  Bailway 
Company,  and  the  New  York  Elevated  Bailroad  Company,  respectively, 
for  infrin|(ement  of  a  patent 

Mr.  JBdward  W.  Dieker$on  for  the  complainants. 
Mr.  Bei^amin  F.  Lee  for  the  defendants. 

Wallace,  J.: 

The  second  claim  of  the  patent  in  suit,  No.  50,518,  (granted  October 
17, 1866,  to  Henry  H,  Trenor,)  tlie  only  claim  now  in  controversy,  cannot 
by  any  reasonable  construction  be  limited  to  a  method  of  coupling  cars 
or  vehicles  having  four-wheeled  trucks.  The  specification  states  as  fol- 
lows: 

The  danger  and  difficulty  attending  the  running  of  railroad-cars  on  railroads,  or 
oi  a  series  of  vehicles  on  common  roads,  whether  propelled  by  traction-engine  or 
otherwise,  consist  in  the  curves  or  sinuosities  of  the  roads.  On  railroads  the  oars 
are  deviated  firom  the  straight  line  by  ftiction  of  the  wheels  on  the  sides  of  the  rails, 
which  is  directly  proportionate  to  the  pressure  and  speed,  and  inversely  to  the  radius 
of  the  curve,  so  that  to  adapt  the  wheels  to  the  curve  of  the  rail  much  power  is 
absorbed,  while  the  strain  on  the  rails  and  the  liabiUty  of  running  off  the  track  are 
proportionately  increased. 

To  obviate  this  is  the  object  of  my  invention ;  and  it  consists  in  a  method  of  adapt- 
ing all  the  axles  or  trucks  of  the  train  of  cars  or  vehicles  to  the  curves  or  direction 
taken  by  the  leading  axle  or  truck.  This  I  have  accomplished  by  combining  with 
ttzles  or  trneks  of  vehicles,  of  whatever  description,  when  pivoted  so  as  to  have  a 
oenter  of  motion,  a  system  of  connection  or  coupling,  whereby  the  movement  of  the 
one  is  necessarily  transmitted  to  the  others. 

In  the  drawings,  Figure  1  represents  an  elevation  of  a  train  composed  of  two  four- 
wheel-truck  cars  placed  on  a  curve  of  a  railroad.    Fig.  2  is  a  plan  view  of  the  same. 
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The  specificatioii  then  deals  with  the  Id  veotion  of  the  first  claim,  aad 
thereafter  proceedB  as  follows: 

In  addition  to  tins  mode  of  connecting  the  trucks  by  a  directing  link  or  links,  I 
nse  a  system  of  coupling  of  the  cars,  not  by  the  platform,  as  heretofore  practiced^  bat 
by  tlio  trucks,  whereby  liability  of  the  body  of  the  yehicle  or  car  being  thrown  off 
the  tracks  is  obviated. 

In  Figs.  1  and  2  I  have  shown  the  cars  to  be  connected  by  means  of  a  coupling- 
link,  m,  attached  to  tiie  pivot  of  the  truck.  The  fonii  of  the  link  may  be  modified, 
according  to  the  judgment  of  the  euKineer. 

This  invention  is  ai>plied  to  railroad-cars  as  well  as  to  other  vehicles— for  instanoe, 
to  emigration-trains,  moved  by  tra('tion-«)ngines  or  otherwise.  Many  modificaiiona 
may  be  applied  without  departure  ftom  my  invention. 

The  laogaage  quoted  gives  the  entire  specification  so  far  as  it  relates 
to  the  present  claim.    The  claim  is  as  follows: 

2.  The  method  of  coupling  the  curs  or  vehicles  of  a  train  of  two  or  more  can  or 
vehicles  by  means  of  conucctiug-links  attached  to  the  pivots  or  king-bolts  of  the 
trucks,  substantially  as  herein  shown  and  set  forth. 

The  drawings  only  illastrate  the  invention  in  its  application  to  rail- 
roadcars  and  to  railroad-cars  having  each  two  foar- wheeled  tracks; 
but  from  the  language  of  the  specification  it  is  apparent  that  the 
invention  is  designed  to  be  applied  to  a  series  of  vehicles  on  common 
roads  without  rails,  propelled  by  traction-engines  or  otherwise,  as  well 
as  to  cars  moving  upon  a  railroad  track.  A  traction  engine  is  a  well- 
known  device  for  pulling  common  vehicles  over  common  roads.  Such 
vehicles  are  not  provided  with  four-wheeled  trucks,  but  are  osaally 
provided  with  two- wheeled  trucks.  Two- wheeled  tracks  are  also  fre- 
quently employed  on  railroa<l  cars.  This  sufficiently  appears  by  the 
French  patent  to  Gerstner,  of  July  27,  1820;  the  French  patent  to 
Arnouz,  of  March  3, 1851;  the  English  patent  to  Clark  and  Motley,  of 
1849,  and  the  English  patent  to  DevUle,  of  December  13, 1838.  The 
terms  of  the  claim  are  coextensive  with  the  description  of  the  patent 
Whenever  two  vehicles  are  couple<l  by  attacLingto  the  pivots  or  king- 
bolts of  their  trucks,  whether  two-wheeled  ti-ucks  or  four  wheeled,  a 
connecting-link  substantially  like  that  described  in  the  specification, 
the  invention  of  the  claim  is  appropriated.  Its  terms  are  not  narrowed 
by  any  letters  of  reference  to  the  drawings.  The  drawings  are  therefore 
illnstTative  and  explanatory,  but  not  definite,  and  are  only  to  be  treated 
as  part  of  the  description  of  the  thing  patented. 

If  the  patent  could  be  restricted  to  one  for  the  coupling  of  railroad 
cars,  the  argument  that  the  trucks  of  the  claim  mean  four-wheeled 
trucks  would  bo  persuasive,  in  view  of  the  consideration  that,  except 
with  such  trucks,  the  coupling  devices  would  not  adapt  all  the  trucks 
to  the  curve  or  direction  taken  by  the  leading  truck;  but  this  cannot 
be  done  without  eliminating  the  statement  in  the  specification  that  the 
invention  is  to  be  applied  to  other  vehicles  as  well  as  railroad-cars. 
Giving  the  claim  its  correct  construction,  the  novelty  of  the  invention 
is  negatived  by  the  patent  to  Deville,  before  referred  to.  Tliat  patent 
shows  two  carriages,  in  which  the  two- wheeled  truck  of  one  is  ooufded 
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to  tbe  two- wheeled  truck  of  the  other  by  means  of  a  rigid  rod  attached 
to  the  king-bolts  of  the  trucks.  The  rod  is  essentially  the  connecting 
link  of  the  patent  in  suit,  and,  like  the  latter,  w  capable  of  being  dis- 
connected iu  the  middle.  While  the  method  of  coupling  shown  by  this 
patent  might  not  be  of  any  value  when  used  upon  railroad  cars  without 
the  guiding  attachment  of  four  bearing-wheels,  that  attachment  would 
be  manifestly  a  mere  excrescence,  except  when  the  yehicles  are  to  be 
used  on  railway  tracks,  and  no  invention  would  be  involved  in  discard- 
ing it.  This  conclusion  renders  it  unnecessary  to  consider  any  of  the 
other  defenses  which  have  been  relied  upon  by  the  defendant 
The  bill  is  dismissed,  with  costs. 


[U.  B.  Circuit  Court^Northcrn  Dlstriot  of  Ohio,  EMt<ern  Dlvition.] 

MoGoBMicK  Harvesting  Machine  Company  v.  C.  Aultman  &  Com- 
pany ET  AL.     McCOKMICK    HAXtVESTING    MACHINE  COMPANY  V. 

Aultman,  Miller  &  Company  et  al. 

Decided  June  S7, 189S. 
64  O.  G.,  1791. 

1.  Bakbr— Habvester-Bindkr— Void. 

Reissued  Letters  Patent  No.  10,106,  of  May  9,  )882,  to  William  R.  Baker,  Held 
to  be  void  for  irant  of  patentable  novelty,  bat,  if  valid  to  any  extent,  not 
infringed  by  the  defendant's  machines. 

2.  Gokham—Graik-Bindeu— Application    for    Rkimub    Rbjkctsd— Original 

Patent  RRTrRNRD. 
Letters  P.itent  No.  159,506,  Febrnary  9,  lK76,to  Marqnts  L.  Gorham,  having 
been  surroudered  for  a  reissue,  Avhieh  reissue  application  coutaiued  claims  sub- 
stantially, if  not  identically  the  some  as  the  claims  iu  the  patent,  together  with 
other  claims  which  were  broader  than  the  claims  in  the  patent,  and  which 
broader  claims  and  certain  of  the  other  claims  as  well  were  rejected,  and  which 
certain  of  the  other  claims  are  here  sued  on,  and  the  rejection  having  been 
aoquiosced  in  and  the  original  patent  returned  to  the  owners — 

3.  Rejected  cijums  in  reissue  application. 

Held  that  the  same  principle  is  applicable  to  a  reissue  proceeding  where  a 
party  volnutiirily  resubmits  his  patent  to  the  examination  and  revision  of  the 
Pat<*nt  Office  and  acquiesces  in  a  rejection  of  claims  or  in  a  construction  placed 
thereon  which  operates  to  restrict  or  narrow  the  patent  that  obtains  in  acqai- 
eacenocs  in  rejections  upon  original  procee<lings ; 

4.  Same^Renderkd  void  in  ouiginal  patent. 

Held  that  by  the  presentation  of  claims  meaning  substantially  or  identisajly. 
the  same  things  as  the  claims  sued  on,  which  wore  rejected  and  the  rejection 
acquiesced  in,  the  claims  sued  on  had  become  destroyed  by  the  reissue  proceed- 
ings and  the  patent  amended  to  the  extent  of  the  original  claims  rejected. 

5.  Same— Same — Patentee  barred  from  asserting  their  validity  in  suit. 

JSis/dthat,  after  an  adveiite  decision  by  tlie  Patent  Office  on  certain  claims, 
the  patentee  or  his  successor  in  right  and  interest  is  not  entitled  to  assert  the 
validity  of  such  claims  or  insist  upon  the  benefit  thereof  unatTeoted  by  the  reia- 
sae  proceedings  and  advene  action ; 
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6.  Sams— Samk— Samk. 

HM  ih«t,  cUiniB  hftying  been  Toliintsrily  lesabmiHed  to  the  leTising  Jnrie- 
diotion  of  the  Patent  Office  by  an  application  for  leiaeae,  which  repeated  them 
literally  or  in  substance,  and  haying  been  rejected  or  a4}ndged  against  the 
patentee,  not  on  formal  grounds,  bat  for  reasons  and  on  references  to  prior  pat- 
ented d^Tices,  and  no  appeal  having  been  proeeeatcd  £rom  such  decision,  the 
effect  of  such  adverse  decision  thonld  be  regarded  aa  &tal  to  said  claims  to  the 
same  extent  aa  their  r^eetion  upon  the  original  application  would  have  been ; 

7.  PaTKNTBB  ATTBMFTIlfO  TO  SHLABOS   HI8   CLAIM8  BT  1UU88UX  MUST  TAJKX  COK- 

6VQUBNCE8  OF  ADVXR0B  ACTION. 

SM  that  patentees  should  not  be  allowed  to  experiment  and  take  chances,  in 
attempts  to  secure  reissues,  to  extend,  enlarge,  or  broaden  their  inventiona, 
without  taking  the  risk  and  subjecting  themselves  to  the  same  rules  and  prin- 
ciples whicL  apply  and  govern  in  original  applications ; 

8.  Claims  acRvivura  hbvisort  action  upor  application  fob  reissub,    bb- 

8TRICTBD. 

Held  that,  if  the  claims  survived  the  revisory  action  and  rejection  thereof  by 
the  Patent  office  on  the  original  application,  still  the  unsucceasfbl  attempt  made 
in  the  reissue  proceeding  to  broaden  or  expand  them  ronst,  upon  well-settled 
principles,  be  held  to  so  limit  and  restrict  their  construction  as  to  exclude  what 
was  thus  rejected  and  to  confine  them  to  the  specific  devices  and  combinations 
therein  described; 

9.  Same— Elbmbnts  of  a  combination. 

Held  that  where  the  elements  which  go  to  make  up  the  oombination  of  aelaim 
are  mentioned  specifically  and  by  reference-letters  such  specific  reference  oper^ 
ates  to  confine  and  restrict  the  claim  to  the  particular  devices  described. 

10.  Subsequent  patents— Effect  upon  original. 

Held  that  where  a  claim  callii  for  a  particular  device,  the  procuring  by  the 
patentee  of  a  subsequent  patent  for  a  different  device,  which  the  defendants' 
device  resembles,  operated  nt  least  as  a  recognition  on  the  part  of  the  patentee 
and  of  the  Patent  Office  that  there  is  a  patentable  difference  between  the  two, 
which  may  be  fairly  invoked  to  limit  the  patent  to  the  specific  means  described 
in  the  claim; 

11.  lNFRIN0MB2fT. 

Held  that  the  third,  tenth,  eleventh,  twenty-fifth,  and  twenty-sixth  claims  of 
the  Gorham  patent,  even  if  valid,  are  limited  to  the  precise  oonstruetion  called 
for,  and  not  infringed  by  defendants'  machines; 

Mes9r$.  Parkinson  &  Parkinson  for  the  complaiDant. 
Messrs.  Banning  dk  Banning  db  Payson^  Mr,  U.  L.  Marvin^  and  Mr, 
Edmund  Wetmore  for  the  defendants. 

Jackson,  J.  : 

In  these  causes,  heard  together,  the  court,  after  careful  examination 
of  the  evidence  and  full  consideration  of  the  questions  presented  (which 
is  not  deemed  necessary  to  set  out  or  review  in  detail)  has  reached  the 
following  conclusions,  viz : 

First.  That  complainant  is  entitled  to  no  relief  on  the  William  R 
Baker  Beissue  Patent  No.  10,100,  dated  May  9,  1882,  because  the 
invention  sought  to  be  covered  by  said  patent  (both  original  and 
reissue)  is  void  for  want  of  patentable  novelty;  because  the  specific 
locking  device  of  the  pin  e  on  the  compressor-bar  and  the  lip  c'  on  tke 
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extended  end  of  the  binding-arm,  which  constitutes  the  alleged  inven- 
tion, was  anticipated  by  the  locking  devices  fonnd  in  the  John  F. 
Appleby  patent  of  Jane  1, 1869,  and  the  S.  D.  Locke  patent  of  Decem- 
ber 7, 1869,  and  because  said  reissue  patent,  if  valid  to  any  extent,  is 
not  infringed  by  the  defendants'  locking  device,  which  is  substantially 
the  same  as  that  of  the  Appleby  1869  patent. 

All  that  Baker  did  was  to  put  a  pin  on  the  compressor-bar  and  a  lip 
on  the  binding-arm,  so  as  to  lock  the  two  pivoted  arms  at  a  certain 
desired  i)08ition  or  degree  of  openness.  This  involved  no  invention. 
Long  before  the  Baker  patept  pivoted  arms  had  been  locked  in  sub- 
stantially the  same  way.  One  of  the  complainant's  experts  is  compelled 
to  admit  that  this  locking  contrivance  was  old. 

When  a  device  has  been  employed  for  one  purpose,  it  is  not  invention 
to  apply  it  to  another  analogous  purpose.  1?his  is  well  settled. 
{Boberts  v.  Byer,  C.  D.,  1876,  439;  10  O.  G.,  204;  91  U.  S.,  157,  and 
Blake  v.  SanFranciaco,  O.  D.,  1885,  233;  31  O.  G.,  380;  113  U.  S.,  682.) 

.  If  the  Baker  patent  had  any  validity,  it  could  not  be  so  construed  as 
to  cover  defendants'  locking  device  without  being  met  by  the  Appleby 
and  Locke  patents  as  anticipating  devices. 

Claims  1,  2,  3,  and  4  of  the  Baker  reissue  are  manifestly  void,  unless 
construed  to  mean  the  same  thing  as  claim  5,  which  is  a  repetition  of 
the  single  claim  of  the  original  patent.  Thts  was  recognized  by  the 
complainant's  experts,  who  were  driven  to  place  upon  said  claims  the 
same  construction  as  that  given  to  the  fifth  claim.  The  reissue  is  valid 
for  the  old  claim  only.  (Oage  v.  Herring^  C.  D.,  1883, 287 ;  23  O.  G.,  419; 
107  U.  S.,  640.)  But,  as  already  stated,  the  device  covered  by  that 
claim  is  wanting  in  patentable  novelty,  was  anticipated  by  the  prior 
art,  and  is  not  infringed  by  the  defendants,  so  that  no  case  for  relief 
is  made  by  complainant  on  said  Baker  reissued  patent. 

Second.  That  complainant  is  entitled  to  no  relief  on  the  Marquis  L. 
Oorham  patent,  No.  159,506,  for  improvements  in  grain-binders,  issued 
February  9, 1875,  for  various  reasons,  which  will  be  briefly  outlined. 
The  claims  of  tbis  patent  which  are  relied,  on  and  alleged  to  have  been 
infringed  are  the  third,  tenth,  eleventh,  twenty -fifth,  and  twenty-sixth. 
It  is  shown  by  the  record  that  the  Owners  of  the  Gorhaui  patent,  in 
1881,  before  its  transfer  and  assignment  to  the  complainant,  filed  an 
application  in  the  Patent  (Mce  for  a  reissue  thereof,  which  contained 
claims  substantially,  if  not  identically,  the  same  as  said  original  claims 
here  involved,  together  with  other  claims  which  sought  to  broaden  and 
enlarge  the  scope  and  bearing  of  said  original  claims.  In  acting  uiK>n 
this  application  the  Patent  Office  not  only  denied  the  broader  claims 
souj^ht  to  be  secured,  ^but  rejected  the  claims  which  were  either  a  literal 
or  substantial  repetition  of  said  claims  3, 10, 11,  25,  and  26  of  the  origi- 
nal patent,  on  which  the  present  suit  is  based.  This  rejection  was 
rested  or  predicated  by  the  Examiner  on  reference  to  various  prior 
patents.    The  owner  of  the  Gorham  patent  took  no  appeal  from  this 
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decision  or  adverse  action  of  the  Patent  Office,  bat  acquiesced  in  the 
same,  and  thereafter  requested  and  obtained  a  return  of  the  original 
Letters  Patent,  leaving  the  decision  of  the  Examiner  rejecting  both 
said  original  claims  and  the  new  claims  presented  to  broaden  the  same 
in  full  force  and  operation. 

Now,  what  is  the  legal  effect  of  this  proceeding  and  of  the  adverse 
action  or  decision  of  the  Department  thereunder  upon  said  claims  3, 
10, 11,  25,  and  20  f  In  withdrawing  or  securing  a  return  of  the  origi- 
nal Letters  Patent,  after  an  adverse  decision  by  the  Patent  Of&ce  on 
said  claims,  is  the  patentee,  or  his  successor  in  right  and  interest,  enti- 
tled to  assert  the  validity  of  said  plaims,  or  insist  upon  the  benefit 
thereof,  unaffected  by  the  reissue  proceeding  and  such  a<lverse  action  f 
We  think  not.  It  is  well  settled  that  the  rejection  of  such  claims  on 
an  original  application  and  acquiescence  in  such  rejection  would  con- 
clude the  patentee  in  respect  thereto.  (Rohin$on  v.  Sutter^  119  U.  8., 
541;  ahepard  v.  Carrigan^  0.  D.,  1886,  116;  34  O.  G.,  1157;  116  U.  S., 
597.)  The  same  principle  should  apply  in  a  case  like  the  present,  where 
a  party  voluntarily  resubmits  his  patent  to  the  examination  and  revi- 
sion of  the  Patent  Office  and  acquiesces  in  a  r^ection  of  certain  claims 
thereof,  or  in  a  construction  placed  thereon,  which  operates  to  restrict 
or  narrow  the  patent  There  is  no  distinction  in  principle  between  an 
acquiescence  in  an  adverse  decision  in  order  to  secure  a  patent  in  the 
first  instance  and  alike  acquiescence  in  the  rejection  of  claims  reopened 
and  resubmitted  to  the  jurisdiction  of  the  Patent  Office  under  reissue 
applications.  In  e^h  case  the  patentee  is  entitled  to  only  what  the 
Office  allows.  By  section  8  of  the  Patent  Act  of  1837  it  was  provided 
that  whenever  a  patent  should  be  returned  for  reissue,  the  claims  thereof 
should  be  subject  to  reviMon  and  restriction  in  the  same  manner  as  were 
original  applications  for  patents.  This  provision  was  substantially 
repeated  in  section  53  of  the  Patent  Act  of  1870,  which  is  re  enacted  in 
section  4916,  Kevised  Statutes.  While  it  is  provided  by  this  section 
that— 

the  snrreDder  shall  take  effect  upon  the  issue  of  the  amended  patent, 
it  is  also  further  provided  that  on  application  for  reissue — 

the  spectftoations  and  claims  in  every  sach  case  HhaU  be  snbject  to  rei^iaion  and 
restrictioH  in  the  same  manner  as  original  applications  are. 

These  two  provisions  of  said  section  were  under  consideration  in  Feck 
V.  CoUins  (C.  D.,  1881, 211 ;  19  O.  G.,  1137 ;  103  IT.  8.,  665,)  and  in  respect 
to  the  former  the  Supreme  Court  left  open  the  question  whether,  in 
cases  where  a  reissue  is  refused  on  mm^  formal  or  other  ground  which 
did  not  affect  the  original  claim,  an  applicant  could  have  a  return  to 
his  original  patent,  while  in  respect  to  the  latter  provision  making  the 
specifications  and  claims  subject  to  revision  and  restriction  in  the  same 
inanner  as  original  applications,  the  Court  said: 

Bnt  if  his  [the  patentee's]  title  to  the  invention  is  disputed  and  adjadged  against 
him  it  wonid  still  seem  that  the  effect  of  such  a  decision  should  he  as  /ofol  to  his 
original  patent  as  to  his  right  to  a  reissue.  <-' 
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The  ori^al  claims  3,  10,  11,  25,  and  26  having  been  voluntarily 
resubmitted  to  the  reri^in^  jurisdiction  of  the  Patent  Office  by  the  appli- 
cation for  reissue,  which  repeated  them  literally  or  in  substance,  and 
having  been  rejected  or  adjudged  against  the  patentee^  not  on  formal 
grounds,  but  for  reasons  and  on  reference  to  prior  patented  devices 
which  went  to  his  right  and  title  to  such  claims,  and  no  appeal  having 
been  prosecuted  from  that  decision,  as  the  applicant  could  have  done 
under  sections  4909,  4910, 4911,  etc.,  of  the  Bevised  Statutes,  the  effect 
of  such  adverse  decision  by  the  Patent  Office  should  be  regarded  as 
faial  to  said  claims  to  the  same  extent  as  their  rejection  upon  the  origi- 
nal application  would  have  been.  If,  as  seems  clear,  the  reissue  appli- 
cation placed  these  claims  within  the  jurisdiction  and  power  of  the 
Patent  Office  to  refcine  or  restrict,  and  the  Office,  while  possessed  and 
in  the  exercise  of  such  jurisdiction,  decided  against  the  patentee's  right 
and  title  to  such  claims,  he  had  two  courses  open  to  him.  He  could 
seek  a  reversal  of  the  Examiner's  action  or  acquiesce  in  the  rejection. 
If  he  elected  the  latter  course,  and  took  back  the  original  Letters  Pat- 
ent with  such  adverse  decision  remaining  in  force,  his  action,  in  legal 
effect,  operated  to  exclude  the  rejected  claims  as  parts  of  the  patent. 
1^0  return  of  the  Letters  Patent  under  such  circumstances  could  not 
restore  validity  to  said  claims  or  reinstate  them  to  the  same  position  or 
*< status"  they  occupied  before  the  reissue  application  was  filed.  The 
withdrawal  of  the  Letters  Patent  after  adverse  action  on  the  claims 
present^  should  be  treated  as  an  amendment  thereof  to  the  extent  of 
the  original  claims  rejected.  The  language  of  the  statute  conferring 
jurisdiction  upon  the  Patent  Office  to  revise  and  restrict  the  claims  pre- 
sented in  such  cases,  the  decisions  of  the  Suprenie  Court  ui)ou  the  effect 
o€  acquiescence  on  the  part  of  the  applicants  in  adverse  decisions 
and  rulings  of  the  Patent  Office,  sound  principle,  and  good  policy  sup- 
port this  view  of  the  subject.  Patentees  should  not  be  allowed  to 
exi>eriment  and  take  chances  in  attempts  either  to  secure  reissues  or 
to  extend,  enlarge,  or  broaden  their  inventions  without  taking  the  risk 
and  subjecting  themselves  to  the  same  rules  and  principles  which  apply 
and  govern  in  original  applications.  Our  conclusion  is  that  the  adverse 
action  of  the  Department  upon  said  claims,  with  the  patentee's  acqui- 
escence therein,  operated  to  invalidate  the  same. 

But  if  said  claims  survived  the  revisory  action  and  rejection  thereof 
by  the  Patent  Office  under  the  reissue  application,  still  the  unsuc- 
cessful attempt  made  in  that  proceeding  to  broaden  or  expand  said 
claims  must,  upon  well-settled  principles,  be  held  to  so  limit  and  restrict 
their  construction  as  to  exclude  what  was  thus  rejected  and  to  confine 
them  to  the  specific  devices  and  ox)mbination8  therein  described.  Said 
claims  must  also  be  read  and  construed  in  the  light  of  the  prior  art, 
which,  as  disclosed  by  the  record,  was  such  as  to  render  Gorham  simply 
an  improver  rather  than  an  original  and  priukary  inventor.  Assuming 
the  validity  of  the  several  claims  relied  on,  and  applying  thereto  the 


536         DEcisioKs  OF  n.  &  courts  in  patent  cases. 

tests  and  principles  indicated,  the  conrt  is  clearly  of  the  opinion  that 
complainant  is  not  entitled  to  the  relief  sought  thereon. 
The  third  claim  is  for — 

the  reciprocating  segments  C^,  h»Ting  the  feed>teeth  «^,  in  combination  with  tho 
guides  D,  as  and  for  the  porposes  specified. 

This  language  is  too  plain  to  admit  of  doubt  or  leave  any  room  for 
construction,  even  if  there  had  been  no  reissue  application  seeking  to 
give  it  broader  scope.  The  arrangement  and  organization  of  the  €U>r- 
ham  machine  was  such  as  to  require  or  necessitate  the  adoption  of  this 
or  some  similar  device  for  moving  the  grain  from  the  receiving  chamber 
through  the  machine  toward  the  binding  or  bundling  chamber,  and  the 
device  described  as  applied  to  that  machine  had  its  special  or  peculiar 
advantages.  There  is  nothing  in  either  the  claim  or  the  specification 
to  support  complainant^s  theory  that  the  device  or  mechanism  described 
in  the  claim  covered  or  embraced  what  is  aUeged  to  have  been  Qorham's 
real  invention— viz.,  the  packing  of  the  grain  in  small  quantities,  or 
wisp  by  wisp,  at  the  waist  or  middle  portion  of  the  gavel  or  bundle, 
together  with  the  self-sizing  thereof  as  it  reached  the  binding-recepta- 
cle. The  claim  by  its  very  term  includes  only  the  elements  of  the  recap- 
rocating  segments  having  the  feed-teeth  (pivoted  thereto)  and  the 
guides  along  the  passage-way  through  the  machine,  and  the  purpose  or 
ftinction  intended  to  be  accomplished  or  performed  by  the  combination 
was  not  the  central  packing  of  the  grain  or  the  self-sizing  of  the  bun- 
dle, but  merely  the  movement  or  transiK>rtatiou  of  the  grain  from  the 
receiving-chamber  through  the  machine,  without  regard  to  packing  it 
wisp  by  wisp  and  without  reference  to  any  binding-receptade  at  the 
end  otthe  passage-way  traversed  by  the  grain.  The  reciprocating  seg 
ments,  with  the  feed -teeth  pivoted  thereto  or  thereon,  performed  the 
simple  frinction  of  carriers  from  the  receiving-chamber  across  the 
machine,  and  without  which  it  would  have  been  inoperative.  Aside 
from  the  unsuccessful  attempt  in  the  reissue  proceeding  to  expand  this 
claim,  the  state  of  the  art,  as  shown  by  the  prior  patents  of  Low  and 
Adams,  Glover,  Gordon,  the  Whitneys,  and  others,  limits  and  restricts 
the  patentable  novelty  of  said  claim  to  the  use  of  literal  reciprocating 
segments  with  their  pivoted  teeth. 

Again,  the  several  elements  which  go  to  make  up  the  combination  of 
this  third  claim  (as  of  the  other  claims  relied  on)  are  mentioned  speci- 
ficaUy  and  by  reference-letters.  Such  specific  reference  operates  to  con- 
fine and  restrict  the  claim  to  the  particular  device  described.  ( Weir  v. 
Marden,  0.  D.,  1888,  380;  43  O.  G.,  753;  125  U.  S.,  106,  and  Hendy  v. 
Miner'8  Iran  Works,  0.  D.,  1888,  425;  43  O.  G.,  1117;  127  U.  S.,  375.) 

The  third  claim  of  the  patent,  being  confined  and  limited  to  the  lit- 
eral reciprocating  segments  arranged  upon  pivotal  i)oints  independ- 
ent of  the  actuating  crank-shafts  and  carrying  the  pivoted  feed-teeth 
upon  them,  is  not  infringed  by  the  defendants'  device,  which  presents 
an  entirely  different   structure  or  mechanism,  performs  a  different 
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ftinction,  and  could  not  be  made  to  serve  the  purpose  or  to  accom- 
plish the  same  results.  The  defendants'  device  would  not  operate  on  a 
horizontal  deck  or  platform  like  that  of  the  Gorham  machine.  It  has 
no  segments  and  no  feeding-teeth  pivoted  thereon.  It  is  not  pivoted 
on  points  separate  from  the  crank-shaft  which  actuates  it,  but  is 
mounted  on  the  actuating  crank-shaft.  In  the  defendants'  device  there 
is  no  mechanism  which  performs  the  function  of  moving  or  carrying  the 
grain  from  the  receiving-chamber  through  the  machine  into  the  cham- 
ber or  receptacle  in  which  the  bundle  is  formed  and  bound.  The  dif- 
ferences between  the  two  devices  are  too  wide  and  radical  to  involve 
infringement  in  view  of  the  prior  art.  If  said  third  claim  could  be 
construed  to  cover  the  defendants' device,  it  would  itself  be  anticipated 
by  the  Gordon  patent,  No.  157,967,  and  other  prior  devices^reHorred  to 
in  the  evidence.  The  third  claim,  if  valid,  is  not  infringed. 
The  tenth  and  eleventh  claims  read  as  foUows,  viz: 

10.  The  flexible  strap  g,  arranged  in  receptacle  Q  to  operate  trip.iever  H,  in  tha 
manner  snbetantially  as  and  for  the  purposes  described. 

11.  The  combination  of  the  binding  strap  and  cord  ^i^ith  the  bundle- receptacle  O 
and  tooth-feeding  segments  C^  sabstantially  as  and  for  the  purposes  described. 

These  two  claims,  as  explained  by  the  experts  on  both  sides,  are  sub- 
stantially the  same,  each  having  the  same  elements  in  combination. 
The  elements  especially  described  and  covered  by  said  claims  are:  (1) 
the  reciprocating  segments  provided  with  pivotal  feeding-teeth;  (2) 
the  flexible  etrap  lying  in  the  bundling  or  binding  receptacle,  and  (3) 
the  cord  fastened  to  the  end  of  said  strap  and  so  arranged  as  to  operate 
the  trip  lever  or  draw  it  back  to  such  extent  as  to  throw  the  proper 
clutches  into  engagement  and  start  the  binding  mechanism. 

The  same  reasons  and  considerations  stated  above  for  limiting  the 
third  claim  to  the  ipecific  device  described  therein  apply  with  equal 
force  to  the  device  covered  by  or  embraced  in  the  tenth  and  eleventh 
claims;  The  elements  which  go  to  make  up  the  combination  of  said 
claims  are  so  clearly  stated  as  to  admit  of  no  doubt  as  to  the  proper 
construction  of  the  claims.  They  are  mentioned  specifically  and  by 
reference-letters,  leaving  no  room  to  question  what  was  intended.  (125 
U.  8.,  106,  and  127  U.  8.,  375.) 

The  owner  of  the  patent  in  the  reissue  application  recognized  that 
said  claims  were  limited  to  Sk  flexible  strap  arranged  in  the  bundle-cham- 
ber. The  claims  were  so  construed  as  not  to  include  a  metallic  arm  or 
finger,  which  was  sought  to  be  secured  under  new  and  broader  claims, 
calling  generally  for — 

a  yielding  mechanism  capable  of  expanding  under  the  pressure  of  the  infed  grain. 

The  Patent  Office  held,  in  substance,  that  a  << flexible  strap"  was,  in 
view  of  the  state  of  the  art,  something  different  from  a  yielding  metallic 
arm,  and  denied  the  claims  which  sought  to  cover  <<  yielding  mechan- 
ism-'' such  as  defendants  employ.  Complainant  cannot,  in  view  of  the 
QMoifle  description  of  the  claims  and  of  this  action  of  the  Departmenti 


538  DECISIONS  OP  U.  S.  COURTS  IN  PATENT  CASES. 

invoke  in  behalf  of  said  claims  the  doctrine  of  equivalents)  so  as  to 
extend  them  beyond  the  particular  devices  described. 

Again,  the  Spaulding  patent  of  1S70  disclosed  the  idea  of  self-sizing 
the  bundles  and  the  automatic  setting  of  the  binding  devices  into  opera- 
tion through  the  instrumentality  of  a  yielding  metallic  finger  or  fingers. 
In  his  specification  he  stated,  among  other  things,  tbat — 

this  inTention  consiBts,  principally,  in  a  mechanism  that  binds  the  gavel  in  the  same 
movement  that  scrapee  it  from  the  bindiug-table;  also  in  a  mechaninm  that  aliMft 
produce$  gavels  of  the  $ame  nize;  also  in  an  automatic  device  for  giving  motion  to  the 
binding  apparatus  that  receives  its  motion  from  the  aocwmmulaiion  of  grain. 

This  Spaulding  specification  further  says: 

As  soon  as  the  quantity  of  cut  grain  beneath  the  compressing  finger  becomes  too 
great  for  them  to  restrain,  it  lifts  them,  such  lifting  up  being  effected  in  every 
instance  by  precisely  the  aame  amount  of  grain. 

The  complainant  has  made  a  vigorous  attaek  apon  this  Spaaldinf; 
patent,  and  claims  that  a  machine  constructed  in  conformity  therewith 
would  not  operate.  The  proof  does  not  establish  this  proposition*,  and 
complainant's  own  acts  and  representations,  as  the  owner  and  licensee 
of  said  patent,  are  inconsistent  with  the  present  attempt  to  impeach  its 
validity.  In  respect  to  the  features  under  consideration — those  ^ela^ 
ing  to  the  self-sizing  of  the  bundles,  the  employment  of  jrielding  metallic 
arms  or  fingers  against  which  the  grain  is  pressed  to  thereby  automat- 
ically impart  motion  to  the  binding  apparatus — ^the  Spaulding  machine 
was  operative,  as  the  evidence  in  the  record  clearly  establishes.  This 
prior  Spaulding  device  seems  to  restrict  the  Gorham  device  covered  by 
said  claims  to  the  sx>ecific  and  particular  means  described  therein.  Com- 
plainant cannot  be  allowed  to  invoke  for  said  claims  the  doctrine  of 
equivalents,  so  as  to  have  -them  construed  to  cover  what  was  clearly 
disclosed  in  the  Spaulding  patent. 

Again,  it  is  shown  that  on  July  23, 1878,  Gorham  applied  for,  and  on 
October  12, 1880,  obtained,  a  patent,  No.  233,089,  in  which  he  secured 
clain:s  for  a  yielding  metallic  arm  in  place  of  the  flexible  strap.  It  fur- 
ther appears  that  in  the  application  for  the  second  patent  it  was  urged 
that  there  was  a  difierence  between  the  flexible  strap  of  the  first  patent 
(here  sued  on)  and  a  yielding  metallic  arm.  This  alleged  difi'erence  was 
presented  as  a  reason  for  granting  the  second  patent. 

This  action  on  the  part  of  the  patentee  and  the  Patent  Office  was  at 
least  a  recognition  that  there  was  a  patentable  difierence  between  a 
flexible  strap  and  a  yielding  metallic  arm,  and  may  fairly  be  invoked 
to  limit  complainant  to  the  special  means  described  in  said  claims  under 
the  doctrine  of  McClain  v.  Ortmayer,  (C.  D.,  1891,  532;  67  O.  G.,  1229  j 
141  U.  8.,  423.) 

Said  tenth  and  eleventh  claims,  being  restricted  to  the  reciprocating 
segments  with  pivoted  teeth  and  flexible  strap,  and  cord  connected 
therewith,  and  the  binding  apparatus,  the  device  employed  by  the 
defendants  does  not  infringe  the  same,  because  the  defendants^  meohan- 
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isin  has  neither  tbe  reciprocating  segments  with  pivoted  teeth  nor  flex- 
ible strap  or  cord.  They  have  a  different  feeding  device,  and  instead 
of  a  flexible  strap  and  cord  they  employ  yielding  metallic  Angers  like 
those  of  the  Spaulding  patent  of  1870.  Said  tenth  and  eleventh 
claims,  if  valid^  are  not  infringed  by  defendants. 

The  twenty-fifth  and  twenty-sixth  claims  of  the  patent,  without 
introducing  the  tyingbill  as  an  element  of  the  combination  described 
therein,  refer  only  to  the  mechanism  by  which  the  cardj  after  it  is  tied 
around  the  completed  bundle,  is  cut  and  removed  from  the  tyingbill. 
They  read  as  follows: 

26.  Th6  combination  of  arm  Q  on  abaft  K"  witb  arm  R'  and  bent  arm  R''  on  rook. 
Bbaft  R,  and  carrying  tbe  projecting  cord-arm  r"'  to  force  tbe  cord  from  tbe  knot- 
tying  device,  subetantially  as  dcHcribed. 

26.  Tbe  combination  of  arm  Q  on  abaft  K"  witb  arm  R'  and  bent  arm  R'' on  rock- 
abaft  R,  carrying  tbe  knife  r^  for  cutting  tbe  cord,  and  arm  r'"  for  forcing  tbe  cord 
off  tbe  book;  aubatantially  as  described. 

The  knife  being  read  into  the  twenty-fifth  claim,  as  it  should  be, 
these  two  claims  are  substantially  alike,  and  for  the  reasons  already 
stated  in  reference  to  the  third,  tenth,  and  eleventh  claims  are  limited 
to  combinations  in  which  an  arm  is  mounted  upon  and  rotated  with 
the  shaft,  which  rotates  the  knotter-bill,  to  move  the  cord-cutter  and 
stripper.  It  describes  a  special  mechanism  for  cutting  and  stripping 
the  cord  immediately  after  the  knot  has  b§en  tied.  Devices  of  various 
kinds  were  in  use  long  prior  to  Gorham  for  cutting  the  cord  and  strip- 
ping it  from  the  knotter-hook.  IMeans  for  actuating  such  cutters  and 
strippers  were  also  old  in  the  art.  The  prior  method  for  moving  the 
cutter  and  stripper  from  the  tyingbill  was  by  means  which  operated 
separately  or  independently  of  the  knottershaft  or  shaft  which  rotated 
the  knotter-bill.  These  prior  devices  are  disclosed  in  the  Hickey  1860 
patent  and  the  Greenliut  1808  patent. 

The  prior  state  of  the  art  and  tbe  rulings  of  tbe  Patent  Office  on  the 
reissue  application,  particularly  on  claims  57  and  59  thereof,  which 
were  rejected  on  the  Bnrsoii  patent  of  1800  and  the  McPhersou  1870 
patent,  operate  to  restrict  said  claims  25  and  26,  or  the  combination 
therein  described,  to  an  arm,  for  moving  the  cutter  and  stripper,  that 
is  mounted  upon  and  rotated  by  and  with  the  knotter-shaft.  In  view 
of  the  prior  art  and  of  the  proceedings  had  in  the  Patent  Office,  the 
particular  arrangement  described  constituted  the  only  novelty  of  said 
claims. 

Again,  the  defendants  do  not  infringe  said  twenty-fifth  and  twenty- 
sixth  claims,  for  the  reason  that  their  device  for  moving  or  actuating 
their  cutters  and  strippers  is  not  mounted  upon  or  rotated  by  or  with 
the  knotter-shaft,  but  by  means  of  a  mechanism  that  is  extraneous  to 
and  operated  independently  of  the  knotter-shaft.  Defendants'  actuat- 
ing means  for  cutting  and  stripping  the  cord  from  the  tying-bill  cor- 
responds substantiaUy  and  in  principle  with  the  devices  shown  in  the 
prior  patents  of  Hickey,  Phcrwood,  Holly,  and  others.    That  these 
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former  devices  were  csoniiected  with  wire  binders  and  that  the  cutting 
apparatus  had  to  deal  with  wire  instead  of  card  involves  no  distinction 
in  principle,  but  rather  tends  to  snpport  the  view  that  the  novelty 
disclosed  by  the  twenty-fifth  and  twenty-sixth  claims  is  confined  to 
the  special  and  particular  arrangement  therein  described,  which  defend- 
ants do  not  adopt.  There  is  no  infhngement  of  said  claims  by  the 
defendants. 

The  conclusion  of  the  court  upon  the  whole  case  is  that  complainant 
18  not  entitled  to  any  relief  on  either  of  the  patents  sued  on  or  upon 
any  claim  or  claims  thereof,  and  that  in  both  cases  its  suit  or  bill  should 
be  dismissed,  with  costs  in  each  cause  to  be  taxed  against  it,  and  it  is 
accordingly  so  ordered  and  decreed. 


[U.  8.  Clronit  Court— Eoatern  District  of  Misaonrl,  Eastern  BlTition.] 

Ebison  Electbic  Light  Company  et  al.  v.  Columbia  Incandes- 
cent Lamp  Company  et  al. 

Decided  April  SI,  189S, 
65  O.  G.,  133. 

1.  Edison— Electric  La^mps— Infrinokmrnt— Prri.iminart  iNJUNcnoir. 

A  preliminary  iDjunction  against  the  infVingenient  of  Letters  Patent  No. 
223|898,  issued  to  Thomas  A.  Edison,  January  27,  1880,  for  an  improved  electric 
lamp,  should  not  be  granted,  since  it  is  doubtful  whether  said  invention  waauot 
anticipated  by  Henry  Goebel  in  1854. 

2.  Same— Preliminary  Injunction— Decision  in  Another  Circuit. 

A  decision  of  the  Circuit  Court  of  Appeals  sustaining  the  validity  of  a  patent 
is  not  conclusive  in  a  second  suit  in  a  Circuit  Court  of  another  circuit  involving 
the  same  patent,  where  a  different  defense  is  made. 

3.  Same. 

The  granting  of  .a  preliminary  injunction  by  a  Circuit  Court  in  a  patent  case 
does  not  require  the  issuance  of  such  an  injunction  by  another  Circuit  Court  in  a 
suit  between  difierent  parties  when  the  defense,  though  the  same,  is  supported 
by  additional  evidence. 

4.  Same— Practice— Security  prom  Defendant. 

Where  a  corporation  charged  with  infringing  a  patent  was  found  with  a  small 
capital  in  order  to  avoid  liability  for  such  infringement,  it  is  proper,  as  a  condi- 
tion of  refusing  a  preliminary  injunction  against  such  corporation,  to  require  it 
to  give  security  for  observing  the  decree  in  cose  it  should  be  defeated  in  the 
suit. 

Bill  by  the  Edison  Electric  Light  Company  and  others  against  the 
Oolnmbia  Incandescent  Lamp  Company  and  others  for  infringement  of 
a  patent.    On  motion  for  a  preliminary  injunction. 

Mr.  Henry  Hitchcock  {Mr.  F.  P.  Ftah^  Mr.  G.  A.  Sewardy  and  Mr.  B. 
N.  Dyer,  of  counsel)  for  the  complainants. 

Messrs.  Boyle  dt  Adams  and  Messrs.  Fowler  &  Fowler  {Messrs.  Witter 
dt  Kenyo%j  of  counsel)  for  the  defendants.  gitized  by  GooqIc 
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HALUBTT,  J. : 

OomplainaDts  allege  infringement  of  Letters  Patent  No.  223^898, 
issued  to  Tbomas  A.  Edison,  January  27, 1880,  for  an  improved  electric 
lamp.  This  patent  came  under  the  consideration  of  the  Circuit  Court 
of  the  Southern  District  of  Kew  York  in  the  case  of  Udisan  Ulectrie 
Light  Co.  v.  dnited  States  Electric  Lighting  Co.j  (47  Fed.  Eep.,  454,) 
and  was  held  to  be  for  a  lamp  '<  consisting,  essentially,  of  a  filamentary 
carbon  burner  hermetically  sealed  in  a  glass  vacuum-chamber."  So  under- 
stood, it  is  the  incandescent  lamp  in  common  use,  and  no  question  is 
presented  in  this  record  as  to  the  character  of  respondents'  manu&c- 
tnre.  The  defense  to  the  bill  and  to  the  motion  for  preliminary  injunc- 
tion now  under  consideration  is  want  of  novelty  in  the  Edison  patent 
Bespondents  aver  that  an  incandescent  lamp,  different  in  form  but  in 
all  essential  features  the  same  as  that  now  in  general  use,  was  made 
as  early  as  1854  by  Henry  Goebel,  of  New  York  city,  «nd  that  it  was 
used  by  him  in  various  ways  and  at  difiierent  times  for  many  years 
thereafter.  It  will  not  be  necessary  to  describe  this  lamp  at  length,  as 
it  has  the  same  constituents  as  the  Edison  lamp.  We  are  at  present 
more  concerned  with  the  struggle  between  the  contending  forces  on 
the  one  side  to  maintain  and  on  the  other  to  disprove  the  existence 
and  use  of  the  lamp  anterior  to  the  date  of  the  Edison  invention.  A 
large  mass  of  testimony,  in  the  form  of  affidavits,  is  offered  by  each 
party  on  the  question  of  fact,  which,  to  consider  at  length,  would  be  a 
tiresome  and  unprofitable  task. 

The  principal  objection  urged  by  complainants  against  the  Goebel 
invention  is  that  it  has  an  imi)ossible  date;  no  man  could  make  it  in 
the  time  and  manner  assigned  to  it;  the  incandescent  lamp  is  the  prod- 
uct of  seversd  auxiliary  arts,  not  likely  to  fall  within  the  compass  of 
a  single  mind;  as  an  achievement  of  science  the  lamp  is  a  matter  of 
progressive  st^ps,  some  of  which  must  be  made  by  the  world  at  large 
before  others  can  be  taken  by  any  one.  This  is  no  more  than  to  say 
that  no  man  can  outrun  his  competitors  to  any  great  length  in  the  field 
of  scientific  investigation — a  proposition  which  has  no  support  in  rea- 
son or  experience.  There  seems  to  be  no  reason  for  saying  tha.t  Goebel 
could  not  reach  in  1854  the  point  attained  by  Edison  in  1879,  unless, 
as  was  said  by  the  dissenting  justices  in  the  telephone  cases- 
It  is  regarded  as  incredible  tliat  so  great  n  discovery  should  have  been  made  by  the 
plain  meohanic,  and  not  by  un  eminent  scientist  and  inTentor. 

In  80  far,  however,  as  it  may  be  shown  that  the  methods  adopted  by 
Goebel  were  not  equal  to  the  results  obtained,  the  evidence  should  receive 
the  most  cnreful  consideration.  On  this  point  it  api>ears  that  Goebel 
has  recently  made  several  larai)s  of  the  form  and  with  the  material  and 
tools  formerly  used  by  him.  These  lamps  were  tested  by  men  of  skill 
and  experience  in  such  matters,  jind  they  were  found  to  be  reasonably 
effective.  They  are  not  so  good  as  the  lamps  in  common  use;  but  they 
can  be  operated;  and  they  giv^  reasonable  service  in  time  and  capacity 
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of  Ifght.  So  that  in  this  way  we  have  prifna  facie  proof  of  Goebel's 
ability  to  make  lamps  in  the  way  he  claims  to  have  made  them  before 
the  time  of  Edison^s  invention. 

It  is  said  that  Goebel  is  involved  in  contradictions  and  misstatements 
of  fact,  dne  to  the  lapsing  memory  of  old  age,  or  to  untruthfhlness. 
Be  it  so.  He  does  not  appear  to  be  an  adventurer  or  an  impostor.  It 
is  not  reasonable  to  believe  that  he  made  the  story  related  in  his  affi- 
davit, and  did  not  make  the  lamp  he  has  described.  Whatever  may 
be  said  as  to  GoebeVs  veracity,  he  is  supported  at  many  points  by  wit- 
nesses of  good  repute,  who  speak  with  precision  and  apparently  with 
deliberation.  . 

As  already  suggested,  it  is  not  necessary  or  profitable  to  go  over  the 
testimony  at  length  with  a  view  to  determine  the  relative  value  and 
weight  of  every  part.  It  is  enough  to  say  that  there  is  a  fair  prepon- 
derance of  testimony  in  supi)ort  of  the  Goebel  claim. 

There  is  not  the  measure  of  proof  demanded  by  complainant's  coun- 
sel, who  maintain  that  the  Court  should  require  proof  of  the  fact  beyond 
reasonable  doubt.  This  degree  of  certainty  is  not  often  attained  upon 
testimony  in  the  form  of  affidavits,  where  the  issue  is  contested,  and  it 
is  not  reasonable  to  demand  such  certainty  as  to  the  defense.  Com- 
plainants must  show  a  clear  right  in  support  of  a  preliminary  writ,  and 
a  defense  which  puts  the  case  in  doubt  is  sufficient  to  defeat  the  appli- 
cation. (Goodyear J  etc^  Co.  v.  Dunbar,  1  Fish.  Pat  Cas.,472;  Olaenzer 
V.  Wiederer,  33  Fed.  Rep.,  583;  Fraim  v.  Iron  Co.,  27  Fed.  Rep.,  457; 
Cary  v.  Spring-Bed  Co.,  C.  D.,  1886,  120;  34  O.  G.,  1158;  26  Fed.  Rep., 
38;  Rob.  Pat.  Cas.,  1171.) 

It  is  also  contended  that  the  decree  of  the  Circuit  Court  of  Kew 
York  against  the  United  States  Electric  Lighting  Company,  sustaining 
the  i>atent  (47  Fed.  Rep.,  454),  which  decree  has  been  affirmed  in  the 
Court  of  Appeals  of  the  Second  Circuit  (C.  D.,  1892,  606;  61  O.  G.  564, 
52  Fed.  Rep.,  300;  3  C.  C.  A.,  83,)  is  conclusive  of  complainants'  right 
to  the  writ  for  which  they  now  ask.  No  doubt  is  entertained  as  to  the 
conclusive  effect  of  that  decree,  here  and  elsewhere,  as  to  all  matters  in 
issue  in  that  cause,  for,  although  respondent  was  not  a  party  to  that  liti- 
gation, the  court  would  not,  on  a  preliminary  motion,  consider  any  mat- 
ter which  passed  to  judgment  in  that  suit.  But  the  Goebel  defense 
was  not  made  in  that  suit,  and  therefore  the  case  has  not  the  authority 
on  this  motion  which  has  been  ascribed  to  it.  (National  Hat  Pouncing 
Machine  Co.  v.  Hedden,  C.  D.,  1887,  218;  38  O.  G.,  1129;  29  Fed.  Rep., 
147;  Lockwood  v.  Faher,  27  Fed.  Rep.,  63;  Machine  Co.  v.  AdamSj  3 
Ban.  &  Ard.,  96.) 

Another  suit  by  the  complainants  against  the  Beacon  Vacuum  Pump 
and  Electrical  Company  in  the  Circuit  Court  for  the  District  of  Massa- 
chusetts is  in  a  different  attitude.  In  that  suit  the  Goebel  defense  was 
made,  and  upon  motion  for  preliminary  injunction,  recently  heard  and 
allowed,  it  was  overruled.    (54  Fed.  Rep.,  678.)    It  is  contended  that 

Digitized  t: 


DEOI8IONS  OF  U.  8.  COURTS  IN  PATENT  CABE8.  543 

the  ruling  in  that  case  should  be  recognized  and  followed  as  a  prece- 
dent in  respect  to  the  present  motion,  and  perhaps,  if  the  issue,  the 
testimony,  and  the  situation  of  the  parties  appeared  to  be  the  same  in 
both  cases,  such  result  might  follow,  more  from  the  persuasive  effectof 
the  opinion  of  another  court  on  the  same  matter  than  from  any  notion 
of  authority  ascribed  to  such  opinion.  In  courts  of  equal  jurisdiction, 
proceeding  concurrently  in  the  investigation  of  the  same  subject,  the 
right  and  duty  of  each  to  exercise  independent  judgment  cannot  be 
denied.  That  they  should  in  the  end  reach  the  same  result  is  greatly 
to  be  desired;  but  one  cannot  become  an  echo  to  the  other  for  that 
praiseworthy  pnr2X)se.  In  this  instance  the  consequences  to  flow  from 
diverse  opinions  are  not  regarded  as  serious.  In  the  Massachusetts 
circuit,  and  here  as  well,  the  motion  is  interlocutory,  and  in  each  (^ase 
the  ruling  may  well  enough  stand  upon  the  situation  of  the  parties; 
and  we  have  much  additional  testimony  to  that  upon  which  the  Court 
acted  in  the  Beacon  case.  So  that  upon  all  points  I  do  not  feel  com- 
pelled to  accept  the  opinion  of  the  Court  in  that  case. 

The  ruling  of  the  Court,  however,  in  the  Beacon  case  suggests  the 
propriety  of  taking  security  from  respondents  for  observing  the  decree 
in  case  complainants  shall  ultimately  prevail  in  this  suit.  There  are 
other  considerations,  also,  which  should  have  weight  in  that  direction. 
It  was  suggested  by  complainants'  counsel  that  respondent  is  a  concern 
of  small  capital  and  that  it  was  made  so  with  intent  to  avoid  responsi- 
bility in  respect  to  the  infringement  now  alleged  against  it.  This  was 
not  denied,  and  I  suppose  we  may  take  it  to  be  true.  The  retort  was 
in  the  form  of  a  charge  against  complainant  that  it  used  its  monopoly 
of  electric  lamps  to  control  the  sale  of  all  kinds  of  electric  machinery 
and  apparatus.  This  charge  also  passed  without  denial,  and  it  is  not 
difficult  to  conceive  of  circumstances  in  which  it  would  be  necessary  to 
ascertain  whether  it  is  true.  Beferriug  only  to  the  charge  against 
respondent — of  insufficient  capital  and  assets — the  duty  of  the  Court  is 
plain,  to  provide  for  the  contingency  of  a  decision  against  it.  I  need 
not  refer  to  the  possible  effect  of  cross-examination  in  the  case  of  a  mul- 
titude of  witnesses.  What  now  seems  plain  enough  may  altogether 
disappear  and  new  facts  may  come  to  the  surface  under  that  crucial 
test. 

The  injunction  will  therefore  be  refused  if  the  respondents  shall  give 
a  bond  in  the  sum  of  twenty  thousand  dollars  conditioned  for  the  pay- 
ment of  such  sum,  if  any,  as  may  be  decreed  in  favor  of  complainants 
on  the  final  hearing  of  this  cause,  the  bond  to  be  filed  with  the  Clerk  of 
the  Court  and  to  be  approved  by  the  Clerk  or  by  a  Judge  of  the  Court 
within  twenty  days  from  this  day. 
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[XT.  &  Circait  Conrt-fioathern  Diatrict  of  Hew  York.) 

Hanlon  v.  Pbimbosb  et  oL 

65  O.  G.,  184. 

L  Suit  for  Infrikgkmekt^-Demurrer  for  Want  of  Patbntabilxtt. 

On  demurrer  to  a  bill  for  infHngement  the  patent  will  be  declared  invalid  for 
want  of  novelty  api>earing  on  its  face  only  where  the  case  is  free  firom  doubt, 
and  the  Court  will  only  take  Judicial  notice  of  matters  within  the  field  of  com- 
mon knowledge. 

2.  Sams— PLKADINCh-DEMURRKR. 

In  a  bill  for  infringement  the  omiwion  to  arer  that  the  invention  had  not  beon 
patented  or  described  in  any  printed  publication  in  this  or  any  foreign  ooontry 
before  the  date  of  the  invention  Is  a  defect  of  form  which  may  be  taken  advan- 
tage of  by  special  demurrer. 

3.  Hanlon— Theatrical  Scenery  and  Appliances. 

Letters  Patent  No.  263,900,  issued  September  5,  1882,  to  William  Hanlon,  cov- 
ering  devices  for  producing  stage  effects,  oonsiating  of  a  stationary  f^ame  rep- 
resenting a  ship  on  rockers  so  arranged  in  combination  with  sliding  wings, 
curtains,  and  other  contrivances,  as  to  present  the  illusion  of  a  ship  moving  out 
of  a  dock  into  rough  water  and  putting  to  sea,  are  not  void  on  their  £aoe  for 
want  of  patentable  novelty. 

Suit  by  William  Hanlon  against  George  H.  Primrose  and  William 
H.  West  for  infringement  of  a  patent.  On  demurrer  to  the  bUl.  Over- 
ruled in  part  and  sustained  in  part. 

Mr.  Emile  Schultze,  Jr,j  for  the  complainant. 
Mr.  W.  C.  Stauffj  for  the  defendants. 

TOWNSEND,  J. : 

This  is  a  bill  in  equity  for  the  alleged  infringement  of  Letters  Patent 
Ko.  263,900,  granted  to  complainant  September  5, 1882,  for  theatrical 
scenery  and  appliances.  Defendants  demur  to  the  bill  of  complainant 
on  the  ground  that  the  patent  is  void  for  want  of  patentable  novelty 
and  is  a  claim  for  a  mere  aggregation.  That  these  questions  may  prop- 
erly be  raised  and  disposed  of  on  denmrrer  where  the  patent  is  invalid 
on  its  face  is  well  settled.  {Brown  v.  Piper,  C.  D.,  1876,  464  j  10  O.  G., 
417;  91  U.  S.,  44;  Blessing  v.  Capper  WorkSj  34  Fed.Kep.,  753;  Fou- 
geresy.  Murbargery  44  Fed.  Kep.,  292;  Bottle  Seal  Co.  v.  De  La  Vergne 
Bottle  and  Seal  Co.,  47  Fed.  liep.,  59.)  But  the  numenms  decisions  to 
this  effect  also  show  that  the  court  will  only  sustain  such  a  demurrer 
where  the  case  is  entirely  free  from  doubt,  and  it  will  only  take  judicial 
notice  of  matters  within  the  field  of  common  knowledge.  {Eclipse 
Manufacturing  Co.  v.  Adkins,  C.  D.,  1890,  546;  63  O.  G.,  1407;  36  Fed. 
Rep.,  554.) 

A  demurrer  for  such  cause  can  only  be  sustained  where  tlie  court  can  adjiulf^e  the 
device  described  and  claimed  in  the  Letters  Patent  to  be  without  patentable  novelty 
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Tritliont  tlic  li'»Mt  8(  intilln  of  eviiloiice.    {hottU  Seal  Co,  v.  De  La  ftnjinf  Bottle  and 
Seal  Co,f  tupra.) 

Ill  nimost  all  cases  the  uaturc  of  the  anbject  (leiiiands  that  the  triers  should  be 
instructed  by  the  testimony  of  those  skilled  in  the  ort  to  which  the  patent  relates, 
niid  therefore  a  demurrer  for  non-patentability  apparent  upon  the  face  of  the  iustrn- 
ment  should  not  ordinarily  be  allowed.    {Bleuhg  v.  Coppn  IVorkSf  stipra,) 

The  patent  in  suit  is  for  certain  mecUanical  devices  for  producing: 
varions  stage  effects.  Such  a  device  may  be  tUc  proper  subject  of  a 
patent.  {Burgess  v.  Glmpman^  44  Fed.  Bep.,  427.)  It  consists  of  a  sta- 
tionary frame  representing  a  ship  on  rockers  so  arranged,  in  combina- 
tion with  sliding  wings,  curtains,  and  other  contrivances,  as  to  present 
the  illusion  to  the  audience  of  a  ship  moving  out  of  a  dock  into  rough 
water  and  putting  to  sea.  It  is  true  that  scenic  effects  whereby  sta- 
tionary objects  appear  to  move  upon  the  stoge  are  not  new.  But  it  is 
not  matter  of  common  knowledge  that  the  combination  claimed  in  this 
patent  has  been  used  to  produce  a  complete  series  of  stage  eHects  sitch 
as  are  claimed  under  this  patent,  and  it  does  not  appear  upon  the  face 
of  the  patent  that  such  effects,  if  produced,  are  not  due  to  the  com- 
bined operation  of  the  various  elements  which  are  claimed  as  essen- 
tial. 

The  defendants  further  demur  to  the  bill  of  complaint  because  it  does 
not  aver  that  the  invention  had  not  been  patented  or  described  in  any 
printed  publication  in  this  or  any  foreign  country  before  the  date  of 
said  invention  or  discovery.  This  is  a  defect  in  form  which  may  be 
taken  advantage  of  by  a  special  demurrer.  (Coop  v.  Devehprnent  Insii- 
tute,  47  Fed.  Rep.,  809;  Overman  Wheel  Co.  v.  UUiott  Hielory  Cycle  Co., 
C.  D.,  1892,  537;  CO  O.  G.,  1478;  49  Fed.  Rep.,  859.) 

The  first,  second,  third,  tburth,  and  sixth  grounds  of  demurrer  are 
overruled.  The  fifth' ground  of  demurrer  is  sustained,  with  leave  to 
amend  within  fifteen  days  upon  payment  of  costs  to  be  taxed. 


[V,  S.  Circuit  Court— Sontbem  District  of  Neir  YorV.] 

Bate  Refrigerating  Company  v.  Silzberoer  et  al. 

Decided  June  7,  1S93, 
65  O.  G.,  135. 

nATE— PlJOCKSSES    OF    PrESKRVINO    MK AT— LIMITATION    OF    TERM    OP    DOMKSTIC 
PaTKNT  HY  FORKIUN  Patknt. 

Under  Revised  Statutes,  section  '1887,  a  United  States  patent  expires  with  a 
foreign  putoitt  granted  for  tlie  same  invention  to  the  same  inventor  prior  to  tli<- 
date  of  the  United  States  patent  Unt  nnbseqnent  to  the  application  therefor. 
{Hate  Uvfriyernting  Co,  v.  Gllleti,  C.  D.,  1882,420;  22  O.  G.,  1205;  13  Fed.  Rep..  55j, 
followed.) 
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Bill  by  the  Bate  Refirigeratiiig  Coiiipfloy  against  Frederick  Snlz* 
berger  and  others  for  infritigeinent  of  a  patent.  Judgiuent  for  defend- 
ants on  their  pleas. 

Mr.  Paul  JGT.  Bate  for  the  complaiuant. 

Messrs.  Miller,  Peckham  <t*  Dixon  for  the  defendants. 

TOWNSBOT),  J, : 

This  is  a  bill  in  eqoity  for  the  alleged  infringement  of  Letters  Patent 
Ko.  197,314,  issued  to  John  J.  Bate  November  20, 1877,  for  an  improve- 
ment in  processes  for  preserving  meats.  The  question  raised  by  the 
pleas  is  whether,  under  section  4887  of  theBevised  Statutes,  a  United 
States  patent  expires  with  the  date  of  a  foreign  patent  granted  prior  to 
thedateof  the  United  States  patent  but  subsquent  to  the  application 
therefor.  When  this  case  came  up  for  a  hearing  in  this  circuit,  the 
suggestion  was  made  by  counsel  that,  as  the  precise  question  herein 
had  been  decided  in  favor  of  the  defendants  in  other  circuits,  the  case 
should  be  submitted  on  briefs,  with  the  understanding  that  the  court, 
in  conformity  with  the  rule  of  comity  in  such  cases,  would  follow  said 
precedents.  The  following  cases  involving  this  question  have  been 
decided  in  favor  of  the  defendants:  Bate  Refrigerating  Co.  v.  Oillettf 
(C.  D.,  1882,  426;  22  O.  G.,  1205;  13  Fed.  Sep.,  563;  C.  D.,  1887,  474; 
40  O.  O.,  1029;  31  Fed.  Bep.,  809;)  Same  v.  Hammond,  (G.  D.,  1889, 
330;  46  O.  G.,  689;  35  Fed.  Bep.,  151;)  Btiber  v.  Manufacturing  Co., 
(0.  D.,  1888,  460;  44  O.  G.,  234;  38  Fed.  Bep.,  831;)  Pohl  v.  Brewing 
Co.,  (C.  D.,  1889,  669;  49  O.  G.,  1695;  39  Fed.  Bep.,  783.) 

In  accordance,  therefore,  with  said  practice,  I  direct  that  judgment 
on  the  pleas  be  entered  for  the  defendants. 


[U.  S.  Circolt  Court— Xorthern  District  of  Illiiiols.] 

American  Bell  Telephone  Company  v.  Cushman  et  al.    Ameb- 
TCAN  Bell  Telephone  Company  v.  HrnBABD  et  al. 

Decided  S^temher  6, 1S9S, 

65  0.  G.,  135. 

1.  Prkliminart  Injunction. 

The  offering  of  additional  tx  parte  testimony  not  a  reason  for  the  grant  of  pre- 
liminary injunction  against  a  patent  which  has  been  so  severely  attacked  and 
uniformly  sustained. 

2.  INFRINGEMKNT— CONSTHUCTIOX  OF  PaTKNT. 

The  Supreme  Courts  cuuHtruing  the  claims  of  the  telephone  patent,  says: 
"The  claim  is  not  for  these  several  tliin<;s  in  and  of  themselves,  bnt  for  an 
electric  telephone  in  the  construction  of  which  tliesc  things  or  any  of  theiu  are 
used/'  and  this  clearly  includes  the  devices  of  defendants,  and  furthermore,  the 
Court  was  not  disposed  to  disregard  the  adjudications  against  the  infringement 
devices,  as  in  American  Bell  Telephone  Company  v.  Cuekman,  (C.  D.,  Ig88^  665; 
46  O.  Q.|  1198;  86  Fed.  Sep.,  488.) 
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3.   CONRTUUCTIOX  OF  STATUTES— LlAIITATlDN  BY  FoilKION   PATENT. 

1.  The  term  "patented''  in  section  4887  of  the  Revise^l  Statntes  floes  not 
mean  the  preliminary  proceedings,  but  the  actual  iHsnauce  of  the  patent  nndor 
the  seal  of  the  Government,  (citing  Gold  Stock  Teleffra2)h  Co,  v.  Telegram  Co,,  C 
D.,  1885,  827;  31  0.  G.,  1559;  23  Fed.  Sep.,  840;  Emerson,  Smith  »/•  Co,  v.  Lippert, 
C.  D.,  1888,  250;  42  O.  G.,  964;  31  Fed.  Rep.,  911;  Seihn-t  Cylinder  Oil  Cup  Co,  v. 
JTilUam  Powell  Co,,  C.  D..  1889,  472;  47  O.  G.,  1072;  35  Fed.  Rep.,  591;  Smith  v. 
Ooodyeur  Dental  Vulcanite  Co.,  C.  D..  1877,  171;  11  0.  G.,  246;  93  U.  S.,  4«6- 
49^.)  2.  A  United  States  patent  granted  January  30, 1877,  not  liroite<l  by  British 
patent  which  was  sealed  May  15,  1877,  but  antedated  to  December  9, 1876,  the 
date  of  filing  the  i>roviftioniil  specification,  and  conditioned  that  on  or  before 
June  9, 1877,  a  complete  specification  should  be  filed. 

Messrs.  Bond,  Adams,  Pickard  d'  Jackson,  Mr.  F.  P.  Fish,  and  Mr.  J, 
J.  Storrow  for  the  complainant. 

Mr.  Merritf  Starr,  Mr,  Ephraim  Banning,  and  Mr.  7.  (J.  Brooks  for 
the  defendants. 

Jenkins,  J.: 

The  patent  involved  in  theae  Ruits  has  passed  nnder  the  review  of  the 
Supreme  Court  of  the  United  States  {Telephone  Cases,  G.  1).,  1888,  321; 
43  O.  G.,  377 ;  126  U.  S.)  and  its  validity  sustained.  The  history  of  the 
Bell  telephone  patents  is  the  history  of  an  enormous  litigation,  involv- 
ing the  truth  of  alleged  anticipations  sought  to  be  sustained  by  a 
marvelous  mass  of  evidence.  The  invention  was  attaclsed  as  perhaps 
no  other  invention  was  ever  before  attacked.  It  was  sustained  and  its 
iutegrity  established  by  the  decision  of  the  highest  and  the  ultimate 
judicial  tribunal  of  the  land.  That  decision  must  be  held  coni^lusive. 
If  there  was  omission  of  evidence  in  that  case,  sought  to  be  here  sup- 
plied by  ex  parte  testimony,  1  do  not  feel  at  liberty,  in  view  of  the  many 
decisions  of  the  Federal  courts  sustaining  this  patent,  to  now  give  ear 
to  such  testimony  upon  the  hearing  of  a  motion  for  a  preliminary 
injunction. 

I  entertain  no  doubt  that  the  defendants  infringe  this  patent 

Mr.  Chief  Justice  Waite  declared: 

The  patent  itself  i8  for  the  mechanical  Htructiire  of  an  electric  telephone  to  be 
used  to  prodace  the  electrical  action  on  which  the  fii-Ht  patent  rcntH.  Tlie  third  claim 
is  for  the  use  in  such  instruments  of  a  diaplirai^,  made  of  a  ])lnte  of  iron  or  steel,  or 
other  material  capable  of  inductive  action;  the  fifth,  of  a  ]>ennan4'nt  nia^iet  con- 
structed, as  described,  with  a  coil  npon  the  ends  nearest  tliu  plate;  the  sixth,  of  a 
sounding-box,  as  described ;  the  scveutli,  of  a  npeaking  or  hearing  tube,  as  described, 
for  conveying  thesouud ;  and  the  eighth,  of  a  permanent  magnet  and  ])hite  combined. 
The  claim  is  not  for  these  sereral  things  in  and  of  themselves,  but  for  an  electric  telephone 
in  the  construction  of  which  those  things  or  any  of  them  are  used; 

It  would  serve  no  useful  purpose  at  this  time  and  upon  this  motion  to 
consider  the  claimed  difit'erences  in  the  construction  of  the  various 
devices.  Whatever  the  variations  in  parts,  the  function  performed  is 
the  same,  the  result  attained  is  the  name.  That  result  is  the  invention 
of  Mr.  Bell.  The  claim  is,  as  stated  by  the  Supreme  Court,  not  for  the 
several  things  declared  in  the  patent,  but  for  an  electric  telephone  in 


548  DECISIONS  OP  U.  8.  COURTS   IN   PATENT   CASES. 

the  constmction  of  which,  among  other  thiucs,  a  permanent  mn^et 
oonstrncted  as  described,  with  a  coil  upon  the  end  or  ends  nearest  the 
plate,  is  used. 

Tlie  patent  is  not  for  the  magnet,  bat  for  the  telephone  of  which  it  forms  a  part. 

And  the  particular  devices  respectively  claimed  by  defendants  have 
been  declared  to  inftinge.  In  the  Hubbard  case  the  Corwin  telephone 
is  the  infringing  device,  and  that  was  ei\joined  by  Judge  Aclieson  and 
afterward  by  Judge  Lacombe.  In  the  other  case  the  Cushn^an  tele- 
phone is  used.  Tliat  was  also  adjudged  an  infringing  device  by  Judge 
Blodgett  in  American  Bell  Telephone  Company  v.  Cushmanj  (0.1).,  1888, 
55');  45  O.  G.,  1103;  35  Fed.  Bep.,  488.)  I  ought  not,  if  I  were  so  dis- 
posed—and I  am  not— to  disregard  these  ad^judications.  In  the  one 
case  the  very  device  is  adjudicated  to  infringe.  In  the  other,  not  only 
so,  but  substantially  as  between  these  same  parties,  for  I  cannot  but 
regard  as  a  subterfuge  the  putting  forward  of  Onshman's  wife  as  the 
responsible  infringer,  with  Gushman  as  a  mere  looker-on  in  the  conduct 
of  the  business.  A  man  cannot  thus  hide  himself  under  his  wife's  i^et* 
ticoats.  Cushman  cannot  thus  avoid  the  consequences  of  the  decree 
of  the  court.  That  decree  remains  unimpeached  and  conclusive  upon 
the  rights  of  the  parties. 

The  remaining  question  arises  upon  section  4887  of  the  Revised 
Statutes,  which  provides  as  follows: 

No  person  shall  be  debarred  from  receiving  a  patent  for  hU  invention  or  discovery, 
nor  Mhall  any  patent  be  declared  invalid,  by  i^easou  of  its  having  boon  flrst  pnt«*nted 
or  cnnsed  to  be  patented  in  a  foreign  country,  unless  tho  Haiiie  has  bceu  intitMliiotHl 
into  public  nse  in  the  United  States  for  more  than  two  yean  prior  to  tho  applicsition. 
But  every  patent  granted  for  an  invention  which  has  been  previouHly  ptit«ntc<l  in  a 
foreign  country  shall  be  so  limited  as  to  exinre  nt  the  same  time  with  the  foivigu 
paten ty  or,  if  there  be  more  than  one,  at  the  same  time  with  tho  one  having  Uie 
shortest  term,  and  in  no  case  shall  it  be  in  force  more  than  seventeen  years. 

The  patent  in  suit  was  granted  January  30,  1877.  The  inventor, 
through  Morgan-Brown,  an  agent  in  London,  applied  for  an  English 
patent  by  filing  a  provisional  specification  on  the  9th  day  of  December, 
1876.  In  May,  1877,  the  English  pat^jnt  was  issued,  sealed  on  the  lotli 
of  May,  but  antedated  to  December  0, 1876,  and  conditioned  that  on  or 
before  June  9,  1877,  a  complete  specification  should  be  filed.  The 
English  statutes  permits  this  antedating  of  patents,  but  provides  by 
statute,  1852,  (16-16  Vic,  c.  80,)  as  follows: 

Skc.  24.  Any  Lettors  Patent  issued  under  this  act,  sealed  and  bearing;  date  as  of 
any  day  prior  to  the  actnal  sealiuK  thereof,  shall  be  of  the  same  force  and  validity 
as  if  they  had  been  sealed  on  the  day  as  of  which  the  same  are  cxiiresMe<l  to  be  soaled 
and  bear  date,  providing  always  that  (save  where  such  L(;tt4M*s  Put^nt  arc  i;ranted 
for  any  invention  in  respect  whereof  a  complete  specification  has  been  dei^osited 
npou  the  application  for  the  same  under  this  act)  no  proccodiufit  in  law  or  in  e<|nity 
shaU  bo  hadjipon  snch  Letters  Patent  in  respect  of  an  jf  iufnufftuwHt  commit  ted  hcfore 
ikt  same  were  actvnUy  granted. 

It  is  clear  that  no  right  exists  in  the  patenti'e  (when  further  and 
complete  specification  is  required)  before  the  actual  granting  of  the 


DECISIONS   OF   U.  8.  COURTS   IN   PATKNT   CASES.  .  549 

patent.  It  is  equally  clear,  I  think,  that  under  our  statute  this  inven- 
tion was  not  ))atented  abroad  at  the  time  of  the  granting^  of  the  patent 
here.  An  application  had  been  made;  but  not  until  after  the  granting 
of  the  patent  here  was  the  patent  abroad  issued.  The  invention  is  not 
patented  abroad  betbre  the  actual  scaling  and  issuance  of  the  patent.  It 
seems  to  me  clear  that  the  meaning  of  our  own  statute  is  to  limit  the  term 
of  the  monoi>oly  so  that  it  shall  not  exist  longer  than  a  pre\'ioiisly 
granted  monopoly  abroad.  But  it  is  not  to  be  so  limited  unless  the  inven- 
tion has  been  previously  patented  abroad.  The  term  "patented"  as 
used  in  our  statutes  does  not  mean  the  preliminary  proceedings,  but 
the  actual  issuance  of  the  patent  under  the  seal  of  the  Oovernment 
8i>eaking  the  exercise  of  sovereign  will  investing  the  patentee  with  the 
gi'ant  of  a  monopoly.  (Gold  Stock  Telegraph  Co.  v.  Go^nmercial  Tele- 
gram  Co.j  i).  !>.,  1885,  327;  31  O.  G.,  1559, 23  Fed.  Rep.,  340;  Emertton, 
ISmith  it  Go.  v.  Lippert,  C.  1).,  1888,  250;  42  O.  G.,  IMU;  31  Fed.  Rep., 
911;  Seibert  Cylinder  Oil  Cup  Co.  v.  WiUiam  Powell  Co.,  C.  D.,  1880, 
472;  47  O.  G.,  1072;  35  Fed.  Rep.,  591;  Smith  v.  Goodyear  Dental  Vul- 
canite Co.j  C.  I).,  1877, 171 ;  11  O.  G.,  246;  93  U.  S.,  480-498.) 
Au  injunction  Avill  issue. 


[U.  S.  rirciilt Court— Northern  DUtricl  of  Ohio,  Eautcm  DiHiilon.l 

LowEY  r.  CowLEs  Electric  Smelting  and  Aluminum  Comp-.\j^*y 

KT  AL. 

Decided  May  IS,  1S03. 

65  O.  G.,  295. 

1.  PaTF.NTS— A RSICNMENT— -COXSTKUCTION. 

All  »g?-«*eiinMit  pnrjMirtiiip  to  convey  all  discoveries anrt  iDvontions  of  ft  certnin 
clmractci%  owikmI  by  C  nnd  H,  and  .applications  for  patcnttt  p<mdiD^  therefor, 
iiiny  1m;  construed  to  iuclmlc.  inventions  of  the  same  character  owned  ^y  and 
applications  for  putcuts  pending  in  the  uumo  of  H  alone^  whore  C  amlli  jointly 
own  hilt  Olio  of  snrh  inventions,  but  C  is  B's  solicitor  for  procuring  patents  for 
the  others. 

2.  Samk— EgriTV— Plkaiunis— I$ri{i>KN  ok  Pjjook. 

On  a  hUi  to  set  anide  an  alle-^cd  {iKsi^rnincnt  of  a  patent  by  defendant  fts  l>einjr 
a  cloud  on  complainant's  title,  he  claiming  under  an  assign  hum  it  from  the  inventor, 
the  iRsue  raised  by  the  plea  was  that  the  patent  belongod  to  defendant  because 
it  was  includo<l  in  au  instrument  executed  while  the  application  was  pending, 
by  which  the  inventor  assigned  to  defendant  all  iuvontions  and  applications 
that  did  or  might  interfere  with  pending  applications  of  defendant.  rat.<«>nts 
were  afterward  granted  upon  said  applications  of  both  ))arties.  held  that  the 
pre.Muni]>tion  from  thin  result  is  that  the  applications  did  not  interfere,  ami  the 
burden  is  on  defendant,  in  order  t^  sustain  his  plea,  to  show  fnmi  the  patents  or 
their  iUe  wrappers  that  there  might  have  been  such  au  biterlerouco.(^^^^Tp» 
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3.  Samr—Intkrfbbencr— Electric  Smxlting. 

'  riie  pateut  claimed  by  complainant  (No.  464,933,  iasned.December  8,  1891,  to 
Cluirles  8.  Bradley)  was  for  a  process  of  separating  metais  from  their  ores,  in 
which  fusion  by  external  beat  was  dispensed  with  and  an  electric  current  made 
to  i)erform  the  doable  f auction  of  first  fusing  the  ore  and  then  separating  the 
metal  by  electrolysis.  In  accomplishing  this  process  two  electrodes  are  thrust 
into  the  vessel  containing  the  ore,  and  a  carrent  passed  so  as  to  form  an  ar^ 
between  them.  The  heat  of  the  arc  fuses  the  ore,  and  then  the  current  flows 
througli  tbi8  liquid  conductor  and  the  desired  electrolysis  begins  to  take  place. 
The  patents  issued  to  defendant  (Noe.  319,795,  319,945,  324.659,  and  335,058, 
granted  to  Alfred  H.  Cowles  au<l  others)  were  for  a  process  of  smelting  ore  by 
electricity  and  means  for  accomplishing  the  same,  wherein  heat  was  distributed 
through  the  mass  of  ore  by  the  current  flowing  through  a  granular  conductor  of 
hi;;b  resiHtance—such  as  electric-light  oarbou— mixed  with  the  mass,  thus  acoom- 
plishiug  the  fusion  of  the  ore,  while  the  separation  of  the  metal  from  its  com- 
pounds was  accomplished  by  the  joint  efl'cct  of  the  heat  and  the  chemical  action 
of  »ome  appropriate  reagent  mixed  with  the  ore.  These  patents  were  all  filed 
as  exliibit^t  with  the  plea.  Held  that  the  facts  as  presented  are  not  sufficient  to 
show  interference  between  the  Bradley  and  Cowles  patents,  whatever  might  be 
developed  by  expert  evidence  under  an  answer,  and  the  plea  will  be  overrnled. 

Suit  by  Grosvenor  P.  Lowry  against  the  Cowles  Electric  Smelting 
and  Alumininra  Gouii)auy  and  Alauson  O^born  to  set  aside  au  assign- 
ment of  a  patent. 

Mr.  Robert  8.  Taylor  for  the  complainant. 

Mr,  Frederic  S.  Beits  and  Messrs,  M.  2>.  dt  L.  L,  Leggett  for  the  com- 
plaiuants. 

STATBMENT  OF  THE  CASE  BY  JUDOS  TAFT. 

This  canse  came  on  for  hearing  on  the  second  amended  plea  to  the 
bill.  The  bill  averred  that  the  complainant,  Grosvenor  P.  Lowry,  was 
a  citizen  and  resident  of  the  State  of  New  York,  and  tiiat  the  Cowles 
Electric  Smelting  and  Alnminium  Company  was  a  corporation  under 
the  laws  of  the  State  of  Ohio,  and  that  Osboru,  the  codefendaut,  was 
also  a  citizen  of  Ohio,  both  residing  in  the  northern  district  of  this 
State.  The  bill  alleged  that  Charles  S.  Bradley  was  the  first  and  trae 
inventof  of  certain  new  and  useful  improvements  in  electric  metal- 
lurgical processes;  that  upon  tliQ  23d  day  of  February,  1883,  he  filed 
his  application  in  the  Patent  Office,  and  that  such  proceedings  were 
had  that  on  the  8th  day  of  December,  1891,  there  was  issued  to  him^ 
npon  a'division  of  said  application,  Pateut  No.  464,933,  for  the  process 
of  obtaining  metals  from  their  ores  or  compounds  by  electrolysis,  and 
also  another  patent,  upon  the  main  division  of  his  application,  num- 
bered 468,148,  for  the  process  of  separating  aluminium  firom  its  com- 
pounds; that  in  February,  1892,  said  Charles  S.  Bradley  duly  assigned 
these  patents  to  the  complainant;  that  the  assignments  are  duly 
recorded  in  the  records  in  the  Pateut  Office. 

The  bill  further  averred  that  prior  to  March  14, 1885,  Francis  B. 
Crocker  aud  Charles  S.  Bradley  were  inventors  of  eertain  Improve- 
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nients  relating  to  electric  smelting  processes  and  furnaces,  and  that  at 
that  date  they  filed  an  application  for  patent,  numbered  158,805,  and 
that  while  the  application  was  pending  an  interference  was  found  to 
exist,  by  the  Coniniissioner  of  Patents,  between  it  and  the  application 
previously  tile^l  by  Eugene  H.  Cowles  and  Alfred  H.  Cowles,  associated 
tis  the  Gowles  Electric  Smelting  and  Aluminium  Company;  that  there* 
upon  negotiations  were  entered  into  by  the  defendant,  the  Cowles 
Electric  Smelting  and  Aluminium  Company,  and  said  Crocker  and 
Bradley  for  the  purchase  of  their  said  invention,  which  resulted  in  the 
execution  of  an  agreement,  dated  May  18, 1885,  by  which  said  Crocker 
and  BraiUey  sold  the  Cowles  Company  the  invention  disclosed  and 
covered  by  their  application ;  that  this  agreement  was  recorded  in  the 
United  States  Patent  Office  June  2, 1885;  that  thereafter  Letters  Pat- 
ent were  issued.  No.  335,499,  to, said  Crocker  and  Bradley,  as  assignors 
to  said  Cowles  Company,  for  the  process  of  heating  and  reducing  ores 
by  electricity. 

The  bill  then  charged  that  the  defendant,  the  Cowles  Company,  for 
the  purpose  of  depriving  the  complainant  of  the  full  enjoyment  of 
the  patents,  Kos.  464,933  and  468,148,  transferred  to  him  by  Bradley  as 
aforesaid,  pretended  to  execute  an  instrument  in  writing  transferring 
these  patents  to  defendant  Osborn,  and  containing  a  recital  that  the 
Cowles  Company  had  become  the  owner  of  said  patents  by  virtue  of  the 
agreement  between  the  Cowles  Company  and  Crocker  and  Bradley  of 
May  18, 1885;  that  the  conveyance  to  Osborn  was  in  trust  to  be  recon- 
veyed  to  the  company,  or  to  such  parties  as  the  company  should  desig- 
nate, on  demand.  The  bill  charged  that  this  assignment  was  a  fraudu- 
lent instrument,  that  no  consideration  was  paid  for  it,  and  that  the 
sole  object  was  to  create  a  cloud  upon  the  complainant's  title.  Then 
followed  this  averment: 

That  while  the  language  in  said  agreement  between  said  Crocker  and  Bradley  and 
said  the  Cowles  Electric  Smeltinis  and  Alununiim  Company  is  broad  cnongh  in  its 
terms  to  cover  other  inventions  of  said  Crocker  and  Bra<11ey  than  that  embraced  in 
said  application,  No.  158,805,  it  was  not  intended  to,  and  did  not  in  fact  embrace  any 
other  inventions ;  that  the  occasion  of  making  said  contract  was  the  existence  of 
said  interference  between  said  ai>pIication  and  the  application  of  said  Eugene  H.  and 
Alfred  H.  Cowles;  that  said  Crocker  and  Bradley  never  made  any  invention  or  filed 
any  application  which  interfered  with  any  application  of  the  said  Eugene  H.  and 
Alfred  H.  Cowles, except  the  one  last  aforesaid;  that  the  application  of  said  Charles 
8.  Bradley,  No.  ^,957,  upon  which  said  patents,  Nos.  464,933  and  468, 148,  were  i.HRucd, 
was  never  in  interference  with  any  application  of  said  Eugene  H.  and  Alfred 
H.  Cowles,  and  was  not,  by  any  act,  understanding,  or  contract  of  the  parties^ 
included  in  said  agreement  of  May  18, 1885,  all  of  which  was  weU  known  to  said 
defendants  at  the  time  when  they  executed  and  placed  upon  the  record  of  the  Pat- 
ent Office  the  said  false  and  fraudulent  instrument  of  writing  aforesaid. 

The  bill  farther  averred  that  the  two  patents  belonging  to  the  com* 
plainaut  were  of  the  value  of  $5,000  and  upward;  that  the  invention 
they  disclosed  was  an  important  step  in  the  art  of  reducing  alumiiiinm. 
from  its  ores,  in  which  art  there  was  a  recent  and  extended  activity; 
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that  the  existence  ui>on  the  record  of  the  Patent  Office  of  the  said  false 
and  fraudulent  pretended  assignment  of  said  patents  ojieittted  as  a 
cloud  upon  complainant's  title,  and  greatly  impaired  the  value  of  the 
])atents  in  his  hands,  and  made  them  wholly  unsalable  by  him.  Where- 
fore he  prayed  that  the  assignment  of  the  two  patents  by  the  Cowlcs 
Company  to  Osborn  be  set  aside,  declared  fraudulent,  null,  and  void, 
and  that  the  defendants  be  required  by  the  court  to  enter  upon  the 
record  of  the  Patent  Office  a  cancellation  of  the  same. 

The  defendants,  the  Cowles  Company  and  Osborn,  filed  a  joint  and 
several  plea,  and  fortified  the  same  by  an  answer  denying  fraud  or 
conspiracy  or  combination.  An  amended  plea  was  subsequently  filed, 
and  then  a  second  amended  plea,  w^hich  presented  the  question  for  hear- 
ing. The  plea  averred  that  prior  to  and  on  April  8, 1885,  the  defendant, 
the  Cowles  Company,  being  then  engaged  in  the  business  of  reducing 
ores  by  electricity  by  means  of  electric  smelting  processes  or  furnaces, 
and  having  then  pending  in  the  Psitent  Office  applications  for  certain 
Letters  Patent  made  and  filed  by  Eugene  H.  and  Alfred  H.Cowles,  was 
informed  that  Charles  S.  Bradley  had  nnide  certain  impi-ovements 
relating  to  electric  furnaces  and  the  reduction  of  ores  by  electricity; 
that  Francis  B.  Crocker  was  his  soHcitor  or  attorney  for  the  puqKise 
of  procuring  patents  for  the  said  invention ;  that  accordingly  the  Cowles 
Company,  by  its  agent,  Colgate  Iloyt,  purchased  and  obtained  an  option 
for  the  purchase  of  the  said  inventions,  of  which  a  copy  was  filed  as  an 
exhibit  with  the  plea.    This  was  us  follows: 

New  York,  JprU  S,  1S8S, 
By  and  betweou  Charles  S.  HriHlley  and  Colgate  Hoyt,  liotli  of  Vonkers.  in  the 
State  of  New  York,  it  ifl  a^^reod  as  follows:  Siiid  Hradlcy  shall,  upon  demand  of  said 
Hoyt,  uiadc  at  any  time  within  ninety  days  from  the  date  hereof,  assign  to  said  Hoyt 
or  his  ord«'r,  for  the  consideration  of  ten  thonsaud  dollars  cash,  an  nudivided  ouo- 
fourth  interest  iu  all  inventions  which  ho  had  hitherto  made  in  electric  furnaces  and 
in  the  reduction  of  ores  by  electricity,  and  of  all  patents  to  bu  granted  therefor, 
whether  applications  for  such  patent's  have  already  been  filed,  or  ^hall  hereafter  be 
tiled,  in  the  Patent  Office  of  the  I'nitcd  States;  and,  in  consideration  of  the  option 
being  granted,  said  Hoyt,  or  the  ]>arty  to  whom  ho  may  have  assigned  lh«  same, 
shall  pay  to  said  Bradley,  at  the  date  hereof,  the  sum  of  live  hundred  dollars. 

CiiAULKS  S.  I3kai>lby. 

New  Yt»ttK,  April  Sy  ifiSo, 
Beceived  of  Colgate  Hoyt  iive  hundred  dollars. 

C.  S.  Bradlry. 

The  plea  fnrther  averred  that  aCtorward,  on  May  8, 1885,  the  Cowles 
Company,  believing  that  the  price  named  in  the  option  was  too  large, 
but  still  being  desirous  of  preventing  any  interference  witli  its  bnainess, 
and  having  no  definite  knowledge  of  the  exact  inventions  of  said  Brad- 
ley, but  being  informed  that  said  ( -roi-ker  was  ronnected  therewith, 
either  as  attorney,  part  owner,  or  otherwise,  but  not  knowing  the  exact 
capiicity,  and  with  no  knowledge  of  the  number  or  cliaracter  of  their 
applications  for  x)atents,  obtained  irom  Bnulley  and  Crocker,  by  a  cer- 
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tain  assignment  in  writing,  all  their  interests,  joint  and  several,  in  all 
their  discoveries  and  inventions  relating  to  said  electric  processes  and 
furnaces.    The  agreement  was  as  follows: 

Tills  agreement  entered  into  this  8th  day  of  liay,  1885,  between  F.  B.  Crockeri  of 
New  York  city,  N.  Y.,  and  C.  S.  Bradley,  of  Yonken,  N.Y.,  constituting  the  first  party, 
nud  the  Cowlcs  Electric  Smelting  and  Alnminum  Company,  of  Cleveland,  Oliio,  a 
corporation  organized  nnder  the  laws  of  the  State  of  Ohio,  constituting  the  second 
party,  wituosseth,  that,  whereas,  the  first  party  have  made  certain  discoveries  and 
inventions  relating  to  electric  smelting  processes  and  ftimaces,  and  have  made  some 
up])li('ations  for  patents  therefor  in  the  United  States  Patent  Office,  and,  whereas, 
8.1  ill  party  is  desirous  of  becoming  the  owner  of  all  such  discoveries  and  inventions, 
it  is  therefore  agreed  between  the  parties  as  follows:  I.  For  the  consideration  hero- 
in after  mentioned,  the  receipt  of  which,  to  onr  full  satisfaction,  is  hereby  aoknowl- 
cflgtul,  the  said  party  does  hereby  sell,  assign,  and  set  over  to  the  said  second  party 
all  interest  in  any  and  all  discoveries  and  inventions  relating  to  electric  smelting 
processes  and  furnaces,  and  all  patents  they  have  obtained  therefor,  and  all  applica- 
tions now  ponding,  and  caveats  on  flle,  in  the  United  States  Patent  Office  relating 
to  electric  smelting  processes  and  furnaces,  which  do  or  may  interfere  with  any 
applications  for  patents  made  by  Eugene  H.  and  Alfred  H.  Cowles,  of  Cleveland, 
Ohio,  now  ponding  in  the  United  States  Patent  Office.  It  is  understood  and  agreed 
between  tlie  parties  that  this  clanse  also  includes  the  application  of  the  first  party, 
now  pending  in  the  United  States  Patent  Office,  and  dcsignate<l  Serial  No.  1.58,805, 
and  filed  March  14,  1S8.5.  II.  Said  first  party  also  sells,  assigns,  and  sets  over  to 
said  second  party  their  entire  interest  in  all  inventions,  patents,  and  applications 
for  patents,  in  all  foreign  countries,  for  the  discoveries  und  inventions  mentioned  in 
the  preceding  clause  of  this  agreement.  III.  Said  first  party  hereby  authorizes 
and  reqnests  the  Com misBi oner  of  Patents  to  issue  to  the  said  second  party  patents 
for  said  iliscoveries  and  inventions  mentioned  in  the  first  clause  of  this  agreement. 
IV.  Said  first  party,  for  said  consideration,  further  agrees  to  sign  and  execute  all 
papers  necessary  to  perfecting  applications  for  said  inventions  and  obtaining  patents 
therefor.  V.  In  cousiderutiou  of  the  preceding,  said  second  party  hereby  pays  in 
hand  to  Huid  lirst  party  the  snm  of  five  thousand  dollara.  In  testimony  whereof, 
said  parties  have  hereunto  set  their  hands  the  day  and  year  first  above  written. 

Francis  B.  Crocker. 
CuAULEs  S.  Bradley. 

The  plea  averred  that  it  was  the  intention  of  both  and  all  the  parties 
to  the  instniment  of  writing  to  assign  to  the  party  of  the  second  part 
therein  the  said  separate  application  of  Bradley,  filed  February  23, 
1883,  on  a  division  of  which  application  the  Patents  Nos.  404,903  and 
408,148  were  issued,  as  alleged  in  the  bill;  that  at  the  time  of  the  exe- 
cution of  the  assignment  of  May  18,  1885,  there  was  no  other  joint 
application  for  any  patent  pending  in  the  Patent  Office  other  than  that 
specifically  referred  to  in  the  assignment,  and  that  the  general  terms 
of  the  assignment  were  intended  to  relate  to,  and  did,  in  fact,  relate  to, 
the  said  separate  application  of  Bradley.  The  defendants  further 
averred  that  this  separate  application  for  a  patent  for  an  invention 
related  to  electric  smelting  processes  and  furnaces,  and  was  one  that 
did  or  might  interfere  with  the  applications  of  Alfred  H.  and  Eugene 
H.  Cowles,  then  pending  in  the  Patent  Office,  and  to  show  this,  refer- 
ence was  made  to  three  patents  issued  to  Kugene  H.  and  Alfred  H. 
Cowles;  to    one   x>atent   issued   to  Eugene  H.  Cowles,  Char]^  F. 
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Maybury,  and  Alfted  H.  Cowles;  to  another  patent  issued  to  Alfred 
H.  Cowles  alone;  to  the  two  patents  in  suit;  to  their  Patent  Office 
file-wrappers  and  contents,  and  to  the  patent  issued  to  Bradley  and 
Crocker,  all  of  which  were  filed  as  exhibits  with  the  plea.  Wherefore 
the  defendants  averred  that  the  Cowles  Company  was  the  lawful 
owner  of  the  patent  set  up  in  the  bill,  by  virtue  of  the  assignmeot 
of  May  18, 1885,  and  that  its  assigimient  of  them  to  Osborn  was  a  true 
and  valid  instrninent;  that  the  assignment  was  on  file  in  the  Patent 
Office,  and  that  the  complainant  had  notice  thereof  before  any  transfer 
to  him  of  the  Letters  Patent  referreil  to  in  the  bill. 

Tapt,  J.  (after  stating  the  facts) : 

The  issue  which  the  plea  tenders  is  that  by  the  agreement  of  May 
18, 1885,  Bradley,  before  his  assignment  to  complainant,  conveyed  to 
the  Cowles  Company  the  patentsclaimed  by  the  complainant.  Whether 
the  plea  is  good  or  not  depends  upon  the  construction  of  the  agree- 
ment of  May  18, 1885,  in  the  light  of  the  facts  averred  in  the  plea. 
The  first  objection  made  to  the  claim  of  the  defendants  in  the  pica  is 
that  the  agreement  is  between  Crocker  and  Bradley,  and  purports  to 
convey  discoveries,  inventions,  applications,  etc.,  which  they  jointly 
own,  whereas  the  application  whereon  the  patents  set  up  in  the  bill 
were  issued  was  an  application  in  the  name  of  Bradley  alone,  and  the 
patent  was  issued  to  Bradley  alone.  It  is  quite  clear,  under  the 
authorities  cited  by  complainant,  that,  if  the  surrounding  circumstances 
call  for  such  a  constrnctiofi  of  the  assignment  as  will  include  in  the 
transfer  patents  held  by  Bradley  alone,  the  langiiage  of  the  contract 
may  be  so  construed.  (Co.  Litt.,  197a;  Justice  Windham^s  CMe^  5  Col'e, 
lb;  Wharton  v.  Fisher^  2  Serg.  &  R.,  182;  WiUiama  v.  Hadley,  21  Kan., 
350;  Judd  v.  GibbH,  3  Gray,  539;  Yon  Wettberg  v.  Carson^  44  Conn., 
289;  Coffin  v.  Douglass^  61  Tex.,  406;  Shoe  Go.  v.  Ferrell^  (W  Tex.,  638; 
5  S.  W.  Rep.,  490;  Bank  v.  Beede^  37  Miu.,  627;  35  N.  W.  Rep.,  435.) 
If,  as  alleged  in  the  plea,  there  was  only  one  patent  application  then 
on  file  in  the  name  of  Crocker  and  Bradley,  the  use  of  the  plural  would 
indicate  that  the  assignment  was  intended  to  carry  other  patents;  and, 
as  other  patents  were  in  the  name  of  Bradley  alone,  it  would  be  a 
reasonable  inference  that  the  assignment  was  intended  to  can*y  Brad- 
ley's patent  also. 

Before  the  plea  can  be  sustained,  however,  it  must  also  appear  that 
the  patents  claimed  by  complainant  are  for  discoveries  in  electric  smelt- 
ing  processes  and  furnaces  which  did  or  might  interfere  with  any  appli- 
cations for  patents  made  by  Eugene  H.  and  Alfred  H.  Cowles,  of  Cleve- 
land, Ohio,  pending  in  the  Patent  Office  at  the  date  of  the  assignment. 
May  18, 1885.  The  plea  makes  all  these  patents,  by  reference,  a  part 
of  it.  It  is  averred  in  the  bill  that  no  invention  of  Bradley  and 
Crocker,  or  of  Bradley  alone,  except  the  one  mentioned  in  the  assign- 
ment itself,  did  interfere  with  any  of  the  patents  issued  on  the  appli- 
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cations  of  the  Cowles  brothers  then  pending  in  the  Patent  Office.  The 
Cowles  brothers  got  their  patents,  and  Bradley  got  his.  The  prima 
facie  presumption  from  this  result  is  that  the  Bradley  patent  could  not 
interfere  with  the  applications  for  the  Gowles  patent,  and  in  order  to 
make  their  plea  good  the  burden  is  on  the  defendants  to  show,  from 
the  patents,  or  their  file* wrappers  and  contents,  that  there  might  have 
been  such  an  interference.  Bradley  says  of  his  invention,  in  his  speci- 
fications: 

My  mvention  relates  to  a  process  of  effecting  by  an  electric  current  the  separa- 
tion or  disrnption  of  aluminium  from  its  ores  or  compounds,  or  the  decomposition 
in  a  similar  manner  of  other  like  highly-refractory  metallic  componnds,  of  which 
aluminium  may  be  considered  a  type  and  which  have  been  classed  together  by 
leason  of  the  great  difficulty  in  their  reduction. 

He  then  says  that  previous  to  the  invention  the  process  had  been 
carried  on  by  snbjecting  the  fused  ore  to  the  action  of  the  current  in 
a  crucible  placed  in  the  heating  furnace,  but  that  this  external  heat 
had  interfered  much  with  the  usefulness  of  the  process  by  injuring  the 
ei  ncible.    He  then  says : 

The  main  object  of  my  invention,  therefore,  is  to  dispense  with  the  external  appli- 
cation of  heat  to  the  ore  in  order  to  keep  it  fused.  In  order  to  accomplish  this  object, 
I  employ  an  electric  current  of  greater  strength  or  intensity  than  what  would  be 
reciuired  to  produce  the  electrolytic  decomposition  alone,  nnd  I  maintain  the  ore  or 
other  substance  in  a  state  of  fusion  by  the  heat  developed  by  the  passage  of  the 
current  through  the  melted  mass,  so  that  by  my  invention  the  electric  current  is 
employed  to  perfonn  two  distinct  ftinctions,  one  of  these  being  to  keep  the  ore  melted 
by  having  a  portion  of  its  electrirnl  energy  converted  into  heat  by  the  electrical 
resistance  offered  by  the  fused  ore,  and  the  other  being  to  effect  the  desired  elec- 
trolytic decomposition,  by  which  means  the  heat,  being  produced  in  the  ore  itself, 
is  concentrated  at  exactly  the  point  wbcre  it  is  required  to  keep  the  ore  in  a  state 
of  fusion. 

Again,  in  his  specification  he  says: 

In  order  to  f\ise  the  mass  at  the  start.  I  take  two  electrodes  of  a  suitable  material, 
huch  as  already  use<l  in  like  proceases  whrre  fusion  has  been  effected  by  an  external 
funiuce  and  connected,  respectively,  to  the  two  poles  of  a  dynamo-electiic  machine  or 
f»ther  source  of  current,  bring  the  said  electrodes  into  contact,  separate  them  suiH- 
cicMitly  to  form  an  electric  arc,  and  then  thrust  them  into  the  ore  lying  at  the  bottom 
of  the  cavity  or  basin,  where  the  ore  soon  fuses  by  the  hi-at  of  the  arc  and  becomes 
a  conducting  electrolyte,  through  which  the  current  from  the  electrodes  continnes  to 
Jlow.  The  arc  of  course  ceases  to  exist  as  soon  as  there  is  a  conductiug-liquid — the 
fused  ore — between  the  electrodes,  and  the  passage  of  the  current  then  takes  place 
through  the  fused  ore  by  conducti<m  and  the  heat  is  produced  as  it  is  in  an  incan- 
dcKrent  lamp.  The  arc  is  merely  us(.'d  to  melt  the  ore  in  the  beginning  and  the  ore 
is  kept  melted  by  incandescence,  so  to  speak,  the  metallic  aluminium  being  gradually 
deposited  at  the  cathode  and  the  flourine  gas  set  free  at  the  anode  so  long  as  the 
ore  is  maintained  in  a  state  of  fusion. 

Bradley's  other  patent  is  for  the  plan  of  efiectiiig  fusion  and  elec- 
trolysis in  a  heap  of  ore  without  the  use  of  any  crucible  by  making  a 
cavity  in  the  ore  itself  and  fusing  the  ore  progressively  from  the  center 
outwardly;  but  as  that  is  not  important  here,  we  may  give  it  no  further 

attention.  gitized  by  Google 
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All  the  Cowles. patents  are  for  processes  for  smelting  ores  by  elec- 
tric currents.  Patent  No.  319,795  was  the  lirst  of  the  patents  refeiTcd 
to  in  the  ])lea. 

Theiiatentee  says: 

The  proseut  invention  relAtes  to  the  closs  of  Hmolting-funiaccs  which  employ  an 
electric  current  bolely  as  a  sonrco  of  hcnt.  Heretorove  it  has  been  attempted  to 
reduce  ores  nnd  perform  niotunurgicnl  operations  by  moans  of  nu  electric  arc,  tlio 
materia]  to  bo  treated  being  brought  within  the  Aeld  of  the  arc  or  passed  or  fed 
through  it. 

The  (lifticalties  in  that  operation  are  then  described.  The  patentee 
proceeds : 

The  object  of  this  invention  is  to  provide  a  process  by  which  electricity  can  bo 
practicnlly  employed  for  metallurgical  operations,  and  for  this  purpose  to  Rocnre  a 
distribution  of  the  intense  heat  which  it  is  well  known  electricity  is  capable  ot  gon- 
erating  over  a  large  area  or  through  a  large  mass  in  such  a  manner  that  a  high  teui- 
perature  can  be  sustained  for  a  long  time  and  controlled. 

To  this  end  the  invention  consists,  essentially,  in  the  uso  for  metallurgical  pur- 
poses of  a  body  or  granular  material  of  high  resistance  or  low  conductivity  inter- 
posed within  the  circuit  in  such  a  manner  as  to  form  a  continuous  and  nubrokcn 
part  of  the  same,  which  granular  body  by  reason  of  its  resistance  is  madia  incandes- 
cent and  generates  ail  the  heat  required.  The  ore  or  light  material  to  bo  reduced — 
as,  for  example,  the  hydrated  oxide  of  aluminium,  alum,  chloride  of  sodium,  oxide 
of  calcium,  or  sulphate  of  strontium — is  usually  mixed  with  the  body  of  zonular 
resistance  material,  and  is  thus  brought  directly  in  contact  with  the  heat  at  the 
points  of  generation  at  the  same  time  the  heat  is  distributed  through  the  mass  of 
granular  material,  being  generated  by  the  resistance  of  all  the  granules,  and  is  not 
localized  at  one  point  or  along  a  single  line.  The  material  best  adapted  for  this 
purpose  is  electric-light  carbon,  as  it  possesses  the  necessary  amoant  of  electrical 
resistance,  and  is  capable  of  enduring  any  known  degree  of  heat  when  protected 
from  oxygen  without  disintegrating  or  fosing. 

The  patentees  then  described  the  art  of  reducing  zinc,  which  is  by 
distilling  the  zinc  and  condensing  the  zinc  fiimes  in  the  coudeusiug- 
chamber: 

In  the  reduction  of  an  ore  composed  of  anon-volatile  metal,  or  a  metal  which  is 
not  volatilized  at  the  heat  generated  in  the  furnace,  the  metal  remains  in  the  fur- 
nace mixed  with  the  carbon  filling  the  interstices  between  the  grains,  while  the 
gases  produced  pass  off. 

The  claims  of  the  patent  are  for  the  method  of  reducing  ores  by  sub- 
jecting the  ore,  in  the  presence  of  a  reducing  agent,  to  the  a<;tion  of 
heat  generated  by  passingan  electriccurrentthroughthebody  of  broken 
or  pulverized  resistiince  metal  that  forms  a  continuous  part  of  the  elec- 
tric current,  the  ore  being  in  contact  with  the  broken  or  pulverized 
resistance  material,  whereby  the  ore  is  reduced  by  the  combined  action 
of  the  resisting  agent  and  of  the  heat  generated  solely  by  the  resistance 
of  the  broken  or  pulverized  body  through  its  mass. 

Patent  No.  319,945  is  for  apparatus  by  which  this  is  to  be  accom- 
plished. Patent  No.  324,659,  U)  Cowles,  Maybury,  and  Cowles,  is  for  an 
improvement  on  the  foregoing  processes,  to  overcome  a  difficulty  in  their 
practical  operation  caused  by  the  tendency  of  the  aluminium  to  take  up, 


DECISIONS  OF   U.  8.  COURTS  IN   PATENT   CASES.  557 

ebenucally  and  inecluinieally,  a  conniderable  ainount  of  the  granulated 
carbon.  The  improvement  Rng|:^ested  consists  in  reducing  the  ore  of 
silniuiniam,  in  connection  with  some  other  metal  which  will  alloy  with 
the  alumininm,  and  then  subsequently  separating  the  alloy  metal  from 
the  aluminium  by  amalgamation  or  equivalent  pro<*ess.  The  alloying 
process  prevents  the  taking  up  of  cai'bou.  Patent  No.  324,(>riO  is  a 
mere  im]n*ovement  on  the  original  process  mentioned  in  Patent  No. 
31t),795,  for  the  production  of  the  alloys,  bronzes,  and  metallic  com- 
pounds. Patent  No.  335,058,  to  Alfred  £1.  Cowles,  for  an  improvement 
in  an  electric  furnace  and  the  method  of  operating  the  same,  is  for  the 
same  device  substantially  (with  changes  and  improvements  immaterial 
here)  as  that  described  in  the  original  Gowles  patent. 

Such  examination  of  the  si>e<'iiications  as  I  have  been  able  to  give, 
with  my  limited  knowledge  of  the  subject,  does  not  satisfy  me  that  the 
Cowles  patents  and  the  Bradley  patent  did  or  might  interfere. 
The  Bradley  patent  was  for  a  process  of  electrolysis,  in  which  the  heat 
necessary  to  fuse  the  refractory  ores  into  the  liquid  state  recjuired  for 
electrolysis  was  pi'oduced  by  the  resistance  to  the  currents  in  the 
iused  electrolyte.  The  current  is  carried,  and  is  intended  to  be  carried, 
by  the  fused  ore.  The  Cowles  patents  are  not  intended  to  disrupt 
aluminium  comx)Ounds  by  electrolysis.  They  are  intended  to  produce 
an  intense  heat  and  apply  it  to  such  compounds  in  the  in-esence  of  a 
reagent,  and  by  the  joint  effect  of  the  heat  and  the  chemical  action  of 
the  reagent  to  separate  the  compound  and  its  elements,  just  as  iron 
and  other  ores  are  smelted  in  a  furnace.  The  gist  of  the  Cowles  inven- 
tion is  the  use  of  the  granular  carbon  distributed  through  the  mass  of 
granulated  ore  to  carry  the  current  from  one  electrode  to  another,  and 
by  its  low  conductivity  and  resistance  to  produce  intense  heat,  not  at  a 
single  point  or  in  a  single  line,  but  throughout  the  ore,  and  to  main- 
tain it  constant.  It  was  not  the  puri)ose  of  the  Cowles  brothers  to 
carry  the  current  with  the  ore,  but  with  the  cnrbon.  Previously  the 
current  had  been  carried  by  the  air,  making  an  arc.  The  Cowles 
brothers  substituted  for  the  air  carbon.  But  it  is  said  the  ore  neces- 
sarily carried  the  current  in  the  Cowles  process,  and  that  electrolysis 
therefore  was  also  present;  that  this  was  not  known  at  the  time  the 
patents  were  taken  out,  and  that  this  was  not,  therefore,  chiime<l,  but 
that  the  Cowles  brothers  might  have  claimed  it  in  their  patents,  and 
that,  therefore,  the  Jiradley  patent  and  the  Cowles  patents  covered  the 
mxme  ground  and  might  have  interfered.  Whether  the  Cowles  patents 
necessarily  involved  electrolysis  is  a  matter  of  scientific  fact,  and  a 
fact  which  could  not  very  well  be  averred  in  a  plea.  Tho  consti'uction 
of  patents  and  a  determination  whether  they  interfere  is  a  mixed  ques- 
tion of  law  and  fact,  depending  upon  the  construction  of  sperifi cations 
and  claims  and  the  scientiiic  or  other  facts  which  determine  the  mean- 
ings of  those  claims  and  their  effect.  I  do  not  now  hold  that  tho 
Bradley  patent  may  not  be  shown  by  expert  evidence  to  cover  such 
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,^uii<l  that  it  did  or  might  have  interfered  with  the  Cowles  patents; 
but  I  do  not  now  find  any  facts  averred  in  the  plea  or  apparent  to  me, 
without  scientific  knowledge,  ftom  the  record,  that  justify  me  in  saying 
so.  The  defenses  shoald  be  made  by  answer,  and  then,  apon  the  evi- 
dence to  be  taken,  the  qnestion  can  be  determined  as  in  an  ordinary  pat- 
ent snit.  Pleas  shoald  properly  tender  a  definite  issne,  and  while  the 
issne  here  is  definite  and  single— namely,  that  the  assignment  of  May 
8)  1885,  covered  the  Bradley  patent — ^it  is  hardly  possible  to  make  an 
averment  with  reference  to  the  interference  of  tiie  Bradley  and  Cowles 
patents  which  will  not  be  an  averment  both  of  law  and  of  facti.  Snch 
averments  make  bad  pleas. 
The  plea  will  be  overruled  with  leave  to  the  defendants  to  answer. 


[U.  S.  Cirenlt  (Tonrt  of  Appenln— Ffnt  Cfrenit.] 

Paine  v.  Trask. 

Decided  Jpril  11, 1895. 

65  O.  G.,  298. 

Drew— ArroMATic  RKorT.ATOR  for  Hot-Air  FrRNACRg— AwraAL— Objrctions 
Not  Rai8r1)  Bklow— Kvidexcf.— Crhtikikd  Copy  of  Assignmknt. 
In  u  snit  for  the  infringenicut  of  a  patent,  \vlieu  tbe  defense  is  tbat  complain- 
ant bad  parted  with  all  his  interest  therein  by  assignineut  before  filing  liis  bij], 
and  a  copy  of  the  rerord  of  such  assignment  in  the  Patent  Office  is  introdnce<l  in 
snpport  thereof,  while,  perhaps,  such  copy,  if  standing  alone  and  seasonably 
and  properly  objected  to,  wonld  be  inadmissible,  yet  the  objection  that  no 
foundation  was  laid  for  the  introduction  of  secondary  evidence  will  not  be  con- 
sidered on  appeal  when  it  was  not  raised  below. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Massachusetts. 

Suit  by~  George  0.  Paine  against  Henry  D.  Trask  for  infringement 
of  a  patent.  The  bill  was  dismissed,  (5G  Fed.  Rep.,  231,)  and  corn- 
plaiuant  appeals. 

Mr.  Charles  H.  Drew  for  the  appellant. 
Mr.  John  L.  8.  Roberts  for  the  appellee. 

Before  Putnam^,  Nelson,  and  Webb,  Judges. 

Putnam,  J.: 

This  is  a  bill  in  equity  brought  by  the  appellant  to  protect  a  patent 
for  an  alleged  improved  automatic  rcguhitor  for  hot-air  furnaces. 
With  other  defenses  is  tluit  of  an  alleged  assignment  from  the  com- 
plainant to  the  American  Automatic  Furnace  Regulator  Company, 
said  to  bear  date  and  to  have  been  recorded  in  the  Patent  Office  before 
this  bill  was  tiled.    The  bill  alleges  that  the  complainant  was  sole 
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owner  of  the  patent  from  the  time  of  its  issue  to  the  time  of  the  filing 
of  the  bill.  The  answer  does  not  specifically  me«t  this  Allegation;,  but 
it  closes  with  a  general  denial.  If  this  is  not  snfiieieut,  the  only 
remedy,  according  to  the  practice  of  the  Federal  courts,  was  by 
exceptiims  under  the  sixty-first  equity  rule ;  and  so  the  lack  of  a  sufficient 
denial  of  any  allegation  in  the  bill  did  not  relieve  the  complainant 
from  proving  the  truth  of  it.  Moreover,  in  this  case  the  parties  have 
fully  gone  into  the  matter  of  title  and  waived  any  possible  question  of 
pleading. 

The  defendant,  now  the  appellee,  did  not  put  in  evidence  the  original 
alleged  assignment,  nor  sufficiently  account  for  his  omission  to  do  so. 
In  lieu  thereof  he  put  in  a  duly  ceitified  copy  of  the  Patent  Office  record 
of  the  alleged  assignment,  and  this  without  objection  fh>ra  the  com- 
X>laiuant  and  without  any  motion  to  strike  it  out.  At  the  hearing  in 
this  court  the  ap])e]lee  claimed  that  this  certified  copy  has  probative 
force  of  itself,  and  makes  out  a  prima  facie  case  of  an  assignment.  He 
cited  as  sustaining  this  proposition  LeeY.  Blandy,  (1  Bond,  301;  also 
found  in  2  Fish.  Pat.  Gas.,  89.)  He  might  also  have  cited  Brooks  y. 
JenkinSy  (3  McLean,  432;)  Parker  y,  JIaicorthj  (4  McLean,  370;)  Deder- 
ick  v.  Agricultural  Co.,  (20  Fed.  Kep.,  763,)  and  Robinson  on  Patents, 
section  1040.  Walker  on  Patents,  (2d  ed.,  sec.  495,)  referring  to  these 
decisions,  says  that  they  have  been  generally  acquiesced  in  for  more 
than  twenty  years,  and  that  few  rules  of  patent  law  have  been  more 
frequently  made  the  basis  of  action  by  counsel  and  by  courts  than  the 
one  which  they  apparently  sustain.    The  author,  however,  adds: 

But  It  bardly  aeeros  Jimtificd  by  the  Btiitutes  upon  which  it  \n  boHcil,  and  may  even 
yet  be  overthrown  by  the  Supreme  Court. 

It  will  be  seen  that  this  rule  originated  with  Judge  McLean,  and  it 
will  also  be  found  tliat  in  the  two  earlier  cases  decided  by  him  he 
referred  to  the  fact  that  the  statute  of  1830,  chapter  35^7 — the  then  exist- 
ing patent  c(Kle — directed  (section  11)  that  every  assignment  should  be 
recorded.  The  t«rms  of  the  existing  statute  make  no  requirement,  but 
leave  it  to. the  assignee  to  record  the  assignment  or  not  for  protection 
of  his  interests,  at  his  option. 

Campbell  v.  Gaslight  Co.  (119  U.  S.,  445;  7  Sup.  Ct.  liep.,  278)  recog- 
nizes the  ordinary  rules  of  evidence  of  the  common  law  in  connection 
with  an  analogous  statute  relating  to  the  records  of  the  General  Land 
Office.  The  case  turned  on  section  891  of  the  Kevised  Statutes,  which 
provides  that  authenticated  copies  of  records  of  the  General  Land 
Office  shall  be  "  evidence  equally  with  the  origiimls  thereof,"  being  by 
its  letter  much  more  favorable  to  the  position  of  the  appellee  than 
anything  in  any  statute  touching  copies  from  the  Patent  Office  records; 
yet  the  Supreme  Court  held  that  the  words  "evidence  equally"  were 
not  intended  to  mean  that  in  all  cases  a  copy  should  have  the  same 
probative  force  as  the  original  instrument,  but  that — 

it  Bboold  be  regarded  as  of  the  same  chi88  iu  the  gi'adesof  evidence  as  to  written  and 
parol  and  priiuai-y  and  secondary.  <-' 
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lievised  Statuten,  section  892,  which  provides  for  certified  copies 
from  the  l*atent  Oflice,  relates  only  to  records,  books,  papers,  or  draw- 
ings, "  belonging  to  ^  that  Office  and  Letters  Patent.  If  the  law 
reqnired  the  original  assignments  to  reinnin  on  file,  and  that  certified 
copies  shonld  be  given  of  them,  a  different  principle  would  be  involved; 
but  the  only  thing  in  this  case  "  belonging  to"  tlie  Patent  Office  is  the 
rocord,  which  is  itself  only  secondary  evidence.  No  provision  is  made 
for  authentication  of  the  genuineness  of  the  instrument  to  be  recorded, 
as  frequent  in  hiws  providing  for  registry;  but  a  forged  assignment 
may  be  recorded  equally  with  a  genuine  one,  Neither  is  there  auy 
methoil  given  by  the  law  by  which  any  person  prejudiced  by  the  regis- 
try in  the  Patent  Office  of  a  spurious  instniment  can  purge  the  records. 
Neither  does  this  registiy  have  the  moral  pn)tection  presumably  given 
to  local  county  and  township  records  through  local  publicity  and 
notoriety.  The  proiwsition  as  made  by  the  appellee  is  independent  of 
the  support  which  sometimes  comes  from  the  fact  that  one  i)arty  or  the 
other  to  an  alleged  instrument  has  continued  oi)enly  to  act  under  it,  or 
from  the  credibility  given  to  ancient  papers  Jind  records;  but  it  stands 
as  a  universal  unqualified  claim  with  reference  to  all  coi)ies  of  alleged 
assignments  cei-tified  from  the  Patent  Office  records. 

It  is  not,  however,  necessary  that  we  should  determine  this  point, 
and  we  refer  to  it  only  for  the  purpose  of  making  it  understood  that 
we  cannot  acquiesce  in  it  without  further  consideration.  The  copy  wsvs 
introduced  by  the  defendant  into  the  record,  and  read  by  him  in  the 
coui-t  below  without  objection,  and  was  connected  by  him  with  parol 
evidence  which  satisfies  this  court  sufficiently  that,  on  the  whole  case, 
he  has  proven  that  the  complainant  made  the  assignment  in  question 
to  a  veritable  person  or  corporation  before  this  suit  was  commenced. 
The  {ipi)elbiit  objects  in  this  court  to  this  copy,  because,  he  says, 
proper  foundation  was  not  laid  for  the  introduction  of  secondary  evi- 
dence, and  also  for  want  of  proof  by  the  apparent  attesting  witnesses. 
The  latter  objection  would  not  be  operative  in  any  court,  as  an  attest- 
ing witness  is  not  required  for  proof  of  copies.  The  first  objection 
would  have  merited  attention  if  seasonably  taken.  The  rules  govern- 
ing this  class  of  evidence  in  equity  and  the  practice  concerning  it, 
except  where  there  is  an  order  peimitting  proof  of  exhibits  at  the  hear- 
ing, are  well  shown  in  Wood  v.  Strickland^  (2  Mer.,  4Cl ;)  butthese  ol>jec-- 
tions  were  not  urged  in  the  court  below,  and  by  well-known  settled 
principles  of  practice  api)licable  to  appellate  courts  they  cannot  be 
raised  here  in  tlie  first  histance.  ( Wamich  Min.  Co,  v.  Crescent  Min,  Co,, 
148  U.  8.,  293;  13  Sup.  Ct.  Rep.,  600;  Rules  of  the  Supreme  Court  No. 
13,  3  Sup.  Ct.  Rep.,  X.) 

As  this  alleged  assignment  involves  only  a  pure  question  of  fact^ 
which  is  not  of  general  interest,  and  not  likely  to  present  itself  in  any 
other  case,  and  as  many  of  the  elements  of  the  proofs  on  this  point  are 
given  in  the  opinion  of  the  learned  judge  who  heard  the  cause  in  the 
Circuit  Court,  it  is  enough  for  us  to  state  our  conclusion.       *^' 
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It  appears  that  at  the  time  the  assigDinent  was  made  the  complain- 
ant  did  not  have  a  title;  but  he  acquired  it  before  the  filing  of  the  bill 
in  this  case.  The  appellee  claims  that  this  operated  to  support  the 
assignment  and  to  give  it  the  same  effect  as  though  the  complainant 
bad  had  a  title  when  it  was  made,  and  this  i>osition  was  not  contested 
by  the  latter.  Therefore  we  have  not  found  it  necessary  to  consider 
whether  the  circumstances  of  the  case  are  such  as  to  justify  the  appli- 
cation of  the  rule  invoked  in  this  respect.  (See  United  States  v.  OaH- 
fomia  and  Oregon  Land  Co.,  148  U.  8.,  31;  13  Sap.  Ct.  Rep.,  458.) 

The  case  contains  a  suggestion  that  complainant  retained  some  equi- 
table or  joint  interest,  notwithstanding  his  assignment  was  absolute  on 
its  face;  but  we  have  in  the  record  no  proper  proofs  nor  sufficient  par- 
ties to  enable  us  to  take  cognizance  thereo£ 

Decree  of  the  Circuit  Court  affirmed. 


[U.  8.  Cironit  Couri-Diatriot  of  New  Jensy.] 

Sawtes  Spindle  Goupany  et  ax.  v.  Taylob  et  al. 

Dtdded  June  6, 1895, 

65  O.  G.,  300. 

Atwood— Supports  fob  Spindles  for  Spimkino-Machines— Infrinoemskt— 
Prkuxinart  Injunction. 

Where  infHngement  is  established  and  it  is  shown  that  the  validity  of  com- 
plainant's patent  has  been  Sustained  in  a  contested  snit  in  another  district,  a 
preliminary  ii\|anction  will  be  granted  him  when  the  only  additional  evidence 
is  snch  that,  had  it  been  introduced  in  the  prior  snit,  the  decision  of  the  ooart 
must,  under  the  view  expressed  in  its  opinion,  have  been  the  same. 

On  Motion  for  preliminary  injunction  in  a  suit  by  the  Sawyer  Spindle 
Company  and  others  against  Taylor  and  others  for  infringement  of  a 
patent. 

Mr.  W.  K.  Richardson  for  the  motion. 

Mr.  George  P.  Whittlesey  and  Mr.  A.  Q.  Keasbey  opposed. 

Dallas,  J.: 

This  suit  is  based  upon  the  aUeged  infringement  of  Letters  Patent 
No.  253,572,  dated  February  14, 1882,  granted  to  John  E.  Atwood,  for 
support  for  spindles  for  spinning-machines.    The  claims  involved  are: 

8.  The  combination,  sabstantially  as  hereinbefore  described,  of  a  spindle-rail  of  a 
•pinninjc-machine,  a  spindle,  and  a  supporting-tube  flexibly  mounted  with  relation 
to  the  spindle-rail  and  containing  step  and  bolster  bearings. 

4.  The  combination,  substantially  as  hereinbefore  described,  of  a  spindle-rail,  a 
spindle,  a  supporting  tube  containing  step  and  bolster  bearings,  flexible  connec- 
tions between  said  tube  and  the  spindle-rail,  and  ac^usting  devices  for  varying  the 
degree  of  flezibiUty  of  the  supporting-tube  and  spindle  therein. 

6.  The  combination  of  the  spindle-rail,  the  spindle,  the  supporting-tube,  loosely 
mounted  with  relation  to  the  rail  and  containing  the  step  and  bolster  bearings  for 
the  spindle,  the  spring,  and  the  nut  for  compressing  it,  substantially  as  described. 

It  was  agreed  at  bar  that  for  the  pnrxioses  of  this  motion  it  may  be 
assumed  that  the  third  claim  is  inclusive  of  the  fourth  and  fifth,  and 
13182  PAT 36 
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as  the  third  claim,  together  with  the  second  and  fifth,  has  been  sus- 
tained in  a  contested  suit  in  the  district  of  Connecticut,  the  validity  of 
all  the  claims  now  sued  npon  must,  with  respect  to  the  present  appli- 
cation, be  taken  to  be  conclusively  established.  {I^indle  Co.  v.  Turtferj 
65  Fed.  Bep.,  979,  recently  decided  in  the  district  of  Oonuecticut,  and 
cases  there  cited.)  I  have,  however,  examined  and  considered  the  only 
additional  evidence  which  upon  this  iK)iut  has  been  adduced  in  this 
case,  being  an  English  patent  gi*anted  to  the  representative  of  David 
McC.  Weston  for  centrifugal  machines,  but  do  not  doubt  that  if  that 
patent  had  been  introduced  in  the  Connecticut  case  its  decision  would 
still  have  been  the  same.  The  opinion  of  Judge  Shipman  is  plainly 
applicable  to  this  English  patent,  although  it  was  not  brought  to  his 
attention. 

Infringement,  too,  has  been  clearly  established.  The  substantial 
identity  of  the  contrivance  of  the  defendants  with  that  of  the  complain- 
ants is  so  plainly  apparent  upon  inspection  that  it  would  be  superflu- 
ous to  compare  them  in  detail.  It  is  not  necessiiry  to  enlarge  upon  the 
views  which,  as  to  the  points  that  have  been  mentioned,  I  stated  at  the 
hearing.  Suffice  it  to  say  that  the  impressions  then  indicated  have  by 
investigation  and  reflection  been  strengthened  and  confirmed.  I  did 
entertain  some  doubt  upon  the  question  of  laches,  which  was  presented 
with  much  earnestness  and  ability,  but  have  now  arrived  at  the  con- 
clusion that  there  is  nothing  in  the  case  to  show  a  waiver  by  the  com- 
plainants of  the  right  which  they  now  assert  or  which  should  preclude 
them  from  the  allowance  of  the  special  equitable  remedy  which  they 
invoke.  Theiy  proceeded  against  these  defendants  with  what,  under 
the  circumstances,  was  due  diligence,  and  have  done  nothing  to  justify 
the  imputation  that  supineness  or  apparent  acquiescence  ui)on  their  part 
induced  or  invited  the  infringement  of  which  they  now  complain. 

The  complainants'  motion  for  a  preliminary  injunction  is  granted; 
and  the  writ  may  issue  accordingly. 


[TT.  S  drcQit  Conrt-Soutliern  District  of  New  York.) 

Lalance  &  Grosjean  Manupactubing  Company  v.  Mosheiic. 

LALANCE    &    (iROSJEAN    MANUPACTDEING    COBfPANY  V.   HABSB- 
MAN  MANUPACTUEING  COMPANY. 

Decided  AutjuetSo,  1S99* 

65  O.  G.,  300. 

MiLTJr.AN  AND  CHATTMONT,  KnaMKLKD  IRON  WASHBASINS— lNFWNa»raNT—PRAC- 

TICK   IN  THK  CorUTS— MoiJKI.. 

A  moilol  filed  witli  tin-  jiiiplicutioii  lor  a  iiatciit  is  not  a  part  of  the  pateut  and 
not  available  ub  a  dcicuse  to  prove  prior  iuventiou. 
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Mr,  A.  V.  Briesen  for  the  complainant. 
Mr,  fi.  y,  Kenyan  for  the  defendants. 

TOWNSEND,  J.: 

These  are  salts  for  infringement  of  Letters  Patent  No.  285,645.  Com- 
plainant takes  eleven^  exceptions  to  the  answer. 

The  first,  second,  sixth,  and  tenth  exceptions  are  taken  to  paragraphs 
of  the  answer  denying  the  sufficiency  of  the  spet^cation  and  alleging 
that  the  Letters  Patent  are  for  incomplete  and  inoperatiye  processes 
and  combinations,  and  that  the  alleged  improvements  are  not  patent- 
able in  the  form  and  manner  claimed  in  the  patent.  Complainant  claims 
that  this  part  of  the  answer  has  been  decided  adversely  to  the  defend- 
ant by  the  demurrer  heretofore  passed  upon  by  Judge  Oox.  (48  Fed. 
Bep.,  452.)  Those  exceptions  are  overruled.  The  demurrer  in  that 
ease  was  overruled  on  the  express  ground  that  these  questions  ought . 
to  be  tried  in  the  usual  way.  The  third  exception  is  sustained,  and 
the  words  <^  a  model  filed  with  the  same,"  in  the  enumeration  of  patents 
in  paragraph  marked  vm  of  the  answer,  must  be  expunged.  The 
model  is  not  a  part  of  the  patent  and  should  not  be  made  a  part  of  this 
paragraph.  If  the  defendant  desires  to  prove  prior  invention  by  means 
of  this  model  he  must  allege  and  prove  the  facts. 

The  fourth  exception  is  sustained.    The  words  <Hhe  Bible,  Book  of 

Esther,  Old  Testament,  chapter , verse,"  must  be  expunged 

unlefts  the  numbers  of  the  chapter  and  verse  are  inserted.  Also  the 
words  <<  and  in  divers  other  Letters  Patent  and  publications  to  this 
defendant  at  present  unknown,  but  which,  when  discovered,  it  prays 
may  be  referred  to  and  said  references  added  to  and  made  a  part  of 
this  its  answer,"  must  be  expunged. 

The  fifth  exception  is  sustained,  and  the  words  "and  also  by  divers 
other  persons  at  present  unknown  to  this  defendant,  whose  names  and 
places  of  residence,  when  discovered,  this  defendant  prays  may  be 
added  to  and  make  a  part  of  this  its  answer,"  must  be  expunged. 

The  seventh  exception  is  sustained.  The  frauds,  misrepresentations^ 
and  fects  referred  to  should  be  more  spedflcally  alleged. 

The  eighth  exception  taken  to  paragraph  xrvof  the  answer  alleging 
abandonment  prior  to  the  application  for  the  patent  is  overruled. 

The  ninth  exception  is  sustained.  The  denial  is  a  repetition  of  that 
contained  in  paragraph  v  of  the  answer,  and  the  names  of  others  who 
it  is  claimed,  in  fact,  made  the  invention  should  be  given. 

The  eleventh  exception  to  paragraph  xviii  of  the  answer  alleging 
that  the  improvements  had  been  in  public  use  and  on  sale  in  the  United 
States  for  more  than  two  years  is  overruled. 

The  defendant  has  leave  to  amend,  without  costs. 
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[U.  B.  Ciroiitt  Goart  of  AppMOi-fltTwitli  OixeaH.] 

Dbbbb  &  Oo\  V.  J.  I.  Oabb  Plow  Wobks. 

D0M$d  Mum  10, 189$. 

66  O.  O.,  441. 

1.  KnrO    AND    MOBOAM— LiSTXD     COBN-CULTIVATOBB— COMBIVATlOir— WAUT    OF 

Imvxntzon. 

The  flnt  «nd  leoond  elainu  of  Letten  Patent  No.  907,590,  imed  Aagnst  2, 
1887,  to  King  and  Morgan,  for  a  oom-onltiTator,  oooipriting  Bmoothing-planks, 
proteoton  Mcnred  thereto  and  extending  backward  thereftom,  and  diverging 
anna,  provided  with  shovele  or  sorapers,  aeonred  to  the  amootljing-planka  oppo- 
•ite  tiie  proteoton,  and  for  the  combination  of  the  ttnoothlng-planka,  the  pro- 
tectors, the  arches  connecting  the  smoothing-planks  with  the  protectors,  and 
the  diverging  arms,  are  void  for  want  of  invention,  as  each  of  the  elemeiits  is 
old,  and  their  combination  produces  no  new  result. 

3.  Sams— Old  ELBMnrro— Aoobxoatiok. 

In  a  patentable  combination  of  old  elements  aU  the  constituentB  most  so  enter 
into  it  as  that  each  qualifies  every  other.  *  *  *  It  mnst  form  either  a  new 
machine  of  a  distinct  character  and  function  or  produce  a  result  due  to  the  Joint 
and  co-operating  action  of  all]  the  elements,  and  which  is  not  the  mere  adding 
together  of  separate  contributions.  The  combination  of  old  devices  into  a  new 
article  without  producing  any  new  mode  of  operation  is  not  invention. 

Appbal  from  the  OiFCuit  Court  of  the  United  States  for  the  Eastern 
DiBtrict  of  Wisconsin. 

Bill  by  Deere  &  Co.,  a  corporation,  against  the  J.  I.  Case  Plow  Works 
for  alleged  infirlngement  of  a  patent.    Decree  for  defendant. 

Me%9rB.  Bimdy  Adams  db  Pickard  for  the  appellant 
Messrs.  Peiree  dk  Fisher  for  the  appellee. 

8TATKMBNT  OF  THB  GASB  BT  JUDOB  WOODS. 

The  appellant,  a  corporation  of  Illinois,  claiming  title  under  the 
patentees,  sued  the  appellee,  a  corporation  of  Wisconsin,  for  inflringe- 
ment  of  the  first  and  second  claims  of  Letters  Patent  No.  367,530,  issued 
August  2, 1887,  to  King  and  Morgan.    In  the  specification  it  is  said:' 

Our  invention  is  an  improved  cultivator  for  cultivating  listed  oom;  and  it  consists 
in  certain  novel  and  i»ecullar  features  of  construction,  hereinafter  AiUy  deeerlbed 
and  claimed. 

The  claims  are  of  the  following  tenor: 

1.  A  cultivator  comprising  the  smoothing-planks,  the  protectors  secured  thereto 
and  extending  bacJcward  therefiom,  and  the  diverging  arms  provided  with  shovela 
or  scrapers  secured  to  the  smoothing-planks  on  opposite  sides  of  the  protectors,  sub- 
stantiaUy  as  set  forth. 

2.  The  combination  of  the  smoothing-planks,  the  protectors,  the  arches  connecting 
the  inner  ends  of  the  smoothing-planks  and  the  rear  ends  of  the  protectors,  respec- 
tively, and  the  diverging  arms  provided  with  shovels  or  scrapers  having  their  ttout 
ends  adjustably  secured  to  the  smoothing-planks  and  their  rear  ends  acUustably  secured 
to  the  ptcdeetlng  ends  of  the  rear  arch,  substantlaUy  as  specified.^  . 
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The  respoDdent  answered,  showing  the  prior  art  and  denying  both 
invention  and  infringement. 

The  oomplainant^s  expert  witness  gives  the  foUowing  explanation  of 
the  constraction  and  operation  of  the  cnltlvators  described  in  the  pat- 
ent: 

The  King  Mid  Morgan  patent  ahows  and  deeeribea  a  enltlTator  of  that  elaas  or  typa 
whieh  is  espeoiaiUy  adapted  for  cidtiTating  eom  which  has  been  pUmted  by  a  lister* 
plow  planter,  in  whieh  the  hills  of  com  axe  in  rows,  in  trenehes,  or  ftirrows  in  tbo 
gronnd  from  fonr  inches  to  a  foot  or  more  in  depth,  and  each  trench,  as  a  matter 
of  course,  between  two  ridges  of  soil.  This  patent  shows  and  describes  a  enltl- 
Tator of  that  class  In  which  two  planks  or  smoothing-boards  form  the  Ibrwsrd  part 
of  the  cnltivator,  and  to  which  are  secnred  mnners  which  extend  rearwardly  fh>m 
the  smoothing-boards.  Arms  are  also  ilzed  to  the  smoothing-boards  and  extend 
rearwardly  therefrom,  which  are  provided  with  cnrred  sorapers  or  cntters  on  their  rear 
ends,  between  which  serapeis  or  cntters  axe  located  fenders  that  are  flxed  to  and 
extend  rearwardly  from  the  runners.  The  organization  of  this  cultirator,  as  shown 
and  described  in  this  patent,  is  such  that  the  smoothing  planks  or  boards  mn  or 
operate  on  the  tops  of  the  adjacent  ridges  of  soil,  so  that  while  smoothing  and  level- 
ing them  they  also  crush  the  clods  and  pieces  of  sod  and  to  that  extent  cultivate  the 
upper  portion  of  the  ridges  ;«and,  as  a  matter  of  course,  in  so  cultivating  and  crush- 
ing down  the  tops  of  the  ridges,  many  clods  wiU  fsU  down  or  roll  down  the  sides  of 
the  ridges  in  rear  of  the  smoothing-boards.  These  dods  wiU  be  prevented  from 
striking  the  hills  of  com  or  the  com-plants  by  the  mnners  or  "protectors,"  as  they 
are  also  caUed  in  the  patent,  which  pass  along  one  at  each  side  of  the  row  of  plants, 
and  while  so  acting  as  protectors  for  the  plants  also  serve  to  guide  and  hold  the 
machine  in  line  with  the  row  of  plants,  as  their  lower  surDsces  are  adaptcA  to  run 
upon  the  ground.  As  shown  and  described,  the  bars,  two  d  which  are  on  the  outer 
side  of  each  runner,  have  no  ftmction,  apparently,  except  to  carry  the  curved  cut- 
ters, scrapers,  or  shovels  at  their  rear  ends,  which  scrapers  or  shovels,  as  shown  and 
described,  act  upon  the  confronting  sides  of  the  ridges  to  tear  out  the  weeds,  pulver- 
ise and  loosen  the  soil,  and  work  the  soil  gradually  downward  toward  the  plants, 
which  the  soil  is  prevented  from  damaging  by  the  fenders  which  are  carried  on  the 
rear  ends  of  the  runners,  one  between  each  set  of  cultivating-shovels  and  the  row  of 
plants.  These  parts— the  smoothing-boards,  the  runners  or  protectors,  the  feudors 
at  the  rear  end,  and  the  arms  or  guides,  to  the  rear  ends  of  which  the  shovels  or 
aerajfers  are  fixed,  as  shown  and  described  in  the  patent-— are  connected  at  or  near 
the  forward  ends  of  the  runners,,  and  also  at  a  short  distance  forward  of  their  rear 
ends,  by  arches  whieh  render  the  whole  device  substantiaUy  rigid,  and  whieh  are 
high  enough  in  their  arched  portions  to  pass  over  plants  three  or  four  Ibet  in  height, 
and  which  also  fiimlsh  means  for  acUusting  the  distance  of  the  smoothing-boards 
apart,  as  also  the  distance  between  the  mnners  and  the  scraper-carrying  arms,  snd 
also  provide  means  for  the  a^fustment  of  the  mnnert  and  the  scrapeoMsatrying  arms, 
or  either  of  them,  laterally  at  one  end,  without  adiJnstment  at  its  other  end,  whereby 
the  angle  of  either  the  runners  or  the  shovel-carrying  arms  may  be  ikUusted  lateraUy 
to  the  line  of  advance  of  the  machine. 

The  defendant's  expert,  after  referring  to  the  first  claim,  makes  this 
statement  of  the  prior  art : 

I  have  examined  this  claim  and  the  prior  art  to  ascertain  if  the  combination  of 
these  things  were  known  before,  these  things  being  the  spioothing-plank,  the  pro- 
tectors, and  the  scrapers.  These  I  Snd  both  singly  and  combined  in  several  earlier 
patents.  For  instance,  the  patent  to  Clark,  No.  298,227,  is  a  cultivator  for  listed 
oom.  It  has  the  protector-runners  and  scrapers  substantially  the  same  as  in  King 
snd  Morgan's  patent.    The  patent  to  Holmes,  No.  306,071,  has  protectors  to  prevent 
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tlie  clod  from  falliDg  on  or  ftgainst  the  plants.  The  patent  to  Kelaon,  No.  319,609, 
hM  nuoothen  and  cnltivutor-teeth.  The  patent  to  Blaok,  Ko.  829,590,  haa  amooth- 
ing-planks,  protecting-rnnnen,  and  sorapera.  The  patent  to  M cCandleas  and  King, 
No.  330,148,  haa  smoothing-plniike,  runners,  and  diverging  scrapers  attached  to  said 
smootbing-planks.  The  patent  to  Moffltt,  No.  388,190,  has  smoothers,  lenders,  and 
diverging  arms  and  scrapers.  The  patent  to  Snavely,  No.  349,066,  has  smootiiing- 
planks,  mnnecs,  fenders,  and  soiapers.  The  patent  to  Kessler,  No.  860,684,  has 
smooth  ing-planks,  laterally-acUostable  mnners,  fenders,  and  scrapers.  The  patent 
to  8cantlin,  No.  361,348,  has  smoothing-planks,  laterally-adjnstable  ranners,  diverg- 
ing arms,  and  scrapers.  The  patent  to  McCandless  and  King,  No.  352,708,  has  a 
smoothing-plank,  laterally-adjustable  runners,  and  sorapers.  In  the  patent  to  Woi^ 
den,  No.  366,674,  there  is  a  smoothing-plank,  and  also  mnners  which  are  protectors, 
and  diverging  arms  attached  to  the  smoothing-plank.  The  patent  to  Plats,  No. 
861,715,  has  smoothers,  ranners,  and  scrapers.  The  patent  to  Mnrphy,  No.  962,068, 
has  smoothers,  laterally-adjnstable  ranners,  and  scrapers.  *  *  *  The  second 
claim  of  the  King  and  Morgan  patent  referred  to  introdaces  the  arches  and  the  lateral 
a4jastment  of  the  arms.  lu  other  particulars  the  second  claim  does  not  differ  lh>m  the 
first.  An  arch  is  shown  in  Clark  patent,  No.  293,227,  in  Nelson,  No.  319,609,  and  in 
Mnrphy,  No.  362,053,  and  laterally-adjustable  parts  are  shown  in  Mnrphy  and  in 
McCandless  and  King,  No.  362.708. 

From  this  view  of  the  prior  art  it  will  be  seen  [say  connsel  for  complainant]  that 
there  is  not  a  single  patent  introduced  in  evidence  by  appellee  which  has  the  diverg- 
ing arms  or  any  equivalent  therefor,  and  therefore  the  first  claim  is  not  met  by  either 
of  them  or  by  all  of  them  put  together.  No  such  thing  as  the  diverging  arma  of  the 
patent  in  suit  can  be  abstracted  or  taken  from  any  one  of  these  patents.  The  prior 
art  does  not  show  any  diverging  arms  which  are  adjustable  at  the  front  end  and 
adjustable  at  the  rear  end  or  each  separately  adjustable  at  eitlier  end,  so  that  no  one 
of  them,  nor  all  of  them  together,  contains  an  approach,  even,  to  the  second  claim 
of  the  patent  in  suit.  The  only  adjustment  claimed  for  these  old  patents  is  radially- 
swinging  and  pivoted  side  bars  and  a  space  adjustment  between  the  runners.  The 
patent  in  suit  shows  a  space  a<UnfltDici)t  between  the  runners,  in  addition  to  the 
adjustments  called  for  in  the  second  claim. 

The  case  was  heard  'below  by  Judge  Jenkins,  and  the  record  eontuni 
the  following  memoranduDi  of  his  decision ; 

In  view  of  the  prior  art,  I  am  of  opinion  that  the  claims  of  the  eolnplaiiiaiifa  pat- 
ent whioh  are  here  involved  must  be  striotly  constmed  and  limited  to  the  stmetore 
described.  In  the  complainant's  device  the  diverging  arms  have  their  front  ends 
adjustably  secured  to  the  snoothing-plauks  by  means  of  bolts.  The  inner  ends  of 
the  smootiiing-planks  are  connected  by  an  arch,  the  ends  of  which  are  slotted  and 
a4jiutably  secured  to  the  smoothlng-planks  by  bolts  passed  through  the  alots  into 
the  smootiiing-planks.  In  this  combination  one  essential  function  of  the  smoothing- 
plank,  in  addition  to  its  old  and  well  known  ftinction,  is  to  support,  by  means  of  the 
arches,  the  diverging  arms.  Take  it  away  and  the  forward  part  of  the  diverging 
arms  would  have  no  support.  In  the  defendant's  maohine  the  diverging  ansa  are 
supported  by  means  of  arches  directly  connected  therewith.  The  smoothing-board 
ftimishes  no  support  to  the  diverging  arms,  but  is  supported  by  brackets  fixed  to  the 
forward  ends  of  the  runners.  It  is  connected  near  its  center  with  the  extended  arm 
of  the  forward  arch  attached  to  the  diverging  arms,  thereby  obtaining  support,  not 
yielding  support.  Its  fonction  in  the  defendant's  machine  is  its  old  and  well  known 
office,  to  which  the  complainant  has  no  claim  of  exclusive  right.  It  is  not  scoured 
to  the  diverging  arms  in  the  sense  in  Avhich  that  term  is  used  in  the  olaims  of  the 
complainant's  patent.  The  purpose  of  thus  a^j  usting  the  smoo thing-boards  in  defend- 
ant's device  is  to  enable  them  to  be  adjusted  vertically  independently  of  the  runners 
and  of  the  diverging  arms.  This  purpose  would  fail  if  they  were  secured  to  the  i 
as  in  complainant's  patent  *^' 
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Before  Gbesham,  Woods,  and  Bunn,  Judges. 

Woods,  J.y  (after  stating  tbe  facts): 

If  the  decision  of  the  Circuit  Court  is  open  to  just  criticism,  it  is  because 
it  was  not  put  upon  the  ground  that  the  claims  in  suit  are  without  nov- 
elty. In  Flornheim  v.  SchUUng  (C.  D.,1890, 660;  63  O.  G.,  1737 ;  137  U.  S., 
64;  11  Sup.  Ct  Bep.,  20)  it  was  urged  that  the  Circuit  Court  had  erred — 

in  finding  that  there  was  no  novelty  in  complainants'  invention,  1>ecan8eone  feature 
WM  fonnd  in  one  old  patent,  and  another  feature  in  another,  and  stiU  another  feature 
in  a  third  patent,  aU  of  which  constituted  the  subject-matter  of  the  claims  of  the 
complainants'  patent; 

but  the  Supreme  Court  overruled  the  objection,  aud  quoted  as  follows 
from  Pickering  v.  McCullough  (C.  D.,  1882,  28;  21  O.  G.,  73;  104  U.  S., 
310,  318)  and  Burt  v.  Evory,  (C.  D.,  1890,  245;  60  O.  G.,  1294;  133  U. 
S.,  349;  10  Sup.  Ct.  Eep.,  394:) 

In  a  patentable  combination  of  old  elements  all  the  constituents  must  so  enter  into 
it  as  that  each  qualifies  every  other.  *  *  *  It  must  form  either  a  new  machine 
of  a  distinct  character  and  function,  or  produce  a  result  due  to  the  joint  aud  co-oper- 
ating action  of  all  the  elements,  aud  which  is  nottho  luere  adding  together  of  sepa- 
rate contributions.  The  combination  of  old  devices  into  a  new  article,  without  pro- 
ducing any  new  mode  of  operation,  is  not  invention. 

That  Court  has  repeatedly  held  that — 

it.  is  not  enouf^  that  a  thing  shall  be  new,  in  the  sense  that  in  the  sha}>e  or  form  in 
which  it  is  produced  it  shall  not  have  been  before  known,  and  that  it  shall  be  use- 
ful, but  it  musty  under  the  Constitution  and  the  statute,  amount  to  an  invention  or 
discovery. 

Gases  on  the  subject  are  cited  in  Hill  v.  Woosttr  (C.  D.,  1890,  230; 
60  O.  G.,  660;  132  U.  S.,  693;  10  Sup.  Ct.  Rep.,  228)  and  Thompson  v. 
Boisselierj  (C.  D.,  1885,  224;  31  O.  G.,  377;  114  U.  S.,  1;  5  Sup.  Ct. 
Rep.,  1042.) 

The  constituent  elements  of  the  claims  in  suit  are  proved  and  con- 
ceded to  be  all  old.  As  combined  they  are  without  essential  chauge  of 
individual  structure  or  function,  and  they  effect  by  their  co-operation 
no  distinctly  new  result.  In  the  specification  of  the  patent  the  only 
novelty  claimed  is  in  features  of  construction.  The  one  feature  insisted 
upon  ill  argument  is  the  diverging  and  adjustable  arms,  and  it  is  the 
adjustability  on  which  chief  reliance  seems  to  be  placed;  but  there  is  no 
novelty  in  that  nor  in  the  means  of  producing  it,  whether  it  be  done 
upon  parallel  or  divergent  lines.  A  coiTesponding  ad  j  ustability  between 
the  runners  of  the  cultivators  is  shown  in  the  older  patents,  pro- 
duced by  similar  means  aud  efiecting  in  a  measure  the  beneficial  results 
attributed  to  the  arms  in  question.  Similar  arms,  with  shovels 
attached,  are  found  in  the  older  devices,  and  it  involved  no  invention 
and  but  little  skill  to  put  such  arms  on  the  outside  of  the  runners  of 
King  and  Morgan  and  to  duplicate  in  them  the  means  of  adjustment 
already  illustrated  in  the  runners  of  older  cultivators. 

Stress  is  laid  by  the  complainant's  expert  upon  the  fact  that  the 
'diverging  arms  of  the  claims  are  secured  to  the  i^mcctluu^-boards. 
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Insisttng  that  indirect  oonnectton  is  within  the  scope  of  the  daims,  he 
pronounces  the  respondent's  constraction  an  infringement,  bnt  admits 
that  if  the  arms,  instead  of  being  secored  to  the  smoothing-boards,  were 
attached  to  bars  extending  Literally  from  the  mnners  they  would  not 
be  within  the  claims,  ^^  unless  the  bars  were  very  near  the  smoothing- 
planks."  Neither  infringement  nor  patentabUity  can  reasonably  be 
made  to  depend  upon  the  distances  between  the  iMurts  of  such  a  com- 
bination, nor  upon  any  consideration  so  insignificant  and  void  of  effect 
upon  the  operation  of  the  device. 
The  decree  below  should  be  affirmed,  with  costs,  and  it  is  so  ordered* 


[U,  &  Cirault  Coait— Northern  Blvtriet  of  CmlifomU.] 

Norton  et  al.  v.  Eaole  automatic  Can  Gompant. 

Decided  Juguti  16, 189S. 
65  0.  G.,  442. 

1.  KSNDALL— OaN-HxABINO  MaCHIKKS. 

Can-heading  maohinM  made  in  accordance  with  the  specification  and  draw- 
ings of  United  States  Letters  Patent  No.  460,824  granted  to  Charles  B.  Kendall 
on  April  21,  1891,  are  an  infringement  npon  United  States  Letters  Patent  Ko. 
207,014,  granted  to  Edwin  Norton  on  November  7, 1882. . 

8.  Sajib— Phkumutary  Injunctiox— Qukstiohs  Open. 

When  a  patent  has  been  sostainecl  by  prior  adjudications  in  the  same  eiienity 
on  motion  for  a  preliminary  ii^  unction  in  a  subsequent  suit  against  other  par- 
ties, the  only  question  open  is  that  of  infringement,  and  consideration  of  all  other 
questions  will  be  postponed  until  the  final  hearing,  except  in  cases  where  new 
evidence  is  presented  which  is  In  itself  of  such  a  conclusive  character  that  if  it 
had  been  presented  in  the  former  case  it  would  have  probably  led  to  a  different 
conditBipn;  but  in  such  contingeiioy  the  burden  of  showing  this  is  upon  the 
defendant. 

8.  8amb— ANnciPATioNS^PRiOR  Suit. 

Where,  on  motion  for  a  preliminary  Injunction  in  a  subsequent  suit  against 
other  parties,  certain  prior  patents  are  set  up  in  anticipation,  which  were  so 
set  up  in  prior  suits  in  the  same  circuit  and  therein  held  not  to  anticipate,  such 
patents  will  not  be  considered  on  such  motion,  and  the  prior  a^udication  in 
that  regard  will  be  held  conclusive. 

4.  Bams— AivTiciPATiOH— Pbiumikart  iMJUKcnoN— Antbdatino  ov  Patkntbd 

iNVBimON. 

On  motion  for  a  preliminary  injunction,  wherea  patent  is  set  up  as  aatiolpa- 
tion,  which  on  its  face  antedates  the  patent  in  suit,  complainant  may  show,  if 
he  can,  that  his  patented  invention  was  actually  made  prior  to  the  date  of  the 
anticipating  patent,  and  he  will  thereby  avoid  anticipation,  and  the  alleged 
anticipating  patent  will  not  be  considered. 
6.  Sams— Preliminaby  Ikjitnction— Laches. 

Where,  on  motion  for  a  preliminary  injunction,  it  is  shown  that  six  months 
prior  to  commencement  of  the  suit  complainant's  attorneys  visited  thefisctory  of 
respondent  and  there  saw  in  operation  respondent's  machine,  and  it  farther 
appears  that  complainant  had  then  pending,  but  undecided,  in  the  same  circuit 
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asnit  against  another  party  npon  a  machine  InTolving  some,  if  not  all;  of  the 
questions  inyolved  in  the  case  at  bar,  complainant  had  a  right  to  wait  nntil  a 
decision  was  rendered  in  the  snit  against  the  other  party  before  brinffing  suit 
against  respondent;  and  where  complainant  commenced  his  snit  against  respond- 
ent two  weeks  after  the  decision  against  such  other  party  in  the  other  case  he  is 
not  guilty  of  laches  such  as  will  disentitle  him  to  a  preliminary  injunction. 
fk  Sams— Sams^Hajrdship. 

Where  a  patent  has  been  ftilly  acUudicated  and  held  valid  by  the  court  of  last 
resort  and  the  respondent  is  aware  of  this  fact,  but  nevertheless  builds  and  puts 
m  operation  a  large  number  of  infringing  machines,  relying  upon  the  opinions 
of  his  experts,  as  opposed  to  the  decision  of  the  court,  that  said  machines  are 
not  an  infringement,  the  respondent  must  be  considered  as  acting  with  his  eyes 
open  to  the  exact  condition  of  affairs,  and  in  such  case  cannot  avert  a  prelim- 
inary injunction  on  the  ground  of  hardship,  it  being  clear  to  the  court  that 
.  under  the  prior  adjudications  his  machines  are  an  infringement. 

7.  Sams— Saur— Same. 

There  are  cases  where  the  courts  have  refused  a  preliminary  ix^ unction  and 
allowed  defendant  to  give  bonds  in  lieu  thereof  on  the  ground  of  hardship  that 
would  be  entailed  npon  the  defendant  by  an  injunction,  notwithstanding  the 
ftot  of  prior  abjudication  of  validity  of  the  patent;  but  upon  consideration  of 
thellBMstshereit  is  held  that  this  is  not  such  a  case,  and  the  injunction  is  granted, 
although  it  may  entail  a  hardship  on  the  respondent. 

8.  Sams— Same— Irrrparablr  Injury. 

Although  the  patentees  in  this  case  have  elected  to  enjoy  the  monopoly  of  their 
patent  by  granting  licenses,  nevertheless,  it  appearing  that  to  refuse  them  a 
preliminary  Injunction  wonld  absolutely  destroy  the  value  of  their  patent,  a 
preliminary  injunction  will  be  granted. 

Messrs,  Munday^  EvarU  &  Adoook  and  Messrs.  Estee  &  Miller  for  the 
complainants. 

Mr.  John  L.  Boanej  Mr.  W.  F.  Herriny  and  Mr.  N.  A.  Acker j  for  the 
defendant. 

Hawlbt,  jr.,  (orally): 

This  cause  is  presented  to  me  upon  a  motion  for  a  preliminary  injunc- 
tion, the  respondent  having  been  served  with  notice  to  appear  and  show 
cause,  if  any  it  could,  why  the  injunction  should  not  be  issued. 

The  snit  is  in  equity  for  the  infringement  of  Letters  Patent  No.  267,014, 
dated  November  7, 1882,  granted  to  Edwin  Norton,  for  a  machine  for 
putting  on  the  ends  of  fruit  and  other  cans.  The  respondent  in  its 
answer  admits  that  it  has  made  and  used,  and  is  using,  can-heading 
machines  which  were  constructed  substantially  in  accordance  with 
specifications  and  drawings  of  Letters  Patent  No.  450,624,  which  were 
granted  April  21, 1891,  to  one  Charles  B.  EendalL  It  avers  that  the 
invention  claimed  in  said  letters  patent  is  a  radically  new,  separate, 
and  distinct  invention  in  machines  for  putting  heads  on  cans  fh>m  that 
described  and  claimed  in  Letters  Patent  No.  267,01 4,  and  that  it  does 
not  require,  use,  or  employ  or  embody  any  of  the  meehanism  described 
in  or  covered  by  Letters  Patent  No.  207,014. 

It  is  shown  in  this  case  that  the  Norton  patent  has  been  upheld  in 
the  suit  of  Norton  v.  Jensen  in  the  Circuit  Court  of  Appeals  in  this  cir- 
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cait  and  also  in  the  case  of  yarton  v.  Wheatim  in  this  court.  I  ander- 
stand  the  rule  to  be  well  settled  that  where  the  validity  of  a  patent 
has  been  sustained,  as  in  this  case,  by  prior  adjudication  in  the  same 
circuit  the  only  question  open  before  the  court  on  motion  for  a  pre- 
liminary iivjunction  in  a  subsequent  suit  ag:ainst  otlier  parties  is  the 
question  of  infringement,  and  that  the  consideration  of  all  other  ques- 
tions should  be  postponed  until  all  of  the  testimony  is  taken  in  the 
case  and  the  case  is  presented  upon  final  hearing.  There  is,  perhaps, 
an  exception  to  this  rule,  that  in  cases  where  new  evidence  is  presented 
that  is  itself  of  such  a  conclusive  character  that  if  it  had  been  pre- 
sented in  the  former  case  it  would  probably  have  led  to  a  different 
conclusion.  The  burden,  however,  of  showing  this  is  upon  the  defend- 
ant. Without  attempting  at  this  time  to  explain  the  ox>eration,  mode, 
or  effect  of  the  respective  patents  involved  in  this  case,  under  the 
construction  which  is  given  to  the  Norton  patent  by  the  Circuit  Court 
of  Appeals  in  Norton  v.  Jensen  and  the  decision  rendered  by  this  court 
in  the  case  of  IfarUm  v.  Wheaton,  it  is  made  x>erfectly  clear  to  my  mind 
that  there  has  been  an  inft*ingement  of  the  Korion  patent  by  the 
respondent  in  this  case. 

The  patents  set  up  in  anticipation  by  the  respondent  in  its  answer 
are  Ave:  First,  Letters  Patent  No.  152,757,  issued  to  George  A.  Marsh, 
on  the  7th  of  July,  A.  D.  1874;  second,  Letters  Patent  No.  235,700 
issued  to  George  H.  Pierce  on  the  21st  day  of  December,  1880;  tliird, 
Letters  Patent  No.  233,079,  issued  to  P.  Dillon  and  J.  Cleary  on  the 
12th  of  October,  1880;  fourth.  Letters  Patent  No.  205,617,  issued  to 
George  A.  Marsh  on  the  10th  of  October,  1882;  fifth.  Letters  Patent  No. 
238,351,  issued  to  W.  J.  Clark  on  the  1st  day  of  March,  1881. 

Of  these  the  first  Marsh  patent.  No.  152,757,  was  not  claimed  in  the 
oral  argument  to  anticipate  the  Norton  patent,  but  was  intarodnced,  as 
stated  by  counsel,  for  the  purpose  of  showing  the  state  of  the  prior  art. 
The  Pierce  patent  is  disposed  of  by  the  decision  of  the  Circuit  Court 
of  Appeals  in  Iforton  v.  Jensen.  The  Dillon  and  Cleary  patent  and  the 
Clark  patent,  as  well  as  the  Pierce  patent  and  the  first  Marsh  patent, 
were  before  this  court  in  Norton  v.  Wlheatonj  and  it  was  there  decided 
that  they  did  not  anticipate  complainants'  invention. 

The  only  new  evidL*nce  in  this  case,  as  I  understand  it,  is  the  Letters 
Patent  to  George  A.  Marsh,  No.  265,617,  dated  October  10, 1882.  This, 
it  will  be  noticed,  antedates  the  patent  issued  to  Norton  by  about  one 
month;  but  it  was  shown  by  the  testimony  in  Norton  v.  Jensen  that 
Norton's  invention  was  long  prior  in  time  to  the  date  of  Marsh's  patent- 
about  two  years,  if  I  remember  riglitly.  It  is  therefore  unnecessary  on 
this  hearing  to  construe  the  Marsh  patent,  for  unless  the  invention 
of  Marsh  is  shown  to  be  prior  in  time  to  Norton's  invention  there  can 
be  no  anticipation.  It  will  be  time  enough  to  discuss  the  construction 
of  the  patent  if  it  should  be  shown  that  Marsh's  invention  was  prior  in 
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It  is  claimed  that  oomplftinants  have  been  gailty  of  laches,  and  that 
respondent  was  misled  by  the  condact  of  complainants.  The  affidavit, 
npon  the  part  of  the  respondent,  of  Irvin  Ayres,  president  of  the 
respondent,  says: 

Affiant  farther  says  that  he  is  informed  and  believes  that  the  complainants  herein 
were  folly  aware  that  respondent  was  nsing  the  machines  which  it  now  nses  long 
prior  to  the  commencement  of  this  snit,  and  at  least  several  months  before  the  can- 
ning season  commenced,  and  long  before  any  contracts  hod  been  made  to  sapply 
cans  to  orders  for  this  season's  work. 

Affiant  is  informed  that  the  attorneys  of  said  complainants  personally  visited 
respondent's  factory  at  a  time  when  respondent  had  only  a  single  line  of  machinery 
.at  work,  and  that  said  attorneys  then  and  there  examined  said  machines,  and  that 
file  delay  and  fiidlare  of  complainants  to  bring  snit  against  respondent  misled  respond- 
ent into  the  belief  that  no  action  wonld  be  brought  against  it,  and  induced  respond- 
ent to  make  large  investments  in  machinery  and  apparatus. 

Affiant  fhrther  believes  that  said  complainants  delayed  bringing  this  suit  pur- 
posely until  respondent  had  entered  into  such  heavy  expenditures  and  made  its  sev- 
eral eontnets  above  referred  to,  and  was  engaged  in  filling  the  same,  and  that  they 
now  bring  this  snit  hoping  to  use  the  power  of  this  oourt  to  prevent  respondent  from 
filling  said  orders  and  to  injure  respondent  in  the  eyes  of  the  publlo  and  its  said 
patent. 

And  the  affidavit  of  the  secretary  of  respondent  sets  forth— 

That  he  knows  John  W.  Mnnday  and  Edmund  Adoock,  the  attorneys  and  solicitors 
for  the  complainants  herein;  that  said  Munday  and  Adcoek  visited  the  works  of  the 
defendants  herein  on  or  about  the  month  of  January,  1883,  and  discussed  with  affiant 
the  kind  and  character  of  machines  for  heading  cans  which  was  used  by  respoudent 
at  that  time,  and  affiant  is  satlfled  that  they  knew  what  the  construction  of  the 
machines  used  by  said  respondent  was  at  that  time.  Affiant  says  that  respondent 
was  then  using  the  same  style  of  can-heading  machines  that  it  is  now  using,  vis., 
the  KendaU  machine ;  that  at  that  time  respondent  had  only  a  single  line  of  machines 
constructed  and  in  use,  and  had  no  contracts  on  hand  for  furnishing  cans  to  canner- 
ies; that,  knowing  that  the  complainants  herein  were  aware  of  the  character,  kind, 
ftnd  oonstmction  of  the  can-heading  machines  used  by  the  respondent,  and  not  being 
troubled  by  said  complainants,  respondent  was  led  into  constructing  other  lines  of 
can-heading  machines  of  the  same  kind  at  a  large  expense  and  in  expending  large 
sums  of  money  to  fit  up  a  cannery  and  into  entering  into  large  contracts  to  sapply 
cans  to  canning  factories. 

It  will  be  observed  that  the  affidavits  do  not  state  that  the  attorneys 
for  complainants  informed  them  that  the  Kendall  patented  machine 
which  they  were  operating  was  not  an  inMngement  on  the  Norton  int- 
ent. Upon  this  point  the  affidavits  are  silent,  and  the  only  reasonable 
inference  that  the  court  could  draw  from  the  affidavits  would  be  that 
the  officers  of  respondent  were  at  that  time  notified  that  it  was  an 
inMngement,  because  if  this  were  not  so  it  is  evident  to  the  court  npon 
an  application  of  this  kind  that  that  fact  would  be  affirmatively  stated; 
but  I  do  not  understand  that  respondent  relies  upon  that  ground  in 
these  affidavits.  It  is  argued  because  the  complainants  knew  that 
they  were  operating  machines  of  this  kind  in  January  last,  and  because 
they  did  not  with  that  knowledge  bring  suit  against  them,  that  respond- 
ent was  thereby  misled  into  the  belief  that  no  suit  would  be  brouffht 
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agaiuBt  them,  and  that  they  had  a  right  to  go  on,  and  that  the  com- 
plainants in  this  case  were  gailty  of  snoh  laches  in  their  failare  to  bring 
a  salt  against  them,  that  they  ought  not  to  be  allow^  to  have  an  injunc- 
tion against  them.  From  the  record  before  me  and  from  the  arguments 
of  counsel  and  the  judicial  knowledge  that  the  court  has  as  to  xiending 
cases  it  appears  that  the  complainants  in  this  case  had  instituted  a  suit 
against  M.  A.  Wheaton  upon  a  machine  involving  some,  at  least,  if  not 
all,  of  the  questions  involved  in  this  case  in  this  circuit,  and  that  that 
suit  had  been  pending  for  some  months  prior  to  the  date  of  the  conver- 
sation, and  that  at  that  time,  or  about  the  time  of  the  conversation, 
the  counsel  for  complainants,  who  live  at  Chicago,  were  here  in  San 
Francisco  to  attend  the  final  hearing  and  argument  of  the  case  of  Nor- 
ton V.  WheaUm.  It  appears  to  me  that  with  the  knowledge  which  botii 
parties  have  been  shown  to  possess  in  this  case,  the  complainants  hav- 
ing established  the  validity  of  the  Norton  patent  and  its  infringement 
by  Jensen  in  the  case  of  Norton  v.  Jensen^  and  having  commenced  the 
suit  against  Wheaton,  they  had  a  right  to  wait  until  that  case  was 
determined  before  bringing  suits  against  other  parties,  and  especially 
as  against  parties  who  had  fhll  knowledge  of  all  of  the  facts  with  refer- 
ence to  the  abjudications  with  respect  to  the  respective  iMktents. 

I  do  not  think  that  complainants  can  be  charged  with  laches  for 
waiting  until  that  suit  was  decided,  which  was  only  about  two  weeks, 
or  thereabout,  before  the  commencement  of  this  action.  The  parties 
had  a  right  to  wait  until  it  was  determined  by  the  court  whether  or 
not  the  Wheaton  patent  was  an  infringement  of  the  Norton  patent, 
because,  as  I  said,  it  involved  many,  at  least,  of  the  same  questions 
that  are  involved  in  this  case,  and  it  also  a))i)ears  to  me  plain  that  the 
respondent  could  not  have  been  misled  by  their  delay. 

The  record  shows  that  respondent,  prior  to  the  time  of  operating  it« 
machines,  had  submitted  the  matter  of  its  infringement  to  several 
experts.  It  shows  that  they  were  informed  by  experts,  many  of  whose 
affidavits  were  presented  in  this  case,  that  the  Kendall  patent  was  not 
an  infringement  upon  the  Norton  patent.  It  is  tiierefore  claimed  tliat 
the  respondent  acted  in  good  fiftith  in  proceeding  to  erect  expensive 
machinery  and  enlarging  its  business.  It  in  unnecessary  in  this  pro- 
ceeding to  question  the  good  faith  of  the  respondent.  If  they  relied 
upon  the  opinion  of  exi>erts  as  opposed  to  the  decision  of  the  court  in 
Norton  y.' Jensen^  it  shows  they  took  the  chances  of  having  that  matter 
determined  by  the  court.  In  other  words,  the  affidavits  offered  in  this 
case  clearly  showed  that  the  respondent  in  erecting  its  machinery  acted 
with  it-s  eyes  wide  open  as  to  the  exact  condition  of  affairs  concerning 
those  patents  and  took  the  chances  of  having  it  determined  by  the 
court  in  their  favor  that  the  Kendall  patent  was  not  an  infringement 
of  the  Norton  machine. 

I  believe  that  I  have  noticed  all  the  points  relied  upon  by  counsel 
«zcept  the  one  where  it  is  claimed  that,  this  suit  having  been  brought 
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by  complainants,  and  it  appearing  that  they  themselves  had  not  used 
the  monopoly  of  their  patent,  they  were  not  entitled  to  an  injunction. 
I  do  not  think  that  point  is  well  t«ken.  The  action  is  necessarily  for 
the  benefit  of  their  licensees,  and  it  is  their  duty  to  protect  their  licensees 
by  suits  against  parties  who  were  infringing  the  same.  Otherwise  the 
value  of  the  patent  would  be  absolutely  destroyed. 

It  was  contended  that  this  was  a  case  of  special  hardship,  and  that 
for  this  reason  a  preliminary  iiyunction  ought  not  to  issue.  There  are 
cases  where  the  courts  have  held^  on  account  of  the  peculiar  facts  of 
the  case,  that  the  court  ought  not  to  issue  a  preliminary  injunction  on 
account  of  the  hardship  that  might  result  by  such  action  to  innocent 
parties.  It  is  enough  to  say  that  I  do  not  consider  that  this  case  comes 
within  the  rule  that  has  be^  announced  in  decisions  of  that  character. 

My  conclusion,  therefore,  is  that  the  complainants  are  entitled  to  the 
preliminary  ii^unction,  and  that  order  will  be  entered. 


tU,  S.  dronit  Coart  of  Appeals— Strenth  drouit] 

Westebn  Elbotbic  Company  v.   Spebby  Elbotbio  Company 

ET    Ala. 

J>0(Med  Oeiober  t,  189$, 

66  0.0.,  697. 

i.  SCBiBina— Elbotbic*Abo  Lamf—Patbnt  Cokstri7xi>— Vaud. 

Letters  Patent  No.  420,100,  of  Janaary  28, 1890,  to  Charles  E.  Soribner,  for  an 
arc  lamp  in  which  the  series  magnet  is  supported  upon  a  frame  adapted  to  be 
raised  and  lowered  by  the  shunt-magnet  to  regulate  the  arc,  the  series  magnet 
and  its  armature  being  maintained  in  relatively  fixed  positions  during  the  burn- 
ing of  the  lamp,  HM  to  be  valid  and  the  first  and  second  claims  thereof 
infringed  by  defendants. 

3.  Abandonment  of  Invxmtion  and  Appucation— Diffkrrnck  Between. 

There  Is  a  material  difference  between  the  abandonment  of  an  invention  and 
the  abandonment  of  an  application  for  Letters  Patent  thereon  by  failure  to  com- 
ply with  section  4894  of  the  Bevised  Statutes.  The  first  gives  the  invention  to 
the  public,  and,  once  done,  the  act  is  irretrievable;  but,  besides  the  power  con- 
ferred upon  the  Commissioner  of  Patents  to  relieve  an  applicant  from  an 
abandonment  of  his  application  under  the  statute,  a  new  application  may  be 
filed  for  the  invention  so  long  as  the  invention  itself  has  not  been  abandoned. 

3.  Application  Ebvivbd— Decision  or  the  Patent  Orrics. 

Where  the  decision  of  the  Patent  Office  was  that  there  had  been  no  such  delay 
in  the  prosecution  of  the  claim  as  to  work  an  abandonment  of  the  application, 
the  court,  even  if  it  had  the  power,  is  not  required  to  review  the  decision  when 
the  answer  alleges  abandonment  of  the  invention  and  not  of  the  application. 

4.  Patent  Office  Proceedings— Must  bb  Avbrred. 

Hie  facts  touching  the  prosecution  of  the  application  being  matters  of  reconl 
in  the  Patent  Offlce,  easily  accessible,  the  respondents  must,  if  they  propose  to 
tender  an  issue  of  abandonment  of  the  application,  do  so  by  averments  to  that 
effect,  speeiflo  and  clear  enough  to  be  understood.  Digitized  by  GoOqIc 
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5.  EXPKRIMSSfTAL    DSYXCE— SUSFEKSION    OF— NO    ABANDONMBNT    OF    TBB  InVSN- 

TION. 

Where  an  inyeutor  makeB  a  diacoTery  and  reduces  it  to  ancceasfhl  form  in  an 
experimental  device  more  than  two  years  before  applying  for  a  i>ateut,  diamem- 
bers  the  device  and  lays  away  its  parts  for  reference,  bnt  never  nsea  them  after- 
ward nor  prodnoesthem  in  evidence,  and  never  canaea  the  device  to  be  mann- 
fkctored  for  sale,  bnt  has  pnt  npon  the  market  in  large  niunben  another  device 
of  the  same  class  which  was  invented  later,  and  although  he  made  no  earnest 
effort  to  obtain  a  patent  nntil  he  saw  in  the  art  a  device  embodying  his  discov- 
ery, HM  that  these  things  show  no  purpose  to  abandon  the  invention,  beeanae 
so  long  as  it  was  not  in  public  use,  and  no  one  else  had  made  and  procnved  a 
patent  tor  the  same  device,  his  right  to  apply  for  a  patent  was  sabjeot  to  no 
restriction. 

6.  INYBNTION  FOBiiOTTEN  BY  THB  IirVBMTOB^HB  MaT  RbVIVE  IT. 

Where  an  inventor  had  forgotten  an  invention,  or  laid  it  aside  as  wortlileos— 
abandoned  it— he  had  the  right  to  take  it  up  again  and  proceed  as  if  he  had 
then  first  made  the  discovery,  so  long  as  its  abandonment  was  unknown  to  the 
public. 

7.  Patbmtb  abb  fob  Things,  not  tubib  Functions. 

Tlie  patent  is  ujion  the  device  and  not  npon  the  functions,  real  or  supposed, 
and  if  the  device  is  appropriated  in  its  essential  features  it  will  be  an  infringe- 
ment, notwithstanding  some  change  in  the  location  or  relation  of  parts  whereby 
a  donbtliil  function  of  little  comparative  worth  is  eliminated. 

8.  Appucation— Ambndmbnts  Cobbbspondino  TO  THB  Invention. 

Where  an  inventor  when  filing  his  application  entertains  an  idea  as  to  the 
importance  of  a  particular  feature  of  operation  of  a  device,  but  before  the  pat- 
ent issues,  without  changing  the  drawing  or  modifying  the  structure  in  theleaat, 
repudiates  by  amendment  that  idea,  Held  that  he  had  a  right  to  change  the 
specification,  even  though  he  did  so  in  view  of  a  patent  applied  for  and  issned 
while  his  application  was  on  iile,  so  long  as  he  did  not  change  the  invention. 

9.  Claims  Constbubd  in  the  Light  of  the  Art. 

There  is  no  support  for  the  proposition  that,  for  the  purpose  of  preserving  the 
possibility  of  a  function  which  the  patentee  had  repudiated  before  the  patent 
issned,  the  claims,  though  worded  differently,  should  be  so  read  as  to  cover  only 
the  exact  construction  and  relation  of  parts  illustrated  in  the  drawing. 

APPEAL  from  the  United  States  Oireait  Gonrt  for  the  Northern  Dis- 
trict of  Illinois. 

Messrs.  BarUm  db  Brown  for  the  appellant. 
Mr.  F.  W^  Parker  iov  the  appellee. 

STATEMENT  OF  THE  CASE  BY  JUBGE  WOODa 

The  appellant,  as  assignee  of  the  inventor,  Charles  E.  Scribner,  to 
whom  had  been  granted  Letters  Patent  No.  420,109,  brought  this  suit 
to  eigoin  infringement  and  to  obtain  an  accounting. 

The  respondents,  not  admitting  that  the  patent  was  issned  in  due 
form  of  law,  nor  that  the  complainant  was  the  sole  and  exclusive  owner 
thereof,  answered  that  the  inventiou  described  was  not  new  nor  useful 
when  the  application  for  the  patent  was  made,  and  that  the  inventor, 
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ScTibner,  and  the  oomplaiiiaDt  ^^actoally  abandoned  the  said  alleged 
invention."    In  respect  to  infiringement  the  respondents  allege— 

th*t  they  haye  not  sinoe  January  28, 1880,  [as  charged  in  the  bill  J  or  at  any  other 
time  •  •  •  made,  need,  or  sold  any  electric  lamps  embodying  the  invention 
deseribed  and  elaimed;  •  •  •  that  since  the  28th  of  January,  189d,  they  have 
made  certain  ele^tric-aro  lamps  in  accordance  with  and  under  and  by  yirtue  of  the 
patent  to  Elmer  A.  Sperry,  dated  the  18th  day  of  June,  1889,  No.  405,i40,  and  the 
iuTention  therein  described  and  claimed. 

The  eonrt  below  found  and  held  that  the  application  for  the  patent 
hail  been  abandoned  before  the  letters  were  granted,  by  reason  of  the 
fiuluie  of  the  applicant  to  prosecute  the  same  within  two  years  after 
action  thereon,  as  required  by  section  4894  of  the  Bevised  Statutes,  and 
dismissed  the  bill  for  want  of  equity.  Counsel  tbr  the  appellee  insists 
tiiat  the  record  shows  abandonment  of  the  invention  as  well  as  of  the 
application. 

The  fiEMsts  pertinent  to  the  question  of  abandonment  are  as  followsf 
Scribner's  application  for  the  patent  in  suit  was  filed  January  2, 1883. 
On  the  25th  of  the  same  month  the  Patent  Examiner  wrote  him  to  the 
effect  that  the  claims  were  rejected  on  references  cited,  and  nothing 
fhrther  was  done  until  the  26th  of  December,  1884,  when  Scribner's 
attorney  wrote  to  the  Commissioner  of  Patents — 
Please  reconsider  last  official  action,  etc. 
to  which,  on  January  9, 1885,  an  Examiner  replied: 

Further  action  will  be  taken  in  this  case  when  the  requirements  of  Office  Eule  87 
have  been  complied  with.  No  invention  has  been  pointed  out  in  this  case  over  the 
references  of  record  and  none  is  believed  to  exist.    The  last  official  action  is  repeated. 

The  next  movement  was  made  July  25, 1885,  when  the  applicant  pro- 
poeed  amended  claims,  and  from  that  time  there  were  communications 
dated,  respectively,  August  13, 1885,  July  6, 9,  and  16,  and  October  13, 
1886,  August  10, 1887,  and  September  15, 1887,  the  last  being  to  the 
effect  that  claims  2  and  3.  as  t^ey  then  stood,  were  indefinite  in  form 
and  did  not  clearly  distin^liS^li^'tbe  construction  sought  to  be  covered. 
To  this  the  applicant  made  no  response  nor  took  other  step  in  the  mat- 
ter until  August  30, 1888,  when  he  wrote  to  the  Commissioner  in  sup- 
port  of  his  claims,  and  in  eonelusion  said: 

Applicant's  attorney  being  in  doubt  whether  the  action  of  September  15, 18S7, 
would  be  considered  a  final  or  second  r^ection,  files  this  request  for  reconsideration, 
and  asks  that  action  be  had  thereon  immediately,  in  order  that  the  appeal  may  be  per- 
fbeted.  If  the  Office  holds,  however,  that  the  action  of  September  15, 1887,  was  a 
•eoond  action*  this  paper  may  be  ntorned  to  applicant's  attorney  and  the  appeal 


The  necessary  papers  and  money  for  the  taking  of  an  appeal  accom* 
panied  the  letter.  On  September  9, 1889,  the  Examiner  responded  to 
the  effect  that  the  action  of  September  15, 1887,  was  of  a  purely  formal 
cbaraeter,  the  repetition  of  which  would  not  warrant  an  appeal  to  the 
Bxaminers-in-Ohiei;  and  concluded  by  saying:  ^         , 
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As  the  sction  of  Beptember  15, 1S87,  appears  on  leoooeideration  tohare  been  well 
taken,  it  i«  now  repeated,  but  the  appeal  filed  cannot  be  entertained  for  the  reaeoiis 
aboye  explained.  Applicant'e  remedy  ia  by  a  iietiticm  to  the  Commlasionery  as  indi- 
eated. 

On  October  1,  1889^  the  same  Examiner  declared  the  applicatioii 
abandoned  because  there  had  not  been  proper  action  b^  the  applicant 
within  two  years  after  September  15, 1887.  The  action  of  the  Office 
on  that  date  having  been  upon  the  form  of  the  case,  by  the  last  para- 
graph of  Bnle  171  the  applicant  was  required,  as  the  Examiner  held, 
to  treat  the 'formal  matter  within  two  years;  but  instead  of  doing  thiit 
he  had  requested  a  reconsideration,  and  at  the  same  time  filed  an  appeal 
to  the  ExaminerS'in-Chie^  the  rule  of  practice  behig  that  action  upon 
the  merits  cannot  be  had  until  all  formal  objections  have  been  disposed 
of.  On  October  20  ensuing,  this  decision  was  overruled  by  a  new 
Examiner,  meanwhile  come  into  oiBce,  who — 

fti  view  of  the  faet  that  a  reconsideration  of  claims  2  and  3  was  vequestod  within  the 
two-yesr  limit  after  the  action  of  September  15, 1887,  (by  wliieh  objection  to  their 
tern  was  made,)  and  in  view  of  the  fact  that  snch  reconsideration  was  aocordedy  (as 
shown  by  the  letter  of  September  9, 1889»  in  which  the  Examiner  refoses  to  act  npon 
the  merits  of  the  ease  and  file  the  appeal,  and  repeats  the  formal  objection.)— 

held  that  the  ruling  that  the  application  had  been  abandoned  was  not 
justified,  was  made,  through  oversight,  and  was  therefore  withdrawn. 
On  December  13, 1889,  the  applicant  presented  an  amended  specifica- 
tion, and  on  January  28, 1890,  the  patent  was  issued  to  the  appellant 
as  the  assignee  of  Bcribner. 

The  drawing  which  accompanied  the  original  application  has  not  been 
changed,  and  the  specification  remains  snbstantiiUly  the  same  as  at 
first,  except  that  by  the  amendment  of  December  12, 1880,  the  part  in 
brackets  was  added.  The  specification,  claims,  and  drawing  of  the 
patent  are  aa  follows : 

My  inTention  herein  set  forth  relates  to  ^eleotno-Mo  lamps  in  which  a  regnlatinf  • 
magnet  is  attached  rigidly  to  the  firame  of  tt^lamn^foid  a  suspended  liAing-magnet 
is  employed,  as  hereinafter  described  and  daiMd.  ' 

In  lamps  now  in  common  nse,  including  those  in  which  the  liffcing«>magnet  is  wound 
dliferentially,  one  winding  being  a  portion  of  the  main  circuit  and  the  other  a  poi^ 
tion  of  a  shunt  around  the  arc,  and  also  including  those  lamps  Uke  the  Von  Hefiier 
Alteneck,  (United  SUtes  Patent  No.  248,341,  June  21, 1881,)  in  which  the  lifting-sole- 
noid in  the  main  circuit  and  the  solenoid  in  the  shunt  of  the  arc  aot  upon  the  same 
carbon  rod,  the  current  of  the  main  circuit  acts  in  opposition  to  the  cnrreni  of  the 
shnnt  of  the  are.  In  all  these  lamps  the  armature  of  the  Ufting*  magnet,  in  order 
to  compensate  or  feed,  moves  away  ttom  the  poles  of  said  lifting-magnet,  lliis  move- 
ment of  the  lifting-armature  away  IBrom  the  poles  of  its  msgnet,  which  produces  the 
feed,  is  caused  chiefly  by  the  variations  in  the  strength  of  the  current  of  the  shunt 
of  the  arc  As  the  strength  of  the  current  in  the  shnnt  of  the  arc  increases,  the 
armature  of  the  lifting-magnet  moves  away  and  causes  the  feed.  Tlie  compensation 
for  the  inequalities  of  the  current  is  caused  chiefly  by  the  variations  of  the  streugth 
of  the  current  of  the  magnet  in  the  main  circuit.  In  my  lamp,  however,  as  herein 
described,  the  electro-magnet  in  the  shnnt  of  the  arc  does  not  act  in  opposition  to 
the  electro-magnet  in  the  main  circuit.    The  strength  of  the  lifting-magnet  is  not 
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chADgo(l|  nor  is  tt.e  position  of  tbe  annatnre  of  the  Ufting-majgnet  changed  rela- 
tively to  the  poles  of  satd  lifting-magnet,  by  yariation  in  the  strenglh  of  the  electro- 
magnet in  the  shont  of  the  arc. 

The  accompanying  drawing,  which  is  iUnstrative  of  my  inyention,  shows  a  ft-ont 
elevation  of  an  electric-arc  lamp. 

llie  circuit  may  be  traced  {torn 
iiook  a  by  wire  h,  through  the 
suspended  lifting-magnet  c,  and 
th«uce  to  the  carbonrod  d,  and 
thenoe  through  the  arc  e  and  by 
wire  /to  hook  g.  The  regulat- 
ing-magnet h  is  included  in  the 
shunt  of  the  arc  and  attached 
rigidly  to  the  frame  i  of  the  lamp, 
and  controls  the  regulating  mech- 
anism of  the  lamp.  The  three 
pieces  k,  I,  and  la,  pivoted  as 
shown,  form  a  kind  of  pivoted 
armature -lever  supporting  the 
lifting-magnet  e,  the  poles  of 
uhich  extend  toward  the  lifting- 
armature  II,  that  cairies  the  usual 
friction-clutch  o.  The  lifting- 
armature  N,  with  its  suitable  mov- 
able supporting  parts,  is  carried 
up  and  down  with  the  lifcing- 
mugnet.  It  should  therefore  not 
extend  either  above  or  below  the 
poles  of  the  lifting-magnet.  The 
two  ends  of  the  lifting-armature 
come,  preferably,  opposite  the 
centers,  respectively,  of  the  two 
poles,  as  shown.  Tlie  armature 
p  ^t  the  regulating-magnet  is 
moimted  upon  the  pivoted  arma- 
ture-lever. The  frame  is  held 
suspended  by  means  of  the  ad- 
justable retractile  spring  9.  Ar- 
mature a  of  the  main-circuit 
magnet  is  mounted  upon  arma- 
ture-levers n'y  pivoted  to  the 
frame  of  the  lamp.  The  clutch  o 
is  suspended  directly  upon  the 
lower  one  of  these  two  pivoted 
levers  upon  which  the  armature 
It  is  mounted. 

The  operation  of  my  lamp  as . 
thus  described  is  as  follows :  As 
soon  as  the  circuit  is  closed,  the 
armature  %  is  raised  by  the  lift- 
ing-magnet and  the  clutch  0  lilts 
the  i'o«l,  thus  separating  the  car- 
bons, and  establishing  the  arc,  as  shown.  The  action  uf  the  iDagnot  h  will  at  the 
same  time  draw  upon  its  armature  against  the  tension  of  spring  q.  The  spring  q 
must  therefore  be  actuated  to  sustain  its  armature-lever  and  the  parts  it  supports 
after  tlie  lifting-magnet  has  raised  the  rod.  The  armature  n  will  move  as  the  magnet 
13182  PAT 37 
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emoreb.  It  haa  alao  a  eompaoaating  motion  np  and  down  aa  the  atrangth  of  Hia 
magnet  e  ineieaaea  and  diminiabea.  Aa  the  leeiataiiee  of  the  an  incieaaea,  tiie  ragn- 
lating-magnet  becomea  more  atrongly  magnetiied,  and  the  armatue  p  ia  dzawn 
downward,  and  alao  piece  f,  which  cairiea  the  lifting-magnet  c-  The  lifting-anna- 
tufe  n,  it  is  eviaent,  will  deacend  at  the  aame  time,  thna  eompenaating  and  feeding 
as  the  current  varies  or  the  carbons  bun  away.  It  will  thna  be  aeen  tiiat  the  eanent 
in  tbe  shunt  of  the  arc  acts  to  change  the  poaition  of  the  lifting-magnet  and  ita 
armature.  This  action  ia  in  no  way  oppoaed  to  the  action  of  the  corrent  which  ia 
passing  through  the  coils  of  the  lifting-magnet.  Increase  of  the  enrrent  in  the  ahunt 
lowers  the  armatore  p  and  the  lifting-magnet  o  J  net  the  aame  withont  raferenee  to 
the  magnetic  force  of  the  lifting-magnet— [that  ia  to  aay ,  armatore  a  is  attracted  by 
the  main-circuit  magnet  and  aaanmea  a  definite  poaition  with  mlation  thereto,  which 
position  it  holds  no  matter  what  changea  may  take  place  in  the  strength  of  the  shnnt^ 
magnet.  Armature  n,  through  the  attraction  of  the  main-circuit  magnet,  ia  ooo- 
nected  through  magnetic  action  with  armatnre-lerer  I;  f  at,  and  the  morements  of 
tins  axmatnre-leTer  in  responding  to  the  changea  taking  place  in  the  eleetro-magnet 
in  the  shnnt  of  the  arc  are  communicated  to  armature  a,  its  leTer,  and  to  dutch  o. 
Thus  it  will  be  seen  that  dutch  o  is  carried  and  controlled  by  the  pivoted  nrmatnre- 
lever  1:1m  and  the  pivoted  armature-lever  npon  which  aald  dutch  ia  anpported.] 
The  compenaation  and  feeding  of  my  lamp  is  thna  more  delicate  and  reliable  tiian  in 
lamps  heretofore  known  or  need. 

I  claim  aa  my  invention— 

1.  In  an  electric-arc  lamp,  the  combination,  with  an  electro-magnet  in  the  ahunt 
of  the  arc  and  its  armature,  of  an  eleotro-magnet  in  the  main  circuit  and  ita  arm- 
ature, aaid  electro-magnet  in  the  main  circuit  being  carried  upon  a  morable  sap- 
port,  said  support  being  controlled  by  the  armature  of  the  dectro-magnet  in  the 
shnnt  of  the  arc,  whereby  the  poaition  of  the  main-eirenit  deetro-magnet  and  its 
armature  is  caused  to  vary  in  reaponae  to  the  variationa  in  the  strength  of  the  enr- 
fent  passing  through  the  electro-magnet  in  the  shunt  of  the  are. 

3.  In  an  electric-arc  lamp,  the  combination,  with  a  dutch  suspended  upon  avit- 
able  movable  supporting  parts,  an  armature  forming  part  of  aaid  movable  support- 
ing parts,  an  electro  magnet  in  the  main  circuit  with  its  poles  preaented  to  aaid 
armature,  a  regulating  mechanism  pivoted  to  the  lamp-frame  and  carrying  the  main 
magnet,  and  an  electro-magnet  in  the  ahunt  of  the  are  with  ita  poles  preaented  to 
an  armature  carried  by  said  regulating  mechaniam,  whereby  the  poaition  of  the 
carbon-feeding  mechanism  is  varied  aa  the  strength  of  the  magnet  in  the  shunt 
varies  independently  of  the  action  or  electrical  condition  of  the  magnet  in  the  main 
circuit. 

8.  In  an  electric-arc  lamp,  an  electro-magnet  In  the  shunt  of  the  arc,  a  pivoted 
armature-lerer  responding  to  the  changes  in  the  strength  of  said  shunt-magnet,  in 
combination  with  a  magnet  in  the  main  circuit  and  a  pivoted  armature-lever  respond- 
ing to  the  changes  in  strength  of  said  main-circuit  magnet,  a  carbon  rod,  and  dnteh 
for  the  aame,  said  clutch  being  carried  and  controlled  by  the  said  armature-levers, 
whereby  the  movements  of  either  armature-lever  maybe  communicated  to  tbe  clutch 
to  feed  and  regelate  the  lamp. 

In  his  specification  for  patent,  No.  415,571^  Scribner  made  the  follow- 
ing statement  concerning  the  application  for  tbe  patent  in  suit: 

In  my  application.  Serial  No.  80,752,  filed  Jannnry  2, 188S,  I  have  described  a  lamp 
in  which  the  position  of  the  lifting-arTnature  relative  to  the  polea  of  the  lifting- 
magnet  remains  unchanged  by  any  action  of  the  shunt-magnet,  a  change  in  tbe 
relative  positions  of  said  lifting-armature  being  only  effected  by  a  change  in  the 
strength  of  the  main  current.  In  this  case,  however,  the  lifting-magnet  is  made 
movable  and  moves  with  its  armature  by  the  action  of  the  shunt-magnet. 

The  specification  of  tbe  Sperry  patent,  No.  405,440,  after  giving  a 
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lengthy  aod  miiiate  statement  of  the  constnictioii  and  operation  of 
the  device,  condades  with  the  following  comprehensive  description : 

The  entire  derice  consisting  of  the  parallel  moying  frame  supported  on  elasUo 
bars  and  containing  the  main-oironit  electro-magnet  or  solenoid  and  carbon-rod 
clamp  is  described  as  a  carbon-separating  device,  since  Its  office  is  to  seize  and 
separate  the  carbons  in  the  first  instance.  The  entire  frame  is  then  bodily  moved 
by  means  of  the  deriyed-oircnit  electro  magnet  or  solenoid  for  the  purpose  of  feeding 
the  carbons. 

Of  the  eighteen  claims  of  this  patent,  some  of  which  are  distiugoish- 
able  from  others  only  by  very  slight  differences,  the  first  is  as  follows: 

1.  In  an  arc  lamp,  the  combination  of  a  main-circuit  electro- magnet  or  solenoid 
with  a  moving  frame  on  which  it  is  supported,  a  carbon  rod-clamping  device  moved 
by  said  electro-magnet  or  solenoid|  and  a  shunt-magnet  or  solenoid  adapted  to  move  ■ 
said  finune. 

Before  Fulleb,  Woods,  and  Jenkins,  Jadges. 

Woods,  J.  (after  making  the  foregoing  statement :) 

There  is  a  material  difference  between  the  abandonment  of  an  inven- 
tion and  the  abandonment  of  an  application  for  Letters  Patent  thereon 
by  failure  to  comply  with  section  4894  of  the  Bevised  Statutes.  The 
first  gives  the  invention  to  the  public,  and  once  done  the  act  is  irre- 
trievable^ but,  besides  the  power  conferred  upon  the  Commissioner  of 
Patents  to  relieve  an  applicant  from  an  abandonment  of  his  applica- 
tion under  the  statute,  an  application,  which  has  lapsed  or  been  rejected 
or  withdrawn,  may  be  renewed  or  repeated  so  long,  we  suppose,  as  the 
invention  ItseJf  has  not  been  abandoned  by  reason  of  a  two  years'  pub- 
lic use  or  otherwise.  The  subject  has  been  considered  by  the  Supreme 
Court  quite  fully  in  [yfoodbury  Fateni  Planing  Machine  Co.  v.  KeitK^ 
C.  D.,  1880,  428;  17  O.  G.,  1031;  101  U.  S.,  479,)  where,  after  citing 
KendaU  v.  Winsor  (21  How.,  292,)  and  Shaw  v.  Cooper  (7  Pet.,  292,)  the 
Court  says: 

These  were  oases,  it  is  trnoy  where  the  alleged  dedication  to  the  pnbUc  or  aban- 
donment was  before  any  application  for  a  patent;  bnt  it  is  obyions  there  may  be 
an  abandonment  as  well  after  such  an  application  has  been  made  and  rejected  or 
withdrawn  as  before,  and  evidenced  in  the  same  manner.  In  AdafM  v.  t/oaet  (1 
Fish.  Pat.  Cas.,  527)  Mr.  Justice  Grier  said:  "A  man  may  justly  be  treated  as  hav- 
ing abandoned  his  application  if  it  be  not  proaeonted  with  reasonable  diligence; 
but  involuntary  delay  not  caused  by  the  laches  of  the  appiicnnt  should  not  work 
a  forfeiture  of  his  rights."  The  patent  law  favors  meritorious  inventors  by  condi- 
tionaUy  conferring  upon  them  for  a  limited  period  exclusive  rights  to  tlieir  inven- 
tions, but  it  requires  them  to  be  vigilant  and  active  in  complying  with  the  statu- 
tory conditions.  It  is  not  unmindful  of  possibly  intervening  rights  of  the  public. 
The  invention  must  not  have  been  in  public  use  or  on  sale  more  than  two  yean 
before  the  application  for  a  patent  is  made,  and  aU  applications  must  be  competed 
and  prepared  for  examination  within  two  years  after  the  petition  is  filed,  unless  it 
be  shown  to  the  satisfaction  of  the  Commissioner  that  the  delay  was  unavoid- 
able. All  this  shows  the  intention  of  Congress  to  require  diligence  in  prosecuting 
the  claims  to  an  exclusive  right.  An  inventor  cannot  without  cause  hold  his  appli- 
cation pending  during  a  Umg  period  of  years,  leaving  the  pablio  nnoertain  whathar 
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he  intends  erer  to  prosecnte  it,  and  keeping  th«  field  of  hie  invention  cloeed  ■gniaet 
other  inventort.  It  is  not  nnfair  to  hinii  after  his  application  for  a  patent  has  been 
rejected,  and  after  he  has  for  many  years  taken  no  steps  to  reinstate  it,  to  renew  it, 
or  to  appeal,  that  it  shonld  be  eoncladed  he  has  acquiesced  in  the  rejection  and 
abandoned  any  intention  of  prosecating  his  claim  farther.  Such  a  conclnsion  is  in 
accordance  with  common  observation.  Especially  is  tills  so  when  during  those 
years  of  his  inaction  he  has  seen  his  invention  go  into  common  nse,  and  has  uttered 
no  word  of  complaint  or  remonstrance,  or  been  stimnlated  by  it  to  a  ftenh  attempt 
to  obtain  a  patent.  When  in  reliance  upon  his  supine  inaction  the  public  has  made 
use  of  the  result  of  his  ingenuity,  and  has  accommodated  its  business  and  its 
machinery  to  the  improvement,  it  is  not  unjust  to  him  to  hold  that  he  shall  be  regarded 
as  having  assented  to  the  appropriation,  or,  in  other  words,  as  having  abandoned 
the  invention. 

(See,  also,  U.  8.  Rifie  and  Oartridge  Co,  y.  Whitney  Amu  (Jo.,  O.  D* 
1886,  212;  35  O.  G.,  873;  118  U.  S.,  22.) 

Guided  as  we  must  be  by  these  decisions,  we  are  not  able  to  And  in 
the  present  case  an  abandonment  either  of  the  invention  or  of  the 
application  for  the  patent.  The  final  decision  of  the  Patent  Office  was 
that  there  had  been  no  snch  delay  in  the  prosecution  of  the  claim  as  to 
work  a  forfeiture  of  the  application,  and,  even  if  we  had  the  power  to 
do  it,  we  are  not  required  to  review  that  decision,  because  the  answer 
in  the  case  does  not  raise  the  question,  the  abandonment  alleged  being 
of  the  invention,  and  not  of  the  application  for  the  patent.  It  is  true 
that  the  re4X)oi)deuts  denied  any  information  or  belief  whether  «<the 
Letters  Pateut  referred  to  in  the  bill  of  complaint  were  issued  in  due 
form  of  law,"  and  asked  for  strict  proof  of  that  and  of  other  averments 
not  admitted;  but  the  facts  touching  the  prosecution  of  the  application 
were  matters  of  record  in  the  Patent  Office  easily  accessible  if  not 
known  already,  and  if  the  Respondents  proposed  to  tender  an  issue  of 
abandonment,  it  was  necessary  to  do  it  by  averments  to  that  effect, 
specific  and  clear  enough  to  be  understood. 

The  abandonment  of  the  invention,  it  has  been  suggested,  is  alleged 
in  terms^too  .general  and  indefinite  to  be  available ;  but  the  essential 
meaning  of  the  allegation  is  unmistakable,  and  there  having  been  no 
effort  in  the  coui-t  below  to  obtain  a  more  specific  statement,  the  objec- 
tion made  here  comes  too  late.  In  respect  to  the  merits  of  the  question, 
it  being  established  or  conceded  that  the  application  for  the  patent  was 
kept  alive  until  the  letters  issued,  it  follows,  upon  the  proofis  before  as, 
that  if  there  was  ever  an  abandonment  of  the  invention  it  must  have 
occurred  before  January  2, 1883,  when  the  application  waa  filed.  But 
there  is  nothing  in  the  evidence  to  warrant  that  conclusion.  As  tending 
to  show  such  abandonment,  reference  is  made  to  Bcribner's  own  testi- 
mony to  the  effect  that  l:e  made  the  discovery  and  reduced  it  to  suc- 
cessful form  in  an  experimental  lamp  more  than  two  .years  before  he 
applied  for  a  patent ;  that  he  dismembered  that  lamp  and  laid  away 
its  parts  for  reference,  but  never  afterward  used  them  and  diu  not  pro- 
duce them  in  evidence ;  that  he  has  never  caused^  the  lamp  to  be 
mauuflEMstured  for  sale,  but  has  put  upon  the  market  in  large  numbers 
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another  lamp  which  he  invented  later,  and  that  he  made  no  earnest 
effort  to  obtain  this  patent  nntil  he  had  seen  the  Sperry  lamp.  Bat 
viewed  in  the  strongest  possible  light  these  things  show  no  purpose  to 
abandon  the  invention  becanse  so  long  as  it  was  not  in  public  nse  and 
no  one  else  had  made  and  procured  a  i»tent  for  the  same  discovery, 
his  right  to  apply  for  a  patent  was  subject  to  no  restriction.  Even  if 
be  had  forgotten  the  invention  or  laid  it  aside  as  worthless — ^abandoned 
it— he  had  the  right  to  take  it  up  again  and  to  proceed  as  if  he  had 
then  first  made  the  discovery.  And  once  the  application  was  filed  it 
became  notice  to  the  world  of  his  claims  and  rights  as  they  should 
finally  be  defined  by  Letters  Patent,  and  that  notice  in  this  instance 
besides  being  lawful  was  fair  and  ample  because  one  of  the  experts 
in  the  case  has  testified  that  ^'from  the  dimensions  of  the  drawing" 
he  made  a  lamp  which  he  found  *<to  operate  as  described  in  the  speci- 
fication." 

Scribner  denies  that  he  had  seen  the  Sperry  lamp  before  his  own 
patent  was  granted;  and  even  if  he  did  acquire  earlier  knowledge  of 
Sperry's  patent,  as  the  quotation  from  the  decision  of  the  Supreme 
Court  recognizes,  it  was  only  natural  and  right  that  he  should  be  stim- 
ulated to  a  fresh  attempt  to  obtain  a  patent,  it  being.clear  beyond 
dispute  that  he  was  the  first  discoverer. 

There  remains  the  question  of  infringement.  The  claims  of  the  pat- 
ent in  suit,  it  is  conceded,  may  in  terms  cover  the  device  of  the  respond- 
ents, but,  it  is  insisted,  should  be  construed  so  as  to  include  the  con- 
struction which  alone  is  illustrated  in  the  drawing,  described  in  the 
specification,  and  i>ointed  out  as  material  in  this  patent  and  in  the 
inventor's  second  patent  application — ^that  is,  that  construction  in 
which  the  main-circuit  magnet  and  its  armature  are  separated  mechan- 
ically, and  the  armature  has  <<a  compensating  motion  up  and  down  as 
the  strength  of  the  magnet  increases  and  diminishes;"  that  so  con- 
strued the  device  of  the  defendant  does  not  InfHnge,  because  in  it  the 
main-circuit  magnet  and  its  armature  are  mechanically  connected  and 
when  the  the  magnet  is  energized  become  and  remain  rigidly  connected 
until  the  current  is  turned  out  of  the  lamp,  making  impossible  the 
up-and-down  compensating  motion  incident  to  the  other  form  of  con- 
struction. 

There  is  the  difference  of  construction  stated  between  the  two  lamps. 
In  Scribner's  drawing  the  poles  of  the  lifting-magnet  o  are  in  a  hori- 
zontal position,  while  the  position  of  the  armature  n  is  vertical.  The 
armature  is  mounted  upon  levers,  which  prevent  its  coming  into  actual 
contact  with  the  poles  of  its  magnet,  and  for  that  reason  it  is  said  to 
be  not  connected  mechanically  wi^h  the  magnet.  In  the  Sperry  lamp 
the  main-circuit  magnet  or  solenoid  is  carried  upon  a  movable  frame, 
but  in  a  x>erpendlcular  position,  with  its  armature  in  a  horizontal  posi- 
tion, and  when  the  current  is  on  the  armature  is  lifted  into  actual 
contact  with  the  magnet,  and  so  remains  in  cohesion  or  mechanical 
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connection  while  the  current  lasts.  In  each  lamp  tiie  frame  on  which 
the  lifting  magnet  or  solenoid  is  carried  is  drawn  downward  by  force  of 
the  shunt-magnet^  and  so,  by  the  reciprocal  action  of  the  two  magnets — 
one  lifting  the  carbon,  so  as  to  form  the  arc,  and  being  itself  drawn 
down  by  the  other,  so  as  to  shorten  the  aro— an  arc  of  constant  length 
and  a  steady  light  are  maintained,  that  effect  being  produced  not  by  the 
resultant  or  differential  force  of  the  two  magnets  working  in  opposition 
upon  the  clutch  and  carbon,  but  by  their  independent  non-coullictang 
action. 

To  what  extent  the  regulation  of  the  arc  in  the  complainant's  lamp 
is  aifected  by  a  compensating  movement  up  and  down  <'of  its  armature 
as  the  strength  of  the  magnet  c  increases  and  diminishes"  is  a  disputed 
point.  In  the  original  specification  the  fact  of  such  compensatiog 
motion  was  asserted;  but  in  the  amended  specification,  filed  December 
12, 1889— the  Sperry  patent  having  been  issued  June  18  of  that  year 
upon  application  filed  October  22,  1888 — ^though  the  first  statement 
was  left  unchanged,  the  expression  shown  in  brackets  was  interpolated 
that  the — 

armature  n  is  attraoted  by  the  main-oiroait  magnet  and  assumes  a  definite  position 
in  relation  thereto,  which  position  it  holds  no  matter  what  changes  may  take  place 
in  the  strength  of  the  shunt-magnet. 

As  a  change  in  the  strength  of  the  shunt-magnet  implies  a  correspond- 
ing but  reversedchange  in  the  other  magnet,  this  statement  seems  to  be 
inconsistent  with  the  other,  but  being  the  later  and  more  definite  should 
be  regarded  as  controlling.  Upon  this  question  Scribner's  testimony 
was  to  the  effect  that  within  the  ordinary  limits  of  variation  of  current 
strength  the  operation  of  feeding  will  be  independent  of  the  strength 
of  the  current,  though  a  great  decrease  in  current  without  an  abnormal 
length  of  arc  existing  would  cause  a  feeding  down  of  the  carbon  rod, 
as  magnet  o  would  be  weakened  by  the  change;  that  the  pull  upon  the 
armature  would  be  constant  so  long  as  the  magnetism  of  the  pole-pieces 
of  the  electro-magnet  c  is  constant ;  that  if  the  pole-pieces  were  magnet- 
ized to  saturation  a  change  of  current  strength  would  not  appreciably 
vary  the  pull  of  the  magnet  upon  the  armature,  but  that  if  the  magnet 
were  not  charged  to  saturation  a  change  of  strength  in  the  current 
would  vary  the  strength  of  the  pull,  but  not  necessarily  affect  the 
position  of  the  armature,  which  is  raised  by  the  attraction  of  the  mag* 
net  to  the  position  shown  in  the  drawing  and  held  there  during  imma- 
terial changes  of  current  strength,  not  in  equilibrium,  but  in  a  practically 
fixed  relation,  though  conditions  might  arise  by  which  a  slight  move- 
ment of  parts  would  be  brought  about,  which,  however,  would  not 
affect  the  successful  operation  of  the  lamp;  that  the  special  utility  of 
the  invention  is  its  freedom  firom  complicated  and  differential  features 
of  action  in  prior  lamps;  that  the  special  and  valuable  feature  of  eon- 
struction  is  the  mounting  of  the  main-circuit  magnet  upon  a  movable 
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frame,  wliicli  is  moved  by  the  magnet  in  the  shunt  of  the  arc,  so  as  to 
control  the  feeding  of  the  rod. 

On  the  other  hand,  Professor  Oarhart,  teacher  of  physics  at  Ann 
Arbor,  has  testified: 

That  Bince  the  magnetic  connection  between  the  armatoie  and  poles  of  the  magnet 
in  the  eomplainant's  lamp  is  an  elastic  one,  so  long  as  the  annatore  is  not  in  aotnal 
contact  with  the  poles  any  weight  in  a  yertical  direction  brought  to  bear  apon 
the  armature  must  necessurily  depress  it  below  the  symmetrical  position  shown 
in  the  drawing,  and  that  without  change  from  the  construction  shown  by  the  draw- 
ing the  armature,  sustaining  as  it  does  the  weight  of  the  rod  and  carbon,  will  have  a 
compensating  motion  up  and  down  as  the  strength  of  its  magnet  increases  and  dimin- 
ishes; that  the  connection  between  the  magnet  and  its  armature,  being  through 
lines  of  magnetic  force,  is  elastic;  and,  since  the  direction  of  the  pull  is  nearly  hor- 
isontal,  a  yertical  force  applied  to  the  system  must  necessarily  depress  it,  the  result 
In  the  lamp  being  to  produce  a  compensating  motion  up  and  down,  according  to  the 
varying  strength  of  the  magnet;  that  the  position  of  the  armature  is  one  of  equilib- 
rium when  the  lamp  is  in  operation,  and  can  be  practically  independent  of  moderate 
changes  in  the  current  only  when  the  size  of  magnet  e  is  so  great  as  to  be  out  of  all 
proportion  to  the  lamp,  of  which  it  forms  a  part. 

There  was  other  testimony  to  the  same  effect. 

There  is  little  of  the  prior  art  in  the  record,  but  enongh  to  show  that 
Scribner  was  mistaken  in  thinking/  that  by  his  invention  he  was  the 
first  to  arrange  magnets  so  as  to  have  independent  and  not  differential 
action,  which  latter,  as  he  explains  it,  means — 

the  differential  or  opposing  action  of  two  separate  electro-magnets  or  solenoids, 
one  in  the  main  circuit  and  the  other  in  the  shunt  of  the  arc,  upon  a  common  arma- 
toxe  or  armatore-lever,  the  mechanical  pull  of  one  being  opposed  to  the  pull  of  the 
other,  to  bring  about  a  regulaticm  of  the  carbon. 

The  Kellogg  patent,  No.  229,536,  dated  July  6,  1880,  shows  a  lamp 
with  separate  magnets  or  solenoids,  each  acting  independently  through 
a  clutch  or  lifting  bar  of  its  own,  one  to  raise  and  the  other  to  draw 
down  the  carbon,  and  the  lifting  bars  being  so  arranged  that  as  the. 
grip  of  one  is  released  before  that  of  the  other  commences  there  arises 
no  opposition  between  the  magnets  to  produce  a  resultant  or  differ- 
ential effect.  So,  too,  in  Scribner*s  patent,  No.  415,571,  issued  Novem- 
*ber  19, 1889,  upon  an  application  filed  December  31,  1883,  there  are 
main-circuit  and  shunt-circuit  magneto  which  operate  independently 
and  without  conflict  to  move  the  same  carbon  rod;  but  in  neither  of 
these  patents  is  the  lifting-magnet  mounted  upon  a  movable  frame 
which  is  controlled  by  the  other  magnet  in  a  shunt-circuit,  and  in  that 
resi>ect  the  novelty  of  the  patent  in  suit  is  unquestioned.  That  feature 
the  resi>ondents  have  appropriated  and  are  using  in  a  structure  which 
is  a  clear  infringement  of  the  patent  unless  the  horizontal  position  of 
the  poles  of  the  lifting-magnet  and  the  vertical  position  of  its  armature 
are  esseutial  features  of  the  invention.  These  features,  as  we  have 
seen,  are  important  only  with  regard  to  the  qucntion  of  the  couix>en- 
satiiig  up  and  down  movement  of  the  armature  as  the  strength  of  ,the 
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magnet  increases  and  diminishes,  and  tliat  strength  inoreases  ^ald 
diminishes  with  the  force  of  the  current  throngh  the  magnet;  but  the 
magnetic  current  itself  is  not  a  part  of  the  device  any  more  than  is 
water  an  element  of  a  water-wheel.  In  one  case  water  is  the  i>ower 
and  in  the  other  the  electric  current,  and  the  devices  are  contrived  for 
the  purpose  of  controlling  and  applying  the  power.  The  invention  is 
in  the  device,  which  may  have  one,  two,  or  more  functions,  one  of  great 
and  anothex  of  trifling  worth.  It  may  be  supposed  to  have  a  function 
which  it  has  not.  The  patent  is  upon  the  device  and  not  ui)on  the 
functions,  real  or  supposed;  and  if  the  device  is  appropriated  in  its 
essential  features  it  will  be  an  infringement,  notwithstanding  some 
change  in  the  location  and  relation  of  parts,  whereby  a  doubtful  func- 
tion of  little  comparative  worth  is  eliminated. 

At  first,  Scribuer,  it  is  clear,  believed  the  up-anddown  compensatuig 
movement  of  the  armature  in  the  main  circuit,  irresx>ective  of  the  action 
of  the  regulating-maguet,  to  be  an  important  feature  of  his  lamp;  but 
before  the  patent  issued,  without  changing  the  drawing  or  modifying 
the  structure  of  his  device  in  the  least,  he  presented  an  amended  spec- 
ification in  which  he  repudiated  that  idea  and  described  the  armature 
in  operation  as  assuming  and  holding  a  definite  relation  to  the  magnet 
So  long  as  he  did  not  change  the  structure  of  his  device  or  invention 
he  had  the  right  to  change  the  specification,  even  though  he  did  it  with 
reference  to  the  Sperry  patent,  which  was  applied  for  and  issued  while 
his  application  was  on  file;  and  the  specification  being  as  we  find  it, 
there  is  no  support  for  the  proposition  that  for  the  purpose  of  preberv- 
ing  the  possibility  of  a  function  which  the  patentee  had  repudiated 
before  the  patent  issued,  the  claims,  though  worded  differently,  should 
be  so  read  as  to  cover  only  the  exact  construction  and  relation  of  parts 
illustrated  in  the  drawing.  The  proposition  is  not  reasonable  nor,  so 
far  as  we  know,  supported  by  authority. 

The  first  claim  of  the  Sperry  patent  and  other  claims  not  quoted  are 
essentially  the  same  as  the  first  and  second  claims  of  the  patent  in  suit, 
and  the  lamp  made  by  the  respondents  differs  in  essential  elements 
from  the  complainant's  lamp  only  in  respect  to  the  relative  pisitions* 
of  t^he  main-circuit  magnet  and  its  armature,  horizontal  parta  being 
made  vertical,  and  vice  versa. 

Our  conclusion,  therefore,  is  that  the  patent  in  suit  is  valid;  that  it 
belongs  to  the  complainant  as  assignee  of  .the  patentee,  and  that  the 
respondents  before  suit  had  infringed  the  first  and  second  claims  thereof 
as' charged. 

The  decree  beloW|  it  follows,  must  be  reversed,  and  it  is  so  ordered. 
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[17.  8.  Cirenlt  Court— Northern  Dlstriot  of  IlUuolt.] 

CiCTCLE  STBP-LADDEB  COMPANY  V.  OOEDON. 

Decided  September  11, 1S9S. 

65  O.  G.,  601. 
1  JuBwmcnox— IxHAmTAirr. 

Tho  word  "inhabitant,"  as  nsed  in  the  oet  of  March  S,  1887,  eh.  878,  sec,  1, 
(34  Stat.,  562 J  corrected  by  the  act  of  Angiist  13, 1888,  ch.  866,  (25  Stat.,  484,)  in 
the  light  of  preyions  legislation  npou  the  sabjoot  of  original  Jiiriiuliction  of  the 
Federal  courts  and  of  the  connection  in  which  it  is  nsed.  Held  to  be  synony- 
mous with  **  resident.*' 
3.  Ramp.— Same. 

It  comprehends  locality  of  exiKtencie,  the  dwelling  place  where  one  maintains 
hiH  fixed  and  legal  sottlemunt,  not  tho  ca<*iial  and  temporary  abiding  place 
required  by  the  neres^iMos  of  prp^^eut  snrroundlhg  circnuistanecs.  A  more 
"  sojourner  "  is  not  an  "  inhabitant "  in  the  House  of  the  act. 

3.  Samk— SA:kiF:. 

Tho  interpretation  in  Shaw  y.  Qulncy  Mining  Company  (144  U.  S.,  444)  of  tho 
Tvord  '*  inhabitant,"  as  used  in  the  act,  followed. 

4.  Same— Sam K. 

The  decision  In  United  Staiet  v.  Southern  Pacific  RaiUcay  Company  (49  Fed. 
Sep.,  297)  not  applicable  to  natural  persons. 

Suit  by  the  Bicycle  Step-Ladder  Company,  of  the  State  of  Iowa, 
apraiDSt  John  E.  Gordon,  a  citizen  of  Lonisville,  Ey.,  temx)OTarily 
Bojonming  at  Chicago,  111.,  for  alleged  iufringeinent  of  Letters  Patent 
No.  442,531,  granted  December  9, 1800,  to  the  complainant  as  assignee 
of  Edward  M.  Mnrray,  for  improvement  in  store-service  ladders. 
Defendant  appeared  specially  and  moved  to  dismiss  for  want  of  jnris- 
diction.    Motion  granted. 

The  defendant,  a  resident  of  Louisville,  Ky.,  temporarily  sojourning 
at  Chicago  as  an  exhibitor  at  the  World's  Columbian  Exposition  of 
the  device  alleged  to  infringe  complainant's  patent,  was  sued  for 
infringement  in  the  Northern  District  of  Illinois.    Motion  to  dismiss 

for  want  of  jurisdiction  granted. 

• 

Messrs.  Dyrenforth  dt  Dyrenforth  for  the  motion. 
Messrs.  Ulliott  ds  HapkinSy  contra. 

Jenkins,  J.: 

The  complainant  files  its  bill  to  restrain  the  alleged  infringeTuent  by 
the  defendant  of  Letters  Patent  granted  to  the  complainant  for  certain 
improvements  in  store-service  ladders.  The  bill  charges  that  the  com- 
plainant is  a  corporation  organized  under  the  laws  of  the  State  of  Iowa, 
and  that  the  defendant  is  a  citizen  of  the  State  of  Kentucky,  residing 
at  Lexington,  in  said  State,  <^and  a  business  inhabitant  of  and  doing 
business  at  the  city  of  Chicago,  111."  Process  was  served  upon  the 
defendant  within  this  district.  Without  otherwise  appearing  to  the 
suit  the  defendant  moves  to  dismiss  the  bill  upon  the  gi-ound  that  upon 
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the  face  of  the  bill  it  appears  that  the  court  is  withoat  jiirisdiction,  the 
defendant  being  a  citizen  of  and  resident  within  the  State  of  Keutackj, 
and  also  asserting  as  a  personal  privilege  his  right  to  be  sued  only  in 
the  latter  State.  It  is  disclosed  by  the  affidavits  supporting  and 
counter  to  the  motion  that  the  defendant  with  his  family  resides  in  the 
State  of  Eentncky,  in  which  State  he  exercises  his  political  rights  and 
privileges;  that  he  came  to  Chicago  aboat  the  first  of  Jane  last,  where 
he  has  since  remained  in  charge  of  an  exhibit  of  ladders  of  his  own 
manufacture  at  the  World's  Columbian  Exposition;  that  these  ladders 
were  manu&ctured  at  his  factory  in  the  State  of  Kentucky;  that  he 
has  taken  some  orders  for  his  manufactures  of  ladders,  which  were 
filled  from  his  manu£Bbcto^  in  Kentucky,  one  of  which  orders  was  from 
a  resident  of  Chicago,  and  that  he  intends  to  return  to  his  home  in  the 
State  of  Kentucky  at  the  close  of  the  exposition. 

Following  the  intimation  of  Judge  Thayer  in  Beiputadler  v.  Beevesj 
(33  Fed.  Rep.,  308,)  the  defendant  has  seen  fit  to  present  the  question 
of  jurisdiction,  or  of  x)ersonal  privilege,  by  motion  to  dismiss,  and  not 
by  -demurrer  or  plea.  The  complainant  making  no  objection  to  the  man- 
*ner  in  which  the  matter  is  brought  to  the  attention  of  the  court,  I  feel 
at  liberty  to  determine  the  question  involved  without  indorsing  or  con- 
sidering the  practice  adopted. 

The  act  of  March  3, 1887,  ch.  37^,  sec.  1,  (24  Stat.,  552,)  as  corrected 
by  the  act  of  August  13, 1888,  ch.  866,  (25  Stat.,  434,)  determining  and 
asserting  the  jurisdiction  of  the  Circuit  Courts  of  the  United  States, 
contains  this  provision: 

And  no  civil  suit  sbaU  be  brought  before  either  of  the  said  ooarts  against  any 
peiaon  by  any  original  prooeM  or  proceeding  in  any  other  district  than  that  whereof 
he  is  an  inhabitant,  bnt  where  the  jurisdiction  is  founded  only  on  the  faet  that  the 
action  is  between  citizens  of  different  States,  snit  shaU  be  brought  only  In  the  dis- 
trict of  the  residence  of  either  the  plaintiff  or  the  defendant; 

The  suit  here  being  for  an  alleged  infringement  of  patent  granted  by 
the  United  States,  the  court  has  jurisdiction  of  the  subject-matter. 
The  case  falls,  therefore,  within  the  first  clause  of  the  prevision  quoted. 
The  objection  to  the  entertaining  of  the  suit  by  this  court  is  one  going 
not  to  the  jurisdiction  of  the  court,  but  rests  upon  the  assertion  by  the 
defendant  of  his  personal  privilege  to  be  sued  only  in  the  district  of 
which  he  is  an  inhabitant. 

There  has  been  some  diversity  of  opinion  in  the  Circuit  Courts  with 
respect  to  the  proper  definition  of  the  term  ^Mnbabitant"  within  the 
meaning  of  the  act.  It  was  used  in  the  original  judiciary  act  (1  Stat, 
7S)  as  explained  by  Mr.  Justice  Gray  in  Shatc  v.  Quinoif  Mining  Com- 
pany (145  U.  S.,  444)— 
to  avoid  the  incongruity  of  speaking  of  a  citizen  of  anything  less  than  a  State — 

when  two  or  more  districts  were  embraced  in  one  State.  In  that  case 
the  second  clause  of  the  provision  was  considered;  but  the  language 
employed  is  equally  applicable  to  the  first  claui>e  here  involved  so  tut 
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as  it  affects  the  judicial  interpretation  of  the  term  <<  inhabitant"    Mr. 
Justice  Gray,  speaking  for  the  Court,  says  at  page  449: 

Aa  to  natural  persons,  therefore,  it  oaimot  be  doubted  that  the  effect  of  this  aot» 
read  in  the  light  of  the  earlier  acts  upon  the  same  subject  and  of  the  Judicial  con« 
struction  thereof,  is  that  the  phrase  ''district  of  the  residence  of*  a  person  is  equir- 
alent  to  "district  whereof  he  is  an  inhabitant/'  and  cannot  be  construed  as  giving 
Jurisdiction,  by  reason  of  citizenship,  to  a  circuit  court  held  in  a  State  of  which 
neither  party  is  a  citizen,  but,  on  the  contrary,  restricts  the  Jurisdiction  to  the 
district  in  which  one  of  the  parties  reside  withiu  the  State  of  which  he  is  a  citizen, 
and  that  this  act,  therefore,  having  taken  away  the  alternative,  permitted  in  the 
earlier  acts,  of  suing  a  person  in  the  district  "in  which  he  shall  be  found"  requires 
any  suit,  the  Jurisdiction  of  which  is  founded  ouly  on  its  being  between  the  citizens 
of  ilitferent  States,  to  be  brought  in  the  State  of  which  one  is  a  citizen,  and  in  tha 
district  therein  of  which  he  is  an  inhabitant  and  resident. 

I  cannot  but  hold  the  ruling  to  be  decisive  liere. 

The  court  in  effect  construes  the  word  "  iubabitant"  to  be,  within 
the  meaning  of  the  act,  synonymous  with  <<  resident"  In  the  light  of 
previous  legislation  upon  the  subject  of  the  original  jurisdiction  of  the 
Federal  courts,  and  of  the  connection  in  which  the  word  is  used,  I 
think  the  word  is  here  employed  in  the  sense  of  <^  resident."  It  com- 
prehends locality  of  existence,  the  dwelling  place  where  one  maintains 
his  fixed  and  legal  settlement,  not  the  casual  and  temporary  abiding 
place  required  by  the  necessities  of  present  surrounding  circumstances. 
A  mere  ^<  sojourner"  is  not  an  *«  inhabitant"  in  the  sense  of  the  act. 
The  meaning,  I  think,  is  well  expressed  by  Judge  Deady  in  Holmes  v. 
Bailway  Co.,  (5  Fed.  Eep.,  523:) 

An  inhabitant  of  a  place  is  one  who  ordinarily  is  personally  present  there;  not 
merely  in  itinere,  but  as  a  resident  and  dweller  there. 

The  case  of  the  United  States  v.  Southern  Pae.  R.  Co.  (49  Fed.  Bep., 
297,)  decided  by  Mr.  Justice  Harlan,  is  pressed  upon  my  attention. 
The  question  there  considered  was  with  respect  to  the  domicile  of  a 
corporation  created  by  one  State  and  oi>erating  and  maintaining  office 
in  another.  It  was  held  that  although  a  corporation  was  a  legal  habi- 
tant in  the  St^te  of  its  creation,  it  could  also  become  an  inhabitant  of 
another  State  for  the  purposes  of  business  and  of  Jurisdiction  in  per^ 
$&nam.  This  proceeded  upon  the  ground  that  the  corporation  carried 
on  busineiM  in  the  other  State  by  express  license  of  that  State,  and 
upon  the  implied  condition  that  it  was  subject  to  the  process  of  courts 
within  that  jurisdiction.  Whether  or  not  that  decision  can  be  upheld 
I  need  not  here  inquire.  Mr.  Justice  Harlan's  ruling  certainly  appeals 
to  one's  sense  of  justice  and  of  what  ought  to  be  if  it  is  not.  Ihe 
decision  rests  ui)on  x>eculiar  ground  not  applicable  to  natural  persons. 
It  is  further  to  be  observed  that  that  case  was  decided  prior  to  the 
decision  in  Shaw  v.  Quiney  Mining  Company,  eupra,  and  that  Mr.  Jus- 
tice Harlan  dissented  from  the  opinion  of  the  Court  in  tl^e  latter  case. 

Upon  the  face  of  the  bill  the  defendant  is  a  citizen  and  resident  of 
Kentucky.  He  cannot  also  be,  within  the  meaning  of  the  term  as 
employed  in  the  act,  an  inhabitant  of  Uliuois.    He  is  a  <<  sojourner  "  in 
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the  city  of  Chicago  during  the  time  of  the  exposition.    That  does  not 
however,  sabject  him  to  this  suit  in  this  jarisdiction  if  he  choases  to 
avail  himself  of  his  privilege  of  exemption. 
The  motion  to  dismiss  will  be  granted. 


[U.  8.  Circuit  Court,  EMtem  District  of  Kew  York.] 

National  Folding  Box  and  Paper  Company  v.  Phcbnix  Papeb 
Company,  Limited,  et  al. 

Decided  May  IS,  189$. 
66  O.  a.  752. 

1.  PATSZTT—lNTRiNGRHE^n'— Prior  Adjudications. 

In  a  salt  for  infringement  of  a  patent,  where  It  appears  that  the  courts  of 
other  circuits  have  already  sastained  the  validity  of  the  patent  as  against  all 
the  defenses  now  made,  save  that  of  anticipation  hy  reason  of  certain  patents 
not  before  in  eyidence,  and  have  also  found  that  defendants  infringed,  the  court 
will  accept  those  decisions  and  examine  only  the  anticipation  alleged, 

2.  Bitter— Paper  Boxes— Validity— Anticipation. 

Letters  Patent  No.  171,866,  issued  January  4, 1876,  to  Reuben  Bitter,  for  an 
improToment  in  paper  boxes,  were  not  anticipated  by  prior  inyentions,  and  are 
valid. 

Suit  by  the  National  Folding  Box  and  Paper  Company  against  the 
Phoenix  Paper  Company,  Limited,  and  others  for  InMngement  of  a 
patent.    Decree  for  complainant. 

Mr,  Walter  D.  Edmonds  for  the  complainant. 

Me99r%.  Billings  &  Cardozo  {Mr.  B.  B,  McMasteTy  of  counsel)  for  the 
defendants. 

Bbnbdiot,  J.: 

This  is  an  action  founded  upon  the  second  claim  of  Letters  Patent  Ka 
171,866,  dated  January  4, 1876,  issued  to  Reuben  Bitter,  for  an  improve- 
ment in  paper  boxes.  The  patent  has  expired.  The  main  defense  in 
the  case  is  a  defect  in  title,  although  the  defenses  of  lack  of  novelty 
in  invention  and  non-infringement  are  set  up  in  the  answer.  The 
patent  has  been  several  times  examined  by  the  courts  of  the  United 
States,  and  the  question  of  the  validity  of  the  patent  has  been  passed 
upon  by  this  court.  (See  Box  Co.  v.  Nugent^  41  Fed.  Bep.,  139;  Ifatumal 
Folding  Box  cmd  Paper  Go.  v.  American  Paper  Pail  and  Box  Co.^  C.  D., 
1892,  329;  58  O.  G.,  1844;  48  Fed.  Bep.,  913;  and  51  Fed.  Bep.,  229.) 
Moreover,  the  infringement  here  complained  of  has  been  before  the 
Circuit  Court  of  New  Jersey  and  also  before  the  Circuit  Court  of  the 
Southern  District  of  New  York.  The  question  of  title  raised  in  this 
case  has  also  been  passed  upon  by  the  Circuit  Court  for  the  Southern 
District  of  New  York.  (National  Folding  Box  and  Paper  Co.  v.  Ameri- 
can Paper  Pail  and  Box  Co.j  55  Fed.  Bep.,  488.)    Under  these  circum^ 
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stances  the  only  qaestion  open  for  consideration  on  this  occasion  is 
whether  certain  patents  set  up  in  this  case,  which  were  not  set  up  in 
the  former  cases,  can  affect  the  decision.  At  the  argument  these  patents 
were  not  seriously  relied  upon,  as  it  seemed  to  me,  and  upon  examina- 
tion I  find  nothing  in  them  which  impugns  the  validity  of  the  patent. 
In  regard  to  the  title  of  the  complainant  in  the  patent  in  question,  my 
opinion  coincides  with  that  of  Judge  Coxe,  who  examined  the  questioiL 
There  must  be  a  decree  for  the  complainant  for  an  aocouuting. 


[U.  B.  Circuit  Coartr- Western  Dietrlot  of  PenneylTaiiia.] 

BiDEB  V.  Adams  &  Co. 

Decided  July  3, 1S9S. 

S6  0.  G.,758. 

RiDKR— Casting  Tubulab  Articles— Patent  ABiLirT—lNrBiNOBMBNT. 

Letters  Patent  No.  159,568,  dated  February  9, 1875,  for  ixDprovemeut  in  casting 
tabular  articles,  granted  to  Leman  P.  Rider,  construed  to  be  limited  to  rednoing 
the  nnmber  of  parts  liable  to  displacement  in  yertical  casting  Joined  to  pouring 
through  the  core-head,  so  as  to  still  further  reduce  the  liability  to  displacement. 
Held  that  the  patent  is  not  infringed  by  a  mold  having  a  core-head  formed  with 
the  core  and  a  print  at  the  lower  end,  the  core  being  seated  at  the  top  and  bot- 
tom of  the  mold. 

Mr.,J.  M.  Sicearingen  for  the  complainant. 

Mr.  James  L  Kay  and  Mr.  Robert  D.  Totten  for  the  defendant. 

BUFPINGTON,  J.: 

On  February  9, 1875,  a  patent^Ko.. 159,553,  for  improvement  in  cast- 
ing tubular  articles,  was  granted  to  Leman  P.  Rider,  the  plaintiflf.  This 
action  of  trespass  on  the  case  for  alleged  infringement  by  the  defendant 
firm  of  the  first  claim  of  said  patent  was  brought  after  the  expiration 
of  the  patent.  Trial  by  jury  was  duly  waived  and  the  case  heard  by 
the  court. 

Two  questions  are  involved,  viz.,  patentability  and  infringement.  The 
art  involved  is  the  casting  of  circular  hollow  articles.  By  the  old  method 
these  were  cast  in  a  horizontal  position.  The  mold  was  made  in  two 
pai-ts,  the  lower  known  as  the  <<drag"  and  the  upper  as  the  '^cope.''  The 
drag  was  first  made  in  sand  containing  a  pai-t  of  the  pattern  and  the 
remaining  part  in  sand  in  tbe  cope.  The  <<core,"  made  of  sand  and 
other  ingredients  and  which  forms  the  hollow  part  of  the  casting,  was 
placed  in  the  mold-cavity  in  the  drag  horizontally  and  secured  at  either 
end  by  core  prints.  This  core,  together  with  its  head  and  base,  was 
made  in  one  piece.  Upon  the  drag  the  eoi)e  was  then  placed,  being 
directed  to  position  by  dowel-pins  and  secured  by  clamps.  The  molten 
metal  was  poured  through  a  hole  or  pouring-gate  in  the  cope,  and  reach- 
ing the  mold-cavity,  formed  the  casting.    One  difficulty  in  this  method 
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was  the  failure  of  tJie  core  to  center— a  thing  caused  by  not  packing  the 
sand  evenly,  by  a  jarring  of  the  flask,  and  by  the  rising  of  the  metal  as 
I>oured.  In  the  new  method  the  cores  are  placed  vertically  in  the  mold, 
are  kept  in  engagement  with  core  prints  or  seats  at  each  end  and  the 
metal  poured  in  from  above.  In  this  change,  so  fiir  as  metal  casting 
generally  is.  concerned,  Rider  was  not  a  pioneer.  It  may  be  he  was 
the  first  to  cast  axle-boxes,  but  in  doing  so  he  drew  very  largely  on  the 
prior  art  as  shown  in  the  casting  of  other  articles. 

The  art  prior  to  his  application  showed  a  patent,  ISo.  121,151,  to 
Brodie  and  others  for  casting  large  iron  pipe,  in  which  a  vertical 
metallic  flask  was  used  and  a  metallic  core  inserted  therein.  It  was 
centered  at  its  lower  end  by  engagement  with  core  prints,  and — 

a  sand  ring  provided  with  openingB,  which  openingn  terre  the  pmpose  of  ponring- 
gates,  is  then  placed  over  the  upper  end  of  the  core,  so  as  to  fill  np  the  space  between 
the  core  and  mold  and  form  the  end  portion  of  the  mold  for  the  bowl  of  the  pipe. 

This  ring  formed  an  integral  part  of  the  cope  when  finished,  and 
through  it  the  metal  was  poured.  At  McNeal's  works,  Burlington,  N. 
J.,  iron  pipes  were  cast  vertically.  A  large  flask  was  placed  in  a  pit, 
the  pattern  put  therein  and  secured  to  place  by  a  plate  at  the  base, 
the  sand  rammed  around,  and  the  pattern  then  withdrawn.  A  hollow 
core  wrapped  with  hay  rope  and  plastered  with  a  sand  composition  was 
then  turned  to  the  desired  size  in  a  lathe.  It  was  then  placed  in  the 
mold-cavity  and  centered  at  the  top  by  a  sand  ring  placed  thereon,  as 
shown  in  the  Brodie  patent.  The  length  of  the  pipe  was  regulated  by 
the  '<  stopping-off "  method— that  is,  at  the  length  desired  the  core  was 
turned  to  the  size  of  the  pattern,  so  that  it  fit  closely  into  the  mold- 
cavity  and  served  to  keep  the  metal  from  rising  higher  and  also  centered 
the  core. 

In  the  mold-cavity  below  the  pipe  was  cast.  Grooves  or  pouring  gates 
were  foiined  on  the  face  of  the  enlarged  head  of  the  core,  through  which 
the  metal-was  poured.  It  is  also  shown  that  at  Price  &  Sims'  works, 
Pittsburg,  pipe-balls— that  is,  tubes  with  a  closed  and  rounded  end — 
were  vertically  cast.  The  mold  cavity  was  formed  in  the  main  mold — 
cores  with  the  cox>e,  or  core-head,  and  the  core  all  in  one  piece — and 
pouring-grooves  on  the  outer  surface  (not  through  the  head)  were  used. 
Hollow  caps,  with  trefoil-closed  ends,  and  known  as  "Weigand''  boiler- 
caps,  were  also  cast  vertically,  at  the  same  place  and  in  Philadelphia. 
The  mold  had  a  core-seat  at  its  upper  end.  The  core  and  core-head 
formed  one  piece,  and  were  adapted  to  fit  in  the  core  seat.  On  the  edge 
of  the  core-head,  and  under  the  face,  was  a  groove  through  which  the 
metal  ran.  It  will  be  noted  that,  in  the  Brodie  device,  the  core  and 
sand  ring  are  made  separately;  in  the  McNeal,  the  '^stopoif  part  of 
the  core  does  not  taper,  nor  does  the  mold-cavity,  so  as  to  form  a  regu- 
lar core-head  seat;  that  in  the  pipe-balls  and  Weigand  caps  the  ends 
are  closed  at  the  lower  ends;  that  in  all  these  devices,  except  the 
Brodie,  In  case  the  core-head  did  not  fit  closely  to  the  core^seat  on 
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tlie  side  of  tlie  mold-cavity,  the  metal,  in  passing  through  the  groove 
or  ponringgate  was  iVee  to  enter  this  space  and  move  the  core  from 
its  central  position  and  spoil  the  casting. 

Ill  this  state  of  the  art,  and  with  other  devices,  which  we  do  not  deem 
it  necessary  to  note,  Bider  applied  for  a  patent.  The  file-wrapi>er  shows 
his  first  specification  took  broad  groand,  and  the  claims  made  were  of 
a  like  kind.    The  specification  said : 

My  invention  relates  to  the  method  of  casting  tabnlar  artieloR,  such  as  axle-boxes, 
iron  pipes,  ^c. ;  and  it  consists,  first,  in  forming  the  mold  pattern  and  rore,  so  that 
the  core  will  center  itself  aeonrately  in  the  mold;  second,  in  casting;  by  pouring 
through  the  core,  and^  third,  in  the  flask  or  core-box  u.sed  in  forming  the  core. 

The  claims  then  made  were,  first,  in  casting  tabular  articles  in  verti- 
cal molds,  centering  the  core  by  recesses  formed  in  the  opi)osite  ends 
of  the  mold,  substantially  as  described;  second,  the  cope  or  base  of  the 
core  extending  over  the  edge  of  the  mold-cavity  and  having  the  pour- 
ing-gAtes  in  said  cope,  so  that  in  casting  tubular  articles  the  pouring 
may  be  done  through  the  core,  and,  third,  for  a  box  for  molding  cores, 
which  was  afterward  allowed  substantially  as  claimed,  and  which  is 
Bot  alleged  to  be  infHnged. 

It  was  held  that  the  patent  of  Brodie,  supra^  and  of  Benson,  No. 
37,670,  substantially  anticipated  the  alleged  invention,  and  the  appli- 
•cation  was  rcijected.  The  specification  was  then  amended  by  inserting, 
instead  of  the  part  quoted,  the  following: 

My  inyention  relates  to  the  manner  of  forming  the  molds  for  casting  tabnlar  art i- 
eles;  and  it  consists,  first,  in  forming  the  cope  with  its  ponring-gates  as  a  part  of  the 
'Oore  proper,  so  that  the  seyeral  parts  shall  at  all  times  hold  the  same  relatiye  post* 
tlon,  thns  insuring  the  centering  of  the  core  and  reducing  the  number  of  parts  of  the 
mold  liable  to  displacement  in  pouring,  and^  secondly,  in  forming  the  core-flask,  Ac 

The  daim  allowed  was: 

The  cope  or  base*  of  the  core  formed  in  one  piece  with  the  core,  to  facilitate  cen- 
tering the  same,  and  haying  the  pouring-gates  formed  therein,  so  that  the  pouring 
may  be  done  through  the  cope  without  disturbing  the  xelatiye  poeiticMi  of  the  eope 
and  mold,  substantially  as  specified. 

The  claim  thus  allowed  was  much  narrower  than  the  two  first  made. 
We  notice  an  absence  of  the  broad  claim  of  centering  the  core  in  verti* 
cal  molding  by  recesses  in  the  opposite  ends  of  the  mold.  The  eleijients 
<<  vertical"  and  ^<  tubular,"  which  are  in  the  rejected  claim,  donotapi>ear 
in  the  allowed  one. 

As  allowed  the  claims  are  narrowed  from  two  to  one,  and  this  one 
was  limited  to  a  cope  or  base  of  the  core  formed  in  one  part,  this  for 
the  purpose  of  facilitating  the  centering  of  the  core,  but  with  the 
added  limitation  of  having  the  ponring-gates  therein,  and  this  so  that 
the  pouring  might  be  done  through  the  cope  without  disturbing  the 
relative  position  of  the  core  and  mold.  To  save  the  patent,  it  must 
receive  a  narrow  construction.  It  is  not  a  pioneer.  To  give  it  the 
broad  construction  contended  for  would  be  to  insure  its  destruction. 
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Bach  was  the  case  in  tbe  Patent  Office.  The  broad  claims  made  caaaed 
its  rejection,  as  they  would  here  by  anticipations  shown.  It  is  con- 
tended by  plaiutilTs  counsel  that  pipe-balls  and  Weigand  boiler-caps 
do  not  anticipate,  because  they  were  closed  at  the  lower  end  and  are 
not  tubular.  Whether  the  word  ^^tubnlar^"  as  found  in  the  specifica- 
tion, is  to  be  confined  exclusively  to  hollow  articles  open  at  both  ends, 
and  is  hot  used  in  the  sense  '^ resembling  a  tube"— that  is,  longitudi- 
nally hollow  and  in  the  form  of  a  tube — may  well  be  questioned;  but 
suffice  it  to  say  we  find  no  such  word  in  the  claim  allowed.  We  find 
the  word  <<  tubular"  in  the  claims  as  first  made  and  necessarily  implied 
also,  because  a  core  centered  above  and  below  would  cast  notiiing  but 
a  tube.  We  find  both  claim  and  word  withdrawn,  and  in  the  substi- 
tuted specification  instead  of  the  words  <^  tubular  articles,  such  as  axle- 
boxes,  iron  pipes,  etc.,"  of  the  first  specification  the  words  ^^such  as 
axle-boxes,  iron  pipes,  etc.,"  omitted.  We  are  of  opinion  that  the 
claim  is  not  restricted  to  tubular  articles  in  the  sense  of  being  open  at 
both  ends,  and  that  it  is  broad  enough  to  cover,  other  points  being 
waived,  the  casting  of  the  pipe-balls,  boiler-caps,  and  articles  whove 
core-heads  are  part  of  the  core,  and  therefore  serve  to  center  it. 

Under  the  broad  construction  of  the  claim  contended  for  it  was  clearly 
anticipated  by  the  McNeal  device,  for  we  there  find  vertical  castings 
the  core-head  in  one  piece  with  the  core  and  adapted  to  centering  iu 
The  mere  fact  that  the  head  did  not  taper,  as  shown  in  the  drawing  in 
Eider's  patent,  is  not  material,  for  we  find  no  such  requirement  in  the 
specification  or  limitation  in  the  claim;  but  we  are  of  opinion  the  claim 
should  not  be  so  construed.  Bider  was  the  first  one  to  make  a  pouring- 
gate  in  and  through  the  core-head  of  a  core  made  in  one  piece  with  the 
core-head.  A  careflil  study  of  the  file-wrapper  shows  the  invention 
finally  narrowed  down  to  this:  reducing  the  number  of  parts  liable  to 
displacement  in  vertical  casting  joined  to  pouring  through  the  core- 
head,  So  as  to  still  further  reduce  the  liability  to  displacement.  On  this 
construction  the  claim  can  stand,  as  no  other  covered  it  in  view  of  the 
prior  state  of  the  art.  With  these  limitations  the  device  of  the  defend- 
ants does  not  infringe.  For  making  wagon-boxes  they  employ  a  mold 
having  a  core-head  formed  with  tbe  core  and  a  print  at  the  lower  end, 
the  core  being  seated  at  the  top  and  bottom  of  the  mold.  These  molds 
are  formed  in  clusters  in  one  flask  and  surrounding  a  central  basin  in 
which  the  molten  metal  is  poured,  and  from  which  leaders  extend  to 
the  sides  of  the  several  core- heads.  These  latter  are  slightiy  flattened 
or  reversed  to  form  a  passage  for  the  metal  to  the  mold-cavity.  For 
molding  pipe-welding  balls  they  use  molds  of  substantially  the  same 
construction.  The  pouring-gate  is  not  formed  in  the  cope  or  base  of 
the  core.  The  pouring  is  not  through  the  cope  or  core-head;  so  the 
device  is  liable  to  the  very  trouble  Bider  sought  to  escape  and  improve 
upon,  viz.,  the  disturbance  <^of  the  relative  position  of  the  core  and 
mold."   This  pouring  at  the  outer  edge  of  the  core-head  is  not  an  equiv- 
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alent  of  pouring  throttgh  the  core-head,  and  is  not  a  change  of  form  to 
avoid  the  substance  of  the  patent.  It  is  a  diiferent  method,  and  one 
^hich  Bider  sought  to  improve  upon,  for  by  it  one  incurs  the  risk  of 
the  metal  running  between  the  core-head  and  the  surrounding  core- 
print.  Under  all  the  facts  we  are  of  opinion  the  plaintiff  is  not  entitled 
to  recover,  and  it  is,  therefore,  ordered  that  judgment  be  entered  against 
the  plaintiify  Leman  P.  Bider,  with  costs  of  suit 


[U*  8.  dnnit  Gourt— Soathera  Biatilot  of  New  Tosk.) 

Beat  et  al.  v.  Dennino  bx  al. 

S6  0.  G.,764. 

Bbat— Drsm-Stats— Absigkicbnt— What  CoNSTmrnss. 

B  ftnd  K,  being  owners  of  a  patent  for  dreM-atays,  entered  into  an  agreement 
that  any  inventions  in  dress-stays  made  by  either  of  them  shonld  be  owned 
Jointly.  The  agreement  recited  that  its  purpose  was  **  to  bnild  up  a  good  busi- 
ness in  dress-stays,  said  business  to  be  shared  mutually  and  equally"  between 
them.  Thereafter  B  secured  a  patent  for  an  improvement  in  dress-stays.  Alter 
this  the  two  entered  into  partnership  with  an  existing  firm  for  the  purpose  of 
making  and  dealing  in  dress-stays,  the  contract  redting  that  the  right  under 
the  original  patent  owned  by  B  and  E  should  be  in  the  partnership  exclusively 
and  that  any  improvements  made  by  either  B  or  K  should  belong  to  the  part- 
nership. Several  months  later  this  partnership  was  dissolved  by  a  written 
agreement  reciting  that  "  K  for  a  money  consideration  assigned  all  his  right, 
title,  and  interest  in  and  to,  all  and  singular,  the  property,  assets,  and  business 
of  said  co-partnership"  to  the  other  partners.  Held  that  this  assignment 
divested  all  of  K's  right  and  title  to  the  patent  secured  by  B  after  the  making 
of  the  original  agreement  between  them. 

Bill  by  Morris  P.  Bray  and  others  against  Edwin  J.  Denning  and 
others  for  infringement  of  a  patent.    Decree  for  complainants. 

Mr.  Oharlea  K  Mitchell  for  the  complainants. 
Mr.  0.  Godfrey  Pattereon  for  the  defendants. 

Whbelbb,  J.: 

This  suit  is  brought  upon  Patent  No.  440,246,  dated  Kovember  11, 
1880,  and  granted  to  the  orator,  Morris  P.  Bray,  for  a  dress-stay.  The 
orators  have  the  legal  record  title  to  the  patent.  The  defendants'  firm 
has  infringed  hf  selling  dress-stays  made  by  Stewart,  Howe  &  May, 
under  a  license  from  John  Kendrick,  who  claims  to  have  an  equitable 
title  to  half  of  the  patent.  The  defendants  stand  upon  this  title,  and 
also  insist  that  the  orators  are  not  entitled  to  a  decree  because  one 
member  of  the  firm  is  not  made  a  defendant  and  because  they  had 
granted  an  exclusive  license  to  another  to  manu&ctnre  and  selL 
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Tbe  iufiring<)metit  of  a  patent  is  essentially  a  tort  {Boot  y.  BMwojf 
Oo.j  O.  D.J  1882, 167;  21  O.  G.,  1112;  105  U.  8.,  180.)  That  torts  aie 
several,  and  part  without  all  may  be  saed,  is  elementary.  That  a 
licensee  cannot  maiDtaiu  a  soit  for  infringement,  and  that  saeh  a  suit 
mast  be  brought  by  or  in  the  name  of  the  owner  of  the  patent,  seems 
to  be  weU  settled.  (LiUUfield  y.  P^rry,  7  O.  O.,  064;  21  Wall,  205; 
Paper  Bag  CatteBj  C.  D.,  1882, 107;  210.G.,1275;  106  U.a,766.)  The 
orators,  Bray  and  Kendrick,  owned  patent  No.  306,533,  for  a  garment- 
stay,  and  on  November  1, 1880,  entered  into  an  agreement  containing 
these  provisions: 

*  *  *  Hie  said  Bray  and  Kendriok,  for  and  in  oonsideration  of  one  dollar  eaeh 
to  the  other  paid,  the  reoeipt  of  which  is  hereby  acknowledged,  hereby  agree  not 
to  sell  any  part  of  said  Lettem  Patent  dated  January  22, 18S9,  No.  386,583,  nor  to 
licenM  other  parties  to  make  or  sell,  or  cause  to  be  made  or  sold,  any  of  said  atays, 
excepting  as  shall  bo  sold  Jointly  by  said  Bray  and  said  Kendrick.  It  is  hereby  ftir- 
ther  agreed  that  neither  party  shall  make  any  new  invention  on  dress-stays,  or  cause 
to  be  made  any  new  ioiproyements  in  dress-stays,  independent  of  the  other  party,  and 
that  any  and  all  inventions  and  improvements,  either  mechanical  or  designs,  shall 
be  owned  Jointly  and  mutually  by  said  Bray  and  said  Kendrick.  The  object  of  this 
agreement  is  to  create  and  build  up  a  good  business  in  dress-stays,  said  business  to 
be  shared  mntnally  and  equally  by  said  Bray  and  said  Kendrick. 

This  patent  is  for  an  improvement  in  dress-stays  within  the  meaning 
of  this  agreement. 

In  carrying  out  the  agreement,  on  December  1, 1800,  Bray  and  Ken- 
drick and  an  existing  firm  of  Lublin  &  Esty  entered  into  articles  of 
partnership,  containing  these  clauses: 

The  purposes  of  said  partnership  shall  be  to  make,  mannfkoture,  and  deal  in  dreaa- 
sta^s  under,  and  as  provided  for  and  secured  by  Letters  Patent  of  the  United  States, 
numbered  396,583,  issued  January  22,  1889,  said  patent  being  at  the  date  hereof 
owned  equally  by  Morris  P.  Bray  and  John  Kendrick.  It  is  further  agreed  by  said 
partners  that  during  the  term  and  limit  of  this  partnership  the  sole  right  to  make, 
manufacture  and  sell  said  dress-stays  under  said  Letters  Patent  and  any  improTv- 
meut  on  the  said  stays  which  may  be  pstented  by  either  said  Bray  or  said  Kendrick, 
or  both  of  them,  shaU  be  and  belong  to  said  copartnership. 

On  September  18, 1891,  the  partnership  was  dissolved  by  written 
agreement,  which  contained  this  clause: 

It  is  farther  agreed  between  the  parties  hereto  that  the  said  John  Kendrick  shall 
receiye  in  f^ll  payment  and  discharge  for  all  his  right,  title,  and  interest  In  and  to, 
all  and  singular,  the  property,  assets,  and  business  of  said  copartnership  the  sum 
of  ($292.90)  two  hundred  and  ninety-two  doUai^  and  ninety  cents,  the  said  John 
Kendrick  baring  heretofore  received  $226.  And  the  said  John  Kendrick,  in  conaid« 
oration  of  the  payment  thus  made  to  him,  hereby  sells,  assigns^  and  transfers  onto 
said  Lublin  Sc  Ksty  and  Morris  P.  Brny  all  and  singular  his  right,  title,  and 
Interest  in  and  to  the  prox>erty  and  assets  of  said  copartnership,  to  have  and  to  hold 
the  same  unto  thorn,  their  executoin,  ndministnitoi's,  and  assigns. 

After  this,  on  October  19, 1891,  Kendrick  executed  the  license  to 
Stewart,  Howe  &  May,  under  wliicli  tlie  infringing  stays  were  made, 
the  right  to  make  which  depends  upon  his  title  to  the  patent. 
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The  proTiBions  in  the  original  agreement  between  him  and  Bray, 
providing  that  all  inventions  and  improvements  should  be  owned 
jointly  and  mutnally  by  them,  standing  alone,  would  mean  that  Ken- 
drick  was  to  become  the  absolute  owner,  with  Bray,  of  any  such  inven- 
tion as  this  made  by  Bray;  but  the  agreement  goes  further  and  states 
the  object  to  be  to  build  up  a  good  business  in  dress-stays,  to  be  shared 
mutually  and  equally  by  them.  This  seems  to  indicate  that  the  inven- 
tions were  to  go  with  the  business,  and  to  qualify  the  right  which 
either  should  acquire  in  any  invention  of  the  other,  down  to  the 
requirements  of  tiieir  business.  This  right,  whatever  it  was,  appears 
to  have  been  expressly  parted  with  and  conveyed  by  Kendrick  upon 
the  dissolution  of  the  partnership  by  the  force  of  the  clause  quoted. 
The  title  which  the  defendants  stand  upon  therefore  fedls. 

Let  there  be  a  decree  for  the  plaintiffs. 


[XT.  B.  Giroait  Cooxt-Biatriot  of  KaMaehoaetti.l 

National  Ttpewbiteb  Company  r.  Pope  MANUPACTUBiNa  Com- 
pany. 

Decided  Jul9  6, 189$. 
65  0.  G.,  766. 

FbDBRAL  ComtTS-nJUBUDICTIOK— TSRBITORIAL  LIMITS— SXTTTB  AQAIKST  COBPORA- 

TIONB. 

.A  corporation  oaxmot  be  sued  in  the  Federal  courts  of  a  district  other  than  in 
the  state  of  its  incorporation. 

Suit  by  the  National  Typewriter  Company,  a  corporation  organized 
under  the  laws  of  Maine,  against  the  Pope  Manufiicturing  Company,  ^ 
corporation  organized  under  the  laws  of  Connecticut,  for  infringement 
of  Letters  Patent  No.  238,387,  issued  March  1, 1881,  to  Thomas  Hall, 
for  an  improvemeiit  in  type-writers.  Heard  on  demurrer  to  the  bill  for 
want  of  jurisdiction.    Demurrer  sustained. 

Mr.  Rodney  Lund  for  the  complainant. 
Mr.  WiUiam  A.  Bedding  for  the  defendant. 

Colt,  J.; 

The  defendant,  being  a  foreign  corporation,  incorporated  under  the 
laws  of  Connecticut,  cannot,  under  the  recent  decisions  of  the  Supreme 
Court,  be  sued  in  this  district^  and  I  must  therefore  sustain  the 
demurrer  on  this  ground* 
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[U.  S.  Circuit  GooH-Difttrlot  of  New  Jeney.] 

BiJNBBIDGS  ET  AL.  V.  KiTOHELL  EMBOSSINa  COMPANY. 

IholMtJml9l7,189S. 

66  O.  O.,  756. 

BAIKBttlDOE— PiCTURS-MaT8— tXVBMTIOK— AKTICtPATION. 

Letien  Patent  No.  i62,911,  teaed  Uhj  26, 18B1,  to  Bichftrd  W.  Batntoidge,  are 
for  an  'MmproTement  in  material  for  pietore-mata,"  ooniaisting  of  *  material 
composed  of  a  backing  or  body  of  soft  paper  and  a  fMing  of  ornamental  paper 
attached  thereto  and  afterward  emboased,  the  backing  by  reaeon  of  its  aoftneea 
serving  as  a  conuter  die,  thus  neceaaitating  the  use  of  bnt  one  die.  Heid  that 
the  patent  la  void  becaaae  of  anticipation,  and  ako  for  want  of  inrention  in 
view  of  the  prior  state  of  the  art. 

Suit  by  Richard  W.  Bainbridge  and  others  against  the  Kitoheil 
Bmbossing  Company  for  infMngement  of  a  patents 

JIf  r.  Edwin  H.  Brown  for  the  complainants. 
Mr.  H.  D.  Donnelly  for  the  defendant. 

ACHESON,  «7. : 

This  bill  charges  infiringement  of  Letters  Patent  No.  452,911,  dated 
May  26, 1891,  granted  to  Biohard  W.  Bainbridge,  for  an  ^*  improvement 
in  material  for  picture-mats."  In  the  specifloation  the  patentee  states 
that  the— 

improvement  consists  in  apictnre-mat  material  oomposod  of  a  backing  or  body  of 
soft  paper  and  an  embossed  facing  attached  thereto, 

and  that — 

Preferably  there  will  be  a  facing  on  each  side  of  the  soft  paper. 

He  fiirther  says: 

By  this  improvement  I  am  enabled  to  prodnoe  a  material  of  ornamental  apiMumnce 
anfficiently  thick  to  form  a  mat  and  yet  of  each  character  as  to  be  readily  oat  to  the 
ahape  requisite  for  a  mat. 

Describing  the  manner  in  which  the  mat  material  is  made,  tilie  sped- 
flcation  states: 

A  designates  a  number  of  sheets  ot  soft  paper  forming  a  backing  or  body^  and  A' 
A*  designate  focings  attached  thereto. 

The  different  sheets  or  layers  of  the  paper  constitating  the  backing  or  body  may 
be  united  by  paste  or  other  adhesive  substance,  and  the  flicing  may  be  attached  in 
the  same  way  to  the  backing  or  M)dy. 

It  is  further  stated  that^ 

The  backing  or  body  gives  the  thickness  desired  for  a  mat,  and  being  aolt  enables 
any  one  to  readily  out  through  it  to  form  a  mat. 

It  is  also  set  forth  that — 

The  embossing  of  the  fiicings  A'  A*  is  done  after  their  attachment  to  the  baekl^g  or 
body  A. 

and  that  this  is  i)ossible  becaose  the  material  forming  the  backing  or 
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body  is  of  sach  a  soft  character  that  it  will  serve  as  the  eqalvalent  of 
a  ooanter-die,  uid  consequently  enable  the  embossing  of  each  facing 
to  be  done  by  a  single  die.  This  is  said  to  be  yery  important,  because 
the  material  composed  of  the  backing  or  body  and  &cing  may  be  rolled 
oat  flat  after  b^ng  united,  which  would  be  impossible  if  the  embossing 
were  done  before  the  atlMdiment  of  the  fiscing,  for  the  reason  that  the 
operation  of  rolling  out  the  material  flat  would,  in  such  case,  smooth 
out  the  embossing.  This  is  the  whole  substance  of  the  speciflcation. 
The  claims  of  the  patent  are  as  follows: 

1.  As  a  new  srti«lAof<iiiiinafaotiire,  amatorUl  for  a  piotnre-mat,  hovlng  a  backing 
or  body  portion  oonsiBtingof  layois  of  soft  paper  nnited  togelher  by  an  adhesiTo 
enbaianee  and  a  facing  of  ornamental  paper  Becnred  thereto^  sabetontially  as  speci- 
fied. 

2.  As  a  new  article  of  mannfaotiire,  a  sheet  of  material  for  piotnre-mats,  com- 
posed of  a  backing  or  body  of  soft  material  and  facings  of  ornamental  paper 
attached  to  the  outer  sides  thereof,  sabstantlally  as  specified. 

3.  The  process  of  making  material  for  picture-mats,  oontisting  In  forming  a  back* 
ing  or  body  of  suitable  soft  paper  and  attaching  thereto  a  facing  of  olmamental 
IMper  and  in  subsequently  embossing  such  paper,  the  backing  or  body  serring  as  a 
counter-die,  substantially  as  specified. 

The  defendant,  among  other  defenses,  sets  up  anticipation,  and  in 
one  instance^  at  least,  that  defense  has  been  made  out.  It  is  yery 
clearly  proved  by  trustworthy  and  uncontradicted  testimony  that  in 
the  years  1887  and  1888,  the  dates  being  fixed  by  book  entries  before 
the  date  of  Bainlmdge's  alleged  invention,  the  A.  M.  CoUins  Manu- 
facturing Company,  of  Philadelphia,  made  for  and  sold  and  delivered 
to  George  Barrie,  oi  Philadelphia,  and  to  Allen  &  Ginther,  of 
Richmond,  Ya.,  mat  boards  for  pictures,  in  considerable  quantities^ 
which  were  nmde  by  pasting  together  several  sheets  of  soft  paper  to 
form  the  body  of  the  mat,  which  was  then  faced  with  ornamental  paper, 
and  the  fBMsing  subsequently  embosse<l  without  the  use  of  a  counter  die. 
The  process  of  manu&cture  there  pursued  was  identical  with  the 
method  set  forth  in  the  Bainbridge  patent,  and  the  article  produced,  of 
which  original  specimens  are  exhibits  in  this  case,  corresponds  sub- 
stantially with  the  description  of  the  patent.  Hirner,  a  mat-maker, 
who  cut  a  portion  of  that  material  into  picture  mats  for  Barrie,  testifies 
that  <<  it  was  an  easy-cutting  board ;  it  hadn't  a  hard  inner  surface  to  it." 
The  rebutting  proofs  really  go  no  fiurther  than  this:  that  these  exhibits 
are  inferior  to  the  article  now  manufactured  by  the  plaintiffs.  But  it 
appears  that  the  plaintiffs  are  using  "wood  pulp"  or  << wood-pulp 
board"  for  their  backing  or  body,  and  in  their  printed  brief  they  say: 

Our  position  is  thet  the  patent  is  really  for  a  mat  material  having  a  backing  or 
body  of  wood  pulp  and  a  fiscing  or  facings  applied  thereto  and  embossed  after  their 
union,  this  material  being  superior  to  any  other  ever  proiluced  for  the  same  purpose. 

Of  this,  however,  the  patent  contains  not  a  hint.  Moreover,  it 
appears  that  the  material  spoken  of  in  the  evidence  indifferently  as 
^  wood  pulp"  and  ^'wood-pulp  board,"  which  is  made  of  difterent  thick- 
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nesses,  as  desired,  was  a  well  known  article  on  the  market  at  the  time 
of  Bainbridge's  aliened  invention,  and  had  long  been  used  to  form  the 
backing  or  body  of  card  and  mat  boards,  and  it  was  no  nnnsoal  thing 
for  mat-makers  to  paste  together  several  sheets  of  wood-pnlp  board  to 
form  a  thick  mat.  It  was  old  to  form  the  middles  of  the  card  and  mat 
boards  out  of  strawboard,  a  soft  material,  and  also  layers  of  soft  paper 
pasted  together.  It  was  common  to  face  the  mat  material  made  in  any 
of  these  ways  by  pasting  thereon  plain  ornamental  paper  or  embossed 
paper.  Furthermore,  it  is  shown  that  as  early  as  1873,  and  since,  De 
Jonge  &  Co.,  in  the  city  of  Kew  York,  made  mat  material  for  pictures 
out  of  wood-pulp  board,  and  at  first  faced  the  material  with  tinted 
paper  and  embossed  the  paper  after  it  was  pasted  thereon;  but  subse- 
quently they  omitted  the  tinted  paper  and  coated  the  wood-pulp  board 
and  embossed  the  coating.  It  will  be  perceived  that  the  patent  in 
suit  gives  no  particular  instructions  as  to  the  method  of  embossing 
and  suggests  no  new  instrumentalities.  It  merely  states  that,  by  rea- 
son of  the  softness  of  the  body  of  the  material,  the  embossing  can  be 
done  by  a  single  die;  but  that  was  no  patentable  discovery,  and  in 
fact  was  not  new  in  practice.  Aside  from  the  mat  material  made  by 
the  A.  M.  Collins  Manufacturing  Company,  it  appears  that  prior  to 
Bainbridge's  alleged  invention  bristol  boards,  although  composed  of 
sheets  of  hard  paper,  were  embossed  without  a  counter  die.  Again, 
tte  patents  to  George  W.  Ray,  No.  54,404,  No.  61,100,  and  No.  63,177, 
dated,  respectively,  May  1, 1866,  January  8, 1867,  and  March  26, 1867, 
disclosed  a  process  of  embossing  paper  and  materials  made  out  of 
paper  without  the  employment  of  a  counter  die.  As  far  as  I  can  see, 
there  is  no  substantial  difference  between  the  process  of  embossing 
shown  by  Bay  and  the  method  actually  practiced  by  the  plaintiffs  and 
the  defendant  respectively.  The  following  extract  is  from  the  cross- 
examination  of  Mr.  Bainbridge,  the  patentee,  when  on  the  stand  in 
this  case: 

142  X-Q.  How  long  have  yoa  been  familiar  with  the  process  of  embossing  papers 
between  plates  on  one  of  whose  faces  patterns  consisting  of  cloth  were  pasted  and 
the  mnniug  the  same  between  heavy  rollers  t 

A.  About  ten  years. 

143  X-Q.  How  does  that  process  diil'er  from  the  process  which  yon  employ  for  the 
purpose  of  embossing  your  material  f 

A.  The  process  is  the  same. 

The  defendant  presents  a  number  of  other  prior  patents  here  x)erti- 
nent,  but  which  I  will  not  particularly  mentioD.  As  already  seen,  the 
evidence  with  respect  to  the  material  made  by  the  A.  M.  Collins  Manu- 
facturing Company  furnishes  a  complete  defense  to  the  bill;  but  inde- 
pendent of  that  instance  of  clear  anticipation,  the  proofs  I  think  well 
warrant  the  conclusion  that,  in  view  of  the  prior  state  of  the  art,  the 
patent  in  suit  did  not  disclose  auy  patentable  invention  or  discovery. 

Let  a  decree  be  drawn  dismissing  the  bill,  with  costs,  r^^^^i^ 

wgitized  by  VjOOQ  IC 
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lU.  S.  Ciivuit  Court— Kortheni  Distriotof  Georgia.] 

CuBTis  V,  Atlanta  Street  Bailroad  Company. 

Decided  May  IS,  1S9S. 

66  d.  G.  881. 
Curtis— Stristt-Railroad  Chair— iNFRiNGBMXNt. 

Letters  Patent  No.  312,258,  granted  February  17, 1885,  to  Benjamin  1F*.  Cnttis, 
for  an  improvement  in  street-railroad  chairs,  construed  and  Held  to  be  not 
infringed  by  Letters  Patent  No.  316,885,  granted  to  Arthur  J.  Mozham  May  6, 
1885,  for  an  improvement  in  rolled  or  forged  metal  chairs  for  railroads. 

Messrs.  Mayson  dt  HiU  for  the  complainant. 

Mr.  G.  J.  Harding  and  Messrs.  Oalhouny  King  4&  Spalding  for  the 
defendant 
Newman,  J.; 

This  is  a  case  of  an  alleged  infringement  of  a  patent  for  what  is 
known  as  a  <<street-raUroad  chair."  Speaking  in  general  terms,  the 
purpose  of  what  is  called  a  "street-railroad  chair"  is  to  elevate  the 
rail  on  which  the  car  runs  above  the  cross-tie  so  as  to  make  the  paving- 
blocks  come  flash  with  the  rail,  to  permit  of  lowering  the  ties,  and  to  do 
away  with  the  old  wooden  stringer  which  was  formerly  used. 

A  patent  was  granted  to  Curtis,  the  complaining  party,  February  17, 
1885,  on  an  application  Hied  July  10,  1884,  and  the  patent  which  is 
attsicked  in  this  proceeding  as  an  infringement  thereof  was  granted  to 
one  Mozham,  May  5,  1885  on  an  application  filed  January  19,  1885. 
Moxham's  claims  appear  as  follows: 

To  provide  a  chair  for  raUroad-rails  of  varying  heights  aud  wide  base  of  little  com* 
paratiye  weight;  chair  to  be  rolled  or  forged  metal;  chair  to  be  spiked  to  cross  ties. 

Chair  to  be  of  box  form,  constracted  of  rolled  or  forged  metal,  with  diagonal  Ings, 
formed  as  follows :  Lips  are  first  formed  by  cutting  throngh  or  parting  the  metal  in 
two  lines  at  right  angles.  Said  lips  are  then  forced  oat  into  a  die  and  so  shaped 
therein  as  to  fit  the  two  edges  of  the  flanges  of  the  rail.  In  thus  form  big  the  lugs 
they  are  punched  out  without  any  loss  or  displacement  of  the  metal,  it  being  diffl- 
oult  if  not  impossible  to  obtain  any  one  positive  measurement  or  shape  of  lug  to  fit 
the  flanges  of  rails  to  be  used,  the  reasou  being  that  said  flanges  are  seldom,  if  ever, 
exactly  similar.  The  lips  or  lugs  of  ordinary  chairs  are  made  of  ftiU  size— that  is, 
to  fit  the  largest  flanges— and  Iveuce  slip  loosely  over  the  smaUer  or  lighter  ones, 
also  being  of  wrought-iron,  less  liable  to  injury  from  sledge-hammers,  when  driving 
up  the  spikes,  than  a  casting. 

The  claims  of  Curtis  as  contained  in  his  application  are  in  the  follow- 
ing language: 

For  the  construction  of  a  street-railroad  chair,  having  for  its  object  to  provide  a 
rail-chair  that  will  securely  hold  the  track-rails  of  a  street-railroad  in  place  without 
the  use  of  wooden  stringers. 

Chair  to  be  constructed  of  cast-iron.  Top  of  the  chair  is  provided  with  a  cheek 
at  one  end,  having  an  inwardly-projecting  flange  which  extends  over  the  foot  of  the 
rail.  The  other  end  has  a  short  cheek  provided  with  vertical  inner  face,  without 
flange.  The  flanged  cheek  clamps  the  foot  of  the  mil,  and  tho  cheek  prevents  rail 
from  slipping  from  its  place;  chain  cast  all  alike,  but  placed  on  the  ties  in  position 
one  the  reverse  of  the  other— t.  e.,  cheeks  having  flanges  will  be  outside  of  tr^ek* 
rails  or  fiffihestftt>m  each  other;  chairs  to  be  spiked  to  the  ties. 
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In  order  to  understand  the  improvement  for  which  Cnrtis  was  allowed 
a  patent,  it  is  necessary  to  examine  what  is  known  as  the  ^Johnson 
patent,"  No.  318,625,  the  application  for  which  was  filed  Jane  2, 1884, 
and  patent  granted  May  26, 1885.  This  apphcation,  it  wiU  be  seen,  was 
filed  before  either  the  Curtis  or  Mozham  application.  The  Johnson 
claim  is  as  follows: 

To  proTide  a  rail-chair  for  railroad-railt  whicli  shall  bo  readily  fitted  to  the  bot- 
tom flanges  of  the  rails  at  any  points  in  their  lengths;  chairs  to  be  spiked  to  ordi- 
nary cross-ties;  principally  designed  for  street-railrofd  tracks;  serves  the  purpose 
of  permitting  the  sinking  of  the  cross-ties  to  any  desired  depth  below  the  surface  of 
the  street. 

Inrention  eonsists  of  a  cast-iron  or  other  cast-metal  chair;  chair  to  hare  Ings 
placed  diagonally  npon  its  seat;  chair  to  be  placed  npon  rail  at  any  point  and 
skewed  aronnd  nntU  a  perfect  lock  is  made  of  the  flanges  of  the  rail  under  the  lugs 
of  the  chair. 

It  will  be  perceived  that  the  difference  between  the  Moxham  and  the 
Curtis  claim  is  that  the  Moxham  chair  is  ^^  to  be  of  box  form,  oon- 
stmcted  of  rolled  or  forged  metal  with  diagonal  lugs."  These  two  lugs 
are  so  arranged  as  to  grasp  the  fiange  of  the  rail  on  either  side,  luid 
also  so  arranged  that  the  rail  can  be  laid  across  it  diagonally  and  then 
turned  so  as  to  make  a  perfect  fit  and  be  held  securely^  or  the  chair 
itself  may  be  turned  so  as  to  secure  the  same  results. 

In  the  Curtis  claim  there  is  only  one  Ing  or  flange,  (both  expressions 
seem  to  be  nsed  for  the  same  contrivance,)  while  ou  the  other  end  of 
the  chair  there  is  what  is  called  a  "cheek,"  and  the  manner  of  its  use 
is  to  place  the  chairs  on  opposite  ends  of  the  cross- ties  and  reversed  in 
their  position. 

The  improvement  in  the  Moxham  patent  was  in  having  a  thin  plate 
of  wrought-iron,  which  could  be  pressed  into  the  proper  shape,  and 
then  lugs  cut  out  and  pressed  into  position,  as  described  in  the  claims; 
and  it  is  an  improvement  over  the  Curtis  chair  in  that  it  has  two  lags 
which  clamp  the  flange  of  the  raUs  on  both  sides  and  hold  it  squarely 
in  position.  Ah  examination  of  the  Moxham  chair,  one  of  which  has 
been  brought  into  court  as  an  exhibit  (as  well  as  one  of  the  Johnson 
and  Curtis  chairs,)  shows  very  ctearly  the  advantage  of  the  Moacham 
chair  as  to  lightness  and  availability  for  easy  use,  as  well  as  sunpli<dty 
of  its  construction,  the  same  being  of  wroughtiron  instead  of  a  cast- 
ing, and  therefore  not  liable  to  break  if  inadvertently  striken  when 
driving  up  the  spikes.  It  is  contended,  in  addition  to  this,  and  with 
apparent  right,  that  it  is  so  constructed  as  to  make  it  easy  to  pave  up 
to,  as  there  is  no  projection  except  the  lower  portion,  which  is  attached 
to  the  tie,  which  is  more  clearly  understood  by  reference  to  a  cut 
accompanying  the  application. 

The  Johnson  patent  has  two  lugs  so  arranged  as  to  clasp  the  flange 
of  the  rail  on  either  side;  and  so  far  as  this  featui*e  of  the  chair  is  con< 
cerned  the  Moxham  chair  could  with  more  reason  be  claimed  to  be  an 
infringement  of  the  Johnson  patent  than  that  of  Curtis;^  Jt  seems  per- 
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fectly  clear  tliat  there  is  no  infringement  whatever  by  the  Moxham 
chair  of  any  improyement  which  Gurtis  made  on  the' Johnson  chair. 

It  is  claimed  on  behalf  of  Curtis  that  his  chair  was  in  actual  use  on 
the  street  railroads  in  Atlanta  before  the  application  for  the  Johnson 
patent  was  filed,  and  that  under  the  law  he  has  priority,  notwithstand- 
ing the  Johnson  application  was  filed  first,  Gurtis  having  applied  within 
two  years.  The  evidence  does  not  support  this  claim.  At  the  most, 
the  evidence  on  this  subject  is  uncertain.  The  evidence  as  to  former 
use  ought  undoubtedly  to  be  clear  and  convincing,  and  such  is  not  the 
case  here. 

Under  the  authorities  Curtis  must  be  held  to  the  claim  of  improve- 
ment contained  in  his  application.  (See  Keystone  Bridge  Co.  v.  Phcenix 
Iran  Co.j  C.  D.,  1877,  384;  12  O.  G.,980;  95  U.  S.,  274;  White  v.  Dun- 
bar, C.  D.,  1886, 494;  37  O.  G.,  1002 ;  119  U.  S.,  47 ;  Bragg  v.  Fitch,  C.  D., 
1887,  338;  39  O.G.,  829;  121  U.  S.,  478.)  And  so,  considering  it  in 
connection  with  the  Moxham  claim,  and  with  the  light  thrown  on  both 
by  the  claim  in  Johnson's  application,  it  is  evident  that  there  is  no 
infringement  of  the  Curtis  patent  by  the  Moxham  patent. 

There  must  be  a  decree  for  defendant,  with  costs. 


[U.  S.  Ciicait  Court— District  of  Connectiont.] 

BmCKILL  ET  AL.  T.  CiTY  OF  HARTFORD  ET  AL. 

Decided  July  S,  189S, 

65  O.  O.,  8d2. 

1.  Brickill—Fekd  Water  Heatkrs  for  Steam  Fire-Engixe8— Actiok  at  Law 

FOR  Inkkinoement— Pleadixo. 
In  an  action  at  law  for  infrin^metit  of  a  patent  defendants,  although  they 
plead  the  general  iiisue,  may  also  maintain  a  special  plea  that  the  combination 
covered  by  the  patent  was  not  an  invention «  and  also  a  farther  plea  that  the 
combination  coyered  by  the  patent  required  for  its  production  nothing  but 
mechanical  skiU,  in  view  of  the  prior  state  of  the  art. 

2.  Samb— Drmurrbr. 

In  an  action  at  law  for  infringement  of  a  patent  defenses  which  have  been 
raised  by  demurrer  to  the  complaint  and  overruled  cannot  be  made  part  of  the 
answer  without  leave  of  court. 
8.  Samr—Samk— Writ  of  Error. 

Bnt  in  Connecticut  the  court  will  allow  such  defenses  to  be  set  np  by  plea  for 
the  purpose  of  saving  a  right  to  review  on  writ  of  error  to  the  Circuit  Court  of 
Appeals,  it  being  uncertain  whether,  under  the  code  pleading,  an  assignment  of 
error  in  the  ruling  on  the  demurrer  is  sufficient  to  secure  such  rij;bt  when  the 
demurrant  does  not  allow  iinal  judgment  to  go  agaiust  him  upon  it. 
4.  Same— Anticipation— Defense  under. 

A  plea  alleging  want  of  novelty  because  the  allej^ed  invention  bad  been  pre- 
viously patented,  on  spcciticd  dates,  to  other  parties  in  insufficient,  for  Revised 
Statutes,  section  4920,  requires  an  allegation  that  the  invention  bad  been 
patented  or  described  in  some  printed  publication  before  the  time  of  the  sup- 
posed inTention. 
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AOTION  by  William  A.  Brickill  aud  others  against  the  Gily  of  Hart- 
ford and  others  for  infringement  of  a  patent.  A  demurrer  to  the  com- 
plaint was  heretofore  overruled.  (G.  D.,  1892,  295;  58  O.  O.,  1417;  49 
Fed.  Sep.,  372.)  The  case  is  now  heard  on  motions  to  strike  oat  certain 
pleas  and  on  demurrer  to  other  pleas. 

Messrs,  Eaton  dk  Lewis  and  Mr.  Charles  L,  Burdette  for  the  com- 
plainants. 
Mr.  T.  K  Steele  and  Mr.  Albert  E.  Walker  for  the  defendants. 

TOWNSEND,  J. : 

The  questions  herein  are  presented  upon  a  motion  to  strike  out  the 
second  and  fourth  pleas,  and  a  demurrer  to  the  third,  fifth,  sixth,  sev- 
enth, and  ninth  pleas,  of  defendants  in  an  action  at  law  to  recover 
damages  for  the  alleged  infringement  of  Letters  Patent  No.  81,132, 
granted  August  18, 1868,  to  William  A.  Brickill  for  an  improvement 
in  feed-water  heaters  for  steam  fire-engines.  The  defendants  move  to 
require  plaintiffs  to  reply  to  the  eighth  plea  and  such  other  pleas  as 
the  court  may  permit  to  remain  of  record.  The  demurrer  to  the  com- 
plaint, which  embraced  some  of  the  matters  stated  in  these  pleas,  was 
overruled  by  Judge  Shipman.  (C.  D.,  1892,  295;  68  O.  G.,  1417;  49 
Fed.  Rep.,  372.) 

The  first  plea  is  the  general  issue.  The  second  plea  alleges  that  the 
combination  covered  by  the  Letters  Patent  was  not  an  invention  when 
it  was  produced  by  the  patentee.  The  plaintiffs  claim  that  this  plea  is 
surplusage,  as  it  is  embraced  within  the  general  issue.  Undoubtedly 
want  of  invention  appearing  on  the  face  of  the  patent  may  be  taken 
advantage  of  under  the  general  issue  without  notice,  or  und'  r  any 
other  plea,  or  without  any  plea.  {Hendy  v.  Iron  WorkSy  0.  li.,  1888, 
425;  43  O.  G.,  1117;  127  U.  S.,  370;  8  Sup.  Ct.  Kep.,  1275;  Dunbar  y. 
Myers  J  C.  D.,  1877, 140;  11  O.  G.,  35;  94  U.  S.,  187;  Broten  v.  Piper^  0. 
D.,  1876,  464 ;  10  O.  G.,  417 ;  91 F.  S.,  44 ;  Slawson  v.  Railroad  Co.,  G.  D., 
1883,  313;  24  O.  G.,  99;  107  U.  S.,  649;  2  Sup.  Ot.  Rep.,  663.)  But 
defendants  claim  that  the  defense  of  want  of  invention,  disclosed  by 
evidence  as  to  the  prior  state  of  the  art,  where  the  combinations  consti- 
tuting such  prior  art  are  not  the  same  combination  as  that  described 
in  the  patent,  and  do  not  anticipate  it,  must  be  separately  pleaded. 
(Walk,  on  Pats.  sees.  446, 599.)  The  Gircuit  Gourt  of  Appeals  in  HmU 
Bros.  Fruit  Packing  Co.  v.  Cassidy,  [ante,  262;  62  O.  G.,  1966;  63  Fed. 
Bep.,  259,)  has  decided  that  the  want  of  invention,  considering  the 
prior  state  of  the  art,  is  matter  of  defense,  and  may  be  raised  without 
notice.    Bobinson  on  Patents,  sec.  993,  says: 

While  the  general  issue  is  permitted  in  the  foregoing  cases,  it  is  not  incumbent  on 
the  defendant  to  employ  it.  He  may  plead  specially  any  or  all  of  his  defenses 
except  that  which  denies  his  performance  of  thu  infringing  aet,  and  this  is  always  hia 
proper  coarse,  when  he  desires  to  tender  a  spscifio  issue»  to  he  simply  trav«Eaed  by 
the  plaintiffs.  *^y 
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The  same  matter  cannot  be  presented  both  in  a  special  plea  and  by 
a  notice  nnder  the  general  issue.  (3  Bob.  on  Pats.,  sec.  092.)  Matter 
which  might  be  made  the  subject  of  notice  under  the  general  issue 
may  be  pleaded  specially.  {Uvans  v  Ilatonj  3  Wheat,  503;  Cottiet'  v. 
8timson^  20  Fed.  Rep.,  906;  Curt  on  Pats.,  357;  Oottier  v.  Stimaan  18 
Fed.  Rep.,  689.)  I  do  not  see  that  allowing  the  second  plea  to  stand 
does  the  plaintifEs  any  material  injury,  and  the  defendants  insist  that 
without  it  an  important  defense  would  be  closed  against  them. 

The  third  plea  alleges  that  the  patent  is  void  because  the  contri- 
vance is  nothing  but  the  combination  of  old  devices  without  producing 
any  new  mode  of  operation,  and  states  the  prior  art  which  is  relied  on 
to  support  this  claim.  The  plaintiffs  contend  that  this  is  merely  an 
allegation  in  another  form  that  the  combination  claimed  by  the  patent 
is  a  mere  aggregation  and  not  a  combination,  and  that,  therefore,  this 
defense  was  disx>osed  of  by  the  opinion  of  Judge  Shipman  on  the 
demurrer  to  the  complaint.  It  seems  to  -me  that  this  defense  could  not 
have  been  disposed  of  on  demurrer,  because  it  dei>ends  upon  proof,  not 
only  that  the  devices  composing  the  combination  are  old,  but  also  that 
there  is  no  new  mode  of  operation.  The  defendants  do  not  here  daim 
an  aggregation,  but  they  claim  that  the  combination  is  not  patentable 
because  its  component  devices  being  old  their  combined  operation  is 
also  old. 

The  fourth  plea  alleges  that  the  combination  covered  by  the  patent 
required  nothing  but  mechanical  skill  for  its  production,  in  view  of  the 
prior  state  of  the  art.  This  seems  to  be  equivalent  to  the  second  plea, 
with  the  addition  of  the  special  matter  concerning  the  state  of  the  art, 
on  which  defendants  rely.  It  is  not  included  in  the  twenty-seven 
defenses  enumerated  in  Walker  on  Patents,  sec.  440.  Defendants' 
counsel  claims  that  on  the  trial  he  can  introduce  any  evidence  he 
pleases  of  the  prior  state  of  the  art  to  show  that,  in  view  of  the  state 
of  the  art,  there  was  no  invention.  Whether  this  can  be  done  without 
notice  of  the  particulars  intended  to  be  proved  must  be  decided  on  the 
triaL  The  object  of  this  plea  seems  to  be  to  guard  against  an  adverse 
decision  as  to  the  admission  of  evidence.  The  suggestions  made  con- 
cerning the  second  plea  apply  to  the  fourth  plea. 

The  fifth  and  sixth  pleas  allege  that  the  patent  is  void  because  it  is 
for  a  mere  aggregation  and  does  not  particularly  point  out  and  dis- 
tinctiy  claim  the  part,  improvement,  or  combinations  claimed  by  the 
patentee  as  his  invention.  The  ninth  plea  sets  up  the  statute  of  limi- 
tations of  the  State  of  Connecticut  as  a  bar  to  a  part  of  the  plaintiff's 
claim.  Each  of  these  points  was  raised  by  the  demurrer  to  the  com- 
plaint and  overraled  by  Judge  Shipman.  They  should  not  be  made  a 
part  of  the  answer  without  leave  of  court.  (McOlintock  v.  Johnstony  1 
McLean,  414.)  But  the  defendants  wish  to  set  up  these  defenses  in 
their  plea  in  order  to  secure  their  right  to  have  them  passed  upon  by 
the  Gircuit  Court  of  Appeals.    It  is  not  certain  that  such  right  could 
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be  secnred  by  an  assignment  of  error  based  upon  the  overmling  of  said 
demnrrer.  The  general  rale  is  that  if  the^  demurrant  wishes  to  take 
advantage  of  such  claim  of  error  he  must  let  final  judgment  be  entered 
upon  it,  for  if  he  answers  after  such  ruling  he  waives  any  objection  to 
it,  except  for  radical  defects.  (Bliss,  Code  Pleadings,  sec.  417.)  How 
far  this  rule  prevails  under  the  practice  in  this  State  is  not  settled. 
The  policy  of  the  practice  act  requires  that  all  objections  to  the  com- 
plaint should  be  taken  by  demurrer,  so  that  all  preliminary  matters 
may  be  reached  by  preliminary  objections  and  disxwsed  of  before  the 
trial  on  the  merits.  {Trowbridge  v.  True,  52  Conn.,  197;  Mericin  v. 
Richardson^  Id.,  233;  Donaghue  v.  Gaffy,  53  Gonn.,  52;  2  Atl.  Bep., 
397.)  But  the  danger  and  iucouveuience  attendant  upon  a  final  judg- 
ment on  such  demurrer  have  led  to  various  ezx)edients  for  preserving 
all  such  rights  until  the  appeal  after  final  hearing.  Under  these  eir« 
cumstances  I  think  I  ought  to  treat  these  pleas  as  filed  upon  allowance 
of  a  motion  for  leave  so  to  do,  especially  as  plaintiffs  demurred  to  them 
before  making  any  motion  to  strike  out.  Defendants  desire  that  they 
be  allowed  to  stand  and  be  overruled  upon  the  trial;  but  plaintiflrs 
having  demurred  to  them  they  are  entitled  to  have  their  demurrer 
decided. 

The  reasoning  of  Judge  Shipman  in  the  overruling  of  the  demurrers, 
with  which  I  fully  concur,  shows  that  these  pleas  are  demurrable,  and 
I  sustain  the  demurrers  on  the  ground  that  the  pleas  ai*e  insufficient. 
Defendants  will  not  be  required  to  file  any  further  pleading  thereto, 
and  I  think  by  sustaining  the  demurrers  to  these  pleas  because  of  their 
insufficiency  all  the  rights  of  the  defendants  on  appeal  will  be  saved  to 
them.    In  any  case,  I  do  not  see  how  tlio  demurrers  can  be  overruled. 

The  seventh  plea  alleges  want  of  novelty  because  the  alleged  inven- 
tion had  been  previously  patented,  on  certain  specified  dates,  by  other 
parties.  The  dates  of  the  patents  so  pleaded  are  prior  to  the  date  of 
the  patent  in  sui  t.  Section  4920,  Revised  Statutes  of  the  United  States, 
provides  for  allegation  and  proof  of  a  patent,  or  desciiption  in  »fime 
printed  publication,  prior  to  the  supposed  invention  or  discovery.  If 
this  plea  is  held  sufficient,  and  these  patents  ploaded  really  contain  the 
invention  in  question,  complainants  must  reply  alleging  the  real  date  of 
invention.  This  might  be  a  better  and  fairer  mode  of  pleading ;  but  the 
real  question  is  that  pointed  out  by  the  statute — whether  the  patents 
pleaded  in  defense  antedate  the  supposed  invention  or  discovery — 
and  I  think  the  statute  requires  the  defense  to  be  so  plejwled. 

The  motion  to  strike  out  the  second  and  fourth  pleas  are  denied.  The 
demurrer  to  tlie  third  plea  is  overruled.  The  demurrers  to  the  fiftli, 
sixth,  seventh,  and  ninth  pleas  are  sustained,  with  leave,  as  to  the 
seventh  plea,  to  plead  over  within  twenty  days.  The  motion  to  require 
the  plaintiffs  to  reply  to  the  pleas  is  denied.  (Walk,  on  Pats.,  sec  47H.) 
If  plaintiffs  choose  not  t^)  reply  by  denial  or  otherwise,  they  take  upon 
themselves  whatever  risk  may  attend  said  refusal. 
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[U.  8.  Ciroait  Conri-IHstrict  of  MaM«>haMtU.] 

Levy  et  al.  v.  Waitt  ex  al. 

Decided  Jtily  10,  189$. 
65  O.  U.,  893. 

TB4DK-MARK— CiGABS—KaME   ORIGINATBO   BY  MXBCHAlTr-— RiGHT    OP   MaNVFAC- 
TURKK. 

Two  claaaee  of  labels  ore  Teoojpiizecl  by  cigar-mnnafootarers — '' factory  brands '' 
and  ''customera'  brands."  The  latter  are  originated  by  a  enstomer,  and  used 
only  on  goods  mano&otared  for  liiin.  A  cigar  merchant  ordered  a  lot  of  cigars, 
of  a  certain  size  and  quality ,  under  the  name  of  ^*  Blackstone/'  which  he  origi- 
nated. This  order  the  manufacturer  filled;  but  the  cigars  were  not  taken  by 
the  merchant,  and  were  sold  to  other  parties.  Held  that  the  manufacturer 
acquired  no  right  to  use  the  word  ''  Blackstone  "  as  a  Trade-Mark. 

Bill  by  Armand  Levy  and  others  against  Henry  Waitt  and  others 
to  restrain  respondents  from  infringement  of  complainants'  Trade- 
Mark. 

* jtfr.  Oeorge  L.  Huntress  and  Mr.  Morris  8.  Wise  for  the  complainants. 
Mr.  Payson  E.  Tucker  and  Mr.  George  C.  Abbott  for  the  defendants. 

Colt,  J.: 

This  bill  in  eqnity  seeks  to  restrain  the  defendants  from  the  nse  of  the 
name  '^  Blackstone  "  as  a  brand  for  cigars.  The  evidence  discloses  that 
the  plaintiffis  first  manufactured  a  lot  of  five  thousand  one  hundred  cigars 
branded  *^  Blackstone,"  in  February,  1878,  and  shipped  them  to  A.  B. 
l^Iitchell  &  Co.,  of  Boston,  who  were  their  selling  agents  in  the  Eastern 
States.  The  name  *^  Blackstone,"  as  applied  to  a  brand  of  cigars,  seems 
to  have  been  first  suggested  by  B.  S.  Thompson,  a  jobber  in  coffee,  tea, 
and  tobiicco.  Thompson's  place  of  business  was  on  Blackstone  street,  in 
the  city  of  Boston,  and  on  February  7, 1878,  he  ordered,  through  G.  E. 
Seward,  a  salesman  of  the  firm  of  A.  R.  Mitchell  &  Co.,  five  thousand 
cigars  under  this  name.    This  order  was  as  follows: 

5  M.  cigars  i  in.  longe  ('<  longer  **)  than  Bulls  same  qaality  as  Bears  under  brand  of 
*'  Blackstone"  at  $28.50,  for  B.  8.  Thompson. 

Thom^ison  swears  that  he  suggested  the  name  ^^Blackstone"  to  Sew- 
ard; that  he  took  it  from  the  name  of  the  street  where  his  place  of 
business  was  situated,  and  that  all  private  brands  of  cigars  he  sold 
were  suggested  by  him.  This  iwsitive  evidence  as  to  the  origin  of  the 
word  "Blackstone"  is  not  met  by  the  plaintiffs'  testimony.  The  evi- 
dence of  Armand  Levy,  one  of  the  plaintiffs,  and  of  J.  L.  Richards,  a 
member  of  the  firm  of  A.  K.  ^Mitchell  &  Co.,  ui>on  this  point  is  indefi- 
nite and  unssitisfactory. 

There  iire  other  ciixiunistances  which  tend  to  show  that  the  plaintiffs 
did  not  origimite  and  did  not  intend  to  sulopt  this  name  as  a  Ti*ade- 
Mark  in  1878.    The  plaintitts  formerly  kept  a  book  containing  their 
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labels,  and  in  recent  years  they  have  kept  another  book  having  a  col- 
lection of  their  lithographed  labels;  bat  in  neither  of  these  books  is 
this  label  fonnd.  As  to  the  omission  of  this  label  firom  the  latter  book, 
it  is  said  that  it  has  never  been  lithographed.  Up  to  the  time  the 
Trade-Mark  law  was  declared  unconstitutioual,  November  18, 1879, 
{United  States  v.  SteffetiSy  C.  D.,  1879,  619;  16  O.  G.,  999;  100  U.  S- 
82,)  the  plaintiffs  were  accustomed  to  register  their  labels  in  the  Patent 
Office.  It  is  admitted  ths^t  there  was  no  registration  of  this  Trade- 
Mark.  The  plaintiffs  were  members  of  the  Protective  Association  of 
Cigar  Manufacturers  of  the  City  of  New  York.  This  company  had  a 
book  for  the  registration  of  all  Trade-Marks  which  belonged  to  its 
members ;  but  it  does  not  appear  that  the  name  "  Blackstone"  was  ever 
recorded  with  the  association.  Again,  the  five  thousand  cigars  made  for 
Thompson  and  the  one  hundred  additional  for  samples,  sent  with  the 
order,  were  the  only  cigars  of  this  brand  manufiactured  by  the  plaintiffs 
between  February,  1878,  and  May,  1884,  when  a  second  lot  of  five 
thousand  was  shipped  to  Mitchell  &  Go.  This  last  lot  was  ordered  by 
W.  G.  Cook,  of  Woonsocket,  B.  I.,  where  cigars  of  this  brand  had  been 
made  for  several  years  previously  by  A.  P.  Holley  &  Son.  With  the 
exception  of  a  third  lot  of  five  thousancl,  made  in  June,  1884,  and  sent 
to  Mitchell  &  Co.,  these  comprise  all  the  '^Blackstone"  cigars  manu- 
factured by  the  plaintiffs  until  1889,  when  the  defendants  had  already 
built  up  a  large  trade  in  cigars  so  branded.  I  am  of  opinion  that  the 
plaintiffs  did  not  originate  the  word  ^'Blackstone,"  and  that  they  did 
not  intend  to  adopt  it  as  a  Trade-Mark  in  1878,  when  they  made  the 
first  lot  for  Thompson,  and  that  whether  they  intended  to  so  adopt  it  in 
1884  or  1889  becomes  immaterial,  in  view  of  the  flEict,  which  is  not  denied, 
that  as  early  as  1881  this  name  was  used  upon  a  brand  of  cigars  by  A.  P. 
Holley  &  Son,  of  Woonsocket,  B.  I.,  whose  place  of  business  was  on  the 
Blackstone  river. 

It  is  true  that  for  some  reason  Thompson  did  not  take  the  dgar, 
which  the  plaintiff  shipped  to  Mitchell  &  Go.  upon  his  order,  and  that 
they  were  sold  to  other  parties.  While  this  might  be  urged  as  a  reason 
to  prove  that  Thompson  did  not  complete  his  right  to  claim  this  name 
as  his  Trade-Mark,  because  he  never  used  it  upon  an  article  sold  by 
him,.  I  do  not  see  that  this  circumstance  tends  to  establish  the  plamtiifis' 
exclusive  right  to  its  use.  If  Thompson  had  accepted  these  cigars  and 
offered  them  for  sale  in  his  business,  he  would  have  become  the  owner 
of  the  Trade^Mark.  The  plaintifBs  acquired  no  title  to  this  Mark  1^ 
reason  of  being  the  manufiM^turers  of  the  article.  A  dealer  may  origi- 
nate and  hold  a  Trade-Mark  indicating  that  the  goods  are  sold  by  him, 
whoever  may  manufacture  them.  (Menendez  v.  HoUj  C.  D.,  1889, 344 
46  O.  G.,  971;  128  U.  S.,  514;  9  Sup.  Gt  Bep.,  143.) 

Two  classesof  labelsare  recognized  by  cigar  manufacturers — <<  factory 
brands  "  and  <^  customers'  brands."  The  latter  are  those  originated  by 
a  customer^  and  are  used  only  on  his  goods.    The  manufacturer  can- 
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not  rightfiiUy  claim  any  pT0i>eri7  in  these  brands.  The  circumstance 
to  which  the  plaintifb  attach  importance  npon  the  question  of  the 
adoption  of  this  Mark — ^that  one  hundred  samples  of  cigars  were  sent 
with  the  Thompson  order — ^is  not  sufficient  of  itself  to  overcome  the 
other  circumstances  already  referred  to.  I  do  not  think  the  plaintifb 
intended  to  adopt  this  name  as  their  Trade-Mark  in  1878.  They  did 
not  originate  the  name,  and  they  took  no  steps  to  indicate  that  they 
intended  to  claim  it  as  [a  Trade-Mark.  The  plaintiffs  having  failed  to 
prove  that  they  originated  and  first  adopted  the  word  ^^Blackstone" 
as  a  Trade-Mark,  the  bill  must  be  dismissed,  with  costs,  and  it  is  so 
ordered. 
Bill  dismissed,  with  costs. 


[TT.  8.  Circuit  Conrt-Kortharn  Dlstrkst  of  IlliiMte.] 

Ahbbioan  Bxll  Tblephome  Company  v.  Bbown  Telephone  and 
Teleobaph  Company  et  aju 

JhMed  October  18, 1S9S. 
65  O.  G.,  894. 

1.  Bblit— EuBOTBio  Tblsorapby— Valu>itt. 

The  Talidiiy  of  Letten  Patent  No.  186,787,  dated  Janaary  30, 1877,  for  improre- 
ment  in  electric  telegraphy,  granted  to  Alexander  Graham  BeU,  refoeed  to  be 
passed  npon  again  by  the  Circuit  Court  beoanse  the  patent  had  been  preTionaly 
eostained  by  the  Sapreme  Court. 

2.  Same— IMPROVKBOENT  as  an  Infrinoxmknt. 

Although  the  defendants'  improTement  be  an  invented  addition  to  the  derioe 
in  the  complainant's  patent,  and  patentable  as  an  independent  invention,  yet  a 
patent  for  the  improvement  does  not  carry  with  it  the  right  to  use  the  complain- 
ant's invention. 

3.  Same— Patent  About  to  Expire— Suit  Thereon- Defenses. 

Because  a  patent  is  about  to  expire  is  no  reason,  to  the  mind  of  tne  court,  for* 
refhsing  an  injunction  to  restrain  its  infringement,  nor  is  the  allegation  by 
defendants  that  they  have  invested  large  amount^  in  their  enterprise  based  upon 
the  patent  for  the  improvement  a  valid  defense  to  a  suit  for  infringement  in  the 
£sce  of  repeated  abjudication  sustaining  the  complainant's  patent. 

Messrs.  Band,  Adam$^  Piekard  df  Jaeksan  and  Mr.  J.  J.  Starrow  for 
the  complainant. 
Mr.  Lysander  EUl  and  Mr.  Charles  0.  BuUcley  for  the  defendants. 

Jenkins,  J.: 

This  bill  is  filed  to  restore  the  alleged  infringement  of  the  complain- 
ant's Patent  No.  186,787,  granted  on  January  30, 1877. 

Upon  the  hearing  I  declined  to  consider  the  question  of  the  validity 
of  this  patent,  for  the  reason  that  it  had  been  passed  npon  by  the 
Supreme  Court,  and  because  I  had  previously  ruled  upon  its  validity. 

The  defendants  are  charged  with  infringing  claims  3^  5,  6,  7|  and  8^ 
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respectively,  of  the  patent.  It  is  not  necessary  to  enter  into  detailed 
investigation  of  those  claims. 

The  defendants'  machine,  in  my  Jndgment,  contains  all  the  matters 
stated  in  those  claims.  It  has,  what  it  is  claimed  to  be^  and  whaA  per- 
haps is,  a  decided  improvment  in  the  additkm  of  a  seeond  magnet 
That  addition,  however,  does  not  change  the  operation  of  the  parts  as 
declared  in  the  complainant's  patent,  but  is  <dalmed  co  give  to  tiie  mag- 
net greater  intensity  and  «iergy.  Whether  liiat  be  so  or  not,  &e 
defendants  were  not  Justified  in  the  use  of  the  inventioiis  of  Mr.  Bell, 
secured  to  him  by  the  Letters  Patent  referred  to.  Kor  do  I  find  any 
reason  in  the  arguments  that  have  been  pressed  to  me  to  withheld  the 
issuing  of  an  iiyunction. 

The  fsMst  that  the  patent  had  about  expired  is,  to  my  mind,  a  greater 
reason  for  granting  the  ij^junction.  These  telephone  patents,  as  Ibave 
had  occasion  heretofore  to  remark,  have  probably  been  more  vigorously 
contested  than  any  other  patents.  The  remaining  time  during  which 
the  inventor  and  his  assigns  may  e^joy  the  fhiit  of  the  invmition  is 
short.  After  such  a  conflict  the  court  ought  not  to  permit  infringe- 
ment during  the  short  remaining  period. 

The  defendants  claim  to  have  invested  large  amounts  of  money  in 
their  enterprise.  They  did  it  in  the  fsMB  of  repeated  adijudication  sus- 
taining the  validity  of  the  patent  in  question,  and  with  their  eyes  open. 
If  they  must  use  the  Bell  invention  to  make  oi>erative  t^e  Brown 
improvement,  they  must  await  the  expiration  of  the  Bell  patent. 

An  iig  unction  will  issue  as  prayed  for  in  the  bilL 


{XJ.  S.  circuit  Coart-Korthern  Dtstriot  of  iniiioii.]' 

American  Bell  Telephone  Company  v.  Western  Telefhonb 
Construction  Company  bt  al. 

Decided  October  IS,  1899. 
65  O.  6.,  895. 

1.  BblI/— Electric  Tbleoraphy— Imfrikokmbnt. 

Letters  Patent  No.  186,787,  granted  January  30, 1877,  for  impiovement  in  elec- 
tric telegraphy,  to  Alexander  Graham  Bell,  are  valid,  and  no  one  has  the  right 
to  use  the  invention  therein  seoured  until  alter  the  expiration  of  the  patent. 

2.  Sa^ik— Same— DEFKN8K8. 

Where  the  defendants  know  at  the  outset  of  their  enterprise  that  its  proseea- 
tion  inll  infringe  the  plain tifTs  patent  rights  they  have  no  right  to  favorable 
consideration  in  a  court  of  equity  when  sued  by  plaintiff  for  infringemeDt  of  hit 
patent. 

Mefs8T%.  Bondy  Adanuty  Pickard  <t*  Jackstm  and  Mr.  J,  J.  Storrow  for 
the  complainant. 

Mr.  Joseph  0.  Parkinson^  Mr.  Robert  H.  Parhineony  ancUJlfr.  Ado^ 
Mo9€9  for  the  defendauta.  g' ^^^^  by  Goo^ 
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JWXXSXBf  J.: 

The  yalidily  and  iufUngement  of  the  oomplamant's  patent  are  not 
diapnted.  The  life  of  that  patent  expires  on  January  30, 1894.  It  is 
claimed  that  the  defendants  ought  not  now  be  enjoined,  bat  should  be 
permitted  to  pursue  their  infringement  upon  giving  bond  to  pay  any 
royalties  to  the  complainant. 

The  defendants  at  the  commencement  of  their  enterpriae  knew  that 
this  patent  had  been  sustained  by  the  Supreme  Court  of  the  United 
States.  They  were  well  informed  of  the  complainant's  rights  under 
that  patent.  With  that  knowledge  they  have  pursued  their  infringe- 
ment with  a  view  to  entering  into  comi>etitioii  with  the  couiplainaut  in 
the  use  of  this  patented  improvement.  It  is  true  that  tbey  have  a 
right  to  enter  into  competition  with  the  complainant  and  to  use  the 
invention  of  Mr,  Bell  covered  by  jMitents,  which  have  expired.  To  that 
extent  they  are  justified.  But  they  ^have  no  right,  in  the  prosecution  of 
snch  competition,  to  use  the  Inventions  covered  by  his  patent  No. 
186,787  until  the  expiration  of  that  patent.  They  must  await  that 
time  before  they  may  use  the  invention  thereby  covered. 

If  it  be  true  that  the  defendants  have  invested  large  nuiounts  of 
money  in  the  prosecution  of  their  enterprise,  which  will  be  prejudiced 
or  injui-ed  by  an  injunction  here,  it  need  only  be  said  that  tbey  went 
into  the  enterprise  with  their  eyes  open,  and  with  delibernte  desi;;n  to 
infringe  another's  rights.  In  snch  case  they  have  no  right  to  favorable 
consideration  by  a  court  of  equity. 

An  iiyunction  will  issue  as  prayed  for. 


[U.  a.  Circuit  Court  of  Appeal*— Scvcntli  Cm'\iit.] 

Monitor  Manufactubino  Company  v.  Zim^ibbman  Manupagtue- 
iNG  Company  et  al. 

Decided  (ktifbcr  27,  1S92. 
65  0.  G.,  805. 

BKABn— WlNDMILI.8— PaTRNTABIUTY. 

The  first  and  Bvoond  claima  of  liOtterH  ruteiit  No.  862,870,  issued  May  10, 1887, 
to  George  M.  Beard,  for  the  coiiibiimtion,  hi  a  wlu(l-oiif(iue,  of  a  wheel -support- 
ing easting  having  a  tabular  spindle,  with  the  wheel  mounted  on  Huch  spindle, 
the  spindio  projecting  on  the  plane  of  the  wheel,  with  the  wheel  shaft  jonnialed 
within  the  spindle,  ha\*ing  its  outer  end  keyed  to  revolve  with  the  wheel  and 
its  inner  end  connected  with  the  pump  rod,  and  for  the  combination,  in  a  wind- 
engine,  with  the  wheel-supporting  casting  and  the  tubular  ijpindle  projecting 
laterally  therefrom,  having  a  bearing  J'urmcd  at  itn  inner  end  of  less  diameter 
than  the  bore  of  the  spindle,  of  the  wheel  munnt-ed  upon  the  spindle,  the  wheel- 
shaft  passing  throngli  the  bore  of  the  Hpindle  keyed  to  tbe  hub  of  the  wheel  and 
Jonmaled  at  its  inner  end  in  »aid  bearing,  the  crank,  the  ]mnip-rod,  and  suitable 
connoctiouM  between  the  crank  and  pnni)»-rod,  arc  void  lor  want  of  invention, 
none  of  theolements  being  new  an<l  thei-e  being  no  invention  in  their  combination. 

13182  PAT 39 
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Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Indiana. 

Suit  by  the  Monitor  Mannfactaring  Company  against  the  Zim- 
merman MannfiM^nring  Company,  John  W.  Baxter,  Franklin  T. 
Zimmerman,  and  Elias  Zimmerman  to  restrain  the  alleged  infringe- 
ment of  three  letters  Patent.  -  Defendants  obtained  a  decree.  Com- 
plainant appeals. 

Mr.  0.  P.  Jacobs  and  Mr.  V.  R.  Lockwood  for  the  appellant. 
Mr.  B.  S.Tajflar  for  the  appellees. 

STATEMENT  OF  THE  OASB. 

The  opinion  of  the  Circuit  Court,  filed  September  28, 1891^  was  as 
follows: 

Snit  for  infiingement  of  three  patenta:  The  first  one  in  order  ie  No.  368,352, 
dAted  May  23, 1882.  Infringement  is  charged  of  the  second  daim  only,  which  ia  in 
these  words: 

**2.  In  a  Tcrtioal  wind-wheel,  the  casting  £,  in  which  the  wheel  is  Jonmaled,  and 
which  is  cnrved  laterally,  so  as  to  throw  the  wheel-shall  out  of  line  with  the  Tane, 
and  thus  enable  it  to  swing  aronnd  out  of  the  wind,  snbstantially  as  shown.'' 

The  second  patent  to  be  considered  is  Keissne  No.  10,834,  granted  May  10,  1887. 
Infringement  is  charged  of  claims  6,  7,  and  8,  which  are  in  these  words: 

'<6.  The  combination,  with  the  casting  having  a  tnbalar  spindle  projecting  there- 
from, provided  with  annolar  grooves  and  openings  leading  from  the  bore  through 
to  the  onter  side,  and  an  oil-cup  located  at  the  inner  end  of  the  spindle  and  com- 
municating with  its  bore,  of  the  wheel-hub  having  an  CDlarged  axial  opening  to 
receive  said  spindle,  and  the  wheel-shaft  fisstened  in  the  outer  end  of  the  hub 
and  extended  through  the  spindle  and  connected  with  the  pump-rod,  whereby  oil 
from  said  oil-cup  lubricates  the  wheel-shaft  and  the  wheel-hub,  substantially  as 
described. 

^'7.  The  combination,  with  the  easting  having  a  tiflmlar  spindle  provided  with 
annular  grooves  and  radial  openings  extending  ftom  its  bore,  of  the  wheel-hub 
having  an  enlarged  axial  opening  to  receive  the  tubular  spindle,  the  shaft  keyed  to 
the  outer  end  of  the  hub  and  passed  through  the  spindle,  and  oil-cups  arranged 
aronnd  the  hub  and  communioating  with  the  enlarged  axial  opening  and  lubricating 
said  hub  and  shaft,  substantially  as  described. 

"8.  The  combination,  with  the  casting  having  a  tubular  spindle  projected  there- 
from provided  wjith  annular  grooves  amd  radial  openings,  and  an  oil-cup  located  at 
the  inner  «nd  «fthe  spindle  and  communicating  with  its  bore,  of  the  wheel-hnb 
having  an  enlarged  axial  opening  to  receive  the  spindle,  the  shaft  keyed  to  the  onter 
end  of  the  hub  and  passed  through  theapindle,  and  the  oil-reservoirs  disposed  aronnd 
ihe  hub  and  communicating  with  the  tcnlarged  .opening,  substantially  as  described, 
.and  for  the  purpose  specified.'' 

The  third  patent  embraced  in  the  bill  is  No.  368,870,  dated  May  10, 1887.  Infringe- 
ment is  charged  of  claims  1,  2,  3,  and  4,  which  are  as  follows: 

''1.  In  a  wind-engine,  the  combination,  with  the  wheel-supporting  casting  having 
a  tubular  spindle  projecting  laterally  therefrom,  of  the  wheel  mounted  on  said 
spindle,  which  spindle  projects  about  an  .equal  distance  on  each  side  of  "the  plane  of 
the  wheel,  and  the  wheel-shaft  Joumaled.  within  the  spindle,  having  the  outer  end 
keyed  to  revolve  with  the  wheel,  and  having  .the  inner  end  connected  with  the  pnmp- 
rod,  substantially  as  and  for  the  purpose  described. 

''2.  In  a  wind -engine,  the  combination,  with  the  wheel-supporting  casting  and 
.the  tnbnlar  spindle  projecting  laterally  t^^efrqm,  having  fb  bearing  fpnned  M  Ats 
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inner  end  of  leas  diameter  than  the  bore  of  said  spindle,  of  the  wheel  mounted  njion 
fhe  spindle,  the  wheel  shaft  passing  through  the  bore  of  said  spindle  keyed  to  the 
outer  end  of  the  hub  of  the  wheel  and  Joumaled  at  its  inner  end  in  said  bearing, 
the  crauk,  the  pump-rod,  and  suitable  connections  between  the  crank  and  pump-rod, 
substantially  as  set  forth. 

*<8.  In  a  wind-engine,  the  combination  of  the  wheel-supporting  casting  having  a 
tubular  extension  projecting  therefrom,  and  haying  a  bore  in  line  with  the  extension, 
the  inner  end  of  which  is  enlarged,  forming  a  recess,  a  sleeye  haying  a  bore  of  less 
diameter  than  the  bore  of  the  tubular  extension,  seated  in  the  recess,  leaying  a  space 
between  the  bottom  of  the  recess  and  the  inner  end  of  the  sleeve,  the  wheel-hub 
mounted  on  the  tubular  extension,  and  a  shaft  keyed  to  the  hub  and  projecting 
through  said  extension,  and  having  a  bearing  in  the  sleeve,  substantiaUy  as  described, 
whereby  the  sleeve  may  be  replaced  without  necessitating  the  removal  of  the  wheel 
from  its  bearing,  substantially  as  set  forth. 

"4.  In  a  wind-engine,  the  combination  of  the  wheel-supporting  casting  having  a 
tubular  spindle  projecting  laterally  therefrom,  the  wheel  mounted  thereon,  andhaving 
the  spindle  projecting  about  an  e^ual  distance  on  each  side  of  the  plane  of  the  wheel, 
the  two  series  of  radial  lubricating-boxes,  one  series  being  located  on  one  side  of  the 
plane  of  the  wheel,  the  other  series  on  the  other  side  of  the  plane  of  the  wheel,  the 
boxes  of  one  series  alternating  with  the  boxes  of  the  other  series,  the  wheel-shaft 
keyed  to  the  outer  end  of  the  wheel-hub,  passing  through  the  spindle  and  lubricated 
by  said  boxes,  that  iK>rtion  of  the  shaft  on  each  side  of  the  plane  of  the  wheel  being 
lubricated  by  its  respective  set  of  boxes,  substantially  as  set  forth.'' 

These  claims,  both  by  reason  of  the  prior  art  and  on  account  of 
the  minate  and  nnmeroos  details  of  description  nsed,  are  necessarily 
extremely  narrow  and  show  invention,  if  at  all,  only  in  the  specific 
forms  of  construction  and  combination  described,  and,  this  being  so, 
the  evidence  does  not  show  infringement,  unless  it  be  of  the  first  and 
second  claims  of  Patent  No.  362,870.  If  those  claims  are  valid,  it  is 
conceded  that  they  have  been  infringed.  Their  validity,  however,  is 
denied,  and  in  view  of  Patent  No.  217,125,  issued  to  G.  Lohnes,  and 
Nos.  233,178  and  244,968,  issued  to  J.  S.  Adams,  it  is  clear  that  they 
are  void  of  invention.  The  only  feature  of  novelty  asserted  for  the  first 
claim  is  that  the  spindle  oh  which  the  wheel  is  mounted  '^projects 
about  an  equal  distance  on  each  side  of  the  plane  of  the  wheel,"  and  for 
the  second  claim  the  novelty  is  supposed  to  be  in  <<the  tubular  spindle 
*  *  *  having  a  bearing  formed  at  its  inner  end  of  less  diameter  than 
the  bore  of  the  spindle."  Neither  of  these  things  is  new,  and  there 
was  no  invention  in  introducing  them  into  the  combinations  described. 
It  follows  that  the  bill  should  be  dismissed^  for  want  of  equity. 

Before  Gbeshah,  Bunn,  and  Jenkins,  Judges. 
Pbb  Oubiam: 

The  decree  appealed  from  is  affirmed  upon  the  grounds  stated  in  the 
opinion  of  the  court  below. 
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(SviiMBM  Ooort  of  the  Uaitdl  StetM.] 

GoBBiN  Oabinst  Lock  Company  t^.  Eaolb  Lock  Company. 

JMeUM  O0hk0t  30, 1898. 
66  O.  G..  1066. 

1.8PIXOBL— Cabufor  LoCKft— Ruwus  Patbstt— £«zopPEL-BBOAi>Knu>  Claim-- 
DirvBRXHT  ImrKXTioir— Void. 
ClAhn  1  of  RaiMae  Letters  Patent  No.  10,961,  d*ted  July  31, 1888,  to  Henry  L. 
Spiegel,  for  impiorement  in  machiiie-loeki,  ex»niined  in  riew  of  the  itAte  of  the 
«rt,  the  prooeedings  in  the  Patent  OAoe,  and  the  law  iq;»plioahle  to  reiaeue  of 
patents,  and  HM  to  be  void  for  any  <me  or  all  of  the  following  reasons— to  wit, 
(1)  beoanse  the  patentee  waa  oatopped  by  the  proeeedinga  in  the  Patent  OiBoe 
on  the  original  application  in  aoeepting  a  narrow  claim  firom  ralaauing  with  a 
broader  claim ;  (3)  that  aaide  from  the  operation  of  the  eatoppel  it  ia  antioipated 
by  the  retoencea  cited  in  the  proceeding  on  the  original  application,  and  (3) 
thatlhe  invention  therem  ia  different  lh>m  that  aought  and  intended  to  be  cov- 
ered by  the  original  patent. 

2.  Sams— Pbocekoimo  in  thr  Patsmt  Onricn— Estoppbl— CoMSTRUcnosr  of  a 
Narrow  Claim— Broadskkd  Rrissux. 
Where  it  appears,  on  an  examination  of  the  Ale-wiappcr  and  oontenta  of  the 
original  application,  that  the  applicant  aonght  broad  claima,  bat  narrowed  them 
on  citation  of  referencea  and  rejection  by  the  Patent  Office  in  order  to  obtain 
the  patent,  Held  that  the  patentee  and  thoae  holding  nndcr  him  are  eetop|)ed 
thereby  from  inaiating  npou  aach  ooustmction  of  the  allowed  claim  aa  wonld 
cover  what  had  been  prevloiuly  rejected,  and  alao  reiaanlng  to  broaden  such 
narrow  claim  by  including  what  had  been  provlotialy  rejected  and  canceled  In 
the  original  application. 

8.  Same— What  is  Nrcrsaart  to  Warrant  Broadrnru  Claims  in  a  Siiaaus— 
Ths  Autboritiiw. 
It  ia  aettled  by  the  anthoritiea  that  to  warrant  new  or  broader  claima  in  a 
reiaane  aach  claima  must  nut  only  be  indicatetl  in  the  original  application,  but  it 
must  further  appear  (1)  that  they  constituted  a  part  of  the  original  invention 
and  (2)  were  aonght  and  intended  to  be  covered  or  Hcoared  by  the  original  patent. 
{Bantz  V.  Franiz,  C.  D.,  1882,  300;  21  O.  G.,  2037;  105  U.  8.,  160;  HetOd  v.  Siet, 
C.  D.,  1882, 215;  21  O.  O.,  1443;  104  U.  S.,  737;  MiUer  v.  Bnum  Ca.,  C.  D.,  1882,  49; 
21  O.  O. ,  201 ;  134  U.  8.,  360 ;  James  v.  Campbell,  CD.,  1882, 67 ;  21  O.  6.,  337 ;  104 
U.  8.,  356;  Topliffv.  Topl\f,  C.  D.,  1892,  402;  59  O.  G.,  1257;  145  U.  8.,  156.) 

4.  Patent— Maciiine-Lo<3K8— Want  of  Invkxtion— Void. 

Letters  Patent  No.  316,411,  dated  April  21, 1885,  granted  to  Henry  L.  Spiegel, 
for  improvement  in  machine-locks,  examined  in  view  of  the  atate  of  the  art,  and 
HM  to  be  void,  both  on  acoonnt  of  want  of  invention  and  anticipation. 

6.  Same— 8ame— Sams— Mechanical  Skill. 

Where  the  front  edge  of  the  lock  in  the  patent  aet  up  aa  a  defenee  to  the  anit 
waa  atraight  at  the  bottom  and  the  front  edge  of  the  loi*.k  in  the  patent  upon  * 
which  the  auit  ia  brought  la  rounded  ho  aa  to  fit  in  a  mortiae  of  that  ahape,  and 
alao  where  the  couuteraunk  reccaa  for  the  projecting  front  plate  of  the  lock  in 
the  patent  aned  on  ia  made  by  a  routing  tool  inatoiul  of  a  hand-chiael,  anch  hand- 
chiseled  reccaa  for  old-atyle  locks  being  old,  Held  auch  diiferencea  did  not  riae  to 
the  dignity  of  invention  and  involved  nothing  more  than  mechanical  akill. 

Appeal  from  the  Oircoit  Court  of  the  United  States  for  tUe  District 
ofCoimecticat. 
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Mr.  0.  B.  MUa^  and  Jlfr.  John  P.  Bartlett  for  the  appeUant. 
ilf  r.  W.  H.  ThwnUm  and  Mr.  Bmjamin  Price  for  the  i^^pellee. 

Mr.  Jnstioe  Jaosson  delivered  the  opinion  of  the  Oonrt. 

The  appellaiit  bnmght  this  suit  against  the  api)eI1ee  for  the  infHnge- 
ment  of  two  Letters  Patent,  granted  to  lELeaxj  L.  Spiegel,  for  improve- 
m^its  in  cabinet-lo<dc8— one  being  Beissne  Letters  Patent  No.  10,361, 
dated  July  31, 1383,  and  tiie  otiber  No.  316,411,  dated  April  21, 1885, 
both  of  which  were  assigned  by  Spiegel  to  Frank  W.  Mix,  and  by  Mix 
to  the  appellant.  They  relate  to  what  are  known  in  the  trade  as 
'^iDadhine"  locks,  so  called  from  the  fact  that  they  are  adapted  for 
insertion  in  mortises  cat  entirely  by  machinery  or  ronting-tools,  and 
thns  distingnished  from  the  ^<  old-style"  lock  previonsly  used,  which 
was  adapted  only  for  mortises  cat  or  chiseled  by  hand.  The  locks 
covered  by  the  iiatents  are  osed  chiefly  on  fhmitore. 

It  is  alleged  that  the  defondant^s  lock,  which  is  sabstantially  that 
covered  by  the  Morris  L.  Oram  patent  of  Angast  22, 1882,  infringes 
thefirstdaimof  the  reissae,  and  the  three  claims  of  the  patent  of  1885. 
The  defenses  set  ap  as  to  the  reissue  are:  that  the  first  claim  thereof 
is  for  a  different  invention  fix>m  that  described  in  the  original  patent; 
that  it  is  an  expansion  of  the  original  daim,  and  is  not  infringed.  As 
to  the  patent  of  1885,  the  defenses  interposed  are :  that  it  is  anticipated 
by  other  persons  and  patents,  and  want  of  patentability.  The  opinion 
of  the  codrt  below  dismissing  the  bill  is  reported  in  37  Federal  Beparterj 
338.    From  that  decree  the  present  appeal  is  prosecuted. 

The  history  of  the  art  on  this  subject  is  so  fully  set  forth  in  the 
opinion  of  Mr.  Justice  Brown  in  the  case  of  Duer  v.  Oarbin  Otibinet 
Lock  Co.  (ante,  334;  63  O.  G.,  1060;  149  U.  S.,  216,)  decided  at  the  last 
term  of  this  Court,  that  it  need  not  be  repeated  here. 

^o  special  consideration  was  given  by  the  court  below  to  the  first 
claim  of  the  reissue  patent,  and  while  it  was  not  seriously  insisted  in 
oral  argument  before  this  Court,  that  there  was  error  in  the  judgment 
of  the  court  below  on  this  branch  of  the  case,  counsel  for  appellant  have 
Qovertheless  contended  in  their  brief  that  the  first  claim  of  the  reissue 
patent  is  valid^  and  was  infringed.  It  becomes  necessary,  therefore, 
to  examine  the  question  raised  on  the  reissue  patent. 

The  original  patent  on  which  the  reissue  is  founded  was  No.  241,828, 
dated  May  24, 1881.  It  appears  from  the  file-wrapper  and  contents 
that  in  his  original  application  the  patentee  made  three  claims,  the 
first  being  for  '^  cabinet-lock  having  its  rear  plate  projecting  at  each 
side  of  the  lock-case  (at  G  G,)  substantially  as  and  for  the  purpose 
BX)ecified;^  the  second  was  for  a  lock  having  such  projecting  rear 
plate,  and  having  its  fix>nt  plate  provided  with  a  slit  and  strip;  and  the 
third  daim  was  for  a  lock  having  such  projecting  rear  plate,  and  hav- 
ing the  upper  part  of  such  projection  bent  toward  the  front  plate  (as  at 
GO*    Each  of  these  claims  was  I'cyected  by  the  Patent  Office,  the  first 
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aud  broader  claim  on  reference  to  the  Gory  x)atcut/No.  138,148,  dated 
April  22,  1873;  the  second  on  reference  to  the  Bishop  patent,  No. 
201,219,  dated  March  12, 1878;  and  the  third  on  the  ground  of  no  inven- 
tion. 

In  the  letter  of  rejection  it  was  suggested  to  the  applicant  that  a — 
single  ipeoifio  claim,  limited  to  its  (the  lock's)  exact  constractioa, 

might  be  allowed.  This  suggestion  was  accepted;  all  three  claims 
originally  filed  were  canceled,  and  there  was  substituted  and  allowed 
a  sin'^le  claim,  as  follows: 

A  cabinet-lock  having  its  rear  plate  projecting  beyond  each  side  of  the  lock-ease, 
as  at  G  Qy  and  having  the  upper  part  of  each  projection  bent  toward  the  fh>nt plate, 
D,  combined  with  the  front  plate,  D,  said  front  plate  having  a  slit,  n,  and  strip  m, 
substantially  as  and  for  the  purposes  specified. 

Having  originally  sought  broader  claims  which  were  rejected,  and 
having  acquiesced  in  such  rejection,  and  having  withdrawn  such 
claims  and  substituted  therefor  this  naicrower  claim,  describinic  a  par- 
ticular or  specific  lock,  as  such,  neither  the  patentee  nor  his  assignees 
can  be  allowed  under  the  authorities  to  insist  ui)on  such  constructioQ 
of  the  allowed  claim  as  would  cover  what  had  been  previously  rejected. 
(Shepard  v.  Carrigan,  C.  D.,  1886, 116;  34  O.  G.,  1157;  116  U.  S.,  503; 
Roemer  Y.  Peddie,  0.  D.,  1889,  686;  49  O.  G.,  2161;  132  U.  8.,  313; 
Royer  v.  Coujpey  a/ntej  154;  62  O.  G.,  318;  146  IT.  8.,  524.) 

Aside  from  the  operation  of  this  estoppel,  it  is  perfectly  clear  that 
the  action  of  the  Patent  Ofiftce  in  rejecting  the  three  original  claims 
was  correct,  for  the  ^^  old-style"  lock,  which  was  in  use  long  prior  to 
the  date  of  the  Spiegel  so  called  invention,  had  a  projecting  front 
plate,  and  a  projecting  rear  plate,  which  necessarily  included  a  space 
between  them.  So,  too,  the  lock  of  the  Qory  patent  had  a  projecting 
rear  plate,  but  lacked  the  bent  in  feature  and  slitted  front  plate,  fint 
the  Spiegel  patent  presented  no  patentable  differences.  The  specifi- 
cation and  claim  of  the  original  patent,  as  allowed,  described  and  cov- 
ered a  lock  per  %e  of  a  special  construction,  and  did  not  extend  to  or 
include  anything  in  combination  therewith. 

In  the  application  for  reissue,  filed  April  28, 1883,  the  original  speci- 
fication was  amended  in  two  material  respects.    The  new  matter  con- 
sisted of  a  statement  describing  how  a  mortise  should  be  formed,  and 
how  the  lock  is  to  be  combined  therewith,  so  as  to  be  held  laterally  I 
therein,  as  follows:  j 

by  means  of  the  portions  of  the  walls  of  the  mortise  which  am  In  front  of  tbs 
locking-plate  G  and  in  the  rear  of  the  firont  plate  of  the  lock. 

And  there  was  also  added  this  ftirther  statement: 

It  wiU  thus  be  seen  thAt  the  lock  is  prevented  from  lateral  dusplaoemsnt  l^tks 
projections  upon  the  hack  piste,  in  oombinatiou  with  the  oorresponding  ahape  of  tks 
mortise,  and  that  it  is  prsvented  firom  vertical  displacement  by  the  thin  strip  si  a 
the  bent  part  O'. 
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With  these  additions  to  the  original  Rpeciflcation,  there  were  allowed 
iu  the  reissue,  the  original  claim  and  three  new  claitns,  as  follows: 

1.  A  cabinet-look  having  ita  front  plate  and  rear  plate  extending  laterally  beyond 
the  bo6y  of  the  lock,  in  combination  with  the  mortise,  whose  walls  enter  the  spaee 
between  the  front  and  rear  plate,  whereby  fastening-sorews  are  dispensed  with,  snb- 
BtantiaUy  as  described. 

2.  A  cabinet-lock  having  its  front  plate  and  rear  plate  extending  lateraUy  beyond 
the  body  of  the  lock,  and  having  also  the  edge  G'  upon  the  rear  plate  bent  toward 
the  companion  plate,  substantiaUy  as  described,  and  for  the  purpose  specified. 

3.  A. cabinet-lock  having  the  thin  strip  m  and  the  slit  n  at  the  lower  comer  of  its 
outer  plate,  substantiaUy  as  described,  and  for  the  purpose  specified.  * 

Of  these  reissue  claims  the  first  is  the  only  one  which  it  is  insisted 
the  defendant's  lock  infringes.  It  is  perfectly  manifest  that  the  new 
matter  in  the  reissue  specification  was  inserted  to  lay  the  foundation 
for  either  changing  the  original  claim,  or  the  patent  covered  thereby; 
or  for  the  purpose  of  expanding  that  claim,  so  as  to  make  it  cover  sub^ 
stontially  what  had  been  rejected  on  the  original  application.  An 
examination  of  the  proceedings  of  the  Patent  Office,  in  connection  with 
the  original  application,  and  the  claim  of  the  original  patent,  renders 
it  i)erfectly  obvious  that  the  first  claim  of  the  reissue  is  not  for  the  lock 
as  such,  but  is  for  a  combination  of  a  lock  with  a  mortise,  and  in  this 
respect  it  is  for  a  different  invention  from  that  described  in  the  single 
claim  of  the  original  patent,  which  covered  only  a  lock  of  a  definite 
description.  The  first  claim  of  the  reissue  clearly  includes,  as  an  ele- 
ment of  the  combination  therein  described,  a  peculiarly-constructed 
mortise  to  receive  the  lock.  This  element  the  original  patent  does  not 
indicate  as  being  any  part  of  the  invention  of  the  patentee.  As  already 
stated,  the  claim  of  the  original  patent  is  for  a  lock  as  such,  while  the 
first  claim  of  the  reissue  is  for  a  combination  of  that  lock  with  some^ 
thing  not  claimed  as  an  element  iu  the  original  patent,  viz.,  a  pecu« 
liarly  shaped  mortise.  This  was  a  departure  from  the  original  claim 
not  warranted  ,by  anything  appearing  in  the  original  specification. 

Again,  this  first  claim  of  the  reissue  clearly  operates  to  broaden  and 
expand  the  original  claim,  in  that  it  omits  or  contains  no  reference  to 
any  means  whatever  for  holding  the  lock  in  place  vertically,  such  as 
are  described  in  the  original  claim.  It  drops  out  and  eliminates  ele* 
xnents  shown  in  the  original  claim,  such  as  the  bent  in  portion  of  the 
plate  and  the  slit  n  and  strip  n>,  by  means  of  which  the  necessity  for 
fastening  screws  was  to  be  dispensed  with.  This  claim  of  the  reissue 
was,  for  these  reasons,  clearly  unwarranted.  It  does  not  appear  that 
there  was  any  accident,  inadvertence,  or  mistime  in  the  specification 
and  claim  of  the  original  patent,  or  that  it  was  void  or  inoperative  for 
any  reason  such  as  would  entitle  the  patentee  to  have  a  reissue  thereo£ 

It  is  settled  by  the  authorities  that  to  warrant  new  and  broader  claims 
in  a  reissue,  sudi  claims  must  not  be  merely  suggested  or  indicated  in 
the  original  specification,  drawings,  or  models,  but  it  must  fhrther 
appear  fh>m  the  original  patent  that  they  constitute  parts  or  portions 
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of  the  iiiveiitiou  which  were  iuteuded  or  sought  U»  be  covei^  or  necareil 
by  such  original  patent.  It  is  also  settled  by  the  aathorities  that  iu 
applications  tor  reissne  the  patentee  is  not  allowed  to  incorporate  or 
secure  claims  covering  or  eiubiticing  what  had  been  previously  rejected 
upon  his  original  application.  (Bantz  v.  Frantz^  O'.  D.,  1882,  3IH);  21  O. 
G.,  2037;  105  IT.  S.,  100;  Heald  v.  Rice,  C.  D.,  1882, 215;  21  O.  G.,1443; 
104  U,  S.,  737;  MWer  v.  Brim  Co.,  C.  D.,  1882,  49;  21  O.  G.,  201;  104 
U.  S.,  350;  James  v.  Campbell,  C.  1).,  1882,  67;  21  O,  G.,  337;  104  U.S., 
;I66;  TopUffy.  TopUff^  C.  D.,  1892,  402;  59  O.  G.,  1257;  145  U.  S^  150.) 
For  these  reasons,  and  other  reasons  which  might  be  stated,  we  are 
clearly  of  opinion  that  the  first  claim  of  the  Betssae  Patent  No.  10,361, 
dated  July  31, 1883,  is  void,  and  that  appellant  was  entitled  to  no  relief 
in  re8i)ect  thereto,  even  if  the  original  patent  on  which  it  was  founded 
could  be  sustained  as  a  valid  patent. 

•In  respect  to  the  Spiegel  patent  of  1885  for  improvements  in  cases  for 
locks,  we  concur  in  the  conclusion  reached- by  the  Circuit  Court  tiiat  it 
was  invalid  for  want  of  patentable  invention.  We  are  further  of  opin- 
ion that  in  view  of  the  state  of  the  art,  as  shown  by  the  ^^old  style'' 
lock,  by  the  Gory  patent  of  1873,  and  by  the  Spiegel  patent  of  1881, 
that  the  patent  of  1885  was  fully  anticipate>d. 

The  application  for  the  patent  of  1885,  as  originaUy  filed,  contained 
a  single  claim,  as  follows: 

I  claim  as  my  inyention— 

The  herein-describe^l  lock-caso  haying  overhanging  edges  and  a  front  plate  pro- 
jecting laterally  and  below  the  adjacent  sides  of  the  case,  and  rounded  at  the  bottonn, 
whereby  the  lock  is  adapted  for-  insertion  in  a  routed  cavity  into  which  the  lock- 
plate  fits,  snbstantially  as  described,  and  for  the  pnrposo  specified. 

This  w^as  a  broad  claim  to  a  lock  having  a  projecting  front  plate  and 
a  projecting  cap-plate,  so  as  to  form  intervening  spaces  or  grooves  on 
the  opposite  edges  of  the  lock-case,  the  front  plate  being  rounded  at 
the  bottom.  It  was  pr<M5tieal1y  for  the  same  construction  of  lock-case 
as  shown  in  the  prior  Spiegel  patent  of  1881,  except  that  the  fi-ont 
plate  was  to  be  rounded  at  tlie  bottom.  This  claim  on  an  interference 
with  the  Orum  pat^iiit  No.  202,977,  of  1882,  was  rejecteit,  the  Commis- 
sioner of  Patents  holding  tliat  Spiegel  had  no  right  to  make  a  claim 
any  broader  than  the  specific  device  which  he  showed.  He  thereupon 
amended  his  claim  so  as  to  read  as  follows: 

A  lock-case  having  a  top  plut4^  and  an  overhanging  cap,  and  a  front  plate  project- 
ing beyond  the  :Mljacent  walls  of  the  cap,  and  rounded  at  the  bottom,  whereby  the 
lock  is  adapted  to  be  inserted  and  held  in  a  routed  cavity  by  the  projecting  front 
and  cap  plates. 

It  wsis  held  by  the  Commissioner  of  Patents,  under  the  interference 
already  referred  to,  that  this  claim  was  lacking  in  patentability. 

Spiegel  subsequently  presented  a  specification  in  which,  after 
describing  the  state  of  the  art,  and  referring  to  the  oiiginal  patent  of 
May  24, 1881,  he  stated  that—  ^  . 

While  this  latter  constrnction  of  lock  possesses  valuable ^esreni^es  oflraprovement 
not  diselusod  by  the  prior  art,  yet  the  form  of  lock  shown  and  described  In  the 
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patent  is  such  m  to  preclude  its  adoption  for  nse  in  routed  cavities,  because  its 
front  plate  is  not  of  the  proper  form  to  fit  within  and  cover  a  cavity  made  by  a 
roating-tool. 

The  object  of  this  invention  is  to  obviate  the  objectionable  features  and  defects 
hereinbefore  set  forth  and  provide  a  lock-case  of  such  form  and  construction  that 
it  may  have  a  projecting  key-post,  if  so  desired,  and  be  secured  within  a  routed  cav- 
ity, and  snugly  retained  therein,  so  as  to  conceal  the  cavity  from  view  and  form  a 
neat  and  finished  appearance  when  in  place. 

With  these  ends  in  view  my  invention  consists  in  a  lock-case  having  its  edges 
constructed  to  engage  or  interlock  with  the  side  walls  of  a  routed  cavity,  and  pro- 
vided with  a  front  plate  having  a  rounded  bottom  adapted  to  fit  within  a  countersunk 
recess  around  the  routed  cavity  and  constitute  a  support  for  the  lock-case  and  con- 
ceal the  cavity  from  view. 

What  he  claimed  as  new  and  desired  to  obtain  by  Letters  Patent 
was: 

1.  A  lock-case  having  a  front  plate  formed  with  a  rounded  bottom,  a  cap-plate 
forming  in  connection  with  the  front  plate  intervening  spaces  or  grooves  on  the 
opposite  edges  of  the  lock-case,  and  a  top  plate  extending  over  and  beyond  the  oap- 
plate,  the  projecting  edges  of  the  front  plate  being  adapted  to  fit  within  a  counter- 
sunk recess  around  the  routed  cavity  within  which  the  lock-case  is  inserted,  sub- 
stantially as  set  forth. 

2.  A  lock-case  having  a  front  plate  formed  with  a  rounded  bottom,  a  cap-plate 
secured  to  or  connected  with  the  front  plate  and  constructed  to  form  therewith 
intervening  spaces  or  grooves  on  opposite  edges  of  the  lock-case,  and  a  top  plate 
extending  over  and  beyond  the  cap-plate,  in  combination  with  a  support  having  a 
routed  cavity  provided  with  a  countersunk  recess  adapted  to  receive  the  outer  and 
projecting  edges  of  the  front  plate,  substantially  as  set  forth. 

3.  A  lock-case  having  a  front  plate  formed  with  a  rounded  bottom,  a  cap-plate 
secured  to  or  connected  with  the  front  plate  and  oonstructed  to  form  therewith 
intervening  spaces  or  grooves  on  opposite  edges  of  the  lock-case  to  retain  it  in  place 
witMn  the  routed  cavity,  aud  a  top  plate  extending  over  and  beyond  the  cap-plate, 
in  combination  with  a  support  provided  with  a  route<l  cavity  of  a  depth  sufficient  to 
receive  the  projecting  edge  of  the  top  plato  ilush  therein,  substantially  as  set  forth. 

These  claims  were  several  times  rejected  by  several  differeiit  Exam- 
iners and  Commissioners  of  tlie  Pateut  Office,  because  they  were  lack- 
ing in  patentable  inventi<m,  and  were  anticipated  by  the  prior  state  of 
the  art  and  previous  patents.  How  they  came  to  be  finally  allowed 
and  issued  is  wholly  unexplained  in  the  record. 

The  claim  to  invention  in  this  patent  of  1885  must  rest  upon  differ- 
ences which  existed,  if  any,  between  the  lock  and  the  mortise,  therein 
described,  and  what  was  shown  and  disclosed  in  the  prior  state  of  the 
art,  and  in  the  Gory  patent  of  1873,  and  the  Spiegel  patent  of  1881. 
In  the  lock  of  the  patent  of  1881  the  front  plate  was  straight  at  the 
bottom  instead  of  being  rounded  as  in  the  patent  of  1885.  This  change 
involved  nothing  more  than  mechanical  skill  so  as  to  make  the  bottom 
of  the  front  plate  fit  in  the  routed  cavity,  which  was  necessiirily 
i-f>unded.  The  ftirther  change  described*  in  the  patent  of  1885^  of  a 
countersunk  recess  to  receive  the  projet'ting  front  plate  of  the  lock, 
ilnsh  therewith,  was  not  new;  lor  su<^h  countersunk  recess  was  fre- 
quently found  in  the  "  old-style''  locks,  when  it  was  desired  to  make 
tiie  front  plate  thereof  flush  for  the  purpose  of  presenting  a  neat  finish. 
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This  countersank  recess,  used  in  conDectiou  With  the  "  old-style"  locks, 
was  made  by  handchiseliu^ify  and  was  intended  to  present  or  produce  a 
neat  finish.  The  making  of  such  conntersuuk  recess  for  substantitdly 
the  same  pnrpose  in  the  patent  of  1885  by  a  routing-tool  instead  of  by 
hand-chiseling,  did  not  rise  to  the  dignity  of  an  invention.  The  change 
involved  nothing  more  than  mechanical  skill,  which  was  produced  by 
a  change  in  the  form  of  the  routing-machine. 

Again,  the  Gory  patent  of  1873  shows  a  lock  with  a  round  bottom 
front  plate,  and  it  further  shows  that  the  front  plate  of  that  lock  pro- 
jects below  the  body  of  the  lock,  though  it  does  not  project  at  the  sides; 
while  the  Sargent  patent,  Fo.  210,807,  dated  December  10, 1878,  shows 
a  lock  having  a  round  bottom  firont  plate,  which  firont  plate  projects 
below  and  at  the  sides  of  the  body  of  the  lock,  as  in  the  Spiegel  lock, 
patented  in  1885.  The  purpose  of  rounding  the  front  plates  at  the  bot- 
tom in  both  of  the  locks  of  the  Grory  and  Sargent  patents  was  to  enable 
them  to  fit  in  a  rounded  or  routed  cavity.  So  the  countersunk  recess, 
made  for  the  purpose  of  receiving  the  projecting  front  plate  flush,  was 
old,  and  called  for  no  invention  on  the  part  of  SpiegeL  What  Spiegel 
did  in  this  respect  was  what  had  long  before  been  done  in  the  use  of 
the  ^<  old-style"  locks.  The  fact  that  he  made  his  mortise,  including 
the  countersunk  recess,  with  a  routing-tool  instead  of  by  hand-chisel- 
ing, certainly  does  not  rise  to  the  dignity  of  invention.  In  his  arrange- 
ment of  the  lock  and  mortise  the  lock  is  supported  vertically  by  the 
selvage,  and  the  sole  object  of  letting  the  front  plate  in  flush  by  means 
of  the  countersunk  recess  was  to  produce  a  neater  finish  and  more 
attractive  article  than  could  be  produced  without  such  countersunk 
recess,  or,  a-s  he  expresses  it  in  his  specification — 

to  conceal  the  cayity  from  view  and  form  a  neat  and  finished  appearaaoe  whan  in 
place. 

All  that  Spiegel  did  was  to  make  his  mortise,  including  the  counter- 
sunk recess,  with  a  routing-tool,  so  that  it  would  be  rounded  at  the 
bottom,  and  then  make  the  front  plate  of  his  lock  rounded  to  correspond 
with  this  rounded  cavity,  and  fit  in  flush  in  the  countersunk  recess. 
This  change  exhibits  no  patentable  subject  of  invention  over  and  above 
that  which  is  disclosed  in  his  prior  patent  of  1881,  and  shown  in  the 
Gory  and  Sargent  patents.  These  changes  were  simply  obvious  rnodi^ 
fications  of  such  prior  patents,  and  cannot  be  sustained  as  a  patentable 
invention. 

We  are  of  opinion,  therefore,  that  there  was  no  error  in  the  decree 
below  and  that  the  judgment  should  be  affirmed. 

Mr.  Justice  Brown  did  not  sit  in  this  case  andf  took  no  port  in  its 
discussion. 
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[U.  8.  Cirealt  Court— District  of  Conneotiont.] 

Palmes  jst  al.  v.  Mills  et  al. 

Decided  June  £9,1893. 

66  O.  G..  1069. 

Palmer— MAcmKU  fob  Skwino  or  QuiLTiva  Fabric^— Validity— Prruminart 

iKJUKCnON. 

Letten  Patent  Ko.  a08,981  and  Ko.  806,962,  issued  Deoem1>er  9, 1864,  to  Frank 
L.  Palmer,  are  for  improvements  for  stitching  comfortables  by  machinery. 
Owing  to  the  commercial  advantages  given  by  these  patents  complainants,  who 
owned  them,  were  enabled  to  practically  command  the  entire  business  of  this 
country  in  this  kind  of  qnilts.  The  validity  of  the  patents  had  never  been 
denied  ezoept  by  one  other  party,  who,  after  snit  brought  for  ihfrlngement, 
compromised  the  same,  and  has  ever  since  paid  a  royalty.  HM,  that  on  an 
application  for  preliminary  injunction,  where  infringement  was  plain,  the  pat- 
ents would  be  presumed  to  be  valid  and  the  injunction  granted,  unless  defend- 
ants gave  a  sufficient  bond  to  secure  any  damages  decreed  against  them. 

Bill  by  Frank  L.  Palmer  and  others  against  Orefeld  Mills  and  others 
for  infiringement  of  patents.  On  motion  for  preliminary  injunction. 
Order  allowing  iignnction  unless  bond  be  given. 

Mr.  E.  H.  Brotcn  for  the  complainants. 
Mr.  J.  E.  Ma/ynad4er  for  the  defendants. 

TOWNSEND,  J.: 

This  is  a  motion  for  a  prelimioary  iignnction  restraining  tlie  infiringe- 
ment of  claims  14  and  24  of  Letters  Patent  No.  308,981  and  of  claims  2, 
3, 4, 12,  and  15  of  Letters  Patent  No.  308,982,  granted  to  Frank  L 
Palmer,  December  9, 1884,  for  sewing  or  qnilting  fabrics.    The  follow- 
ing  facts  api>eared  npon  the  hearing:  The  complainants'  patents  pro 
vide  for  a  novel  and  useful  mode  of  stitching  comfortables  by  machinery. 
The  commercial  advantages  of  these  improvements  have  enabled  com 
plainants  to  practically  command  the  entire  business  of  this  country 
in  this  class  of  quilts.    No  one  has  heretofore  disputed  the  validity  of 
said  patents,  except  the  B.  T.   Palmer   Company.      Gomplainants 
brought  suit  against  said  company,  and  said  suit  was  settled  by  the 
grant  of  a  shop  right  in  consideration  of  the  pajnnent  of  a  royalty. 
Said  agreement  is  still  in  force,  and  said  royalty  has  been  annually 
paid.    A  comparison  of  the  machines  of  defendants  with  those  of  com- 
plainants shows  them  to  be  substantially  the  same.    If  the  sewing- 
machine  of  complainants'  model,  while  in  operation  upon  its  quilt,  be 
grasped  and  held  fast,  and  the  pattern  be  allowed  to  move,  the  model 
becomes  the  working  model  of  defendants'  machine,  performing  the 
same  fdnctions  in  the  same  way,  with  the  same  result. 

The  only  vital  question  in  the  case  is  as  to  the  validity  of  comi»lain- 
ant^B  patents,  in  view  of  the  prior  state  of  the  art.    But,  in  vj^w  of 
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tbe  considerations  already  suggested,  it  seems  tbat  said  pat-ents  should 
be  assumed  to  be  valid  upon  tbis  hearing.  As  was  said  by  Judge 
Lacombe  in  Sessions  v.  Oouldj  (49  Fed.  Bep.,  856:) 

The  contention  that  in  Tiew  of  the  prior  state  of  the  art  they  do  not  diseloee  any 
patentable  invention  is  not  lufficiently  clear  and  convincing  to  overthrow  the  caae 
made  oat  by  the  patents  themselves  and  the  pablio  acquiescence  in  their  validity. 
The  defense  of  prior  pablio  nse  «  •  •  ehoald  not  be  disposed  of  on  ex  parte  afB- 
davits,  bat  reserved  for  final  hearing. 

There  is  nothing  in  the  case  to  show  that  complainants  will  not  be 
suificiently  protected  by  a  suitable  bond.  They  have  already  granted 
to  their  only  other  competitor  a  license  to  make  and  use  machines 
embodying  the  improvements  claimed  in  said  patents.  One  of  the 
defendant's,  whose  financial  responsibility  is  unquestioned,  has  offered 
to  give  such  bond  as  may  be  required  for  all  damages,  profits,  and  costs 
which  may  be  decreed  against  either  the  individual  defendants  or  the 
defendant  corporation.  There  can  be  no  irreparable  damnge  in  such 
a  case,  where  the  value  of  the  royalty  can  be  ascertained,  provided  the 
responsibility  of  defendants  is  guaranteed. 

Let  an  order  be  entered  granting  a  preliminary  injunction,  unless  the 
defendants  shall,  within  ten  days,  file  a  satis&ctory  bond  for  $10,000 
conditioned  for  the  payment  of  any  final  money  decree  which  may  be 
rendered  in  favor  of  complainants. 


[IT.  S.  Cireoit  Court— niatrict  of  Kewjflrwy.] 
BONNELL  BT  AL.  V.  STOLL  BT  AL. 

Decided  J»Zy  8, 189S. 
66  O.  G.,  1070. 

BONNSLL  AND  LaMBING—BeD-SpRING»— ANTICIPATION. 

Claim  2  of  Letters  Patent  No.  4(6,821,  issned  June  25, 1889,  to  BonneU  and 
Lftinbing,  oovera  *' a  spring  bed-bottom  formed  in  sections  and  liaving  the  top 
whirls  of  springs  at  the  a^acent  ends  of  the  sections  united  by  a  spind  wire 
wound  loosely  aroand  them,  so  as  to  allow  the  sections  to  fold  and  yet  afford  a 
yielding  connectiou ."  HM  that  the  claim  was  anticipated  by  the  prior  oonstmo- 
tions  known  as  "  lace- web  spring  "  and  the  *'  Maier  bed  "  for  want  of  patentable 
noTelty. 

Suit  by  Elliot  M.  BonneU  and  John  S.  Lambing  against  Robert  P. 
Stoll  and  others  for  infringement  of  a  patent.    Bill  dismissed. 

Mr.  James  A.  Whitney  for  the  complainants. 
Mr.  F.  0.  Lawthorp  for  the  defendants. 

ACHEBON,  J.: 

The  plaintiffs  sne  for  the  infringement  of  Letters  Patent  No.  405,831, 
for  improvements  in  bed-springs,  granted  them  on  Jane  25, 1889.  The 
patent  shows  abed-bottom  composed  of  spiral  or  helical  springs  arranged 
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in  parallel  rows  and  connected  by  spiral  wires  ronning  lengthwise  of 
the  bed-bottom,  which  is  formed  by  two  sections,  so  as  to  fold  the  one 
upon  the  other.  There  are  two  claims ;  but  upon  the  argnment  infringe- 
ment of  the  second  daim  only  was  insisted  on.    That  claim  is  as  follows : 

2.  A  spring  bed-bottom  fonned  in  sectlona  and  having  the  top  whirls  of  springs  at 
the  adjacent  ends  of  the  seotions  united  by  a  spiral  wire  woond  loosely  aconnd  them, 
80  as  to  allow  the  sections  to  fold  and  yet  aiford  a  yielding  connection,  sabatantially 
as  specified. 

The  fanctions  of  this  connecting  spiral  wire,  as  declared  by  the  speci- 
fication, are  threefold — namely,  ^^  loosely  and  yieldingly  connecting  the 
springs,"  furnishing  '^  a  spiral  filling  for  the  interspaces  "  between  the 
four  adjacent  springs,  and  <^  serving  as  a  hinge"  for  folding  the  sec- 
tions. The  si)ecification  states,  and  the  prior  patents  show,  that  it  was 
not  new  to  connect  the  tops  and  bottoms  of  bed-springs  with  spiral 
wires,  and  that  springs  had  been  furnished  with  hinged  connections. 
It  is  not,  however,  deemed  necessary  to  refer  particularly  to  the  earlier 
2>atents.  It  is  enough  to  consider  two  prior  constructions  designated 
in  the  proofs  as  ^^  defendants'  exhibits  lace- web  spring  and  Maier  bed." 
The  former  is  a  spring  bed-bottom  constructed  of  helical  springs  joined 
together  by  coiled  wires,  made  in  two  sections,  united  by  five  spiral 
wires,  forming  a  longitudinal  strip  of  wire-netting,  which  acts  as  a 
hinge  to  allow  the  two  sections  to'  fold  together.  The  ^^  Maier  bed"  is 
composed  of  two  spiral  spring  bed-bottom  sections,  with  a  spiral-wire 
hinge  connection^  consisting  of  three  spiral  wires,  the  two  outer  ones 
intermeshing  with  the  spiral  hinge-wire  and  being  wrapped,  respect- 
ively, in  a  loose  manner  about  the  top  portion  of  the  whirls  of  the  ai^ja- 
cent  rows  of  springs  of  the  two  sections.  These  two  constructions 
possess,  respectively,  all  the  distinguishing  characteristics  of  the  plain- 
tifis'  patented  improvement.  In  each  the  two  bed  sections  are  united 
by  a  yielding  spiral-wire  connection  between  the  top  whirls  of  the 
acy acent  rows  of  springs,  permitting  the  two  sections  to  fold  one  upon 
the  other  and  affording  a  spiral  filhng  for  the  interspaces  between  each 
a^acent  set  of  four  springs  along  the  connecting  line.  Neither  in  func- 
tion nor  in  operation  is  there  any  substantial  difference  between  the 
spiral  wire  connections  of  the  two  sections  of  these  old  constructions 
and  that  of  the  patented  bed-spring. 

The  employment  of  a  single  spiral  wire  to  form  the  connection,  instead 
of  several^conduces  to  simplicity  and  cheapness  ofmannfitcture;  but  it 
introduces  no  new  principle  and  does  not  involve  invention  in  a  pat- 
entable sense.  At  the  most  it  was  the  mere  carrying  forward  of  the 
original  idea  or  method,  resulting  in  an  improvement  in  degree  only. 
{Smith  V.  yicholsy  21  Wall.,  112, 119.)    The  Court  there  said : 

But  a  mere  carrying  forward,  or  anew  or  more  extended  application  of  the  original 
thooght;  a  change  only  in  form,  proportions,  or  degree;  the  suhstitntion  of  equina- 
lents,  doing  substantially  the  same  thing  in  the  same  way  by  substantially  the  same 
with  better  results,  is  not  such  invention  as  will  sustain  a  patent,  OOQLC 
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This  principle  has  been  enforced  in  many  more  recent  cases.  (-Estey 
V.  Bardett,  0.  D.,  1884,  95;  26  O.  G.,  637;  109  U.  8.,  633;  3  Sup.  Ct 
Sep.,  631;  Burt  v.  JEvary^  C.  D.,  1890,  245,  50  O.  G.,  1294;  1L33  U.  8., 
349;  10  Sup.  Ct.  Bep.,  394;  French  v.  Oarter^  G.  D.,  1890, 556;  53 O.  G., 
1672;  137  U.  8.,  239;  11  Sup.  Ct.  Bep.,  90;  arantY.  Walter,  ante,  317: 
63  O.  G.,  910;  148  CT.  8.,  547,  553;  13  Sup.  Ct  Bep.,  699.)  These  and 
other  like  decisions  of  tlie  Supreme  Court  lead  to  a  conclusion  adverse 
to  these  plaintiffs. 

Let  a  decree  be  drawn  dismissing  the  bill,  with  costs. 


(SapraiM  Court  of  the  DUtriot  of  OnlnmbU.] 

The  United  States  ex  rel.  The  State  of  South  Cabolina  v. 
Seymour,  Commissioner  of  Patents^ 

Decided  OeUher  SS,  189S. 
66  O.  6.,  1221. 

THE   "palmetto"  TRADB-tfARK  CA8«. 

1.  Registration  of  thk  Word  "Palmetto"  bt  the  State  of  South  Carolina- 

Discretion  OF  the  Commissioner— Foreign  Commerce. 
The  Commissioner  of  Patents,  under  the  Trade-Mark  statute  of  March  3, 1881, 
is  not  invested  with  discretionary  power  to  determine  whether  the  iq;»plicant  for 
registration  is  lawfullif  engaged  in  foreign  trade/. 

2.  Same— Same— Same. 

The  discretion  of  the  Commissioner,  under  that  statute,  is  to  decide  the  pre- 
sumptive lawfulness  of  claim  to  the  ownership  of  the  alleged  Trade-Mark,  not 
whether  such  mark  is  lawfully  used  in  foreign  commerce. 

3.  Same— Same— Same. 

The  Commissioner  having  denied  registration  to  the  State  of  South  Catolina 
on  the  ground  that,  in  his  Judgment,  the  statute  under  which  the  State's  ofBteis 
and  agents  were  acting  did  not  authoruse  a  trade  with  foreign  nations,  SM 
that  the  question  was  one  for  the  courts  in  a  proper  case  and  the  people  of 
the  State  to  determine,  it  not  heing  a  matter  in  which  the  United  States,  the 
Commissioner  of  Patents,  or  the  general  puhlic  had  any  concern  or  interest. 

4.  Same— Same— Same— Mandamus. 

The  Commissioner,  in  the  present  case,  having  exercised  and  exhausted  his 
discretion,  and  having  refused  to  register  simply  on  the  ground  that  he  has 
decided  that  the  act  of  engaging  in  foreign  trade  is  ultra  vitm  the  relator, 
ffeld  proper  case  for  peremptory  mandamus,  the  relator  having  complied  with 
the  provisions  of  the  Trade-Mark  statute  and  the  lawful  regulations  of  the 
Patent  Office. 

Petition  by  the  State  of  South  Carolina  for  a  writ  of  mandamns 
upon  the  OommiHsioner  of  Patents  commanding  liim  to  regist^  its 
Trade-Mark  "Palmetto'' as  used  in  comiection  witli  chemically  pore 
distilled  liquors.    The  facts  are  nufficiently  stated  in  the  opinioiu 
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Mr.  John  Attheus  Johman  and  Mr.  James  Udgar  Smith  for  the  relator. 

Mr.  John  I.  EM  (Assistant  Attorney-General  for  the  Interior  Depart- 
ment) and  Mr.  Levin  A.  OampbeU  (of  the  Office  of  the  Conunissioner  of 
Patents)  for  the  respondent. 

Mr.  Jnstice  Bbadlet  delivered  the  opinion  of  the  conrt. 

The  relator,  the  State  of  South  Carolina,  has  filed  its  petition  in  this 
matter,  praying  a  writ  of  mandamus  directing  John  S.  Seymour,  the 
Commissioner  of  Patents,  to  register  a  certain  Trade-Mark  which  is 
fully  described  in  the  petition.  Upon  filing  the  petition  a  rule  to  show 
cause  was  granted,  and  ui)on  the  return  day  the  respondent  filed  his 
demurrer,  setting  up  as  the  principal  ground  thereof  the  claim  that  by 
the  petition  it  appears  that  the  act  of  the  Commissioner  which  is  sought 
to  be  compelled  by  this  proceeding  was  one  involving  judgment  and 
discretion,  and  therefore  not  the  subject  of  mandamus. 

The  petition,  in  addition  to  the  statement  of  the  facts  upon  which 
the  relator  bases  its  claim  to  relief,  refers  to  and  makes  a  part  of  it  the 
various  acts  of  the  Patent  Office  in  relation  to  its  application  for  regis- 
tration firom  the  time  it  was  filed,  including  the  reason  given  by  the 
Principal  Examiner  for  rejecting  the  application  and  the  opinion  of  the 
Commissioner  of  Patents  given  at  the  time  of  his  final  r^ection. 

The  petition,  in  its  fourth  paragraph,  alleges  that — 

the  Trade-Mark  aforesaid  is  lawfully  used  as  suoh  by  the  petitioner  in  foreign  oom- 
merce;  it  is  not  merely  the  name  of  the  petitioner;  it  is  not  Identical  with  a  regis- 
tered or  known  Trade-Mark  owned  by  another  and  appropriate  to  the  same  class  of 
merchandise,  and  it  does  not  so  nearly  resemble  any  other  penon's  lawful  Trade- 
Mark  as  to  be  Ukely  to  oanse  oonfnsion  or  mistake  in  the  mind  of  the  public  or  to 
deceive  porchasers;  these  is  no  dispute  between  the  ]>otitioner  and  any  previous 
registrant  of  a  Trade-Mark  or  any  applicant  for  registration;  but  the  Trade-Mark  of 
the  petitioner  aforesaid  is  altogether  lawful,  and  the  claim  of  the  petitioner  thereto 
as  owner  and  user  thereof  is  altogether  Just  and  legal,  and  the  plain  duty  of  the 
Commissioner  of  Patents  in  the  premises  is  to  register  the  said  Trade-Mark. 

The  demurrer  was  overruled  and  an  alternative  writ  of  mandamus 
granted.    To  that  writ  the  respondent  has  made  answer. 

The  peculiar  character  of  the  answer  and  the  apparent  argtimentative 
confusion  of  matters  of  fact  with  matters  of  law  render  it  necessary  to 
take  it  by  sections  and  compare  it  with  the  {petition  to  ascertain 
what  is  admitted  and  what  is  denied. 

The  petition,  in  its  first  paragraph,  alleges  that  by  virtue  of  an  act 
of  its  General  Assembly,  approved  December  24, 1892,  the  State  of  South 
Carolina  had  assumed  control  of,  and  was  then  and  is  now,  by  virtue 
of  said  act,  engaged  an,  a  traffic  in  intoxicating  liquors;  that  it  had 
since  July  1, 1883^  bought  and  sold  and  otherwise  handled  in  the  way 
of  trade  certain  kinds  of  pure  and  unadulterated  liquors,  and  that  in 
connection  with  .the  sale  of  such  liquors  it  had  adopted  a  certain  Trade- 
Mark,  and  had  thereby  become  the  owper  of  said  Trade-Mark  as  used 
in  connection  witSt  audi  liquors.  ^^  ,^^^^  ^^  Google 
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The  respondent,  in  answer  to  that  paragraph,  admits  a  knowledgeof 
the  act  of  the  assembly  of  the  State  of  South  Oarolina  rtferred  toy  bat 
denies  that  under  and  &y  virtme  of  that  act  the  State  of  South  Oacolina 
was  engaged  in  oommeroe  with  foreign  nations  at  tiie  time  of  its  apph- 
oation  for  the  registration  of  the  Trade-Mark,  and  denies  that  the  Stste 
of  South  Carolina  was  the  owner  of  the  alleged  Trade-Mark  used  in 
commerce  with  foreign  nations  at  the  time  of  its  application. 

It  is  not  denied  that  the  Trade-Mark  had  been  adopted  and  used 
as  alleged  in  the  first  paragraph  of  the  petition,  and  it  is  not  denied 
that  the  relator  owned  such  Trade-Mark  in  connection  with  such  liqucnrs. 

The  second  paragraph  of  the  petition  avers  that  the  petitionei^ 
Trade-Mark  is  a  valuable  right  which  it  is  desirous  of  protecting  to  the 
Ihll  extent  of  the  law.  As  to  that,  the  respondent  answers  that  he  has 
no  knowledge  as  to  the  truth  or  fEdsity  of  the  allegation. 

The  third  paragraph  of  the  petition  avers  that  the  Trade-Mark  is  used 
in  commerce  with  foreign  nations,  and  it  then  proceeds  to  state  that 
desiring  to  avail  itself  of  the  benefits  of  the  act  of  Congress  relating 
to  the  registration  of  Trade-Marks,  it  applied  to  the  Commissioner 
of  Patents  for  registration;  that  it  has  complied  with  all  the  require- 
ments of  the  act;  that  it  has  paid  into  the  Treasury  of  the  United 
States  the  sum  of  twenty-five  dollars  and  filed  with  the  Commissioner 
of  Patents,  the  respondent,  its  statement  and  declaration  as  required  by 
the  act,  and  that  it  has  in  all  respects  complied  with  the  provisions  of 
the  act  and  the  regulations  thereunder  prescribed  by  the  Commissioner 
of  Patents.  The  statement  and  declaration  constituting  the  application 
filed  with  the  commissioner  are  inserted  in  ftiU  in  the  petition. 

To  this  paragraph  the  respondent  answers,  admitting  that  the  appli- 
cation had  been  filed  by  the  relator  for  a  certificate  of  registration,  and 
that  the  fee  of  twenty-five  dollars  had  been  paid;  that  relator  had  filed 
its  statement  and  declaration  as  required  by  the  Trade-Mark  act,  but 
denying  that  the  relator  thereby  complied  with  all  the  provisftoais  of 
said  Trade-Mark  law,  in  that  it  was  not  the  owner  of  a  Trade-Mark  used 
in  commerce  with  foreign  nations  or  with  the  Indian  tribes. 

In  response  to  the  fourth  paragraph  of  the  petition,  which  has  already 
been  quoted  at  length,  the  respondent  says  that  he  denies  that  the 
Trade-Mark  could  be  used  in  foreign  commerce,  for  the  reason  that  the 
State  acts  through  its  officers,  its  agents;  that  the  State,  tJiroogh  its 
agents,  cannot  use  or  become,  by  the  illegal  action  of  its  agents,  the 
owner  of  the  alleged  Trade-Mark  in  commerce  with  foreign  nations  or 
with  the  Indian  tribes,  their  authority  being  limited  to  purchases  and 
sales  within  the  State,  and  therefore  the  relator  is  not  the  owner  of  the 
alleged  Trade-Mark  used  in  commerce  with  foreign  nations  <Hr  with  tbe 
Indian  tribes  within  the  meaning  of  the  Trade-Mark  law,  the  State  of 
South  Carolina  not  being  engaged  in  commerce  with  foreign  nations 
or  with  the  Indian  tribes.  He  denies  that  the  Trade-Mark  is  altoi^ether 
lawfU  and  the  daim  of  the  petitioner  just  and  legal,  or  that  it  is  the 
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plain  duty  of  the  Comniismoiier  of  Patents  to  register  the  Trade-Mark; 
but  he  admits  all  the  other  allegations  of  the  fourth  paragraph. 

The  fifth  iiaragi-aph  of  the  petition  avers  that  the  Commissioner  of 
Patents  has  refused  and  still  denies  and  refhses  to  register  the  Trade 
Mark,  thereby  denying  to  the  petitioner  the  plain  riglit  which,  as  owner 
of  said  Trade-Mark,  it  has  to  the  registration  under  the  law,  and  that 
the  petitioner  is  thereby  greatly  injured  and  damaged  and  has  no  other 
remedy  in  the  premises  than  the  one  prayed  for. 

To  this  x^ftrngraph  the  i*esi)ondent  answers,  admitting  that  he  has 
refused  and  still  refuscH  to  register  the  Trade-Mark,  because,  under  the 
law,  it  is  his  duty  to  decide  the  ownership  of  petitioner  to  the  alleged 
Trade-Mark  as  used  in  commerce  with  foreign  nations  or  with  the  Indian 
tribes,  and  that,  in  his  sound  Judgment  and  discretion,  he  has  decided 
adversely  to  the  registration,  because  the  State  of  South  Carolina  is  not 
the  owner  of  the  alleged  Trade-Mark  used  in  commerce  with  foreign 
nations  or  with  the  Indian  tribes.  He  denies  that  by  this  refusal  he  has 
denied  to  the  petitioner  a  plain  right,  and  he  fiirther  denies  tbat  the  i)eti* 
tioner  has  been  at  any  time,  so  far  as  the  re8i>ondciit  knows,  the  owner  of 
a  Trade-Mark  used  in  cemmerce  with  foreign  nations  or  with  the  Indian 
tribes.  He  denies  that  the  petitioner  is  entitled  to  the  registration  of 
the  Trade-Mark  under  the  Federal  Trade-Mark  law.  He  denies  that 
the  court  has  jurisdiction  to  compel  the  resx)ondent  to  register  the  Trade- 
Mark  because  the  decision  whether  said  Trade-Mark  can  lawfully  be 
registered  or  not  and  whether  the  applicant  is  the  owner  of  the  Trade- 
Mark  involves  discretionary  duties  upon  the  part  of  him,  the  respond- 
ent. 

By  paragraph  six  of  tlie  petition,  as  has  been  already  stated,  a  copy 
of  the  Trade-Mark  and  of  the  request  to  the  (Jommissiouer  of  Patents 
to  register  it,  and  the  subsequent  communications  received  from  the 
Trade-Mark  £xaminer,  and  the  opinion  of  the  Commissioner  of  Patents, 
are  referred  to  as  filed  with  the  petition  and.  made  a  part  of  it.  The 
respondent  does  not  answer  this  paragraph. 

It  is  clear  by  this  answer  that  the  resi^ondent  intends  to  be  under- 
stood as  having  determined,  as  matter  of  fact,  (1)  that  the  State  of 
South  Carolina  is  not  the  owner  of  this  Trade-Mark  used  in  foreign 
commerce  or  in  commerce  with  the  Indian  tribes,  and  (2)  that  it  has 
never  used  this  Trade-Mark  in  foreign  commerce  or  in  commerce  with 
Indian  tribes;  but  it  is  equally  clear,  not  only  by  the  careful  readuig 
of  the  answer  itself,  but  by  an  inspection  of  the  entire  record  as  made 
by  the  petition  and  the  exhibits  filed  with  it,  that  the  respondent  denies 
that  the  Trade-Mark  has  been  used  in  foreigii  cx)mmcrce  by  the  appli- 
cant, or  that  the  State  is  the  owner  of  a  Trade- Mark  used  in  foreign 
commerce,  because  he  construes  the  di8i>ensary  law  of  the  State  of 
South  Carolina,  which  is  referred  to  in  the  petition  and  in  the  answer 
as  lacking  in  authority  to  the  State  to  engage  in  foreign  trade,  and 
that,  although  lie  does  not  deny,  as  matter  of  fact,  that  the  State  of 
13182  PAT 10  ^^ 
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Sonth  Carolina  is  the  lawful  owner  of  this  Trside-Mark,  as  used  in  con- 
nection with  the  »(alc  of  liquors  within  the  State  limits,  or  that  it  has 
been  used  in  foreiprii  comnu'rcc  by  its  ap:ent«,  yet,  as  matter  of  law, 
he  determines  that  the  State  »p:ent8  cannot  csirry  the  State  into  trade, 
and  therefore  that  the  Stjite  is  not  en^nged  in  trade  and  does  not  own 
this  Trade-Mark  as  used  in  foreign  eonmuTce. 

It  is  the  apparent  puriM)se  of  the  respondent  to  be  understood  as 
having  decided  adversely  to  the  relator  two  (]uestions  which  he  claims 
are,  by  the  act  of  Congress,  coniiuitted  to  his  judgment  and  discretion, 
and  that  his  decision  upon  these  two  questions  is  a  decision  of  fsMSt; 
but  if  the  answer  of  the  resiiondent  be  tsiken  in  connection  with  tJie 
action  of  the  Trade-Mark  Examiner  and  his  own  action,  as  indicated 
by  the  copy  of  his  opinion  filed  with  the  i^etition,  it  will  be  seen  that 
his  refusal  to  registcT  this  Trade-Mark  is  based  ui)on  a  conclusion  of 
law  and  not  of  fact.  By  the  action  of  the  Examiner,  a  copy  of  which 
is  filed  as  Exhibit  I)  with  the  petition,  it  is  plainly  made  to  api)ear  that 
upon  his  examination  of  tlie  application  for  the  registmtion  of  the 
Trade-Mark  the  only  basis  of  his  rejection  was  that  it  was  unique  in 
the  character  of  the  applicant.    He  says: 

Tliere  is  no  object  Uni  to  the  Trado-Mnrk  prenented;  bnt  the  case  is  a  novel  one  in 
respect  to  the  clinnu'ter  of  the  applicnnt.  '^  •  •  The  only  objection  that  has 
been  made  is  thwt  a  State  of  the  American  Union  is  not  a  corponition  as  contem- 
plated in  the  act  of  March  3,  1S81,  for  the  registration  and  protection  of  Trade- 
Harks. 

By  Patent  OfQce  Bule  No.  10,  relating  to  the  registration  of  Trade- 
Marks,  it  is  provided  that — 

aU  applications  for  registrntion  are  considered  in  the  first  instance  by  the  Trade- 
Mark  Examiner. 

By  this  action  the  Examiner  decided  that  the  requirements  of  the 
act  of  Conp:rc88  had  been  satisfied ;  that  the  Oflice  regnlations  had  been 
comi»lied'  with,  and  that,  if  a  State  can  register  a  Trade-Mark,  this 
applicant  wsvs  entitled  to  register  this  Tnide-Mark.  He  rejected  the 
application  solely  on  this  gronnd.  If  he  hail  not  taken  this  position,  it 
may  be  assumed  from  his  relation  to  cases  of  Trade-Mark  that  this 
application  would  have  been  granted. 

Upon  an  appeal  being  taken  to  the  Commissioner,  in  i^ersoii,  after 
full  argument,  tliis  ground  of  objecti(m  was  abandoned  by  him  as 
untenable,  and  he  rejected  the  application  uimn  a  new  ground.  He 
says: 

It  secDis  that  a  Static  f)f  tlio  Aiiiorioaii  Union,  having  nil  the  powers  of  an  iode- 
pcnilcnt  8overoij:u  State  cxrupt  tliono  anrrondrred  to  the  Federal  Uovonnnent,  has 
the  inhtTout  riglit  as  a  Statu  to  iMigage  in  trade,  doiiieatio  or  foreign. 

lie,  however,  proceeds  to  examine  the  legislation  known  as  the  <^  Dis- 
I>ensary  Act  of  the  State  of  Soutli  Carolina,"  under  which  the  right  to 
engage  in  traflic  in  intoxit^atiug  liquors  was  conferred,  and  determiue6 
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that,  by  that  act,  the  agents  of  the  State  are  not  authorized  to  oiter 
into  foreign  commerce.    He  says  that — 

even  if  it  ahonld  be  held  that  the  State  conld  enter  the  field  of  oommercey  it  must  be 
held  at  the  same  time  that  the  State  has  not  done  to  hjf  ikelegUlation  before  him. 

He  says  further: 

Neither  the  Governor  nor  the  State  Board  of  Control  provided  for  in  this  act  oao, 
by  any  act  of  theirs,  even  in  the  name  of  the  State,  take  the  State  into  trade. 

He  concludes,  finally,  in  these  words: 

It  is  considered  that  the  State  of  South  Carolina,  notmtk$Undin0  the  aett  of  itc 
Governor  and  State  Board  of  Control,  has  no  authorized  trade  in  liquors  outside  ita 
own  limits,  is  not  the  owner  of  any  Trade  Mark,  has  not  at  this  time  the  right  to 
the  use  of  the  Trade-Mark  sought  to  be  registered,  and  therefore  the  application  is 
denied. 

To  sum  up  the  answer,  giving  effect  to  admissions  to  be  read  between 
the  lines,  and  regarding  as  admitted  such  averments  of  the  position  as 
are  not  denied,  it  appears  to  me  that  it  is  conceded  that  the  State  of 
South  Carolina  has  adopted  and  used  the  TradeMark  in  controversy 
in  legitimate  business  within  the  limits  of  the  State,  and  therefore  is 
the  owner  of  the  TradeMark  at  common  law.  It  is  admitted  that  the 
agents  of  the  State  of  South  Carolina  have  used  this  Trade-Mark  in 
connection  with  the  sale  of  liquors  to  a  foreign  country,  and  that,  if 
such  had  been  the  act  of  an  individual  or  of  a  trading  corporation,  he 
or  it  would  have  a  right  under  the  law  to  register  this  Trade  Mark.  It 
is  admitted  that  all  Uie  requirements  of  the  law  and  of  the  regulations 
of  the  Patent  Office  have  been  complied  with  by  the  relator,  and  it  is 
effectively  and  plainly  shown,  although  not  frankly  stated,  that  the  only 
ground  of  the  refiisal  of  the  respondent  is  that  under  the  dispensary  act, 
a«  construed  by  him,  the  officers  of  the  State  have  no  power  or  author- 
ity to  carry  the  State  into  foreign  trade,  and  that  the  State,  whatever 
its  officers  may  have  done,  had  not  used  this  Trade-Mark  in  foreign 
commerce. 

So  understanding  the  issue  as  made  by  the  respondent  as  the  basis 
of  his  refhsal  to  register  the  Tra<le- Mark  for  the  relator,  it  becomes  nec- 
essary to  determine  whether  the  refusal  of  the  respondent  is  a  denial  of 
a  legal  right  conferred  by  law  upon  the  relator,  or  whether  it  is  the 
determination  of  a  question  involving  jud«rnient  and  discretion  com- 
mitted to  him  by  the  law,  and  as  such,  therefore,  not  subject  to  the 
review  or  control  of  the  court. 

The  act  of  March  3, 1881,  provides  that  **  owners"  of  trade-marks 
used  in  commerce  with  foreign  nations  or  with  the  Indian  tribes  •  •  • 
may  obtain  registration  of  such  trade-marks  by  complying  with  the 
following  requirements: 

1.  By  causing  to  be  recorded  in  the  Patent  Office  a  statement  speci- 
fying certain  facts,  containing  a  description  of  the  trade-mark,  with 
facsimiles.  ^         , 
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2.  By  payiug  into  the  Treasuiy  of  the  United  States  the  sam  of 
twenty-five  dollars,  and  coniplyiog  with  such  regolationn  as  may  be 
prescribed  by  the  Coniinissiouer  of  Patents. 

Next,  this  act  reqnircA  that  the  application  described  in  the  preceding 
section  must  be  accompanied  by  a  written  declai*ation  to  the  effect  that 
the  party  has,  at  the  time,  a  right  to  the  use  of  the  trade-mai'k  sought 
to  be  registered,  and  that  no  other  person,  iinu,  or  corporation  has  the 
right  to  such  use,  either  in  the  identical  form  or  in  any  such  near 
resemblance  thereto  as  might  be  calculated  to  deceive;  that  such 
trade-mark  is  used  in  commerce  with  foreign  nations  or  with  the  Indian 
tribes,  and  that  the  description  and  facsimile  presented  for  registry 
truly  represent  the  trade-mark  sought  to  be  registered.  By  section  3 
it  is  provided  that  the  time  of  the  receipt  of  auy  such  application  shall 
be  noted  and  recorded,  and  no  alleged  trade-mark  shall  be  registered 
unless  the  same  appeared  to  be  lawfully  used  as  such  by  the  applicant 
in  foreign  commerce  or  in  commerce  with  the  Indian  tribes,  as  above 
mentioned,,  nor  which  is  merely  the  name  of  the  applicant,  nor  which  is 
identical  with  a  registered  or  known  trademark  owned  by  another, 
and  appropriate  to  the  same  class  of  merchaudise,  or  which  so  nearly 
resembles  some  other  person's  lawful  trade-mark  as  to  be  likely  to 
cause  confusion  or  mistake  in  the  mind  of  the  pubh'c  or  to  deceive  pur- 
chasers. 

This  third  section  further  provides  that— 

In  an  application  for  registration  the  Commifusioner  of  Patents  shall  decide  the  pre- 
anmptive  lawfulness  of  the  claim  to  the  alleged  trade-mark;  and  in  any  diapnte 
between  an  applicant  and  a  previous  registrant,  or  between  applicants,  he  shall 
follow,  so  far  as  the  same  may  be  applicable,  the  practice  of  courts  of  equity  of  the 
United  States  in  analogous  cases. 

The  respondent  claims  that  he  is  to  determine,  under  the  provisions 
of  this  section,  whether  the  alleged  Trade-Mark  appears  to  be  lawfully 
used  as  such  by  the  applicant  in  foreign  commerce,  and  that  the  proper 
construction  of  that  language  imposes  upon  him  the  duty  of  ascertain- 
ing not  only  whether  the  applicant  has  the  lawful  right  to  use  the 
Trade-Mark  as  such,  but  also  whether  the  applicant  is,  not  only  in  ^M^t, 
but  also  lawfully,  engaged  in  foreign  trade  and  using  the  Trade-Mark 
in  foreign  commerce.  I  do  not  apprehend  that  Congress  ever  intended 
to  impose  upon  the  Commissioner  of  Patents  the  burden  of  such  an 
inquiry  as  the  ascertainment  and  determination  of  the  question  whether 
'  the  applicant  was  lawfully  engaging  in  foreign  commerce.  As  I  under- 
stand it,  the  duty  is  imposed  upon  the  Commissioner  to  ascertain,  jprtma 
facie,  whether  the  applicant  is  lawfully  entitled  to  use  the  Trade-Mark 
sought  to  be  r<*gistered,  and,  in  the  next  place,  to  ascertain  from  the 
showing  that  is  made  to  him  whether  that  Trade-Mark,  so  lawfully 
used  by  the  applicant,  is  used  in  foreign  trade. 

In  the  absence  of  any  controversy  over  the  ownership  of  the  alleged 
Trade-Mark,  arising  either  out  of  a  claim  of  right  to  the  same  Trade- 
mark by  some  other  applicant  or  out  of  Information  within  the  reach  of 
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the  Oommissioner  of  Patents  as  to  the  use  of  such  Tiade-Mark  by  some 
other  i)erson  in  a  siniifar  connection^  the  information  upon  which  the 
Commissioner  of  Patents  is  to  act  is  that  which  is  contained  within  the 
statement  and  declaration  required  by  the  first  and  second  sections  of 
this  act  to  be  made  and  filed.    * 

It  is  also  claimed  by  the  respondent  that  the  provision  that  the  Com- 
missioner of  Patents  shall  decide  the  question  of  the  presumptive  law- 
fulness of  the  claim  to  said  Trade-Mark,  means  that  the  law  has  con- 
ferred ui)on  the  Commissioner  of  Patents  the  discretionary  xwwer  to 
reject  the  application  for  the  registration  of  a  Trade-Mark  upon  any 
ground  that  may  seem  to  him  meet  and  proper.  It  would  seem,  how- 
ever, to  be  clear  that  the  meaning  of  that  provision,  taken  in  connec- 
tion with  the  succeeding  and  concluding  part  of  the  sentence,  is  this: 
That  the  Commissioner  of  Patents  shall  decide  the  presumptive  law- 
fulness of  claim  to  the  alleged  Trade-Mark  when  anything  within  his 
information  indicates  that  the  applicant  has  not  a  lawful  light  to  claim 
the  ownership,  and  whenever  that  ownership  is  disputed  by  another 
applicant  or  a  previous  registrant.  In  these  cases  the  Commissioner 
of  Patents  shall  decide  the  presum])tive  lawfulness  of  claim  of  owner- 
ship, and  in  such  controversy,  so  far  as  possible,  he  must  follow  the 
practice  of  courts  of  equity  of  the  United  States.  That  this  is 
the  true  construction  of  this  section  would  appear  to  be  supported  by 
the  provision  of  section  7,  that  the  <^  registration  of  a  trade-mark  shall 
he  prima  facie  ewideiice  of  ownership,"  not  prima  facie  evidence  of  use  in 
foreign  commerce,  or  prima  facie  evidence  of  ownership  of  a  Trade-Mark 
that  had  been  used  or  was  used  in  foreign  commerce,  but  prima  facie 
evidence  solely  of  ownership — that  is  to  sa}',  the  Trade-Mark  law,  by 
conferring  the  right  upon  owners  of  Trade-31arks  used  in  foreign  com- 
merce to  register  the  same  with  the  Commissioner  of  Patents  upon 
complying  with  certain  provisions  of  law,  conferred  upon  the  registrant 
no  new  right  of  property  in  the  Trade-Mark  itself,  but  attache<l  to  his 
certificate  of  registration  a  mere  presumption  of  ownership  of  the 
Trade-Mark — an  ownersliip  not  in  the  sense  of  having  used  the  Trade- 
Mark  in  foreign  commerce,  but  the  ordinary  ownership  of  a  Trade-Mark 
used  in  connection  with  trade  in  a  certain  class  of  goods.  This  pre- 
sumption is  of  value  to  the  registrant  indei)endently  of  any  provision 
of  law  which  authorizes  suit  to  be  instituted  in  the  United  States 
courts,  solely  in  the  fact  that  the  burden  of  proof  is  by  the  law,  in  an 
action  for  the  infringement  of  the  registered  Trade-Mark,  imposed  upon 
the  defendant  who  desires  to  assail  the  right  of  ownership.  It  would 
seem  to  be  clear  that  if  Congress  intended  that  the  function  of  the 
Commissioner  of  Patents  in  the  registration  of  a  TradeMark  should 
extend  to  the  determination  of  any  question  beyond  that  of  mere  pre- 
sumption of  ownership  it  would  have  provided  that  the  ettect  of  regis- 
tration should  he  prima  facie  evidence  of  something  more  than  owner- 
ship.   The  scope  of  the  legal  eftect  of  registration  must  be  as  full  in 
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its  elements  as  the  duty  of  investigation.  That  registration  does  not 
determine  even  presumptively  the  fact  of  use  in  foreign  commerce 
appears  clearly  by  the  provisions  of  section  11 — 

That  nothing  in  this  act  shall  give  cognizance  to  any  court  of  the  United  States  in 
any  suit  between  citizens  of  the  same  State,  unless  the  trade-mark  in  controversy 
is  nsed  on  goods  intended  to  be  transported  to  a  foreign  country,  or  in  lawfiU  com- 
mercial interoonrse  with  an  Indian  tribe. 

thereby  imposing  upon  tlie  registrant  of  a  Trade-Mark,  vliere  the  snit 
is  between  citizens  of  the  same  State  and  is  brought  in  a  court  of  the 
United  States,  the  burden  of  establishing  that  the  Trade  Mark  in  con- 
troversy is  used  in  foreign  commerce  or  in  commercial  intercourse  with 
an  Indian  tribe. 

Nowhere  in  this  act  is  any  duty  of  examination  into  the  facts  required 
to  be  stated  in  the  application  for  registration  imposed  uiK)n  the  Com- 
missioner of  Patents.  The  only  matter  that  is  expressly  committed  to 
his  decision  is  *'  the  presumptive  lawfulness  of  claim  to  the  alleged 
Trade-Mark,"  and  that  is  in  immediate  connection  with  the  provision 
that  in  any  dispute  between  the  applicant  and  another  claimant  be  shall 
follow  the  practice  of  courts  of  equity. 

Exactly  why,  in  the  absence  of  controversy  or  dispute  between  adverse 
claimants  for  the  same  right,  the  Commissioner  of  Patents  should  enter 
upon  an  investigation  of  the  truth  of  any  of  the  statements  or  declara- 
tions required  by  law  to  be  made  as  conditions  to  registration,  is  not 
perceived,  unless  it  be  for  the  purpose  of  rendering  some  labor  in  the 
nature  of  an  equivalent  for  the  fee  of  twenty-five  dollars  required,  for 
the  United  States  confers  no  prerogative  by  the  act  of  registration ;  it 
parts  with  nothing;  the  resident  Tra<le-Mark  owner  has  no  clearer  title, 
no  more  absolute  right  of  property  with  than  without  the  act  of  regis- 
tration. 

By  paying  his  fee  the  registrant  receives  a  certificate  that  carries 
with  it  a  presumption  of  ownership  of  the  Trade-Mark  and  entitles  him 
to  sue  a  citizen  of  his  own  State  in  a  Circuit  Court  of  the  Unitecl  States, 
provided  he  proves  that  the  Trade-Mark  in  controversy  is  used  on 
goods  intended  to  be  transported  to  a  foreign  country,  or  in  lawful  com- 
mercial intercourse  with  an  Indian  tribe.  In  every  other  particular 
the  rights  of  the  owner  of  an  unregistered  Trade-Mark  are  as  c^mjilete, 
his  remedies  for  infringement  are  as  full,  and  his  use  of  tlie  courts  as 
free  as  are  those  of  a  registrant. 

The  act  of  registration  settles  no  right.  Section  8  of  the  law  pro. 
vides  that  no  suit  shall  be  maintained  under  its  provisions — 

when  the  trado-mark  is  nsed  in  any  unlawful  business,  or  upon  any  article  injiirinna 
in  itself,  or  which  mark  lias  been  used  with  tho  dasi^  of  deceiviu)^  the  public  in  the 
purchase  of  mercbuudise,  or  under  any  ocrtiticate  of  registry  fraudulently 
obtained. 

Section  9  provides  that — 

any  person  wbo  shall  procure  the  registry  of  a  trade>mark,  or  of  himself  as  the 
owner  of  a  trade-mark  or  an  entry  rc'M]>ectiiig  u  trade-mark,  in  the  ofiice  of  the 
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Commiaiiioner  of  Patents,  by  a  false  or  fraadnlent  representation  or  declarationi 
orally  or  in  writing,  or  by  any  fraudulent  means,  shall  be  liable  to  pay  any  damages 
sustained  in  consequence  thereof  to  the  injured  party,  to  be  recovered  in  an  action 
on  the  case. 

The  case  of  the  ^rant  of  Letters  Patent  for  inveutions  and  discov- 
eries, the  duties  inix>osed  by  law  npon  the  Gommissiouer  of  Patents  in 
that  connection,  and  the  effect  of  such  grant,  referred  to  in  the  argu- 
ment for  respondent  as  aualagous  to  the  matter  in  hand,  appear  to  be 
quite  different.  By  the  issuance  of  Letters  Patent  the  exclusive  right 
to  manufacture  and  sell  the  thing  patented  is  given  for  a  term  of  years. 
A  property  right  is  created  which  exists  only  by  virtue  of  the  law. 
Section  4893  of  the  Eevised  Statutes  of  the  United  States,  with  refer- 
ence to  applications  for  patents,  is  as  follows: 

On  the  filing  of  any  such  applicatiun,  and  the  payment  of  the  fees  required  by 
law,  the  Commissioner  of  Patents  shall  eaitsean  examhiatiou  to  be  made  of  the  alleged 
new  invention  or  discovei*y;  and  if  on  such  examination  it  shall  appear  that  the 
claimant  is  justly  entitled  to  a  patent  under  the  law,  and  that  the  same  is  sufS- 
ciently  useful  and  important,  the  Commisstouer  shall  issue  a  patent  therefor. 

Hei*e  the  duty  of  examination  is  expressly  imposed  upon  the  Com- 
missioner of  Patents,  and  the  Letters  Patent  are  to  be  granted  only  in 
the  event  it  appears  upon  such  investigation  that  the  claimant  is  justly 
entitled  to  a  patent  under  the  law,  and  that  the  same  is  sufficiently 
useful  and  imiK)rtaut.  The  presumptions  that  follow  the  gi*aut  of  Let- 
ters Patent  are  as  large  and  as  numerous  as  are  the  elements  of  exam- 
ination requiretl  of  the  Commissioner.  The  law  imposes  upon  the 
person  who  assails  such  exclusive  grant  or  property  the  burden  of 
proving  the  lack  of  some  one  element  essential  to  make  the  grant 
valid.    The  grant  is  tlie  fruit  of  investigation  which 


entially  judicial  in  its  character.  •  •  •  That  it  was  intended  that  the  Com- 
misaioner  of  Paten ts,  in  issuing  or  withholding  patents  in  rei^^ues,  interferences 
and  extensions,  should  exercise  qMa$i  judicial  funotione,  is  apparent  from  the  nature 
of  the  examinations  and  decisions  he  is  required  to  make.  (JSutttncorth  y.  Hoe, 
C.  D.,  18W,  429;  29  O.  G.,  615;  112  U.  S.,  50,  59,  67.) 

These  important  functions  of  the  Commissioner  in  the  matter  of 
granting  Letters  Patent  are  imposed  by  rea.son  of  the  fact  that  there 
are  two  parties  to  every  application  for  a  patent. — the  public,  who  are 
the  grantors  and  derive  advantage  from  the  disclosure  and  use  of  the 
invention,  and  tlie  patentee,  who  is  rewarded  for  his  invention  by  the 
grant  of  a  limited  monopoly.    (Butfcncorth  v.  Hoc,  Ibid.,  439,  59.) 

Very  different  is  the  case  of  more  record  of  an  arbitrary  symbol 
adopted  by  a  trsuler  as  a  mark  for  his  goods,  the  ri^^istratiou  of  which 
confers  no  benetit  upon  the  public,  is  of  Value  only  to  the  registrant, 
and  to  him  aflords  the  scant  benefit  of  a  legal  presumption  of  owner- 
ship. There  does  not  appear  to  be  any  reason  wliy  the  Commissioner 
fibould  be  called  to  the  exercise  of  any  judgment  or  discretion  in  the 
granting  or  refusing  of  such  registration,  and  it  would  seem  that  the 
right  of  the  owner  to  register  his  Trade-Mark,  if  he  has  used  it  in 
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foreigfn  commerce,  is  absolute  upon  compliance  witli  the  provisions  of 
law. 

Chief  Justice  Marshall,  in  his  celebrated  exposition  of  the  law  of 
mandamus  as  applied  to  executive  officers  in  the  case  of  Marburif  v. 
Madison,  (1  Cranch,)  after  stating  that — 

questions  in  their  nature  political,  or  which  are  by  the  Constitution  and  lawB  sub- 
mitted to  the  executive,     •    »    *    where  Ihc  head  of  a  Di'pnrtnient  acts  in  a  case 
in  which  executive  discretion  is  to  be  exerciKt-d,    >*    »    «    Quy  application  to  a  court 
to  control  in  any  respect  his  conduct  would  be  rejected  without  hesitation, 
proceeds: 

But  where  he  is  directed  by  law  to  do  a  certain  act  aflecting  the  abeolate  right  of 
individuals,  in  the  performance  of  which  he  is  not  placed  under  the  particular  direc- 
tion of  the  President,  and  the  performance  of  which  the  President  cannot  lawfully  for- 
bid, *  *  *  as,  for  example,  to  record  a  commission,  or  a  patent  for  land,  which 
has  received  all  the  legal  solemnities,  or  to  g^ve  n  copy  of  such  record ;  in  such  ca-^^es 
it  is  not  perceived  on  what  ground  the  courts  of  the  country  are  further  excused  from 
the  duty  of  giving  judgment,  that  right  may  be  done  to  an  injured  individual,  than 
if  the  same  services  were  to  be  performed  by  one  not  the  head  of  a  Department. 

*  *  *  It  is  not  by  the  office  of  the  person  to  whom  the  writ  is  directed,  but  by 
the  nature  of  the  thing  to  be  done,  that  the  propriety  or  impropriety  of  issuing  a 
mandamus  is  to  be  determined. 

I  am  of  opinion  that  the  duty  of  registration  of  a  Trade-Mark  by 
the  Commissioner  of  Patents  is  such  a  one  that,  in  a  case  where  the 
right  is  denied  to  an  applicant  who  has  complied  with  the  provisions 
of  the  law  and  the  regulations  of  the  Patent  Office,  its  performance 
can  be  compelled  by  mandamus.  Had  the  respondent  in  this  matter 
admitted  that  the  relator  had  made  the  statement  and  declaration 
required  by  law,  paid  the  fee,  and  complied  with  the  office  regula- 
tions, but  based  his  refusal  to  register  the  Trade-Mark  exclusively  upon 
the  ground  that  in  his  judgment  the  relator,  as  a  body  politic,  coald 
not  be  included  in  the  term  "owner,''  used  by  the  law  in  designating 
those  who  are  entitled  to  its  benefits,  the  writ  prayed  would  necessarily 
follow,  for  the  law  fixes  the  right  and  the  respondent  has  no  discretion- 
ary power,  either  willfully  or  erroneously,  to  disregard  it.  That  would 
have  been  this  case  had  the  Commissioner  adhered  to  the  Examiner^s 
reason  for  rejection.  Does  he  occupy  any  stronger  position  when  he 
makes  all  of  these  admissions,  concedes  that  the  relator  is  included 
among  those  who  can  claim  the  benefit  of  the  act  as  an  owner,  but 
denies  the  registration  because,  in  his  judgment,  although  it  appears 
by  the  oath  of  the  Chief  Executive  of  the  State  of  South  Carolina 
"  that  said  Trade -Mark  is  used  by  the  said  State  in  commerce  with 
foreign  nations  and  particularly  with  Canada,"  the  State  of  South  Car- 
olina is  not  authorized  by  the  dispensary  act  to  engage  in  foreign 
trade,  and  therefore  it  has  not  used  the  Trade-Mark  in  foreign  com- 
merce, whatever  its  agents  may  have  done  ?  The  respondent  says  that 
the  law  has  imposed  upon  him  the  duty  of  determining  whether  the 
relator  used  the  Trade-Mark  lawfully  in  foreign  commerce,  and  he  ip 
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therefore  called  upon  to  decide  whether  the  relator  could  lawfully 
engage  in  foreign  commerce.    The  language  used  in  the  law  is: 

No  alleged  trade-mark  shall  be  registered  unless  it  appear  to  be  lawfaUy  used  as 
such  by  the  applicant  in  foreign  commerce. 

Clearly  this  word  "lawftdly  ^  relates  to  the  character  of  the  right  of 
the  applicant  to  the  use  of  the  Trade-Mark^  and  not  to  the  character  of 
the  foreign  commerce.  It  is  the  fact  of  use  in  foreign  commerce  that 
must  appear  in  conjunction  with  the  right  to  use  as  owner.  If  use  in 
foreign  commerce  de  facto  appears,  it  is  not  within  the  province  of  the 
Commissioner  to  question  whether  such  foreign  commerce  in  the  case 
of  the  relator  is  not  dejure^  or  to  adjudge  that  it  is  ultra  vires  the  rela- 
tor. That  question  must  be  left  to  the  determination  of  the  courts  in 
a  proper  case  and  to  the  people  of  the  State  of  South  Carolina.  It  is  a 
matter  in  which  the  United  States  and  the  respondent  and  the  public 
generally  have  no  interest  or  concern.  How  then  does  the  matter 
stand Y  The  relator  owns  the  alleged  Trade-Mark,  uses  it  in  his  busi- 
ness, ha<s  used  it  in  foreign  commerce,  has  complied  with  the  require- 
ments of  the  Tra<le-Mark  law  and  the  regulations  of  the  Patent  Oflice. 
All  of  this  appears  in  the  record,  notwithstanding  the  equivocal  and 
argumentative  denials  of  the  respondent  that  the  relator  is  the  owner 
of  the  Trade- Mark  as  used  in  foreign  commerce,  and  that  relator  used 
the  same  in  foreign  commerce,  quite  as  plainly,  though  not  as  briefly, 
as  it  would  appciir  had  the  respondent  frankly  stated  (the  fact)  that 
his  only  ground  of  rejection  was  the  want  of  authority  in  the  relator  to 
engage  in  foreign  commerce.  Concede  that  the  respondent  Ims  discre- 
tion under  the  law  to  determine  the  question  of  ownership  of  the  Trade- 
Mark  and  the  question  of  its  use  by  tlie  applicant  in  foreign  commerce. 
He  has  exercised  his  discretion  and  finds  the  applicant  in  every  particu- 
lar element  of  requirement  of  fact  and  form  entitled  to  registration ;  but 
he  refuses  to  perform  the  act  for  an  insufficient  reason.  It  would  serve 
no  useful  purpose  to  attempt  to  analyze  the  well  known  decisions  of 
the  Supreme  Court  of  the  United  States  in  cases  of  mandamus  against 
executive  offic;ers,  or  to  seek  to  draw  the  line  between  duties  involving 
discretion  and  those  merely  ministerial.  The  law  is  well  settled.  The 
difficulty  in  such  cases  is  not  in  the  law,  but  in  the  facts  "indicating 
the  nature  of  the  thing  to  be  done.^ 
Chief  Justice  Chase  has  thus  defined  a  ministerial  duty: 
A  ministerial  duty,  the  performance  of  which  may  in  a  proper  case  be  required  of 
the  head  of  a  Department  hy  judicial  process,  is  one  in  respect  of  which  nothing  is 
left  to  discretion.  It  is  a  simple,  definite  duty  arising  under  conditions  ailmitted  or 
proved  to  exist  and  imposed  by  la^^-.    Miss.  v.  Johnson,  4  Wall.,  475,  498.) 

In  the  case  of  Buttencorth  v.  ffoe  (supra)  it  wiis  held  that  the  Com- 
missioner of  Patents  exercises  quasi-Judicial  functions,  and  yet  it 
appearing  that  the  Commissioner  had  refused  to  receive  the  final  fee,  to 
prepare  or  issue  the  Letters  Patent,  or  to  take  any  further  steps  in  the 
matter^  because,  having  decided  that  the  relator  was  entitled  to  his  pat* 
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ent,  his  decision  had  been  reversed  by  the  Secretary  of  the  Interior,  the 
Court  held  that  the  Secretary  had  no  appellate  power,  or  power  in  the 
premises,  to  review  or  reverse  the  decision  of  the  Commissioner,  and 
that  mandamus  was  the  proper  remedy.  The  Court,  by  Justice  Mat- 
thews, said,  (p.  442,  68:) 

Some  qaestion  is  made  as  to  the  remedy.  We  tliink,  however,  that  mandamns  will 
lie,  and  that  it  was  properly  directed  to  the  Commissioner  of  Patents.  He  had  fnlly 
exercised  his  Judgment  and  discretion  when  he  decided  that  the  relators  were  enti- 
tled to  a  patent.  The  duty  to  prepare  it,  to  lay  it  before  the  Secretary  for  hia  sig- 
nature, and  to  countersign  it,  were  all  that  remained,  and  they  were  all  purely  min- 
isterial. These  duties  he  has  failed  t-o  perform  merely  out  of  deference  to  the  claim 
of  the  Secretary  to  reverse  and  set  aside  the  decisfon  on  the  merits  in  favor  of  the 
relators.  This  we  have  held  not  to  he  a  ra/td  exeu$e.  The  case  falls  clearly  within 
the  principles  acted  upon  in  Commiuioner  of  Paiend  v.  Whitdejff  (4  Wall,  522.) 

In  the  case  mentioned  the  Court  held  that  the  writ  of  mandamus — 

lies  where  there  is  a  refusal  to  perform  a  ministerial  act  involving  no  exercise  of 
Judgment  or  discretion. 

The  nature  of  the  act  remaining  to  be  performed  by  the  respondent  in 
the  matter  of  the  application  of  the  relator  does  not  involve  discretion. 
He  had  exercised  and  exhausted  his  discretioq.  Nothing  remained  to 
be  done  but — 

a  simple,  definite  duty  arising  under  conditions  admitted  to  *  *  *  exist  and 
Imposed  by  law. 

This  duty  he  has  failed  to  x>erform,  because  he  says  that  he  has 
decided  that  the  act  of  engaging  in  foreign  commerce  is  ultra  mres  the 
relator.  I  am  of  opinion  that  this' is  not  <<  a  valid  excuse."  The  per 
emptory  writ  of  mandamus  will  issue. 


[Snpretne  Court  of  the  United  Statoa.] 

Gordon  et  al.  v.  Warder  et  al.  Same  -o.  Hoover  et  ai..  Same 
V.  Champion  Machine  Company.  Same  v.  Whitely  et  al. 

Decided  October  SO,  189S. 
65O.G.,1403. 

GoimON— GRAIN-BiKDKR— INFRIXGKMENT. 

Claim  1  in  Letters  Patent  No.  77,878,  dated  May  12, 1868,  for  a  j^ninbinder, 
granted  to  James  F.  Gordon,  exnmiued  and  conHtrucd  in  view  of  tho  state  of 
the  art  to  be  for  the  particular  devices  therein  enumerated,  and  Held  nfft  to  be 
infringed  by  devices  altogether  diffcrcut  from  those  described  in  the  f.laim. 

Appeals  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  Ohio. 

Mr,  Esek  Cowen  and  Mr.  F.  P.  Fish  for  the  appellants. 
Mr.  R,  H.  Parkinson  for  the  appellees. 

Mr.  Justice  Shiras  delivered  the  opinion  of  the  Court. 
These  are  appeals  from  decrees  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  Ohio,  dismissing  the  bill  of  complaint 
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in  each  of  the  four  cases.  The  questions  in  controversy  are  the  same 
in  all  of  the  cases,  and  can  be  considered  and  determined  in  one 
opinion. 

The  bills  of  complaint,  aa  originally  filed,  averred  iDfiringements  by 
the  defendants  of  three  dififereut  patents,  respectively  numbered  and 
dated  No.  77,878,  May  12, 1668;  No.  151,967,  June  16,  1874,  and  No. 
169,258,  October  26, 1875,  granted  to  James  F.  Gordon,  and  held  and 
owned  by  the  several  complainants;  but,  before  final  hearing,  the  com- 
plainants withdrew  those  portions  of  the  bills  that  pertained  to  the  two 
latter  patents,  and  the  decrees  only  dealt  with  the  alleged  infringement 
of  the  Letters  Patent  dated  May  12, 1868. 

The  invention  of  James  F.  Gordon  related  to  an  improvement  in  that 
class  of  harvesters  by  which  the  grain,  as  it  is  cut,  is  bound  by  the 
operation  of  the  machine.  It  was  not  claimed  by  Gordon  that  he  was 
the  first  to  devise  a  grain-binder  as  part  of  a  harvester;  such  devices 
were  well  known  in  the  art.  A  practical  difficulty  in  the  operation  of 
such  machines  was  found  in  the  fact  that,  in  dififerent  fields  of  grain, 
and  often  in  the  same  field,  the  grain-stalks  were  of  different  lengths. 
Hence,  if  the  binding  apparatus  occupied  a  fixed  and  unchangeable 
position  with  respect  to  the  bundle  or  gavel  of  grain  when  brought  to 
the  operation  of  the  binder,  the  binding  wire  or  cord  would  be  passed 
round  the  bundle  without  reference  to  the  length  of  the  stalks,  and  thus 
it  would  happen  that  the  cord  that  would  pass  around  the  middle  of  a 
bundle  of  long  stalks  would,  in  case  the  stalks  were  short,  pass  around 
the  bundle  near  the  head  of  the  stalks.  A  sheaf  formed  by  the  passage 
of  the  cord  round  the  bundle  at  any  place,  except  the  middle  of  the 
stalks,  will  be  apt  to  fall  apart,  and  the  operation  of  binding  thus 
become  unsuccessM. 

Gordon  claimed  to  have  surmounted  this  difficulty  by  contriving  a 
binding  apparatus  that  should  be  movable  at  the  will  of  the  operator, 
and  adjustable  to  suit  the  varying  lengths  of  the  grain,  and  thus  operate 
to  pass  the  binding-cord  always  round  the  middle  of  the  stalks. 

Having,  in  the  specification  forming  part  of  his  Letters  Patent, 
described  the  diflSculty  to  be  overcome  and  the  method  devised  by  him 
to  do  so,  the  inventor  made  eleven  several  claims  to  different  parts  and 
combinations  of  parts  in  his  machine.  In  this  litigation,  however,  the 
complainants  have  restricted  their  case,  as  against  these  defendants, 
to  an  alleged  infringement  of  the  first  claim  made  by  Gordon. 

This  claim  is  for — 

a  binding  arm  capable  of  ac^astment  in  the  direction  of  the  length  of  the  grain,  in 
combination  with  an  aatoinatic  twisting  device,  snbstantially  as  and  for  the  purposes 
described. 

The  specification  discloses  that  the  binding -arm  and  the  twisting 
device  are  to  remain  in  juxtaposition  with  each  other,  and  are  adjnst>a- 
ble,  with  respect  to  the  grain  to  be  bound,  by  a  movement  horizontally 
along  a  shaft,  so  as  always  to  apply  the  binding  wire  to  the  center  of 
the  aheaf.    This  longitudinal  movement  is  regulated  by  a  lever,  which 
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is  applied  by  the  driver  or  operator,  and  ^liich  ennbleR  Inm  to  ebange 
the  position  of  the  binding-arm  and  twister  so  as  to  operate  on  the  mid- 
dle of  the  bundle  of  grain. 

The  view  that  we  take  of  these  cases  relieves  ns  from  going  at  length 
into  the  history  of  mechanical  binding  devices,  and  from  minutely  con- 
sidering the  nature  of  Gordon's  first  claim.  We  content  ourselves  with 
sajing  that,  upon  the  evidence  laid  before  us,  we  are  satisfied  that  Cror- 
don  was  the  first  inventor  of  a  mechanical  binder  and  twister  adjusta- 
ble, at  the  will  of  the  operator,  to  effect  the  binding  by  passing  the  cord 
or  wire  round  the  middle  of  the  bundle,  where  this  acUustability  was 
reached  by  mounting  the  binder  and  twister  upon  a  frame  which  was 
movable  upon  a  shaft  in  a  longitudinal  direction.  We  are  willing  to 
adopt,  as  a  fair  definition  of  Gordon's  claim,  that  given  by  complainant's 
counsel  in  his  brief: 

The  invention  of  Gordon  consisted  in  this:  In  so  arranging  the  binding-arm  and 
twister,  or  its  eqaivalent,  that  while  thoy  continuously  act  with  each  other  for  the 
purpose  of  placing  the  )>and  around  the  grain  and  uniting  the  ends  of  the  baud,  the 
driver  can  instantaueonaly  change  their  position  with  reference  to  the  grain-deliv- 
ering mechaninm  of  the  harvester,  so  as  to  lay  the  band  in  the  center  of  the  bundle, 
without  stopping  the  machine  or  disuionnting  from  his  seat. 

We  do  not  regard  the  patent  of  Watson,  Ren  wick,  and  Watson,  dated 
May  13, 1851,  as  an  anticipation  of  Gordon,  although  the  specification 
in  that  case  did  contain  a  paragraph  stating  that  it  might  be  advan- 
tageous, in  some  cases,  to  make  the  binder  adjustable  in  resx)ect  to  the 
cutting  apparatus.  No  means  were  there  provided,  or  method  pointed 
out,  whereby  such  a  desirable  result  could  be  obtained.  Nor  do  we 
find  in  the  other  patents  put  in  evidence  by  the  defendants  any  such 
anticipation  of  the  Gordon  claim  as  above  defined,  as  to  invalidate  the 
grant  made  to  Gordon  on  May  12, 1868,  though  such  a  state  or  condition 
of  the  art  was  brought  about  by  these  earlier  psitents,  as  to  require  as 
to  restrict  the  scope  of  the  Gordon  patent  closely  to  the  devices  and 
methods  claimed  by  him. 

It  was  claimed  on  behalf  of  the  defendants,  and  apparently  conceded 
by  the  court  below,  that  in  the  Gordon  machine  the  rake,  which  gathers 
and  moves  the  gi'ain  to  the  place  where  the  bundle  is  to  be  bound,  is  a 
part  of  the  binding  mechanism;  that  without  the  action  of  the  rake, 
as  an  adjunct  of  the  binding  apparatus,  no  successful  operation  could 
be  effected.  But  Gordon,  while  describing  the  rake  and  its  mode  of 
operation,  does  not  claim  the  rake  as  a  part  of  his  combination.  His 
invention  assumes  that  some  instrumentality  must  be  used  to  bring  the 
grain  within  the  grasp  of  the  binder,  but  his  claim  can  and  must  be 
restricted  to  the  devices  applied  by  him  to  render  the  binder  and  twister 
adjustable,  at  the  will  of  the  driver,  to  the  varying  lengths  of  the  stalks 
to  be  bound.  It  was  further  contended,  on  behalf  of  the  defendants, 
that  the  Gordon  invention  is  exemplified  by  a  machine  into  which  har- 
vesting or  cutting  devices  and  binding  devices  are  incorporated  Jis 
integral  parts,  and  in  which  some  of  the  parts  belong  equally  to  the 
harvesting  mechanism  and  to  the  binding  mechanism.    The  object  of 
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this  contentiou  was  to  ufibrd  a  ground  on  which  to  distinguish  the 
defendant's  machiue,  which  is  claimed  to  consist  of  au  aggregation  of 
two  distinct  and  independent  organisms,  to  wit,  a  complete  harvesting- 
machine  and  a  complete  binding-machine. 

It  is  doubtless  true  that  several  of  Gordon^s  claims  do  apparently 
involve  a  claim  of  parts  of  the  harvesting-macliiue  in  combination  with 
the  binding  apparatus,  thus  constituting  an  organic  whole.  But,  as  we 
have  seen,  the  complainants  have  withdrawn  from  our  consideration  all 
of  the  claims  except  the  first,  and  that  is  restricted,  as  above  stated,  to 
the  si)ecial  devices  therein  described. 

We  do  not  attach  much  importance  to  the  defendants'  contention 
that  Gordon's  invention  was  not  a  practical  success.  Our  examination 
of  the  evidence  in  that  resi)ect  has  not  satisfied  us  tliat  the  alleged  fail- 
ure, in  the  harvest-field,  of  machines  embodying  the  Gordon  invention 
was  owing  to  the  faihire  of  the  binding  iunl  twisting  apparatus  to  sue- 
cessfully  oi)erate,  but  it  rather  seems  to  have  been  occasioned  by 
mechanical  defects  in  other  parts  of  the  harvesters.  On  the  other 
hand,  there  was  testimony  that,  in  several  instances,  the  Gordon  appa- 
ratus operated  successfully. 

This  brings  us  to  a  consideration  of  the  question  of  infringement. 

A  large  pai-t  of  the  argument  on  behalf  of  the  defendants  goes  to 
show  that  the  Gordon  patent  is  substantially  for  a  machine  combining 
the  cutter  and  rake  and  other  parts  of  a  harvester  with  the  binder  and 
twister,  all  the  parts  being  mounted  on  one  frame,  and  constituting  an 
organic  whole;  whereas  the  defendants  use,  in  combination,  two 
machines,  each  complete  in  itself,  one  a  harvesting-machine  composed 
of  a  substantial  frame,  in  and  u])on  which  are  erected  mechanisms  for 
cutting  gi-ain,  for  moving  the  grain,  when  cut,  laterally  as  it  falls  upon 
the  platform,  and  for  elevating  and  discharging  it  over  the  top  of  the 
main  wheel,  upon  which  the  greater  i)ortion  of  the  weight  of  the 
machine  is  supjwrted,  together  with  suitable  gearing  for  transmitting 
from  the  main  wheel  the  necessary  power  to  operate  these  mechanisms; 
the  other,  a  binding-machine  composed  of  another  frame,  in  and  upon 
which  are  erected  devices  for  packing  grain  into  bundles,  for  compress- 
ing said  bundles,  for  applying  and  tying  a  cord  around  the  compi*essed 
part  of  each  bundle,  and  for  discharging  the  bound  bundle  to  the 
ground,  together  with  suitable  gearing  for  transmitting  motion  to  these 
devices  from  the  ininie  shaft  of  tlic  binder. 

The  Gordon  specification  docs  seem  to  describe  a  composite  machine 
whose  puri)ose  is  to  cut  and  bind  the  grain,  and  if  the  eleven  claims 
are  read  together,  as  if  they  constituted  the  invention  claime<l,  the 
defendants'  argument  would  properly  demand  that  we  should  consider 
the  distinction  suggested  between  a  machine  composed  of  the  cutting 
and  binding  apparatus  mounted  uiH)n  one  frame  and  constituting  an 
entirety,  and  two  machines  co-operating  in  the  manner  used  by  the 
defendants. 
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But  as  the  complainants  have  restricted  their  case  to  an  alleged 
inMngement  of  the  first  claim,  and  as  that  claim  is  merely  for  the 
devices  used  to  make  the  binder  and  twister  movable,  at  the  will  of  the 
operator,  along  a  horizontal  shaft,  we  are  only  called  upon  to  compare 
the  devices  of  Gordon  with  those  used  by  the  defendants,  for  attaining 
a  common  purpose,  namely,  securing  the  stalks  of  grain  into  bandies 
by  passing  around  them  a  band  at  the  middle  of  the  stalks. 

Bearing  in  mind  the  previously  given  definition  of  Gordon's  claim, 
we  shall  now  compare  it  with  the  devices  used  by  the  defendanta  in 
converting  a  bundle  of  stalks  into  a  sheaf. 

A  distinction  is  pointed  out  between  a  twister  and  a  knotter,  one 
designed  for  use  when  a  wire  forms  the  band,  and  the  other  for  use 
when  a  cord  or  string  is  used.  But  we  do  not  regard  such  a  distinction 
as  a  vital  one,  and  prefer  to  consider  the  twister  and  the  knotter  as 
substitutes  lor  and  equivalents  of  each  other. 

The  novelty  of  the  structure  mentioned  in  the  first  claim  of  the  Gor- 
don patent  consists  solely  in  the  fact  that  the  automatic  twisting  device 
and  the  binding  arm  possess  the  capacity  of  foreand-ait  a4)U8troent 
with  relation  to  all  the  other  parts  of  the  binding  apparatus,  including 
the  binder-receptacle,  which  is  the  platform  extension  upon  which  the 
bundle  of  grain,  collected  by  the  rake,,  is  deposited  preparatory  to  being 
bound,  and  the  binding-arm  and  twisting  device  are  adapted  to  slide 
upon  the  shafts  by  which  they  are  operated,  for  the  purpone  of  adjust- 
ing the  machine  for  binding  the  biindles  in  the  middle. 

The  defendants  have  mounted  both  binding-arm  and  knotter  immov- 
ably in  the  supporting-frame  of  the  binding-machine,  excluding  the 
capacity  for  adjustment  with  which  Gordon  endowed  them.  The  arm 
and  knotter  are  not  pushed  backward  and  forward  on  their  shafts.  To 
adjust  for  central  binding,  the  entire  binding-machine  is  moved  bodily 
frontward  or  rearward,  in  order  to  bring  ditt'ercnt  parts  of  the  binder 
opposite  the  center  of  the  path  along  which  the  grain  is  delivered  from 
the  harvester  elevator-belts. 

In  the  Gordon  machine  the  devices  belonging  to  the  binder  cannot 
be  taken  away  without  dismantling  the  harvester,  or  if  the  harvester 
be  left  intact,  then  what  is  left  of  the  binding  mechanism  will  not  be 
operative  as  a  binder.  In  defendants'  case  the  binding  mechanism 
can  be  wholly  detached  from  the  harvester  without  in  any  way  affecting 
the  capacity  of  the  harvester  to  operate,  and  when  so  removed  the 
binder  will  continue  to  operate  as  such  whenever  it  is  fed  with  grain 
and  power  is  applied  to  its  shaft.  Doubtless  this  difference  between 
the  two  machines  would  not,  of  itself,  prevent  the  complainants  from 
claiming  an  infringement  of  the  Gordon  first  claim,  restricted,  as  it  is, 
to  the  method  of  adjusting  the  binder  and  twister.  But,  as  above 
stated,  and  as  clearly  appears  on  an  inspection  of  the  defendanta' 
machines,  their  devices  to  bring  the  bundles  to  the  binder,  so  as  to 
present  them  to  be  bound  in  the  middle,  are  altogether  different  frt>ni 
those  described  in  Gordon's  first  claim.    The  end  sought  to  be  effected 
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is  the  same  in  both  niethods,  but  the  devices  are  not  the  same;  and  in 
the  state  of  the  art,  as  shoTvn  by  the  earlier  patents  in  evidence,  and 
of  whicli  we  may  mention  patent  of  Watson,  Eenwick,  and  Watsoni 
dated  May  13, 1851;  of  Watson  and  Eenwick,  dated  June  6, 1853;  of 
S.  S.  Hurlburt,  dated  February  4, 1851;  of  Sherwood,  dated  September 
14, 1858,  and  August  30, 1859,  we  cannot  regard  Gordon's  first  claim 
as  entitled  to  protection  as  a  pioneer  invention,  covering  the  achieve- 
ment of  the  desired  resultin  its  widest  form,  unlimited  by  specific  details. 
If  this  claim  can  be  sustained,  in  the  light  of  the  previous  inventions, 
it  can  only  be  done  by  restricting  it  narrowly  to  the  particular  devices 
described,  and  under  such  a  construction  the  machines  of  defendants 
cannot  be  deemed  to  infringe. 

None  of  the  defendants  are  shown  to  have  ever  made,  sold,  or  used 
a  machine  containing  a  biuding-aiin  and  twister,  or  any  equivalent 
device,  adjustable  with  reference  to  the  binding-machine  in  which  they 
are  mounted,  or  with  reference  to  the  platform  on  which  the  binding 
takes  place,  or  with  reference  to  the  bundles  of  grain  in  position  to  be 
bound.  In  the  defendants'  machines  the  binding-arm  and  knot-tying 
mechanism  are  i>ermanently  secured  in  a  fixed  position  and  incapable 
of  adjustment  by  being  moved  to  and  fro  in  the  niachine.  When  the 
binding-machine  itself  is  moved  so  as  to  adjust  it  to  the  middle  of  the 
stalks  to  be  bound,  the  binding-arm  and  tying  mechanism,  by  virtue  of 
their  permanent  attachment  to  the  frame  of  the  machine,  are  necessa- 
rily moved  with  it,  but  they  cannot  be  adjusted  in  it. 

Our  examination  of  these  cases  has  brought  us  to  the  conclusiou 
reached  by  the  court  below,  and  its  decrees,  dismissing  the  several 
bills  of  complainant,  are  therefore  affirmed. 


[Sopmme  Court  of  the  TTnited  State*.] 

Lanb  &  BoDLBT  Company  v.  Locke. 

Decided  November  IS,  1S9S. 
65  0.  G.,  1406. 

liOCmt^THREK-WAY  BALANCE  ST0P-VaLVE8— FlRM  AND  CORPORATION— EM- 
PLOYER ANi>  Employ*— Inventor— iMPLiKD  Lice:?8e— Assignabiijty. 
Wh«re  an  employ^  of  a  firm  made  an  invention  in  the  direct  line  of  ite  bnsi- 
ness  while  in  its  pay,  and  there  were  circinnstaneeii  which  raided  a  presumption 
of  an  implied  license  to  the  firm  to  sell  the  invention  in  its  line  of  business,  and 
where  the  firm  is  developed  into  a  corporation  npon  the  same  basis— liabilities, 
assets,  and  business — as  the  firm  was,  and  where  both  employd  and  succeeding 
corporation  continued  the  same  relation  to  each  other  as  existed  between  him 
and  the  firm.  Held  that  the  implied  license  to  the  finn  was  transmitted  to  its  suc- 
cessor, the  corporation.  {Hapgood  v.  Beiciit,  C.  D^,  1886,516;  37  O.  G.,  1247; 
119  U.  S.,  226;  Troy  Iron  and  Sail  Factory  v.  Corning,  14  How.,  193;  Oliver,  FinnU 
4-  Co.  V.  Sumford  Chemical  ITorlca,  C.  D.,  1883,  443;  25  O.  G.,  78.1;  109  U.  S.,  75; 
Hammond  v.  Mason  «t-  Hamlin  Co..  92  U.  S.,  724;  Lightner  v.  lioetoj^  and  Albany 

JJ.  R.  Co,,  1  Lowell,  338.)  Digitized  by  CjOOQ 
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2.  Same— Samk— Ax  Equitablk  Right  or  License  in  an  Employes  to  Usb  the 

PatI':sted  Invention. 
Where  a  party  is  oniployed  to  aBHist  iii  developing  the  liue  of  niachinciy  man- 
ufacturecl  by  the  employer,  and  ^'here.  ubile  in  such  employment,  uses  the  tools 
and  worknhop  of  his  employer  to  experiment  with  in  making  and  perfecting  an 
invention  relating  t(»  the  developuieiit  of  snch  maeliincry,  and  such  inTention 
was  immediately  pat  into  nse  ami  sale  in  the  employer*8  machinery ,  whieh  use 
and  sale  wore  fully  known  to  and  nciiuiesecd  in  by  the  omployi^,  and  where  the 
employ^  did  not  apply  for  a  ])atent  until  several  years  after  such  use  and  sale  by 
his  employer,  Ifeld  that  such  fncts  raised  a  eonelusive  presumption  of  an  irre- 
vocalde  eiiuitable  right  or  license  in  the  cmployerto  use  and  sell  the  iny«ntion  in 
connection  with  his  maehinery  both  before  and  after  the  grant  of  a  patent  to 
the  eniploy<5.  {McUitrg  v.  KingaUtud,  1  How.,  202;  SohtMm§\.Uuiied  Sua99^C. 
D.,  1891,  267;  54  O.  G.,  265;  137  IJ.  .S.,  342.) 

3.  Same— Same  -Same—Laches. 

Where  the  facts  in  the  case  are  such  as  are  above  stated,  and  it  further  appeaia 
that  the  patentee  permitted  a  iieriod  of  twelve  yearn  to  elapse  before  he  reaorted 
to  his  remedy  in  court,  Held  that,  in  the  absence  of  any  excuse  for  snch  laches, 
except  that  he  preferreil  to  re<-eivu  a  ssilary  from  his  employer  rather  than 
demand  a  royalty,  the  patentee  is  entitled  to  a  h'ss  favorable  consideration  by 
a  court  of  equity  tiian  if  his  eoudnct  had  been  that  of  more  inaction. 

Appeal  from  the  Circuit  Court  of  tbo  Uuitecl  StutcB  tor  the  Soathem 
District  of  01)  io. 

Mr.  L,  M,  HoHca  for  the  appellant. 
Mr,  T.  A.  Logan  for  the  appellee. 

Mr.  Justice  Siiikas  delivered  the  opinion  of  the  Court 
On  November  20, 1884,  tJoseph  M.  Ii4K*ke,  this  defendant  in  error,  filed 
a  bill  in  the  ( 'inuit  Court  of  the  United  States  for  the  Southern  District 
of  Ohio,  alle^in^r  ijifiin<;!:ement  by  the  Lane  &  liodley  Company,  a  cor- 
poration of  the  State  of  Ohio,  of  I^etters  Patent  No.  173,053,  dated  Feb- 
ruary 15, 1870,  for  an  improvement  in  stop-valves,  issued  to  aid  Locke 
as  inventor.  The  bill  contained  the  usual  allegations,  and  prayed  fior 
an  injunction  and  other  relief. 

The  answer,  file<l  on  January  li4, 188*")-  denied  that  Locke  was  the 
original  inventor,  because  the  same  devices  were  shown  in  certain 
specified  earlier  patents  and  publications;  denied  that  said  invention 
was  not,  for  more  than  two  years  i)rior  to  the  application  for  Letters 
Patent  therefor,  in  public  use  <)r  on  sale,  but  averred,  on  the  contrary, 
that  said  apparatus  was  Avell  knr^wn  and  in  jniblic  use  in  the  United 
States  for  more  than  two  years  prior  to  said  application.  The  answer 
also  contained  a  history  of  the  original  development  of  the  alleged 
invention  by  Locke,  while  in  the  employment  of  the  firm  of  Lane  & 
Bodjey,  and  averred  a  continuous  use  and  sale,  by  defendant,  of  the 
alleged  devices,  with  the  knowledge  and  consent  of  said  Locke,  in  snch 
circumstances  as  to  shoAv  the  aerpiisition  by  Lane  &  J)odley  of  an  inde- 
feasible lieimse  to  use  the  patented  devices.  By  an  amendment  to  the 
answer,  filed  on  February  12,  188(j,  there  was  set  up,  as  an  additional 
defense,  an  equitable  right  in  the  patent,  based  upon  a  written  agree- 
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ment  sigri^ed  b}'  said  Locke.  The  answer  also  averred  tbiftt  said  license 
and  rigbt  had  become  vested  in  the  cori>oration  defendant.  The  case, 
having  been  pat  at  issue,  was  proceeded  in  so  that  the  Circnit  Gonrt 
found  in  fftvor  of  the  complainant,  and,  after  reference  to  and  report 
by  a  master,  rendered  a  final  decree  against  the  defendant  for  the  snm 
of  (3,667.37,  with  interest  and  costs. 

The  record  shows  ns  that  the  court  below  held  that  the  patent  to 
Locke  had  not  been  anticipated,  but  was  valid  in  all  its  claims;  that 
the  defendant's  answer,  in  respect  to  its  allegations  as  to  Lane  &  Bod- 
ley's  right  to  a  license  or  to  an  interest  in  the  patent,  was  not  sustained 
by  the  evidence;  and  that,  even  if  Lane  &  Bodley  had  such  a  right,  it 
bad  not  passed  to  the  defendant  coriwration,  nnder  the  doctrine  of  the 
case  of  Hiipgood  v.  Heicitt,  (0.  D.,  1886, 516;  37  O.  G.,  1247;  119  U.  S., 
226.) 

Although  the  defendant  has  assigned  error  to  the  holdings  of  the 
jourt  below  in  these  several  particulars,  we  are  relieved  from  consider- 
ing the  contentions  as  to  the  validity  of  the  patent  or  its  anticipation  by 
other  patents,  by  the  election  of  the  counsel  for  the  plaintiff  in  error  to 
c-oniinehis  case  to  the  effect  of  the  pleadings  and  evidence  as  establish- 
ing  an  equitable  right  or  license  in  the  defendant  company  to  use  the 
patented  invention. 

If  the  court  below  were  right  in  thinking  that  the  case  of  Eapgood  v. 
Hemitj  (O.  D.,  1886,  516 ;  37  O.  G.,  1247 ;  119  U.  S.,  226,)  was  applicable, 
nnder  the  fact*  of  the  present  case,  any  fiirther  inquiry  on  our  part 
would  be  unnecessary. 

In  that  case  a  corporation  employed  Hewitt  as  superintendent,  who, 
while  in  such  employ,  invented  a  plow  upon  which  a  patent  was  granted 
to  him.  Having  acquired  a  license  growing  out  of  the  circumstances 
of  the  employment,  the  corporation  was  afterward  dissolved,  and  all  its 
assets  passed  into  the  hands  of  a  receiver  in  liquidation.  Subsequently, 
and  under  the  laws  of  another  State,  a  new  corporation  was  formed,  to 
which  the  receiver  of  the  old  corporation  assigned  certain  assets, 
among  which,  as  was  claimed,  was  the  aforesaid  license.  This  Court 
held  tliat  whatever  right  the  employer  had  to  the  invention  by  the 
t«rma  of  Hewitt's  contract  of  employment  was  a  naked  license  to  make 
and  sell  the  patented  improvement  as  a  part  of  its  business,  which 
riffht,  if  it  existed,  was  a  merely  personal  one,  and  not  transferable, 
and  was  extingaished  with  the  dissolution  of  the  corporation.  This 
raliitg  was  based  on  two  previous  decisions:  Troy  Iron  and  Nail  Fac- 
tory V.  Coming^  (14  How.,  193,)  and  Oliver^  Finnic  6)  Co,  v.  Rinnford 
Chemical  WorkSj  (C.  D.,  1883, 443;  25  O.  G.,  784;  109  U.S.,  76.)  In  both 
these  cases  there  were  formal  assignments,  without  having  words  or 
clauses  in  them  showing  that  they  were  meant  to  be  assignable,  and 
the  holding  of  the  Court  was  that  the  contracts  themselves  were  merely 
persional  licenses  and  did  not  import  an  intent  to  extend  the  right  to  an 
executor,  administrator,  or  assignee,  voluntary  or  involuntary.  OOqIc 
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We  866  no  reosoQ  to  disturb  those  cases,  yet  we  do  not  feel  compelled 
to  extend  their  ruling  to  cover  the  present  ease. 

It  may  well  be  that  an  express  license,  set  forth  in  terms,  is  not 
assignable  unless  it  is  so  provided  in  the  instrument.  And  so  there 
would  seem  to  be  no  privity,  in  law  or  in  equity,  between  a  defunct  cor- 
poration of  Missouri  and  a  corporation  of  the  State  of  Illinois.  In  none 
of  those  cases  was  there  evidence  showing  a  recognition,  implied  or 
express,  by  the  patentee  of  any  right  in  the  assignee. 

In  Hammond  v.  Mason  c£*  Hamlin  Oo.^  (92  IT.  S.,  724,)  it  was  held  that 
the  non-assiguability  of  a  license  maybe  waived  if  the  patentee  ratifies 
the  transfer  of  the  license  by  otherwise  treating  the  assignee  as  the 
licensee  was  entitled  to  be  treated. 

In  Lightner  v.  Boston  ds  Albany  R.  B,  Co.y  (I  Lowell,  338,)  it  was  held 
that  a  license,  though  not  usually  transferable,  is  transmissible  by 
succession  to  a  coi-poration  formed  by  the  union  of  two  licensees  suc- 
ceeding to  the  obligations  of  both,  for  the  reason  that  the  consolidated 
company  is  the  successor  rather  than  the  assignee  of  the  original  com- 
panies. 

In  the  present  case  it  clearly  appears  that  the  company  was  organized 
upon  the  same  basis  as  the  firm;  that  the  business  of  the  company  was  to 
be  the  same  as  that  carried  on  by  Lane  &  Bodley,  and  to  be  carried  on 
in  the  same  premises;  that  the  entire  proi>erty  and  assets  of  the  firm 
and  its  liabilities  and  obligations  were  devolved  upon  the  company. 
Locke  himself,  in  his  evidence,  repeatedly  speaks  of  the  Lane  &  Bodley 
Company  as  the  successor  to  the  firm. 

And  if  the  defendant's  version  of  the  &cts  is  accepted,  the  acts  and 
circumstances  constituting  the  license  and  its  consideration  were  begun 
by  the  firm  of  Lane  &  Bodley,  and  continued  by  the  corporation,  par- 
ticipated in  and  ratified  by  Locke  himself  to  the  date  of  the  suit 

Of  course,  in  testing  the  position  of  the  court  below,  that,  even  if  the 
alleged  agreement  that  the  firm  of  Lane  &  Bodley  should  have  an  inter- 
est in  the  patent,  or  the  facts  out  of  which  a  license  to  use  would  arise, 
were  proven,  the  plaintiff  would  neverthelessrhave  no  right  to  recover 
against  the  Lane  &  Bodley  Company  we  pronounce  a  legal  conclumon 
on  the  facts  asserted  and  put  in  evidence  by  the  defendant. 

If;  then,  the  allegations  of  the  defendant  in  this  case  are  accepted  as 
true,  we  do  not  regard  the  case  of  Hapgood  v.  Hewitt  as  an  obstacle  to 
the  defense  asserted. 

We  do  not  consider  it  necessary  to  enter  minutely  into  the  history  of 
the  case,  nor  does  our  view  compel  us  to  ascribe  to  either  of  the  parties 
or  their  witness  any  intentional  departure  from  the  truth.  We  preHsr 
to  put  our  decision  upon  facts,  which,  if  not  conceded,  appear  to  have 
been  clearly  established. 

The  firm  of  Lane  &  Bodley  were  manu&cturers  of  engines  and 
machinery  at  Cincinnati  in  1871.  In  that  year  they  began  to  nutnu- 
fiicture  hydraulic  elevators,  and  on  November  21  they  employed  Joaeph 


DECISIONS  OF  U.  S.  COURTS  IN  PATENT  CASES.      643 

M.  Locke;  88  designing  engineer  and  draftsman,  to  assist  tiicm  in  the 
development  and  construction  of  elevators  and  other  machinery,  at  a 
salary  of  $1,200  per  year.  He  continued  in  the  employment  of  the 
firm  at  Cincinnati  until  some  time  in  1874,  when  he  went  to  Bait  Lake 
City,  where  he  remained,  with  frequent  visits  to  Cincinnati,  until  the 
latter  part  of  1884.  During  this  period  he  was  more  or  less  continu- 
ously in  the  employ  of  Lane  &  Bodley,  and  of  the  Lane  &  Bodley  Com- 
pany, a  corporation  formed  in  1876  to  carry  on  the  same  business  and 
in  the  same  interests,  as  consulting  engineer,  on  a  salary  of  $2,000  per 
annum,  with  a  contribution  of  $20  x>er  month  for  oilice  rent. 

Whiie  in  the  employ  of  Lane  &  Bodley  at  Cincinnati,  Locke  made 
many  efforts  to  devise  a  stop  valve  to  be  used  in  the  elevators.  That 
he  was  experimenting  in  this  direction  was  well  known  to  his  employ- 
ers. 

The  testimony  of  Lane  and  of  Locke,  while  contradictory  as  to  the 
extent  in  which  Xane  contributed  to  the  perfection  of  the  invention, 
clearly  shows  that  many  futile  attempts  were  made  in  the  workshop 
of  Lane  &  Bodley,  involving  the  use  of  their  tools  and  patterns,  before 
finally— some  time  i^  1872 — ^the  valve  that  was  subsequently  patented 
was  produced,  and  it  went  immediately  into  use  by  Lane  &  Bodley, 
and  was  used  by  them  and  the  Lane  &  Bodley  Company  continuousJy, 
with  the  knowledge  of  Locke,  from  that  time  till  the  bill  was  filed  in 
November,  1884. 

In  February,  1874,  Locke  left  the  works  of  Lane  &  Bodley,  and  on 
May  27, 1874,  he  made  application  for  the  patent.  It  does  not  appear 
that  Lane  &  Bodley  knew  of  this  application  till  the  Letters  Patent 
were  granted  February  15,  1876.  While  Locke  was  living  in  Salt 
Lake  City,  and  in  the  receipt  of  a  salary  from  the  Lane  &  Bodley  Com- 
pany— as  he  himself  admits,  at  least  from  1880  to  1884 — ^ho  placed  an 
order  for  the  company  from  the  Horn  Silver  Smelting  Company  for  a 
hydraulic  hoister,  containing  the  stop-valve  according  to  the  Locke 
patent,  and  he  was  aware  of  several  instances  of  elevators  sent  to  that 
part  of  the  country  by  the  defendant,  in  which  was  used  the  patented 
valve.  On  August  30, 1884,  Locke  wrote  a  letter  to  the  Lane  &  Bodley 
Company,  severing  his  connection  with  them,  and  on  November  26, 
1884,  filed  his  bill. 

There  was  evidence  on  behalf  of  the  defendant  tending  to  show  that 
an  actual  agreement  had  been  entered  into  between  Locke  and  Lane 
and  Bodley,  whereby  the  latter  were  to  have  an  interest  in  any  and  all 
improvements  in  the  line  of  their  manufacture  which  might  be  made  by 
Locke  during  the  period  of  his  employment  by  the  firm,  and  a  right  on 
certain  terms  to  have  the  exclusive  ownership  of  such  patents  as  should 
be  issued  for  inventions  so  made;  and  the  defendant  set  up  such  an 
agreement  in  an  amendment  to  the  answer. 

But  we  agree  with  the  court  below  in  thinking  that  such  agreement 
was  not  made  out  by  the  evidence;  and,  indeed^  that  view  of  the  case 
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has  not  been  pressed  in  this  Court.  The  defense  really  relied  axK>n  is 
that  of  a  b'cense  arising  upon  implied  contract  based  upon  the  relation 
of  the  parties  and  the  nature  of  the  transactions. 

In  the  case  of  MoClurg  v.  Kingslmul  etal,  (1  How.,  202,)  the  &ct8  were 
very  similiar  to  those  of  the  present  case.  Harley  was  employed  by  the 
defendants  at  their  foundry,  receiving  wages  from  them  by  the  week; 
while  so  employed,  he  claimed  to  have  invented  the  improvement 
patented;  after  several  unsuccessful  experiments,  he  made  a  Ruocessful 
one  in  October,  1S34;  the  experiments  were  made  in  the  defendants' 
foundry,  and  at  their  expense.  Harley  continued  in  their  employment 
on  wages  until  February,  1835,  during  all  which  time  he  made  rollei-s 
for  the  defendants,  using  his  method;  he  often  spoke  of  obtaining  a 
patent,  and  finally,  on  the  3d  of  March,  obtained  a  patent.  While  Har- 
ley continued  in  the  defendants'  employment,  he  proposed  that  they 
should  purchase  his  right,  which  they  declined ;  he  made  no  demand  on 
them,  and  gave  them  no  notice  not  to  use  his  improvement,  till,  on  some 
misunderstanding  on  another  subject,  he  gave  them  such  notice,  left 
their  employment,  and  assigned  his  patent  to  the  plaintiiis,  who  brought 
an  action  for  infringement  against  the  defendants. 

The  trial  judge  instructed  the  jury  that  if  the  foregoing  faets  were 
found  to  be  true,  they  would  fully  justify  the  presumption  of  a  license, 
a  special  privilege,  or  grant  to  the  defendants  to  use  the  invention; 
that  such  facts  amounted  to  a  <<  consent  and  allowance  of  such  use;" 
and  show  such  a  consideration  as  would  support  an  express  license  or 
grant,  or  call  for  the  presumption  of  one,  to  meet  the  justice  of  the  case, 
by  exempting  them  from  liability;  having  equal  effect  with  a  license, 
and  giving  the  defendants  a  right  to  the  continued  use  of  the  inven- 
tion. 

These  instructions  received  the  approval  of  this  Court,  and  the  judg- 
ment of  the  Circuit  Court  affinned. 

In  Solomons  v.  United  States  (C.  D.,  1891,  267;  54  O.  G.,  265;  137  U. 
S.,  342)  this  subject  again  came  before  this  Court  for  its  consideration, 
and  it  was  held  that — 

when  one  is  in  the  employ  of  another  in  a  certain  line  of  work,  and  deTises  an 
improved  method  or  instrtimeut  for  doing  that  vrork,  and  naes  the  property  of  his 
employer  and  the  services  of  other  em  ploy  ds  to  develop  and  put  into  practicable  form 
his  invention,  and  cxph'citly  assents  to  the  use  by  his  employer  of  such  invention,  a 
jury,  or  a  court;  trying  the  facts,  is  warranted  in  finding  that  he  has  so  far  recog- 
nized the  obligations  of  service  flowing  from  his  employment  and  the  benefits  result- 
ing from  his  use  of  the  property,  *  *  •  as  to  have  given  to  such  employer  an 
irrovocable  license  to  use  such  invention ; 

and  the  case  of  McGlurg  v.  Kingsland  was  affirmed  and  applied. 

The  facts  of  the  present  case  fairly  bring  it  within  the  doctrine  of 
these  cases.  There  is,  however,  another  feature  in  this  case  not  pr^- 
ent  in  the  cited  cases,  which  is  of  great  significance,  and  that  is  the 
long  pcrio<l  that  the  plaintiflF  permitted  to  elapse  before  he  resorted  to 
his  legal  remedy.    The  invention,  as  we  have  seen,  was  perfected  in 
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1872,  and  was  immediately  and  from  that  time  continuously  used  by 
Lane  &  Bodley  and  by  the  Lane  &  Bodley  Company.  The  suit  was 
brought  on  Kovember  26, 1884,  a  i)eriod  of  twelve  years.  In  the  interim 
the  plaintifif  continued  for  most  of  the  time  in  the  defendant's  employ- 
ment, and  admits  that  he  knew  that  Lane  &  Bodley  and  the  Lane  & 
Bodley  Gom]>any  were  using  the  patented  valve.  He  does,  indeed, 
claim  that  in  1875  and  1876  he  had  conversations  with  Lane,  in  which 
he  demanded  an  arrangement  or  settlement  for  the  use  of  his  invention, 
but  he  admits  that  \n  1876  Lane  repelled  him  and.  revised  to  talk  upon 
the  snbject.  According  to  Locke's  own  account,  he  dropped  the  matter, 
and  continued  to  acquiesce  in  defendant's  use  of  his  patent,  and  to 
receive  a  salary  from  them  for  a  period  of  several  years. 

When  asked  to  account  for  his  conduct  in  this  respect,  his  explana- 
tion was  that  he  felt  convinced  that  any  demand  he  might  make  would 
have  been  rejected,  and  thus  his  friendly  relations  with  the  defendants 
be  disturbed. 

On  cross-examination  the  following  question  was  put. to  him: 

Did  you  in  any  of  yonr  letters  to  Lane  &.  Bodley  zefer  to  the  matter  of  the  valve, 
and  ask  for  any  recognition  or  adjustment  of  your  claim  f 

To  this  his  answer  was: 

I  did  not,  for  the  reason  that  I  had  the  impression  in  my  mind,  from  the  interview 
irith  Colonel  Lane,  at  Philadelphia,  that  Lane  &  Bodley  were  not  inclined  to  Ailfill 
promptly  the  verbal  nuderstanding  of  the  preceding  year,  or,  at  least,  would  attempt 
to  open  negotiations  for  more  favorable  terms,  and  I  did  not  deem  it  prudent  to  open 
up  the  matter  until  I  was  in  a  position  as  for  time  and  means  to  carry  forward  claims 
to  my  right,  which  conditions  I  was  in  hope  would  occur  from  time  to  time,  but 
such  conditions,  in  my  Judgment,  were  not  realized  at  an  earlier  date  than  1884. 

Again,  the  following  question  was  put  to  him  by  his  own  counsel: 

Ton  have  been  asked,  substantially,  why  you  continued  your  amicable  relations 
with  the  company  from  the  West  after  this  evasion  of  Colonel  Lane  in  Pliiladolpbia 
in  1876.  It  was  also  pointed  out  that  you  had  not  mentioned  the  matter  to  tliem 
from  there.    Please  explain  why  this  was  so. 

His  answer  was: 

I  did  not  regard  it  as  either  right  or  prudent  to  have  other  than  amicable  rela- 
tions with  them  so  long  as  they  bad  not  actually  refused  to  coni])ly  with  the  agree- 
ment of  April,  1875.  I  did  not  write  to  them  so  as  to  bring  up  the  issue,  as  I  had 
neither  the  time  nor  the  means  at  my  coniuumd  to  enforce  my  rights  in  case  of  the 
refusal  to  comply  with  their  agreement  at  that  time. 

The  existence  of  any  agre'Crociit  in  1875  was  strenuously  denied  by 
Colonel  Lane;  but,  couching  the  plaintiff's  version  of  the  disputed 
facts  to  be  true,  he  yet  permitted  eight  years  more  to  elapse  before  he 
made  a  hostile  move.  The  'Mimicable  relations"  he  desired  to  have 
continued  were  evidently  those  out  of  which  he  was  receiving  a  salary 
of  $2,000  per  annum — a  sum  larger  than  he  would  have  been  entitled 
to  if  he  had  been  in  receipt  of  a  royalty. 

Courts  of  equity,  it  has  often  been  said,  will  not  assist  one  who  has 
slept  ui)ou  his  rights,  and  shows  no  excuse  for  his  laches  in  asse{;$ing 
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thom.  The  plaintifTs  excuse,  in  this  instance,  that  lie  preferred  for 
prudential  reasons,  to  receive  a  salary  from  the  defendant  rather  than 
to  demand  a  royalty,  is  entitled  to  a  less  favorable  consideration  by  a 
court  of  equity  than  if  his  conduct  had  been  that  of  mere  inaction. 

We  are,  therefore,  of  opinion  that  the  decree  of  the  court  below 
should  be  reversed,  and  the  record  remanded  to  that  court,  with  direc- 
tions to  dismiss  the  bill  of  complaint,  and  it  is  so  ordered. 


[Snpremo  Court  of  the  XJnltwl  Stntea.] 

Ball  and  Socket  Fastener  Company  v.  Keaetzeb. 

Decided  November  6",  1S03, 
65  O.  G.,  1591. 

1.  Mead— Buttons— Infringe MRNT. 

ClaimB  4,  6,  and  7  of  Lettora  Patent  to  Albert  G.  Mend,  No.  325,688,  dated  Sep- 
tember 8, 1885,  for  a  button,  ffeld  to  be  not  iufrhiged  by  Letters  Patent  Nm. 
369,614  and  359,615,  dated  March  22, 1887,  granted  to  Edwin  J.  Kraetser,  for  a 
glove-fastener,  because,  as  to  claim  4,  it  includes  as  an  element  an  imperforated 
button-head,  which  is  not  found  in  the  Kraetzer  patent.  As  to  claim  6,  the  "hol- 
low socket"  cnnnot  be  construed  broad  enough  to  include  all  hoUow  sockets, 
and  as  to  claim  7  the  particular  kind  of  hollow  socket  speciffed  therein  is  wholly 
different  in  construction  and  operation  from  the  hollow  socket  in  the  Kraetzer 
patent. 

2.  Same— Same- CoNSTRCCTioN  op  a  Claim. 

Where  the  essential  operations  of  two  devices  are  wholly  different,  Held  that 
there  is  no  equity  in  charging  infringement  upon  a  defendant  who  apparently 
accidentally  adopts  in  the  pra<'tice  of  his  invention  an  immaterial  feature  of  the 
plaiutifl'^s  patcut,  which  feature  is  of  no  value  to  the  alleged  infringing  device, 
and  an  alleged  advantage  to  the  patentee  never  contemplated  by  him  nor  alluded 
to  in  his  S])ocilication. 
8.  Same— PiiiNTKD  Rkcorp,  Uknkcrssart  Parts— Costs— Appucatiok  of  Bulb 

10,   8UPUEMK  COL'KT  OF  THK   UNITED  .STATES. 

Where  a  party  to  a  suit  encumbers  the  printed  record  with  copies  of  some  fifty 
immaterial  patents,  Held  it  is  a  proper  case  for  the  application  of  the  tenth  rule, 
which  authorizes  the  court  (paragraph  9)  to  impose  costs  upon  the  party  ao 
guilty.     (Baihraff  Co,  v.  Stewart,  95  U.  S.,  279,  284.) 

Appeal  from  the  Circuit  Coart  of  the  United  States  for  the  diBtrict 
of  MassachuBetts. 

Mr.  Thomas  William  Clarle  for  the  appellant. 

Mr.  John  B,  Bennett  and  Mr.  William  B,  H,  Dowse  for  the  appellee^ 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  in  equity  originally  filed  for  the  infringement  of  six 
Letters  Patent  for  improvements  in  glove-fasteners,  five  of  which  pat- 
ents were  issued  to  William  8.  Eichardson  and  one  to  Albert  G.  Mead. 
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A  plea  having  been  file<l  npon  the  ground  of  multifariousness,  two  of 
the  patents  were  stricken  from  the  bill  ni>on  tlio  application  of  the 
plaintifi'. 

The  only  patent  relied  npon  at  the  hearing  or  covered  by  the  assign- 
ments of  error  was  that  to  Albert  G.  Mend,  No.  325,088,  issued  Septem- 
ber 8, 1885,  for  a  button.  In  his  specification  patentee  states: 
*  This  invention  relates  to  metallic  tA«<teuiii<;8  emploj-od  in  secnriug  the  separate 
flaps  of  any  article,  such  as  gloves  or  other  similar  articles  of  wear,  in  lieu  of  the 
ordinary  button  ami  buttonhole,  and  pertains  espiMtially  to  that  class  entitled  "ball- 
aud-socket  fastenings/'  in  which  a  ball  is  adapted  to  be  inclosed  by  and  retained 
within  the  hollow  or  socket  member,  when  the  fastening  is  actively  employed. 

I  consider  'my  present  invention  embraces,  iirnt,  the  method  of  centrally  secnring 
the  socket  portion  of  the  fastening  to  the  article,  whereby  the  ojicn  part  or  socket 
of  said  member  is  disposed  upon  the  under  side  of  the  flap  and  secured  by  a  rivet 
extending  through  the  fabric,  thus  in  permanently  secnring  it  to  the  latt<^r  a  suit- 
able button>head  or  cap  is  employed  njion  the  upper  surface  of  the  (lap  and  can  be  so 
formed  and  constructed  as  t«  form  a  button  iiniah,  a  result  much  desired,  since  it 
gives  the  article  an  appearance  exactly  similar  to  an  ordinary  button,  which  is  the 
most  neat  and  tasty  finish  that  can  be  employed  in  the  class  of  articles  of  apparel  to 
which  such  fastenings  are  usually  attached,  but,  further,  the  whole  device  is  thereby 
concealed  and  prevented  from.becomiug  caught  and  broken;  secondly,  in  the  pecu- 
liar method  of  forming  the  ball  member  of  said  fastening,  as  likewise  that  of  the 
rivet  by  which  the  ball  is  secured  to  the  fabric,  the  two  parts  forming  a  imit  and 
readily  nsed  in  connection  with  the  socket  member,  foniiing  an  article  very  easily 
manufactured,  cheap,  and  inexpensive,  and  one  which  presents  an  unusually  orna- 
mental finish. 

Defendant  was  manufacturinpf  under  Letters  Patent  Nos.  359,614  and 
359,615,  granted  to  him  March  22, 1887,  for  improvements  in  glove- 
fasteners. 

The  case  was  heard  upon  pleadings  and  proofs,  and  the  bill  dis- 
missed upon  the  ground  that  the  defendant  had  not  infringed.  (39 
Fed.  Rep.,  700.) 

No  appeal  was  taken  from  the  decree  of  the  Circuit  (3onrt  dismissing 
the  bill  as  to  the  three  Kichardson  paUnits  rcinaining,  and  the  appeal 
only  involved  the  consideration  of  the  fourth,  sixth,  and  seventh  claims 
of  the  Mead  patent.    These  ('laims  were  as  follows: 

4.  In  a  fastening  device  of  the  nature  described,  the  iuflonin^  portion  eoinpoRod  of 
a  hollow  socket  centrally  secured  to  the  fabric  by  a  button-head,  F,  and  with  the 
inclosinpf  portion  disposed  up<»u  tlu;  under  sidr  of  the  fia]i.  subMtnuti.'illy  as  stated. 

6.  A  member  of  a  fasteniu<;  device  consisting  of  a  hollow  sorket,  in  combination 
with  a  rivet  and  bntton-head,  wlieri'by  it  in  <-entraIly  altaeh<Ml  to  the  fabric,  sub- 
stantially as  set  forth. 

7.  A  member  of  a  fastening  device  ooinposed  of  a  hollow  socket,  D,  centrally 
attached  by  an  eyelet,  I,  the  latti^r  resting  upon  and  within  an  annular  depression, 
q,  formed  in  a  concaved  collet  or  disk,  K,  substantially  for  purposes  herein  set  forth. 

Mr.  Justice  Beown  delivered  the  opinion  of  the  Conrt. 

The  invention  of  Moad  consists  of  a  glove-fastener  having  on  the 
button  side  a  knob  with  a  shank  to  it,  which  passes  through  two  wiish- 
ers,  one  of  which  washers  is  above  and  tlie  other  below  the  glove  fabric, 
and  the  shank  is  upset  on  the  h)wer  side  of  the  lower  washer.    The 
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swell  of  tbe  knob  is  sufljdent  to  allow  of  an  eiipiji^emeiit  with  tlie  clasp 
or  spring  sides  of  the  bnttoubole  menibcr  «)f  the  fjistener.  This  button- 
bole  member,  which  is  the  one  alleg:ed  to  be  infriu;^ed,  consists  of  an 
imperforate  cap  or  button-bead,  F,  and  an  elastic  socket,  D.  Tbe  but- 
ton-bead F  consists  of  three  parts,  a  solid  cap,  F,  au  interior  disk,  E, 
I)erforated  at  the  center,  and  tbe  attaching  eyelet  I  descending  from  it 
A  modification  of  this  portion  of  the  device  is  shown  in  Figure  12, 
wherein  tbe  imi)ierforated  cap  or  button-head,  F,  is  omitted,  tbe  button- 
bead  consisting  simply  of  a  dished  washer.  E.  In  this  form,  which  is 
as  efficient  and  much  chea])er,  the  eyelet  is  made  flush  with  tbe  exte- 
rior surface  of  the  disk,  E.  In  order  to  present  a  more  perfect  finish, 
and  at  tbe  same  time  to  prevent  tbe  edges  thereof  from  catching,  the 
patentee  forms  an  annular  depression  in  tbe  to])  of  disk  E,  to  a  depth 
equal  to  tbe  thickness  of  the  metal  forming  the  eyelet.  Thus  a  smooth 
exterior  surface  is  secured. 

In  both  forms  of  his  device,  illustrations  of  which  are  here  giveu,  the 
dished  washer  is  necessarily  present,  because  it  is  the  thing  which,  by 
being  riveted  to  the  spring-mouth  socket,  serves  to  fasten  the  structure 
to  the  glove-flap,  the  lesiither  of  which  is  squeezed  by  the  exterior  of 
the  socket  against  the  interior  of  the  bnttoii-head  or  dished  washer,  £. 

MEAD  FASTSXElt 

A8  U8BD  BY  BAFX  A  BOCKBT  PASTEKER  C01IPA5T. 
W*r  A  ^ ^^Cap, 


^ 


i,JfalL 


The  socket,  1),  consists  of  a  cup  shaped  washer  with  spberoidally- 
curved  wfiigs.  The  cup-shaped  washer,  with  its  wings  curveil  slightly 
inward  at  their  lower  edges,  and  thus  presenting  a  contracted  but  out- 
wardly  yielding  mouth,  c-onstitutes  the  spring-socket  for  receiving  and 
holding  tbe  knob.  Tlie  upper  part  of  this  socket  is  perforated  at  its 
center  to  receive  the  rivet  or  eyelet  projecting  downward  from  the  upper 
portion  of  the  cap.  In  the  application  of  this  fiistener  to  a  glove  fabric, 
a  hole  is  pierced  in  the  fabric  large  enough  for  the  passage  of  the  eye- 
let, and  the  two  hemispheroidal  metallic  surfaces,  one  of  which  surfaces 
is  the  outside  of  the  upper  part  of  the  socket,  and  tbe  other  of  which 
is  the  inside  of  the  cap  or  exterior  piece,  are  for  some  considerable 
distance  parallel  to  each  other,  and  thus  the  fabric  of  the  glove  is 
stretched  into  a  dome  shape,  by  being  compressed  or  nipped  between 
the  back  of  the  socket  and  the  insi^le  of  the  cap,  and  is  firmly  held  by 
this  engagement. 

It  is  iidmitted  that  Mead  did  not  invent  this  spring-socket,  nor  the 
perforation  at  its  center;  and  while  he  did  not  invent  tbe  ^ttacbmeDt 
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of  that  socket  to  tlie  fabric  by  a  flat  wasbor,  the  surface  of  which  lay 
in  a  line  parallel  to  the  tangent  line  of  the  npper  surface  of  the  dome 
of  the  socket,  it  is  claimed  that  he  did  invent  the  application  of  a 
carved  or  cup-shaped  cap  in  the  place  where  the  fiat  washer  had  pre- 
viously been. 

In  the  Kraetzer  patent,  the  buttonhole  member,  of  which  an  illustra- 
tion is  given  below,  consists  of  a  perforated  top  shell  or  cap,  A,  with  a 
central  opening,  B,  which  is  surrounded  by  an  annular  depression  or 
countersunk  cavity.  The  opening,  B,  is  adapted  to  receive  the  upper 
end  of  a  Kpring-shell,  which  has  an  annular  shoulder,  E,  at  its  base, 
and  a  contracted  neck  at  its  top.  The  spring  which  engages  the  but- 
ton member  of  the  Kraetzer  fastener  is  a  coiled-wire  ring,  split  on  one 
side,  so  as  to  expand  as  the  button  passes  through  it  This  spring-ring 
is  loosely  held  in  its  chamber.  The  spring-chamber  is  composed  of  two 
pieces  of  metal  united  around  their  edges,  one  of  which  has  a  tubular 
extension  which  passes  through  the  fabric  and  is  engaged  with  a  cap 
or  button-head  on  the  other  side  of  the  fabric. 


KrMtser  Fastener. 

In  the  Mead  socket  the  resiliency  of  the  buttonhole  member  is  in  the 
socket  itself,  which  is  directly  attached  to  the  fabric.  In  the  Kraetzer 
fastener  the  part  which  engages  the  button-he<id  or  stud  serves  no 
other  purpose  whatever,  but  rests  loosely  in  the  chamber  of  its  holder. 
This  holder  or  shell  is  clamped  permanently  and  flrmly  to  the  fabric, 
and  is  never  expanded  or  contracted  as  in  the  Mead  socket.  In  engag- 
ing and  disengaging  the  fastener,  the  wire  ring  alone  expands  and  con- 
tracts. 

From  this  statement  of  the  construction  of  the  two  devices,  which 
can  be  made  more  api)arent  by  a  comparison  of  the  drawings,  it  is  very 
evident  that  they  are  constructed  upon  different  principles  and  oi)er- 
ated  in  a  wholly  different  manner. 

But  it  is  claimed  that  an  elastic  mouth,  combined  with  and  firmly 
united  to  a  dome,  the  mouth  and  dome  being  situated  wholly  on  the 
under  side  of  the  flap  and  secured  by  a  button-head  wholly  upon  the 
upper  side  of  the  flap,  was  not  known  in  the  art  prior  to  the  Mead  pat- 
ent, and  that  the  eflect  of  this  is,  taken  in  connection  with  the  fact  that 
the  hole  in  the  flap  need  not  be  any  larger  than  the  diameter  of  the 
rivet,  as  stated  by  the  plaiutift's  expert — 

thnt  the  spring-socket  pressoH  tlio  plovo-leather  npwnrd  intotlip  b^iit ton-bead^  and 
•queezes  the  leather  agninst  the  inner  snrface  of  the  hutt4»n-hcad.  <-' 
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If  thifl  fpatnre  be  an  advantage,  as  now  claimed,  it  is  strange  that  no 
allusion  is  made  to  it  in  the  specifications;  and  in  his  testimony  the 
patentee  stated  directly  that  in  describing  his  invention  as  set  forth 
in  his  patent,  in  the  attachment  of  the  fastener  to  the  fabric,  he  did  not 
contemplate  any  stretching  of  the  leather,  or  that  the  hole  in  the  fabric 
should  be  of  any  particular  size,  or  any  other  eft^ect  than  is  produced  when 
two  parts  are  fastened  together  by  an  eyelet.  On  the  contrary,  it 
would  appear  that  this  squeezing  of  the  leather  could  only  take  place 
where  the  dished  washer  or  cap  was  used,  and  in  his  specifications  the 
patentee  states  that— 

The  disk  E  may  be  a  fiat  plate;  but  in  the  present  instance  I  have  shown  its  onter 
edge  oToircamfeTenoe  bent  in  order  to  approximate  to  the  general  shape  of  the  but- 
ton-head when  the  latter  is  pressed  into  its  finished  form, 

and  thus  it  strengthens  said  cap.  This  would  indicate  that  the  adv  an- 
tage  now  claimed  of  a  tighter  compression  of  the  leather  was  not  orig- 
inally within  the  contemplation  of  the  patentee^  but  is  an  afterthought, 
suggested  by  his  inability  to  make  out  a  case  against  the  defendant  of 
an  infringement  of  the  spring  x)ortion  of  the  socket. 

Applying  these  considerations  to  the  different  claims  of  the  patent, 
it  is  quite  evident  that  there  is  no  infringement  of  the  fourth  claim, 
which  includes  as  an  element  the  imperforated  button-head,  F,  which  is 
not  found  in  the  Kraetzer  patent. 

It  is  equally  clear  that  there  is  no  infringement  of  the  seventh  claim, 
since  the  Kraetzer  device  has  not  "  the  hollow  socket,  D,"  but  a  socket 
of  a  wholly  different  construction,  operating  in  a  different  manner,  and 
depending  for  its  elasticity,  not  upon  the  i>ecul]ar  inwardly  projecting 
wings  of  the  Mead  socket,  but  upon  a  ring  concealed  within  its  walls. 
Neither  has  it  the  eyelet,  /,  unless  the  tapering  upper  end  of  the  spring- 
shell  of  the  Kraetzer  patent  can  be  regarded  as  an  equivalent. 

The  charge  of  infringement  must  rest,  then,  upon  the  sixth  claim, 
which  is  for — 

a  member  of  a  fastening  device  consistinii:  of  a  hollow  socket,  in  combination  with 
a  rivet  and  button-head,  whereby  it  is  centrally  attached  to  the  fabric,  snbstantiaUy 
as  set  forth. 

Now,  by  construing  the  ^<  hollow  socket"  broadly  as  including  every 
kind  of  a  hollow  socket  appropriate  for  that  purpose,  and  by  constru- 
ing the  upper  part  of  such  socket  as  equivalent  to  the  rivet,  I,  of  the 
Mead  patent^  it  would  be  possible  to  make  out  a  literal  infringement. 
We  do  not  think  the  patentee  is  entitled  to  such  a  broad  construction 
of  his  claim,  in  view  of  the  fact  that  the  only  function  obtained  by  the 
defendant  in  the  use  of  his  combination  is  th^t  of  squeezing  the  leather 
upward  into  the  button-head — a  function  of  very  doubtful  advantage, 
and  apparently  of  no  value  to  the  Kraetzer  device,  and  one  never  con- 
templated by  Mead  or  alluded  to  in  his  specification.  We  think  it  too 
frail  a  support  to  hnng  a  charge  of  infringement  upon.  When  the 
essential  operation  of  the  two  devices  is  so  difTerent  there  is  no  equity 
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in  charging  iD^ngement  upon  the  defendant  by  an  apparently  acci- 
dental adoption  of  an  immaterial  fejiture  of  the  plaintiff's  patent. 

We  are,  therefore,  of  opinion  that  the  court  below  committed  no 
error  in  its  disposition  of  the  case;  but  in  view  of  the  fact  that  the 
appeUee  has  seen  fit  to  encumber  the  recoixl  with  copies  of  some  fifty 
immaterial  patents,  we  think  it  a  proper  case  for  the  applicatioYi  of  the 
tenth  rule,  which  authorizes  us  (paragraph  9)  to  impose,  co^ts  upon  an 
appeDee  guilty  of  requiring  unnecessary  parts  of  the  record  to  be  printed, 
and  that  he  should  be  charged  with  half  the  codt  of  printing  the  record 
in  this  case.  ^^  Care  should  be  taken  that  costs  are  not  unnecessarily 
increased  by  incorporating  useless  papers,  and  that  the  case  is  pre^ 
sented  fairly  and  intelligently."  [Railway  Co.Y.'8t^icarty  95  U.  S.,  279, 
284.)    With  this  qualification  the  decree  is  affli'med. 


[Soprame  Oomrt  of  tbe  United  Stfttes.] 

KNAPP  ET  AL.  V.  MORSS.^     UFFOED  ET  AL.  r,  MoESS-t 

Devided  November  20,  1899^ 

65  O.  G.,  1593. 

1.  Hall— ADJU8TABLV  Drims-Forms— Invalid  for  Wa:?t  op  Novkltt. 

Claim  2  in  Letters  Pateut  to  John  Hall,  No.  233,240,  dated  October  12, 1880» 
for  improvements  in  drees-fonns,  examined  in  Tiow  of  the  state  of  the  art  and 
interpreted  with  reference  to  the  claims  rejected  by  the  Patent  Office,  for  which 
it  is  a  suhstitnte,  and  Held  to  be  invalid  for  want  of  patentable  novelty. 

2.  Samts— Same—Proper  Constuuctiox  of  a  Claim,  How  to  be  Dktekmined— 

Prior  Art  and  Action  of  the  Patent  Office. 
In  detennining  the  proper  construction  of  a  claim  it  is  neoossary  to  consider 
the  action  of  the  Patent  Office  and  also  examine  the  prior  art,  and  Held  where  a 
patent  is  aoreptcd  with  a  specific  claim  after  acqniescence  in  the  rejection  of 
broad  claims  the  claim  cannot  be  c^nHtmed  so  as  to  cover  rithor  what  was  dis- 
closed by  prior  devices  or  rejected  by  the  Patent  Office.  {Hhrpard  v.  Carritfan, 
0. D.,  1886, 116;  34  0. G.,  1167;  116  U.  S.,  503;  -S#«««r v. i?ofci m»o»,  CD.,  1887, 156; 
38O.G.,230;  119  U.S., 530.) 

8.  Sams— Same--New  Combination— ELK^rENTs  in  Separate  Prior  Devices- 
Operation  AND  Function  the  Same  in  Both  Old  and  New  Combina- 
tions—Lack of  Invention. 
Where  the  elements  eomprisinri:  the  new  combination  wore  not  only  fotind  in 
prior  devices,  bnt  they  separntcly  and  in  combination  witli  such  devices  per- 
formed the  same  function  and  operated  in  snbstantially  the  same  way  as  in  the 
new  combination,  Held  that  snch  new  combination  of  old  elements,  which  per- 
formed no  new  functions  and  accomplished  no  new  results,  does  not  involve 
patentable  novelty.    {Moslcr  Safe  Co.  v.  Moeler,  C.  D.,  18«8,  420;  43  O.  G.,  1115; 
127  U.S.,  361;  Haitesv.  Van  Wormer,  5  O.G.,  89;  20  Wall., .353, 368;  neckendorfer 
r.  Fdber,  C.  D.,  1876,  4.30 ;  10  O.  G.,  71 ;  92  U.  S.,  347 ;  Pickcnnff  v.  McCnllongh,  C. 
t).,  1882,  28;  21  O.  G.,  73;  104  U.  8., 310,  318;  reicr»  v.  i/aiiWM,  C.  D>,  1889,  444; 
47  O.G.,  945;  129  U.S.,  541.)  gitizedbyLiOOgle 
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4.  Sams— Samk— The  Pcrposk  Souoiit  to  be  Accompushep  by  the  Dbvigb  is 
NOT  THE  Subject  of  a  Patent— It  is  the  Device  Itself. 
It  Ib  well  settled  by  the  antborities  that  the  end  or  purpose  songht  to  be 
aeconipliehed  by  the  device  is  not  the  snbject  of  a  patent.    The  invention  eoT- 
ered  thereby  must  consist  of  new  and  nsefnl  means  of  obtaining  that  end.    In 
other  wordsy  the  subject  of  a  patent  is  the  device  or  mechanical  means  by  which 
the  desired  result  is  to  be  secured.    {Carver  v.  Hyde,  16  Pet.,  619;  LeRoyY. 
Tatham,  14  How.,  156;  Coming  v.  Burden,  15  How.,  252;  BurrY.  Dnryee,  1  WalL, 
531;  Fuller  v.  TenUer,  CD.,  1877,  218;  11  O.G.,  561;  94  U.S., 288.) 
6.  Same— Application  of  Old  Devices  to  a  New  but  Analogous  Use— Not 
Invention, 
To  adapt  the  application  of  old  devices  to  a  new  but  analogous  use,  and  which 
application  requires  no  more  than  mechanical  skill  to  effect  the  change  of  use, 
involves  n6  invention. 

6.  Same— Same— Infringement,  Rule  as  to— To  Test  the  Vauditt  of  a  Claim. 

The  rule  is  well  established  that  **  that  which  infringes,  if  later,  would  antic- 
ipate if  earlier."  {Peters  v.  Active  Mfg.  Co.  C.  D.,  1889,  463,  478;  47  O.  0.,948, 
1219 ;  129  U.  6.,  630, 587 ;  Thntelier  Heating  Co.  v.  BurtU,  C.  D.,  1887, 320 ;  89  O.  O., 
687;  121  U.S.,286,  295;  Grant  v.  Walter,  ante,  317;  63  O.  6.,910;  148  U.S.,554; 
Gordon  v.  Warder,  ante,  634;  65  O.  G.,  1403;  150  U.  S.) 

7.  Same— Same— Reference-Letters   in   the    Drawings  as    Limitations  to 

Uphold  Validity  of  Claim. 
Where  the  claim  in  order  to  be  sustained  at  all  must  be  restricted  by  the  ref- 
erence-letters in  the  drawings,  Held  in  such  case  that  the  reference-letters  point 
out  and  restrict  each  specific  element  as  an  essential  part  of  the  combination  in  the 
claim.  (Duff  v.  Sterling  Pump  Co,,  C.  D.,  1883,  248;  23  O.  G.,  1622";  107  U.  S.. 639; 
KewtonY.  Fur9t4'  Bradleif  Co.,C.D.jldS7,U5;  38O.G.,104;  119U.S.,373;  Bragg 
V.  Pitch,  C.  D.,  1887, 338;  39  O.  G.,  829;  121  U.  S.,  478;  Crawford  v.  Hegeinger,  C.  D., 
1888, 185;  42  O.G.,  197 ;  123  U.  S.,  589;  Dryfooe  v.  Wieee,  C.  D.,  1888,  216;  42  0. 0., 
490;  124  U.S., 32.) 

8.  Sams— Infringement— Narrow  Claim— Omission  of  a  Single  Elbmskt. 

Where  in  order  to  sustain  a  claim  it  must  be  narrowed  to  the  specific  structure 
therein  pointed  out,  Held  that  there  can  be  no  infringement  of  it  if  a  single  ele- 
ment is  omitted.  {SargentY,  Hall  Safe  Co.,  C,I>.,l^l^,2^V,  310.G.,661;  114U.S., 
63;  Eddg  v.  Denis,  95  U.  S.,  560;  McCormick  v.  Talcott,  20  How.,  402.) 

•Appeal  from  the  Circuit  Court  of  the  United  States  tor  the  Dis- 
trict of  Connecticut  t  Appeal  from  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts. 

Mr.  John  K,  Beach  for  the  appellants. 

Mr.  Paysan  E.  Tucker  and  Mr.  Charles  F.  Perkins  for  the  appellee. 

Mr.  Justice  Jackson  delivered  the  opinion  of  the  Court. 

These  two  cauBCA,  which  were  heard  at  the  same  time,  are  substan- 
tially alike  in  every  particular  affecting  their  proper  determination,  and 
will,  therefore,  be  considered  together,  although  they  come  from  differ- 
ent jurisdictions.  They  are  suits  for  the  infringement  of  Letters  Pat- 
ent Ko.  233,240,  for  improvements  in  dress-forms,  issued  October  12, 
1880,  to  John  Hall,  and  by  him  assigned  to  Charles  A.  Morss^  the 
appellee.  In  one  cau8e  the  appellants,  William  H.  Knapp  and  Ch>l6c» 
L.  Kuapp,  are  the  manufacturers  of  the  articles  alleged  to  infringe, 
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while  the  appellants  iu  the  other  cause,  Samuel  N.  Ufford  &  Son,  are 
merely  the  selling  agents  of  the  manufactured  articles.  In  both  cases 
it  was  decreed  below  tbat  tlie  second  claiiii  (the  only  one  in  controversy) 
of  the  patent  was  infringed.  From  th  ..aq  J-jcrces  the  present  appeals 
are  prosecuted. 

The  invention  relates  to  improvements  in  dress-forms,  by  means  of 
which  every  part  of  the  device  is  rendered  adjustable,  so  that  it  may 
be  applied  to  a  dress  of  any  size  or  style  and  fill  it  out  perfectly  in  order 
that  trimming  may  be  placed  upon  it.  The  device  described  in  the  pat- 
ent by  which  this  result  is  to  be  accomplished  consists  of  upright  ribs 
of  thin,  springy  material  assembled  around  a  central  standard,  which 
supports  the  whole  structure.  The  ribs  are  connected  near  tlieir  top 
and  bottom  extremities  to  braces  or  stretchers,  which  extend  obliquely 
fix>m  the  ribs  to  the  standard,  and  are  there  concentrated  and  hinged 
on  small  movable  collars  which  encircle  the  standard.  There  is  a  single 
set  of  braces  at  the  bottom,  while  at  the  top  there  is  a  double  set.  This 
doable  brace  consists  of  a  scries  of  anus  or  stretchers,  part  of  which 
radiate  from  the  upper  movable  collar  obliquely  downward  to  the  ribs, 
to  which  they  are  fastened  at  a  point  near  where  the  other  part  of  the 
arms  or  streU*hers  are  fastened.  The  lower  series  of  stretchers  extend 
obliquely  downward  from  the  point  on  the  ribs  where  they  are  fastened 
to  a  collar  separate  from  and  independent  of  the  upper  collar.  Follow- 
ing each  collar,  which  is  loose,  is  a  rest  which  may  be  secured  to  the 
standard  at  any  x>oint  desired  by  a  set- screw,  thus  enabling  the  whole 
structure  to  be  adjusted  and  revolve  upon  the  standard. 

The  second  claim  of  the  patent  reads  as  follows: 

3.  In  combinatiou  with  the  standard  a  and  ribfl  o,  the  double  braces  $\  the  sUding 
blocks//*,  and  rests  h'  k*,  sabstantinlly  as  and  for  the  purposes  set  forth. 

The  defenses  set  up  by  the  answer  were  invalidity  in  the  patent  and 
non-infringement,  and  in  support  of  the  former  defense  the  following 
patents  were  relied  on:  to  G.  W.  Wilson,  May  3, 1870,  No.  102,638;  to 
F.  A.  Ealch,  September  17, 1867,  JAo.  68,831;  to  S.  B.  Ferris,  August 
27, 1878,  No.  207,351;  to  C.  Franke,  September  7, 1875,  No.  167,394. 

The  theory  of  the  invention  is  that  as  the  collar  at  the  bottom  of  the 
standard  is  raised  the  braces  will  force  the  ribs  to  ex])and  to  the  cir- 
cumference limited  by  the  tape  or  elastic  affixed  to  the  lower  extremi- 
ties of  the  ribs.  Should  the  collar  be  pushed  above  the  mean  center 
of  expansion,  which  is  attained  when  the  braces  are  at  right  angles 
with  the  standard,  the  tendency  to  expand  would  cease  and  contraction 
would  begin.  But  the  proper  degi'ee  of  expansion  pnxluced  by  the 
lower  braces  is  never  exceeded  in  expanding  tbe  dress-form.  At  that 
point  the  skirt  hangs  loosely  on  the  form,  and  the  resistance  is  so  slight 
that  this  brace  is  of  but  little  use.  However,  the  lower  brace  is  not 
one  of  the  elements  of  the  combination  of  the  second  claim.  But  at 
the  upper  part  of  tbe  form,  where  expansion  and  opposition  to  contrac- 
tion are  alike  desired,  the  mechanical  difficulty  resulting  from  pushing 
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the  single  brace  beyond  the  mean  eeuter  of  expansion  is  avoided  by 
using  double  braces.  If  the  ribs  were  unrestrained,  either  by  a  tape 
OT  a  skirt  of  any  fabric,  the  double  braces  would  not  be  necessary,  but 
as  the  chief  purpose  of  the  invention  is  to  give  a  pro])er  contour  to 
what  is  called  the  hip  portion  of  the  dress-form,  the  double  braces  are 
most  essential.  InaHmnch  as  the  ribs  at  their  tops  are  confined  by  a 
tape  to  a  circumference  corresponding  with  the  size  of  the  waist,  it  is 
reasonably  clear  that  if  they  were  expanded  to  their  utmost  tension  at 
the  hip  portion  a  single  set  of  braces  would  aflbrd  but  slight  resistsinee 
to  contraction.  But  by  the  use  of  the  double  set  of  braces,  with  the 
arms  fastened  to  the-  ribs  at  or  near  the  same  point,  and  diverging 
obliquely  in  opposite  directions  to  collars,  some  distance  apart,  a  trian- 
gle is  formed  which  is  well  known  to  offer  the  mosfpowerful  resistance 
to  contraction  of  any  device  used  in  the  whole  range  of  mechanics. 
The  opposing  force  brought  to  bear  by  pushing  the  lower  collar  up  and 
the  u))pcr  collar  down  ox>eiate8  on  the  ribs  to  give  shape  to  the  hip  jior- 
tion  of  the  skii  t  form  closely  resembling  the  human  hgnre,and  to  oppose 
all  tendency  to  contraction  caused  either  by  the  ribs  being  too  closely 
confined  by  the  tape  or  by  the  tight  acyustment  of  the  skirt  to  the  con- 
tour of  the  dress-form. 

In  determining  the  proi)er  constiiiction  to  be  placed  upon  the  second 
claim  of  the  patent  it  is  necessary  to  consider  the  at^tion  of  the  Patent 
Office  upon  the  original  application  of  the  patentee,  and  also  examine 
the  prior  art.  In  his  original  application  the  patentee  sought  to  secure 
the  following  claims: 

1.  A  dress-fonu  courtistiiig  easentiany  of  a  central  standard,  one  or  more  series  of 
adj Datable  ribs,  and  correspond iuj;  series  of  braci*8  or  strctcbers  hinged  to  one  or 
more  ri^uners  or  sliding  blocks  upon  said  standard  and  having  their  outer  ends  con- 
nected with  said  ribs,  whereby  the  d  tens -form  may  bo  expanded  and  con  true  tod,  sub- 
stantially as  and  for  the  purpose  set  forth. 

2.  In  ooiii.binatiou  with  the  standard  n,  rest  hy  sliding  block/,  and  braces  e,  the 
ribs  0  and  clastic  band  d,  substantially  as  and  for  tlie  purpose  described. 

These  broad  and  general  claims  were  rejected  by  the  Patent  Office 
for  the  following  reasons : 

The  firat  claim  is  rejected  on  Patents  No.  202,713  Kverett,  April  23,  1S7S,  and  No. 
207.351,  Ferris,  August  27,  1878,  (both  in  dummies  and  hangers.) 

There  is  no  novelty  in  the  elements  of  the  second  claim  in  view  of  the  above  pat- 
ents, in  connection  with  the  elastic  baud  shown  in  No.  75,8G4,  KelFer,  March  17, 188S, 
(blocking  and  stretching  hats,)  which  band  is  there  used  in  the  same  way  and  for 
the  same  purpose  as  in  applicant's  device. 

The  patentee  acquiesced  in  the  rejection,  and  thereupon  accepted  his 
patent  with  its  specific  claims,  the  second  of  which  is  alleged  to  be 
infringed. 

It  is  well  settled  that  the  second  claim  must  be  read  and  interpreted 
with  reference  to  the  rejected  claims  and  to  the  prior  state  of  the  iutj 
and  cannot  be  so  constiued  as  to  cover  cither  what  was  rejected  by  the 
Patent  Office  {iShepard  v.  Caniyan, C. D.,  188G,  110 j  34  O,  G.,  1157 j  116 
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U.  S.,  593;  Sutter  v.  Robinson,  C.  D.,  1887, 155;  38  O.  G.,  230;  119  U.  S., 
530)  or  disclosed  by  prior  devices. 

A  brief  reference  to  the  prior  state  of  the  art  will  serve  to  show  what 
limitations  should  be  placed  apou  the  claim  in  question. 

In  1878  a  pateut  was  issued  to  George  W.  Everett  for  a  skirt-exhib- 
itor, in  which  there  was  a  standard  and  a  waistband,  divided  into  two 
segments.  These  segments  were  expanded  and  adjusted  by  a  slide  and 
socket  mechanical  device.  The  standard  and  adjustable  waistband 
perform  the  same  iiiiiction  as  the  standard  and  tape  in  the  Hall  patent. 
Vertical  ribs  were  afterward  added  to  the  waistband,  but  the  owner  of 
the  patent  did  not  claim  such  ribs  as  a  part  of  his  invention. 

In  1870  a  patent  was  gianted  to  C.  W.  Wilson  for  an  adjustable 
form  for  the  manufacture  of  hoop-skirts.  There  is  in  this  device  also  a 
standard  and  an  ac^justable  waistband,  but  in  addition  to  these  elements 
it  was  said  there  mi^ht  be  "as  many  ribs  as  are  necessary  hinged  to 
the  waistband."  Thexg5  ribs  are  hinged  nciar  their  lower  ends,  to  jointed 
braces,  whose  inner  ends  are  hin;^ed  to  a  block  sliding  on  the  standard, 
and  the  iwsition  of  the  sliding  block  is  determined  by  a  set-serew.  In 
the  specilication  of  this  patent  it  is  stated  that — 

in  op«ration  the  adjuBtiiblc  baud-block  luny  1>e  drawn  out  to  uiuko  any  aizo  waist- 
baud  forakirtHAvitliout  its  being  ucrcsMiiry  to  iucreu^e  tbo  circiiml'cri'iu'o  of  the  bot- 
tom of  the  fonu,  au<l,  by  Him])I\  niovini:  tbu  uleovc  u]M)n  th(>  sbul't  (standard)  ap  or 
dowHj  tbe  size  of  the  skirt  is  uniformly  incrouHCMl  or  diuiiniHlied. 

This  invention  contains  all  of  the  elements  substantially  of  the  Hall 
patent,  except  the  double  braces.  It  has  the  standard,  ribs,  sliding 
blocks,  and  rests.  It  also  has  the  brace-expanding  mechanism  for  the 
lower  part,  which  performs  the  same  function  as  that  in  the  Hall  patent. 

It  appears,  so  far,  that  all  of  the  elements  of  tlie  claim  have  been 
shown  to  have  been  anticipated  except  that  of  the  double  braces.  But 
it  is  manifest  that  this  element  is  not  new.  It  was  the  imncipal  nov- 
elty employe«l  in  the  patent  granted  to  S.  B.  Ferris,  August  27, 1878, 
for  a  corset-exhibitor.  The  invention  consists  of  a  central  standard 
with  a  block  at  the  top  and  also  at  the  bottom.  Between  these  blocks 
is  an  nntbrella-like  fi*amework,  the  braces  of  which  extend  beyond  the 
point  of  junction  with  the  outside  ends  from  the  standard,  and,  press- 
ing against  the  interior  of  the  corset,  impart  sha])eliness  to  it.  The  nbs 
or  braces  are  triangulated  on  the  standard  the  same  in  principle  as  the 
double  braces  in  the  Hall  patent. 

In  the  patent  issued  to  F.  A.  Balch,  in  18n7,  for  a  winding-reel  are 
shown  the  double  braces,  the  standard,  tlie  sliding  collars,  and  the  rest 
with  a  set-screw,  comprising  all  of  the  expanding  mechanism  of  the 
Hall  patent.  The  outer  ends  of  the  braces  are  hinged  on  a  blade 
wiiich  may  be  made  as  long  as  desired,  and  it  would  require  only 
mechanical  skill  to  adapt  this  reel  to  the  device  patentcil  by  Hall.  Such 
an  adaptation,  produced  by  simi)ly  lenjilhening  the  ribs,  would  have 
secured  the  accomplishment  of  the  same  result  in  exiictly  tlie  same 
way. 
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But  aside  from  tbese  prior  patents^  the  state  of  the  art  is  perhaps 
more  clearly  illustrated  in  the  device  used  for  opening  and  shutting  a 
common  umbrella.  In  this  device  are  found  all  the  elements  of  the 
combination  of  the  second  claim.  There  are  the  standard,  the  ooUar 
with  the  rest,  the  double  braces,  and  the  ribs.  Because  the  upper  ribs 
are  elongated  so  as  to  hold  the  fabric  which  covers  them,  it  cannot  be 
said  that  the  double  braces  are  different  in  principle  and  operation  from 
those  used  in  the  patent  in  controversy.-  It  would  require  but  ordinary 
mechanical  skill  to  convert  a  skirt-form  into  an  umbrella,  or  an  umbrella 
into  a  skirt-form  like  that  described  in  the  Hall  patent. 

It  is  conceded  by  the  appellee  that  all  of  the  elements  of  the  second 
claim  are  old,  except  ribs  c,  which,  it  is  claimed,  constitute  the  new  and 
patentable  feature  of  the  Hall  invention;  but  from  the  foregoing  brief 
review  of  tbe  prior  art,  we  think  it  clearly  shown  that  the  ribs  c  do  not 
constitute  any  new  feature.  They  are  shown  in  the  Everett  invention; 
in  the  Wilson  patent,  where  it  is  said  there  ma}»be  as  many  as  neces- 
sary; and  in  the  common  umbrella;  also  in  the  Ferris  device  tor  a  cor- 
set-exhibitor, where  the  function  performed  by  the  ribs  constitutes  the 
chief  feature  of  the  invention;  and  in  the  Balch  reelshoii:  ribs  are  used, 
w  bich  might  be  lengthened  to  adapt  the  device  to  the  dress- form  patentee! 
by  Hall. 

But  it  is  urged  on  behalf  of  the  appellee  that  the  Hall  patent  differs 
froju  all  previous  devices  in  presenting  a  structure  which,  as  an  entirety', 
is  radially  t^xpansible  in  all  directions  from  a  common  center,  so  as  to 
preserve  the  symmetry  of  the  form,  whatever  it«  diameter  may  be,  and 
by  the  combination  of  the  patent  a  new  and  useful  result  is  thus  attained 
which  involves  patentable  novelty.  In  support  of  the  validity  of  the 
patent  the  principle  stated  in  Webster  Loom  Co.  v.  Iliggins  (C.  D.,  1882, 
285;  21 0.  G.,  2031 ;  lOo  U.  S.,  591)  is  invoked.  In  tliat  case  it  was  laid 
down  by  the  Court,  as  a  general  rule,  though  not  an  invariable  one— 

that  if  a  new  conibinatiou  and  arrangement  of  known  elements  prodnoe  a  new  and 
beneficial  result,  never  attained  befora,  it  is  evidence  of  invention. 

But  we  do  not  consider  the  Hall  i>atent  as  coming  within  the  principle 
there  laid  down,  for  the  reason  that  the  standard,  the  double  braces, 
sliding  blocks  on  the  standard,  and  the  rests  to  hold  the  blocks,  as  well 
as  the  ribs,  which  constitute  the  combination  of  the  second  claim,  were 
not  only  found  in  the  prior  devices,  but  they  separately  and  in  com- 
bination with  such  devices  performed  the  same  function,  and  oi)erated 
in  substantially  the  same  way  as  in  the  Hall  patent  The  combination 
of  old  elements  which  perform  no  new  function  and  accomplish  no  new 
results  does  not  involve  patentable  novelty.  (Hosier  Safe  Co.  y.  Mosler^ 
C.  D.,  1888, 420;  43  O.  G.,  1115;  127  U.  S.,  301;  Haihs  v.  Van  Wormer, 
6  O.  G.,  89;  20  Wall.,  353, 308;  Reckendorfer  v.  FabeTy  0.  D.,  1876,  430; 
10  O.  G.,  71;  92  U.  S.,  347;  Pickering  v.  McGuUotighy  O.  D.,  1882,  2S; 
21  O.  G.,  73;  104  U.  S.,  310,  318;  Peters  v.  Hansonj  CL  D^  1889, 444; 
47  O.  G.,  945;  129  U.  S.,  541.)  gti^^d  by  UOC)^ 
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The  use  and  purpose  songht  to  bo  accomplished  by  the  Hall  patent 
were  the  radial  expansion  of  the  dress-form,  bat  it  is  well  settled  by 
the  authorities  that  the  end  or  purpose  sought  to  be  accomplished  by 
the  device  is  not  the  subject  of  a  patent.  The  invention  covered  there- 
by must  consist  of  new  and  useful  means  of  obtaining  that  end.  In 
other  words,  the  subject  of  a  patent  is  the  device  or  mechanical  means 
by  which  the  desired  result  is  to  be  secured.  {Carver  v.  Hyde^  16  Pet, 
519;  LeBoy  v.  Tatham^  14  How.,  156;  Ooming  v.  Burden^  15  How., 
252;  Burr  V.  Buryee^  1  Wall.,  631;  FuUer  v.  Yentzer^  O.D.,  1877,  218; 
11  O.G.,551;  94  U.S.,  288.) 

Tested  by  these  authorities  the  validity  of  the  patent  in  question 
must  be  ascertained,  not  from  a  consideration  of  the  purposes  sought 
to  be  accomplished,  but  of  the  means  pointed  out  for  the  attainment 
thereof  and  if  such  means,  adapted  to  effect  the  desired  results,  do 
not  involve  invention,  they  can  derive  no  aid  or  support  from  the  end 
which  was  sotight  to  bQ  secured.  All  that  Hall  did  was  to  adapt  the 
application  of  old  devices  to  a  new  use,  and  this  involved  hardly  more 
than  mechanical  skill,  as  was  ruled  in  Artm  v.  McmhatUm  Bailwa/y  Go,j 
(O.  D.,  1889,  650;  49  O.  O.,  1365;  132  XJ.  S.,  86,)  where  it  was  said: 

The  same  device  employed  by  him  (the  patentee)  existed  in  earlier  patents ;  all 
that  he  did  was  to  adapt  them  to  the  special  purpose  to  which  he  contemplated  their 
application,  by  making  modifications  wliich  did  not  require  invention,  bat  only  the 
azercise  of  ordinary  mechanical  skill;  and  his  right  to  a  patent  most  rest  npon  the 
novelty  of  the  means  he  contrived  to  carry  his  ideas  into  practical  application. 

There  is  another  test  as  to  the  validity  of  the  second  claim.  If  the 
Balch,  Everett,  Wilson,  or  Ferris  patents,  or  even  the  umbrella,  were 
subsequent  in  date  to  that  of  the  Hall  patent,  they  would  constitute 
an  infiringement  thereof^  for  the  rule  is  well  established  that  ^<  that 
which  infringes,  if  later,  would  anticipate  if  earher."  (Befters  v.  Active 
Mfg.  Co.y  0.  D.,  1889, 453, 473;  47  O.  G.,  948, 1219;  129  U.  8.,  530,  537; 
Thatcher  Heating  Co.  v.  BurtiSy  0-  D.,  1887,  320;  39  O.  G.,  587;  121  U. 
S.,  286,  295;  Oraait  v.  WaUer,  ante,  317;  63  O.  G.,  910;  148  XJ.  S.,  564; 
Qwrdon  v.  Warder,  ante,  634;  65  O.  G.,  1403;.  150  XJ.  8.,  47. 

If,  however,  the  patent  could  be  sustained  at  all,  it  would  have  to  be 
restricted  and  confined  to  the  specific  combination  described  in  the 
second  claim  as  indicated  by  the  letters  of  reference  in  the  drawiogs, 
and  each  element  specifically  pointed  out  is  an  essential  part  thereof. 
(Duff  V.  SterUng  Pump  Co.,  0.  D.,  1883,  248;  23  O.  G.,  1622;  107  U.  S., 
639;  ITewUm  v.  Furst  dk  Bradley  Co.,  O.  D.,  1887, 145;  38  O.  G.,  104;  119 
U.  8.,  373;  Bragg  v.  Fitch,  0.  D.,  1887,  338;  39  O.  G.,  829;  121  XJ.  8., 
478;  Crawford  v.  ffeysinger,  0.  D.,  1888, 185;  42  O.  G.,  197;  123  U.  8., 
589;  Dryfoos  v.  Wieee^  C.  D.,  1888,  216;  42  O.  G.,  490;  124  U.  8.,  32.) 

For  if  not  so  restricted  by  the  letters  of  reference  the  effect  would 
1)6  to  make  the  claim  coextensive  with  what  was  r^ected  in  the  Patent 
Office. 

Digitized  by  VjOOy  VC 
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If  any  validity  coold  be  oonceded  to  the  patent,  the  limitation  and 
restriction  which  would  have  to  be  placed  upon  it  by  the  action  of  the 
Patent  Office,  and  in  view  of  the  prior  art,  would  narrow  the  daim,  or 
confine  it  to  the  specific  stmctare  therein  described,  and  as  thos  nar- 
rowed there  could  be  no  infdngement  on  the  part  of  api>eUantB  if  a 
single  element  of  the  patentee's  combination  is  left  out  of  the  appel- 
lants' device.  (Sargent  v.  ffaU  Safe  Oo.y  O.  D.,  1885, 251^  31  0. 6.,  661; 
114  IT.  S.,  63;  Eddy  v.  DenniSy  95  IT.  S..  560;  MeCarmiek  v.  Taicott^  20 
How.,  402.) 

The  appellants'  dress-foim,  which  is  alleged  to  infiringe  the  combina- 
tion of  elements  particularly  described  in  the  second  claim  of  the  Hall 
patent,  does  not  contain  several  of  the  specific  elements  of  said  daim; 
it  has  a  tubular  standard,  within  which  is  a  loose  vertical  rotatable 
shaft  extending  above  the  end  of  the  standard.  Surrounding  this  shaft 
are  several  ribs.  The  shaft  is  screw-threaded  at  one  portion  with 
a  left-hand  thread,  and  at  a  portion  above  the  lefb-hand  thread  there 
is  a  right-hand  screw-thread.  On  each  of  these  porlaons  is  a  corres- 
ponding nut,  so  that  the  shaft  being  rotated  in  one  directdon  will 
cause  the  nuts  to  approach  each  other,  or,  rotated  in  tiie  opposite 
direction,  the  nuts  will  separate.  Above  the  screw-threaded  nuta  is  a 
fixed  and  immovable  collar.  To  this  coUar  and  the  movable  nuts  are 
hinged  the  braces  which  are  similar  to  those  described  in  the  Hall  patent 
By  turning  the  top  of  the  standard  either  to  the  right  or  to  the  left 
the  whole  form  is  acUusted  by  one  movement. 

Oomparing  this  device  with  the  combination  described  in  the  Hall 
patent,  it  is  found  that  there  is  a  standard,  double  braces,  and  ribs, 
but  there  are  no  sliding  blocks  or  rests,  and  the  fhnction  of  the  stand- 
ard is  doubled.  There  is  no  sliding  block  whatever  at  the  top  of  the 
upper  braces,  and  the  lower  collar  is  a  screw- threaded  nut  resting  upon 
corresponding  screw-threads  in  the  standard.  It  is  clear  that  the  slid- 
ing blocks  and  the  rests,  two  of  the  ^ve  elements  specifically  described 
in  the  Hall  patent,  are  not  employed  in  the  dress-form  of  the  apx>el- 
lants.  If  the  Hall  patent  was  a  valid  pioneer  invention,  the  doctrine 
of  equivalents  might  be  invoked  with  regard  to  the  sliding  blocks  and 
rests,  and  thus  a  different  question  would  be  raised,  but  being  confined 
to  the  specific  elements  enumerated  by  letters  of  reference,  it  is  neither 
entitled  to  a  broad  construction,  nor  can  any  doctrine  of  equivalents 
be  invoked  so  as  to  make  the  appellants'  device  an  infringement  of  the 
second  claim  in  controversy. 

Our  conclusion,  therefore,  is  that  the  Hall  patent  is  invalid,  and  fur- 
ther, if  it  could  be  sustained  at  all,  it  would  have  to  be  in  the  most 
restricted  form,  and  thus  restricted,  it  is  not  infiringed  by  the  appel- 
lants. It  follows,  therefore,  that  in  each  case  the  judgment  of  the 
courts  below  must  be  reversed,  and  the  cause  remanded,  with  direction 
to  dismiss  the  bill.    So  ordered. 

The  Ohief  Justice  did  not  sit  in  this  case  and  took  no  part  in  its  deci- 
sion.  ^y       ' 
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Mr.  Justice  Brown  (with  whom  was  Mr.  Justice  Shiras)  dissenting. 

In  the  construction  of  his  device  Hall  took  the  principle  of  the  com* 
men  umbrella  and  of  an  adjustable  reel  for  unwinding  yam,  and  by 
adding  to  it  ribs  and  elastic  bands,  adapted  it  to  an  eutirely  different 
purpose,  namely,  to  the  construction  of  an  adjustable  dress-form,  which 
has  largely  supplanted  those  previously  in  use.  While  the  changes 
made  were  not  radical  in  their  character  I  think  they  were  such  as  to 
involve  invention  within  the  rule  stated  in  Webster  Loom  Co,  v.  HigffinSj 
(O.  D.,  1882, 285;  21  O.  G.,  2031;  105  U.  S.,  580,  591;)  The  Barbed  Wire 
Patent^  (C.  D.,  1892,  299;  58  O.  G.,  1555;  143  U.  8.,  275;)  Gandy^.  Main 
Belting  Co.,  (0.  D.,  1892,  395;  69  O.  G.,  1106;  143  U.  S.,  587,)  and  Top- 
liff  V.  TopUffj  (C.  D.,  1892,  402;  69  O.  G.,  1257;  145  U.  S.,  156;)  and 
that  the  change  made  by  the  defendant  in  using  a  collar  fixed  to  the 
standard  for  the  upper  sliding  block,  and  a  nut  and  threaded  standard 
for  the  lower  sliding  block  and  rest  of  the  Hall  patent,  was  in  fact  the 
substitutiou  of  well  known  equivalents,  and  does  not  exonerate  them 
from  the  charge  of  infringement. 


[Sopreme  Court  of  the  United  Statot.) 

HOWABD  ET  AL.    V.  DKTROIT  StoVE  WOEKS. 

Decided  Sovember  13,  1893, 

65  O.  O.,  1765. 

1.  Bkckwith— HKAT^fo-8TO^'E8— No.  138,142— Anticipation    and     Patentable 

XovKi.TY,  Void  for  Want  of. 
Leftern  Patent  Xo.  128,142.  dated  Jaiiiinry  dO,  1873,  for  an  iinproveiiieut  in 
titovp«,  iH8iied  to  I'liilo  I).  Keck  with,  exaiiiinod  in  view  of  the  State  of  the  art 
mid  lliUl  to  be  void  for  anticipation  and  want  of  patentable  novelty  in  not 
diMorililnp;  how  wide  the  llangc  nhonld  be  in  order  to  accomplish  the  desired 
rci«iiU. 

2.  Samk— HKATIXG-8TOVKS— No.  135,621— Same. 

I^ttrn  Patent  Xo.  i:i5.621,  dated  February  11,  1878^ for  iiuproTemeiit  la  wood-. 
•tc»vc8,  isiiiied  to  Philo  1).  Beckwith,  examined  in  view  of  the  state  of  the  art 
and  lUld  to  be  void  for  untiolpation  and  patentable  novelty  becanse  the  bolting 
ornvetlu>5  together  of  Heotions  of  a  stove  wan  well  known  at  the  time  of  the 
invention,  and  tho  une  of  lags  with  holes  perforated  throngh  them  was  antici- 
pated in  other  Htoven  and  fnninces  mauufaetured  many  years  prior  to  the  patent. 

3.  Samb--»ti>vk-(»ratk— No.  206,074— Sam k. 

UaterM  Patent  No.  2l¥(,a74,  dated  Jnly  16,  1878,  tor  an  improTement  in  stove- 
gratoH,  issued  tol'hilo  D.  Be(  kwith,  examined  in  view  of  the  stateof  the  art  and 
Held  to  be  void  for  anticipation  and  want  of  patentable  novelty  becanse  it 
re<|nired  mi  invention  to  east  into  one  pieee  an  artiele  which  had  formerly  been 
east  in  two  pieces  and  put  together,  nor  to  make  the  shape  of  the  grate  eorro- 
H|MMid  to  that  of  the  lire-pot. 

.  Appkal  fnmi  the  (liivuit  (!onrt  of  tbe  (Iiiitt^d  States  for  the  Eastern 
])istrirt  of  Miohi^^au. 

Mr,  WUliam  G.  Hivi/oard  for  the  appeUaiit.  Digitized  by  GoOglc 

Mr.  George  H,  Lothrop  for  the  apiiellee. 
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Mr.  Justice  Jackson  delivered  the  opinion  of  the  Court. 

This  suit  was  brought  by  appellants'  testator,  Philo  D.  Beckwith, 
ai^aiust  the  appellee  for  the  alleged  infringement  of  three  Letters  Patent, 
viz.,  No.  123,142,  issued  January  30, 1872;  No.  135,621,  issued  Febru- 
ary 11,  1873;  and  No.  206,074,  issued  July  16,  1878,  all  for  improve- 
ments in  heating-stoves.  The  defenses  set  up  and  interposed  were 
that  the  patents  were  all  void  for  wantof  novelty  and  patentable  inven- 
tion. Pending  the  suit  the  patentee  died,  and  the  cause  was  revived 
and  proceeded  in  the  name  of  his  executors.  The  court  below  dis- 
missed the  bill  and  complainants  appeal  to  this  Oourt  to  reverse  that 
decree. 

Tiie  first  patent,  issued  January  30, 1872,  relates  to  an  improvement 
in  stoves,  wherein  an  exposed  fire-pot  section,  cylindrical  in  shai)e  and 
tapering  downwardly,  is  fitted  into  the  upper  end  of  a  hoUow  ash-pit 
section.  This  fire-pot  has  formed  on  the  inner  side  of  its  lower  end  an 
annular  flange  on  which  the  grate  rests.  The  theory  of  the  patent  is 
that  this  flange,  which  msgr  be  cast  on  or  made  separate  from  the  fire- 
pot  and  riveted  or  otherwise  fastened  to  it,  is  made  of  such  a  width  that 
it  will  collect  upon  it  a  bank  of  ashes,  which  will  have  the  effect  of  pi*e- 
venting  undue  expansion  of  the  fire-pot  at  the  point  of  junction  with 
the  ash-pit  Or,  in  other  words,  the  collection  of  ashes  on  the  flange 
will  prevent  such  an  expansion  of  the  lower  end  of  the  fire-pot  as  would 
cause  it  to  leave  its  seat  on  the  ash-pit  and  expose  an  oiien  joint  at  this 
point.  The  inventor  stated  in  his  application  that  he  had  found  that 
the  expansion  of  the  fire-pot  is  so  great  without  the  flange  that  the 
stove  proves  a  failure;  but  with  the  flange  cast  on  it  at  the  point  desig- 
nated abovcy^the  joint  will  remain  tight  during  the  lifetime  of  the  stove. 
The  novelty  involved  in  the  patent  consists  entirely  of  the  tapering  cast- 
iron  fire-pot  with  the  annular  flange  or  shelf  formed  on  its  inside  lower 
end  at  the  point  where  it  joins  the  ash-pit,  and  upon  which  flange  the 
grate  rests.    The  single  claim  is: 

The  tapering  cMt-in>n  section  B,  with  the  flange  or  shelf  c  formed  on  it,  as  deserilied 
and  shown. 

It  was  claimed  by  the  appellee  that  this  feature  of  the  invention  was 
so  common  in  actual  stove  construction  at  the  time  the  patent  was  issued 
as  to  be  deemed  obvious,  and  that  prior  patents  attaining  the  same 
results  had  been  granted  which  practically  covered  the  same  design 
or  contrivance  included  in  this  particular  patent.  In  support  of  tliis 
contention  it  was  shown  that  a  patent  had  been  issued  to  Benjamin 
Brownell,  on  September  18, 1868,for  a  sofb-coal  hot  air  furnace,  in  which 
it  appears  from  the  drawings  set  out  in  the  record  that  a  tapering  fire- 
pot  is  one  of  the  elements  of  his  invention,  although  it  is  not  described 
in  the  specification.  The  drawings  also  indicate,  and  it  was  established 
by  expert  testimony,  that  this  tapering  fire-i>ot  had  a  flange  on  the 
inside  lower  end,  upon  which  the  grate  rests.  At  the  trial  a  model  of 
the  Brownell  patent  was  introduced  in  which  it  was  shown  that  the 
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model  differed  from  tlie  patent  drawings  in  having  the  projectiug  flange 
at  the  lower  end  of  the  fire-pot  formed  on  the  ash-pit  instead  of  on  the 
fire-pot 

The  appellee  ftirther  showed  that  a  patent  was  issned  to  A.  Atwood, 
May  Uy  1S50,  No.  7,356,  which  has  a  fiange  projecting  nnder  the  lower 
edge  of  the  fire-pot  as  wide  as  the  outer  rim  of  the  grate.  This  flange 
is  ax>on  the  ash-pit  and  not  ax>on  the  fire-i>ot.  A  patent  issued  to  Bush 
and  Richards,  Ko.  71,129,  November  19, 1867,  shows  a  construction  like 
the  Atwood  patent,  except  that  the  fire-pot  is  tapering. 

It  therefore  appears  in  these  three  patents  offered  by  the  appellee  in 
support  of  its  contention  that  the  invention  of  the  appellants  had  been 
anticipated;  that  they  contain  a  clear  and  accurate  representation  of 
the  contrivance  of  the  Beckwith  patent;  that  even  if  the  flange  was 
formed  on  the  ash-pit  instead  of  on  the  fire-pot,  it  was  the  equivalent 
thereof,  because  it  performed  the  same  function  in  the  same  way,  and 
that  the  only  function  of  the  flange  would  be  to  collect  a  ring  or  bank 
of  ashes  at  the  base  of  the  fire-x>ot  when  the  stove  was  in  use. 

If  there  is  any  material  difference  between  the  patent  under  consid- 
eration and  those  just  discussed,  it  is  found  in  the  width  of  the  flange. 
The  appellants  lay  particular  stress  upon  the  fact  that  the  width  of  the 
flange  in  the  Beckwith  patent — ^which  was  to  serve  the  primary  pur- 
pose of  permitting  a  bank  of  ashes  to  form  upon  it  which  would  have 
the  effect  of  preventing  the  lower  part  of  the  fire-box  from  becoming 
unduly  heated — is  greater  than  shown  in  the  previous  patents;  but 
neither  in  the  specification  nor  claim  of  the  patent  does  the  patentee 
indicate  what  shall  be  the  width  of  this  flange.  The  description  of  the 
invention  is  vague  and  indefinite,  and  is  not  sufficient  to  enable  those 
skilled  in  the  art  to  construct  it  without  experiment  so  as  to  attain  the 
desired  result  The  width  of  the  flange  is  a  mere  matter  of  degree, 
and  if  at  the  time  of  the  invention  the  proper  width  of  the  flange  to 
accomplish  the  purpose  desired  was  known,  then  the  patentee  made  no 
invention.  If  the  proper  width  was  not  known  at  that  time,  it  should 
have  been  described  in  the  patent;  but  as  the  patent  is  silent  on  this 
point,  except  that  the  drawings  indicate  that  the  width  of  the  outside 
rim  of  the  grate  is  the  proper  width  for  the  flange,  it  can  hardly  be 
said  under  such  circumstances  that  the  vague  and  indefinite  descrip- 
tion of  the  width  of  the  flange  elevates  it  to  the  dignity  of  invention, 
for  it  has  been  shown  that  the  stoves  covered  by  the  patents  just  dis- 
cussed also  had  each  a  flange  which  performed  the  same  iunction, 
although  not  specifically  claimed  in  the  patents.  We  think  it  is  obvi- 
ously apparent  that  the  patent  of  apx>ellants'  testator  has  not  only  been 
anticipated,  but  that  it  is  wanting  in  all  the  elements  of  patentable 
novelty. 

The  next  patent  to  be  considered  is  No.  135,021,  issued  February  11, 
1873.  This  patent  is  for  improvements  in  wood-stoves,  and  consists 
of  the  construction,  oombinatiou,  and  arrangements  of  the  various 
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cooi)eratiug  devices  compriKiiigthe  partn  of  the  stoves  by  joining  them 
together  with  short  bolts  or  rivets  adapted  to  Jugs  or  Hanges,  instead 
of  long  rods  which,  when  exposed  to  the  fire,  are  liable  to  be  burned  off 
several  times  daring  the  life  of  the  stove.  The  claims  are  four  in  num- 
ber, but  the  third  is  not  claimed  to  be  infringed.  The  general  fonn  of 
the  flre-pot  is  the  same  as  iu  the  former  patent,  including  the  internal 
flange,  which,  it  is  alleged,  now  performs  a  triple  function,  viz.,  collect- 
ing ashes,  as  before,  supporting  the  grate,  as  before,  and  securing  the 
ashpit  to  the  flre-x>ot  by  means  of  bolts  or  rivets  passing  through  holes 
in  the  flange.    The  three  claims  in  controversy  are  as  foUows: 

1.  Tbe  Bection  A  [aah-pit]  and  section  B  [  Hre-box],  constr acted  and  seouied  together 
by  means  of  bolts  or  rivets,  and  the  internal  flange  (,  sabstantially  as  described. 

2.  The  sheet-metal  section  C  [body  of  the  stove]  fitted  into  the  fire-pot  section  B 
and  secured  thereto  by  means  of  bolts  or  rivets,  snbstantiaUy  as  described. 

4.  The  top  plate  or  section  G  secured  to  the  section  F  by  means  of  lugs  and  bolts 
or  rivets,  as  set  forth. 

The  flrst  claim  of  this  patent  is  the  same  as  covered  by  the  former 
patent  of  Beckwith,  except  that  the  fire-box  and  the  aidi-pit  in  the 
former  patent  were  not  bolted  together.  The. second  and  fourth  claims 
are  also  found  in  the  prior  patent,  except  that  the  parts  are  not  riveted 
together,  and  the  top  plate  or  section  G  of  claim  4  has  iu  the  older  patent 
an  annular  depending  flange  entering  the  lower  section  instead  of  lugs. 
In  the  present  patent  the  flange  is  shown  riveted  to  the  lower  section. 

It  is  shown  conclusively  by  Letters  Patent  issued  to  J.  H.  Keyser, 
March  19, 1867,  No.  02,961,  and  by  No.  114,614,  issued  May  9,  1871,  to 
Samuel  Smith,  and  by  Patent  No.  127,.'i35,  issued  to  H.  Wliittingham, 
that  it  was  common  to  secure  the  various  sections  of  stoves  together 
by  bolts  and  rivets,  and  unimpeached  testimony  shows  that  the  Bar- 
stow  Stove  Company,  of  Providence,  B.  I.,  since  1856,  has  made  a 
stove  in  which  a  cast-iron  top  and  base  are  provided  with  lugs,  through 
which  holes  are  drilled  for  the  purpose  of  riveting  the  sheet-iron  body 
of  the  stove  to  the  top  and  base.  These  claims,  in  view  of  the  state  of 
the  art,  limited  the  novelty  to  the  use  of  bolts  and  rivets,  and  it  is  too 
plain  for  discussion,  or  the  citation  of  authorities,  that  this  does  not 
involve  invention. 

The  third  patent.  No.  206,074,  issued  July  16, 1878,  which  the  appel- 
lants claim  has  been  infringed,  contains  two  claims,  both  of  which  air 
in  controversy,  and,  substantially,  is  for  the  invention  of  a  circular 
grate  having  a  thin  closed  x)ortion,  a  thick  open  portion,  strengthened 
by  ribs,  and  with  a  toothed  periphery  opposite  the  open  part  of  the 
grate.  It  appears  from  the  record  that  a  patent.  No.  76,315,  was  issued 
to  Mary  B.  A.  W.  Evard,  on  April  7, 1868,  which  describes  a  grate  with  a 
closed  back  and  open  fiont,  and  the  drawing  in  the  patent  clearly 
shows  that  the  open  front  is  thicker  than  the  closed  back,  and  forms 
ribs  on  the  closed  back.  The  only  difierence  between  this  grate  and 
the  one  under  conuderation  is  that  the  Evard  one  is  rectangular  to  fit 
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a  rectangular  fire-box,  while  the  Beckwith  grate  is  circular  to  fit  a  dr- 
calar  fire-box.  The  priqr  use  of  the  .element®  contained  in  this  patent 
Bie  conclusively  shown.  The  Rambler  grate  answers  the  first  daini, 
except  that  both  the  open  and  closed  parts  are  of  the  same  thickness. 
The  Forth  American  and  Morning  and  Evening  Star  grates  answer 
the  first  claim  literally,  except  that  they  are  rectangular  instead  of  cir- 
cular, and  provided  with  holes  in  the  plate  part  of  the  grate^  where  the 
Beckwith  grate  has  none.  At  the  date  of  this  invention  it  was  com- 
mon to  make  wood-burning  grates  partly  open  and  partly  closed,  with 
teeth  at  their  ends  which  serve  exactly  the  same  purpose  as  the  teeth 
D  of  the  patent  These  grates  are  all  used  in  cooking-stoves,  are  rect- 
angular in  shape,  but  it  cannot  be  maintained  that  there  is  any  de- 
ment of  invention  in  making  the  grate  fit  the  particular  fire-box  of  the 
Htove  to  be  constructed.  To  accomplish  that  end  mechanical  skill 
alone  is  necessary,  and  does  not  call  for  the  exercise  of  inventive  talent 

The  appellants  urge  that  the  word  ^<  periphery"  is  a  word  of  limita- 
tion confined  to  a  circular  grate.  However  this  may  be,  it  is  conclu- 
sivdy  shown  that  the  Monumental  grate,  which  was  in  public  use  five 
years  before  application  was  made  for  the  patent  under  consideration, 
contains  all  of  the  elements  of  the  Beckwith  grate,  except  that,  bdng 
adapted  for  burning  coal,  it  is  cast  in  two  pieces, while  the  Beckwith 
grate  is  cast  in  one  piece.    This  does  not  involve  patentable  invention. 

Our  conclusions  are,  that  as  to  the  first  patent  it  was  anticipated  by 
prior  patents,  and  is  void  for  want  of  invention  in  not  describing  how 
wide  the  flange  should  be  in  order  to  accomplish  the  desired  result 
As  to  the  second  patent,  it  is  void  because  the  bolting  or  riveting 
together  of  sections  of  a  stove  was  well  known  at  the  time  of  the  inven- 
tion, and  the  use  of  lugs  with  holes  perforated  through  them  was  antic- 
ipated in  other  stoves  and  furnaces  manufactured  many  years  prior  to 
the  date  of  the  patent  As  to  the  third  patent,  it  is  void  because  the 
daims  in  it  were  clearly  anticipated,  and  because  it  involves  no  inven- 
tion to  cast  in  one  piece  an  article  which  has  formerly  been  cast  in  two 
pieces  and  put  together,  nor  to  make  the  shape  of  the  grate  correspond 
with  that  of  the  fire-pot 

Our  opinion  is  that  the  judgment  of  the  court  bdow  dismissing  the 
bill  should  be  affirmed. 

Mr.  Justice  Gray  was  not  present  at  the  argument,  and  took  no  part 
in  the  decision. 
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PJ.  8.  Clroalt  Gooit  of  App^Ja   Swond  Ciroall.] 
UNTEBMETES  V.  FEEXTKD. 
DeoMMi  (kUibet  17, 1S9S. 
66  O.  O.,  1767. 

1.  UHTBiiamB^DnnoH  roB  WATCRCAfis»— Vaud. 

Design  Patent  No.  15,121,  granted  July  1, 1884,  to  Henxy  Untenneyer,  for  a 
design  for  watoheaaee,  conaieting  of  a  conventional  star  in  which  any  omameut 
may  be  set,  and  which  is  placed  apon  a  ground  of  leaves  which  is  larger  than 
the  star  and  of  corresponding  shape,  examined  in  view  of  the  defenses  of  want 
of  novelty,  lack  of  inyention,  and  prior  public  nse  set  np  npon  a  suit  brought 
upon  the  patent,  and  Held  to  be  valid. 

9.  Samx— Same— Patbmtability  of  Dxsigns— Double  Ubb. 

If  the  design  in  the  patent  consists  merely  in  a  transfer  of  an  old  form  for  a 
design  or  its  mere  adaptation  by  imitation  from  one  kind  of  manafactare  to 
another  kind,  it  is  not  an  invention,  and  the  patent,  therefore,  is  void;  but  if 
the  adaptation  is  more  than  the  exercise  of  the  imitative  fsoulty,  and  the  result 
is  in  effect  a  new  creation,  the  design  is  an  invention  and  is  patentable.  (Aatlft 
V.  Whitmwu.  SoddU  Co.,  amU,  324 ;  63  O.  G.,  912 ;  148  U.  S.,  674.) 

8.  Samb— Statute  of  Febbuabt  4, 1887,  in  Beoabd  to  Design  Patents. 

The  act  of  February  i,  1887,  entitled  "An  act  to  amend  the  law  relating  to 
patents,  tra  le-marks,  and  copyrights,''  which  inter  alia  imposes  a  penalty  npon 
an  infHnger  of  a  design  patent  to  be  recovered  by  the  owner  of  the  Patent  npon  a 
bill  in  equity  for  an  iig unction  to  restrain  such  infringement,  examined  and 
Meld  to  be  constitutional.  {Boot  v.  Bailtoatf  Co,,  C.  D.,  1882, 167;  21  O.  O.,  1112; 
105  U.  8.,  189, 206;  Stevme  v.  Gladding,  17  How.,  454;  and  Stovono  v.  Cculy,  2Cnrt., 
20.) 

4.  8aicb— Samb— To  Enlabob  the  Remedy  against  Infbinoebs  of  Design 
Patents— Pbofits  Ebsdlting  to  an  Infbinobb. 
The  act  of  February  4, 1887,  was  passed  for  the  manifest  purpose  to  enlarge 
the  remedy  against  infringers  of  design  patents  and  to  declare  that  the  measnie 
of  profits  recoverable  on  account  ef  the  inftingement  should  be  considered  to  be 
the  total  net  profits  upon  the  whole  article.  The  rule  which  tlie  act  deelaiee  for 
the  computation  of  profits  is  the  total  profit  f^om  the  manufacture  or  sale  of  the 
article  to  which  the  design  was  applied,  as  distinguished  from  the  pre-existing 
rule  of  the  profit  which  could  be  proved  to  be  attributable  to  the  design. 

6.  8amb— Sasce— Mbasube  of  Damages— Pbofits  Recovebable  to  Date  of 
Accounting. 
Although  the  bill  for  infringement  was  filed  in  1886,  the  infringement  contin- 
ued after  the  filing  of  the  bill  and  passage  of  the  act  of  February  4, 1887.  ffeU 
that  the  complainant  is  entitled  to  the  total  profits  resulting  to  the  infringer  to 
the  date  of  the  accounting  {Manh  v.  NichoU,  G.  D.,  1889, 263 ;  46  O.  O.,  239 ;  128 
U.  8.,  605,)  even  in  the  absence  of  proof  that  the  entire  profits  were  attributable 
to  the  use  of  the  design.    (Act  of  February  4,  1887.) 

Mr.  Rowland  Cox  for  the  complaiiiant. 
Mr.  Frederic  E.  BetU  for  the  defendant 

Shipmah,  J.  : 

The  bill  in  equity  in  this  case  was  brought  in  the  Oircait  Conrt  for 
the  Southern  District  of  New  York  against  Max  Freond  and  Adolph  8. 
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Freund  to  restrain  the  alleged  infringement  of  Design  Letters  Patent 
No.  15,121,  applied  for  May  8, 1884,  dated  July  1, 1884,  to  Henry  Unter- 
ineyer,  for  a  design  for  watchcases.  The  Circuit  Court  entered  an  inter- 
locutory decree  ordering  an  iujunctioii  against  the  defendants  and  an 
accounting,  and  upon  the  return  of  the  master's  report  overruled  the 
defendants'  exceptions  thereto,  confirmed  the  report,  and  entered  a  final 
decree  against  Max  Freund,  the  surviving  defendant,  for  the  sum  of 
$1,139.02  and  the  master's  fees  and  the  costs.  This  appeal  is  by  the 
surviving  defendant  from  each  decree. 

From  the  specification  it  appears  that  the  design  consists  of  a  con- 
ventional star  in  which  any  ornament  may  be  set,  and  which  is  placed 
upon  a  ground  of  leaves  which  is  larger  than  the  star  and  of  corre- 
sponding shape.  Between  the  points  or  leaves  of  the  larger  star  are 
])roj6ctions.    The  whole  is  in  relief. 

The  claims  are  three  in  number.    The  third  claim  is  as  follows : 

3.  A  Design  for  watchcases,  coDsisting  of  the  star  A^  containing  the  ornament  D, 
the  larger  star  B,  representing  leaves  and  having  between  its  points  the  ornamental 
projections  C,  ai  1  the  star  A,  occupying  the  center  of  the  star  B,  all  being  in  relief 
Hubstantiaily  as  shown  and  described. 

The  second  claim  omits  the  ornament  D,  and  the  first  claim  omits  the 
ornament  and  the  ornamental  projections. 

The  defenses  are  want  of  novelty,  prior  use  for  two  years  before  the 
date  of  the  application,  and  lack  of  patentable  invention  in  view  of 
the  state  of  the  art  when  the  improvement  was  made.  Infringement 
is  denied  in  view  of  the  limited  construction  of  the  patent  which  is 
thought  to  be  rendered  necessary  by  the  prior  state  of  the  art. 

The  mfyor  part  of  the  oral  testimony  upon  the  subject  of  anticipation 
related  to  the  work  which  was  done  for  Keller  &  Untermeyer  at  the 
shop  of  Ball,  Pai'ker  &  Waters  before  July  1, 1882. 

The  patentee  was  and  is  a  member  of  the  firm  of  Keller  &  Unter^ 
meyer,  jewelers.  They  employed  for  some  years  prior  to  July  1, 1882, 
the  firm  of  Ball,  Parker  &  Waters,  watchcase  manufacturers,  to  make 
and  ornament  watchcases.  Parker  was  the  manager  of  the  factory. 
Beufield  was  until  July  1, 1882,  the  foreman  of  the  engraving  depart- 
ment, when  he  left  this  firm,  established  one  of  his  own  under  the 
name  of  Benfield  &  Tissot,  and  thereafter  obtained  all  of  the  business 
of  Keller  &  Untermeyer.  The  theory  of  the  defendants  is  that  prior  to 
.luly  1, 1882,  in  the  Parker  shop,  watchcases  were  ornamented  by  .the 
workmen  of  Benfield  for  Keller  &  Untermeyer  or  for  others  with  the 
design,  which  was  subsequently  placed  on  infringing  watchcases,  and 
which  is  substantially  that  of  the  Untermeyer  patent.  Parker  and  six 
workmen  testify  to  this  alleged  state  of  facts.  They  are  contradicted 
by  Untermeyer,  Benfield,  and  two  workmen.  One  very  significant 
fact  appeared  in  the  testimony  of  Parker.  He  testified  with  clearness 
and  positiveness  in  accordance  with  the  foregoing  theory,  and,  among 
other  things,  was  positive  that  watches  from  Nos.  13,193  to  13,198, 
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incluKlve,  except.  2so,  13,195,  which  wore  made  for  Keller  &  Unter- 
uieyer,  were  substantially  identical  in  appearance  with  the  design  of 
the  Uuternieyer  patent  and  with  the  infringing  watchcases.  No. 
13,193  was  sold  to  Kellet  &  Untermeyer  on  March  8, 1893,  was  traced 
to  the  purchaser  from  them,  and  was  produced  by  the  complainant 
Lt  neither  has  the  design  of  the  patent  nor  such  a  resemblance  to  it 
that  a  purchaser  would  mistake  one  for  the  other.  It  has  a  conven- 
tional star  ])laced  over  an  engraved  star-like  figure — ^not  the  complain- 
ant's leaf  star — and  has  no  other  features  of  the  patented  design 
except  the  ornament  in  the  conventional  star.  This  proof  of  the  defect- 
ive memory  on  the  part  of  Parker,  who  is  apparently  an  honest 
witness,  greatly  impairs  the  weight  that  is  to  be  given  to  his  testi- 
mony and  that  of  his  associates,  who  testify  from  recollection,  unaided 
by  written  memoranda.  Untermeyer's  theory,  in  brief,  is  that,  about 
the  beginning  of  1882,  he  wanted  a  design  for  a  watehcase  in  which  a 
diamond  should  be  an  attractive  feature,  and  started  with  the  idea  of  a 
single  raised  star  caiTyiug  a  diamond  in  the  center,  with  a  circle 
of  engraved  stars  in  the  outer  portion  of  the  case.  The  next  step 
was  to  raise  the  outer  circle  of  stars.  The  next  attempt  was  the 
design  shown  in  No.  13,193.  Next  followed,  in  May  or  June  1883, 
the  patented  design,  which  was  produced  at  the  shop  of  Benfield 
&  Tissot,  and  the  imi)erfect  conception  shown  in  No.  13,193  was  aban- 
doned. These  successive  steps  were  taken  for  the  purpose  of  over- 
coming faults  in  the  earlier  design,  which  became  manifest  as  they 
were  x»l>iced  upon  watclh*,ases.  An  examination  of  the  whole  tenti- 
mony  results  in  a  great  distrust  of  the  accuracy  of  the  memory  of 
Parker  and  his  workmen  and  in  the  (conclusion  that  Unterme^'er's 
history  of  the  development  of  the  patented  design  is  substantially 
(jorrect. 

The  alleged  anticipation  by  the  manufacture  of  watchcases  like  the 
one  known  as  the  "  Muhr  watehcase  No.  22,050''  is  not  satisfactorily 
established.  It  is  substantially  conceded  that  this  case  was  orna- 
mented by  the  Willamin  Watch-Case  Company,  and  that  the  work 
was  charged  in  a  bill  of  that  company  March  18, 1884.  It  containeil 
the  patented  design.  The  patent  was  applied  for  May  8,  1884. 
In  this  state  of  facts  it  became  necessary  for  the  patentee  to  establish 
to  the  satisfaction  of  the  court  that  his  invention  preceded  the  time 
when  the  Muhr  Design  was  shown  to  have  been  tirst  made.  {St.  l^aul 
riott  Works  V.  Starlhifj,  C.  D.,  1888,  436;  430.G.,  1360;  140  U.  S.,  184; 
Clark  Thread  Co.  v.  Wiliimantie  Linen  Co.,  C.  D.,  1801,  449;  56  O.  G., 
395;  40  U.  S.,  481.)  Simon  Muhr,  his  brother,  and  their  salesman  since 
Se])tember,  1879,  also  attempted  to  show  tliat  similar  cases  were  also 
ornamented  by  the  Willamin  Company  about  a  year  before;  but  neither 
one  states  the  time  with  definiteness.  The  salesman  says  that  cases 
with  the  same  design  were  in  Muhr  &  Son's  stock  two  or  three  months- 
it  may  have  been  five  months— before  March^  1884,  and  that  it  was 
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either  in  1883  or  in*  1884.  lu  reply  to  h  qncHtiou  in  regard  to  this  date, 
Jai'ob  Muhr  is  **  aluioHt positive  that  it  was  very  nearly  a  year  before'' 
March,  1884.  Simon  Muhr,  who  says  that  his  brother  can  give  lietter 
dates  than  lie  can,  cannot  tell  iu  wliieh  month  of  the  spring  of  1885  tlie 
Willainin  Company  ornamented  cases  with  a  design  like  that  upon  No. 
22,056.  Neither  witness  has  any  memoranda,  but  relies  upon  his  mem- 
ory. The  existence  of  the  Muhr  Design  cannot  be  considered  as  estab- 
lished by  this  testimony  at  any  time  prior  to  that  stated  by  the  sales- 
man. The  first  order  by  Keller  &  Untermeyer  for  an  ornamented  case 
like  the  patented  design  was  undoubtedly  given  on  July  25,  188;). 
The  testimony  of  the  defendants  is  altogether  too  vague  to  justify  the 
conclusion  that  the  Willamin  Watch  Company  ornamented  watches  in 
the  same  way  before  that  date. 

The  other  testimony  in  regard  to  designs  which  preceded  the  Unter- 
meyer invention  was  offered  to  prove  direct  anticipation,  and  also  to 
show  the  state  of  the  art  at  the  date  of  the  invention,  and  thence 
to  deduce  the  conclusion  that  it  contained  nothing  patentable.  This 
testimony  relates  to  badges,  watchcase  designs,  a  wateh,  and  thirty 
tracings  from  drawings  in  the  Astor  library. 

Much  reliance  was  placed  by  the  defendant  ui)on  four  of  these  draw- 
ings— Nos.  8, 20, 26,  and  29 — which  the  rcsi>ective  experts  united  in 
regarding  as  the  nearest  resemblance  of  the  thirty  to  the  patented 
design.  No.  8  is  apparently  of  metal  and  applied  to  a  balcony  or 
verauda.  No.  20  is  a  decoration  on  the  panel  of  a  door.  No.  20  is  a  piece 
of  jewelry  and  isa  star  of  leaves  with  an  ornamental  center  superimposed 
upon  a  star  of  leaves.  No.  29  is  a  plaster  ornament  for  a  ceiling. 
Neither  of  them  contained  the  conventional  center  star  of  tiie  design. 

In  reply  to  the  question  as  to  the  probability  of  these  designs, 
if  itluced  upon  watclicases,  being  mistaken  by  an  ordinary  purchaser 
for  the  Untermeyer  patent,  the  defendant's  expert  simply  said,  that  if 
placed  upon  a  watchcase  in  relief  and  chased,  they  would,  to  the 
ordinary  purchaser,  strongly  resemble  the  Untermeyer  design.  The 
books  which  contained  these  drawings  did  not  describe  them. 

Neither  the  appearance  of  any  one  of  this  general  class  of  exhibits 
nor  the  oral  testimony  of  the  defendant's  witnesses  shows  that  any  one 
of  this  class  can  be  considered  an  anticipation  of  the  patented  design. 
All  of  them  may  be  disregardeil  upon  the  mere  question  of  novelty. 
They  are  important  upon  the  question  of  patentable  invention. 

If  the  patented  design  consisted  in  a  transfer  of  an  old  form  which 
liad  existed  upon  something  else  to  a  watchcase,  or  in  the  mei*e  adapta- 
tion by  imitation  of  a  pre-existing  form  to  a  watchcase,  it  would  not 
have  been  an  invention.  If  the  adaptation  <*  is  more  than  the  exercise 
of  tlie  imitative  faeulty,  and  the  result  is  iu  eUcct  a  new  creation,  the 
design  may  be  patentable.''  {Smith  v.  Whitman  Saddle  Co.,  ante,  324; 
i;3  O.  G.,  912;  148  IT.  S.,  074.)  In  this  case  the  patented  Design  wa«  not 
a  copy  of  an  old  form  or  an  ada])tation  of  the  same  pre-existing  form 
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to  a  watclicase.  The  eleiiieuts  of  the  pateuted  desigu — viz.,  conveD- 
tional  stars,  with  or  without  ornaments,  and  stars  of  leaves  and  projec- 
tions of  various  kinds  between  the  leaf-points—existed*  but  arranged  and 
combined  in  a  different  manner  and  producing  a  resulting  appearance 
and  effect  which  differed  materially  from  the  patented  design.  Its 
combination  was  peculiar  to  itself  and  had  a  characteristic  grace  of  its 
own.  While  other  combinations  Avere  graceftil  and  were  effective  for 
the  pur))ose  for  which  they  were  designeil,  this  combination,  which 
seems  adapted  to  ornament  a  small  surface,  produced  its  own  effect. 

The  remaining  defenses  relate  to  the  statute  of  February  4, 1887,  in 
regard  to  design  patents.  The  first  section,  after  providing  that  there- 
after during  the  term  of  Letters  Patent  for  a  design  the  unauthorized 
use  of  such  design  was  unlawful,  provided  as  follows: 

Any  person  violating  the  proviftions,  or  either  of  them,  of  this  aeotion,  shaU  be 
liable  in  the  amount  oi  two  hundred  and  fifty  dollars;  and  in  case  the  total  profit 
made  by  him  from  the  manufacture  or  sale,  as  aforesaid,  of  the  article  or  articlea  to 
which  the  design,  or  colorable  imitation  thereof,  has  been  applied,  exceeds  the  sum  of 
two  hundred  and  fifty  doUars,  he  shall  be  further  liable  for  the  excess  of  soch  profit 
over  and  above  the  sum  of  two  hundre<l  and  fifty  dollars. 

And  the  AiU  amount  of  such  liability  may  be  recovered  by  the  owner  of  the  letters 
patent,  to  his  own  nse  in  any  circuit  court  of  the  United  States  having  Jurisdiction 
of  the  parties,  either  by  action  at  law  or  upon  a  bill  in  equity  for  an  injunction  to 
restrain  such  infringement. 

The  bill  in  equity  in  this  case  was  filed  on  December  30, 1886,  and 
the  interlocutory  decree  was  entered  on  January  24, 1889,  The  master 
found  that  between  July  1, 1884,  and  January  24, 1889,  the  defendant 
sold  and  received  pay  for  two  hundred  and  seventy-five  watchcases 
bearing  the  patented  design,  of  which  eighty-two  were  sold  before  Feb- 
ruary 4, 1887,  and  one  hundred  and  ninety-three  were  sold  after  that 
date;  that  the  evidence  failed  to  show  what,  if  any,  pai'tof  the  net 
profit  received  by  the  defendant  from  the  sale  before  February  4, 
1887,  or  after  that  date,  was  due  to  the  patented  design,  and  failed  to 
show  that  the  entire  nt;t  profit  of  sales,  after  February  4;  1887,  was  due 
to  the  patented  design.  He  found  that  the  entire  net  profit  made  by 
the  defendants  on  watches  sold  after  that  date  was  81,139.02,  which 
was  9889.02  in  excess  of  $250,  and  that  nominal  profits  or  nominal 
damages  only  could  be  found  upoii  the  sales  made  befoie  that  date. 
The  final  decree  adjudegd  that  the  defendant  pay  to  the  complainant 
81,139.02,  the  master's  fees  and  costs. 

The  first  position  of  the  defendant  is  that  the  act  of  February  4, 
1887,  was  unconstitutional,  because  it  imposes  a  penalty;  that  a  court 
of  equity  has  no  jurisdiction  of  penalties,  which  must  be  recovered  on 
the  law  side  of  a  court  and  by  the  verdict  of  a  jury;  that  the  act  is  of 
a  quasi  criminal  nature  and  trial  of  the  accused  by  jury  is  imperative*^ 
and  that  a  taking  of  property  is  authorized  without  due  process  of  law. 

The  argument  of  the  defendant  reciuires  for  its  support  the  truth  of 
three  propositions.    The  first  may  be  stated  in  the  language  of  the 
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Sapreme  Court  in  Boot  v.  Raihcay  Co.  (C.  D.,  1882, 167;  21  O.  G.,  1112; 
105  U.  S.,  189,  206,)  that  in  tbe  Federal  courts  the— 

distinotion  of  Jarisdiction  between  law  and  equity  is  conatitutional  to  the  extent  to 
which  tbe  seventh  amendment  forbids  any  infringement  of  trial  by  jnry,  as  fixed 
by  tbe  common  law.    And  the  doctrine  applies  to  patent  cases  as  well  as  others. 

Second.  That  a  court  of  equity,  iu  the  exercise  of  its  ordinary  powers, 
does  not  enforce  a  penalty  or  a  forfeiture.  (2  Stoiy's  Bq.  Juris.  Gr., 
1319.) 

Third.  That  the  legislature  can  not,  by  express  provision  s  of  a  statute. 
enii)ower  a  court  of  equity,  as  incidental  to  its  preventive  remedy  by 
injunction,  to  compel  the  defendant  to  pay  damages  in  the  nature  of 
penalties. 

The  first  two  propositions  are  true.  The  third  does  not  follow  as  a 
logical  consequence  from  them,  and  is  not  sustained  by  authority. 

The  subject  of  the  power  of  a  Federal  court  of  equity,  under  the 
statute  now  known  as  section  4921  of  the  Revised ,  Statutes,  to  direct 
the  payment  of  profits  and  damages,  upon  a  bill  in  equity  brought  dur- 
ing the  life  of  a  patent,  to  restrain  its  infringement,  was  considered 
historically  and  with  great  cai*e  in  Boot  v.  Railway  Co.j  supra. 

The  Supreme  Court  held  that — 
a  bill  for  a  naked  account  of  profits  and  damages  against  an  infringer  of  a  patent 
cannot  be  sustained;  that  such  relief  ordinarily  is  Incidental  to  some  other  eqnity, 
tbe  right  to  enforce  wbich  secures  to  tbe  patentee  his  standing  in  court; 

The  argument  of  the  Court  assumed  as  undeniable  that  when  the  pat- 
entee had  secured  his  standing  in  a  court  of  equity  of  the  United 
States,  by  a  biU  in  which  he  asked  and  was  entitled  to  obtain  the  pre- 
ventive remedy  by  injunction,  the  court  could  properly  proceed  to  afibrd 
incidental  relief  and  assess  the  damages  which  the  complainant  had  suf- 
fered in  excess  of  the  profits  which  the  defendant  had  made  by  virtue 
of  the  infringement,  and  even,  at  his  discretion,  increase  the  actual  dam- 
ages. It  is  not  material  whether  these  damages  are  unliquidateil  and 
to  be  assessed  by  the  court  or  whether  they  are  called  a. penalty,  pro- 
vided the  legislature  has  expressly  emiwwered  the  court  of  equity,  in 
a  bill  brought  within  its  jurisdiction  for  preventive  remedies,  to  afibrd 
this  additional  and  incidental  relief.  This  subject  was  considered  gen- 
erally in  Stevens  v.  Oladdinfjj  (17  How.,  4o4,)  decided  at  the  December 
term,  1854,  the  question  in  the  case  being  whether  the  copyright  act  of 
1819,  which  provided  for  forfeitures  of  the  infringing  copies  of  a  copy- 
righted book,  had  conferred  upon  courts  of  equity  power  to  enforce  for- 
feitures, or  had  left  them  to  be  enforced  at  law.  The  Court,  speaking 
by  Mr.  Justice  Curtis,  was  of  opinion  that  nothing  in  the  act  extended — 
tbe  cqnity  powers  of  the  courts  to  the  adjndication  of  forfeitures,  it  being  mani- 
festly intended  that  the  jarisdiction  therein  conferred  should  be  the  usnal  and  neces- 
nary  Jnrisdiction  exercised  by  the  conrts  of  equity  for  the  protection  of  analogous 
rights. 

Judge  Chirtis  had,  at  the  November  term,  1854,  of  the  Circuit  Court, 
ill  Stevem  y,  Cady,  {2  Curt,  20^)  considered  the  same  subject  of  tbe 
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power  of  a  court  of  equity  over  penalties  under  the  copyright  statates, 
and  said: 

A  court  of  equity  does  not  enforce  forfeitores  or  pennltiiM,  unless  expressly  directed 
by  statute  to  do  so— 

and  reached  the  same  conclusion  in  regard  to  the  absence  of  power  con- 
ferred by  any  existing  statute,  which  was  confirmed  in  Stevens  v.  Glad- 
ding. 

It  is  difficult  to  suppose  that  the  Supreme  Gourt  doubted  the  power 
of  Congress  to  confer  this  authoriiy  upon  a  court  of  equity  as  incidental 
to  the  exercise  of  its  ordinary  jurisdiction.  The  defendants  next  insist 
that  under  a  proper  construction  of  this  statute  all  the  profits  which 
resulted  to  the  infringer  from  the  sale  of  the  infringing  article  after 
February  4,  1887,  cannot  be  allowed,  but  that  his  liability  extends 
only  to  the  amount  of  profits  which  the  complainant  can  show  were  due 
to  the  use  of  the  patented  design. 

The  well  settled  doctrine  of  the  Supreme  Oourt  was,  and  is,  that  the 
^oflts  to  be  assessed  under  section  4921  of  the  Bevised  Statutes,  in 
suits  in  equity,  for  the  infringement  of  a  patent,  are  those  only  which 
are  properly  attributable  to  the  patented  fbature,  and  that  the  evidence 
of  the  patentee  must — 

apportion  the  defendant's  profits  and  also  the  patentee's  damages  between  the  pat- 
ented and  unpatented  feature.  ( 0arr9U<m  y.  Clark,  C.  D.,  1884, 206 ;  21 0.  G^  524 ;  111 
U.  B.,  129.) 

If  the  profits  ux>on  the  whole  article  are  clearly  due  to  the  patented 
part,  which  gives  to  the  article  its  marketable  value,  they  are  the 
measure  of  recovery.  ( 0<mldg  Manufacturing  Co.  v.  Cowing^  G.  D.,  1883, 
2025  21  O.  G.,  1277;  105  IJ.  S.,  253.) 

In  this  state  of  the  statutes  applicable  to  patents  for  designs  as  well 
as  to  machine  patents  the  Circuit  Court  for  the  Eastern  District  of  Penn- 
sylvania, held,  in  a  case  for  the  willM  infringement  of  a>  design  patent 
for  carpets,  that — 

where  no  profits  were  found  to  have  been  made,  but  the  complainant's  sales  had 
decreased  as  the  effect  of  the  infringement  by  the  defendant,  but  the  amoant  of 
damages  conld  not  be  ascertained  by  the  master  firom  the  eyidenoe,  the  eoart  was 
Jnstifled  in  presoming  that  the  infringing  carpets  displaced  in  the  market  the  com- 
plainant's eaipetSy  and  hence  that  the  profits  which  would  haye  acemed  to  them 
npon  the  quantity  of  carpets  pnt  upon  the  market  is  the  measure  of  their  damages. 
(Bigelaw  Carpet  Co.  v.  Dolwm,  C.  D.,  1SS2, 195;  21  O.  O.,  1200;  10  Fed.  Rep.,  385.) 

XJl>on  appeal,  the  Supreme  Court  disagreed  with  the  conclusion  of 
the  Circuit  Court,  and  held  that  the  complainant  must  be  required  to 
establish  the  actual  damages  or  profits  by  trustworthy  legal  proo^  and. 
as  there  was  no  evidence  in  the  case  of  the  value  which  the  patented 
designs  had  contributed  to  the  infringing  carpets,  the  decree  must  be 
reversed  and  nominal  damages  only  should  be  awarded.  {Bobmm  v. 
Carpet  Compamigy  C.  D.,  1885,  266;  31  O.  G.,  787,-  114  XJ.  S.,  439.) 

The  statute  of  1887  was  passed  in  consequence  of  this  dedBiim.  The 
manitet  poipose  of  Congress  was  to  enlarge  the  xeniedy  against 
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infringers  of  design  patents  and  to  declare  that  the  measure  of  profits 
recoverable  on  account  of  the  infiringement  should  be  considered  to  be 
the  total  net  profits  upon  the  whole  article. 

A  construction  which  should  limit  a  recovery  above  $250  to  the 
amount  which  the  complainant  could  clearly  establish  to  be  the  value 
which  the  design  had  contributed  to  the  infringing  carpets  would  be 
at  variance  not  only  with  the  apparent  legislative  intent,  but  with  the 
language  of  the  statute.  The  rule  which  Congress  declared  for  the 
computation  of  profits  was  the  total  profit  firom  the  manufacture  or  sale 
of  the  article  to  which  the  design  was  applied,  as  distinguished  from 
tlie  pre-existing  rule  of  the  profit  which  could  be  proved  to  be  attribu- 
table to  the  Design. 

The  defendant  next  insists  that  inasmuch  as  the  bill  was  filed  Decem- 
ber 30, 1880,  the  complainant  is  not  entitled,  as  to  sales  which  were 
made  after  February  4, 1887,  to  the  total  profits  in  the  absence  of  proof 
tliat  the  entire  profits  were  attributable  to  the  use  of  the  design. 

Upon  an  accounting  for  an  infringement  commenced  before  the  bill 
was  filed  and  continued  afterward,  the  complainant  is  entitled  to 
recover  the  profits  derived  by  the  defendant  from  his  infringement  to  the 
date  of  the  accounting.  ^<  The  practice  saves  a  multiplicity  of  suits, 
time,  and  expense.''  {Latham  v.  Lawber^  4  Blatch.,  80;  B^Mer  Co.  v. 
Goodyear^  9  Wall.,  788;  Mar$h  v.  KiehoUy  C.  D.,  1889,  203;  40  O.  G., 
239;  *128  U.  S.,  005.)  This  was  also  the  rule  in  an  accounting  under  a 
decree  of  foreclosure.  {Robin9on  v.  Blandj  2  Burr.,  1080;  HoWnrd  v. 
Bwrr^  17  Bonn.,  503.) 

In  this  case  the  infringement  continued  after  the  bill  was  filed  and 
after  the  act  of  1887  went  into  effect.  Under  the  decree  which  sus- 
tained the  patent  and  found  an  infringement  and  directed  an  account- 
ing it  was  the  duty  of  the  master  to  take  an  account  during  the  entire 
period  of  infringement  in  conformity  with  the  statutes  as  they  existed 
at  the  respective  dates  when  the  infringement  was  committed.  The 
cases  of  Williams  v.  Leonard  (9  Blatch.,  470)  and  Sarven  v.  HdU  (1  O. 
G.,  437 ;  9  Blatch.,  524)  are  not  applicable.  The  decision  in  those  cases 
was  based  upon  the  language  of  section  111  of  the  act  of  July  8, 1870, 
which  limited  the  remedial  provisions  of  the  act  to  suits  and  proceedings 
commenced  after  it«  passage.  Neither  is  it  necessary  to  consider  the 
rules  of  equity  pleading  in  regard  to  amendments  relative  to  circum- 
stances which  occur  after  the  filing  of  the  bill,  for  there  was  no  necessity 
for  an  amendment  or  for  a  supplemental  bill. 

The  decree  of  the  Circuit  Court  is  affirmed  with  costs. 
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[SnpraM  OmtI  of  th»  Uailtd  StiitM.] 

OoLuxBiA  Mill  Gokpant  v.  Aloobn  xt  au 

l>6oUlsd  Deomkber  4, 1S9S. 

66  0. 0.t  IflUb 

Tradk-Mabk— '^  Columbia  "— Ikvaud. 

The  word ''  Colmnbift"  Ib  not  %  Tilid  Tnde-lCftrk,  beoMue  it  la  not  the  subject 
of  exclosiTe  ftpproprifttion  nnder  the  general  role  that  a  word  or  words  in  oom- 
mon  ose  as  designating  locality  or  section  of  a  oonntry  cannot  be  appropriated 
by  any  one  as  his  ezclnsiTe  Trade-Mark.  (CmmI  Co,  t.  CUtrk,  18  Wall.,  311; 
So€hler  ▼.  Sanden,  122  N.  T.  66;  ConneU  r.  B^d,  128  Mass.,  477;  GlmuUm  Iron 
Co,  T.  UkUr,  76  Pa.  St.,  467;  Lougkman  §t  al  t.  Fipor,  128  Pa.  St.,  1;  Amo9kea§ 
Uff.  Co.  T.  SIpetur,  2  Sandf.,  099.) 

Appeal  from  the  Oiicait  Oonrt  of  the  United  States  fivr  the  Bastem 
DiRtrict  of  Pennsylvania. 

Mr.  P.  E.  Ounekle  for  the  appellant 
Ko  brief  for  the  appellee. 

Mr.  Justice  Jackson  delivered  the  opinion  of  the  Oonrt 
The  complainant,  a  corporation  of  Minnesota,  engaged  in  the  mann- 
factare  of  flonr  at  Minneapolis  in  that  State,  brought  this  bill  to 
restrain  the  defendants  from  nsing  the  word  ^  Golnmbia"  in  a  brand 
placed  on  floor  sold  by  them.  The  complainant  alleged  that  it  had 
selected  this  word  as  a  fanciful  and  arbitrary  name  or  Trade-Mark  at 
least  Ave  years  prior  to  the  filing  of  the  bill,  for  the  use  and  purpose 
of  identifying  a  certain  quality  of  flour  of  its  own  manufhctnre.  The 
complainant's  brand,  printed  on  sacks  and  stenciled  on  the  heads  of 
barrels,  was  in  the  form  of  a  circle,  in  the  upper  arc  of  which  were  the 
words  ^'Columbia  Mill  Co.,"  and  in  the  lower  arc,  *< Minneapolis,  Minn." 
These  words  were  printed  in  bluiB.  On  a  horixontal  line,  and  in  the 
middle  of  the  circle,  was  an  alleged  Trade-Mark,  <<  Columbia,"  in  large 
letters,  which  was  printed  in  red.  Below  this  word,  on  separate  lines 
and  in  smaller  letters,  were  the  words  ^^Boller  Process"  and  <<  Patent" 
The  bill  also  alleged  that  the  brand  of  flour  on  which  the  Trade-Mark 
was  affixed  obtained  an  extensive  sale,  and  became  generally  known 
throaghout  the  country,  but  that  in  the  years  1887  and  1888  purchasers 
and  consumers  thereof  were  misled  and  deceived  by  the  defendants, 
who  put  up  in  similar  packages  an  imitation  of  the  flour  manuiactured 
by  the  complainant,  which  was  thus  sold  by  them  under  the  name, 
brand,  and  Trade-Mark  <<  Columbia."  It  was  frurther  alleged  that  tlie 
flour  thus  sold,  although  inferior  in  quality  to  the  complainant's  article, 
caused  a  great  diminution  in  the  business  of  the  complainant  The  bill 
prayed  for  an  injunction  and  an  accounting  of  the  profits  on  all  the 
flour  sold  by  the  defendants  under  the  brand  of  '<  Columbia." 
The  defendants  answered  that  they  earned  on  in  Philadelphia  a  geu- 


DECISIONS  OP  U.  8.  COURTS  IN  PATENT  CASES.  673 

era!  business  of  buying  ontaright,  and  of  selling  on  commission,  floar 
consigned  to  them,  and  that  in  accordance  with  the  onstom  of  the  trade 
they  had  their  own  brands  pat  on  the  sacks  and  barrels  of  flonr  handled 
by  them.  They  admit  that  one  of  the  brands  so  nsed  was  in  the  form 
of  a  circle,  having  the  words  *<  high  grade  '^  in  the  upper  arc,  and  under 
those  words  ^^No.  I;''  then  on  the  next  line  ^^Hard  Wheat,"  under 
which,  in  large  letters,,  was  the  word  <<  Columbia,"  and  below  that,  in 
letters  of  the  same  size,  was  the  word  '<  Patent,"  and  the  figures  <<  196  " 
in  another  line  below.  On  the  lower  arc  of  the  circle  were  the  words 
<<  Minneapolis,  Minn."  The  answer  stated  that  the  whole  of  the  brand 
was  printed  in  black  ink.    The  defendants  farther  averred  that — 

they  hare  never  sold  any  floar  not  manafac tared  by  the  complainant  as  being  the 
flonr  of  the  complainant;  that  they  hare  not  knowingly  or  actnaUy  used,  or  caosed 
to  be  osed,  any  brand  for  floor  in  imitation  of  any  brand  nsed  by  the  complainant, 
nor  hare  they  ever  sold  any  flour  branded  in  imitation  of  complainant's  floor;  that 
they  have  never  come  in  competition  with  complainant's  flour,  nor  has  any  one  ever 
purchased  the  respondent's  flour  believing  it  to  be  of  the  complainant's  mnnnfac- 
ture;  that  they  deny  any  claim  on  the  part  of  the  complainant  to  any  right  to  the 
name  ''Columbia"  as  a  trade-mark,  averring  that  the  same  was  used  by  these  respond- 
ents and  other  parties  long  before  the  said  complainant  conunenced  to  use  it,  and 
that  other  mills  besides  the  complainants  manufacture  and  sell  flour  branded 
"Columbia." 

Upon  the  pleadings  and  proofs  the  court  below  held  that  the  com- 
plainant had  not  established  its  exclusive  right  to  the  use  of  the  word 
<<  Columbia,"  in  a  brand  for  flour,  and  dismissed  the  bill.  From  this 
decree  the  present  appeal  is  prosecuted. 

We  are  clearly  of  opinion  that  there  is  no  error  in  the  judgment  of 
the  court  below.  The  general  principles  of  law  applicable  to  Trade- 
Marks,  and  the  conditions  under  which  a  party  may  establish  an  exclu- 
sive right  to  the  use  of  a  name  or  symbol,  are  well  settled  by  the  decis- 
ions of  this  Court  in  the  following  cases :  Canal  Co,,  v.  Clark,  (13  Wall.. 
311 ;)  McLean  v.  Fleming,  (C.  D.,  1878, 262 ;  13  O.  G.,  913 ;  96  U.  S.,  245 ;  j 
Amoskeag  ManufactuHng  Co.  v.  Trainer,  (C.  D.,  1880,  464j  17  O.  G., 
1217;  101  TJ.  S.,  61 5)  Goodyear  Co.  v.  Goodyear  Rubber  Co.,  (C.  D.,  1889, 
257;  46  O.  G.,  122;  128  U.  8.,  698;)  Corbin  v.  Gould,  (C.  D.,  1890,  295; 
51  O.  G.,  622;  133  XJ.  8.,  308;)  Lawrence  Mfg.  Co.  v.  Tenn  Mfg.  Co.,  (C. 
D.,  1891,  416;  56  O.  G.,  1628;  138  U.  8.,  637;)  Brown  Chemical  Co.  v. 
Meyer,  (C.  D.,  1891,  346;  66  O.  G.,  287;  139  U.  8.,  540.) 

Tliese  cases  establish  the  following  general  propositions:  That  to 
acquire  the  right  to  the  exclusive  use  of  a  name,  device,  or  symbol,  as 
a  Trade-Mark,  it  must  appear  that  it  was  adopted  for  the  purpose  of 
identifying  the  origin  or  ownership  of  the  article  to  which  it  is  attached, 
or  that  such  Trade-Mark  must  point  distinctively,  either  by  itself  or 
by  association,  to  the  origin,  manufacture,  or  ownership  of  the  article 
on  which  it  is  stamped.  It  must  be  designed,  as  its  primary  object 
and  purpose,  to  indicate'  the  owuer  or  producer  of  the  commodity  and 
to  distinguisli  it  Irom  like  articles  manufactured  by  others.  (2)  That 
if  the  device,  mark,  or  symbol  was  adopted  or  placed  upon  the  article 
13182  PAT----43 
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for  the  purpose  of  ideatiiying  its  class,  grade,  style,  or  qualify,  or  for 
any  purpose  other  than  a  reference  to  or  indication  of  its  ownership,  it 
cannot  be  sustained  as  a  valid  Trade-Mark.  (3)  That  the  exclusive 
right  to  the  use  of  the  mark  or  device  claimed  as  a  Trade-Mark  i« 
founded  on  priwity  of  appropriation;  that  is  to  say,  the  claimant  of 
the  Trade-Mark  must  have  been  the  first  to  use  or  employ  tbe  same 
on  like  artides  of  production.  (4)  Such  Trade-Mark  cannot  consist 
of  words  in  common  use  as  designating  locality,  section,  or  region  of 
country. 

The  alleged  Trade-Mark  cannot,  for  many  reasons,  be  made  the  sub- 
ject of  an  exclusive  private  property. 

First.  Because  it  is  clearly  shown  from  the  proof  in  the  cause  that 
the  word  <<  Columbia,"  as  a  brand  upon  sacks  or  barrels  of  fiour,  was 
in  use  long  before  its  appropriation  by  the  complainant. 

It  is  established  by  tbe  evidence  that  as  early  as  1865  or  18S6  a  brand 
was  made  for  Lee  &  Hollingswortb,  owners  of  the  Columbian  Mills  of 
Brooklyn,  N.  Y.,  which  was  placed  upon  their  sacks  or  barrels  of  flour, 
in  the  form  of  a  circle.  The  upper  part  of  the  circle  was  formed  of 
the  words  <<  Columbia  Mills."  In  the  middle  of  the  circle,  in  large  let- 
ters, was  the  word  ^'Columbia,"  and  above  and  below  this  word  were 
placed,  respectively, "  196  "  and  "  XXX."  In  the  lower  arc  of  the  circle 
were  the  words  <^  Family  Flour."  The  whole  brand  was  printed  in 
black,  and  was  encompassed  by  a  black  circular  border. 

It  is  farther  shown  by  the  proof  that  the  word  "  Columbia,"  before 
its  adoption  by  the  complainant,  was  used  by  the  Columbia  Mill  Com 
pany,  of  Columbia,  Brown  county,  Dakota;  by  the  Columbia  Elevator 
and  Grain  Mills,  of  Providence,  B.  I.;  by  the  Columbia  Mill  Company, 
of  Oakland,  Ind.;  and  by  S.  S.  Sprague  &  Company,  of  Providence,  K. 
I.  The  word  "  Columbia  "  having  been  thus  previously  appropriated 
and  used  upon  barrels  and  sacks  of  flour,  was  not  subject  to  exclusive 
appropriation  thereafter  by  the  complainant,  so  as  to  make  it  a  valid 
Trade-Mark  such  as  the  law  will  recognize  and  protect 

Second.  The  word  <<  Columbia"  is  not  the  subject  of  exclusive  appro- 
priation under  the  general  rule  that  the  word  or  words  in  common  use 
as  designating  locality,  or  section  of  a  country,  cannot  be  appropriated 
by  any  one  as  his  exclusive  Trade-Mark. 

In  Canal  Co.  v  Clark  (13  Wall.,  311,)  it  was  held  that  the  word<<Lack- 
awanna,"  which  is  the  name  of  a  region  of  country  in  Pennsylvania, 
could  not  be,  in  combination  with  the  word  <<  Coal,"  constituted  a  Trade- 
Mark,  because  every  one  who  mined  coal  iu  the  Valley  of  Lackawanna 
had  a  right  to  represent  his  coal  as  Lackawanna  coal.  Speaking  for 
the  Court,  Mr.  Justice  Strong  said : 

The  word  **  Laekawanna"  was  not  devised  by  the  complainants.  They  found  it 
a  settled  and  known  appellatiTe  of  the  district  in  which  their  coal  deposits  and  those 
of  othen  were  situated.    At  the  time  they  began  to  use  it,  it  was  a  recognised  desorip- 
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tion  of  a  legioDt  and  of  conrae  of  the  enrthH  and  miaerals  in  tho  ro^iion.  *  •  • 
It  mnst  b«  tlien  considered  an  nonud  tluctrine  that  no  one  can  apply  the  name  of  a 
diatrict  of  conutr^'  to  a  well  known  article  of  eoiumerce  and  obtain  thereby  snoh  an 
exolntiTe  right  to  the  application  as  to  present  otUera  inhabiting  the  district,  or 
dealing  in  Himilar  artielen  coming  from  tlie  district,  from  tnithfnily  using  the  same 
designation. 

Ill  Koehlery.Jt!uH<UrHj{122  N.  Y.,(k>,)  it  wjw  held  that  the  word"  Inter- 
iiatioaalY"  could  not  be  exclusively  appropriated  by  any  one  as  a  part 
of  a  trade  luune,  because  the  word  was  a  ficeueric  term  iii  common  use, 
and  in  its  nature  descriptive  of  a  business  to  which  it  pertains,  rather 
than  to  the  origin  or  proprietorship  of  the  article  to  which  it  might  be 
attached. 

In  Cornell  V.  Reedj  (128  Mass.,  477,)  it  was  held  that  the  words  "East 
Indian,"  in  connection  with  "Remedy," placed  upon  bottles  of  medicine 
were  not  the  subject  of  a  Trade- Mark.  In  that  case  Mr.  Chief  Justice 
Gray,  speaking  for  the  Court,  said — 

that  it  was  at  least  doubtfal  whether  words  in  common  nse  as  designating  a  raHt 
region  of  country  and  Its  products  could  be  appropriated  by  any  one  as  his  exclusive 
Trada-Mark,  separately  from  his  own,  or  some  other  name,  in  which  he  has  ajieculiar 
right. 

In  OUndan  Inm  Co.  v.  Lfhlm^y  (75  Pa.  St.,  467,)  a  corporation  adopted 
the  Trade-Mark  "  Glendon,"  which  was  placed  niH>ii  its  iron.  The  place 
where  their  furnace  was  located  was  afterward  erected  into  a  borough 
of  the  name  of  Glendon.  Another  ctompany,  engaged  in  business  in 
the  same  place,  afterward  used  the  word  "Glendoii"  on  their  iron.  It 
WHS  held  that  the  second  company  had  a  right  so  to  do.  The  niling  of 
the  Court  was  rested  on  the  ground  that  the  name  "(rlendon"  whs 
common  to  the  whole  world,  and  that  the  previous  appropriation  of  it 
by  the  complainant  did  not  prevent  any  other  nianufH(*.turer  of  pig- 
iron,  in  its  limits,  tvoni  using  the  same  word. 

In  Laughman  et  al.  v.  Piper,  (128  Pa.  St.,  1,)  it  wan  held  that  the  word 
^^Sonman,"  being  the  name  of  a  large  boundary  of  laud,  containing  a 
number  of  separate  private  estates,  owned  by  a  number  of  dift'erent 
persons  engaged  in  the  business  of  mining  and  shipping  coal,  could 
not  be  adopted  as  a  trade  name  by  one  party  to  the  exclusion  of 
others. 

In  the  leadmg  case  of  Amonkeag  Mfg.  Co.  v.  Spmr^  (2  Sandf.,  599,)  it 
is  laid  down  that  no  one  has  a  right  to  appropriate  a  sign  or  symbol 
which,  from  the  nature  of  the  fact  it  is  used  to  signify,  others  may 
employ  with  equal  truth,  and,  therefore,  have  an  eciual  right  to  employ 
for  the  same  purpose. 

It  is  upon  these  principles  that  a  person  may  put  his  own  name  upon 
his  own  goods,  notwithstanding  another  iierson  of  the  same  name  may, 
in  that  name,  manufacture  and  sell  the  same  or  similar  articles.  {Broicn 
Ckem.  Co.  V.  Meyer,  C.  D.,  1891,  :U6;  55  O.  G.,  287;  139  U.  S.,  540.) 

The  appellant  was  no  more  entitled  to  the  exclusive  use  of  the  word 
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'^Goliimbia''  as  a  Trade-Mark  than  he  woald  have  been  to  the  nse  of 
the  word  "America,"  or  "United  States,''  or  "Minnesota,"  or  "Minne- 
apolis." These  merel;  geographical  names  cannot  be  appropriated 
and  made  the  snbject  of  an  exolnsive  property.  They  do  not,  in  and 
of  themselves,  indicate  anything  in  the  nature  of  origin,  manufocture, 
or  ownership;  and  in  the  present  case  the  word  "Oolnmbia"  gives  no 
information  on  the  snbject  of  origin,  production,  or  ownership.  The 
upper  part  of  the  brand  or  label  of  the  Trade-Mark  discloses  the  full 
name  of  the  complainant  as  the  manufiicturer  of  the  article,  and  is  in 
no  way  supplemented  or  made  clearer  by  the  word  "  Oolnmbia."  It  can 
no  more  be  said  that  it  was  intended  to  designate  origin  or  ownership 
than  to  denote  the  quality  of  the  flour  on  which  the  brand  was  placed, 
and  the  proof  tends  strongly  to  show  that  the  whole  label  was 
intended  to  indicate  the  quality,  or  class,  or  character  of  the  flour,  as 
being  made  of  spring  wheat  instead  of  winter  wheat. 

It  is  fhrther  shown  by  the  proof  that  for  the  particular  grade  of 
flour  on  which  the  brand  including  the  alleged  Trade-Mark  "Colom- 
bia" was  used,  the  complainant  had  at  least  three  other  trade  names, 
such  as  "CK>lden  Bod,"  "Best,"  and  "Superlative,"  which  were  used 
indiscriminately,  and  for  different  sections  of  the  country,  with  the 
word  "  Columbia."  The  quality  and  process  of  manufacture  were  iden- 
tically the  same,  and  all  made  flrom  spring  wheat,  whether  one  trade 
name  or  the  other  was  used  thereon. 

It  is  also  shown  by  the  testimony  in  this  case  that  the  flour  manu- 
factured from  spring  wheat,  such  as  that  dealt  in  both  by  the  complain- 
ant and  the  defendants,  is  never  sold  or  bought  simply  on  the  brand, 
but  usually,  if  not  always,  by  actual  sample,  and  the  proof  £»0s  to 
establish  that  the  brand  of  the  appellees  was  calculated  to  mislead,  or 
did  actually  deceive  or  mislead,  any  one  into  supposing  that  the  flour 
of  the  complainant  was  being  bought.  So  it  cannot  be  said  that  the 
defendants  were  personating  the  complainant^s  business  by  using  such 
a  description  or  brand  as  to  lead  customers  to  suppose  that  they  were 
trading  with  the  appellant  Even  in  the  case  of  a  valid  Tradc-Mai-k, 
the  similarity  of  brands  must  be  such  as  to  mislead  the  ordinary 
observer. 

For  the  foregoing  reasons  we  are  clearly  of  opinion  that  there  was 
no  error  in  the  court  below  in  dismissing  the  bill,  and  the  same  is, 
accordingly,  affirmed. 
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[Court  of  Appmlri  or  the  Di>«lri«i  of  (Jolnnibia.! 

Einstein  v.  Sawhill. 

Decided  Deeember  4, 1898. 

65  O.  O.,  1918. 

Thk  Act  Estabubhinq  the  Court  of  Appeals  op  Distiiict  of  Columbia— Thx 

WoBD  '^  Intkrferenge  "  IN  SECTION  9  Inteiipretkd  to  be  Confined  to 

THE  Patent  Laws. 

The  word  'Mnterferenoe''  in  section  9  of  the  act  establishing  the  Conrt  of 

Appeals  of  the  District  of  Colnmbia  interpreted  and  Held  not  to  mean  and 

include  disputes  in  Trade-Marks  under  section  3  of  the  Trade-Mark  law  of  1881, 

but  to  be  confined  to  an  interference  in  Patent  law. 

MeMTS.  Kaifj  ToUen  dh  Coohe  and  Mes9rs.  Pennie  &  Ooldsborough  for 
the  appeUant. 

Messrs,  L.  Badger  db  Co.  and  Mr.  J,  M.  Shields  for  the  appellee. 

Mr.  Levin  H.  Campbell  filed  a  brief  for  the  Commissioner  of  Patents, 
as  amicus  ewrmj  on  the  sole  question  of  jnrisdiction  of  the  conrt  to  hear 
appeals  from  his  decisions  in  disputes  in  Trade- Marks. 

MoBBis,  c7.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  a  dispute  between  two  rival  applicants  for  the  re^j^istration  of  a  Trade- 
Mark.  It  seems  to  be  unnecessary  to  state  the  facts  of  the  controversy 
or  the  claims  of  the  resi>ective  contestants,  for  the  reason  that  we  are 
of  opinion  that  we  have  no  jurisdiction  in  this  class  of  cases. 

The  ninth  section  of  the  act  of  Congress  of  February  9, 1893,  which 
created  this  court,  gives  to  it  the  determination  of  appeals  from  the 
decision  of  the  Commissioner  of  Patents,  then  and  previously  thereto 
vested  in  the  Supreme  Court  of  the  District  of  Columbia,  in  pursuance 
of  section  780  of  the  Eevised  Statutes  of  the  United  States  for  the 
District  of  Columbia,  and  in  addition  thereto  determination  of  api)eals 
from  the  decision  of  the  same  Commissioner  <<  in  any  interference  ease,^ 
and  it  is  under  this  clause  that  it  is  sought  to  sustain  the  present 
api>eal. 

The  first  clause  of  the  section  refers  to  section  780  of  the  Revised 
Statutes  of  the  United  States  for  the  District  of  Columbia,  and  that 
section,  which  is  part  of  the  act  that  defines  the  jurisdiction  of  the 
Supreuie  Court  of  the  District  of  Columbia,  provides  that  that  court 
shall  bear  and  determine  appeals  from  the  decisions  of  the  Commis- 
sioner of  Patents  in  accordance  with  the  provisions  of  sections  4911  to 
41)15,  both  inclusive,  of  .the  general  Revised  Statutes  of  the  United 
States,  which  were  those  remitted,  and  which  constitute  part  of  Chap- 
ter 1  of  Title  60  of  the  revision,  treating  on  the  subject  of  '^  Patents, 
Trade-Marks,  and  Copyrights,"  provided  that  any  party  dissatisfied 
with  the  decision  of  the  Commissioner  of  Patents,  except  a  party  to  an 
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interference^  may  appeal  from  snch  decision  to  the  Sapreme  Court  of 
the  District  of  Colnmbia.  In  the  chapter  two  classes  of  cases  are  dis- 
tinguished :  1.  Applications  for  patents  or  for  the  reissue  of  patents 
rejected.  2.  Interference  cases — that  is,  cases  or  contests  between 
rival  applicants,  or  an  applicant  and  a  prior  patentee.  For  the  first  of 
these  two  classes  the  Bevised  Statutes  provided  an  appeal  from  the 
decision  of  the  Commissioner.  From  the  second  class  no  snch  apx>eal 
was  allowed.  The  effect  of  the  act  of  Congress  of  February  9, 1893, 
was  to  put  both  classes  on  the  same  basis  with  regard  to  appeals  and 
to  authorize  and  allow  appeals  in  interference  cases  as  well  as  in  cases 
of  reftisal  of  the  Commissioner  to  grant  a  patent. 

The  appellant  in  the  case  now  before  us  claims  that  his  cabe  is  one  of 
interference.  It  is  so  called  and  treated  as  such  in  the  Patent  Office, 
and  that  therefore  this  court  has  jurisdiction  on  it  under  the  second 
clause  of  the  ninth  section  of  the  act  of  February  9, 1893. 

A  brief  retrospect  of  the  legislation  on  the  subject  may  serve  to  throw 
some  lighten  the  question  thus  raised. 

In  the  act  of  Congress  of  July  4, 1836,  (5  Stats.,  117,)  which  was  the 
first  enactment  that  provided  for  a  thorough  organization  of  our  patent 
system  and  of  the  Patent  Office  on  its  present  basis,  provision*  was 
made  for  the  creation  of  a  temporary  Board  of  Appeals,  whenever  and 
as  it  should  be  needed  from  time  to  time,  to  hear  and  determine  appeals 
from  the  decision  of  the  Commissioner  of  Patents,  and  such  appeals 
were  expressly  authorized  both  in  cases  of  refusal  by  the  Commissioner 
to  grant  patents  and  in  cases  of  interference  between  conflicting  claim- 
ants for  patents;  and  it  will  be  noticed  that  the  term  ^^nterierence'^ 
is  here  used  in  its  technical  sense  of  a  contest  between  rival  applicants 
for  a  patent  or  between  an  applicant  and  a  prior  patentee. 

By  an  act  of  March  3,  1839,  (5  Stats.,  353,)  the  Board  of  Appeals 
provided  for  by  the  act  of  1836  was  dispensed  with,  and  it  was  provided 
that  appeals  might  be  taken  in  all  cases  from  the  decision  of  the  Com- 
missioner of  Patents  to  the  chief  justice  of  the  then  existing  Circuit 
Court  of  the  District  of  Columbia,  and  in  the  act  the  two  classes  of 
cases  were  specified,  and  the  term  << interference"  was  used  in  its  tech- 
nical sense. 

By  an  act  of  August  30,  1852,  (10  Stats,  75,)  the  jurisdiction  to  hear 
these  appeals  was  conferred  uiK>n  the  several  associate  justices  of  the 
Circuit  Court  equally  with  the  chief  justice,  and  thus  the  matter  stood 
until  the  abolition  of  the  Circu  it  Court  and  the  establishment  of  the 
Supreme  Court  of  the  District  of  Columbia  by  the  act  of  Congress  of 
March  3, 1862,  (12  Stats.,  763.) 

By  this  last  mentioned  act  (March  3, 1862)  the  jurisdiction  of  the 
Circuit  Court  was  transferred  to  the  new  court  created  by  the  act^  and 
the  iM>wer8  x>088essed  and  the  jurisdiction  exercised  by  the  justices  oi 
the  old  court  severally  were  transferred  to  the  justices  of  the  newly- 
created  tribunal;  and  in  pursuance  of  this  act  the  chief  justice  and 
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associate  justices  of  the  Supreme  Court  of  the  District  of  Gohimbia, 
to  the  year  1870,  sat  in  appeals  from  decisious  of  the  Commissioner  of 
Patents  in  both  of  the  8x>ecified  classes  of  cases. 

By  an  act  of  Congress  of  July  8, 1870,  entitled  ^^  An  act  to  revise,  consol- 
idate, and  amend  the  statutes  relating  to  patents  and  copyrightH,"  (16 
Stats.,  198,)  and  which  was  intended  to  be  a  substitute  for  all  the  then 
existing  legislation  on  the  subject,  a  distinction  was  made  for  the  lirst 
time  in  the  matter  of  appeals  between  decisions  of  the  Commissioner 
refusing  to  grant  patents  and  decisions  in  interference  cases.  It  was 
provided  that  from  the  former  class  appeals  might  be  taken  to  the 
Supreme  Court  of  the  District  of  Columbia  in  general  term;  but  from 
the  latter  class  there  was  no  provision  for  appeal.  On  the  contrary, 
they  were  8i)ecially  excepted.    Section  48  of  the  act  provided — 

that  if  each  party,  except  a  party  to  an  ixLterfeiencey  is  dissatisfied  with  the  decision 
of  the  Commissioner  he  may  appeal  to  the  Supreme  Court  of  the  District  of  Colum- 
bia sitting  in  banc. 

In  this  act  of  July  8, 1870,  for  the  first  time  also  in  our  history,  Con- 
gress assumed  to  legislate  on  the  subject  of  Trade-Marks,  and  the  sec* 
tions  of  the  act  numbered  from  76  to  84,  both  inclusive,  sought  to  provide 
for  the  protection  of  Trade-Marks  and  their  registration  in  the  Patent 
Office,  the  preceding  sections  being  devoted  to  patents  and  the  suc- 
ceeding sections  to  copyrights.  It  will  be  noticed  that  in  this  act, 
while  provision  was  made  for  appeals  from  the  decisions  of  the  Commis- 
sioner of  Patents  in  patent  cases,  as  heretofore  stated,  there  was  no 
attempt  to  provide  tor  any  appeal  in  controversies  arising  in  regard  to 
Trade-Mark  cases.  Indeed,  there  was  no  attempt  even  made  for  the 
determination  of  controversies  at  all  in  this  matter,  if  there  should  hap- 
pen to  be  rival  applicants  for  registration.  The  whole  of  this  part  of 
the  act^  however,  relating  to  Trade-Marks  was  declared  unconstitu- 
tional, and  consequently  null  and  void,  by  the  Supreme  Court  of  the 
United  States  in  the  so-called  ^<  Trade-Mark  cases,"  (C.  D.,  1879,  619; 
16  O.  G.,  999;  100 IJ.  S.,  82,)  decided  by  that  Court  at  its  October  term 
of  1879.  In  the  meantime  the  act  had  gone  into  the  Bevised  Statutes 
of  the  United  States  as  Chapter  60,  already  mentioned. 

Subsequently  to  the  decision  of  the  Supreme  Courtof  the  United  States 
in  the  Trade-Mark  cases,  Congress  again  undertook  to  legislate  on  the 
subject  of  Trade-Marks  within  the  constitutional  limitations  defined  by 
the  Supreme  Court  and  passed  the  act  of  March  3, 1881,  entitled  <<An 
act  to  authorize  the  registration  of  Trade-Marks  and  to  protect  die 
same,"  (21  Stats.,  502,)  by  which  <^  owners  of  Trade-Marks  used  in  com- 
merce with  foreign  nations  or  with  the  Indian  tribes"  might  obtain 
registration  of  such  Trade-Marks.  In  the  third  section  of  this  act  there 
is  a  clause  as  foUows: 

In  an  appUeation  for  legistration  the  Commissioner  of  Patents  ahaU  decide  the 
ImsnniptiTe  lawfulness  of  olaim  to  the  aUeged  Trade-Mark,  and  in  any  dispute 
between  an  appUeant  and  a  preyions  registrant  or  between  appUeants  he  shaU  fol- 


680  DECISIONS   OF   U.  S.  COURTS   IN   PATENT  CASES. 

low,  M  far  M  the  some  may  be  applicable,  the  practice  of  courtB  of  equity  of  the 
United  States  in  analogous  cases. 

No  provision  is  made  for  appeals  from  the  decision  of  the  Commis- 
sioner in  any  case,  and  it  is  not  claimed  that  there  was  under  this  act 
any  right  of  appeal. 

This  was  the  condition  of  the  law  when  the  act  of  Congress  of  Feb- 
mary  9, 1893,  was  passed  which  created  our  court  and  gave  the  right 
of  appeal  to  it  from  the  decision  of  the  Commissioner  of  Patents,  as 
already  recited.  The  question  before  us  for  determination  is  whether 
the  right  of  appeal  so  given  included  cases  of  dispute  between  rival 
applicants  for  registration  of  Trade-Marks. 

We  are  very  clearly  of  opinion  that  the  "  interference  cases,^  in  which 
appeals  are  authorized  by  the  act  of  February  9, 1893,  are  cases  of  the 
same  character  as  those  mentioned  by  the  same  designation  in  previous 
legislation.  We  are  of  opinion  that  the  term  '<  interference,"  which  is 
evidently  to  be  taken  in  its  technical  and  not  in  its  ordinary  sense,  was 
used  in  the  latest  act  in  the  same  sense  and  with  the  same  scope  of 
meaning  as  in  all  the  previous  statutes  in  which  the  word  is  found,  and 
not  in  any  modified  or  di£ferent  sense  in  which  it  may  have  been  more 
recently  used  in  the  Patent  Office.  There  is  no  better  criterion  where- 
with to  ascertain  the  meaning  of  terms  used  in  a  statute  than  the  stat- 
ute itself,  or  of  previous  or  similar  statutes,  in  which  the  same  legisla- 
tive body  has  given  expression  to  its  purpose.  ( The  Ahbotsford  v.  John- 
9on^  98  IJ.  S.,  440;  Mifwr  v.  Mechanics  Bank  of  Alexandria^  1  Pet.,  46; 
Claflin  V.  Commonuoealth  Insurance  Co.^  110  U.  S.,  81.) 

Ill  all  the  statutes  enacted  prior  to  1893  it  is  true  beyond  any  ques- 
tion that  the  term  ** interference''  was  used  wholly  and  exclusively  to 
designate  a  controversy  between  two  or  more  rival  applicants  for  a  pat- 
ent for  a  new  and  usefiil  invention  in  the  arts,  and  there  is  no  reason 
to  suppose,  upon  the  face  of  the  legislation  itself,  that  Congress  in  its 
latest  utterance  intended  anything  different  in  the  use  of  the  word  from 
the  purpose  of  all  its  previous  legislation.  It  is  no  answer  to  this  that, 
prior  at  least  to  the  act  of  March  3, 1881,  Congress  had  no  occasion  to 
use  the  term  in  any  other  sense  than  that  indicated,  and  that  the  word 
"dispute"  used  in  the  act  of  1881  is  the  equivalent  of  the  word  "inter- 
ference" used  in  the  previous  enactments.  Words,  it  is  true,  are  not 
things,  and  we  would  greatly  regret  to  deny  a  substantial  right  if  such 
should  be  the  result  merely  of  a  difference  of  phraseology;  but  such  is 
not  the  result  in  this  case. 

While  it  seems  quite  probable  that  Congress  studiously  avoided  the 
use  of  the  term  "interference"  in  the  act  of  1881,  and  adopted  the  term 
"dispute"  for  the  express  purpose  of  distioguishing  the  matter  of 
Trade-Marks  from  the  matter  of  patents,  no  gresit  reliance  need  be 
placed  on  this  verbal  distinction.  The  iniportiint  fact  is  that  the  two 
subjects  of  legislation  are  liidically  different,  and  justify  a  difi'ereiit 
course  of  procedure  in  regard  to  them.  r^^^^T^ 
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Patent  rights  are  practically  the  creation  of  the  Federal  Gonstitation 
and  of  Federal  legislation  based  upon  it  Hence  it  is  important  that 
the  Federal  Government  should  determine,  not  only  by  the  administra- 
tive processes  of  the  Patent  Office,  but  likewise  by  judicial  investiga- 
tion and  review  at  as  early  a  stage  as  i>0S8ible,  whether  such  rights  actu- 
ally exist,  and  to  which  of  the  rival  contestants  they  actually  appertain. 
Ou  the  other  hand,  if  the  subject  of  Trade-Marks  is  at  all  within  the 
scope  of  Congressional  legislation,  even  under  the  modified  form  of  the 
act  of  1881,  it  is  plain  that  no  such  legislation  can  oust  the  States 
and  the  State  tribunals  of  their  general  jurisdiction  of  that  subject 
Such  controversy  as  may  be  carried  on  in  the  Patent  Office  under  the 
act  of  1881  is  controversy  as  to  the  evidences  of  the  right,  not  as  to  the 
right  itself.  The  right  is  not  created  by  the  Federal  Government,  and 
does  not  emanate  from  it,  as  do  patent  rights,  and  all  that  Congress  has 
sought  to  do  is  to  provide  a  recording  act  of  a  very  limited  character, 
the  better  to  evidence  the  ownership  of  the  right.  There  is,  therefore, 
a  very  great  difference  in  the  relative  value  and  importance  of  patents 
for  new  and  useftd  inventions  and  the  scarcely  more  than  ministerial 
business  of  the  registration  of  Trade-Marks;  and  there  is  good  reason 
why  Congress  should  have  authorized  judicial  action  by  way  of  appeal 
in  reference  to  the  former  and  denied  it  with  reference  to  the  latter. 

We  are,  therefore,  justified  in  concluding  that  when  Congress  pro- 
vided in  the  act  of  1893  for  appeals  in  interference  cases  it  was  their 
intention  to  provide  for  such  cases  as  had  always  been  known  and 
designated  as  ^interference  cases,"  and  no  others.  Indeed,  it  would  be 
a  nioHt  unaccountable  anomaly  if  we  should  hold  dift'erently,  for,  if  the 
construction  contended  for  by  the  appellant  should  prevail,  we  would 
have  the  very  peculiar  arrangement  that  appeals  would  not  be  allowed 
from  decisions  of  the  Commissioner  refusing  to  register  Trade-Marks 
and  yet  would  lie  in  disputed  or  controverted  cases,  and  the  result 
might  well  be  that  after  we  had  decided  in  favor  of  one  of  the  contest- 
ants the  Commissioner  might  even  then  refuse  to  register  the  Trade- 
Mark  for  the  applicant  whom  we  would  regard  as  entitled,  and  from  his 
refusal  there  would  be  no  appeal.  The  reverse  of  this  was  the  policy 
of  Congress  for  upward  of  twenty  years,  between  1870  and  1803,  In 
regard  to  patents,  and  why  the  minor  right  in  the  matter  of  Trade- Marks 
sliould  be  the  subject  of  appeal  and  the  greater  right  should  not  be  is 
not  quite  apparent  to  us;  and  yet  this  would  be  the  anomaly  presented 
to  us  if  we  gave  the  act  of  1893  the  interpretation  contended  for  by  the 
appellant.  We  are  satisfied  that  we  should  not  give  it  that  interpreta- 
tion. We  are  satisfied  that  Congress  has  not  given  the  right  of  appeal 
claimed  by  the  appellant  in  this  case. 

Holding  these  views  we  must  dismiss  the  apx)eal.  And  it  is  ordered 
tliat  the  proceedings  and  decision  in  the  cause  be  certified  to  the  Com- 
missioner of  Patents. 
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[Snprmnc  Conrt  of  the  nnlt4Nl  States.) 

MAaiN  V.  Kable.    MAaiN  r.  Lehman. 
06  o.  0.,  soeo. 

1.  Gonnox— Apparatus  for  Coolixo  amd  Dbawing  Bksr— Waht  of  Patkxt- 

ABLE  Novelty— AxTiciPATioy. 
Letters  Patent  No.  218,646,  dated  October  25, 1881,  for  an  improved  appaiatns 
for  cooling  and  drawing  beer,  iRsned  to  Charles  Gordon,  ^«M  to  have  beeuautiQi- 
pated  by  an  apparatus  used  by  one  Meinhard,  in  Rochester,  N.  Y.,  in  thesnmmer 
of  1877,  and  also  to  be  Yoid  an  wanting  in  patentable  noTelty  in  view  of  a  prior 
apparatus  need  in  St.  Louis,  Mo. 

2.  Same— Same— Want  of  Pate.ntahle  Novelty. 

When  the  only  dift'erence  between  two  apparatuses  oonsists  in  the  omiMioii  in 
the  later  a]))»aTatus  of  an  nnim))ortatit  feature  of  the  prior  device,  Htld  that  the 
change  consequent  upon  such  omisHion  does  not  rise  to  the  dignity  of  invention 
and  is  not  patentable. 

Appeals  from  the  Circuit  Court  of  the  Uuited  States  for  the  North- 
ern District  of  New  York. 

Mr.  John  R.  Bennett  for  the  appellant. 
Mr,  Josiah  Sullivan  for  the  appellees. 

Mr.  Justice  Jaokson  delivered  the  opinion  of  the  Court. 

These  two  causes  present  the  same  questions  on  the  same  state  of 
facts.  They  were  heard  in  the  lower  conrt  and  in  this  OouHas  practi- 
cally one  case,  and  will  therefore  be  considered  and  detennined  together. 
The  suits  were  brought  by  the  appellant  as  assignee  of  Letters  Patent 
No.  248,640,  granted  to  Charles  Gordon,  October  25,  1881,  for  <<an 
improve  apparatus  for  cooling  and  drawing  beer,^  against  theresi>ec- 
tive  appellees  for  the  alleged  infringement  of  tlie  patent.  The  defenses 
interposed  by  the  answer  of  each  respondent  were,  want  of  patentable 
novelty  in  the  invention  covered  by  the  Letters  Patent,  the  anticiiia- 
tion  thereof  by  certain  prior  devices,  and  non-infringement.  The  latter 
defense  was  not  insisted  on,  either  in  the  court  below  or  in  this  Court, 
the  main  defense  relied  on  being  that  of  anticipation  by  a  prior  appa- 
ratus used  for  the  same  purpose  before  the  date  of  the  Gordon  inven- 
tion.   Upon  this  question  much  proof  was  taken  on  both  sides. 

The  causes  were  heard  before  Mr.  Justice  Blatchfoub,  sitting  in 
the  Circuit  Court  of  the  United  States  for  the  Northern  District  of  New 
York,  who  found  from  the  proof  that  the  existence  of  the  prior  antici- 
pating device  was  clearly  established,  and  shown  to  have  been  in  prac- 
tical nse  before  the  Gordon  invention.    The  Court  said: 

This  is  the  same  patent  which  was  involved  in  the  suits  of  Magin  ▼.  MeKojf  and 
Magin  ▼.  Welker,  decided  by  me  in  this  court  August  20, 1S85  (C.  D.,  18S5,  406;  32  O. 
6.,  1237 ;  24  Fed.  R(^.,  743. )  In  the  opinion  in  those  cases  the  material  parts  of  the 
specification  and  the  four  claims  are  set  forth  and  the  operation  of  the  apparatm  is 
described.  It  was  there  held  that  so  far  as  claims  I  and  4  were  ooBoemed  the 
inTentiou  was  anticipated  by  an  apparatos  put  in  use  by  one  'Mninhard,  in  Boehea- 
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ter,  N.  Y.y  in  the  sumuier  of  1877,  and  vrhicli  was  continued  in  use  about  four  yean. 
A  deiMsription  was  given  of  that  apparatus,  and  it  was  held,  on  the  evidence,  that 
it  was  practical  and  successful,  and  embodied  the  same  principle  as  that  of  Gordon; 
that  it  was  continued  in  use  for  nearly  two  years  after  Gordon  obtained  his  patent, 
and  that,  although  it  did  not  <;oatain  the  non-conducting  jacket  surrounding  the  outer 
wall  of  the  cold-air  passage,  which  was  a  feature  in  claim  3  of  the  patent,  there  waa 
no  patentable  invention  in  adding  a  nou-couductiug  jacket  to  the  elements  found  in 
claim  1  or  to  those  found  in  claim  4.  InfHngement  of  claim  2  was  not  alleged  in 
those  cases.  The  bills  were  dismissed  on  the  ground  of  the  prior  existence  of  the 
Meinhard  apparatus. 

In  the  present  suits  infringement  is  alleged  in  each  of  them  of  claims  1  and  4  of 
the  Gordon  patent.  The  testimony  on  both  sides  taken  in  tlie  McKay  and  Welker 
suits  in  regard  to  the  Meinhard  apparatus  is  introduced  in  evidence  in  the  present 
cases  and  Yoluminous  proofs  in  aildition  have  been  taken  by  both  parties  in  regard 
to  that  apparatus. 

A  careful  examination  of  all  the  evidence,  with  the  aid  of  exhaustive  briefs,  for 
the  respective  parties,  confirms  me  in  the  conclusion  at  whieh  I  arrived  in  the  McKay 
and  Welker  cases— that  the  invention  embodie<l  in  claims  1  and  4  of  the  Gordon 
patent  existed  in  the  Meinhard  apparatus  prior  to  the  time  when  the  invention  was 
made  by  Gordon,  and  that  that  apparatus  was  practical  and  successful.  (C.  1>., 
1£B9,646;  49  O.  G.,  1214;  40  Fed.  Bep.,  166.) 

Having  reached  this  conclanion,  the  court  dismiHsed  the  bill,  aiid  from 
that  decree  the  preseiit  api>eal8  are  prosecuted. 

The  character  of  the  in  veution,  so  far  ah  rehites  to  the  first  and  fourth 
claims,  which  are  the  only  claims  alleged  to  be  infringed  by  the  appel- 
lees, is  thus  set  forth  in  the  si>ecification : 

My  invention  relates  to  an  improved  apparatus  having  for  its  object  the  keeping 
of  beer,  ale,  or  other  liquid  at  a  low  tcmi»eruture  during  the  operation  of  drawing 
the  same  for  consumption;  and  it  consists  in  surrounding  tin*.  sii])p]y-plate  through 
which  the  lieer  is  delivorod  to  the  faucet  with  a  eoltl-aii-  passage,  for  the  purpose  of 
maintaining  a  low  tempcratun^  in  the  1i<|nid  in  th<>  Mupp1y-pip4\ 

The  first  and  fourtli  claims  are  as  follows: 

1.  The  combination  of  thu  ice-box  D,  supply-pipe  B,  faucet  C,  and  the  oold-air 
pnssagc  H,  surrounding  tho  Hiipply-pijMs,  Hubstautially  as  and  for  the  purpoHes  set 
forth, 

4.  The  combination  of  the  icc-liox  1>,  sup]i1y-pip<^  Ji,  faucet  C,  lower  chamber  F, 
and  the  cold-air  i>nHsage  H,  communicating  between  tho  ice-box  and  the  chamber, 
KulNttantially  as  describeil. 

Thase  two  claims  are  substantiiilly  the  sainey  the  only  difference 
iH^tween  tiiem  being  tliat  the  fourth  claim  includes  the  lower  chamber 
F,  which  is  not  siiecifically  mentioned  as  an  clement  of  the  combination 
in  the  first  claim. 

The  apparatus  consists  of  an  upper  or  saloon  ice-box  provided  with 
a  suitable  faucet  and  a  chambei*  located  in  the  cellar,  which  is  connected 
with  the  upi>er  or  saloon  ice-l)Oxbyan  air- passage,  tlirough  which  passes 
the  beer-supply  pipe  conveying  the  beer  from  the  keg  in  the  cellar- 
rhamber  to  the  faucet  in  tlie  upper  or  saloon  ice-box.  The  air  cooled 
by  the  ice  in  the  upper  or  saloon  ice-box  smd  the  water  produced  by 
the  melting  of  the  ice  flow  down  thnnigh  the  air  passage,  coming  in 
contact  with  the  beer-supply  pipe,  thereby  reducing  the  temperature  of 
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tbe  beer  contained  therein,  and  passing  through  it  The  beer  is  forced 
from  the  keg  upward  through  the  beer-supply  pipe  to  the  faucet  by  air- 
pressure  introduced  in  the  keg  by  any  suitable  air  apparatus. 

Gordon  made  this  invention  in  June,  1879.  The  anticipating  appa- 
ratus was  used  by  one  Meinhard  in  Bochester,  N.  Y.,  in  1877,  or  early 
in  1878.  That  apparatus  had  the  upper  ice-box,  faucets,  the  lower 
chamber,  and  the  supply-pipe  extending  from  the  upper  to  the  lower 
chamber,  and  the  supply -pipe  was  sun'ounded  or  incased  in  another 
pipe,  which  formed  an  air-passage  communication  between  the  upper 
icebox  and  the  lower  chamber.  Each  supply -pipe  led  to  a  barrel  or 
keg  in  the  lower  chamber,  and  the  upper  portion  of  the  supply-pipe  was 
^  surrounded  or  incased  in  a  tin  pipe,  while  the  lower  part  was  inclosed 
in  a  rubber  hose.  The  water  of  the  melted  ice,  and  the  cold  air  irom 
the  upper  ice-box,  flowed  down  around  the  supply-pipe  through  this 
tin  and  rubber  incasement.  It  was  claimed  that  this  apparatus  was  a 
practical  and  successful  one  and  embodied  the  same  principle  as  that 
of  the  Gordon  device,  though  it  may  have  been  inferior  in  degree  of 
utility  and  perfection,  and  that  the  Gordon  apparatus  was  simply  an 
improvement,  which  did  not  involve  any  patentable  Invention. 

It  is  purely  a  question  of  fact,  to  be  determined  from  the  testimony 
in  the  cases,  whether  the  anticipating  Meinhard  apparatus  actually 
existed,  as  alleged  by  the  appellees.  They  have  established  by  a  num- 
ber of  respectable  witnesses  that  such  an  apparatus  was  in  practical 
use  by  Meinhard  a  year  or  more  prior  to  the  date  of  the  Gordon  inven- 
tion. This  testimony  is  sought  to  be  impeached  or  contradicted  by  the 
appellant,  but  after  a  careful  extimination  thereof  we  think  he  fails  to 
break  down  or  discredit  the  proof  by  which  the  anticipating  device  is 
established. 

The  voluminous  testimony  on  this  question  of  fetct  has  been  care- 
fully examined,  and,  without  reviewing  it  in  detail,  we  concur  with  the 
court  below  in  thinking  that  it  does  establish,  clearly  and  satisfactorily, 
the  existence  of  the  prior  Meinhard  apparatus,  which  constituted  an 
anticipation  of  the  Gordon  invention. 

Again,  in  a  stipulation  entered  into  between  the  parties,  it  was 
agreed  as  follows: 

It  is  hereby  atipnlated  by  and  between  tbe  parties  bereto  tbat  prior  to  tbe  date  of 
the  inyeution  by  Mr.  Charles  Gordon  of  the  improvement  described,  claimed  in  Let- 
ters Patent  No. ,  or  any  of  the  said  improvements  there  had  been  in  public  nse 

in  the  city  of  St.  Louis,  Missouri,  and  possibly  elsewhere,  a  device  or  apparatus  for 
drawing  and  cooling  beer,  in  which  were  upper  and  lower  ice-boxes,  beer-supply 
pipes,  beer-kegs.,  air-pipes,  air-pumps,  and  faucets,  said  beer-supply  pipes  being  led 
from  the  lower  to  the  upper  ice-box  in  metallic  pipes  at  least  four  inches  in  diame- 
ter which  was  filled  with  sand  or  gravel ;  said  metallic  pipe  running  fh>m  tbe  upper 
to  the  lower  ice-box;  said  metallic  pipe  being  closed  at  its  lower  end,  where  is 
joined  the  lower  ice-box;  and  below  the  sand  or  gravel  by  a  wooden  plug  or  disk, 
through  which  the  beer-supply  pipes  pass,  this  plug  or  disk  forming  a  bottom  for 
the  pipe  for  the  purpose  of  holding  the  i^rsivel  in  the  pipe.  The  said  apparatus  was 
in  aU  respects  similar  to  the  Gordon  device,  except  the  difference  hereinbefore  stated. 
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it  being  an  apparatils  similar  to  the  device  shown  on  page  7  of  the  "  Cleveland  Cir- 
cular/' whibh  is  offered  in  evidence  by  the  defendants;  and  the  same  is  received  and 
marked  <' Defendants*  Exhibit  Cleveland  Circnlar." 

This  St.  Louis  apparatus  had  a  beer-supply  pipe  connecting  the 
upi>er  ice-box  and  the  barrel  or  keg  in  the  lower  chamber,  inclosed  in 
a  metallic  case,  four  inches  in  diameter,  which  was  filled  with  sand  or 
gravel,  through  which  the  drippings  from  the  upx>er  ice-box  percolated. 
The  metallic  case,  thus  filled,  was  designed  for  cooling  the  beer  that 
remained  in  the  supply-pipe  by  means  of  the  drippings  fk*om  the  upi)er 
ice-box,  which  flowed  down  through  the  same,  and  to  some  extent  it 
accomplished  the  desired  purpose.  The  principle  was  well  known  at 
that  time,  and  at  the  date  of  the  Gordon  invention  that  cold  air  from 
an  upper  ice  box  or  chamber  would  descend  through  an  inclosed  con- 
nection to  a  lower  chamber.  The  Gordon  invention,  by  means  of  an 
open  air-chamber  surrounding  the  supply-pipe,  sought  to  put  this  prin- 
ciple to  a  practical  purpose.  He  dispensed  with  the  sand  or  gravel, 
such  as  filled  the  metallic  case  around  the  supply  pipe  in  the  St.  Louis 
apparatus,  and  left  that  space  open  so  that  the  cold  air,  as  well  as  the 
drippings  from  the  upper  ice-box,  might  be  conducted  through  the 
same.  In  other  words,  he  simply  emptied  the  metallic  case  of  the  St. 
Louis  apparatus  of  its  sand  or  gravel  so  as  to  leave  that  metallic  case 
open  and  allow  the  cold  air  from  tlie  upper  box  to  flow  down  through 
the  same.  This  change  in  the  apparatus  does  not  rise  to  the  dignity 
of  invention  such  as  would  entitle  him  to  a  patent.  The  purpose  to  b© 
ie(c<x>mplished  was  not  patentable,  and  the  particular  means  devised  to 
secure  that  purpose  did  not  involve  invention.  (Carver  v.  Ryde^  16 
Pet.,  519;  ieUoy  v.  Tat^w,  14  How.,  156;  Corning  y.  Bur de7i,  15  Row. j 
252;  Burr  v.  Duryee^  1  WaU.,  531;  Fuller  v.  Yentzcr,  0.  D.,  1877,  218; 
11  O.G.,551;  94  U.  S.,288;  Knapp  v.  MarsSyante^  661;  66  O.  G.,  1693; 
150  U.  S.,  221.) 

We  are,  therefore,  of  opinion  that  the  Gordon  patent  is  wanting  in 
patentable  novelty,  and  that  it  was  anticipated.  The  judgment  of  the 
court  below  in  each  case  is  accordingly  affiimed. 


[XT.  S.  Ciroait  Court^Sonthem  Dl«trio(  of  New  York.] 

Mbrgenthalbe  Linotype  Company  v.  Pbess  Publishing  Com- 
pany et  AL. 

Ihoided  July  ft,  189$. 

65  O.  Q.,  2062. 

1.  Mkroritthaler—- TYpESR-rnNa-M ACH INK— Inprinobment. 

letters  Patent  Noe.  313,224  and  317,828,  issued,  respectively,  March  3,  1885,  and 
May  12,  1885,  to  Ottman  Mergeutlialer,  for  "  improvement's  in  machines  for  pro- 
ducing printing-bars,"  consisting  in  part  of  a  combination  of  a  aeries  of  independ- 
ent matrices  reprenenting  characters,  holders,  or  magazines  for  said  matrices, 
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finger-keys  Tepresenting  the  leepective  charactera,  intetmediAte  mechaaisni  to 
aasemble  the  mfttrioes,  and  a  caeting-machine  to  co-opeiate  with  the  awembled 
matrices,  are  for  pioneer  inventions  and  entitlecl  to  liberal  oonstmetion,  and 
are  infringed  by  the  Rogers  machine,  which,  while  in  some  respeots  an  improve- 
ment, operates  on  the  same  principle,  contains  the  same  general  jfeatures  and 
produces  substantially  the  same  resolts.  * 
2.  Samb— Fault  nr  Piomsbk  MAOBimB. 

The  fsct  that  the  pioneer  machine,  when  first  produced,  fEuled  to  produce  an 
absolutely-perfect  **  linotype,"  which  fault  was  remedied,  howerer,  by  the  pat- 
entee, and  perfect  Justification  produced  by  improved  machines  subsequently 
made  by  others,  is  no  reason  for  denying  relief  to  the  pioneer  patentee  to  the 
ftiU  extent  of  his  invention. 

Action  by  the  Mergentbaler  Linotype  Company  against  the  Preflg 
Publishing  Oonipany  and  others  for  infringement  of  Letters  Patent. 

Mr,  Frederic  H.  Betitt  for  the  complainant. 

Mr.  M.  B.  Philippy  Mr.  Leonard  E.  Curtis^  and  Mr.  George  H.  Lothrop 
for  the  defendants. 
COXE,  J.  : 

This  is  an  equity  action  for  infringement  based  upon  two  Letters 
Patent  granted  to  Ottman  Mergentlialer  for  <<  improvements  in  niacliines 
for  i)roducing  printing-bars."  The  first  of  these  patents,  No.  313,224, 
is  dated  March  3, 1885,  and  the  second,  No.  317,828,  is  dated  May  12, 
1885. 

It  is  insisted  by  the  complainant  that  the  principal  invention  covered 
by  these  patents  is  fandamental,  that  it  has  revolutionized  the  art  of 
printing,  and  is  the  first  practical  advance  in  the  art  since  the  days  of 
Guttenberg.  The  machine  which  embodies  this  invention  produces  a 
line  of  type  cast  in  a  solid  bar,  complete  in  it«elf  and  ready  for  print- 
ing, and,  as  to  its  printing-face,  possessing  all  the  characteristics  of  a 
line  produced  by  the  hand  of  the  compositor  in  the  old  laborious  way. 
The  advantages  of  the  new  method  over  the  old  are  so  obvious  and  so 
numerous  that  it  is  unnecessary  to  attempt  their  enumeration.  They  are 
conceded  on  all  sides — ^by  men  of  science  and  men  of  labor,  by  editors, 
by  compositors,  and  by  the  defendants  themselves.  A  minute  and 
accurate  description  of  the  ingenious  and  complicated  machine  of  the 
patents  would  extend  this  opinion  far  beyond  appropriate  limits.  It 
suffices  to  say  that  the  operator,  by  playing  upon  finger-keys,  is  able 
to  assemble  a  line  of  intaglio  type  as  desired.  This  line  is  locked  in 
I)osition  so  as  to  close  the  open  face  of  a  mold  into  which  type-metal  is 
injected.  In  this  way  a  type-bar  is  cast  of  the  proper  height  and  length, 
containing  a  complete  and  properly  adjusted  line  of  words.  The  line  is 
then  unlocked  and  the  matiices  composing  it  are  returned  to  their 
original  positions.  All  of  these  functions  are  performed  automatically. 
The  inventor  says  regarding  the  invention  of  the  first  patent,  No. 
313,224,  that  iO- 

is  directed  to  tlie  rapid  and  economical  pruductitin  of  letter-press  printing,  and  relates 
to  a  maoiiine  to  be  driven  by  power,  and  ooutrolled  by  ftnger-keys,  adapted  to  pro- 
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dnoe  printing-foniiB  or  relief-sarfaces  ready  for  immediate  lue,  thus  avoiding  the 
lunal  operation  of  type-settiDg,  and  also  the  more  recent  plan  of  preparing  by 
machinery  matrioes  firom  which  to  cast  the  forms. 

By  the  nee  of  my  machine  the  operator  is  enabled  to  produce  with  great  rapidity 
printing-bars  bearing  in  relief  the  selected  characters  in  the  sequence  and  arrange- 
ment in  which  they  are  to  be  printed.  In  short,  the  machine  will  produce  printing- 
rorms  or  surfisoto  properly  justified,  and  adapted  to  be  used  in  the  same  manner  and 
with  precisely  Uie  same  results  as  the  pi^iuting-forms  composed  of  movable  type. 

My  machine  embraces  two  leading  groups  of  mechanism:  first,  those  which  form 
a  temporary  and  changing  matrix  representing  a  number  of  words ;  and,  second,  those 
by  which  molten  or  plastic  material  is  delivered  to  the  matrix  and  discharged  there- 
from in  the  form  of  printing-bars. 

The  clajms  involved  are  the  forty-seventh  and  the  sixty-third.  They 
are  as  follows: 

47.  In  a  machine  for  producing  stereotype  bars,  the  combination,  substantially  as 
hereinbefore  described,  of  the  changeable  or  convertible  matrix,  the  mold  co-oper- 
ating therewith,  and  appliances,  substantially  such  as  shown,  for  melting  metal  and 
forcing  the  same  into  the  mold. 

63.  In  combination  with  a  mold  open  on  two  sides,  a  series  of  movable  matrices 
grouped  in  line  against  one  side  of  the  mold,  a  pot  or  reservoir  acting  against  the 
opposite  side  of  the  mold,  and  a  pump  to  deliver  the  molten  or  plastic  material  into 
the  mold,  as  described  and  shown. 

Le88  than  two  months  after  the  application  for  this  patent  was  filed 
the  second  patent,  No.  317,828,  was  applied  for.  The  machine  of  the 
second  patent  is  an  obvious  improvement  upon  that  of  the  first,  and  for 
this  reason  it  was  the  machine  that  found  favor  with  the  public.  I  can 
not  doubt,  however,  that  the  machine  of  the  first  patent  was  operative 
and  able  to  do  the  work  described  by  the  patentee.  The  machine  ot 
the  second  patent,  though  operating  upon  the  same  general  principle 
as  the  first,  differs  in  several  important  details,  the  most  radical  change 
being  the  substitution  of  independent  matrices  for  the  connected  mat- 
rices of  the  first  patent.  In  the  former  the  matrices  were  arranged  one 
above  the  other  on  the  edge  of  a  long  bar.  In  the  latter  each  is  iude- 
l>endent  of  every  other,  and  all  are  stored  in  appropriate  holders,  from 
which  they  are  released  by  the  finger- keys.  If,  for  instance,  the  opera- 
tor desires  to  form  the  word  '^and"  he  touches  tlie  keys  bearing, 
respectively,  the  letters  "  a  '^  "  n  '^  "  d,  '^  and  corresponding  matrices  are 
immediately  discharged  and  carried  in  proper  order  to  a  common 
assembling  point.  Eegarding  the  machine  of  this  patent  the  inventor 
says: 

My  invention  relates  to  a  machine  in  which  a  series  of  loose  independent  matrices 
or  dies  each  containing  one  or  more  characters,  and  a  series  of  blank  dies  for  spacing 
parposes,  are  combined  with  finger-keys  and  intermediate  connecting  and  driving 
mechanism  in  such  manner  that  when  iK>wer  is  applied  to  the  machine  and  the  pre- 
ferred finger-keys  actuated  the  matrices  will  be  aRsembled  or  composed  in  line.  A 
mold  of  suitable  form  is  arranged  to  be  operated  in  connection  with  the  assembled 
dies  and  witli  means  for  Hupplying  molten  niutal  or  its  equivalent,  whereby  a  print- 
ing-bar may  be  formed  in  the  mdld  against  the  assembled. matrices,  so  as  to  bear  on 
ita  edge  in  relief  the  characters  represented  by  said  matrioes.  r^ \^ 

.gitizedbyCjOOgle 
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The  first  claim  only  is  involved.    It  is  as  follows : 

1.  In  a  macblne  for  prodacing  printbig-lMun,  the  combiBationof  a  BoriM  of  inde- 
pendent matrices  each  repreeenting  a  single  character  or  two  or  more  characten  to 
appear  together,  holders  or  magazines  for  said  matrices,  a  series  of  finger-keya  repre- 
senting the  respective  characters,  intermediate  mechanism,  substantially  as  described, 
to  assemble  the  matrices  in  line,  as  a  casting  mechanism,  substanUaUy  as  described, 
to  co-operate  with  the  assembled  matrices. 

A  broad  construction  was  given  this  claim  when  the  patent  was  con- 
sidered by  this  court  upon  a  motion  for  a  preliminary  injunction.  (46 
Fed.  Kep.,  lU.) 

The  defenses  are  the  usual  one— lack  of  novelty  and  invention  and 
non-  infringement. 

The  two  patents  will  hereinafter  be  considered  together,  as  they  relate 
to  the  same  fundamental  inventioii. 

The  inventor  says  in  the  description  of  No.  313,224: 

1  also  believe  myself  to  be  the  iirst  to  combine  with  a  changeable  or  conTortible 
matrix— that  is  to  say,  a  matrix  composed  of  a  series  of  dies  or  indiTidnal  matrices 
adapted  for  transportation  or  reanangement— a  mold  and  a  casting  mechanism. 

In  No.  317,828  he  says: 

I  belieye  myself  to  be  the  first  to  combine  with  independent  disoonnected 
matrices  each  bearing  a  single  character,  finger^keys,  intermediate  mechamism  for 
placing  the  designed  matrices  in  line,  and  a  casting  mechanism  which  co-operates 
with  the  line  of  assembled  matrices  in  sach  manner  as  to  take  a  single  cast  ftom  the 
entire  line;  and  it  is  to  be  distinctly  understood  that  my  inTention  corers  snoh  oom- 
bination  in  any  form  the  equiralent  of  that  herein  detailed. 

It  is  thought  that  these  assertions  were  well  founded— that  he  was 
the  first  to  do  both  of  these  things.  His  patents  are,  therefore,  entitled 
to  a  liberal  construction.  Machines  operated  by  finger-keys,  the  object 
of  which  was — 

to  oast,  dress,  and  set  np  type  in  a  continnous  line  for.  solid  matter  or  book  or  news- 
paper work,  the  line  being  afterwards  diyided  off,  Justified,  and  set  np  in  oolomn,  as 
nsnal. 

were  old.    So  were  machines — 

by  means  of  which  types  or  dies  for  printing  can  be  set  np  in  rows  in  the  requisite 
saccession  by  means  of  pivoted  keys,  and  on  which  provision  Is  made  for  instantly 
and  simnltaneoosly  redistributing  all  the  characters  to  their  proper  places  by  a  alight 
movement  of  the  distributing  frame. 

So  were  machines  designed — 
mechanicaUy  to  arrange  an  alphabet  or  alphabets  of  dies,  which  dies  shall  fonn 
impressions  in  the  material  for  a  mold  corresponding  with  the  composition  of  matter 
desired  in  a  stereotype,  and,  second*  in  the  same  or  similar  mechanism  with  a  sub- 
stitution of  female  dies  and  other  appliances,  changes,  and  attachments  made  nec- 
essary by  such  substitution  of  dies,  and  the  work  to  be  done  as  shaU  enable  the 
operator  to  produce  directly  the  stereotype  instead  of  the  mold. 

These  three  machines— those  of  Wescott,  Morgans,  and  Gaily — are 
the  nearest  approximation  to  the  Mergenthaler  machine  to  be  found  in 
the  prior  art.  By  means  of  them  single  tyi>e  were  cast  automatically, 
impressions  from  intaglio  type  were  made  in  soft  metal,  and  stereotype 
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molds  or  plates  of  soft  material  were  produced.  Neither  singly  nor 
combined  conld  they  do  the  work  of  the  Mergenthaler  machine.  The 
skilled  artisan  would  study  them  in  vain  for  any  suggestion  of  a  ^<  lino- 
type." The  idea  is  not  there.  The  patents,  then,  are  not  anticipated. 
The  court  has  no  doubt  that  it  involved  invention  to  construct,  the 
patented  machine.  No  one  who  has  seen-  this  wonderful  machine,  which 
in  oi>eration  seems  almost  human,  can  doubt  the  truth  of  this  proposi- 
tion. The  defendants  evidently  do  not  doubt  it,  for  their  main  effort 
is  to  secure  a  construction  of  the  claims  so  narrow  that  their  machine 
will  escape  infringement.  As  already  seen,  the  court  is  of  the  opinion 
that  nothing  in  the  prior  art  requires  a  narrow  construction  of  the  claims. 
Complainant  is  entitled  to  liberal  treatment  at  the  hands  of  a  court  of 
equity,  and  to  a  construction  broad  enough  to  hold  as  infringers  all 
who  produce  a  <<  linotype"  by  similar  or  equivalent  combinations. 

This  general  statement  of  opinion  as  to  the  8coi>e  of  the  patents  elimi- 
nates from  the  discussion  many  of  the  minor  criticisms  urged  by  the 
defendants.  The  proposition  upon  which  they  appear  to  lay  the  great- 
est stress  is  that  neither  patent  describes  or  claims  an  operative  machine 
because  neither  is  capable  of  <<  perfect  justification,"  viz.,  making  lines 
of  exactly  the  same  length.  Their  contention  proceeds  upon  the  unten- 
able proposition  that  the  machine  which  produced  the  ^^linotjrpe"  was 
valueless  because  it  did  not  produce  an  absolutely  perfect  ^'linotype." 
Such  a  proposition,  if  sustained,  would  condemn  to  obscurity  some  of 
the  greatest  works  of  human  genius.  A  great  poem  may  be  marred 
because  the  meter  halts  at  times,  but  it  is  a  great  poem  still.  Even 
the  masterpiece  of  Kubens  was  improved  by  the  touch  of  his  pupil, 
Van  Dyck.  It  is  true  that  the  fii*st  specimens  produced  by  the  Mergen- 
thaler machine  are  wanting  in  <<  perfect  justification."  They  did  show, 
however,  that  a  great  advance  had  been  made  in  the  art  of  printing, 
even  though  the  words  were  not  spaced  apart  so  as  to  be  mathematic- 
ally uniform  at  the  extreme  ends.  The  defect  was  one  that  was  at  once 
suggested  by  printers,  and  the  patentee  and  others  immediately  set  to 
work  to  remedy  it.  This  was  not  a  difficult  task  and  was  soon  accom- 
plished. As  was  said  by  the  Public  Printer,  in  writing  of  the  invention 
as  early  as  May,  1884: 

ETen  in  this  short  time  daring  which  I  have  been  familiar  with  the  matter  the 
progress  made  has  been  wonderful,  and,  in  my  Judgment,  but  little  remains,  and  that 
merely  mechanical,  to  make  the  invention  perfect. 

Concede  that  the  machine  when  first  produced  was  not  perfect,  and 
that  to  Schuckers  belongs  the  credit  of  producing  the  spacers  which 
made  it  perfect.  Gui  bono  t  It  would  certainly  be  a  novel  doctrine  to 
deny  to  an  inventor  the  fruits  of  a  broad  invention  because  the 
machine  which  first  embodied  it  was  rudimentary  in  character  and 
failed  to  do  as  good  work  as  improved  machines  made  subsequently. 
None  of  the  great  inventions  could  survive  such  a  test.  Ten  years 
after  the  invention  of  Howe  the  machine  first  made  by  him  would 
1S182PAT U  ^' 


690  DECISIONS  OF  U.  S.  COURTS  IN  PATENT  CASES. 

hurdly  have  satisAed  the  least  exacting  sewing-wcnnan.  The  Dodds 
and  Stephenson  locomotive  would,  only  a  short  time  after  its  oonstmc- 
tion,  have  been  discarded  as  behind  the  age  even  by  the  savages  of 
Tasmania.  The  telephone  of  Bell  is  not  the  perfected  telephone  of 
commerce.  The  Morse  telegraph  is  looked  upon  today  as  an  interest- 
ing antiqae.  And  yet  it  would  be  an  unheard  of  proposition  to  with- 
hold from  these  illustrious  men  the  credit  they  deserve  because  their 
machines  were  crude  at  first  and  were  improved  afterward.  The  lines 
in  the  copy  produced  by  the  first  Mergenthaler  machine  were  liable  to 
vary  by  one  sixty-fourth  of  an  inch.  This  was  not  perfect  and  printers 
complained.  The  defect  was  remedied  by  substituting  expansible  space- 
bars for  the  old  fashioned  una^justable  space-bars,  so  that  the  line  of 
matrices  could  be  pressed  out  to  the  end  with  perfect  accuracy  and 
lines  of  type  cast  therefrom  of  exactly  the  same  length.  When  the 
third  Mergenthaler  patent,  which  claims  expansible  spacers,  was  under 
consideration  on  the  motion  for  a  preliminary  injunction,  the  defend- 
ants insisted  that  it  required  no  invention  to  introduce  these  spacers; 
that  their  use  would  have  been  suggested  to  the  skilled  mechanic  by 
several  references  to  the  prior  art.  Now,  on  the  other  hand,  it  is 
argued  that  the  invention  begins  and  ends  with  the  space-bars.  These 
space-bars  are  unquestionably  an  important  a4jnnct  to  the  combina- 
tion. They  round  out  the  invention  and  make  it  perfect.  It  may  also 
be  conceded  that  they  are  ingenious  devices  requiring  invention  to  pro- 
duce, and  that  the  credit  for  them  belongs  to  Schuckers  and  not  to 
Mergenthaler;  but  to  assert  that  the  former  is  the  pioneer  inventor  and 
the  latter  an  unsuccessful  bungler  seems  to  the  court  very  fiir  from  the 
truth.  Mergenthaler  produced  the  ^Hinotype."  Schuckers,  if  he  made 
the  spacers,  improved  it;  but  Schuckers  was  no  more  its  originator 
than  a  proof-reiKler  is  the  author  of  a  book  whose  errors  of  spelling 
and  punctuation  he  has  corrected. 

Do  the  defendants  infringe!  The  introduction  of  the  expansible 
space-bars  and  the  natural  evolution  of  the  art  have  produced  some 
obvious  changes  in  the  constniction  of  <^  linotjrpe"  machines.  The 
defendants  contend  that  because  they  have  introduced  these  changes 
and  made  improvements  they  do  not  infringe.  It  is  plain  that  if  the 
claims  are  to  be  limited  to  the  precise  apparatus  described  and  shown 
the  defendants  do  not  infringe.  It  is  equally  clear  that  they  do  infringe 
if  the  claims  are  liberally  construed.  For  reasons  already  stated  com- 
plainant is  entitled  to  the  latter  construction. 

Tlie  defendants  use  the  so  called  ^'Bogers  machine,"  which  was  first 
introduced  to  the  pnblic  in  1890.  One  of  the  expert  witnesses  for  the 
complainant  describes  it  as  follows: 

The  Kogen  machine  is  a  mocbanism  for  produoing  the  same  character  of  typo-bar 
a«  the  Mergenthaler  niocliine  and  intended  for  identically  the  same  nse  and  eon- 
stmcted  to  roaoli  the  sanio  ends.  In  the  machine  there  are  a  series  of  female  or 
intaglio  typo,  each  one  cut  into  the  side  of  a  bar,  and  these  bars  are  strnng  n\Hm 
rods,  which  aU  iucUiio  from  the  point  where  the  matrix-bars  are  stored  downward 
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to  the  point  whaie  the  mAtrix-ban  axe  to  be  aMombled.  By  pieedng  on  flnger-keye 
the  matrix-ban  oaa  be  eanaed  indi?idnally  to  leaye  the  poeltion  where  they  are 
■tored  and  ean  ran  down  upon  the  inoline  rod,  and  it  wHl  be  seen  that  the  bars  are 
aaaembled  in  any  desired  order  in  that  part  of  the  maohine  which  ii  adjacent  to  the 
eaatlng-mold.  After  the  bare,  with  the  reqaieite  matrices  upon  them,  have  been 
assembled  in  line,  the  mold  can  be  made  to  co-operate  with  the  bar  in  each  a  way 
that  the  bars  close  one  of  the  fhces  of  the  mold,  and  so  that  when  molten  metal  is 
east  into  the  mold  the  resalting  casting  will  haye  on  that  face  adjacent  to  the  bars 
male  characters  Ihrmed  thereon  by  reason  of  the  molten  metal  having  been  retained 
in  the  mold  by  the  matrix-bars,  which  dosed  one  of  its  faces,  and  which  presented 
to  the  metal  tiie  intaglio  type  or  matrices  arranged  in  the  desired  order.  A  melting- 
pot  is  shown  in  which  the  molten  metal  is  held  and  where  it  is  kept  flnid,  and  a 
pomp  M  represented  as  in  this  poi  for  the  pnrpose  of  injecting  the  metal  from  the 
zeseryoir  into  the  mold. 

The  Bogers  machine  is  BmaUer,  cheaper,  and  simpler  than  the  machine 
of  the  patent.  It  is  probably  ihir  to  say  that  it  is  an  improTement,  but 
it  is  manifest  that  it  operates  npon  the  same  principle  and  contains  the 
same  general  features  as  the  Mergenthaler  machine.  It  produces  the 
same  line  of  type  from  the  same  material  for  the  same  purposes  and  in 
substantially  the  same  way.  It  has  the  changeable  or  conyertible 
matrix,  the  mold  oo-operating  therewith,  and  appliances  for  melting 
metal  and  ibrcing  it  into  the  mold.  It  has,  also,  a  m<M  opea  on  two 
■ides,  a  series  of  Jiiovable.  matrices  grouped  in  line  against  one  side  of 
the  moldt  a  melting  pot  against  the  opposite  side  of  the  mold,  and  a 
pump  to  force  the  molten  material  into  the  mold.  It  also  has  a  series 
of  independent  matrices  each  containing  one  or  more  characters,  a  series 
of  blank  spacers,  combined  with  finger-keys,  a  mold,  and  means  for 
supplying  molten  metal,  whereby  a  printing-bar  may  be  formed  against 
the  assembled  matrices.  In  short,  the  defendant's  machine  has  all  the 
elements  of  the  three  claims  in  controyer^,  or  their  equivalents,  and 
accomplishes  all  the  results  of  the  combinations  of  the  claims  in  iden- 
tical  or  similar  manner. 

The  differences  pointed  out  by  the  defendants  have  not  been  over- 
looked. There  is  no  doubt  that  they  exist,  but  for  the  reasons  stated 
ihey  are  not  thought  to  be  material.  Mergenthaler  has  made  an  inven- 
tion of  unusual  merit  and  is  entitled  to  reap  the  reward. 

ItfoUows  that  the  complainants  are  entitled  to  a  decree  ibr  an  ii\juno- 
tkm  and  an  accounting. 
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[Clrentt  Conrt  of  Cook  Ooiroty«  IlliiMla.] 

OBAYEL  BOOFEBS'  ExOHANaS  ET  AL.  V.  TUBNBXTIX  ET  AL. 

Jheided  April  17, 189S. 

64  O.  G.,  441. 

1.  A  Tbadk-Mark  May  m  Uskd  bt  Makt  Joiivtlt  and  All  Join  in  an  Action 

FOR  INPRIKOEMXNT. 

A  Trade-Mark  may  be  adopted,  owned,  and  ased  by  a  nnmber  of  parties 
engaged  in  the  same  business  as  separate  firms,  and  all  of  them  may  Join  as 
complainants  in  a  suit  to  restrain  infringement. 

2.  Sajix. 

The  members  of  an  association  may  adopt  and  nse  a  Trade-Mark  to  indieata 
that  the  goods  on  which  it  is  placed  are  mannfactared  or  sold  by  tome  member 
of  the  association,  in  which  case  the  Trade-Mark  indicates  a  class  of  persons  or 
Anns,  rather  than  any  single  one. 

Messrs.  Banning  dt  Banning  Jt  Payson  and  Messrs.  Warren  it  Oox  for 
the  complainants. 
Mr.  W.  O.  Robinson  and  Mr.  John  H.  Whipple  for  the  defendants. 

STATEMENT  OF  THE  CASE. 

In  this  case  the  Gravel  Boofers'  Exchange,  a  corporation  not  for 
profit,  and  seven  other  parties,  firms,  and  corporations,  each  doing 
business  separately,  but  all  being  members  of  the  Exchange,  filed  a 
bill  jointly  against  the  defendants  to  restrain  the  nse  of  the  word 
<<  Eclipse^  as  a  Trade-Mark  on  roofing- felt.  The  defendants  demurred 
to  the  bill  on  the  ground  that  the  Gravel  Roofers'  Exchange,  being  a 
corporation  not  for  pecuniary  profit,  was  improperly  joined  as  a  party 
complainant;  that  the  other  complainants,  who  were  corporations, 
could  not  be  members  of  the  Gravel  Roofers'  Exchange,  another  corpora- 
tion, under  the  laws  of  Illinois;  that  there  was  no  privity  of  interest  in 
the  Trade-Mark  between  the  respective  complainants;  that  there  could 
be  no  exclusive  right  to  a  Trade-Mark  in  several  independent  individ- 
uals or  firms;  that  the  bill  should  allege  exclusive  right  in  the  oom- 
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plaiuauts  as  agaiust  the  whole  world,  instead  of  in  Chicago  and  thioagb- 
out  the  territory  in  which  they  did  business,  and  that  the  bill  was 
defective  in  other  respects, 
ruLBY,  J.  ; 

In  this  matter  of  the  Oravel  Boofert?  Exchange  v.  TwrnMl  et  oLj 
demurrer  to  bill,  I  regret  that  there -has  been  such  delay  in  disposing 
of  this.case;  but  judicial  duties  on  the  bench  give  the  court  very  little 
time  to  look  up  authorities  and  dispo^  of  matters  he  has  taken  under 
advisement. 

In  this  case  a  certain  number  of  individuals  engaged  in  the  roofing 
business  in  this  city,  in  the  year  1888,  formed  an  association,  not  for 
profit,  but  to  improve  and  raise  the  quality  of  work  done  by  its  mem- 
bers and  to  establish  a  reputation  for  their  work  as  to  being  the  best 
in  quality,  durability,  and  character.  They  decided  that  it  would  be 
wise  to  adopt  as  an  Exchange — ^the  name  of  the  association  being  the 
Gravel  lloofers'  Exchange — a  Trade-Mark  or  name  to  distinguish  the 
members  of  the  Exchange  and  their  roofing  material.  The  bUl  states 
that  they  did  adopt  the  word  <^  Eclipse"  and  caused  it  to  be  printed  on 
labels  and  applied  the  label  to  roofing-felt  sold  or  used  by  them  in 
their  business— -business  of  putting  on  gravel  roofs.  The  defendants 
have  imitated  this  label  on  the  roofing-felt  sold  or  used  by  them  in  the 
roofing  business,  and  an  injunction  against  the  use  of  this  label  by  the 
defendants  is  prayed  for. 

It  will  be  perceived  that  the  bill  presents  a  very  novel  question. 
The  Oravel  Boofers'  Exchange,  a  non- profit  corporation,  adopts  a  Trade- 
Mark  or- name.  It  does  no  business  itself.  It  has  no  roofing-felt;  but 
the  members  of  that  nonprofit  corporation  are  engaged  in  the  business 
of  gravel-roofers,  putting  on  gravel  roofs,  and  they  use  the  label  or 
Trade-Mark  adopted  by  the  Exchange.  The  bill  is  brought  in  the 
name  of  the  Exchange  corporation  and  in  the  name  of  the  members 
belonging  to  that  corporation.  It  must  be  admitted  that  no  property 
in  a  Trade-Mark  or  label  can  be  acquired  by  mere  selection.  It  most 
be  applied  to  some  vendible  commodity  either  manufactured  or  sold  by 
the  party  claiming  the  Tra^le-Mark.  In  this  case  the  bill  does  not 
allege  that  the  roofing-felt  sold  or  used  by  the  complainants  is  mann- 
factured  by  them  or  any  one  of  them.  In  that  respect  only  it  differs 
from  the  Union  Cigar  Label  Case,  (0.  D.,  1889, 617 ;  49  O.  G.,  4U ;  39  Fed. 
Bep.,  780.)  Inasmuch  as  there  are  averments  in  the  bill  that  this  label 
is  applied  and  used  in  roofing-felt  sold  by  the  complainants,  I  am  in 
some  doubt  as  to  whether  this  demurrer  is  allowable;  but  as  the  bill 
contains  no  express  allegation  that  the  roofing  business  which  the 
complainants  carried  on  consisted  in  whole  or  in  part  in  the  bujring 
or  selling  of  roofing-felt  as  a  vendible  commodity,  I  must,  upon  the 
well  known  rule  that  ^^  all  averments  must  be  taken  more  strongly 
against  the  pleader,''  hold  the  bill  to  be  demurrable  in  that  regard.  It 
is  impossible  to  tell,  upon  a  careful  reading  of  the  bill,  whether  the  i 
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plainants  sold  roofing-felt  or  whether  they  merely  used  roofing-felt|  to 
which  they  attached  a  label,  in  their  business  of  patting  on  roofing. 
If  the  former  is  the  case,  the  bill  can  be  amended  so  as  to  make  a  case; 
if  the  latter,  the  bill  cannot  be  amended  to  make  a  good  bill  for 
the  injunction.  Leave  will  be  given  to  amend  by  the  complainants,  if 
desired. 

Thereupon  complainants  amended  their  bill  by  alleging  sales,  and 
the  court  ordered  the  defendant  to  answer  and  rdferfed  the  cause  to  a 
master  to  take  proofs. 


(Clreiilt  Court  of  Cook  Oeonty,  UUnolf.) 

Whitfield  v.  Loveless. 

Dedded  July  1, 189S. 
64  O.  O.,  442. 

1.  HoTKL  Nam*— "Columbia."  a  Fanciful  Word. 

The  name  **  Columbia''  as  applied  to  a  hotel  10  a  fanciful  name,  Indicating  no 
people,  no  locality,  and  no  particular  service  which  a  hotel  will  render,  and  the 
person  first  selecting  it  is  entitled  to  its  use. 
3.  Sams— Okooraphical  Words. 

A  name,  although  generic  and  geographical,  is  within  the  rule  of  protection 
in  law  if  it  does  not  indicate  that  the  business  carried  on  is  to  be  patronized  by 
the  people  of  any  particular  locality,  or  that  any  specific  product  is  therein  to 
be  sold,  or  any  particular  language  is  there  to  be  spoken. 
3.  8ams— PRioRrry. 

That  which  is  prior  in  time  is  first  in  right. 

Messrs,  Banning  db  Banning  dt  Payson  for  the  complainant. 

Mr.  George  W.  Brown  and  JIfr.  R.  Waite  Joslyn  for  the  defendant. 

CtoLLiHS,  J.: 

Defendant  selected  the  name  <<  Columbia  Hotel "  for  the  name  of  the 
hotel  run  by  him  in  Chicago.  The  name  had,  prior  to  that  time,  been 
used  by  the  complainant  to  designate  his  hotel,  and  he  flies  this  bill  to 
ei\|oin  defendant  from  its  further  use. 

There  are  only  two  questions  to  be  considered  on  the  exceptions  to 
the  master's  report,  all  the  other  allegations  of  the  bill  being  sustained 
by  the  evidence.  The  first  is  the  defense  of  laches;  the  second  is  the 
name  ^'Columbia,"  a  geographical  name  and  not  subject  to  exclusive 
appropriation  by  any  person. 

The  court  finds  that  as  to  the  first  proposition  that  the  complainant 
has  not  been  guilty  of  laches. 

As  to  the  second  proposition  it  will  be  necessary  to  consider  some- 
what critically  the  sense  in  which  the  word  '^  Columbia"  is  used.  It  is 
a  collective  noun  and  is  here  used  in  api>08ition.  A  noun  or  adjective 
to  come  within  the  rule  against  the  appropriation  of  a  geogfaphical 
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name  must  be  sui  generis  and  not  collective.  To  illustrate:  German, 
Swedish,  and  French  are  eui  generis^  carry  a  fixed  and  definite 
meaning  to  all  minds,  under  all  circumstances,  refer  to  particular 
countries,  and  used  in  connection  -with  a  noun  their  meaning  can  never 
be  mistaken.  They  are  the  only  adjectives  that  can  be  directly  used  to 
express  the  fJEust  that  any  commodity  or  manufactured  article  is  of  the 
country  in  question,  or  that  the  business  there  carried  on  is  conducted 
in  accordance  with  the  customs  of  the  country  to  which  the  adjectives 
refer.  Other  nouns  and  adjectives,  while  in  a  loose  sense  geographi- 
cal, are  not  in  fact  so. 

It  is  true  that  in  Bolander  v.  Peterson  (136  lU.,  215)  the  Court  says: 
A  generic  name,  or  one  merely  descriptive  of  the  article  made  or  sold,  or  its  qual- 
ities, ingredients,  or  characteristics^  and  which  may  be  applied  trathfnlly  by  other 
makers  or  dealers,  is  not  entitled  to  protection  as  a  Trade-Mark. 

In  conclusion  the  Court  says: 

Moreover,  as  we  have  before  seen,  to  constitute  such  a  Trade-Mark  or  name  as  will 
give  the  first  who  applies  the  same  the  exclusive  right  to  its  use  it  must  not  be  such 
as  will  merely  indicate  the  composition  or  quality  of  the  article  to  which  it  is 
applied  or  to  the  particular  country  or  district  where  produced  or  manufactured. 

The  reason  of  the  rule  is  clearly  this,  that  a  generic  name  is  not  to 
be  used  where  every  person  is  equally  entitled  to  its  use,  the  design  of 
the  law  being  not  to  foster  monopolies  or  to  tolerate  their  existence; 
but  where  a  name,  although  generic  and  geographical,  does  not  indi- 
cate that  the  business  there  carried  on  is  to  be  patronized  by  the  people 
of  any  particular  locality,  or  that  any  specific  product  is  there  to  be 
sold  or  any  particular  language  is  there  to  be  spoken,  it  cannot  be  a 
generic  or  geographical  name  within  the  meaning  of  the  rule. 

In  the  selection  of  the  word  <<  Columbia"  the  complainant  chose 
merely  a  fanciful  name.  It  indicates  no  people,  no  locality,  no  partic- 
ular service  which  his  hotel  will  render.  It  does  not  hold  out  the  idea 
that  people  patronizing  his  hotel  will  have  any  accommodations  or 
advantages  different  fh>m  those  offered  by  any  other  hotel.  So  thatf 
in  the  case  cited,  in  the  selection  of  this  name,  it  is  not  such  as  to  indi- 
cate the — 

composition  or  quality  of  the  article  to  which  it  is  applied  or  the  pariicn1«r  ooanti7 
or  district  where  produced  or  manufactured, 

or  to  indicate  the  particular  manner  in  which  the  business  is  there 
carried  on. 

The  court  finds,  then,  that  the  word  '<  Columbia"  is  a  fanciftil  name; 
that  the  person  first  selecting  it  is  entitled  to  its  use,  for  the  reason 
that  by  its  selection  and  exclusive  use  no  mono]>)oly  is  created,  and  on 
the  further  broad  legal  ground  that  that  which  is  prior  in  time  is  first 
in  right. 
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p^eeirions  of  United  States  conrta  are  indicated  by  an  asterisk  (*);  of  the  Secretary 
of  the  Interior  by  a  dagger  (t),  and  of  State  courts  by  a  doable  dagger  (0« 

ABANDONED  AND  REJECTED  FILES. 
Mandamus  Against  Commissionrr  op  Patents— Inspbction  op  Abandoned 
Cases — lu  a  petition  for  maudamuu  against  the  Coiuniissionor  of  Patents 
where  the  prayer  was  for  permission  "  to  inspect  the  abandoned  cases  in  the 
United  States  Patent  Office^''  and  was  not  confined  to  a  spcciiic  case,  ffeld 
that  no  snch  broad  right  exists  to  the  public,  and  writ  refused.  (Citing  27. 
S,  ex.  rel,  U,  S.  Elee.  Lighting  Co.  v.  Com.  of  Pais.y  C.  D.,  1891,  271;  54  O.  O., 
267.)     "  United  States  ex,  rel.  Fowler  et  al.  v.  CommutBioner  of  PaUmte,  268. 

ABANDONED  APPLICATIONS.    See  Abandoned  InreHiions,'  AbaHdonment;  Revival 
of  Abandoned  AppUcationa. 

1.  Practice— Section  4394,  Revised  Statittes- Abandoxmext— Where  an  appli- 

cant allowed  two  years  to  lapse  without  response  to  an  Office  action,  and 
his  application  thereby  became  abandoned,  and  he  subsequently  moved  a 
revival  of  it  on  the  ground  of  error ,ou  the  p:irt  of  the  Examiner  in  not  origi- 
nally holding  his  claims  patentable,  Held  that  a  possible  error  by  the  Exam- 
iner does  not  cure  the  applicant's  own  laches,  and,  it  not  appearing  that  the 
delay  was  unavoidable,  the  motion  must  be  denied.    Ex  parte  Hien,  7. 

2.  Appucation  Revived- Decision  op  the  Patent  Office— Where  the  deci- 

sion of  the  Patent  Office  was  that  there  had  been  no  such  delay  in  the  prose- 
cntion  of  the  claim  as  to  work  an  abandonment  of  the  application,  the  court, 
even  if  it  had  the  power,  is  not  required  to  review  the  decision  when  the 
answer  alleges  abandonment  of  the  invention  and  not  of  the  application. 
•  Weitern  Electric  Company  v.  Sperrg  Electric  Company  et  ah^  573. 

3.  Patent  Office  Proceedings— Must  be  Averred— Tlie  facts  touching  the 

prosecution  of  the  application  being  matters  of  record  in  the  Patent  Office, 
easily  accessible,  the  respondents  must,  if  they  propose  to  tender  an  issue 
of  abandonment  of  the  application,  do  so  by  averments  to  that  effect, 
specific  and  clear  enough  to  be  understood.     *  Id. 

ABANDONED  CLAIMS.    See  Construction  of  Specifications  and  PaUnU,  2. 

ABANDONED  INVENTIONS.  See  Abandoned  Applications,  2,  3;  Experimental  Use; 
First  and  Original  Inventor. 
Abandonment  of  Invention  and  Application— Difference  Between- There 
is  a  material  difference  between  the  abandonment  of  an  invention  and  the 
abandonment  of  an  application  for  Letters  Patent  thereon  by  failure  to  com- 
ply with  section  4894  of  the  Revised  Statntes.  The  first  gives  th«»  invention 
to  the  public,  and,  once  done,  the  act  is  irretrievable;  but,  besides  the  power 
conferred  upon  the  Commissioner  of  Patents  to  relieve  an  applicant  from  an 
abandonment  of  his  application  under  the  statute,  a  new  applicntiou  may 
he  filed  for  the  invention  »o  long  as  the  invention  itself  h»s  not  been  aban- 
daued.    *  Western  Electric  Company  v.  Sperry  Electric  Company  et  al.,  573. 
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ABANDONMENT.  See  Abandoned  AppHeaUont;  Comtruetlon  of  SpmsifleaHoM  mmd 
Patenit,  83;  lieduction  to  Fraetioe,  1. 
Abandokmbttt— Two  Yrabs'  Limitation  Rbpbbs  to  Coxplbted  Invbntiok— 
The  two  yean  within  which  the  law  leqairee  an  inventor  to  act  if  he  would 
save  his  invention  from  abandonment  relate  to  a  completed  invention  and 
have  no  reference  to  the  conception  and  maturing  of  the  invention.  Brmng- 
ger  v.  Smitkf  32. 

ABANDONMENT  TO  THE  PUBLIC.    See  InvemUa*  DeeoHbed,  »»<  Nvl  CUOm^ 

ACTING  COMMISSIONER.    See  ReheaHng,  1. 

ACTION  AT  LAW.    See  Appeal  to  the  CirewU  Comrt  of  AppoaU,  2;  SaiU  for  Imfrh^^ 
meat,  2,  3,  4,  9, 10,  11. 

ADMINISTRATOR.    See  AfModmemi  hy  Atiomeg  After  AppUeamfe  Death. 

AFFIDAVITS.    See  Public-  Uee  Proceedingt,  2. 

AFFIDAVITS  OF  EXPERTS.    See  InjHneHon,9. 

AFFIDAVIT  UNDER  RULE  94,  PARAGRAPH  2.    See  Jnierfereaee,  «. 

AGREEMENTS. 

1.  Amiqnmbkt  of  Rioht  to  Obtain  Patent— Oral  Aorbbment  For— Sfbgific 

Pbrvormance— An  oral  agreement  for  the  sale  and  assignment  of  the  rlg^t 
to  obtain  a  patent  for  an  invention  is  not  within  the  statute  of  fraods, 
nor  within  section  4898  of  the  Revised  Statutes  requiring  assignmenta  of  pat- 
.ente  to  be  in  writing,  and  may  be  specially  enforced  in  equity  upon  snffl- 
cient  proof  thereof.  *DaUiell  et  al  v.  Dueber  Watok  Caee  Mamufa^mrimg  Coa^ 
pany,  $5/1, 

2.  Spbcipic  Pbrformancb— Requisites  of  Aqreement— A  court  of  chancery 

will  not  decree  specific  performance  unless  the  agreement  is  "certain,  &ir, 
and  Just  in  all  its  parts,''  nor  '4f  it  be  doubt  Ail  whether  an  agreement  has 
been  concluded  or  is  a  mere  negotiation,''  nor  ^'  unless  the  proof  is  clear  and 
satisfactory  both  as  to  the  existence  of  the  agreement  and  as  to  its  terms." 
•/d. 
AMENDMENTS.  See  ConetraoHon  of  SpeeiJUMtione  and  Patente,  8,  66;  DieeUimere; 
Ejected  Casee,  3. 

1.  Amendment  Under  Rule  78— Generic  and  Specific  Claims  m  Different 

Appucations— Cross-Referencb  Disclaiming  Generic  Invention— 
Where  an  applicant  has  two  applications  in  the  Office  disclosing  different 
species  of  the  same  invention,  each  containing  specific  claims,  and  one  con- 
taining a  claim  broad  enough  to  cover  both  species,  and  the  one  containing 
only  specific  claims  hM  been  allowed,  a  cross-reference  disclaiming  the  sub- 
ject-matter of  the  broad  claim  may  be  inserted  into  the  allowed  case  under 
Rule  78,  without  withdrawing  it  from  the  issue.    Ex  parte  Andereon,  51. 

2.  Practice— Amendment  After  Decision  by  Examinrrs-in-Chibf— Cladu 

jTOR  Different  Invention— An  applicant  having  originally  presented  only 
claims  for  a  method  and  having  prosecuted  them  to  a  final  rc(jection  and 
taken  an  appeal  to  the  Examiners-in-Chief  has  made  his  election,  and  he 
cannot  be  permitted  to  thereafter  substitute  claims  covering  mechaniam 
alleged  to  be  capable  of  carrying  out  the  method  originally  claimed  merely 
because  they  are  believed  to  be  patentable  and  do  not  include  new  matter. 
Ex  parte  Eeckner,  68. 
8.  Application— Amendments  Corrrspondino  to  the  Invention— Where  an 
inventor  when  filing  his  application  entertains  an  idea  as  to  the  importance 
of  a  particular  feature  of  operation  of  a  device,  but  before  the  patent  issues, 
without  changing  the  drawing  or  modifying  the  structure  in  the  least, 
repudiates  by  amendment  that  idea,  Held  that  he  had  a  right  to  change  the 
specification,  even  though  he  did  so  in  view  of  a  patent  applied  for  and 
issued  while  his  application  was  on  file,  so  long  as  he  did  not  ohange  the 
invention.    *  Weeiem  Electric  Company  v.  J^^erry  Eleetrie  Company  el  al.,  573. 
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AMENDMENT  BY  ATTORNEY  AFTER  APPLICANTS  DEATH. 
Ambndmbivt  bt  Attorney  Aftbr  Applicant's  Dbath— RAiiFiCATioir  by  Apbiin- 
I8TRATRIX— Where  objection  was  made  to  the  validity  of  a  patent  because 
of  an  amendment  made  by  the  attorneys  after  the  applicant's  death,  no  new 
power  of  attorney  having  been  filed  at  the  Patent  Office  and  no  administra- 
tor having  intervened  and  filed  a  new  oath,  Held  (1)  the  amendment  was 
within  the  scope  of  the  original  specification  and  required  no  new  oath;  (2) 
it  appearing  that  the  attorneys  had  power  in  faet  to  act,  and  that  their  acts 
were  sobeequently  ratified  by  both  administratrix  and  assignee,  the  amend- 
ment did  not  invalidate  the  patent.  (Distinguishing  EagUUm  Mfg,  Co.  t. 
West,  C.  D.,  188.1,  261;  27  O.  G.,  1237;  111  U.  8.,  490.)  'DeLa  Vergne  Re/rig^ 
erating  Machine  Company  v.  Feaikeretone  et  al.,  181. 

AMENDMENTS  TO  PRELIMINARY  STATEMENT.    See  Preliminary  Statement. 

ANSWER  TO  BILL.    See  Suite  for  Ii^ringement,  10. 

ANTICIPATION.    See  Conetruotion  of  Speoijieatione  and  Patonte,  10,  26;  Particular 
Patente,  30,64,65,69;  Injunction,  19,20;  Suite  for  Infringement,  12. 

APPEAL  TO  THE  CIRCUIT  COURT  OF  APPEALS. 

1.  Appbals— J  OBI SDicTiON— Circuit  Courts  ov  Appbai^-Intbrlogutort  In- 

junction IN  Patbnt  Ca8B»— a  decree  sustaining  the  validity  of  a  patent, 
declaring  infringement,  directing  an  ii^unction  perpetual  in  form,  and  refer- 
ring the  cause  to  a  master  to  take  an  account  of  damages  and  profits,  is  not 
appealable  in  its  entirety,  so  as  to  give  the  Circuit  Court  of  Appeals  Juris- 
diction to  finally  determine  the  questions  of  validity  and  infringement,  for 
the  decree  is  not  final  in  its  nature  and  appealable  as  such  under  prior 
laws,  but  is  interlocutory,  and  on  an  appeal  therefrom,  under  section  7  of 
the  act  creating  the  Circuit  Court  of  Appeals,  the  court  is  limited  to  the 
question  whether  the  injunction  was  providently  granted  in  the  exercise  of 
a  legal  discretion,  and  it  can  have  no  Jurisdiction  to  render  a  decision  on  the 
other  questions,  even  at  the  request  of  both  parties.  {Dudley  E,  Jonee  Co,  v. 
Hunger  Manufg.  Co.,  C.  D.,  1882,  249;  680.  G.,  274;  60  Fed.  Rep.,  786;  1  C. 
C.  A.,  168,  disapproved.)  *Columhue  Watch  Company  et  al.  v.  Robbine  et  al., 
266. 

2.  AcnoN  AT  Law  for  Damaobs  vor  Infrinob.vbnt— Anticipation  a  Qubs- 

TION  or  Fact  for  thb  Jubt— In  an  action  at  law  for  damages  for  an 
infringement  the  question  whether  a  certain  patent  set  up  as  a  defense  is  an 
anticipation  of  the  patent  sued  on  is  a  question  of  fact  to  be  submitted  to 
and  decided  by  a  Jury,  and  where  there  was  no  request  for  an  instruction 
to  the  Jury  to  return  a  verdict  for  the  defendant  the  appeal  court  cannot 
under  such  circumstances  consider  the  question.  ^'Harper  ^  Reynolds  Cow^ 
panyY.Wilgu8,i21. 

3.  Writ  of  Error-— Qubstions  of  Law— On  a  writ  of  error  to  the  Circuit  Court 

of  Appeals  its  review  is  confined  to  the  consideration  of  questions  of  laws 
the  rulings  of  trial  courts  upon  questions  of  evidence,  and  the  instruction, 
given  and  refused  to  the  Jury.    *Id. 

4.  Vbrdict^Instructions— Bill  of  Excbptions— Where  there  is  nothing  in 

the  bill  of  exceptions  to  show  that  the  Jury  disregarded  the  instructions 
of  the  court,  the  presumption  is  that  they  strictly  followed  them  and,  in  the 
light  of  the  evidence,  obeyed  the  charge  of  the  court.    *Id. 

APPEAL  TO  THE  COMMISSIONER.    See  Deeigut,  1;  Petition  to  Commieeioner. 

APPEAL  TO  THE  COURT  OF  APPEALS  OP  THE  DISTRICT  OF  COLUMBIA. 
See  Interference,  26. 

APPEAL  TO  THE  EXAMINERSINCHIEF.    See  Amendmcnte,  2;  Rejected  Caeet,  4. 

APPEAL  TO  THE  SECRETARY  OF  THE  INTERIOR.    See  Ateignmenta,  10. 
The  Secretary  of  the  Interior  will  not  advise  the  Commissioner  of  Patents  how  to 
decide  a  case  pending  before  him  on  appeal  when  he  conceives  that  the  par- 
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APPEAL  TO  THE  SECRETARY  OF  THE  INTERIOR— Continuad. 

ties  appealing  have  the  right  to  expect  the  individual  Judgment  of  theCom- 
miasiouer.    t  Ex  parU  H,  Mantke  4'  Co,,  137. 

APPEAL  TO  THE  SUPREME  COURT  OF  THE  UNITED  STATES.  See  Decree; 
Practice  in  the  C<mri$^  1. 

APPLICATIONS,  ^e  Jbandoned  Applicatione  ;  Caveator;  ConttrMctian  of  SpecyUa- 
Hone  and  Patente,  33;  Copiet  of  Pending  ApplioaUone ;  Firet  and  Ori^nal 
Inventor  Interferenoej  10;  Oatk,  1;  Withdrawal  of  Caee  from  leeue;  Witneeeee  to 
Applicatione. 

ASSIGNEES.  See  Amendment  6y  Attorney  After  Applicanfa  Death;  Uee  and  8aU  of 
Patented  Ariiclee, 

ASSIGNEE'S  RIGHT  TO  APPEAR  AS  A  GRANTEE  IN  A  PATENT.  S^Aeoign- 
mente,  S,  9,  10. 

ASSIGNEE'S  RIGHT  TO  APPOINT  ATTORNEY.    See  Attorney, 

ASSIGNMENTS.  See  Agreements,  1;  ContracU  ;  JBmployer;  Ueemee,  1,  2,  3  ;  Mort- 
gage of  Patent,  2,  3,  4;  Partiee  to  Suit, 

1.  AssiGNMKNTS— Ckrtifibd  (k>piR8 — PROOF  OF— Certified  copies  of  assign men ts 

are  suffloient  to  establish  prima  facie  evidence  of  title  to  a  patent.  Amer- 
ican Cable  Bailwag  Company  v.  Mayor,  etc,,  of  the  City  of  New  York,  et,  al.,  468. 

2.  Joint  Invrntors— Assignmknt  by  0»k  Invbktor— Iwur  of  PATEirr  to  Omt 

Joint  Inventor  and  Assignee  of  the  other  Inventor— Where  two  joint 
inventors  appoint  an  attorney  to  prosecute  an  application  and  receive  the 
patent  and  one  of  the  inventors  assigns  his  entire  interest  to  a  third  party 
and  requests  that  the  patent  issue  jointly  to  the  other  inventor  and  the 
assignee  and  the  said  attorney  does  not  indicate  that  there  was  any  objec- 
tion on  the  part  of  tho  other  inventor  to  so  granting  the  patent,  Meld  that 
there  was  no  mistake  on  the  part  of  the  Office  in  granting  the  patent  as 
requested.    Ex  parte  Fowler  and  Mutton,  111. 

3.  Ownership  of  Patknts—Bkst Determined  in  the  CouRTS—Where  the  records 

show  that  the  proceedings  in  the  Patent  Office  are  regular  and  after  the  issne 
of  tho  patent  a  question  arises  as  to  who  is  the  true  owner  of  the  patent,  the 
place  to  settle  such  coutroversy  is  in  the  court-s.    Id, 

4.  Rule  26— Patent  May  Issue  to  Inventor  and  Assignee  of  an  Undivided 

Interest— Where  there  has  bean  -an  assignment  of  an  undivided  interest  in 
an  invention,  accompanied  by  a  request  ander  Rule  26  that  the  patent  issue 
jointly  to  the  inventor  and  assignee,  no  legal  objection  seems  to  exist  why 
the  patent  should  not  be  so  issued.    Id. 

6.  Assignment— Construction— An  agreement  purporting  to  convey  all  discov- 
eries and  inventions  of  a  certain  character,  owned  by  C  and  B,  and  applica- 
tions for  pateuts  pending  therefor,  may  be  constrtiod  to  include  inventions 
of  the  same  character  owned  by  and  applications  for  patents  pending  in  the 
name  of  B  alone,  where  C  and  B  jointly  own  but  one  of  snch  inventions,  but 
C  is  B's  solicitor  for  procuring  patents  from  the  others.  *Lowry  v.  Cowlee 
Electric  Smelting  and  Aluminum  Company  et  aU,  549. 

6.  Equity— Pleading— Burden  of  Proof — On  a  bill  to  set  aside  an  alleged 
assignment  of  a  patent  by  defendant  as  being  a  cloud  on  complainant's 
title,  he  claiming  under  an  assignment  from  the  invoutor,  the  issne  raised 
by  the  plea  was  that  the  patent  .belonged  to  defendant  beoanse  it  was 
included  in  an  instrument  executed  while  the  application  was  pending,  by 
which  the  inventor  assigned  to  defendant  all  inventions  and  applications 
that  did  or  might  interfere  with  pending  applications  of  defendant.  Patents 
were  afterward  granted  upon  said  applications  of  both  parties.  Held  th«t 
the  presumption  from  this  result  is  that  the  applications  did  not  interfere, 
and  tho  bnrden  is  on  defendant,  in  order  to  sustain  his  plea,  to  show  from 
the  patents  or  their  file  wrappers  that  there  might  have  been  such  an  inter- 
ference.   */d. 
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ASSIONMEKTS-^ontinned. 

7.  AssiaNMBNT— What  CoKsrmrrBS— B  and  K,  being  ownen  of  a  patent  for  droBS 

•tajs,  entered  into  an  agreement  that  any  inventione  in  dresB  etays  made  by 
either  of  them  ehonld  be  owned  Jointly.  The  agreement  recited  that  its 
purpose  was  "to  bnild  up  a  good  business  in  dress  stays,  said  business  to 
be  shared  mutually  and  equally''  between  them.  Thereafter  B  secured  a 
patent  for  an  improvement  in  dress  stays.  AfUr  this  the  two  entered  into 
partnership  with  an  existing  firm  for  the  purpose  of  making  and  dealing  in 
dieas  stays,  the  contract  reciting  ttiat  the  right  under  the  original  patent 
owned  by  B  and  K  should  be  in  the  partnership  ezolusiTely,  and  that  any 
improTements  made  by  either  B  or  K  should  belong  to  the  partnership. 
Seyeral  months  later  this  partnership  was  dissolved  by  a  written  agreement 
reoitiiig  that  <'K  fora  money  consideration  assigned  all  his  right,  titlCi  and 
interest  in  and  to^  all  and  singular,  the  property,  assets,  and  business  of  said 
oopartnershAp"  to  the  other  partners.  Held  that  this  assignment  divested 
all  of  K'a  right  and  title  to  the  patent  secured  by  B  after  the  making  of  the 
original  agreement  between  them.    *Bray  ei  aU  v.  Denning  el  al,,  6B8. 

8.  Officb  PRAOTiOfi— Rulr  215— Where  the  assignment  is  recorded  in  the  Patent 

Office  the  day  after  the  payment  of  the  final  fee  it  is  too  late  to  have  the 
patent  isened  to  the  assignee,  although  the  assignment  mayoontain  a 
lequest  that  the  patent  should  issue  to  the  oonsignee.  iJBx  parte  CoU  Cem^ 
panjf,  138. 

9.  Samb— DsPARTURB  FROM  RuLB  215— The  provisions    of  Rule  215  are  never 

departed  from  except  in  cases  where  both  the  inventor  and  the  assignee 
request  that  the  patent  shall  issue  to  the  assignee,  the  assignment  being  on 
record  not  later  than  the  day  of  dosing  the  weekly  isaue— namely,  Thursday 
of  every  week.    t/d. 

10.  Duty  of  thb  Comuissionbr  of  Fatrnts  ukdbr  Rulb  215— Subject  to 

THB  APPBLLATB  JURiaDIOTIOM  OF  TRB  SBORBTART  OF  THB  InrTKRIOR— The 

duty  of  the  Commissioner  of  Patents  under  Rule  215  does  not  require  the 
exercise  of  Judgment  or  discretion,  nor  is  it  imposed  by  acts  of  Congress ;  but 
it  is  a  duty  under  the  rules  of  ofllce  practice,  approved  by  the  Secretary 
of  the  Interior,  and  consequently  is  subject  to  the  appellate  jurisdiction  of 
the  Secretary  of  the  Interior.  (HoueUm  r.  Barker  v.  BannitUar  v.  Eaetmanf 
C.  D.,  1888, 173;  44  O.  G.,  897.)  t/d. 
ATTORNEY.    See  Amendment  h§  Attomejf  After  Applieanee  Death;  Interference,  5. 

1.  PRACTICB— Revocation  of  Power  of  Attorney— Appuoant  and  Amiqnbb— 

The  assignee  of  an  entire  interest  may  control  the  appointment  and  dismissal 
of  an  attorney  to  the  exclusion  of  the  applicant;  but  when  an  applicant 
Joins  with  an  assignee  of  less  than  the  whole  interest,  or  with  the  grantee 
or  a  licensee,  in  making  a  power  it  will  require  the  co-operation  of  both  to 
revoke  it.    Ex  parte  Anderean,  12. 

2.  Same — ^When  an  applicant  alone  makes  a  power  of  attorney,  he  may  revoke 

and  appoint  anew  to  the  exclusion  of  every  one  except  the  assignee  of  the 

whole  interest.    Id. 
AVERMENT.    See  A}>andoned  Applicatiane,  3;  Demmrrer,  3. 

BAR  TO  PATENT.    QeeConetrHetionofSpeoificattoneandPatentetZ^;  Interference,  11. 
BILL  IN  EQUITY.    &ee  Demurrer,  S. 

BILL  OF  EXCEPTIONS.    See  Appeal  to  the  drcnU  Ccwrt  of  Appeaie,  i. 
BONO.    See /«/iificM<m,  15,  23,  26. 
BURDEN  OF  PROOF.    See  AseignmmUe,  6;  Coneirnotion  of  SpeolfieaUone  and  Patenie 

10;  InfHngement,  2,  4,  18;  /a/aiicltoii,  18;  Interference,  9 ;  Beieeaee,3i  Suite  for 

IfifHngement,  2. 
Pbior  Use- Dborbb  of  Proof  Required  to  EgTASLisH— He  who  alleges  prior 

uae  must  eetablish  it  by  the  same  high  class  of  testimony  which  a  prosecuting 

BttooMf  is  nqniied  to  prodaoe  in  «  orinlaal  eaao.   Ba  Mda  ^  aj|m»- 
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BURDEN  OF  PROOF-<7ontinued. 

tire  of  that  Iwae  and  moat  proTo  it  beyond  a  reaaonablo  doabt.  If  the 
OTldenoe  if  anaceptlble  of  two  interpretatioua,  the  one  eaetaining  and  the 
other  destroying  the  patent,  the  oonrt  mnet^acoept  the  former.  *  LmUmee  4' 
OroBjean  Man^fadMring  Companjf  r.  Hahmman  Manmfueimriug  Comptmif,  187. 

CANCELLATION  OF  DRAWINGS.    See  Drawdi^t. 

CAVEATOR. 
NoncB  TO  Cavbator— RsNBWAL  Appuoatiox— A  oayeator  ia  not  entitled  to 
notice  of  the  renewal  of  an  application  originally  filed  before  the  eayeat, 
although  anch  renewal  waa  made  daring  the  life  of  the  caveat.    MxparU 
Oravet,  132. 

CAVEATS.  See  I%t€rfmme$,  10. 
NoncK  TO  Cavbatob^-Sbction  4902  Rbvisbd  Statutb0— Extrwsion  of  Tin, 
FOR  FiLDTO  Appucatiok— Under  the  proviaiona  of  aeotion  4802  of  the 
Revised  Statutes  the  Commissioner  has  no  power  to  extbnd  the  time  within 
whioh  a  caveator  may  avail  himself  of  his  caveat,  by  filing  an  application 
for  Intent,  beyond  three  mouths  flrom  the  time  of  placing  the  notice  in  the 
poet-ofBce  at  Washington,  with  the  usual  time  required  for  transmitting 
it  to  the  caveator  added  thereto.    Ex  parte  Moore,  CS. 

CERTIFIED  COPY  OF  ASSIGNMENT.  See  Aeeignmente,  1 ;  SuUefor  It^mgememt,  6. 

CHANGE  OF  STRUCTURE.  See  ConetrucUon  of  Speci/Uatione  tmd  Poteate,  15,  26. 
84;  Ii^ringememt,  9, 10, 14, 17,  20;  IntentioHf  4,  6,  7,  8. 

CIRCUIT  COURT  OF  APPEALS.  See  Appeal  to  the  CirctUt  Cowrt  of  AppeaU,  1,  2, 
8;  Comitgf  Practice  in  the  Courte,  1,  8;  Prior  At{/udieation, 

CLAIMS.  See  AmendwienU,  1,  2;  Comlruotion  of  Speoifieatione  and  Patente,2f  i,  6,  6^ 
12. 18, 14, 17, 21, 27, 28, 29, 86, 41, 45, 47, 48, 49, 51, 62,  58, 54, 55, 57;  Interferenoe, 
9,  16,  22;  InferfeHng  Pa(mt«,  2;  Particular  PatenU,  6, 17,  26,  85,  69;  With- 
drawal  of  Caeefrom  Itene. 

1.  Form  of  Claims^Elkmrnta  of  Combinatiox— Broad  Statbmbxt  of—A 

claim  covering  a  combination  of  elements  is  not  objectionable  in  form 
because  the  terms  employed  to  designate  one  of  such  elements  are  broad 
enough  to  cover  either  of  two  deYioes  that  diflfer  in  structure  and  mode  of 
operation  but  are  ahown  and  deacribed  as  capable  of  performing  the  same 
Amotion.    Ex  parte  Baaokee,  70. 

2.  Samk— SuB6TAirriAL  loENi'iTY— What  is  Not— Two  claims  are  not,  as  a  mat- 

ter of  form,  substantially  alike  when  corresponding  elements  are  set  forth 
broadly  in  one  and  specifically  in  the  other  and  when  one  includes  an  ele- 
ment neither  actually  nor  impliedly  included  in  the  other.    Id. 

3.  Samb— Rrfbrbncr  to   Location   ok  Opkration  of   Mbchanihm   Not  ix 

Application  OiuRCTiOKAitLR — A  claim  ooutatning  words  of  limitation 
which  are  dependent  upon  the  location  or  operation  of  mechanism  that 
forms  no  part  of  the  invention  claimed  and  is  neither  shown  nor  descrilyed 
is  objectionable.    Id. 

4.  Claim— ALTBRNAT1VKMRS8  OF— A  claim  having  the  phrase  "one  or  more''  is 

alternative  in  form,  if  the  elements  oovered  by  such  phrase  are  not  dupli- 
cates.   Ex  parte  Hulherty  74. 

5.  Samb — Samb — When  the  alternative  devices  specified  in  the  claim  are  dupli- 

cates, an  objection  of  altemativeness  to  the  form  of  the  claim  is  apparent 
rather  than  real,  and  therefore  should  not  be  made.    Ex  parte  TJkoraea,  75. 

6.  Samb— JEr  parte  Hulbert,  {ante  74;  63  O.  G.,  1687,)  referred  to  and  the  diatinction 

between  it  and  the  preaent  case  pointed  out  and  defined.    Id. 

7.  Parbnthbtigal  Cijwusbs  in  Claims— While  an  applicant  will  generally  be 

allowed  all  possible  latitude  in  framing  his  claiits,.  parenthetical  clausee 
which  do  not  contribute  to  clearness  or  exactness  in  stating  the  applieanfa 
invention,  but  which  at  least  are  only  superfluous,  wiU  not  be  allowed.  Ex 
pmrteCMU,18,  OOglC 
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CLASSIFICATION  OF  INTENTIONS.    See  DMtUm  of  ApplietOUm,  I,  %  11, 12. 
COMBINATION  CLAIMS.    See  ConttruetUm  of  SpeoyieaUoni  and  PatenU,  7, 8,  U,  17, 
88,52. 

1.  Eunnim  of  a  CombinaIion  Claim— Where  there  ftre  comhination  olaims  for 

the  structnTefly  one  of  the  Btmctnree  being  Bpeclflcally  aet  oat,  snch  claime 
should  be  regarded  as  combinationfi  of  all  of  the  enomerated  elemental  and 
not  as  claims  for  a  part  only  of  the  elements  contained  in  them.  Ex  parte 
Korf,-i20. 

2.  Sahib— Claims  por  Spxcific  Structurbs  and  Combinations  of  tbs  Struc- 

tures— Where  there  are  claims  for  specific  stmctnres  and  combinations  of 
the  structures,  and  the  structures  have  acquired  distinct  status  in  the  arts, 
division  should  be  required  between  the  claims  for  one  of  the  structures  and 
eombinattons  of  the  structures  on  the  one  hand  and  the  claims  for  the  other 
structure  on  the  other  hand.    Id, 

COMBINATIONS.  See  C1aim$,  1,  2,  8;  ConotruoHon  of  Speci/oatione  and  PatmU, 
1,  8,  U,  17,  88, 52;  D%vi9%on  of  Applieatiimj  2;  /iiv«iiK<m,  6;  Pariifmlar  PatenU, 
6,16,17,20,50,51,59. 

COMMISSIONER  OF  PATENTS.  See  Abandoned  InvfntUnu;  Abandoned  and 
Befeeied  Filee;  Appeal  to  the  Secretary  of  ike  InterUfr;  Aeaignmente,  10;  Caveate; 
Detigne,  8;  Interference,  21,  24;  Petition  to  Commieeioner,  1;  Bekearing,!;  Suite 
Under  Section  id}fi,  BeHeed  Statntee;  Trade-Marhe,  87,  88,  88,  40. 

COMITY.  See  Praciice  in  the  ConrU,  2,  8. 
Comity  Bbtwesn  Circuit  Courts— The  rule  of  oomity  as  between  the  Circuit 
Courts  approved;  but  it  does  not  apply  as  between  the  Circuit  Courts  and  the 
Circuit  Courts  of  Appeals.  The  latter  Courts,  while  regarding  the  decisions 
of  the  Circuit  Courts  with  sincere  respect,  are  not  bound  to  follow  them, 
but  must  base  their  decisions  upon  their  own  independent  judgment. 
"National  Catk  Begiiter  Company  et  al.  y.  American  Caek  Begieter  Company,  160. 

CONCEPTION  OF  INVENTION.    See  Interferences,  4;  BeducHon  to  Practice. 

CONSTRUCTION  OF  APPLICATIONS.  See  ConetrucHon  of  Spedficationt  and 
Patents,  83. 

CONSTRUCTION  OF  CLAIMS.  See  Claims;  Combination  Claims;  Construction  of 
Speeijlcations  and  Patents;  PaHicular  PatenU,  16, 17, 19, 26, 33, 85,  50,  58,  74. 

CONSTRUCTION  OF  RULES.  See  Amendments,  1;  Assignments,  8,  8,  10;  Designs^ 
8;  Division  of  AppHcalion,  4,  6,  7;  Interference,  1,  2,  6,  20,  28 j  Oath,  1,  3; 
Petition  to  Commissioner,  1;  Witnesses  to  Applications. 

CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.  See  DescHpHon;  Designs, 
6;  Disclaimers;  Infringement,  1,  8,  11,  12,  18,  15,  16,  19,  21,  23;  Interfering 
Patents,  4;  Invention;  Invention  Described  but  not  Claimed;  Limitation  of 
United  States  Patent  by  Foreign  Patent  Previously  Granted  ;  Particular  PatenU; 
PatenU  to  Dead  Men;  Priority  of  Invention,  1,  2;  Subsequent  Patents. 

1.  Extent  of  Claim— Prior  Art— If  the  Fox  machine  could  be  held  to  show 

patentable  invention,  it  constitutes  one  of  a  series  of  improvements,  all  hav- 
ing the  same  general  object  and  purpose,  and  the  patent  roust  therefore  be 
limited  to  the  precise  form  and  arrangement  of  parte  described  in  the  speci- 
fications and  to  the  purpose  indicated  therein.  {Bragg  v. Fitch,  CD.,  1887, 
888;  38  O.  O.,  829;  7  Sup.  Ct.  Rep.,  980;  121  U.  S.,  488;  and  Phamix  Caster 
Co.  V.  Spiegel,  C.  D.,  1890, 266;  50  O.  G.,  1591;  10  Sup.  Ct.  Rep.,  409;  138  U.  S., 
860,  followed.)    "Fox  v.  Perkins  et  al.,  148. 

2.  Same—Abandoxmknt— This  construction  of  the  patent  is  also  rendered  neces- 

sary by  the  fact  that  various  broader  claims  were  rejected  and  abandoned 
under  both  the  original  and  the  reissue  applications.    */<!• 
8.  Patentee  is  Held  to  the  Limitations  Under  Which  He  Takes   His 
Patent.— Where  a  patenteci  on  the  rejection  of  his  application,  inserts 
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in  hiB  spocificAtion  limitations  and  rMtrictions  for  the  purpose  of  obtain- 
ing  his  patent,  he  cannot,  after  he  has  obtained  it,  claim  that  it  shall  be 
construed  as  it  would  have  been  if  such  limitations  and  constructions  were 
not  contained  in  it.  *  Roofer  v.  Couj^  et  al.,  154. 
i.  CoKSTRUcnoN  OF  CLAIM— Tlie  claim  of  a  patent  for  a  primary  iuTontion  should 
be  as  liberally  interpreted  as  its  fair  import  will  allow,  to  the  end  that  the 
inventor's  conception  shall  be  justly  protected  to  its  true  extent  and  in  its 
broad  and  actual  scope.  *National  CofJk  Jlsgiiter  Cosipaajf  et  oL  v.  ^sieriosa 
Cask  Begiiter  Campany,  160. 

5.  Samk— In  such  a  claim,  while  it  may  be  true  that  particular  mechanism  in 

mentioned,  it  does  not  necessarily  result  that  the  patentee  intended  to  limit 
the  elaim  to  any  special  devices  or  that  the  law  will  so  restrict  it.     *Id. 

6.  Sams— Broad  and  Narrow  CLAUfs— Broad  and  narrow  claims  on  the  same 

invention  are  not  to  be  so  construed  as  to  render  their  expressed  distinctions 
meaningless.  The  distinction  between  them  must  ba  maintained,  that  both 
may  be  given  effect.    *Id. 

7.  Combination  ofElkmbnts— Ficfcsriii9V.iroGaUMi^A(C.D.,1882,28;  aiO.6.,73; 

104  U.  S.,  310)  examined  and  explained.  It  is  not  necessary  in  a  new  oombina* 
tionofold  elements  that  each  element  should  modify  or  change  the  character- 
istic mode  of  action  or  method  of  operation  of  the  others,  but  only  that  the 
combination  should  produce  a  new  and  useful  result  as  the  product  of  the 
combination  and  not  a  mere  aggregate  of  several  results  each  the  complete 
result  of  one  of  the  combined  elements.  Where  anew  result  is  produced  as 
a  product  of  the  combination,  it  is  enough  that  each  element  contributes  to 
its  production.    */d. 

8.  EQUivALBNTS-~In  Comparing  the  patented  combination  with  the  defendant's 

machine,  "though  some  of  the  corresponding  parts  of  the  machinery  are  not 
the  same,  and,  separately  considered,  could  not  be  regarded  as  identical  or 
conflicting,  yet,  having  the  same  purpose  in  the  combination  and  effecting 
that  purpose  in  substantially  the  same  manner,  they  are  the  equivalents  of 
each  other  in  that  regard.    */(f. 

9.  Construction  of  Patkki*— Where  a  patentee  has  made  a  meritorious  inven- 

tion the  court  should  not  be  oversealous  in  trying  to  defeat  him  by  an  illib- 
eral construction  of  the  patent.  On  the  contrary,  the  court  should  seek  a 
construction  which  gives  life  to  the  patent  and  protection  to  the  inventor. 
*Lalanee  4'  Grotjean  Manuftusturiug  dmpoMyy.  Hdberman  Manu/aeimrni§ 
Company,  167. 

10.  Anticipation— Kby-Fagitenbr— ''A  key-fastener  made  of  a  single  piece  oi 

light  wire  and  provided  with  a  bent  hook  and  adapted  to  take  over  the  knob- 
spindle  and  a  flattened  unyielding  shank  adapted  to  or  inserted  through  the 
bow  of  the  key,''  etc.,  Meld  anticipated  by  a  key-fastener  consisting  of  a 
piece  of  round  wire  bent  to  siphon  shape,  the  short  leg  hooked  over  the 
knob-shaft,  and  the  long  leg  projecting  down  through  the  key's  eye.  £x 
parte  Groee,  25. 

11.  Scops  of  Patent— Wright  of  Drawings  in  Dbtrrmining— While  the  draw- 

ings only  illustrate  the  invention  in  its  application  to  railroad  oars  and  to 
railroad  cars  having  each  two  four- wheeled  trucks,  from  the  language  of  the 
specification  it  is  apparent  that  the  invention  was  designed  to  be  applied  to 
a  series  of  vehicles  of  kinds  that  are  not  provided  with  four-wheeled  truoka, 
but  are  usually  provided  with  two- wheeled  trucks.  *PerriM  et  «l.  v.  Mankai- 
tarn  BaUway  Company  et  al,  212. 
IS.  Samb— The  terms  of  the  claim  are  coextensive  with  the  description  of  the  patent. 
They  are  not  narrowed  by  any  letters  of  reference  to  the  drawings.  Hie 
drawings  are  therefore  illustrative  and  explanatory,  but  notdeflnitive^  aad 
an  only  to  be  treated  as  part  of  the  description  of  the  thing  pateatad.    •U, 
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13.  CONSTRUcnoN  OF  Patwt— While  courts  have  no  right  to  enlarge  a  patent, 

beyond  the  scope  of  its  claims  as  allowed  by  the  Patent  OflSce,  the  inventor 
is  entitled  to  a  liberal  constmotion  to  secure  to  him  his  actual  invention. 
(Citing  *Witian9  v.  Denmead,  15  How.,  341.)  Bru»h Eleeirie  Comptm^  ei  al.  v. 
Eleeirie  Improremmt  Camp^nyf  of  8m^  Jot^,  228. 

14.  ImrssmoNS  Comprising  CoMsiNAnoNS  op  Elkmsntb—Essbntial  and  Non- 

essential Elements— Patkntabln  and  Non-Patentabus  Improvements 
— If  a  person  has  invented  a  combination  of  three  elements,  all  of  which  are 
necessary  to  the  operation  of  his  device,  he  cannot  by  making  a  claim  for 
two  of  them  forestall  another  who  has  so  combined  these  two  elements  that 
they  perform  the  same  function  that  the  three  elements  of  the  former  patent 
performed,  but  otherwise  if  the  third  element  of  the  first  device  is  not  essen- 
tial to  its  operation  and  if  by  the  mere  omission  of  snoh  third  element  the 
two  devices  perform  substantially  the  same  fiinction.  ^Naiumal  Hat  Pcmndmg 
MaMue  Company  v.  Heddeti  et  al,,  294. 

15.  Patentability  of  Inventions— Capability  of  Operation  of  Machine- 

Changes  Not  Involving  Invention— Where  a  patented  hat-pouncing 
machine  contained  as  an  element  a  feed-roll  for  feeding  the  hat  in  a  direc- 
tion opposite  to  that  of  a  motion  of  the  pouncing  cylinder  and  it  appeared 
that  the  feed-roll  might  be  omitted  and  the  hat  fed  in  the  opposite  direction, 
Held  that  the  hat-support  and  ponncing-cylinder  would  accomplish  practi- 
cally the  same  functions  as  the  corresponding  parts  of  a  subsequently  pat- 
ented machine  having  no  feed-roll,  and  that  it  required  no  invention  to  omit 
the  feed-roll  of  the  former  machine  and  to  make  the  subsidiary  changes 
necessary  to  produce  a  working  device.  *Id. 
10.  Same— Increased  Production  at  Less  Expense  Not  Decisive— The  fact 
that  a  machine  is  capable  of  doing  more  work  and  at  less  expense  than 
prior  devices,  while  xiersnasive,  is  by  no  means  decisive,  and  only  available 
to  turn  the  scale  in  cases  of  grave  doubt  respecting  the  validity  of  the 
invention.    *Id. 

17.  Combination— Claims— In  a  combination  patent  it  is  permissible  for  the  pat- 

entee, after  claiming  the  whole  machine,  to  claim  the  combination  of  fewer 
parts  than  the  whole,  if  this  combination  of  parts  is  new,  even  though,  taken 
alone,  it  will  not  result  in  any  known  useful  product.  ( WelU  v.  JofftiM,  5 
O.  G.,  864,  followed.)    *BoherU  v.  H.  P.  Nail  Comjjafiy,  300. 

18.  Same— RoD-CoiUNO  Cones— In  Letters  Patent  No.  426,067,  issued  to  Henry 

Roberts,  for  an  apparatus  designed  for  coiling  small  red-hot  metal  rods  as 
they  run  rapidly  from  the  rolls,  the  patentee  describes  as  the  preferable  form 
a  rotary  double  cone  consisting  of  two  concentric  cones  having  a  space  be- 
tween them,  being  united  by  a  spiral  rib  and  terminating  in  a  collar  at  the 
apex,  through  which  the  rod  is  received,  being  afterward  delivered,  coiled, 
at  the  base.  The  second,  third,  and  fourth  claims  cover  substantially  this 
double  cone;  but  the  first  claim  covers  merely  a  rotary  receiving  and  coiling 
oone  *'  having  a  channel"  which  receives  the  metal  at  the  apex  and  delivers 
it  at  the  base.  Held  that,  this  latter  combination  of  parts  being  new,  the  first 
claim  is  not  invalid  because  it  covers  less  than  the  whole  machine.    *Id. 

19.  Same— Prior  Art— Evidence— The  mere  fact  that  in  rejecting  one  of  the 

claims  of  Robert's  original  application  the  patent  Examiner  said  "that 
cones  are  common  things  in  coiling-machines"  is  no  proof  that  ''rotary  '* 
ooiling-cones  were  before  used,  and  if  any  such  cones  were,  in  fact,  used 
the  burden  was  upon  defendant  to  show  it.    *Id, 

20.  Improvement— Invention— Where  the  cross  reeling  and  lacing  in  the  skein 

of  the  patent  perform  substantially  the  same  function  in  substantially  the 
same  way  as  in  the  earlier  skeins,  but  at  a  later  and  different  stage  or 
13182  PAT 45 
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condition  of  the  silk  thread  fonning  the  akein,  BM  that  the  improrement 
oonstitntes,  simply,  a  mere  carrying  forward  or  extended  application 
of  the  original  deyice  with  the  change  only  in  degreoy  but  doing  anbetan- 
tially  the  same  thing  in  the  same  way  by  sobstantiaUy  the  same  means 
with  some  better  rssnltSi  and  that  it  is  therefore  not  patentable.  (AattA  t. 
lOekoU,  21  Wall.,  112.)    'Qrant  t.  Walter,  317. 

21.  DiscLAiiUB— Effkct  OF— A  disclaimer  to  so  much  of  the  claim  as  does  or 

might  make  such  claim  apply  to  a  skein  which  by  reason  of  being  ooated 
with  gam  or  by  reason  of  the  manner  of  its  lacing,  or  for  any  other  reason, 
is  not  in  condition  for  dyeing  for  ordinary  manufacturing  purposes,  HM 
to  be  insufficient  to  give  any  increased  validity  to  the  patent  fbr  a  skein  or 
to  change  it  into  one  for  a  process.    *Id, 

22.  EviDKNCX  OF  NovBLTY  AND  Utiutt— The  fact  that  a  patented  article  has 

gone  into  general  use  is  evidence  of  its  utility,  but  is  not  conclusive  of 
thaty  and  still  less  of  its  patentable  no?elty.  {MoCUiin  v.  Orhutyer,  C.  D., 
1891, 532 ;  67  O.  G.,  1129 ;  141 U.  S.,  419, 425,  and  authorities  there  cited.)    •/& 

23.  Imvkntion— PoPULjOUTY  OF— The  fact  that  a  patented  device  gains  imme- 

diate popularity,  meets  with  large  sales,  and  stimulates  the  activity  of  bus- 
iness competitors  to  produce  an  equally  useful  and  popular  device  is  an 
unsafe  criterion  in  determining  the  question  of  patentabiUtj  and  can  at  moat 
only  suffice  to  turn  the  scale  in  lavor  of  the  patentee  when  the  question  is 
one  of  doubt.    *Duer  v.^  Corhin  CMnet  Look  ComjHmp,  384. 

24.  Sams— Same— The  popularity  of  a  patented  device  may  be  the  result  of  a 

more  attractive  appearance,  a  more  perfect  finish,  more  extensive  adver- 
tising, larger  discounts  in  price,  or  greater  energy  in  pushing  sales,  and 
even  though  due  to  greater  usefulness  or  a  particular  demand  for  such  a 
device  at  the  time  it  is  put  upon  the  market^  such  device  does  not  neosa- 
sarily  contain  any  patentable  feature  of  construction.    */d. 

25.  NovxLTT— Where  the  patent  in  suit  described  an  ink  and  claimed  only  a  rub- 

ber fabric  having  ornamental  figures  printed  in  such  ink  on  its  surface. 
Hold  that  the  case  then  reduces  itself  to  the  single  question  whether  thero 
is  any  novelty  in  printing  a  rubber  fabric  with  such  an  ink.  (  Underwood  et 
al.  V.  Gerher  et  al,,  ante  340;  63  O.  G.,  1063.)     *  Brigkam  v.  Cojfin  et  al.,  365. 

26.  Anticipation— As  governors  wiihoui  dash-pots  had  been  attached  indiscrimi- 

nately to  old  fly-ball  governors  and  shafb  governors,  whether  connected  with 
the  fly-wheel  or  the  puUey- wheel  or  a  separate  wheel  of  their  own  connected 
with  the  shaft,  and  a  govemor  wiik  a  dash-pot  had  also  been  attached  to  a 
separate  wheel  revolving  with  the  shaft.  Bold  that  Ide's  invention  as  claimed 
consisted  only  in  removing  the  govemor,  with  the  dash-pot,  from  a  separate 
wheel  to  the  fly-wheel,  and  as  this  had  been  done  previous  to  his  having  done 
it,  such  prior  accomplishment  was  an  anticipation  of  the  daim.  *Ide  v.  Ball 
Engine  Company  et  ah  369. 

27.  Construction  of  Claim— The  language  of  a  claim  is  to  be  read  with  refer- 

ence to  the  purpose  to  be  accomplished  by  the  invention,  and  the  phrase 
''a  continupus-cutting"  edge  when  applied  to  a  ihiit-parer  means  a  cutting 
edge  continuous  in  action,  an  edge  which  continuously  cuts,  and  is  not 
limited  to  an  edge  free  from  any  nick  or  notch  whatsoever  therein.  *Sagre 
V.  Scott,  396. 

28.  Samb- Not  to  be  Narrowly  Construed— Unambiguous  terms  in  a  claim 

should  not  be  given  a  narrow  or  forced  construction  not  required  by  the 
state  of  the  art  which  practically  would  defeat  the  patent.    *Id. 

29.  Same — Sams— While  a  claim  should  not  be  construed  so  as  to  expand  it,  on 

the  other  band,  it  should  not  be  given  a  narrow  interpretation  which  would 
defeat  the  patent,  unless  absolutely  required  by  the  state  of  the  art.    */cL 
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80.  SAin— Two  Thtnos  Pbrpormino  ths  8amb  FcmonoN— Two  things  are  the 
Mme  in  the  senae  of  the  patent  law  when  they  perform  the  same  ftinction  in 
snhstantially  the  same  way  and  aooomplish  the  same  result.    *Id, 

SI.  Bamb— Utilitt— EviDENCB  oy  iKVENnoN^The  fact  that  a  devioe  has  utility 
and  will  perfonn  that  whieh  no  prior  devioe  will  do.  Is  evidence  of  patent- 
ahle  novelty,  and  in  a  doubtfU  oase,  wiU  turn  the  scale  in  favor  of  the 
patentee.    */d. 

82.  SPBcnriGATMSN— SuFFioisNCT  OF  DBSCRiPTiON—The  specification  described 
the  process  as  follows:  ''Alter  the  ordinary  process  of  enameling  has  been 
completed,  I  prepare  a  thin  glaze  composed  of  any  coloring-matter  that  can 
be  made  to  remain  mechanically  suspended  a  short  time  in  water,  and  apply 
it  to  the  article.  *  •  *  The  glase  should  be  made  snfBciently  thin  to 
avoid  being  pasty,  so  that  it  will  freely  spread  or  run  over  the  snr&oe. 
•  •  *  The  glaze  will  be  found  to  separate  and  coagulate  in  irregular 
spots."  H0ld  that  the  patent  is  not  invalid  for  insufficiency  of  description, 
in  that  it  does  not  state  that  the  coloring  matter  must  be  coarse  ground,  so 
as  to  remain  but  a  short  time  mechanically  suspended,  for  one  skilled  in  the 
art  would  know  that  this  result  could  only  be  obtained  by  the  use  of 
eoane-ground  material.  *Ldla%c0  f  Orotjean  Man^faotming  Company  v. 
JJadsnaaa  Manufaciurifig  Company  et  al,,  881. 

88.  CoMTnfUXira  Applioatxons— Pctbuo  Usb— Where  an  applicant  files  a  second 
application  as  a  division  of  his  original  application,  then  incorporates  the 
olaims  of  the  original  application  into  the  diyisional  application,  and  for- 
mally abandons  the  original  opplication.  Held  that  the  whole  proceeding  is 
a  continuous  one  and  that  public  use  to  bar  the  patent  granted  on  the  sec- 
ond or  divisional  application  must  be  a  public  use  two  years  prior  to  the 
filing  of  the  original  application.     *D$dmek  v.  Fkb,  401. 

84.  Void  Patent— A  Mbbb  Chamob  of  AERANOBMBMi^The  only  real  difference 

between  the  devices  in  the  prior  state  of  the  art  and  the  patent  is  that  in 
the  patent  two  oooking-tanks  were  so  arranged  that  each  should  be  partly 
over  the  storage-heater,  whereas  in  the  prior  art  there  was  only  one  cooking- 
tank  placed  immediately  over  the  storage-tank,  the  advantage  of  the 
arrangement  in  the  tanks  in  the  patent  being  the  use  of  one  storage-heater 
for  two  cooking-tanks.  Beld  that  such  new  arrangement  was  not  inven- 
tion, but  only  an  economical  rearrangement,  such  as  would  have  suggested 
itself  to  anyone  with  a  slight  knowledge  of  the  art.  *  VaiU  et  ah  v.  Buckeye 
Inm  and  Braee  Worhe,  406. 

85.  Claim— Limited  by  Pbioe  Art— By  Bbfebbkce-Letters— In  addition  to 

the  limitations  made  necessary  by  the  prior  art  the  language  employed  nar- 
rows the  first  claim  of  Letters  Patent  No.  266,896  to  the  precise  mechanism 
of  the  patent.  Every  element  is  restricted  by  a  reference-letter  to  the  struct- 
ure described  and  shown.  A  claim  so  explicit  cannot  be  enlargml  by  con- 
struction. *  Parry  MaHufaeturiHg  Company  v.  Hitehcoek  Manufacturing  Com- 
INiaysfal,  463. 

86.  Same— Second  Claim— The  [second  daim  is  invalid  for  want  of  patentable 

novelty.    *Id.        " 

87.  8amb— Thibd  Claim— The  third  claim,  if  confined  strictly  to  the  mechanism 

desoribed,  'is  in  the  same  predicament.  A  construction,  however,  can  be 
plaeed  upon  this  claim  which  will  uphold  it;  but  if  so  construed  the 
defendants  do  not  infringe.  *id. 
38.  Samb— No  Elbmbnt  of  the  Construction  Immaterial— The  first  and 
second  claims  embody  specifically  as  an  element  a  reinforcing  rib  consisting 
of  an  independent  cord  or  strip  «,  laid  longitudinally  on  the  outer  surface 
of  one  side  of  the  lap|)ed  edges  of  the  cushion  and  secured  thereto  by  stitch-  * 
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ing.  Held  that  the  *' edge-binding  ridge  or  ooid  «"  ie  not 
neelees,  as  the  combination  is  an  entiretyi  and  if  one  of  the  elementa  is 
giren  up  the  tiling  claimed  diaappeart;  (  Taao*  t.  CampMlf  1  Blatohf.,  437- 
439,)  and  thia  principle  prerails  even  where  the  patentee  hae  claimed  niore 
than  \b  neceaearj  to  the  snccecaful  working  of  hie  dcTice.  {McCUim  y. 
Ortnu^er,  C.  O.,  1881, 533;  57  O.  G.,  1139;  141  U.  S.,  419435.)  * FiMeal H  «l. 
T.  EighM,  465. 
99.  Sam— ScoPiB  OF—While  meritoriona  inTcntiona  of  primary  character  call  for 
Uberal  interpreUtion,  {Taghmam  t.  Proei&r,  C.  D.,  1881, 168;  190.G.,  869; 
108  U.  S.,  707 ;  Morhg  Machine  C0.  ▼.  Lauoaeter,  C.  D.,  1889, 380;  47  O.  G.,  367 ; 
139  U.  8.,  363;  B^Sr.  Jeamm,  C.  D.,  1889, 408;  47  O.  G.,  403;  139  U.  S.,  683,) 
the  appellanta'  ezdaaive  right  may  not  be  expanded  by  conatmction  beyond 
the  terma  choaen  to  expreaa  the  indention  to  include  all  meana  howevor 
dilTering  in  mode  of  action  and  principle  from  the  proeaaa  deaeribed  in  the 
patent.  C.D.,ifoCkii»y.  Onm4ifw,C.  D.,  1891, 583;  570.G.,  1139;  141  U.&, 
419.)  *  CeXMoid  Mmmfaetwrimg  G^mpaay  r.  Arl^iom  M«Mjmoiliiirim§  Cbv- 
jMwy  al  aZ.,  488. 

40.  Sana— 8[Ai€B— The  cancellation  of  the  phraae  '*  mechanical  or  coheaiTe  action  " 

from  application  by  hia  own  rolnntary  act  indicated  intention  clearly  inoon« 
aiatent  with  defendant  a  preaent  inaiatance.    *  Id. 

41.  Saio— CoMSTBUcnoir  or  Cl41M8— The  trae  meaning  of  dalma  mnat  be  gath- 

ered by  comparing  them  with  the  context  of  the  apecifioation.    *  Id. 

43.  SaifB— Patuitablb  Novblty  Evidknosd  by  Suocus  in  Rbplacimo  Cita* 

TiOM— The  patent  of  1887  did  not  independently  regulate  air  and  oil,  and  waa 
therefore  a  fiOlure,  and  waa  replaced  by  apparatua  made  under  the  1889 
patent,  which  were  entirely  aatia&ctory,  and  tUa  a  reaaon  for  anataining 
patent.  *AeraUd  JPVal  Compomjf  v.  Woodbury  Gloat  Compamp,  491. 
48.  Sam— Scon  or— Patentee  ia  entitled  to  all  the  adyantagea  incident  to  the 
patented  apparatua,  cyen  though  not  deaeribed  in  the  apeci&catton  or  origi- 
nally perceiyed  by  the  inyantor.  (Boborte  y.  Sjfor,  0.  D.,  1876, 439;  10  O.  G., 
304.)    «Jd. 

44.  iHVBNTORa—PiownR— Although  the  complainanta  haye  not  made  a  pioneer 

inyention  in  the  broad  aenae  of  the  term,  they  are  entitled  to  a  conatmction 
liberal  enough  to  coyer  a  machine  which  in  the  aame  art  performa  the  aame 
work  in  manner  almoat  identical.  *Loomer  tmd  StkoUtr  y.  0.  P.  Ford  4-  Co,, 
508. 

45.  GOBHAM— ^S^BAIN-BXNJOKR— APPLICATIOir  FOB   RBUSUK   RBJBOTBD— ORIOmaL 

PATXMTRBTOBirBD— Lettera  Patent  No.  159,506,  February  9, 1875,  to  Marqnia 
L.  Gorham,  haying  been  anrrendered  forareiaane,  which  reiaaue  application 
contained  olaima  eubatantially,  if  not  identically ,  the  aame  aa  the  olairaa  in 
the  patent,  together  with  other  claima  which  were  broader  than  the  daima 
in  the  patent,  and  which  broader  olaima  and  certain  of  the  other  olaima  aa 
well  were  r«({eoted,  and  which  certain  of  the  other  claima  are  here  aned  on, 
and  the  rejection  haying  been  acqnieaced  in  and  the  original  patent  returned 
to  the  ownera— *ifo(7onaicfc  Hwvooting  Maehino  Comj^trng  y.  C  AuUwmm  f 
Company  et «{.,  531. 

46.  Bbjxctbd  CLAUia  in  Rkissub  AppucATiOKS—ffa/d  that  the  aame  principle 

ia  applicable  to  a  reiaaue  proceeding  where  a  party  yoluntarily  reaubnita 
lua  patent  to  the  examination  and  roYiaion  of  the  Patent  Office  and  aoqui- 
caeca  in  a  rejection  of  claima  or  in  a  conatmction  placed  thereon  which  oper- 
atea  to  reat(ict ornarroi^  the  patent  that obtaina  in  aequieacencea  in n^eotiana 
upon  original  proceedinga;    */d. 

47.  8am»— Rbndbbbd  Void  ih  OniauTAL  FAtmsT^HM  that  by  the  preeentation 

of  claima  meaning  auuatantially  or  identically  the  aame  thing*  aa  the  olaima 

oogle 
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saed  on,  irhioh  were  rejected  and  the  rejeotton  aoqniesoed  in,  the  claims  sned 
on  had  heoome  destroyed  hj  the  reissue  proceeding^  and  the  patent  amended 
to  the  extent  of  the  original  claims  rejected.    *Id, 

48.  Samb— Samb— Patcntbb  Barbkd  vrom  AssertinoThbir  Yauditt  ik  Suit~ 

Beld  that,  after  an  adverse  decision  by  the  Patent  Office  on  certain  claims, 
the  patentee  or  his  sneceesor  in  right  and  interest  is  not  entitled  to  assert  the 
Talidlty  of  snch  claims  or  insist  upon  the  benefit  thereof  unaffected  by  the 
reissue  proceeding  and  adverse  action ;    *  Id. 

49.  Samb— Sajcb— Samb— JETeld  that,  claims  having  been  volnntarily  resubmitted 

to  the  revising  Jurisdiction  of  the  Patent  Office  by  an  application  for 
i«lssne,  which  repeated  them  literally  or  in  substance,  and  having  been 
rejected  or  adjudged  against  the  patentee,  not  on  formal  grounds,  but  for  rea- 
sons and  on  references  to  prior  patented  devices,  and  no  appeal  having  been 
prosecuted  ftrom  such  decision,  the  effect  of  such  adverse  decision  should  be 
regarded  as  fatal  to  said  claims  to  the  same  extent  as  their  rejection  upon 
the  original  application  would  have  been;    */d. 

80.  PATBliTEB  ATTBMPTINO  TO  EnLAROB    HI8    CLAIMS   BT   BBIUUB   MUST   TaKB 

CONSBQUBNCBS  ov  ADVBR8E  ACTION— J767d  that,  patentees  should  not  be 
allowed  to  experiment  and  take  chances  in  attempts  to  secure  reissues,  to 
extend,  enlarge,  or  broaden  their  inventions,  without  taking  the  risk  and 
sulijecting  themielves  to  the  same  rules  and  principles  which  apply  and 
govern  in  original  applications;    *rd. 

61.  Claims  Survivino  Bbvisort  Action  Upon  Application  for  Bbissdb 
Bbstbiotbd— Hsld  that,  if  the  claims  survived  the  revisory  action  and 
ntfeetton  thereof  by  the  Patent  Office  on  the  original  application,  still  the 
nnsuocessAil  attempt  made  in  the  reissue  proceeding  to  broaden  or  expand 
them  must,  upon  well  settled  principles,  be  held  to  so  limit  or  restrict  their 
eonstmction  as  to  exclude  what  was  thus  rejected  and  to  confine  them  to 
the  specific  devices  and  combinations  therein  described;    */d. 

68.  SAMih-ELBHBKTS  OF  A  COMBINATION— ITtfld  that,  where  the  elements  which 
go  to  make  up.  the  combination  of  a  claim  are  mentioned  specifically  and 
by  reference-letters  snch  specific  references  operate  to  confine  and  restrict 
the  claim  to  the  particular  devices  described ;    */d. 

63.  SuBaBQUBMT  Patbnts— Effbct  Upon  OmoiNAi^-AId  that  where  a  claim 
calls  for  a  particular  device,  the  procuring  by  the  patentee  of  a8nl)Be<in«nt 
patent  for  a  different  device,  which  the  defendants'  device  resembles,  oper- 
ated at  least  as  a  recognition  on  the  part  of  the  patentee  and  of  tlie  Patent 
Offloe  that  there  is  a  patentable  difference  between  the  two,  which  may  be 
flUrly  invoked  to  limit  the  patent  to  the  specific  means  described  in  the 
claim.    */d. 

64»  iNFBiNGBMBMT— Construction  of  Patbnt— The  Supreme  Court,  construing 
the  claims  of  the  telephone  patent,  says:  "The  claim  is  not  for  these 
several  things  in  and  of  themelves,  bnt  for  an  electric  telephone  in  the 
construction  of  which  these  things  or  any  of  them  areu8ed,"and  this  clearly 
includes  the  devices  of  defendants,  and,  fhrthermore,  the  Court  was  not 
disposed  to  disregard  the  adjudications  against  the  infringing  devices,  as  in 
AfMtican  Bell  TOephome  Company  v.  Chuhwuiny  (C  D.,  1888^  555;  45  O.  G., 
1196)  86  Fed.  Bep.,  488.)  ""Ameriean  Bai  TeUpkane  Company  Cmhman  at 
ol..  546. 

66.  Claims  Construbd  in  thb  Light  of  thr  Art— There  is  no  support  for  the 
proposition  that,  for  the  purpose  of  preserving  the  possibility  of  a  function 
which  the  patentee  had  repudiated  before  the  patent  issned,  the  claims, 
tbongb  worded  differently,  should  be  so  read  as  to  cover  only  the  exact 
oonstmetion  and  relation  of  parts  illustrated  in  the  drawings.  }fe$iem 
Jffsslrto  C&mptmy  v.  Sp$np  EleotHc  Camp^wy  el  tU.,  57S.  ^ 


710  DIGEST  OF  DECISIONS. 

CONSTRUCTION  OP  SPECIFICATIONS  AND  PATENTS-Oontiiined. 
66.  IMPROVKMENT  AS  AN  Infrinokxknt— Although  the  defendanto'  improTement 
be  ftn  inrented  addition  to  tho  devioe  in  the  oomplain«it*t  patent,  and  pat- 
entable ae  an  independent  inrention,  yet  a  patent  for  the  impiOTement  doea 
not  carry  with  it  the  light  to  nae  the  oomplainanVs  invention.  *^flMrios» 
Bell  Telephone  Company  ▼.  Brawn  Telephone  and  Telegraph  dmpamif  ei  al,,  607. 
57.  Progekdino  in  thb  Patent  Office— Estoppel— Construction  of  a  Narrow 
Claim— Broadened  Reissue— Where  it  appears,  on  an  examination  of  the 
file-wrapper  and  contents  of  the  original  application,  that  the  appHeant 
sought  broad  claims,  but  narrowed  them  on  citation  of  references  and  r^eo* 
tion  by  the  Patent  Office  in  order  to  obtain  the  patent,  Heid  that  the 
patentee  luid  those  holding  under  him  are  estopped  thereby  firom  insisting 
upon  such  construction  of  the  allowed  claim  as  would  cover  what  had  been 
previously  rejected,  and  also  reissuing  to  broaden  such  narrow  olaim  by 
including  what  had  been  previously  rejected  and  canceled  in  the  original 
application.  *Corbin  CdHnet  Lock  Company  v.  Bagle  Look  Comjfanjff  6U. 
68.  Fault  in  Pioneer  Machine— The  fact  that  the  pioneer  machine,  when  first  pro- 
duced, failed  to  produce  an  absolutely  perfect  'linotype,''  which  fault  was 
remedied,  however,  by  the  patentee,  sud  perfect  Justification  produced  by 
improved  machines  subsequently  miide  by  others,  is  no  reason  for  denying 
relief  to  the  pioneer  patentee  to  the  fbll  extent  of  his  invention.  *ifarfs»- 
ihaler  Linotype  Company  v.  Preee  Pabliekiny  Company  et  al.,  686. 

CONSTRUCTION  OF  STATUTES.  See  Ahdndoned  JppHcationt,  1 ;  Ahanienoi  Invem- 
Hone;  AgreemenUf  1;  Caveate;  Damagee  and  ProfiUf  6;  Doeigne,  8,  14,  15; 
Final  Fee;  Interference,  26,  26;  Interfering  2*atent$,  1,8;  JnrUdietion  of  Fed- 
eral Conrte;  Labele;  Limitation  of  United  Staiee  Patent  by  Foreign  PaimU  Pre- 
viously Granted,  9, 12, 18;  Marking  Unpatented  Artiolet  "Patented;"  Oath,  2,  i; 
Printe,  1,  2;  Snhpamae;  SniU  for  Infringement,  12;  Suiie  under  S^ion  4915, 
Pariionlar  PatcntM,  12;  Benieed  Statntee;  WUneeees  to  Application.' 

CONTRACTS.  See  Agreementt,  2;  Aaeignmente,  5,  7;  Delay  in  Bringing  Salt,  1. 
Contract— CoNSTRUCTiQN  of— It  is  only  a  latent  ambiguity  which  may  be 
explained  by  evidence  alinnde.  Doubts  apparent  upon  the  faoe  of  an  instra- 
ment  must  bo  resolved  by  the  court,  resorting,  if  necessary,  to  the  rule  that 
a  grant  expressed  in  doubtful  words  shall  be  construed  most  strongly  against 
the  grantor.  *Adrianoe,  Piatt  4-  Co,  v.  McCormiok  Hareeeting  Machine  Co»- 
pany  et  al.,  382. 

CONVENTION  OF  DECEMBER  11, 1871.    See  Trade-Marke,  27. 

COPIES  OF  PENDING  APPLICATIONS. 
Practice— Cbrtifird  Copies  of  Prndino  Application— The  Office  is  not  war- 
ranted in  furnishing  copies  of  the  papers  in  a  pending  application,  except 
to  parties  in  interest,  unless  advised  by  a  court  of  coniiietent  jurisdiction, 
having  a  case  before  it,  that  evidence  of  this  sort  within  the  possession  of 
the  Office  is  essential  to  the  proper  decision  of  the  case.  Ejs  parte  Amtrletm 
Bell  Telephone  Company,  46. 

COPYRIGHTS.    See /'rts<«,  1,  2. 

CORPORATIONS.  See  Injunction,  IB;  Liceneee,  2,  3;  Marking  Unpatented  Artieiee 
"Patented,"  3;  SuiU  for  Infringement,  8;  Trade- Marke,  %,  22,  29. 

COSTS  OF  SUIT.    Sec  Suite  for  Infringement,  13. 

COURTS  OF  APPEALS  OF  THiJl  DISTRICT  OF  COLUMBIA.    See  Interference,  28. 

COURT  OF  CHANCERY.    See  Agreemente,  2. 

CROSS-REFERENCES.    See  Amendmente,  1. 

DAMAGES  AND  PROFITS.    See  Deeigne,  15;  InfHngement,  22. 
1.  Nominal  Damages— Evidrncr— Plain  till;  owning  a  patent  for  two  improTo- 
monts  in  fruit-driers,  sued  for  the  infriugouient  of  but  one.    HM  thai  nmiii- 
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DAMAGES  AND  PBOFTTS-Continned. 

nal  damages  only  were  reeoTerable  where  the  evidence  showed  only  the 
amount  of  a  license<fee  for  both  devices  and  the  profits  to  be  made  in  mann- 
fftctnring  fruit-driers  containing  both  improvements.  *Hunt  Bro$.  FrwU  Patlk- 
<«9  GmnpAiiy  v.  Cauidp,  262. 

2.  iNnoNaBMSMT— Damaoes— A  lump  som  claimed  by  defendant  for  '' elerk-hire, 

selling  expenses,  rent,  and  insurance/'  resting  altogether  upon  an  arbitrary 
apportionment  of  the  expenses  connected  with  his  general  business,  where 
no  separate  account  was  kept  connecte4  with  the  particular  branch  of  the 
business  employing  the  invention,  and  affording  no  way  of  testing  its  accu- 
racy, should  not  be  allowed.    ^-Saffre  v.  Snott,  896. 

3.  Sams— Damaqbs— A  sum  paid  by  the  defendant  for  patents  under  which  he 

claims  to  operate  and  the  cost  of  his  patterns  should  be  disallowed,  as  such 
purchases  remain  his  property.    *Id. 

4.  Samb— SAM»~Where  the  entire  value  of  the  infringing  machine  made  and  sold 

by  the  defendant  is  due  to  the  invention  covered  by  the  patent  in  suit,  the 
plaintiff  is  entitled  to  the  whole  profits  realized  by  the  defendant.    *Id. 

5.  Mkasurx  or  Damages— Profits  Rbcovebable  to  Date  of  AcoouirnNG — 

Although  the  bill  for  infringement  was  filed  in  1886,  the  infringement  con- 
tinued after  the  filing  of  the  bill  and  passage  of  the  act  of  February  4, 
1887.  Held  that  the  complainant  is  entitled  to  the  total  profits  resulting  to 
the  infringer  to  the  date  of  the  accounting,  (Marth  v.  NickoU  €t  al,,  G.  D., 
1889,  263;  46  O.  G.,  2S9;  128  U.  S.,  606,)  even  in  the  absence  of  proof  that  the 
entire  profits  were  attributable  to  the  use  of  the  design.  (Act  of  February 
4, 1887.)    *  Untermeg&r  v.  Freund,  664. 

DATE  OF  FILING  APPLICATION.    See  Limitation  of  United  Statei  Patent  hp  For- 
eiffn  Patent  Preniouily  Qranted,  9. 

DEATH  OF  APPLICANT  FOR  PATENT.    See  Amendment  hy  Attorney  After  AppU- 
eant^e  Death;  Patente  to  Dead  Men. 

DECREE.  See  Appeal  to  the  Circuit  Court  of  Appeals,  1;  Injunetion,  12. 
Appbals-Jurisoigtion— Decree  Against  One  only  of  Several  Defend amts— 
Where  it  appeared  that  the  decree  in  the  Circuit  Court  was  against  only  one 
of  several  defendants,  Beld  that  the  suit  was  still  pending  and  undetermined 
against  the  other  defendants,  that  the  decree  was  not  final,  and  that  the 
Supreme  Court  had,  therefore,  no  jurisdiction  of  the  appeal.  *Hohor$tY. 
Bamburg-Amerioan  Packet  Company,  273. 

DEFENSE.    See  Appeal  to  the  Circuit  Court  of  Appeals,  2;  Infringement,  18;  I^funo- 
Hon,  25;  Model;  Prior  AtffudUsation;  Suite  for  Infringement,  6, 10,  11, 12. 

DELAY.    See  Jurisdiction;  Marking  Unpatented  Articles  **  Patented,"  1,  2,  4;  Oath, 
1;  Prioritg  of  Invention,  1. 

DELAY  IN  APPLYING  FOR  INJUNCTION.    See  InjuncHon,  6. 

DELAY  IN  APPLYING  FOR  REISSUE.    See  Reissues,  4. 

DELAY  IN  BRINGING  SUIT.    See  Demurrer,  1;  Injunction,  12. 

1.  Contract— Rkuef— Statute  of  Limitations— Laches— Where  the  complain- 

ant claimed  to  have  disclosed  his  process  to  the  defendant  on  the  promise 
that  no  use  would  be  made  of  it  without  his  consent,  and  the  bill  seeking 
relief  thereon  was  not  filed  until  some  fourteen  or  fifteen  years  later,  Held 
that  this  lapse  of  time  not  only  constitutes  a  bar  such  as  the  statute  of  limi- 
tations interposes,  but  shows  such  laches  as  will  clearly  preclude  any  right 
of  relief.    *  Leggett  v.  Standard  Oil  Company,  345. 

2.  Delay  in  Bringing  Suit— Poverty  No  Excuse— Poverty  or  pecuniary  embar- 

rassment of  a  party  is  not  a  sufilcient  excuse  for  postponing  the  assertion  of 
his  rights.    {Hayward  v.  National  Bank,  96  U.  S.,  611,  618.)    *  Id. 
I>ELAY  in  PILING  APPLICATION.    See  Interference,  4.  C OOalp 

JOELAY  IN  FILING  MOTION  TO  DISSOLVE  INTERFERENCE.    S^^Indrfm4til, 
19,20. 
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DELAY  IN  PROSECUTING  AN  APPLICATION.    See  Abandon^  AppUeaHom,  d. 
DEMURREB.    See  Tnjunetion,  12,  13;     MarhiHg  ArUele$  *' PiUemUd;"   SviU  fur 
Infringementf  6,  10^  11. 

1.  Dbmurribr— Laches— The  mere  fact  that  eight  yean  elapsed  between  the  ren- 

dition of  a  judgment  declaring  a  patent  valid  and  the  filing  of  a  bill  to 
restrain  its  infringement  does  not  render  the  bill  demnrrable  on  the  gronnd 
of  laches.    "^ Bragg  Mannfac^ring  (kmpany  y.  Ct<y  of  Hair\fwd,  612. 

2.  Suit  vob    Ixfrinobmbkt— Demdrrbb  fob  Want  op  PATBirrABiUTT~On 

demurrer  to  a  bill  for  infringement  the  patent  will  be  declared  invalid  for 
want  of  novelty  appearing  on  its  face  only  where  the  ease  is  ft«efrom 
donbty  and  the  court  will  only  take  jndicial  notice  of  matters  within  the 
fleld  of  common  knowledge.    ^Hatdim  v.  Primrote  et  al.,  544. 

3.  Samb— Plbading — Demurrer— In  a  bill  for  infringement  the  omission  to  aver 

that  the  invention  had  not  been  patented  or  described  in  any  printed  publi- 
cation in  this  or  any  foreign  country  before  the  date  of  the  invention  is  b 
defect  of  form  which  may  be  taken  advantage  of  by  special  demurrer.    */d. 
DESCRIPTION.    See  Con$truoHon  of  Spoeifloation*  and  PatemU,  32;  Drawiago. 

SUFTICIBNCT    OP    DBSCRIPTIOM— OMISSION   TO    EXPLAIN  THE  CAUSES  TO  WHICH 

THE  IMPROVEMENT  WAS  DuE— The  patent  clearly  describes  and  claims  the 
construction  of  the  invention  whereby  the  improvement  in  the  art  of  glass- 
annealing  is  accomplished;  though  the  de&criptiou  is  silent  as  to  the  philo- 
sophical principles  which  cause  the  invention  to  produce  the  improved 
annealing.  Held  that  the  description  is  sufficient  and  that  the  patentee 
ought  not  to  lose  the  statutory  benefits  of  his  invention  because  he  was 
perhaps  not  aware  to  what  the  improvements  eflfected  by  his  device  were  due. 
*  Dixon,  Woodi  Company  v.  PfHfer,  411. 
DESIGNS.  See  Damagea  and  ProfiU,  6;  Partioalar  PaienU,  12,  77,  79,  81;  TWufe- 
Ifarka,  10,13. 

1.  Utility — In  an  application  for  design  patent  the  question  whether  its  utility 

warrants  the  granting  of  the  patent  is  a  question  of  merit  and  not  snbjeet- 
matter  for  interlocutory  appeal.    Ex  parte  Walter,  26. 

2.  Dbsions—Subject-Matter— Premature  Petition— Where  a  petition  was 

taken  from  the  action  of  the  Examiner  objecting  to  the  claims  as  not  setting 
forth  proper  subjects-matter  for  a  design,  no  repetition  of  such  action  hav- 
ing been  made,  Hold  that  the  petition  was  prematurely  taken  and  that  tbe 
Examiner  should  have  made  his  reasons  for  objecting  to  the  claims  the  basis 
for  a  rejection.    Ex  parte  Bishop,  48. 

3.  Same— Patentability— UTiLiTT—In  determining  the  patentability  of  a  design 

for  a  new  and  original  shape  or  configuration  of  an  article  of  manafaetore 
its  utility  is  an  elemeut  for  consideration.  {Leknbeaior  v.  Holtkaue,  C.  D., 
1882,  263;  21  O.  G.,  1783;  105  U.  S.,  94.)  ^Smitk  et  al  v.  Wmmtm  Saddle 
Company,  324. 

4.  Same— Sabie- Mere  Selection  and  Adaptation  Insupficient— The  exereise 

of  the  iuventive  or  originative  faculty  is  required  in  the  prodnction  of  a  pat- 
entable design,  and  a  person  cannot  be  permitted  to  select  an  existing  fonn 
and  simply  put  it  to  a  new  use  any  more  than  he  can  be  pennitted  to  take  a 
patent  for  the  mere  double  use  of  the  machine.  If,  however,  the  selection 
and  adaptation  of  an  existing  form  amount  to  more  than  the  exercise  of  the 
imitative  faculty  and  the  result  is  in  effect  a  new  creation,  the  design  may 
be  patentable.    *id. 

5.  Same— Samb— Same— The  patent  being  for  a  design  for  a  riding-saddle,  and  the 

evidence  showing  that  the  form  of  tree  was  that  of  one  known  type,  the 
form  of  cantle  that  of  auother  known  type,  and  that  the  central  open  slot 
was  old,  Held  that  the  presence  or  absence  of  the  slot  was  BOt  material  and 
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that  the  addition  of  a  well  known  cantle  to  a  known  saddle,  in  view  of  the 
fact  that  Bnoh  nse  of  the  cantle  wae  common,  did  not  in  itself  involve  genins 
or  invention  or  result  in  a  patentable  design.     *ld, 

6.  Sams— Tmt  of  Idrntity— The  true  test  of  identity  of  designs  is  sameness  of 

appearance — ^that  is,  sameness  of  effect  upon  the  eye  of  an  ordinary  observer 
hring^g  to  the  examination  of  the  article  upon  which  the  design  has  been 
placed  that  degree  of  observation  which  men  of  ordinary  intelligence  give. 
•Id. 

7.  Saub— DiFFBRKNCB  IX  FoRM— INFRIMOEMKNT—The  only  new  feature  of  the 

patented  design  being  the  sharp  drop  of  the  pommel  at  the  rear,  wliile  the 
saddles  of  the  defendants  have  only  aelight  curved  drop  at  the  rear  of  the 
pommel,  Heid  that  the  difference  was  so  marked  that  the  defendants'  saddle 
oould  not  be  mistaken  for  the  saddle  of  the  complainant,  and  that  there  was 
therefore  no  inMngement.    *Id. 

8.  Models  of  Dbsigxs— Section  4930,  Revised  Statcttes  of  the  United  States 

Construed— The  discretion  of  the  Commissioner  of  Patents  is  not  limited 
by  the  statute  to  dispensing  with  the  model  of  a  design.    Ex  parte  Awao- 

9.  Drawings  and  Photographs  of  Designs— Rule  83  Construed— Rule  83  is 

not  'Mttconsistent  with  law,''  (R.  S.  483,)  and  it  has  all  the  force  of  a  stat- 
Ete.    Id, 

10.  Same— Rule  88  Interpreted— The  chief  draftsman  is  the  proper  person  to 

decide  whether  a  line-drawing  can  be  made  of  a  design.    Jd, 

11.  Same — Fac-Simiijes— Granting  the  fact  that  fac-aimilei  may  be  received  as 

models  or  specimens,  the  question  as  to  whether  a  line-drawing  or  photo- 
graph should  be  furnished  is  not  aft'ected  thereby.    Id. 

12.  Objection  to  Claim— Rejection— An  ohjeetion  to  a  claim  for  a  design  that 

it  is  not  single;  that  it  fails  to  set  up  any  article  of  manufacture,  but,  on 
the  contrary,  calls  for  three  separate  articles  aggregated,  is  one  pertaining  to 
the  merits  and  should  therefore  have  been  a  rejection.    Ex  parte  M^em,  103. 

13.  Patentability  of  Designs— Double  IIsk- If  the  design  in  the  patent  con- 

sists merely  in  the  transfer  of  an  old  form  for  a  design  or  its  mere  atlapta- 
tion  by  imitation  from  one  kind  of  manufacture  to  another  kind,  it  is  not 
an  invention,  and  the  patent,  therefore,  is  void;  but  if  the  adaptation  is 
more  than  the  exercise  of  the  imitative  faculty,  and  this  result  ia  in  effect  a 
new  creation,  the  design  is  an  invention  and  is  patentable.  Smith  v.  H'hit- 
mam  Saddle  Co.,  anU,  324 ;  63  O.  G.,  912 ;  148  U.  S.,  674.  •  Untermeyer  v.  Freund, 
064. 

14.  Statute  of  February  4,  1887,  in  Regard  to  Dksign  Patknth— The  act 

of  February  4,  1887,  entitled  "An  act  to  amend  the  law  relating  to  patents, 
trade-marks,  and  copyrights,"  which  inter  alia  imposes  a  penalty  upon  *an 
infringer  of  a  design  patent  to  be  recovered  by  the  owner  of  the  patent  upon 
a  bill  in  equity  for  an  iiyunction  to  nmtrain  such  infringement,  examined 
and  Held  to  be  constitutional.  Hoot  v.  Railway  Co.,  C.  D.,  1882, 167 ;  21 0.  G., 
1112;  106 U.  S.,  189, 206;  St«vm9Y.  Gladding,  17  How,  454,  and  Steeena  v.  Cady, 
2  Curt,  20.  •7<J. 
16.  To  Enlarge  the  Remedy  against  Infringers  op  Dksign  Patknts— Profits 
Resulting  to  an  Infringer— The  act  of  February  4,  1887,  was  passed  for 
the  manifest  purpose  to  enlarge  the  remedy  ngninst  infringers  of  dcHigrn 
patents  and  to  declare  that  the  measure  of  ])ro(its  recoverable  on  account  of 
the  infringement  should  be  consitlered  to  bo  the  total  net  profits  upon  the 
whole  article.  The  nile  which  the  act  declarers  for  the  computation  of 
profits  is  the  total  profit  from  the  mannfaotnre  or  sale  of  the  article  to  which 
the  design  waa  applied,  as  diHtingiiiHbed  from  the  pro-existing  rule  of  the 
profit  which  could  be  proved  to  bo  attributable  to  the  design.    */d. 
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DILIGENCE.    See  Interference,  i;  PHortty  of  Invention,  8;  RedueHon  to  PraeHee,  1. 

1.  PBACTICB— EVIDXNCX  OP  DiSCLOSURB  AND  REDUCTION  TO*  PRACTICE  ABROAD— 

What  an  applicant  haa  done  abroad  by  waj  of  diadoeure  or  redaction  to 
practice  is  not  pertinent  to  the  question  as  to  whether  he  exercised  reason- 
able diligence  arising  in  an  interference  in  the  office.    Petere  t.  HU^,  4. 

2.  What  Constitutes  Dub  Diugencb— The  person  who  first  conceived  a  com- 

paratiyely  simple  improTement  in  power-presses  for  bookbinding  made  a 
rongh  sketch  of  it  within  a  few  months.  Three  yean  after  his  first  concep- 
tion he  had  working  drawings  made,  and  six  months  thereafter  a  machine 
was  manufactnred.  He  excused  the  delay  by  asserting  that  he  could  neither 
afford  to  buy  the  necessary  tools  sooner  nor  use  them  in  his  small  shop.  His 
reason  for  not  having  the  machine  made  at  another  shop  was  that  he  would 
have  made  no  profit  on  machines  made  by  others  according  to  his  invention. 
Held  that  he  did  not  use  due  diligence  so  as  to  entitle  him  to  a  patent  as 
against  one  who  conceived  the  invention  later,  but  reduced  it  to  practice 
sooner  than  himself.    *Ckri»iie  v.  S^hold,  515. 

DISCLAIMERS.  See  Conatruetion  of  Sped/ieatione  and  PatenU,  21 ;  Intfrferenee,  24 ; 
Limitaiion  of  United  Statee  Patent  by  For^n  Patent  Preriousljf  Granted,  7. 
Disclaimers-Mechanical  EQUiVALENTS—In  Letters  Patent  No.  172,608,  issued 
January  25, 1876,  to  John  W.  Cassidy,  for  an  improvement  in  fruit-driers,  the 
patentee  first  claimed  ''spring  or  other  catches,"  but,  on  an  objection  that  his 
application  was  not  in  proper  form,  amended  by  striking  out  "or  other." 
Held  that  this  was  not  a  disclaimer  of  gravity-catches,  which  were  known 
mechanical  equivalents  for  spring-catches.  *Hunt  Bro9.  Fruit  Packing  Com- 
panjf  V.  Caeeidy,  262. 

DISCLOSURE  OF  INVENTION  ABROAD.    See  Diligence,  1. 

DISCLOSURE  OF  INVENTION  TO  ATTORNEY.    See  InUrferenoe,  5. 

DIVISION  OF  APPLICATION.    See  Comhiuation  Claimi,  2;  Conetnuaion  of  Spedji- 
eatione  and  Patent;  38;  Drawinge;  Examination  of  Jpplicaiione,  2. 

1.  Division— Process  and  Apparatus—Office  Cijissification— As  a  general  rule 

claims  for  a  process  and  claims  covering  means  foe  carrying  out  such  proceaa 
may  be  joined  in  one  application;  but  when  the  process  belongs  to  one  divi- 
sion of  the  oflice  and  the  apparatus  to  auotlier  Joinder  should  not  be  per- 
mitted.   Ex  parte  Evereon,  73,   « 

2.  Samb— Dbvicbs  Claimed  SkpakatelV  and  in  Combination— Where  certain 

devices  were  claimed  separately  and  alsp  in  combination,  Held  that  divisiou 
should  not  be  required  unless  one  or  each  of  such  devices  could  be  used  in 
other  relations  and  belonged  to  a  class  that  had  acquired  a. distinct  status  in 
manufacture  and  trade.    Ex  parte  Learned,  84. 

3.  Same— Same— Use  in  other  Relations— Where  the  devices  claimed  were 

parts  of  a  watch  mechanism,  Held  ihat  a  use  in  a  watch  mechanism  of  * 
different  type  would  not  be  a  use  in  other  relations.    Id, 

4.  Suspension  of  Divisional  Application  from  Issue— When  only  one  of  sev- 

eral divisional  applications  is  in  condition  for  allowance,  it  is  contrary  to 
the  recent  decisions  and  practice  of  the  Office  and  inconsistent  with  Rule  106 
to  withhold  such  application  from  issue  until  all  the  other  divisional  impli- 
cations are  ready  for  allowance.    Ex  parte  Drawhaugh,  85. 

5.  Simultaneous  Issue  of  Divisional  Applications— The  doctrine  announced 

in  ex  parte  Holt  (C.  D.,  1884,  43;  29  O.  0.,  171,)  that  all  the  divisions  of  an 
application  should  be  passed  to  issue  simultaneously,  overruled.    Id. 

6.  Whai  May  be  Claimed  in  a  Divisional  Application- A  divisional  applics- 

tion  should  only  contain  matter  carved  out  of  the  parent  case;  but  if  the 
matter  has  been  fully  disclosed  in  the  earlier  application,  although  not 
reached  by  any  claim  or  statement  of  invention,  such  disclosure  should  be 
sufficient  to  secure  to  the  applicant  the  beneiit  of  the  date  of  the  parent  < 
Ex  parte  Henry,  B8. 
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DinSIOK  OF  APPLICATION— Continned. 

7.  SUPPLBMXNTAL  Oath— ORIGINAL  Oatr  Changkd— The  matter  claimed  addi- 

tional to  irliat  iras  claimed  in  the  parent  oaae  should  always  be  supported 
by  a  proper  supplemental  oath,  or  if  claimed  in  the  dlTisional  application  as 
first  filed  the  oath  prescribed  by  Rule  46  should  be  correspondingly  changed. 
Id. 

8.  DiYisiOK— Machines— Elbvatbb  Railway  and  a  Sprino-Truok— Where 

the  respective  structures  hare  reached  definite  places  in  the  arts  and  in  the 
Office  classification,  they  cannot  be  claimed  in  the  same  application.  Ex 
parU  Karff,  120. 

9.  Bamx.— Prockss  and  Produot— Where  it  appears  that  the  process  can  produce 

no  other  product  and  the  product  can  be  produced  by  no  other  process,  the 
prociss  and  product  are  parts  of  one  invention,  and  division  should  not  be 
required.    Ex  parte  Demeny,  125, 

10.  8amb— Patent  for  Process  and  Product— Where,  if  the  application  were 

a  patent  containing  claims  for  a  process  and  product,  it  woold  not  be  Invalid 
because  of  independent  inventions,  division  ordinarily  ought  not  to  be 
required,  and  not  unless  some  exceptional  burden  would  be  placed  upon  the 
Office  in  conducting  the  examination,    /d. 

11.  Same— Inventions  Classified  in  Different  Divisions— Where  the  inven- 

tions are  classified  in  different  divisions,  such  mere  difference  of  the  loca- 
tion of  the  invention  in  the  Office  classification  is  not  the  sole  test  in  deter- 
mining the  question  of  division.    Id. 

12.  Same— Confusion  and  Litioation  of  Two  Patents  in  a  Case  Like  This 

TO  BE  Considered— The  confusion  and  litigation  likely  to  follow  the  grant 
of  two  patents  in  a  case  like  this,  which  might  come  into  the  hands  of  sepa- 
rate owners,  neither  having  the  fall  ei^oyment  of  the  right  to  work  his  own^ 
if  both  be  valid,  and  the  doubt  cost  upon  the  validity  of  both,  are  more 
important  considerations  than  the  suggestion  that  the  inventions  are  classi- 
fied in  different  divisions.    Id, 

13.  Same— A  General  Rule— Discrktion  of  the  Office  in  the  Requirement 

OF  Division— Within  the  limits  of  validity  of  the  grant  claims  for  distinct 
but  dependent  inventions  may  be  Joined  in  the  same  application  or  be  made 
in  separate  applications,  at  the  option  of  the  applicant.  This  general  rule 
leaves  to  the  discretion  of  tlic  Office  the  requirement  of  division  in  those 
exceptional  cases  in  which  the  inconvenience  resulting  from  a  single  appli- 
cation amounts  to  the  necessity  to  divide,  and  leaves  room,  also,  for  the  exer- 
cise of  that  inherent  discretion  necessarily  left  on  this  subject  to  the  Office. 
Btnnet  v.  Fourier,  8  Wall.,  445.    Id. 

14.  Same— Process  and  Product— Where  the  Examiner  stated  the  issue  to  be 

whether  articles  mails  by  numerous  processes  other  than  the  applicant's  pro- 
cess can  be  claimed  in  tlie  same  application,  Held  that  if  the  issue  is  cor- 
rectly stated  it  is  in  effect  equivalent  to  a  decision  that  the  product  is  old, 
and,  tliis  being  the  case,  the  claims  for  the  product  could  never  pass  to  issue 
at  all,  either  in  tliis  or  in  a  separate  application.    Ex  parte  Kny,  131. 

15.  Same— Same— Practice— It  is  in  the  direction  of  good  practice  to  forbear  to 

order  division  between  process  and  product  claims  unless  in  the  exceptional 
coses  alluded  to  in  ex  parte  Demvny,  ante  125;  64  O.  6.,  1649.    Id. 

16.  Same— Same— Rule  41  C0N8ruuEi>— The  words  "mutually  contribute  to  pro- 

duce a  single  result''  arc  not  confined  to  the  result  of  the  process,  but  to 
the  ultimate  result  with  a  view  to  which  the  whole  invention  was  made.    Id, 

DOUBLE  USE.    See  Particular  PatenU,  21. 

DRAFTSMAN.    See  iMHgnt,  10. 

DRAWIl^GS.  See  JmendmenU,  S;  Conetrndion  of  SpeeifioatUme  and  Patente,  11, 12, 35, 
65;  Deeigne  9,  10,  11 ;  Diligence,  2;  Interference,  19; Publie-Uee  Proeeedingi,2i 
EednctUm  to  Practice,  4.  -  *^y 
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DBAWINGS-Continaed. 
Cavobllation  of  Unnegbssabt  Drawings  and  Drscriptivx  Parts  of  an 
jUpplication— Where  an  application  originally  contained  claims  for  a  method, 
a  prodnoty  and  an  apparatnii  for  carrying  ont  the  method,  and  npon  an  Office 
requirement  of  divieion  the  applicant  cancelled  the  claims  for  the  api»a- 
ratns,  and  where  the  disclosore  of  the  apparatus  does  not  make  it  clearer  how 
the  method  might  he  carried  out,  Held  that  the  drawings  and  description 
of  the  apparatus  should  be  canceled.    Ex  parte  Hafely  and  ^edlefeea,  94. 

EMPL0T£.    See  LiomsM,  2,  3. 

EMPLOYER. 
Patents  Obtained  bt  Skillbd  Workman— Right  of  Emplotbb  to  Con- 
VBYANCB  OF— A  manufacturing  corporation  which  has  employed  a  skilled 
workman  for  a  stated  compensation  to  take  charge  of  its  works  and  to 
devote  his  time  and  services  to  devising  and  making  improvements  in 
articles  there  manufactured  is  not  entitled  to  a  conveyance  of  patents 
obtained  for  inventions  made  by  him  while  so  employed  in  the  absenee  of 
express  agreement  to  that  effect.  '^Daltell  ti  ah  v.  Duihw  Watek  Caw 
Man^faeturillkg  Cmnpanjf,  857. 

ENLARGEMENT  OF  CLAIMS.  See  Conetrueihn  of  Sp€o\fleaiian$  and  PaienU,  45, 
46,  47,  48,  49,  50,  51,  62,  53,  57;  ParticaJar  PaienU,  67;  PeU9ue$,  1,  2,  4,  6. 

EQUITY.    Q^  JgreemenU,  1;  Infiringemantf  23;  Juri$dietUm, 

EQUIVALENTS.     See  ComtractUm  of  8poo^fieaHon$  and  PaUnU,  8;  Ditclaiman. 

ESTOPPEL.    See  CoMtruetion  of  Speeifieation$  and  Patonto,  57. 

EVIDENCE.  See  AiaignmenU,  1;  Borden  of  Proof;  Ji^ngemeni,  8, 10;  InepeeH^n 
of  DefemdanU?  Faelor}f;  I  *erferenee,  21;  Marking  Unpatented  ArOelee  "  Pat- 
ented, 2;**  Suite  for  Infringement,  1,  2;  TeeHmony, 
Wrbn  a  Patrnt  Cannot  bb  ADMriTBD  Under  the  General  Issue  as  Antici- 
patory EviDEKCB  OF  THB  STATE  OF  THE  ART— Wliere  in  the. preparation 
for  trial  of  several  suits  it  was  agreed  by  the  parties  thereto  that  testimony 
taken  in  either  of  the  suits  might  be  use<l  in  either  of  them,  and  where  the 
complainant  introduced  a  patent  in  rebuttal  in  explanation  of  the  record  in 
one  of  the  eases,  bnt  it  was  not  mentioned  in  the  pleadings  of  eith^  pt^T 
and  no  testimony  was  given  in  respect  to  it,  such  patent  is  not  admiaaible 
under  the  general  issne  in  the  other  of  the  suits  as  an  anticipation  of  the 
patent  sneil  npon  without  an  amendment  of  the  pleadings  setting  it  up. 
*  Vermont  Farm  Machine  Company  v.  Gibeon,  421. 

EVIDENCE  OF  INVENTION.  See  Consirnetion  of  Specifieatiane  and  PatenU,  22^  23» 
24,  SO;  Foreign  Puhlioation;  Interference^  14;  Public  Seoognitian  Evidence  of 
Inventian;  Public  Uee;  Teetimong  taken  in  Foreign  Countriee. 

EXAMINATION  OF  APPLICATIONS.  See  Amendments;  Claime,  5,7;  ComhinaUon 
Claime;  Ditfieion  of  AppliooHon,  2,3,  4,  9,  10, 14,  15, 16;  Examimere,'  BeJsMMt, 
8,4;  Rejected  Caeee, 

1.  Practice— Demonstration  of  Opbrativbness  of  Inventions— The  Exam- 

iner's action  in  holding  that  no  testimony  as  to  the  operativeneas  of  an  inven- 
tion would  be  sufficient  to  warrant  the  withdrawal  of  the  objection  to  the 
granting  of  a  patent  unless  confirmed  by  personal  inspection  of  the  Examiner 
or  his  deputized  assistant.  Held  not  warranted  by  the  rules.  (Rule  76.) 
Ex  parte  Munn  ^  Co.,  48. 

2.  Practice— Division  of  Invention- Where  an  applicant  has  several  alleged 

divisional  applications  pending  at  the  juune  time  and  the  Examiner  holda 
that  there  is  no  proper  line  of  division  between  the  respective  applioationa, 
but  one  of  the  applications  is  ready  for  issue,  while  the  others  stand  r^ected 
on  references,  Held  that  the  proper  practice  would  be  to  pass  to  iasae  the 
application  ready  for  issue,  and  if  the  other  applioationa  be  fiirthfir  piMo- 
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EXAMINATION  OF  APPLICATIONS—Continued. 

cutod,  and  the  Examiner  still  be  of  the  opinion  that  there  is  want  of  divisi- 
bility between  the  cluims  of  the  respective  applications,  he  reject  them  for 
that  reason.    Ex  parte  Cahillf  78. 

EXAMINER  OF  INTEKFERENCES.    See  lutcrfm-enee,  1,  2,  21,  24;  Trado-Markn,  2. 

EXAMINERS.    See  Abandoned  Applications,  1;  Canstnction  of  SpoeiJicationM  and  Pat- 
ents,  19;  Designs,  2;  Examination  of  Applications ;  Petition  to  Commissioner,  I. 
Detail  of  Ex  aminers— It  is  the  settled  practice  of  the  Office  not  to  detail  Exam- 
iners to  sapervise  and  report  npou  tests  of  inventions  outside  of  the  city  of 
Washington.    Ex  parte  Munn  4"  Co.,  48. 

EXAMINERS-IN-CHIEF.    See  Interference  21,  24. 

EXCEPTIONS.    See  Suits  for  Infringement,  4. 

EXPERIMENTAL  USE.  See  Infringement,  18. 
Experimental  Device— Suspension  op— No  Abandonment  op  the  Inven- 
tion—Where  an  inventor  makes  a  discovery  and  reduces  it  to  successAil 
form  in  an  experimental  device  more  than  two  years  before  applying  for  a 
patent,  dismembers  the  device  and  lays  away  its  parts  for  reference,  bat 
never  uses  them  afterward  or  produces  them  in  evidence,  and  never  canses 
the  device  to  be  mannfactared  for  sale,  but  has  put  upon  the  market  in  large 
numbers  another  device  of  the  same  class  which  was  invented  later,  and 
although  he  made  no  earnest  effort  to  obtain  a  patent  until  he  saw  in  the 
art  a  device  embodying  his  discovery,  Heid  that  these  things  show  no  par- 
pose  to  abandon  the  invention,  because  so  long  as  it  was  not  in  public  use, 
and  no  one  else  hod  made  and  procured  a  patent  for  the  same  device,  his 
right  to  apply  for  a  patent  was  su1>ject  to  no  restriction.  *  Western  Eloctrie 
Company  v.  Sperry  Electric  Company  et  al,,  673. 

EXPERT  TESTIMONY.    See  InfHngemcnt,  7. 

EXPIRATION  OF  PATENTS.    See  Injunction,  12;  Limitation  of  United  States  Patent 
by  Foreign  Patent  Previously  Granted,  1;  Trade-Marks,  13» 

FEES.    See  Final  Fee. 

FINAL  FEE. 

1.  Practice— Final  Fee— Section  4885,  Revised  Statutes— No  discretion  is 

vested  in  the  Commissioiier  by  virtue  of  the  terms  of  section  4885  of  the 
Revised  Statutes,  to  accept  and  apply  a  final  fee  received  more  than  six 
months  after  notice  of  allowance  sent  to  the  applicant,  even  though  the  last 
day  of  the  six  months  falls  upon  a  national  holiday.    Ex  parte  Mills,  11. 

2.  Payment  of  Final  Ff.es— Time  Allowkh— Six  Calendar  Months— Under 

the  practice  of  the  Patent  Oftice  the  time  within  which  a  final  fee  may  be 
paid  is  six  calendar  months  from  the  date  of  the  notice  of  allowance.  Ex 
parte  Brown,  64. 

FIRMS.     See  Trade-Marks,  21. 

FIRST  AND  ORIGINAL  INVENTOR. 
Invention  Forgottkn  by  the  Inventor— He  May  Revive  It— Where  an  inven- 
tor had  forgotten  an  invention,  or  laid  it  aside  as  worthless— abandoned  it- 
he  had  the  right  to  take  it  up  again  and  proceed  as  if  he  had  then  first  made 
the  discovery,  so  long  as  its  abandonment  was  unknown  to  the  public. 
•  Western  Electric  Company  v.  Sperry  Electric  Company  et  al.,  573. 

FOREIGN  DISCLOSURE.    See  DUigence,  1. 

FOREIGN  INVENTION.    See  Interference,  14;  Public  Use. 

FOREIGN  OATHS.    See  Oath,  4. 

FOREIGN  PATENTS.    See  Limitation  of  United  States  Patent  by  Foreign  Patent  Pre- 
viously (iranted;  Particular  Patents,  5, 28, 75, 81. 

FOREIGN  PUHLICATION.    See  Interference  14 ;  Testimony  Taken  in  Foreign  Countries. 

Evidence  ok  Invkntion— Foreign  Printed  Pubucationob  Patent— What  is 

Not— The  so-called  publications  made  in  the  British  Offioial  Journal  and  the 

Gennan  Imperial  Gaeette  concerning  applications  for  patents  and  the  laying 
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FOEEIGN  PUBLICATION— Contiiiued. 

open  of  Bach  applications  to  public  inspection  do  not  oonstitate  either  pnbli- 
cations  of,  or  patents  for,  the  inventions  inrolved.  Parkin  and  Wright  ▼. 
JenneM,  64. 

FORFEITED  CASES.    See  Final  Fm. 

FORMER  DECISIONS  CITED.    See  Claim$,  6;  Con$truoiUm  of  SpedJieaHonB  and 
PatenUy  22, 25;  PartUi  to  8uU, 

FORMER  DECISIONS  CONSTRUED.    See  ComtrncHon  of  SpodJlcaHon*  and  PaU 
mt9,  7 ;  PeHHon  to  CommUHoner,  2. 

FORMER  DECISIONS  DISAPPROVED.     See    AppodU  to   0$   drcuU  Conrt  of 
AppeaU,!;  ParUeuUtr  PatenU,70, 

FORMER  DECISIONS  REVERSED.    See  Divinon  of  Application,  5;  Partieular  PtA^ 
onU,  20;  PaUnt$  to  Dead  Men, 

FORMER  SUITS.    See  Iftfunetion,  6. 

FUNCTIONS.    See  Claime,  1 ;  ConetmctUm  of  Spedjicatione  and  PaienU,  U,  15, 30,  55 ; 
If^ngementf  20. 

QRANT  OF  PATENT.    See  AitignmenU,  2,  3,  4 ;  PatenU  to  Dead  Men. 

HEIRS  OR  ASSIGNS.    See  PatenU  to  Dead  Men. 

IMPROVEMENTS.    See  ConetrMction  of  Spedficatione  and  PatenU,  1,  66;  Infringe- 
menu,  4. 

INFRINGEMENT.  See  AppeaU  to  ike  Circuit  Court  of  AppedU,  2;  CoiistrHoHoa  o/ 
Speoyicaiioneand  PatenU fS,3S,6i,b6;  Damagee  and  ProfiU;  Demurrer;  Do- 
eigne,  7,  14,  15;  /ii/«fio(ioii;  Inepeetion  of  Defendants  Factory;  Partieular 
PatenU,  11, 16, 19,  28,  24,  25,  26,  27,  29,  32,  S3,  85,  39,  41,  42,  43,  46,  49,  50, 
58,  56,  58,  61,  62,  68,  66,  71,  72,  79,  81,  82;  8uiU  for  JnfHngement;  Trade- 
Marki,  7,  8, 10,  11, 12,  18,  21 ;  Use  and  Sale  of  Patented  Artielee. 
1.  Construction  of  Procrss  Claim— Where  the  claim  is  for  "the  treatment  of 
the  prepared  rawhide  in  the  manner  and  for  the  purposes  set  forth"  and  the 
process  as  described  comprehends  "  the  removal  of  the  hair  from  the  hide 
by  means  of  sweating*'  and  further  avers  that  the  patentee  avoids  "thense 
of  lime,  acid,  or  alkali,''  a  treatment  which  omits  the  ''sweating"  but  uses 
the ''lining'' process  is  not  an  infringement.    *Eogerv.  Coupe  et  ah,  15i. 

3.  IKFRINOKMBNT^-BUKDKN  OF  PKOOF~The  burden  of  proving  an  infringement 

rests  on  complainant,  and  it  is  not  enough  to  show  that  defendant's  furnace 
ought  theoretically  to  perform  the  functions  covered  by  the  patent  sued 
upon;  butthefiMsts  must  be  shown.  *Siemene  etal,Y.  Ckamhere  f  MoKee 
Glaee  Compang^  214. 

8.  DiFFSRBNCKS    IK    MECHANICAL     StRDCTURK  AND  RESULT— InFRINOEMEXT.— 

Where  the  complainants'  instruments  differed  in  mechanical  structure  from 
those  of  the  defendnnt  to  such  an  extent  as  to  result  in  a  noticeable  differ- 
ence ill  the  tones  of  the  instramcnts,  calling  for  a  different  kind  of  trade, 
EM  that  there  was  no  infringement.    *Doh9on  v.  Cuhleg  el  al.,  330. 

4.  Improvement— Burden  OF  Proof— In  the  manufacture  of  infringing  devices,  if 

any  advantage  results  ft-om  the  use  therein  of  an  improvement  by  the 
defendant,  the  harden  is  upon  the  defendent  to  show  it.   *Sagre  v.  Soott^  396. 

5.  Infringement— Suit  by  Exclusive  Licensee  Against  Owner  of  Patent.— 

A  licensee  who  has  exclasive  right  to  manufacture  and  sell  a  patented  article 
can  maintain  a  suit  in  equity  against  the  patentee,  if  the  latter  is  guilty  of 
an  infringement  by  making  and  selling  himself,  to  redress  the  wrong  oocas- 
sioned  thereby,  and  such  suit  arises  under  the  patent  laws  of  the  United 
States.    *  Watennan  v.  Shipman  et  al,  449. 

6.  Same— Suit  by  Licensee- Combination  Between  Owner  and  Codkfbnd- 

ants— If  the  bill  of  the  licensee  who  has  the  exclusive  right  to  uiaunfactnre 
and  sell  a  patented  article  alleges  a  combination  between  the  owner  of  the 
patent  and  other  persons,  who  are  made  parties  defendent  with  the  owner, 
to  deprive  the  complainant  of  the  benefits  and  advantages  of  his  Hoenae,  and 
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INFRINGEMENT— Continnea. 

the  evidence  sbowe  that  a  license  granted  by  the  owner  of  the  patent  to  hit 
oodefendente  was  granted  by  him,  and  procured  by  them,  for  the  paramount 
purpose  of  preventing  the  complainant  from  enjoying  the  monopoly  con- 
ferred by  his  license  the  defendants  are  Joint  infringers  of  the  complainant's 
rights,  and  he  is  entitled  to  relief  against  all  the  parties  defendant.    *Id, 

7.  Same— Vaudity— Want  op  Novelty— Evidkxck— If  defendants  in  a  snit  for 

infringing  Letters  Patent  ]dend  want  of  novelty  and  set  up  in  their  answer 
and  offer  in  evidence  a  large  number  of  patents  prior  in  date  to  those  of  the 
complain  an ty  the  Court  will  not  examine  these  patents,  in  the  absence  of 
expert  testimony  to  t^xplain  them  or  to  indicate  what  they  contain  to  negative 
the  novelty  of  the  complaincint's  patents,  unless  the  character  of  the  inven- 
tion has  so  little  complexity  that  expert  testimony  is  not  required  for  that 
purpose.     •/<!. 

8.  Same— Want  of  Novelty— Evidence— In  a  suit  for  the  inftringemeut  of  Let- 

ters Patent  defendants  introduced  in  evidence  a  pamphlet  of  about  twenty- 
five  pages,  published  two  years  after  the  patents  were  issued,  entitled  "  An 
Expose  of  the  Assumptions  and  Business  Methods  of  a  Dealer  and  Keputed 
Inventor,"  which  was  prepared  and  published  by  a  rival  manufacturer, 
apparently  for  the  purpose  of  discrediting  the  inventions  of  the  complainant 
and  his  personal  character  and  business  methods.  The  greater  part  of  the 
pamphlet  w»us  scandalous  matter  irrelevant  to  the  issues.  The  author  tes- 
tified tl^at,  so  far  as  it  referred  to  the  patents  he  had  studied,  the  pamphlet 
correctly  expressed  his  views  respecting  the  same.  Held,  that  the  contents 
of  the  pam])hlet  could  not  be  considered  competent  evidence  npon  the  issue 
of  the  novelty,  and  that  complainant's  counsel  was  justified  in  refusing  to 
cross-examine  the  author.    *Id. 

9.  Change  of  Struct CJKE-I^etters  Patent  No.  So5,568,  issued  to  Alviu  T.  Simp- 

kins,  January  4, 1887,  for  Bakers'  Ovens,  are  not  infringed  by  a  device  having 
return-flues  beneath  the  baking-chamber  and  a  ledge  at  the  inner  ends  of 
these  flues,  which  forms  a  part  of  the  back  wall  of  the  oven,  and  which 
extends  six  inches  farther  forward  than  the  inner  end  of  the  baking-chamber. 
*8imp1cln8  v.  Petry  Pie  Company  et  aZ.,  461. 

ID.  Same— Evidence— Where  there  is  a  difference  between  the  construction  of  a 
patent  and  the  construction  used  by  the  defendant,  it  is  evidence  of  non- 
infringement where  the  device  of  the  defendant  does  not  accomplish  the 
results  of  the  patent.    */<!. 

11.  Omission  of  an  Element  of  the  Combination— Defendant's  alleged  infringing 
device,  made  under  and  in  accordance  with  Letters  Patent  No.  434,890, 
granted  to  Clifford  Saville  August  19, 1890,  and  which  shows  a  narrow  rein- 
forcing-strip  of  rubber  or  the  like  inserted  between  the  lapped  edges  of  the 
tubular  cushion  and  secured  thereto  by  coarse  stitching,  passing  through 
the  lapped  edges  and  inserted  piece,  does  not  infringe  complainants'  patent, 
since  the  defendant  does  not  employ  one  of  the  specified  elements — ^the  cord 
f— of  the  complainants'  construction.    *  Vinoent  et  al,  v.  Bigbg,  465. 

12.  Complainants  not  Entitled    Broadly  to   thi^ Benefit  of    the   Doc- 

trine OF  Equivalents— Complainants  are  not  entitled  to  claim,  broadly, 
the  benefit  of  the  doctrine  of  equivalents,  which  is  rightly  applicable  to 
inventions  of  a  primary  cliaracter,  Peyton  being  a  mere  improver,  structur- 
ally, of  an  old  and  commonly  used  device  and  applied  no  new  principle  and 
produced  no  distinctively  new  result.    */d. 

13.  Limitation  of  Claim— Letters  Patent  No.  207,068,  issued  August  13, 1878,  to 

Miller  Sc  Coll,  for  an  improvement  in  sheet-metal  cans,  is,  by  reason  of  the 
rejection  and  abandonment  of  a  broader  claim,  strictly  limited  to  the  form 
therein  described.    ^CoU  et  ah  t.  ScMoa,  473. 
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INFRINGEMENT— Continned. 

14.  Chamob  of  Stkucturk— The  above  patent  is  not  infringed  by  the  nee  of  cans 

haying  the  flange  of  the  heads  slightly  flared,  so  as  to  form  a  V-shaped 
groove  for  the  solder.    *Jd, 

15.  Samb— Cani>ls-6ha.fino  and  Finishing  Apparatus— The  patent  No.  330,300 

to  Anton  F.  Baiimer,  Noyeniber  10, 1885,  was  not  infringed  by  a  constrnctton 
which  had  a  single  die  at  on^  end  for  molding  the  oone-shaped  foot  after  the 
wax  has  been  softened  to  make  it  pUstio  and  a  cushion  or  bearing  whose 
sole  office  was  to  hold  the  tip  of  the  candle  while  the  candle  was  molding  at 
the  other  end  and  which  did  not  embraoe  the  body  of  the  candle.  "Bammer  t. 
TTiZZ  «<«{.,  489. 

16.  Patbntablb  Novelty  Qukstionbd — ''The  thing  being  old,  and  dies  for  mak- 

ing articles  in  character  being  well  known,  the  patent  would  seem  to  be 
dangerously  near  the  doctrine  of  the  bretsel  case."  (Citing  Butitr  v.  SUekel, 
C.  D.,  1890, 622;  53  O.  G.,  1090;  137  U.  8., 21, 29.)    'irf. 

17.  INVRINGBMRNT  NOT  AVOIDED  BY  Sljoht  CHANGE  OF  Structurr— The  infringe- 

ment is  not  avoided  by  so  attaching  the  gripping  device  that  it  may  be 
detached  when  required,  for  the  terms  "permanently  attached ''  in  the  claim 
import,  merely,  that  the  gripping  device  is  an  essential  part  of  the  car,  and 
not  that  it  is  incapable  of  removal.  ^Paoijte  Ciihle  Bailway  CostfMtiiy  v. 
Bnite  Ciijf  Street-Railway  Company,  i97. 

18.  Prior  Use— Bcrden  of  Proof— Whore  the  defense  to  an  infringement  suit  is 

prior  use,  the  burden  is  on  defendant,  and  it  is  not  sustained  where  the  evi- 
dence shows  that  the  aliegod  prior  use  was  only  for  experimental  purposes 
and  had  with  a  view  to  perfecting  the  device.    *Id» 

19.  Change  of  Structure— Letters  Patent  No.  450,882  were  issued  April  21, 

1891,  to  W.  H.  Christie,  for  a  bookbinder's  press  in  which  the  platen  oould  be 
quickly  run  up  by  hand  without  mov  ing  the  power-driving  mechanism.  The 
patent  was  granted  after  a  decision  in  Christie's  favor  upon  an  interference 
with  an  application  by  Charles  Seybold.  In  the  Seybold  invention  the  plea- 
sure was  obtained  by  a  vertical  screw,  and  transmitted  to  the  platen  by 
means  of  removable  pipes  of  different  lengths  to  suit  the  size  of  the  bundle. 
In  the  Christie  invention  the  power  was  obtained  by  a  lever  and  pawl  oper- 
ating in  connection  with  a  ratchet-wheel,  pinion,  and  rack-bar.  In  both 
inventions  the  platen  was  balanced  by  weights.  The  interferenee  was 
declared  on  a  claim  for  a  "platen  detachably  connected  with  the  power-driv- 
ing mechanism  and  provided  with  a  oounterbalancing-weight,''  which  lan- 
guage was  taken  from  the  Christie  claim.  In  the  Christie  invention,  how- 
ever, the  point  of  disconuectiou  was  between  the  rachei-wheel  and  the  lever 
pawl.  Held  thatthis  construction  was  fairly  within  the  language  of  the  claim 
and  interference,  notwithstanding  that  the  point  of  disconnection  was  not 
immediately  at  the  platen  proper,  and  that  there  was  an  interference  between 
the  two  inventions.    ^Christie  v.  Seybold,  515. 

20.  Patents  ark  for  Things,  not  their  FuNCTioNS—The  patent  is  upon  the 

device  and  not  upon  the  functions,  real  or  supposed,  and  if  the  device  is 
appropriated  in  its  essential  features  it  will  be  an  infringement,  notwith- 
standing some  change  in  the  location  or  relation  of  parts  whereby  a  doubt- 
ful function  of  little  comparative  worth  is  eliminated.  *  WeeUm  Electric 
Company  v.  Sperry  Electric  Company  et  aX,,  573. 

21.  KiDKR— Casting  Tuiiular  Arthurs— Patentaihlity—Infrinormekt— Let- 

ters Patent  No.  159,553,  dated  February  9, 1875,  for  improvement  in  casting 
tubular  articles,  granted  to  Lemau  P.  Rider,  construed  to  be  limited  to 
reducing  the  number  of  parts  liable  to  displacemeut  iu  vertical  casting 
joined  to  pouring  through  the  core-Load,  so  as  to  still  further  reduce  the 
liability  to  displacement.    Held  that  the  patent  is  not  infringed  by  a  mold 
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INFRING  EM  ENT— Continued.     . 

liaviug  a  core  bead  fonned  with  the  core  and  a  print  at  the  lower  end,  th« 
coro  being  seated  at  the  top  and  bottom  of  the  mold.  *Bider  v.  AdwM  <f 
Co.,  589. 

22.  Wilful  Inkringkment—Dkken8k.s— Where  defendants  know  at  the  ontset 

of  their  enterprise  that  its  prosecution  will  infringe  the  plaintiff's  pat- 
ent rights  thoy  have  no  right  to  fuvorablo  consideration  in  a  court  of  equity 
when  sued  by  plaintiff  for  in  fringcnieut  of  his  patent.  *  Monitor  Manufac- 
turmg  Company  v.  Zimmerman  Manufacturing  Company  et  al.,  609. 

23.  Construction  op  a  Claim — Where  essential  operations  of  two  devices  are 

wholly  different,  Held  that  there  is  uo  equity  in  charging  infringement 
upon  .a  defendant  who  apparently  accidentally  adopts  in  the  practice  of  his 
invention  an  immaterial  feature  of  the  plaintiff's  patent,  which  feature  is 
of  no  value  to  the  alleged  infringino;  device,  and  m\  alleged  advantage  to 
the  patentee  nevi^r  contemplated  by  bini  or  alluded  to  in  his  specification. 
''Ball  and  i^ocket  Faaiener  Company  v.  Kraetzer,  &iQ, 
INMrNCTION.  See  Appeal  to  the  Circuit  Court  of  AppeaU  1;  Pariicular  Patent$,21; 
Prior  Adjudication,^ 

1.  Infringement— lN.r UNCTION— A  compla  inant  is  ordinarily  entitled  to  an  injuno- 

tiou  after  tinal  bearing  and  decree  in  Iuh  favor,  and  in  the  Sonthem  District 
of  New  York  it  wi  1 1  be  suspended  only  in  except  ional  casen.  ( SociH4  Anonyme 
du  FUtre  Chamherlaud  Systi-me  Paitcur,  etc.  v.  Blountf  C.  D.,  1802,675;  61  O. 
G.,  14W:  51  Fed  Kep.,  610,  disapproved.)  "Lalance  J-  Grosjean  Manufacturing 
Company  v.  Haberman  MauufactNring  Comi>anyy  1^. 

2.  Pkklimixary  lN.nixcTiox — When  it  will  be  Gkanted— Where  npon  motion 

for  a  preliminary  inj  uuction  it  is  shown  that  the  claim  alleged  to  be  infringed 
has  already  been  adjndge<l  by  >v  Federal  court  to  be  valid  on  substantially 
the  same  evidence  as  is  prcHcnted  with  the  motion,  Held  the  validity  of  the 
claim  for  the  purpose  of  issuing  the  injunction  is  thereby  conolusively  estab  • 
lished.     *S.  S.  Whitr,  Jh-utal  Mannfacturiny  Company  v.  Joknscn  et  aZ.,  430. 

3.  Same— Same— Patent  not  Previously  Sustained  by  a  Court,— In  patent 

cases  the  infringement  upon  which  a  preliminary  injunction  will  be  granted 
must  be  without  reasonable  doubt  and  the  rights  of  the  patentees  clear,  and, 
failhig  in  prior  adjudication  in  favor  of  the  validity  of  the  patent,  there 
must  be  shown  such  continued  public  acquiescence  in  the  exclusive  right 
-  asserted  as  raises  a  presumption  of  validity  of  the  patent.  "  Standard  Ele- 
vator Company  et  at.  v.  Crane  Elevator  Company  et  al.,  432. 

4.  Same— When  it  will  be  Granted— Where  the  evidence  as  to  the  construc- 

tion of  claims  and  their  infringement  was  necessarily  and  largely  ex  parte  and 
where  the  damages  which  the  complainants  may  suffer  can  be  compensated 
in  money  by  the  respondents,  Hetd  that  a  preliminary  injunction  ought  not 
to  bo  granted.     */d. 

5.  Same  -Same — Although  complainant's  patent  has  been  upheld  in  a  suit  against 

other  parties  in  which  defendants'  patent  was  pleaded,  a  preliminary  injunc- 
tion against  alleged  infringement  by  manufacturing  devices  under  the  latter 
will  not  be  grautotl  when  it  appears  that  the  former  suit  was  so  decided  on 
the  ground  that  tlicrc  was  an  estoppel  to  question  the  novelty  of  complain- 
ant's patent,  so  that  the  validity  of  defendants'  ])at4^nt  was  nut  considered. 
^Ney  Manufacturing  Company  v.  Superior  Prill  Company  et  al.,  175. 

6.  Same— Sa-mk — Delay — A  preliminary   injunction   will  not  be  granted  in  an 

infriugonifnt  suit  where  complainant  does  not  apply  for  it  until  two  months 
after  his  bill  was  filed,  during  which  time  defendant  has  proceeded  to  till  up 
his  stock  of  the  alleged  iufriugiug  articles  for  the  coming  season,  which  lasta 
but  a  short  time.  *ld, 
13182  PAT 46 
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INJUNCTION— Coiitiiine<l. 

7.  SaMK— -EfFBCT  of  DKC18I0N  OF  THF.  SUPKEMK  COITRT  OF  THE  UMTISD  StAT 

A  clevision  of  the  Supreme  Court  of  the.  United  Stutes  snNtaiDing  a  patent 
mnat  be  regarded  as  coitcluHive  upon  a  motion  for  preliminary  iignnction. 
*Jni€fican  lltU  Tvlephone  Compavjf  tt  aJ.  v.  McKeesport  Telephone  Compang  H 
al.,  478. 

8.  Sam K— Upon  Drcision  of  Sitpremr  Court  of  tbr  District  of  Columbia — 

Complaint  in  a  snit  for  the  infringement  of  a  patent  is  entitled  to  a  prelim- 
inary injunction  where  it  appears  that  the  Supreme  Court  of  the  District  of 
Columbia  has  in  a  prior  suit  sustained  the  validity  of  his  patent,  and  Held 
that  it  -was  infringed  by  a  derice  which  was  substantially  the  same  as  that 
of  the  present  defendants.  *S.  8»  White  Denial  Mannfaeturing  Companjf  t. 
Johneon  ei  al,,  4fM. 

9.  Same— Whkrk  Evidence  of  Experts  Gonftjct— A  preliminary  injunction 

will  not  be  granted  in  an  Infringement  snit  where  the  affidavits  of  experts 
disclose  a  conflict  that  cannot  be  decided  in  complainants'  fkvor  without 
danger  of  unjustly  interfering  with  the  business  of  defendants,  who  are 
merely  users  of  the  device  in  question,  and  whose  iinancial  responsibility  is 
not  questioned.    *  WilUame  et  al.  v.  MoNeely  ct  a{,,  486. 

10.  Samb^Prbvious  Sales  of  Infringing  Articles— When  it  apjiears  that 

defendants  have  kept  and  offered  for  sale  an  infringing  article,  it  is  not 
unfair  to  issue  a  preliminary  injunction,  though  they  profess  to  have  no 
present  intention  of  continuing  such  sales.  "Xew  York  Belting  and  Pack- 
ing Company  v.  Ouita  Percha  and  Snhber  Manufacturing  Compaufff  506. 

11.  Same— Same-— Such  injunction  will  not  be  refused  on  a  suggestion  that  an 

improper  use  may  be  made  thereof  by  advertising  to  embarrass  defendants 
in  the  sale  of  non>infringing  articles,  since  it  must  be  presumed  that  the 
injunction  was  sought  in  good  faith,  and  should  the  contrary  appear  the 
court  could  reconsider  its  action.    */d. 

12.  Same— 'Demurrer— Expiration  of  Tkrm  of  Patrnt-^A  bill  for  an  injunction 

to  restrain  the  infringement  of  a  patent  Aled  only  four  days  before  the  term 
of  the  patent  expires  is  demurrable  where  no  preliminary  injunction  is 
askedi  since  it  would  be  impossible  to  obtain  a  final  decree  before  expira- 
tion of  the  patent.  (American  Cable  KaiUcay  Company  v.  Chicago  City  Rail- 
way Co.,  C.  D.,  1890,  464;  52  O.  6.,  1666;  41  Fed.  Rep.,  622,  followed.) 
*Bragg  Mawnfacinring  Company  v.  City  of  Hartford,  512. 
IS.  Same— Dkmukrer— PuBuc  Policy— The  objection  that  public  policy  forbida 
the  issuance  of  an  injunction  cannot  be  raised  by  demurrer  to  the  bill,  sinee 
that  is  a  question  addressed  to  the  discretion  of  the  court,  especially  where 
the  bill  alleges  that  complainant  has  reason  to  fear  that  defendant  wiU  con- 
tinue his  infringements.    */d. 

14.  Injunction  in  Another  Circuit— The  granting  of  a  preliminary  injunction 

by  a  Circuit  Court  iu  A  patent  case  docs  not  require  the  issuance  of  each 
an  injunction  by  another  Circuit  Court  in  a  suit  between  different  parties 
when  the  defense,  though  the  same,  is  supported  by  additional  evidence. 
*Ediaon  Electric  Light  Company  et  al,  v.  Columbia  Incandeeceni  Lamp  Cem- 
pany  ei  al,,  540. 

15.  PRACncB— Security  from  Defendant— Where  a  corporation  charged  with 

infringing  a  patent  was  found  with  a  small  capital  in  order  to  avoid  liabil- 
ity for  such  infringement,  it  is  proper,  as  a  condition  of  refhsing  a  prelimi- 
nary injunction  against  such  corporation,  to  require  it  to  give  security  for 
obsernng  the  decree  in  case  it  should  be  defeated  in  the  snit.    */d. 

16.  Patent  Previously  Sustained — The  offering  of  additional  ex  jKiWe  testim6ny 

not  a  reason  for  the  grant  of  a  preliminary  injunction  against  a  patent  which 
has  been  so  severely  attached  and  uniformly  sustained.  ^Ammioam  BeU  TUs- 
phone  Company  t,  Cuehman  ei  ah,  546,  gitized  by  GoOglc 
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INJUNCTION— Continued. 

17.  SA.MR  Infringement— Whore  infringemont  is  established  and  it  is  showTi  that 

the  validity  of  complainant's  patent  has  been  sustained  in  a  coutented  suit 
in  another  district,  a  preliminary  inj unction  will  be  granted  him  when  the 
only  additional  evidence  is  such  that,  had  it  been  intro<luco<l  in  the  prior 
suit,  the  decision  of  the  court  mast,  under  thoview  exprensiul  in  its  opin- 
ion, have  been  the  same.    *Sawyer  SitimUe  Company  et  al,  v.  Taylor  rt  aLj  561. 

18.  Sams— Questions  Open— AVhon  a  patent  has  been  snstaiuod  by  prior  acljudi- 

catlons  in  the  same  circuit,  on  motion  for  a  preliminary  injunction  in  a 
subsequent  suit  against  other  parties,  the  only  queAtion  open  is  that  of 
infringement,  and  consideration  of  all  other  questions  will  be  postponed 
until  the  final  hearing,  except  in  cases  where  new  evidence  is  presented 
which  is  in  itself  of  such  a  conclusive  character  that  if  it  had  been  pre- 
sented in  the  former  case  it  would  have  probably  led  to  a  different  conclu- 
sion; but  In  such  contingency  the  burden  of  showing  this  is  upon  the  defend- 
ant.   ^Norton  et  al.  v.  Eagle  Automatic  Can  Company^  568. 

19.  Anticipations — Prior  Sdit— Whore,  ofl  motion  for  a  preliminary  in^junction 

in  a  subsequent  suit  against  other  parties,  certain  prior  patents  are  sot  up 
in  Antioijiation,  which  were  so  set  np  in  prior  suits  in  the  same  circuit  and 
therein  held  not  to  anticipate,  such  patents  will  not  be  connirlercd  on  such 
motion,  and  the  prior  ikyudication  in  that  regard  will  be  held  conclusive. 
'Id. 

20.  Anticipation— Antedating  op  Patented  Invextion— On  motion  for  a  pre- 

liminary injunction,  where  a  patent  is  sot  up  as  anticipation,  which  on  its 
face  antedates  the  patent  in  suit,  complainant  may  show,  if  he  can,  that 
his  patented  invention  was  actually  made  prior  to  the  date  of  the  antici- 
pating patent,  and  he  will  thereby  avoid  anticipation,  and  the  alleged  antici- 
pating patent  will  not  be  considered.  *Td. 
31.  Lacheh.— Where,  on  motion  for  a  preliminary  injunction,  it  is  shown  that  six 
months  prior  to  commencement  of  the  suit  complainant's  attorneys  visited 
the  factfiry  of  respondent  and  there  saw  in  o]»oration  respondent's  macbiue, 
and  it  further  appears  that  complainant  had  then  pending,  but  undecided, 
in  the  same  circnit  a  suit  against  another  party  upon  a  machine  involving 
iome,  if  not  all,  of  the  questions  involved  in  tlie  case  at  bar,  complainant 
had  a  right  to  wait  until  a  decision  was  rendered  in  the  suit  against  the  other 
party  before  bringing  suit  against  respondent;  and  where  complainant  com- 
menced his  suit  against  respondent  two  weeks  aft-er  the  decision  against  such 
other  party  in  the  other  case  he  is  not  guilty  of  laches  such  as  will  disentitle 
him  to  a  preliminary  injunction.     *Id, 

22.  Patent  Previously  Sustained— Hardship.— Where  a  patent  has  been  fully 

acVjudicated  and  held  valid  by  the  court  of  last  resort  and  the  respondent  is 
aware  of  this  fact,  but  neverthelcsH  builds  and  puts  in  ojieration  a  large 
number  of  infringing  macliines,  relying  upon  the  opinions  of  his  experts,  as 
opposed  to  the  decision  of  the  court,  that  said  machiiies  are  not  an  infringe- 
ment, the  respondent  must  be  considered  as  acting  with  his  eyes  open  to  the 
exact  condition  of  affairs,  and  in  such  case  cannot  avert  a  preliminary 
ii^unction  on  the  gi'onnd  of  hardship,  it  being  clear  to  the  court  that  under 
the  prior  a4judications  his  nuichines  are  an  infringement.     *Id. 

23.  Same — Same — ^There  are  cases  where  the  courts  have  refused  a  preliminary 

injunction  and  allowed  defendant  to  give  bonds  in  lieu  thereof  on  t)ie 
ground  of  hardship  that  would  be  entaileil  upon  the  defendant  by  an 
injunction,  notwithstanding  the  fact  of  prior  adjudication  of  validity  of  the 
patent;  but  upon  consideration  of  the  facts  here  it  is  held  that  this  is  not 
anoh  a  case,  and  the  injunction  is  granted,  although  it  may  entail  a  hardship 
on  the  respondent.    *id. 
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li\.J  UXCTJON— Continued. 

24.  Samr—Irrkparahlk  In j try — Although    the  patentees    in  this    case    have 

elected  to  enjoy  the  monopoly  of  their  patent  by  granting  license^i,  never- 
theless, it  appearing  that  to  refuse  them  a  preliniiuury  injunction  would 
ahsolutcly  destroy  the  value  of  their  patent,  a  preliminary  injunction  will 
be  granted.     *Id, 

25.  Patent  Auout  to   Expire— Suit   Tiikrk.on— Defenses— Because  a  patent 

is  about  to  expire  is  no  reason,  to  the  mind  of  the  court,  for  refusing  an 
iujuuction  to  restrain  its  infrin;;«'nieut,  nor  is  the  allegation  by  defendants 
that  they  have  invested  large  amounts  in  their  enterprise  bailed  upon  the 
patent  for  the  improvement  a  valid  defense  to  a  suit  for  infringement  in  the 
face  of  repeated  adjudication  sustaining  the  complaiuant'H  patent.  'Ameri- 
can Bell  Tehithone  Company  v.  Brotcn  Telephone  and  Tdegraph  Company  et  at,, 
607. 

26.  PALMKU—MACiriXKS    FOR    SeWING   or    Qt'lLTING    FaIIRICS — VALIDITY — ^PRB- 

UMINAKY  Injunction— Letters  Patent  No.  308,081  aud  No.  308,982,  issued 
December  9,  1884,  t-o  Frank  L.  Palmer,  are  for  improvements  for  stitching 
comfortables  by  machinery.  Owing  to  the  commercial  advantages  given  by 
those  patents,  coni)>lain:nitA,  who  owned  them,  were  enabled  to  practically 
command  the  entire  business  of  this  country  in  this  kind  of  quilts.  The 
validity  of  the  patents  had  never  b«en  denied  except  by  one  other  party, 
who,  after  suit  brou<rht  for  infringement,  compromised  the  same,  and  haa 
ever  since  paid  a  royalty.  Held  that  on  an  application  for  preliminary  injunc- 
tion, where  infringement  was  plain,  the  patents  would  be  presumed  to  be 
valid  iind  the  injunction  granted,  unless  defendants  gave  asnfiScient  bond  to 
secure  any  damages  decreed  against,  them.      *  Palmer  et  al,  v.  Mill»  et  al,,  619. 

INSPECTION  OF  ABANDONED  CASES  IN  THE  PATENT  OFFICE.  See  Akam- 
doned  and  liejccied  Files. 

INSPECTION  OF  DEPENDANTS'  FACTORY. 
Im'ringrment— Inspection  ok  Works— Iu  a  suit  to  restrain  alleged  infringe- 
ment of  patents  for  rasps  aud  liles  and  the  process  of  and  machinery  for 
makinj{  the  same  phi intift's  failed  for  more  than  six  mouths  after  the  aubwer 
was  Hlod  to  take  any  evidence,  and  thcu  applied  for  an  order  that  they  be 
allowt'd  to  insjiect  fully  defendants'  factory.  Defendants  denied  infringe- 
ment, and  alleged  that  for  years  before  the  patents  were  granted  tliey  made 
flies  under  a  secret  process,  not  patcnte^l,  which  they  still  use.  They  also 
producu;d  tiles  maile  by  such  process  before  the  date  of  the  i>atcnt,  which 
were  appareutly  the  same  as  plaintiffs'  tiles.  Held  that  the  order  for  the 
examination  would  not  be  granted.  *  Stokes  Brothers  MaHufacturing  Com- 
panjf  v.   Heller  et  a/.,  525. 

IN'TERFEllENCE.  ^tm  AaHigtmentSf  5,  0;  Foreign  Ptthlicatioa;  Interfering  Patemts; 
Preliminary  Statement;  Priority  of  Inreiifion,  1;  Pnbtio  Use;  liednetiim  t0 
PraeHee,2fZ;  Suits  I'ndtr  Section  4915,  iieriscd  Statutes;  Testimony  Taken  in 
Foreifj n  Cou  n  tries. 

1.  Practice— KULK  109— MonoN  to  Amrni>— It  is  within  the  discretion  of  the 

Examiner  of  Interferences  to  extend,  upon  a  proper  showing,  the  limitatioD 
of  time  withiu  wbieh  a  motion  for  leave  to  amend  an  application  under 
Kule  109  should  be  brought.     House  v.  Butler^  14. 

2.  PuioKiTY— KuLEs  114,  115,  116 — Where  one  of  the  parties  to  an  interference 

failed  to  file  his  preliminary  stnt^^ment  within  the  time  limited,  and  the 
'Examiner  of  Interference's  decided  the  interference  in  favor  of  his  oppo- 
nent "in  accordance  with  the  provisions  of  Rules  114,  115,  and  116,"  BM 
on  appeal  that  as  the  appellant  disclosed,  but  did  not  claim,  the  invention 
in  controversy  in  a])plication  antedating  his  opponent's  earliest  claime«l 
date,  the  Ofiice  must  consider  this  in  determining  the  question  of  priority. 
(ySkanghnessy  v.  Pan  Depoele,  19. 
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INTEBFEREKCE— Continned. 

5.  StAMK—EYiDSNCB—CertfliQ  evidenoe  introdnoed  by  a  party  to  an  interferenoe 

to  fix  his  tilne  of  conoeption  and  to  identify  hU  invention  aa  that  called  for 
by  the  interferenoe  iatne,  examined,  and  MM  insnfficient  for  the  latter  pnr- 
poee.  Mrung9§r  v.  SmUk,  27. 
A,  iKxDUcnoN  TO  PiucncB— Rcasonabui  Diuobnck— What  is  not— Where  a 
party  to  an  interferenee  daimed  to  hare  had  a  conception  of  the  inTontion 
in  coatroTezsy  on  or  about  April  1, 1887,  and  to  have  made  variooa  sketchee 
and  diaoloenree  of  it  between  that  date  and  March  7, 1889,  when  he  filed  an 
application  for  patent,  and  where  it  appeara  that  he  took  no  other  step 
toward  dereloping  the  inTeation  during  that  interval,  although  he  knew 
the  great  value  of  the  inventiou,  was  an  experienced  inrentor,  and  mean- 
while filed  at  least  two  other  applications  for  patents^  HM  his  delay  to 
either  actually  or  constmetiTely  reduce  to  practice  in  this  interval  was  not 
the  eieroise  of  reasonable  diligence.    Id. 

6.  DiacLosuRK  TO  ATTOunT— Suoessnow  bt  EMFLOTi^The  disclosure  by  an 

inventor  to  his  attorney  entitles  the  inventor  to  the  benefit  of  the  rule  laid 
down  in  Af0wam  Os.  t.  Jontoa  (7  Wall.,  583)  im  a  subsequent  interference 
between  the  parties,  the  issue  of  which  is  the  disclosed  inv«ntion.  TFkssten 
▼.  JCmdell,  40. 
C  Practicb— AvFiDAYiT  Rrquirsd  BT  BuuB  M,  PABAORAfs  ^— The  afildavft 
required  by  paragraph  2  of  Rule  9i  must  identify  the  invention  in  contro- 
yeny  and  state  that  afiiaat  made  it  before  the  patentee's  application  wsa 
filed;  but  it  does  not  call  for  a  statement  of  fiMts  showing  date  of  invention. 
Tk»  right  to  call  Ibrsuch  a  showing  ia  discretionary  with  the  Office.  (Cl^ 
tag  Sim  ▼.  Tk^mmm,  C.  D.,  1891,  283;  57  O.  G.,  1696.)    Ex  pan$  Davit,  41. 

7.  Pbioritt— Sbcobd  Evidkncb— NonoB  of— Where  the  Junior  party  having 

the  earlier  filing  date  filed  in  the  Office  a  notice  that  he  would  ta^^e  no  testW 
mony,  but  would  rely  upon  his  application  and  the  record  of  the  interferenea 
as  evidence  of  invention  and  reduction  to  practice,  Held  that  service  of  tbo 
same  shonld  have  been  made  upon  the  other  party ;  but  no  substantial  injury 
having  resulted  to  the  latter  because  of  lack  of  such  service,  and  the  amend- 
ment of  Rule  116  being  comparatively  recent,  want  of  service  was  waived. 
Lam$  V.  HumUr,  Jr.,  43 

8.  BrBDBK  OF  Proof— The  burden  of  proof  in  an  interfi»rence  is  upon  the  con- 

testant who  fails  to  make  a  claim  to  the  improvement  in  controversy  or  a 
statement  of  invention  equivalent  thereto  until  after  the  same  was  claimed 
by  the  other  party  to  the  interference.    SHekemkatk  v.  Oaodwim,  50. 

9.  IHTRRFBBXHCX  BRTWBBN    APPUCATIOIR    AND   PaTRNT— RiOHT   OF    AFPUCAVT 

TO  Makr  Imtbrfrring  Claims— Where  an  applicant  copied  the  claims  of  a 
patent  and  thus  provoked  an  interftrence.  Held  that  all  tribunals  that  pass 
upon  the  question  of  priority  of  invention  must  decide  whether  the  appli- 
cant is  entitled  to  claim  that  invention  in  his  application.    Id. 

10.  TR8TIM0RT    of    WiTNBM    AMOUNTINO   TO  CLAIM  OF  InVERTORSRIP  NOT  AN 

Ingomplrtb  Cateat  or  Application— The  testimony  of  a  witness  in  inter- 
ference proceedings  to  the  effect  that  he  istheinventor  of  the  subject-matter 
cf  the  issue  in  controversy  is  not  an  incomplete  caveat  or  application  for 
patent  within  the  meaning  of  the  patent  laws.    Bokle  v.  Boneaek,  54. 

11.  SdepRNtioN  OF  Pbocbbdings— Statutory  Bar  to  Grant  of  Patent— 

Although  the  testimony  in  an  interferenoe  suggests  a  statutory  bar  to  the 
grant  of  a  patent,  it  is  the  usual  practice  to  let  the  case  take  its  regular 
course  to  final  hearing  and  award  of  priority.    Id. 

12.  UsR  of  Trstimont  Takbn  in  a  Prior  Intxrference— Different  Parties- 

Production  OF  WiTNKSSES— Testimony  taken  in  one  interference  can  not 
be  used  in  a  subsequent  interference  when  such  use  is  opposed  by  a  party 
to  such    later  interference  who  was  neither  a  party  nor  privy  to  the 
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INTERFERENCE— Coiitloncd. 

eulier  InterftreDoe  »t  tbe  time  th«  teetimoDj  was  taken  and  thereafter, 
and  when  it  does  not  appear  tliat  the  witneae  who  testified  in  the  eailier 
interference  cannot  be  proeored  to  teiti<y  in  the  later  one.  Mtmtm'  t. 
I^rague,  59. 
18.  Sauk— Pbstiksmck  or  Evidbmcr— Diffsrsmt  Paktiss— Teltimoiij  taken 
in  one  interference  ehould  not  be  admitted  into  a  snbeeqnent  inteiferenoe 
between  different  partiee  against  the  protest  of  one  of  the  paitiea  to  the 
later  interference  cTcn  though  the  evidence  songht  to  be  introdnoed  is  perti- 
nent to  the  later  issue,  and  the  protesting  party  was  also  a  party  to  the 
earlier  interference.    i$Mor  And  Seoor  ▼.  Kvapp,  62. 

14.  EVIDBKCK  OF  IKVBNTION  IN  FORBIGH  COUNTKY— WHAT  MAT  BB  RBCUTBD 

A8— ETldence  of  invention  in  foreign  country  eanliot  be  received  in  an  inter- 
ference proceeding  unless  such  evidence  is  in  the  form  of  a  publication  or 
patent,  or  is  for  the  purpose  of  showing  that  some  one  of  the  contestants  is 
not  an  original  inventor.  {Ortm  v.  Hall  v.  SiemeM  v.  FUid,  C.  D.,  1889, 110; 
46  O.  G.,  1515.)    Parkin  and  Wright  v.  Jennen,  64. 

15.  SuKiiBBUTTAL  Trstimony— Whkk  Pbbmittbc^— When  a  party  to  an  interior- 

ence  is  surprised  by  evidence  or  a  line  of  defense  which  he  has  had  no  rea- 
son to  anticipate  or  opportunity  to  prepare  against,  he  should  have  the  priv> 
ilege  of  answer  or  explanation  what  ever  may  be  the  stage  of  the  proceedings, 
even  though  he  hss  had  the  opportunity  of  cross-examination.  SeHhntrand 
Warner  v.  ChildM  v.  BaUlejf,  81. 

16.  SniiLAiuTT  OF  Structcbbs— Diffbbenob  in  Boopb  OF  Claims— Where 

the  devices  covered  by  the  claims  of  two  applications  are  substantiallj  alike 
in  structure  and  mode  of  operation,  there  is  an  interference  in  H/ot  thongh 
the  claims  are  not  the  same  in  scope.    Moore  v.  Holland,  88. 

17.  INTBRFKRXNGES— EfKBCT  OF  MOTIONS  TO  Stat  Pbocbbdinoa— The  gmatlBf 

of  a  motion  to  stay  the  proceedings  pending  the  determination  of  a  motion 
to  dissolve  does  not  release  the  interferants  from  a  requiremenfc  to  file  oUisr 
motions  specifically  provided  for  within  a  stated  period.  Lawib  ▼.  Wmrrm 
91. 

18.  8amb--Samb— Practiob— When  a  motion  to  eifoct  a  stay  of  proceedings  haa 

been  granted,  the  correct  practice  is  to  file  all  special  motions  at  the  times 
and  periods  specified  for  them.  Such  motions  will  then  be  determined  in  thier 
usual  order;  or,  in  case  of  agreement  of  the  interferants  therein  and  upon 
approval  of  the  agreement  by  the  Office  the  determination  thereof  will  be 
adjourned  to  a  day  proper.    Id. 

19.  Same— Motion    to   Dissolve— Dblat    in  Fiiino— Where  an  interferant 

relied  upon  a  proper  tracing  of  the  drawing  of  his  opponent's  application 
for  an  understanding  of  the  latter's  inveution  and  was  misled  thereby,  such 
misunderstanding  will  not  excuse  his  delay  to  file  a  motion  to  dissolve  after 
the  period  of  twenty  days.    Id» 

20.  Same— Rule  122— The  delay  that  may  be  excused  within  the  discretion  of  the 

Office  provided  for  in  Rule  122  is  not  such  as  will  be  exercised  to  relieve  an 
interferant  from  his  own  negligence.    Id, 

21.  Reopening  of  Cask  fob  Addititional  Testimont— Whbn  too  Late— 

Where  a  contestant  in  interference  was  pnt  upon  notice  at  the  time  of  the 
hearing  before  the  Examiner  of  biterferenccs  that  there  was  a  weak  point 
in  his  evidence,  and  notwithstanding  this  he  waited  until  aa  appeal  had 
been  taken  to  the  Board  of  Exnminers-in-Chief  and  thence  to  the  Commis- 
sioner before  making  an  effort  to  amend  his  testimony,  field  that  it  was  then 
too  late  to  have  tbe  case  reopened  for  the  purpose  of  introducing  ^yvidenee 
known  and  accessible  to  him  at  the  time  his  testimony  was  taken.  WM  t. 
Bliokenederfer,  91.  <^' 
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22.  I^XTRRFKREXCE— WHBX  CLAIMS  OF  A  PaTEXT  AXD  APrLICATIOX  1>0  XOT    Ix- 

TERFERK— Where  tlie  ('l.-nni  in  ii  i^atent  contains  au  elemetit  not  disclosed  in 
an  application  involved  in  on  interfereuec  with  the  patent  and  where  the 
applicant  <':tnuot  make  a  claim  that  will  be  coinniensnrate  in  terms  with 
the  claim  of  the  patent,  no  interference  in  fiiets  exists.  Dixon  v.  Vam 
Jnken,  105. 

23.  RcLE  116— CoxsTRCCTiox  THEREOF— Rnle  116,  as  recently  amended  and  con- 

strued in  the  light  of  decisions  bearing  npon  it,  means  that  he  who  ilrtt 
made  a  cinim  or  statement  of  inyention  covering  the  invention  in  interfer- 
ence should  be  considered  the  senior  party.    Hmboh  ▼.  Crowell  t.  Tat€$,  107. 

24.  IirrERFEREXCB    IX    THE    PaTEXT    OFFICE— EFFECT   OF    JUDGMEXT  THERXm 

crox  THE  CotiRTS — Where  there  had  been  an  interference  between  the 
Stonemetz  and  Brown  applications  in  the  Patent  Office  the  fact  that  pri- 
ority of  invention  had  been  awarded  to  Stoneractz  by  the  Examiner  of  Inter- 
ferences, the  Board  of  Exnniincrs-in-Chief,  and  the  Commissioner  of  Patents, 
while  not  conclusive,  is  not  withont  weight,  especially  in  view  of  a  snbse- 
qnent  disclaimer  by  Brown  of  the  Invention  of  the  matter  covered  by  the 
issue  in  the  interference.  *  Stonemefg  PriHier'i  ytaehlnerjf  Company  v.  i^roira 
Fotdhig  Machine  Company ^  478. 

25.  IKTBHFKKEXCB— Bill  IX  Equity  to  Secure  Letters  Patext— Estofpki/— 

Tlie  failure  of  a  party  in  an  interference  proceeding  in  the  Patent  Office  to 
raise  the  <|ue9tion  wh^her  his  opponent's  invention  includes  the  issna 
declared  in  the  interierenee  does  not  estop  such  pnrty  to  raise  that  question 
in  au  equity  suit,  under  Revised  ^^tatntes,  soctiou  4915,  to  determine  his 
right  to  a  patent.     *  ChHatie  v.  Seyholdf  515. 

26.  The  Act  Eutablishixo  the  Court  of  ArpEALS  of  District  of  Colum- 

bia—Tub Word  "Ixtehfkrkxci:**  ix  Sectiox  9  Intkrpretfp  to  re 
C<>XFIXKI>  TO  tuk  P.vtkxt  Law8— The  word  "  interl'ereneo'*  iu  S(>rtion9ol 
the  act  establi^fhing  the  Court  of  Appealn  of  tLe  Pistrict  of  Coltunbia  lut-er- 
preted  and  7/r^^  not  to  mean  ntuX  iu'cfiKle  distpntcs  in  T^itde-Mnrks  under 
section  3  of  the  Trade-Mark  law  of  1H81,  but  to  be  con  lined  to  an  iuterferenc* 
in  patient  Jaw.  *  A'ia«/nii  v,  SntrhUlf  (577. 
INTKRKEKINc;  I'ATKNTS. 

1.  IXTKRKKRixiJ  I'atknts— Skctiox  lOlH,  Rkvi8ei>  Statitk*;— Patents  interfere 

nniler  Kcctioii  4{>]8,  Kcvisod  SStatntCM,  oUly  wlirn  they  claim  in  whole  or  in 
part  file  M;irac  invention.     ^Dcdtrki'  v.  /ox,  401. 

2.  Samk— Tlu'  question  of  interference  l)ctwecn  patents  is  determined  by  the 

claims,  nut  by  the  general  appearance  and  function  of  mncbines  shown  but 
not  eljiiuicd.     *Jd. 

3..  Section  lOls— Wiirx  Patexts  Ixterfere— Domixaxt  axi>  Specific  Claims — 
Patenttt  int-erfere  only  when  they  claim  the  same  invention  in  whole  or  in 
part,  and  iu  a  proceeding  under  section  4918  the  court  cannot  go  beyond 
the  claims  nnd  consider  generally  the  two  patents  ns  a  whole.  An  interfer- 
ence does  not  exist  within  the  meaning  of  the  statute  between  a  patent 
having  a  dominant^broad  claim  and  a  Junior  patent  having  a  subordinate 
specific  cluini.  ^Stonewetz  VrinUr'B  Machinery  Company  v.  Brown  Folding 
Afarhiac  Company^  478. 

4.  Iwterfkrexce— Kr.KCTRic  Smkitixo— The  patent  claimed  by  complainant  (No. 
46-&,f)38,  issued  December  8,  1891,  to  Charles  S.  Ilradley)  was  for  a  process  of 
separating  nietalrt  from  their  ores,  in  which  Aision  by  external  heat  was  dis- 
pensed with  iiud  an  electric  current  made  to  perfonn  the  double  function  of 
llrKt  fnsing  the  ore  and  then  separating  the  metal  by  electrolysis.  In  aecom- 
plishing  this  jiroeesn  two  electrodes  are  thniMt  into  the  vessel  C4mtaining  tho 
ore,  and  a  current  panHed  so  as  to  form  an  are  between  tliera.  The  heat  of  the 
are  fiisee  the  ore,  and  then  the  curruut  Hows  through  this  liquid  conductor  and 
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the  desired  electrolysis  begins  to  take  place.  The  patents  issaed  to  defendant 
(Nos.  319,795, 319,945, 324,e58,  and  335,058,  granted  to  Alfred  ELCowles  and 
others)  were  for  a  process  of  smelting  ore  by  electricity  and  means  for 
accomplishing  the  same,  wherein  heat  was  distributed  through  the  mass  of 
ore  by  the  current  flowing  through  a  granular  conductor  of  high  resistance- 
such  as  electric-light  carbon— mixed  with  the  mass,  thus  accomplishing  the 
fdsion  of  the  ore,  while  the  separation  of  the  metal  ftom  its  compounds  was 
accomplished  by  the  Joint  effect  of  the  heat  and  the  chemical  action  of  some 
appropriate  reagent  mixed  with  the  ore.  These  patents  were  all  filed  as 
exhibits  with  the  plea.  Held  that  the  facts  as  presented  are  not  sufficient 
to  show  interference  between  the  Bradley  and  Cowles  patents,  whatever 
might  be  developed  by  exi)ert  evidence  under  an  answer,  and  the  plea  will 
be  overruled.  ^Lovsry  v.  CqwIcb  Electric  Smelting  and  Aluminum  Compamy  et 
ah,  549. 

INTERNATIONAL  CONVENTION  OF  MARCH  20,  1883.  See  lAmilation  of  Vnitcd 
States  Patent  by  Foreign  Patent  PrwiouBly  Granted, 

INVENTION.  See  Con$trnotioH  of  SpeclJtcaUone  and  Patente,  7,1$,  U,  IS,  20,22, 2S,  24, 
25,  26,  30,  34;  Dctigue,  1,  3,  4,  6;  Employer;  Particular  PatcnU,  2,  4,  6,  8,  9, 
14,  22,  46,  47,  48,  50,  51,  68. 

1.  "Bettkb  Result"  or   "Wider  Rakqe   of  Use"— The  public  cannot  be 

deprived  of  an  old  process  because  some  one  has  discovered  that  it  is  capable 
of  producing  a  better  result  or  has  a  w  ider  range  of  use  than  was  before  known. 
(Citing  Smith  v.  NichoU,  21  Wall.,  112;  Eoherts  v.  Ryer,  C.  D.,  1876,  439;  10  O. 
G.,  204;  91 U.  S.,  150;  Hollieter  v.  Benedict  Mfg,  Co.,  113  U.  S.,  69.  •LoveU 
Manmfaoturing  Company^  Limited,  v.  Cary  et  al,,  243. 

2.  Double  or  AKALAGOU«i  Use— It  is  not  patentable  invention  to  apply  old  and 

well  known  devices  and  processes  to  new  uses  in  other  and  analogous 
•arU.    •/<!. 

3.  New  Use— Old  Device— Skeins  of  raw  or  gummed  silk  diagonally  reeled  and 

tightly  laced  across  the  width,  so  as  to  separate  the  skein  into  two  or  more 
sections,  being  old  in  the  art.  Meld  that  a  skein  of  nngumme<l  silk  diagon- 
ally reeled  and  loosely  laced  across  t|i0  width  presents  at  most  a  discovery 
of  a  new  use  for  an  old  device  which  does  not  involve  jiatentability. 

•  Grant  v.  Walter,  317. 

4.  Same— Changes  which  Coxstitutb  Invention— Changes  which  turn  failure 

into  success  and  which  were  not  obvious  to  ordinary  mechanical  skill  con- 
stitute invention.  *  Sayre  v.  Scoit^  396. 
6.  SucpuciTT  IN  Change  Hade  Does  Not  Neoativb  PATSNTABiLrrr— Simplic- 
ity in  change  of  constructions  does  not  negative  patcntabUity  where  the 
change  produced  a  new  and  beneficial  result  never  attained  before.  *  Amer- 
ican Cable  Railway  Company  v.  Mayor,  etc.,  of  City  of  New  York  et  ah,  468. 

6.  Old  Elements— AonKEGATiON— In  a  patentable  combination  of  old  elements 

all  the  constituents  must  so  enter  into  it  that  each  qualifies  every  other. 

*  *  .*  It  must  form  either  a  new  machine  of  a  distinct  character  and 
function  or  produce  a  result  due  to  the  joint  and  cooperating  action  of  all 
the  elements,  and  which  is  not  the  mere  adding  together  of  separate  contri- 
butions. The  combination  of  old  devices  into  a  new  article  without  produc- 
ing any  new  mode  of  operation  is  not  an  invention.  *  Deere  4'  ^^*  ▼•  <^*  ^' 
Case  Plow  Worke,  564. 

7.  Mechanical  SKiLi^->Vhere  the  front  edge  of  the  lock  in  the  patent  set  up  as  a 

defense  to  the  suit  was  straight  at  the  bottom  and  the  front  edge  of  the  lock 
in  the  patent  upon  which  the  suit  is  brought  is  rounded,  so  as  to  fit  in  a  mortise 
of  that  shape,  and  also  where  the  countersunk  recess  for  the  projecting  ftont 
plate  of  the  lock  in  the  patent  sued  on  is  made  by  a  routing  tool  instead  of  a 
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INVENTION— Continued. 

hand-chisel,  such  hand-chiseled  recess  for  old-style  locks  being  old,  Held,  snch 
differences  did  not  rise  to  the  dignity  of  invention  and  inyolved  nothing  mora 
than  mechanical  skill.  *  Corbin  Cabinet  Look  Company  v.  EagU  Lock  CompaHjff 
612. 
8.  Want  of  Patbntablb  Novelty — When  the  only  difference  between  tvro  ap|»a- 
ratnsas  consists  in  the  omission  in  the  later  apparatus  of  an  important  fentnre 
of  the  prior  device,  Held  that  the  change  consequent  upon  nnch  omission 
does  not  rise  to  the  dignity  of  invention  and  is  not  patentable.  ^Magin  v. 
Karle,  682. 

INVENTION  BY  AN  EMPLOYfi.    See  Ueeneea,  2, 3. 

INVENTION  DESCKIUED  BUT  NOT  CLAIMED.  See  Conetrnctlon  of  SpeclJUMiione 
and  PatruU,  14,  25. 
Matter  Disclosed  but  not  Claimed— Where  the  patent  in  suit  described  a  com- 
position of  matter  and  claimed  only  a  sheet  of  material  or  fabric  coated  with 
snch  composition,  Held  that  the  composition  must  be  regarded  as  disclaimed 
and  as  being  public  property  and  that  there  was  no  invention  in  applying  it 
to  paper,  as  claimed.    *  Underwood  et  al,  v.  Gerber  et  al,,  340. 

JOINDER  OF  INVENTION.    See  ZHciiion  of  AppUeation,  1. 

JOINT  IN^TINTORS.    See  AseignmenU,  2,  3. 

JUDGMENT  IN  IXTERFEREXCE  CASES.    See  Interference,  24. 

JURISDICTION.  See  Appeal  to  the  Circuit  Court  of  Appeal*,  2;  A$$ignment»,  3; 
Decree;  Suite  for  Infrinfiementf  8. 
Equity — ^Practice — Objection  that  equity  has  no  jurisdiction  comes  too  late 
when  raised  for  firxt  time  at  final  hearing  and  nfter  answer  has  tendered  a 
number  of  issnes  upon  which  much  testimony  has  been  taken.  *  Vaile  et  al, 
T.  Buckeye  Iron  and  Braes  IForke,  406. 

JURISDICTION  OF  THE  CIRCUIT  COURT  OF  APPEALS.    See  Appeal  to  IheCir- 
enit  Court  of  Appeale,  1,  3. 

JURISDICTION  OF  FEDERAL  COURTS. 

1.  JiKWDicTioN— IxHABiTAXT— The  word   '* inhabitant,"  as  used  in  the  act  of 

March  3,  1887,  ch.  :ns,  hcc.  1,  (24  Stat.,  552,)  corrected  by  the  act  of  Angnst 
13,1888,  ch.  866,  (25  Stnt.,  434,)  in  the  light  of  previous  legislation  n]>on 
the  subject  of  original  jurisdiction  of  the  Federal  courts  and  of  the  connec- 
tion in  which  it  is  used.  Held  to  be  synonynions  with  ''resident.'*  *  Bicycle 
Step- Judder  Company  v.  Gordon,  585. 

2.  Same — Same— It  comprehends  locality  of  existence,  the  dwelling  place  where 

one  maintains  his  fixed  and  legal  settlement,  not  the  casnal  and  temporary 
abiding  place  required  by  the  necessitieH  of  present  surrounding  clrcnm- 
stances.  A  mere  "sojourner''  is  not  an  " inhabitant 'Mn  the  sense  of  the 
act.    */<«. 

3.  Same— Same— The  interi>retation  in  Shaw  v.  Qniney  Mining  Company  (144  U.  S., 

444)  of  the  word  "inhabitant,''  as  used  in  the  act,  followeil.    "Id, 

4.  Same— Same— The  decision  in  United  Siatesw,  Sonthern  Pacific  Railieay  Company 

(49  Fed.  Rep.,  297)  not  applicable  to  natural  persons.     *  J<7. 

JURY  TRIALS.    See  Appeal  to  ihe  Cirouit  Court  of  Appeals,  2, 3, 4 ;  SuiU  for  Infringe- 
ment, 2,  3,  4. 

LABELS.    See  Prints, 
Constitution  A  LIT  Y— Until  the  Supreme  Court  distinctly  says  otherwise  the  Label 
law  is,  for  the  Patent  Office,  constitutional.    Ex  parte  U.  J,  Heinz  <f*  Co,,  21. 

LACHES.    See  Abandoned  Applications,  1;  Delay  in  Bringing  Suit:  Injunction,  21; 
Interferencefi;  lAoenscs^A, 

LETTERS  PATENT  PRIMA  FACIE  EVIDENCE  OF  VALIDITY  OF  PATENT. 
See  Suits  for  Infringement,  2. 

LICENSEES.    S(»e  Fnfringemenl,  5,6:  Ittjnnction,  24;  Parties  to  SuiL^yCjOOQ]^ 

LICENSE  FEES.    See  Damages  and  Profits,  1.  ^ 
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LICENSES.    See  Contracts;  Mortgage  of  Patent,  3;  U$e  and  SaU  of  Patented  AriieUa. 

LiCBKSR  TO  MaNCFACTURE  UNDER  UKITBD  STATK8  PATENTS  FOR  SaLB  XK  F«)R- 

SIGN  Countries  Construed— In  addition  to  the  grant  of  an  exclnsivelieouae 
to  mannfaotiire  and  sell  in  certain  specified  parts  of  the  United  States  the 
license  in  this  case  contained  the  following  clause:  *'*  And,  so  far  as  we  can 
control  the  same  the  exclusive  right  to  build  harvesters  and  binders,  under 
the  rights  herein  granted,  for  sale  in  Europe,  Australia,  and  South  Amer- 
ica.'' Held  that^  fairly  and  reasonably  construed,  this  language  conferred 
upon  the  licensee  an  exclusive  right  to  manufacture  throughout  the  whole 
United  States  for  sale  in  the  foreign  countries  named,  and  hence  that  an 
injunction  should  issue  against  the  parties  manufacturing  outside  the  terri- 
twial  limits  in  the  United  States  in  which  the  licensee  was  authorized  to  sell 
to  restrain  them  from  manufacturing  for  such  foreign  trade.— ''^druniee. 
Plan  4-  Co.  V.  MeCorviitk  Machine  Coupanjf  et  al.,  382. 

2.  Firm  and  Corpoila.tion^Empix>yer  and  Employ^— Inventor— -Impurd 
License— AssKixABiLiTY— Where  an  employd  of  a  firm  made  an  invention 
in  the  direct  line  of  its  business  while  in  its  pay  and  there  were  circum- 
stances which  raised  a  presumjition  of  an  implied  license  to  the  firm  to  sell 
the  invention  in  its  line  of  business,  and  where  the  firm  is  developed  into  a 
corporation  upon  the  same  basis— liabilities,  assets,  and  bnsinesH— as  the 
firm  WAS,  and  whore  both  employ^  and  succeeding  corporation  continued 
the  same  relation  to  each  other  as  existed  between  him  and  the  firm,  Held 
that  the  implied  license  to  the  firm  was  transmitted  to  its  sncressor,  the 
corporation. .  {Hapgood  v.  Hewitt,  C.  D.,  188G,  D16;  37  O.  O.,  1217;  119  U.  S., 
226;  Trog  Iron  and  Kail  Factorg  v.  Corning,  U  liuw.,  193;  Olirer,  tlnnie  <f 
Co.  V.  Jinmford  Chemical  Worke,  C.  D.,  1883,  443;  25  O.  0.,  784;  109  U.  8. 
75;  Hammond  v.  Mown  4'  Uamlin  Co.,  d2  U.  S...  724;  Ligktner  v.  Boston  and 
Albany  R.  R.  Co.,  1  Lowell,  338.)    *Lane  Jt  BotlUg  Company  v.  fA>cke,  639. 

8.  Same — Saaie— An  Equitahle  Right  or  License  ix  an  Emi»ix>ykr  to  Use 
THE  Patented  In  vkntion— Where  a  party  ik  employed  to  asisist  in  devel- 
oping the  line  of  machinery  manufactured  by  the  employer,  and  where,  while 
in  such  employment,  he  uses  the  tools  and  workshop  of  his  era))loyer  to  experi- 
ment with  in  making  and  perfecting  an  invention  rclatin;;  to  the  develop- 
ment of  su(fh  maohinery,  and  such  invention  was  inmiodintely  put  into  use 
and  sale  in  tlie  employer's  machinery,  which  use  and  sale  were  fully  known 
to  and  acquiesced  in  by  the  eniployi^,  an«l  wliora  the  eiup1<iy<*  did  not  apply 
for  a  patent  nntil  several  years  after  sncli  use  and  sale  liy  his  employer. 
Held  that  such  far'ts  raiM(t<l  a  conclusive prtMuniption  of  «n  irnn*ocnb|«»  Minitii- 
ble  right  or  ltc<«nse  in  tlie  employer  tA*  use  and  sell  the  invention  iu  coniieo- 
tii»n  with  his  machinery  both  before  and  after  the  grant  of  a  paUuit  to  the 
employd.  AfcClnrg  v.  Kingeland,  1  How.,  202;  Solomons  v.  United  SkUee, 
C.  D.,  1891,  267;  54  O.  G,,  265;  137  U.  S.,  9i2.)    *Id. 

4.  Same— Same— Same — Laches— Where  the  facts  in  the  case  are  such  as  are  above 
stated,  and  it  further  appears  that  the  patentee  permitted  a  perioil  of  twtdve 
years  to  elapse  before  he  resoitoil  to  his  remedy  in  court,  Held  that,  in  the 
absence  of  any  excuse  for  such  laclies,  except  tliat  he  pi-eferred  to  receive 
a  salary  from  his  employer  rather  than  to  demand  a  royalty,  the  patentee  is 
entitled  to  a  less  favorable  consideration  by  a  court  of  equity  than  if  his 
conduct  had  been  that  of  mere  inaction.  */tf . 
UMITATION  IMPOSED  BY  TH£  PATENT  OFFICK.    See  Conetrnetien  of  Speei- 

fications  and  PaienU,^,  57;  Partifular  Patents, ii2,  67. 
LIMITATION  OF  UNITED  STATES  I»ATENT  BY  F<  )i£EION  PATENT  PBEVI- 
0U8LY  GUANTKD.    See  larUcnlar  PateuU, .5, 28. 

1.  United  States  I*atknts  for  Inventions  Prrviocsly  Patented  in  a  For- 
eign Country — Epfect  op  Expiration  op  Foreicn  Patrnt  Hkf«>re 
Application  andGrantin  United Statf^s— A  United  States  patent  applied 
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LIMITATION  OF  UNITED  STATES  PATENT  BY   FOREIGN  PATENT  PREVI- 
0U8LY  GRANTED— Continued. 

for  ftnd  i^aDted  after  the  expiration  of  a  foreign  patent  for  the  same  inyen- 
tion  never  had  any  force  or  validity,  llie  delay  in  applying  for  the  United 
States  patent  antil  after  the  foreign  patent  expired  amounted  to  an  aban- 
donment of  the  right  to  a  United  States  pat«>nt.  ^ Esther  ei  at,  v.  If.  O.  Aisl- 
9dm  Manufaciitrinff  Company,  277. 

2.  Prior  Forkign  Patknt  for  Samr  Ixvbntiok— The  tests  of  identity  of  inven- 

tion for  the  purposes  of  section  4887,  United  States  Revised  Statutes,  cil- 
iated from  the  leading  cases  of  Siemen$  v.  SellerB  (123  U.  S.,  276)  and  Coiw- 
mereial  Mannfaeturing  Company  v.  Fairhank  Canning  Company  (C.  D.,  1890, 
319;  510.  G.,  966;  135  U.S.,  176)  and  applied.  Thetestsare:  lathe  principal 
invention  of  the  domestic  patent  found  in  the  foreign  patent  f  Is  the  suhjeet 
matter  of  the  one  the  same  in  all  essential  particulars  as  that  of  the  other  f 
Would  a  structure  made  pursuant  to  the  foreign  patent  infringe  the  domes- 
tic patent!  Could  both  patents  have  been  granted  iu  this  country?  *£leo- 
irical  Jecnmulator  Company  v.  Jnlifn  Electric  ComjHiny  v1  aL,  437. 

3.  Sauk— IDKNTITV  of  Forkigx  and  Domkstic  Patknts— The  two  patents  need 

not  be  in  identical  garb  or  employ  iilentical  forms  of  expression.    */d. 

4.  Same— Evidence   ok  Ixtkxt  to  rArKxr  tiik  Same  iNVRXTiox—Evidenee 

of  .in  intention  to  patent  the  same  invention  iu  the  two  ]Kttents  is  material 
and  important.    */(!. 

5.  Same— Admissions  as  to  Identity  of  Inventions— Admissions,  express  or 

implied,  that  the  two  patents  are  respectively  for  the  same  invention,  as  a 
third  and  earlier  patent  isHued  in  a  third  country  are  material  and  impor- 
tant.   •/<«. 

6.  Same— METiioi>ft  ok  Criticism  to  be  Applied  Auks  to  Foreign  axd  Domes- 

tic Patents— The  same  canons  or  methods  of  criticism  applied  to  the 
ambiguities  or  perspicuities  of  the  domestic  patent  should  be  also  applied 
to  those  of  the  foruijoi  patent.    *Id. 

7.  Samr— Same— Disclaimer -The  comparison  should  be   instituted  with  the 

domestic  patent  as  it  was  issued,  and  not  with  the  domestic  patent  as  it 
may  afterward  exist  afte.r  being  cut  down  by  a  disclaimer  and  limited  by 
the  stoi^te  of  the  art.  If  n  pat-cnt,  when  granted,  covers  an  invention  which 
has  been  previouMly  covered  by  a  forci^rn  patent,  it  expires  with  the  foreign 
patent,  notwithstanding  the  fact  that  it  has  subsequently  been  pared  down 
to  cover  only  one  metluHl  of  practicing  the  invention,  or  restricted  to  a 
single  claim.    *id. 

8.  Sauk— Process  and  Product— Though  the  dumcAtic  patent  claim  the  product 

and  the  foreign  patent  claim  the  process,  still  where  the  proccM  makes  the 
product  and  the  product  can  be  made  only  by  the  process,  the  product  and 
the  pitKsess  ctniHtitnte  one  diHcovor^'  and  the  patents  are  for  the  same  inven- 
tion. (Citing  MoiUr  v.  Mt>(fhr,  C.  D.,  1888,  420;  43  O.  G.,  1115j  127  U.  S., 
354;  Plnmmei-  v.  Singfnl,  120  U.  S.,  442.)    *Id, 

9.  Same— Date  of  Issvk  of  Unitkd  States  Patent  not  Date  of  Filing  Appu- 

CATION 18  CONTROLLHtii — In  the  present  stiite  of  the  law  the  date  of  issue  of 
the  domestic  patent  is  controlling  under  section  4887,  United  States  Revised 
Statutes,  not  the  dat«  of  application  for  the  domestic  patent.  (Citing 
Gramme  Company  v.  Jrnonx,  C.  D.,  18a%  418;  25  0  G.,  193;  17  Fed.  Rep., 
838;  Ediion  Khctric  Light  Company  v.  Vnitcd  States  Company,  C.  D.,  1888,  437, 
43  O.  G.,  1450;  ^5  Fed.  Rep.,  134.)    'Id. 

10.  Same— Extension  of  Timk  ok  Foreign  Patent— The  right  t«  obtain  an 

extended  term  of  the  foreij^n  patient  on  application  within  a  time  limited,  if 
not  availed  of  by  actual  application  within  such  time,  does  not  constitute 
such  a  potential  term  in  the  foreign  patent  as  to  prolong  the  domestic 
patent  through  or  into  such  extended  term.    (Distinguishing  Coneolidatod 
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LIMITATION  OF  UNITED  STATES  PATENT  BY  FOREIGN  PATENT  FRBVI- 
OUSLY  GRANTED—Continned. 

lioUer  Company  V,  Walker^  C.  D.,  1891,  257;  54  O.  G.,  136;  43  Fed.  Rep.,  575, 
580,  and  citing  Bate  v.  auiett,  C.  D.,  1887,  474;  40  O.  G.,  1029;  31  Fed.  Rep., 
809;  Bate  v.  Hammond,  C.  D.,  1889,  330;  46  O.  G.,  689;  129  U.  8.,  151;  HMh^r 
V.  NeUon,  ante  277 ;  63  O.  G.,  311.)     "id. 

11.  Same— International  Convention  of  March  20,  1883— The  internatioiial 

convention  of  March20, 1883,  to  which,  among  others,  Spain  and  Frmnce  and 
the  United  States  were  parties,  has  not  the  force  of  a  stalnte  in  the  United 
States.  (Citing  opinion  of  Attorney-General  Miller,  April  5,  1888,  C.  D., 
1889,  263;  470.  G.,  398.)    *Id. 

12.  Limitation  of  Term  of  Domestic   Patent  by  Foreign  Patent— Under 

Revised  Statutes,  section  4887,  a  United  States  patent  expires  with  a  foreign 
patent  granted  for  the  same  invention  to  the  same  inventor  prior  to  the  date 
of  the  United  States  patent  bnt  subsequent  to  the  application  therefor. 
(Refrigerating  Company  v.  Gilleti,  13 Fed.  Rep.,  553,  followed.)  •Bate  Be/rig- 
erating  Company  v.  Sulzberger  et  al.j  545. 

13.  Construction  of  Statutes— Limitation  by  Foreign  Patent— 1.  The  term 

'^  patented''  in  section  4887  of  the  Revised  Statutes  does  not  mean  the  pre- 
liminary proceedings,  bnt  the  actnal  issuance  of  the  patent  under  the  seal  of 
the  Government.  (Citing  Gold  Stock  Telegraph  Co.  v.  Telegraph  Co,,  C.  D., 
1885,  327;  31  O.  G.,  1559;  23  Fed.  Rep.,  340;  Emereon  Smith  4'  Co  ▼.  Lippert, 
C.  D. ,  1888, 250 ;  42  O.  G.,  964 ;  31  Fed.  Rep.,  911 ;  Seihert  Cylinder  OU  Cup  Co,  v. 
William  Powell  Co.,  C.  D.,  1889,  472;  47  O.  G.,  1072;  35  Fed.  Rep.,  59;  Smith 
v.  Goodyear  Dental  VnlcaniU  Co.,  C.  D.,  1877,  171;  11  O.  G.,  246;  93  U.  8., 
486-498.)  2.  A  United  States  patent  granted  January  30,  1877,  not  limited 
by  British  patent  which  was  sealed  May  15,  1877,  but  antedated  to  Decem- 
ber 9, 1876,  the  date  of  filing  the  provisional  specification,  and  conditioned 
that  on  or  before  June  9,  1877,  a  complete  speoificaiion  should  be  filed. 
•American  Bell  Telephone  Co,  v.  Cnnhman  et  a^,  546. 

14.  Foreign  Patent— Reissue   Oath— Where  a  domestic  patent  was   granted 

February  20, 1883,  and  a  British  patent  for  the  same  invention  was  sealed 
August  20,  1883,  and  a  reissue  application  was  filed  January  21,  1893, 
Held  that  since  the  term  of  the  reissue  would  not  be  affected  by  the  foreign 
patent,  it  was  unnecessary  to  require  the  reissue  applicant  to  recite  the 
British  patent  in  his  oatb.    Ex  parte  Cowles,  135. 

15.  Same— /^xparff  Beek,  (C.  D.,  1880,  54;  17  O.  G.,  329,)  discussed.    •Id. 
MANDAMUS.    See  Abandoned  and  Rejected  Filet;  lYade-Marke,  40. 
MARKING  ARTICLES  "PATENTED." 

Penalties— Revised  Statutes,  Sections  4900,  4901— Necessity  for  Stamp 
"Patented,"  etc.,  on  Patented  Article— Where  the  complaint  showed 
that  the  word  "  Patented,"  etc.,  was  not  stamped  on  plaintifTs  patented 
article,  as  required  by  Revised  Statutes,  section  4900,  not  because  of  the 
"character  of  the  article,"  but  because  the  cost  of  such  stamping  woald 
destroy  the  patentee's  profits,  Held,  on  demurrer  to  the  complaint  in  an 
action  to  recojer  penalties  under  section  4901,  for  an  unauthorized  use  by 
defendants  of  the  word  "Patented,"  etc.,  on  their  articles,  that  the  com- 
plaint  was  demurrable.  •Smith  v.  Walton  et  al.,  527. 
MARKING  UNPATENTED  ARTICLES  "PATENTED." 

L  Patented  Articles— Offenses  Against  Patent  Laws— Marking  Unpat- 
ented Articles— In  an  action  under  the  Revised  Statutes,  section  4901,  to 
recover  penalties  for  marking  unpatented  articles  as  "Patented,"  the  jury 
can  only  consider  cases  in  which  the  marking  was  done  wfthin  five  years 
before  the  commencement  of  the  suit  and  within  the  judicial  distriet  in 
which  it  is  brought.    •Hotchki$g  v.  Samuel  Cujfplet  Wooden-  Ware  Company,  dS6, 
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MASEIN6  UNPATENTED  ARTICLES  "PATENTED"— Continued. 
2.  Sams— INTXMT— EviDENCK— To  render  defendant  liable  for  the  penalty  the 
marking  mnst  have  been  done  for  the  purpose  of  deeeiying  the  public,  and 
in  determining  the  existence  of  such  purpose  the  Jury  may  consider  that, 
although  the  articles  were  in  fact  unpatented,  they  were  claimed  to  have 
been  manafSsctured  under  a  certain  patent,  and  that  the  question  whether 
fhey  were  covered  by  such  patent  was  one  upon  which  persons  skilled  in 
the  patent  law  might  reasonably  entertain  different  opinions.  The  fact  that 
defendant  may  have  become  convinced  sometime  after  the  marking  was  done 
that  the  articles  were  not  covered  by  the  patent  would  not  render  it  liable. 

8.  Sambt— LiABiUTT  OF  CORPORATIONS — INTENT  OF  OFFICERS— A  corporation  may 
be  held  liable  under  this  section  when  the  wrongful  acts  are  proven  to  have 
been  committed  by  some  officer  or  agent  thereof  acting  within  the  scope  of 
his  authority,  knowing  that  the  articles  were  unpatented  and  with  intent 
to  deceive  the  public.  *Id, 
4.  Same— Single  Offense— The  marking  of  a  number  of  separate  articles  with 
Intent  to  deceive  the  public  does  not  constitute  separate  offenses  when  it  is 
all  done  on  the  same  day  and  at  the  same  time,  so  that  the  marking  is  prac- 
tically a  continuous  act,  and  in  such  case  but  one  offense  is  committed  and 
one  penalty  is  recoverable.    *Id. 

MECHANICAL  SKILL.    See  InventUm,  7;  Fartioular  Patenit,  9, 12,  88,  60,  89. 

MECHANISM.    See  Beduolian  to  PraoHo^  2,  3. 

MODEL^    SeeDenViMyS;  Publio-UBe  ProceedingB,  2. 
Practice  in  the  Courts— Model— A  model  filed  with  the  application  for  a  pat- 
ent is  not  a  part  of  the  patent  and  not  available  as  a  defense  to  prove  prior 
invention.    *Lalanoe  f  Oroijean  Manufaoturing  Company  v.  Moakeim,  562. 

MORTGAGE  OP  PATENT 

1.  Mortgaoe— Transfer  of  Title— A  mortgage  by  a  patentee  vests  in  tbe  mort- 

gagee the  whole  title  to  the  patent  rights,  subject  only  to  be  defeated  by 
performance  of  the  condition,  or  by  redemption  by  bill  in  equity  within  a 
reasonable  time  after  default,  and  the  riglit  of  possession  to  the  incorporeal 
property  is,  in  legal  effect,  delivered  to  the  mortgagee  at  the  time  of  the 
recording  of  the  mortgage  at  the  Patent  Office.  *  WtUeman  v.  Shipman  et  aL, 
449. 

2.  Same— Recital  of  License— Notice  to  Purchaser— The  recital  in  a  mort- 

gage of  patent  rights  of  the  existence  of  a  license  is  notice  to  the  mortgagee 
and  purchasers  of  the  patent  rights  under  the  mortgage  of  all  the  terms  and 
conditions  of  the  license.  */d. 
8.  Same— Assignment  of  License— Supplementary  Proceedings  in  Aid  of 
Execution- In  the  absence  of  words  showing  that  it  was  intended  that  the 
license  might  be  assigned,  a  license  conferring  the  exclusive  right  to  man- 
ufacture and  sell  patented  articles  is  not  assignable,  and  does  not  vest  in  a 
receiver  of  the.  property  of  the  licensee,  appointed  in  proceedings  supple- 
mentary to  execution  under  the  New  York  Co<lo  of  Civil  Procedure.    *Id. 

MOTION  FOR  LEAVE  TO  AMEND.    See  Interference,  1. 

MOTION  FOE  REHEARING.    See  Rehearing,  1. 

MOTION  TO  DISSOLVE  INTERFERENCE.    See  Interference,  19. 

MOTION   TO    STAY   PROCEEDINGS   IN    INTERFERENCE.    See   Interferenoe, 
17, 18. 

NEW  APPLICATION.    See  Abandoned  Inventiou$. 

NEW  MATTER.    See  Amendments,  2. 

NEW  USE.    See  Deeigna,  4;  Invention,  1,  2,  8. 

NOTARY  PUBLIC.    See  Oath,  4. 

NOTICE  OF  TAKING  TESTIMONY.    See  Interforenee,  7.  ^  t 
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OATir.    Seo  Amenffment  hi/  Atiorntjf  AfUr  Appliean^B  Death;  DirUion  of  Applicaiimi. 
7;  Limitation  0/  Cniled  Stnlei  Patent  bg  Foreign  Patent  PrttionMl 9  Granted,  14. 

1.  Additional  Oath  Under  Paragraph  3  of  Rule  46— Not  Rkqdirbd— Whora 

an  application,  executeil  in  Liverpool,  England,  was  filed  forty-eiglit  days 
later,  Held  that  the  delay  was  not  unreaAoiiable  and  that  an  additional  oath 
•honld  not  be  required.  Previou«]y  decided  ciiw^s  reviewed.  Ex  parte  WU» 
son,  57. 

2.  Practice— Application  Oath— Skction  4892,   Revised  Statutes  o»  the 
•    United  States — Only  thone  officinl8  8pocifie<l  in  the  law,  section  4S92, 

Revised  Stntiite-s  of  the  United  States,  Held  to  be  empowered  to  administer 
the  application  oath,    ^x  parte  IJakttnntonf  76. 

3.  Same— Samk— Oonstruction  ok  Rule  47— An  application  oath  administered 

by  an  official  not  named  in  Rule  47  Held  to  be  defectire  and  not  to  be 
received  and  accepted  as  in  full  compliance  with  the  rule.    Id, 

4.  Oaths— Mexican  Notaries  Public — ^A  notary  public  of  and  in  the  Repnblie 

of  Mexico  is  not  empowered  to  administer  the  oath  within  the  reqnira- 

ments  of  section  4892.  Revised  Statutes  of  the  United  States.    Ex  pmri$ 

Herran  y  Bolado,  80. 
OBJECTION.    See  Jinhdiction. 
OLD  DEVICES.    See  Iiin'nlion,  8. 
OLD  ELEMENTS.    See  ContftrnrMon  of  SpecifieaVione  and   Pnienfti,!,  10;  farmtfoM, 

1,  2,  6;  ParticHlar  Patente,  6,  17,  44. 
OLD  PROCESS.    See  luvention,  I. 

IWRENTHETICAL  CLAL'SES  IN  CLAIMS.    See  C/fl/m«,  7. 
PARTICULAR  PATENTS.    Seo  Couetruction  of  SpeHficaliona  aftd  Pat/snte,  1,  2, 18,*85, 

36,  37,  45;  Dinclaimere;  Infringment,  9,  11,  13,  19,  2! ;  lujunclionf  26. 

1.  Aldrich— Rubber   Fabrics- Novelty— Void   Patknt— I-«tter»  Patent  No. 

283,057,  issued  AugitKt  14,  188:),  to  lYank  E.  Aldridi,  for  a  riiblHrr  fabric 
having  its  surface  printed  with  ornamental  tij^ures  in  an  ink  of  a  different 
color  from  the  fabric  examined,  and  Held  void  for  waut  of  uovelty.  *Brig' 
ham  y.  Coffin  et  al.,  365. 

2.  Baker— Ha RVESTKR- Binders— Void— Reissued  Letters  Patent  No.  10,10G,  of 

May  9,  1882,  to  William  R.  Baker,  Held  to  be  void  for  want  of  patentoble 
novelty,  but,  if  valid  to  any  extent,  not  infringed  by  the  defendants' 
machines.  * AfeConnivk  llartestlng  Machine  Company  ▼.  C.  Aultman  ^-  Cow^ 
pang  et  ah,  531. 

3.  Bainbridoe—Pictukk-.M ATS— Letters  Patent  No.  452,911,  dated  May  26,  1891, 

issued  to  Richard  W.  Bainbridgi*  for  nu  ^'iui)>rovouieiit  in  nmtttrial  for  pic- 
ture-mats,'' Held,  in  view  of  the  prior  Ht;ite  of  the  art,  to  be  void  for  want  of 
patentable  inveution.     *  lUiinhridge  et  al.  v.  Kitchell  EmhotwiHg  Compang,  456. 

4.  Same— Same— Ixvkntion-Anticii'ation— Letters  Putctot  No.  452,911.  isAiiefl 

May  26, 1891,  to  Richard  W.  Baiubrld;;f ,  are  for  an ''  improvement  in  material 
for  pictnre-mats,"  consisting;  of  a  iiniterial  composed  of  a  backing  or  body  of 
soft  paper  and  a  fiu-ing  of  ornamental  pai>er  attached  thereto  and  afterwanl 
embossed,  the  back  in;;  by  reason  of  its  RoftncKH  serving  as  a  counter-die,  tlins 
necessitating  tin;  use  of  but  one  die.  HrUl  that  tlic  pMt<;ut  is  void  becanso  of 
anticipation,  and  also  for  want  of  invention  in  view  of  the  prior  state  of  the 
art.     *  Jiainbridge  et  al,  v.  Kitchell  Kmbosning  Compang,  596. 

5.  Baumer— Candle    Shaping    and    Fixisiiixg    Apparatus— Limitation    of 

Claims- Letters  Patimt  No.  330,200,  Anton  F.  Baumer,  November  10,  1885, 
comprising  a  tnbniar  hiUder  for  eml>rac'iug  the  body  of  the  eandle,  a  die 
at  one  end  of  the  holder,  and  a  plunger  at  the  other  end,  limited  strictly  to 
apparatus  described  by  prior  state  of  the  art,  which  is  full  of  machines  for 
molding  and  pressing  plastic  material  by  rieans  of  a  die  and  plapger,  and 
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by  British  patent,  to  John  Lyon  Field,  1865,  which  wm  for  siimo  prodnct 
and  must  have  reqnired  mold  shaped  at  one  end  exactly  like  patentee's  die. 
*  BnMmer  v.  Will  et  aL,  4S9. 

8.  Bf.ari>— Windmills— PATBNTABiLrrr— The  first  and  second  claims  of  Letters 
Patent  No.  362,870,  issued  May  10, 1887,  to  George  M.  Beard,  for  the  com- 
bination, in  a  wind-en/nne,  of  a  wheel-snpporting  casting  having  a  tnbnlnr 
spindle,  with  the  wlieel  nic>nute<l  on  sndi  spindle,  the  spindle  projecting  on 
the  plane  of  the  wheel,  with  the  whoel-shaft  joumaled  within  the  spindle, 
having  its  onter  end  keyed  to  revolve  with  the  wheel  and  its  inner  end  con- 
nected with  the  pnmp-rod,  and  for  the  combination,  in  a  wind-engine, with  the 
wheel-snpportiug  casting  and.tlie  tubular  spindle  projecting  laterally  there- 
from, having  a  bearing  formed  at  its  inner  end  of  less  diameter  than  the  bore 
of  the  spindle,  of  the  wheel  monntetl  upon  the  spindle,  the  wheel-shaft  pass- 
ing through  the  bore  uf  the  spindle  keyed  to  the  hnb  of  the  wheel  and  jonr- 
naled  at  its  inner  end  in  s:iid  beuriug,  the  crank,  the  pump-rod,  and  suitable 
connections  between  the  crank  and  pnmp-rod,  are  void  for  want  of  inven- 
tion, none  of  the  elements  being  new  and  there  being  no  invention  in  their 
combination.  "  MohHot  Manvfactttritig  Compattjf  v.  ZitHmermaH  Manufactmr' 
ing  Company  et  af.«  609. 

f.  Beckwitu— Heating-Stoves— No.  128,142— Anticipation  and  Patentable 
Novelty,  Void  for  Want  ov— Letters  Patent  No.  123,142,  dated  Jannary 
30, 1872,  for  »n  improvement  in  stoves,  issued  to  Philo  D.  Beckwith,  examined 
in  view  of  the  state  of  the  art,  and  HM  to  be  void  for  anticipation  and  want 
of  patentable  novelty  in  not  describing  how  wide  the  flange  should  be  in 
order  to  accomplish  the  desired  result.  *  Howard  et  al,  v.  Detroit  Stove 
Worke,  Co9. 

8.  Same- Wood  Stovks ^No.  135,621— Same— Letters  Patent  No.  135,621,  dated 

February  11,  1873,  for  improvement  in  wood  stoves,  issued  to  Philo  D. 
BeckwHh,  examined  in  view  of  the  state  of  the  art  and  Held  to  be  void  for 
anticipation  and  patentable  novelty  because  the  bolting  or  riveting  together 
of  sections  of  a  stove  was  well  known  at  the  time  of  the  inveution,  and  the 
nse  of  lugs  with  holes  perforated  through  them  was  aiittcipated  in  other 
stoves  and  furnaces  manufactured  many  years  prior  to  the  patent.    *Id. 

9.  Samk— Circular    Stove-Grated— Xo.    206,074— Same— letters    Patent    No. 

200,074,  dated  July  16,  1878,  for  an  improvement  in  stove-grates,  issued  to 
Philo  D.  Hock  with,  examined  in  view  of  the  state  of  the  art  and  Held  to  be 
void  for  anticipation  and  want  of  patentable  novelty  because  it  required  no 
invetiou  to  cast  into  one  piece  an  article  which  had  formerly  been  cast  in 
two  pieces  and  put  together,  nor  to  make  the  shape  of  the  grate  correspond 
to^tliat  of  the  «rc-pot.    •/<?. 

10.  Bfu.— Electric  TKi.KORAPnY— Validity— Tho  validity  of  Letters  Patent  No. 

18(),787,  dated  January  30,  1877,  for  improviMuent  in  electric  telegi*ap1iy, 
granted  to  Alexander  Oraliaui  Bell,  revised  to  be  passed  upon  again  by  the 
Circuit  Court  because  i!io  patent  had  been  previously  sustained  by  the 
8n]>reme  Court.  'American  Brll  Telephone  Companif  v.  Brown  Telephone  dnd 
Telegraph  CoMponjf  et  al.,  607. 

11.  Same— Same— INFRIXGRMKXT—I.C1.  ra  Patent  No.  186,787,  granted  Jannary 

30,  1877,  for  improvement  in  electric  telegraphy,  to  Alexander  Graham 
Bell,  are  valid,  aud  no  one  has  the  right  to  use  the  invention  therein  sooured 
nntil  after  the  expiration  of  the  patent.  *  American  Bell  T^eiephone  Company 
T.  IFeetern  Telephone  Conatruetion  Company  et  a/.,  608. 

12.  Beroner— Album-Cases— Patrntarilitt— Design  Patent  No.  20,347,  issued 

November  25,  1890,  to  Frederick  Bergner  ^  Co.,  for  an  album-case  set 
upright  on  a  base  board  and  having  on  its  exterior  an  oval  ornamental  frame 
with  an  open  center;  is  invalid,  since  the  patentee  invented  neither  the 
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album-case  nor  the  ornamental  ftame,  but  merely  oonoeived  the  idea  of 
placing  the  ornament  on  the  case,  and  tbU  conception  is  not  patentable,  for 
the  statnte  only  provides  for  patents  on  designs  for  articles  of  manafaetoTB 
and  for  ornaments  to  be  placed  upon  or  worked  into  such  articles.  *JB«r^- 
ner  ei  oi.  v,  Ka^fmann  $t  al,,  202. 

18.  BoNKELL  AND  Lambino— Bed-Sprinos— ANTiciPATiON--C]aim  3  of  Letten 
Patent  No.  405,821,  issaed  Jane  25, 1889,  to  Bonuell  and  Lambing,  covers'' a 
spring  bed-bottom  formed  in  sections  and  having  the  top  whirls  of  springs 
at  the  adjacent  ends  of  the  sections  united  by  a  spiral  wire  wound  loosely 
around  them,  so  as  to  allow  the  sections  to  fold  and  yet  afford  a  yielding 
connection."  HM  that  the  claim  was  anticipated  by  the  prior  construc- 
tions known  as  ''lace- web  spring''  and  the  "Maier  bod"  for  want  of  pat- 
entable novelty.    "Bannoll  tt  al.  v,  Sioll  et  al,,  620. 

U.  RrowN'Maciiinxs  for  Making  Balls  out  of  Leather  Scraps  and  Similar 
ARTiCLBfl— Want  of  Patentability— Letters  Patent  No.  2]6,.sr>3,  dated 
June  10, 1879,  issued  to  Samuel  Brown,  for  a  machine  for  making  balls  out 
of  leather  scraps  and  similar  material  by  pressure,  examined  iu  view  of  the 
state  of  the  art,  and  SM  that  it  did  not  require  invention  to  make  a  machine 
with  a  cup-shaped  die— a  die  with  a  cavity  '*  somewhat  less  than  a  hemis- 
phere.''   *Jw^eriean  Patenit  Company  et  al,  v.  De  Beer,  456. 

15.  Same— Sasce—- AeM,  further,  that  all  that  was  necessary  to  do  after  observing 

that  the  ball  pressed  in  a  round  mold  expanded  upon  removal  on  the  line 
of  pressure  would  be  to  compress  the  ball  into  a  space  leMS  than  a  sphere, 
so  that  the  expansibility  of  the  material  would  cause  it  to  expand  into 
a  round  ball,  and  this  was  obviously  to  be  done  by  making  the  dies  shallower. 
•Id. 

16.  Brush— Electric  Lamps— Infrinormbnt— Pioneer  Inventor— Letters 

Patent  No.  219,208,  to  Charles  F.  Brush,  Scptoiiiber  2, 1870,  for  an  improvement 
in  electric-arc  lamps,  comprising  "  two  or  more  pairs  or  sets  of  carbons,  in 
combination  with  mechanism  constructed  to  separate  said  pairs  dissimnl- 
taneously  or  successively,"  Held  to  cover  a  pioneer  invention  and  to  be 
entitled  to  a  liberal  construction,  and,  further.  Held  iufringwl  by  lamps 
made  tinder  Letters  Patent  No.  430,722,  to  James  J.  Woml,  June  24,  1890. 
*Bru$h  EUcirio  Company  et  al,  v.  Electric  Improvement  Company  of  Sam  Joe^, 
228. 

17.  Bullard— Apparatus  for  Buri^ng  Hydrocarbons— Patexta  ble  Novbltt— 

Letters  Patent  No.  397,d;i6,  James  H.  Bulhinl,  Febrnary  5,  1889,  comprising 
a  burner  arranged  within  a  glass-furnace,  two  distinct  pipes  running  to  and 
oonnected  with  the  burner— one  an  oil-supply,  the  other  an  air-aupply  firom 
an  air-compressor— and  a  ro<;iilator  for  automatically  controlling  the  com- 
pressor and  pressure  of  air  fed  to  burner,  not  anti<i[Nit«d  by  Patont  No. 
365,789,  granted  to  said  Bnllard  on  July  5, 1887,  in  which  the  air-pipe  does 
not  lead  directly  to  the  burner,  but  to  an  air-apace  iu  the  upper  part  of  the 
liquid-fuel  tank,  from  which  tank  the  oil  is  forced  by  uir-pressuro  through 
an  exterior  tube,  while  at  the  same  time  air  is  forced  from  the  air-space  in 
the  tank  up  through  an  annular  air-passage  between  said  inner  and  exterior 
tubes,  meeting  the  oil  at  the  outer  end  of  the  tube,  where  a  screw-cap  having 
a  small  central  perforation  is  adapted  to  regulate  the  proportion  of  mixed 
air  and  oil  ejected,  though  it  was  old  to  regulate  the  flow  of  liquids  through 
pipes  by  cocks.    *  Aerated  FmI  Company  v.  Woodbury  Glaee  Company,  491. 

18.  Butler— Crkamino-Cans— Article  of  Manufacture— Novelty— Claims  2, 

5,  7»  and  8  of  Letters  Patent  No.  321,340,  June  30,  1885,  to  Francis  O.  Butler, 

for  a  creaming-can,  examined  in  view  of  the  state  of  the  art,  and  Held  to  be 

valid.    •  Fermont  Farm  Machine  Company  v.  OUfoon,  42L      r^r^r^^]r> 
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19.  CAMPUKLii— Cash-Rbuistkring  Apparati's— IxKRixoKMKNT~The  third  claim 

of  Letters  Patent  No.  253,506,  granted  to  Michael  Ciiiipbell  February  14, 
1882,  for  improvement  in  cauh- registering  npparntus,  Held  valid  as  a  broad 
claim  for  a  primary  invention  and  infringed  by  :ip]>ellee's  cash-register. 
*yatioHal  Cath  Reghter  Company  ei  al.v,  Amerlvan  Cash  Beyhter  Company^  160. 

20.  FouMKH  Decision— The  decision  of  the  Circuit  Court  for  the  District  of  Massa- 

chusetts in  yalional  Canh  Seyinter  Co.  v.  Boston  C(fsh  Indicator  and  Recorder 
Co.  (C.  D.,  1890,  305;  51  O.  G.,  627;  45  Fed.  Rep.,  481-185)  eyamined  and 
not  cononrred  in  on  the  ground  that  it  was  based  upon  an  incorrect  applica- 
tion of  the  law  of  equivalents  in  mechanical  combinations.     *irf. 

21.  Gary— Prockssks  ok  Tkmpkrixg  SpRiyas— DorBLE  Use— Letters  Patent  No. 

116,266  to  Aluuson  Gary,  June  27,  1871,  for  an  improvement  in  modes  of  tem- 
pering springs,  which  consists  in  subjecting  the  spring  to  a  teuipemtnre  of 
600^,  Held,  in  view  of  the  prior  development  of  the  same  principle  in  tho 
mannfacture  of  wire  bells  for  clocks  and  of  hair  balance  springs,  to  be 
invalid  on  tho  ground  of  double  use.  *  Lotfell  Manufacturing  Company, 
Limited,  v.  Gary  et  al.,  243. 

22.  CooLBY— OiiTAiNiXG  CuHAM   FROM  MiLK—IxvEXTiox— Claim   1  in  Letters 

Patent  Xo.  187,516,  February  20.  1877.  to  William  Cooh»y.  for  process 
of  raising  en^am  from  milk,  examined  in  view  of  the  state  of  the  art,  and 
Held  t4>  be  tho  product  of  invention  and  novel.  *  Vermont  Farm  Machine 
Company  v.  Uibeon,  421. 

23.  CoupB— Hide  Stretciiixo  Machines— Ixi'RiN'aE me nt— Letters  Patent  No. 

213,323  to  William  Coupe,  March  18,  1879.  for  an  improvement  in  hide- 
stretching  m.'tcluncs,  discussed  as  to  claims  1  and  3  and  Held  not  infringed 
in  the  present  case.  (Revci-sing  Conpvet  al.  v.  IVratkerhead  ct  a/.,  C.  D.,  1883, 
274;  23  O.  G.,  1927.,  16  Fed.  Rep.,  673.)  *  Wcathcrhead  et  at.  v.  Coupe  et  at., 
203. 

24.  Curtis— Street-Railroai)    Chairs- Inkkixgkmext  — Letters   Pat^jnt  No. 

312,2.">9,  granted  February  17,  18?<5,  to  Dt^ujauiiu  F.  Curtis,  for  an  improve- 
ment in  stroct-railroad  chaii-s,  constrncd  and  Held  to  be  not  infringed  by 
Letters  Patent  No.  8!6.1H)5,  granted  to  Arthur  .T.  Moxham,  May  5,  1885,  for 
an  improvement  in  rolled  or  forced  met;il  chairs  for  railways.  *  Curtis  w 
Atlanta  Stnrt  Railroad  ComjmM//.  59t). 

26.  DoiisoN— Haxjos — Validity— IXKRi.vifKMKxr-Letters    P.iteut   No.    203,604, 

granted  to  Charles  E.  Dobson,  May  14,  1878,  and  Loiters  Patent  No.  249,321, 
granted  to  Henry  C.  Dobsou,  November  8, 1881,  for  improvements  in  baigo8| 
sustained  and  Hvid  not  infringed.  *  Dohson  v.  Cuhlnf  cf  a  I.,  330. 
28.  Dorr  axi>Tampi.ix,  axd  Nakamore—Harxkss-Pads—Ixkuixgemrxt— Claim 
1  of  Letters  Patent  No.  302.518.  issuml  .Inly  29,  18:^1.  ta  Dorr  and  Tamplin, 
is  for  a  harness- pad  in  which  tho  wool  of  t1u>  sheep  or  other  animal  is  iucor* 
poratedwitha  fabric  backing  in  place  of  the  skin.  Claim  2  of  Letters  Pat- 
ent No.  423,797,  issued  Marj'h  19,  ISiX),  to  Henry  L.  N:irauu»re,  is  for  practi- 
cally the  wnn(5  thing,  except  that  tho  claim  is  limited  to  a  backing  having 
secured  thereto  ''tufts  of  uuspnn  wool  or  hair  •  *  •  in  the  form  of 
doubled  uncut  loops.''  Held  that,  in  view  of  the  prior  state  of  the  art,  these 
claims  must  be  strictly  couHtruod  and  arc  not  infringed  by  a  pad  made  under 
the  Cahooue  Patent  Xo.  402,719  and  cmisisting  of  a  broad  skein  or  web  of 
material  made  Hat  and  joined  to  a  woven  fabric  or  backing  by  rows  of 
stitching,  the  material  used  being  "spun"  wool.  *Xaramorey.  Cahoone 
Barnet  Manufacturing  Company  et  al.y  510. 

27.  Edisox— Electric   Lamps— lxrRix<;KMEXT—PRKr.nnxARV    In.iitxctiox— A 

preliminary  ii\junction   a.t^ainst  the   iufrlngoment  of  Letters  Patent  No. 
223,81)8.  isRiie<lto  Thomas  A.  I'dison,  .January  27,  1880,  for  an  improved  elec- 
13182  PAT 47 
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trie  Ump,  should  not  b<»  granted,  since  it  is  doabtfal  wbether  mdd  inTentioB 
was  not  anticipated  by  Henry  Goebel  in  1854.  *EdiB9n  Electric  Light  Ccm- 
panjf  ct  al,  v.  Columbia  Jucandccecnt  Lamp  Company  et «!.,  540. 
28;  Fauiub— Srcoxdakt  or  Storage  Battkrucs— No.  252,003— Expibkd  Jurs 
27, 1891.  WITH  Prbvious  Foreign  Patentii— United  States  Letters  Patent 
No.  252,002,  issned  to  Camille  A.  Faare  on  January  3,  1882,  for  "  improTemeat 
in  secondary  or  storage  batteries,"  on  an  application  filed  April  11, 1881,  are 
for  the  same  invention  as  Spanish  Letters  Patent  iasued^o  the  same  Camilla 
A.  Fanre  on  Jane  27, 1881,  on  an  application  filed  April  16^  1881,  andlssnedlbr 
the  term  of  ten  years,  and  said  United  States  Letters  Patent  expired  on 
June  27, 1891,  with  the  expiration  of  said  Spanish  Letters  Pateot.  (BruA 
T.  Electrical  Accumulator  Company,  C.*D.,  1891,  ,477;  56  O.  G.,  1384;  47  Fed. 
Rep.,  48, 58,  distingnished ;  Brush  v.  Jalicn  Compauy,  41  Fed.  Rep.,679,683, 686, 
eited . )    *  Electrical  A  ccumulatcr  Company  v.  Jalien  Electric  Compemg  ei  al.,  437. 

29.  Foley— Overflows  for  Baths— IxFRixoEMBTr— Reissued  Patent  No.  6,739, 

granted  November  16, 1875,  npon  Patent  No.  153,250,  dated  July  31, 1874,  to 
James  Foley,  for  an  improvement  in  wash- valves  and  overflows  for  basins 
and  baths,  which  consists  in  bringing  np  the  stand  pipe  or  oaterpipeof  the 
overflow  throngh  the  casing  or  slab  eontignons  to  the  basin  or  bath-tnb  and 
secnreiy  attaching  it  to  a  removable  cap  resting  upon  the  ontside  of  the 
casing  or  slab,  is  not  infringed  by  the  device  made  under  Letters  Patent  No. 
170,709,  dated  December  7, 1875,  to  William  S.  Carr,  in  which  the  staadpipe 
is  secured  by  a  screw  flange  resting  on  the  top  of  the  slab,  but  has  no  eap 
covering  its  upper  end,  as  has  the  prior  patent  (46  Fed.  Rep.,  77,  afllrmed.) 
•Adee  v.  J.  L,  Mott  Iron  Worke^  503. 

30.  Fox— Miter-Cuttixo  Machines— Novelty— Prior  Art— Reissued  LeMen 

Patent  No.  11,062.  issued  February  23,  1890,  to  William  R.  Fox,  for  an 
improvement  in  niitor-ciitting  machines,  are  void  for  want  of  patentable 
novelty,  in  view  of  the  prior  state  of  the  art,  as  shown  more  partienlaily 
in  the  Howard  patent  of  Angiut  21, 1866,  No.  57,325;  the  Aiken  patent  of 
February  21,  1871,  No.  111,896;  the  Jones  patent  of  July  21,  1874,  No. 
153,313;  the  Nichols  patent  of  July  18,  1876,  No.  179,944,  and  Um  Laanart- 
son  patent  of  AprU  16,  1878,  No.  202,445.    *Fox  v.  Pcrlciue  ei  al.,  143. 

31.  Gordon— Apparatus  for  Cooling  and  Drawing  Beer— Want  of  Paiviit- 

able  Novelty— Anticipation— Letters  Patent  No.  248,646,  dated  October 
25, 1881,  for  an  improved  apparatus  for  cooling  and  drawing  beer,  issned  to 
Charles  Gordon,  Held  to  have  been  anticipateil  by  an  apparatus  used  by  ono 
Heinhard,  in  Rochestor,  N.  Y.,  in  the  summer  of  1877,  and  also  to  be  void  as 
wanting  in  patentable  novelty  in  view  of  a  prior  apparatus  used  in  St. 
Louis,  Mo.    *Matfin  v.  Karlc,  682. 

32.  Gordon— Grain-Binders— iNFRiNOEMENT^-Claim  1  in  Letters  Patent  No.79,878» 

dated  May  12, 1868,  for  agraiu- binder,  granted  to  James  F.  Gordon,  examined 
and  construed  in  view  of  the  state  of  the  art  to  be  for  the  partlenlar  deivioaa 
therein  enumerated,  and  Seld  not  to  be  infVinged  by  devices  altogether  dif- 
ferent from  thQ9e  described  in  the  claim.    *  Gordon  et  oL  v.  Warder  ei  aZ.,  634. 

83.  Gorbam—Graik-Bindxrb  — Infringement — Held  that  the  third,  tenth, 
eleventh,  twenty-flfth,  and  twenty-sixth  claims  of  the  Gorham  patent,  No. 
159,506  even  if  valid,  are  limited  to  the  precise  oonstruetion  called  for,  and 
not  infringed  by  defendants'  machines.  ^McCarmick  HarveetiMg  MmMm 
Company  v.  C.  AultmaH  f  Company  ei  al.,  531. 

34.  Grant— Art  of  Rerlixo  and  Windino  Silk,  etc.— iNVENTioii^Letiets 
Patent  No.  267,192,  issued  to  James  M.  Grant  November  7, 1882,  for  certain 
new  and  useful  improvements  in  the  art  of  reeling  and  winding  ailk  and 
other  thread,  examined  and  HM  invalid  for  want  of  patentahU  novelty, 
•Oraai  v.  Walter,  317.  ^^ 
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36.  Uaixid»--Cabi£  Cars— IxricnraKMBNT— Letten  Patent  Ko.  182,fl$8  vrere 
iMQed  to  Andrew  S.  Hallidie  for  an  invention  known  as  **  improvements  in 
railways."  The  claim  was:  '<In  combination  with  the  oars  of  a  street  or 
other  rail  way  which  are  intended  to  be  propelled  by  means  of  an  endless  cable 
moving  in  an  nndergronnd  slotted  tnunel,  the  truclc  or  dnmmy  £  having  the 
pennanently-attached  gripping  device  H.''  Ilie  specification  desovlbed  a 
dmamy  in  which  the  grip  was  located  nnder  the  forward  axle— there  being 
two-^and  which  was  not  provided  with  seats  for  carrying  passengers.  Held 
that  this  is  infringed  by  a  car  used  for  the  same  purpose  and  similarly  con. 
stmeted,  save  that  the  grip  is  located  midway  between  the  two  axles  and 
the  car  is  arranged  to  carry  passengers.  *Paet;lc  CabU  Sailwag  Conipaiiy  ▼. 
ButU  at^  SUnvt-Bailway  Company,  497. 

38.'  Samv— AimciPATioir— This  patent  is  not  anticipated  by  the  prior  patents  to 
G.  T.  Beanregard  and  to  A.  Ely  Beach,  or  by  the  former  patent  for  a  similar 
device  issued  June  1, 1875,  to  Hailidie  himself,  as  the  evidence  shows  that 
the  present  device  was  iierfected  before  such  former  patents  were  issued. 
•14. 

87.  Haxu>n— Tbkatkioai.  Scencrt  amb  Appliances— Letters  Patent  No.  283,900, 

issued  September  5, 1882,  to  William  Honlon,  covering  devices  for  producing 
stage  effects,  consisting  of  a  stationary  fhtme  representing  a  ship  on  rockers 
so  arranged,  in  combination  with  sliding  wings,  curtains,  and  other  con- 
trivances, as  to  present  the  illusion  of  a  ship  moving  out  of  a  dock  into 
rough  water  and  putting  to  sea,  are  not  void  on  their  face  for  want  of  pat- 
entable novelty.    'Hanlon  v.  Frimroae  et  al.,  544. 

88.  Hows— Macbinbb  for  Coupling  trb  Links  op  Dri^hb-Chains— Ibe  patent 

to  Eugene  L.  Howe,  No.  817,790,  of  May  12, 1885,  for  a  machine  fcnr  coupling 
the  Unks  of  drive-chains  by  a  sidewise  thrust  of  the  coupling-bar,  Held  to 
he  invalid  in  view  of  the  machine  for  coupling  by  an  endwise  thrust  of  the 
coupling-bar  previously  invented  by  Fassett,  as  only  mechanical  skill,  and 
not  invention,  was  required  to  make  the  Howe  machine  in  view  of  the  Fas- 
sett.  ^Fasaett  v.  Ewart  Mannfafftnrin^  Compniiiff  434. 
88.  HTATr—CELLULon>—lNFRiNaKXBNT—lNTBRpRBXATiON— Letters  Patent  No. 
199,908,  February  5, 1878,  grante<l  to  the  first-named  oompanf  as  assignee 
of  John  W.  Hyatt,  for  an  improvement  in  the  manufacture  of  sheets  of  cel- 
luloid and  other  plastic  compositions.  Held  to  be  limited  by  the  apparatus 
and  method  shown  and  described  to  the  discovery  that  a  slab  of  material 
may  be  held  upon  a  surface  through  the  operation  of  the  contractile  energy 
it  exerts  in  shrinking,  acting  upon  elevations  or  depressions  on  or  in  the  snr- 
fiMse  on  which  the  slab  is  placed,  and  not  infringed  by  the  operation  of  Let> 
ters  Patent  ¥o,  387,947,  dated  August  14,1888,  issued  to  Francis  Curtis, 
assignor  to  The  Arlington  Manufacturing  Company,  one  of  the  appellees, 
which  provides  an  all-metal  plate  having  a  }>erfectly  smooth  surface,  to 
which  the  block  of  celluloid  is  held  by  atmoMpheric  pressure  and  adhesion 
only.  *  Celluloid  Maavfaeiuring  Company  v.  Arlington  Mannfaciuring  Conn- 
pany  ei  al,  488. 

40.  Ids— Stbam-Enginr  Governors— Novelty,  Patent  Declared  Void  for 

Want  ov^Letters  Patent  No.  301,720,  issued  July  8, 1884,  to  the  plaintiff, 
Ide,  for  a  "stcain-engiue  governor,''  which  claims,  ''in  a  Hy-wheel governor, 
the  combination,  with  relatively-movable  parts,  of  a  dash-ppt,"  declared 
void  for  want  of  novelty.    *Ide  v.  Ball  Engine  Company,  389. 

41.  Kborkibz — Ornamkntatiox  ok  Enamf.lkh  Ironware— Infringement— Let- 

ters Patent  No.  279,094,  to  Emilo  Kegreioz.  .Tune  5,  1883,  for  an  improvement 
in  the  ornamentation  of  enameled  ironware,  sostnine^l  and  J^eM  infringed. 
*£aiaiioe  ^  Gro^fean  MoMnfaduring  Company  v.  UabtnnaH  Mauu/aeiuring 
Coinpany^  187.  ^ 
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42.  Samk— Pkocksses  ov  Enambuxq  Ikoxware  and  thk  Pkoduct  op  Such 

p4<ocKss—NovELTV— Letters  Patent  to  Emile  Kegreisz,  No.  279,094,  June  5f 
1883,  for  an  improved  i)rocea8  of  enameliog  ironware  and  for  the  prodnct  of 
sach  procesH,  siutaiued  and  Meld  to  be  infringed.  *La1anoe  ^  Gra^ean 
Mamyfaeturing  Companjf  v.  Haberman  MaHufacturxHg  Compang,  391. 

43.  Kendall— Can-Hkauixg  Machines— k:;an-heading  machines  made  in  accor- 

dance with  the  specilication  and  drawings  of  United  States  Letters  Pat- 
ent No.  4o0,624,  srantod  to  Charles  B.  Kendall  on  April  21,  1891,  are  an 
infrini^ement  upon  United  States  Letters  Patent  No.  287,014,  granted  to 
Edwin  Norton  on  November  7,  1882.  ^Norton  et  ol.  t.  £a*fle  Automatio  Ctm 
Company,  568. 

44.  King  abid  BIorgan— Lisimo-Corn  Cultivators— Combination— Want  of 

Invention— The  first  and  second  claims  of  Letters  l*atcnt  No.  987,530,  issued 
August  2,  1887,  to  King  and  Morgan,  for  a  com  caltivator,  comprising 
smoothkig-plauka,  protectors  secured  thereto  and  extending  baekwaid  there- 
fnom,  and  diverifiug  unus,  provided  with  shovels  or  scrapers,  secured  to  the 
smoothing-plunke  opposite  the  protectors,  and  for  the  combination  of  the 
smoothing-planks  the  protectors,  the  arches  counectinj;  the  smoothing-* 
planks  with  tho  protectors,  and  the  diverging  arms,  are  void  for  want  of 
invention,  as  each  of  the  dements  is  old,  and  their  combination  produces 
no  now  result.     *  Deere  if*  Co.  v.  J,  I.  Case  Plow  Works,  564. 

45.  Lkgoett— iMPROVEsr  NT  IN  Lining  0il-Barrrl8  with  Olub— Kiussus — 

Invention— Claim  1  of  reissued  Letters  Patent  No.  5,785,  granted  to 
Edward  W.  Leggett  March  10, 1874,  for  an  improvement  in  lining  oil-barrela 
with  glue  (ori;;iual  patent  No.  148,770,  issued  October  21, 1873,)  examined 
and  Held  to  cover  a  process  the  discovery  of  which  did  not  involve  the  exer- 
cise of  tho  inventive  faculties,  and,  fturther,  that  such  process  was  known 
and  used  long  prior  to  the  date  of  the  patentee's  alleged  invention.  *LeggeU 
V.  Standard  Oil  Company,  345. 

46.  LOEWER    AND    BLAIR— 8oLIC*CUTnNG     MACIIINXS— iNFRINGEMBNT—LettefB 

Patent  to  H.  Loower  and  B.  L.  Blair,  No.  407,735,  inranted  July  23, 1888,  for 
an  improved  sole-cutting  machine,  suKtained  and  iiii 'ringed  by  a  device  con- 
structed in  accordance  with  Putcnt  No.  472,399,  granted  to  8.  Koss,  Jr.,  April 
5, 1892.     *  Loewor  and  Schelter  v.  C.  F.  Ford  <;•  Co.,  508. 

47.  Same— Invention— Loewer  and  Blair's  machine  does  the  work  better  and 

faster  than  the  best  of  the  prior  machines,  it  is  stated  that  the  daily  capac- 
ity of  the  Hartford  machine  is  from  six  hundred  to  eight  hundred  i>airs  of 
out^ules  per  day,  while  that  of  Loewer  and  Blair's  macliine  is  from  four  thon- 
sand  to  six  thousand  {Hsr  day.  To  construct  such  a  machine  required  inven- 
tion. The  arrangement  of  its  coniplicate<l  and  ingenious  mechanism  is  not 
the  work  of  mechanical  skill  alone.     *Id. 

48.  Maybatm— Credit  iNsniANCK  Systems— Invention.— Letters  Patent  No. 

465,485,  issued  December  22, 1891,  to  Levy  Maybanm,  for  <*  moans  for  oecnr- 
ing  agaiuHt  excessive  losses  for  bad  debts,''  being  a  plan  of  insurance  against 
losses  from  ba<l  debts  in  excess  of  the  usual  percentage  of  such  losses  in  a 
given  line  of  business,  the  patent  providing  forms  for  ruling  paper  with 
spac<m  for  entering  vurious  details  of  tlio  insurance  transaction,  are  void  for 
want  of  invention.  (Muneon  v.  Mayor,  etc,,  3  Fed.  Rep.,  338;  Id.,  C.  D.,  1888, 
258;  42  O.  G.,  lOGl;  H  8up.  Ct.  Rep.,  622;  124  U.  S.,  601,  distinguished.) 
*  United  States  Credit  Syeiem  Company  v.  American  CredU  Indemnity  Company, 
292. 

49.  Mkai>— Buttons— iNKUiKtJKMKNT-ClaiMis  4,  6,  and  7  of  Letters  Patent  to 

AUMirt(i.Me.'td,  No.32.>.(;»7,  dnted  September  8,  1HM.5.  for  a  button,  Hei^to 
be  not  iiiri-iii;;cd  by  Lotttfis  i^itcnt  Nos.;{i>f».(UI  and  :riiMil.'>,  dated  March  22, 
1887,  grunted  to  Edwin  J,  Kiuetzer,  for  a  glove-fastener,  because^  as  to  claim 
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4yit  inolades  m  an  element  an  imperforated  batton-head,  which  it  not  fonnd 
in  the  Kraetzer  patent.  As  to  claim  6,  the  "  hollow  socket  *'  cannot  be  eon- 
■trned  broad  enough  to  inelnde  all  hollow  soekcte,  and  tM  to  claim  7  the  par. 
ticnlar  kind  of  hollow  socket  specifled  therein  is  wholly  different  in  constrnc- 
tion  and  operation  from  the  hollow  socket  in  the  Kraetzer  patent.  *Ball  and 
8o€ket  Faaiener  Company  ▼.  Kraetxer,  616. 

60.  HsROs:nnAi.xR— Ttpk-Sbttino  MACRiyBS—lNFRiKOKiCKNT— Letters  Patent 

Nos.  813,224  and  317,828,  issued,  respectively,  March  3, 1885,  to  Ottman  Mer« 
genthaler,  for  '' improvements  in  machines  for  prodnciug  printing-bars,'' 
consisting  in  part  of  a  combination  of  a  series  of  independent  matrices  rep- 
resenting characters,  holders  or  magazines  for  said  matrices,  iinger-kej's 
representing  the  respective  characters,  intermediate  meclianism  to  assemble 
the  matrices,  and  a  casting-mJM^hine  to  cooperate  with  the  assembled  matrices, 
aare  for  pioneer  inventions  and  entitled  to  liberal  construction,  and  are 
infHnged  by  the  Rogers  machine,  which,  while  in  some  respects  an  improve- 
ment, operates  on  the  same  principle,  contains  the  same  general  features, 
and  protlnces  substantially  the  same  results.  *Merg«ntkaler  Linotype  Cmi- 
pany  v.  Prcu  PuhU$hiny  Company  ot  a7.,  685. 

61.  IfllXVB^-COKSTRUCTION   OF   CaBLV    RAILWAYS— INFRIXOEMRNT—NiEW   COM- 

BiNATiox— Claim  6  of  Letters  Patent  No.  271,727,  dated  February  6, 1883,  to 
Daniel  J.  Miller,  covering  two  pulleys  of  a  grip  so  mounted  and  connected 
as  to  insure  their  being  simultaneously  raised,  thus  elevating  the  section  of 
the  cable  between  the  two  pulleys  so  that  it  can  be  conveniently  grasped  by 
the  grippor,  Held  to  be  for  a  new  combination,  and  therefore  valid.  *Jiiifr- 
ican  Cable  Hailieay  Company  v.  Mayor,  etc.,  of  City  of  Xew  York  et  al,,  468. 

62.  MiLLBR  A2n>  CoLi/— Shrkt-Mktal  Cans— Limitatiox  of    Claim— Letters 

Patent  No.  207,068,  issued  August  13, 1878,  to  Miller  and  Coll.  for  nn  improve- 
ment in  sheet  metal  cans,  is,  by  reason  of  the  rejection  and  abandonment 
of  a  broader  claim,  strictly  limited  to  the  form  therein  described.  *Coll  ei 
al,  V.  Seneca^  473. 

63.  NABa—WATBR-METRR—RBi88U£—lNFRiXGRMBNT— Letters  Patent  No.  211,582, 

for  improvements  in  water-meters,  granted  to  Lewis  Hallock  Xnsh  January 
21, 1879  (reissued  February  8, 1887,  to  Natiimal  Meter  Company,  assignee, 
No.  10,806),  construed  and  Held  not  infringed.  *XntionaJ  Meter  Company  v. 
Board  of  Water  Commienionuft  of  the  City  of  Yonkern,  309. 

64.  Orum— Locks  for  Furniture— In  vkntiox— Letters  Patent  No.  262,977,  issued 

August  22, 1882,  to  Morris  L.  Oram,  for  an  improvement  in  locks  for  furni- 
ture, examined  and  Held  invalid  for  want  of  patentable  novelty.  *DHer  v« 
CorUn  Cabinet  Lock  Company,  334. 

65.  PoYTON— Wbathf.ii-Stkips— OxLY  Entitled  to  the  Narrowest  Construc- 

TiON— Letters  Patent  granted  to  Chnrles  K.  Vincent,  assignee  of  Josiah 
Poyton,  No.  381,166,  dated  April  17, 1888,  for  improvements  in  weather-strips, 
examined  and  construed  in  view  of  the  stite  of  the  art,  and  Held  to  be 
entitled  to  receive  the  narrowest  construction  only,  being  limited  to  the 
precise  improvement  describeil.  *  rindent  et  al.  v.  Riyhy,  465. 
56.  Rider— Casting  Tubular  AuTicLEa—PATEXTAniLiTY—IXFRiNOEMENT— Let- 
ters Patent  No.  Is'iOjSGS,  dated  February  9, 1875,  for  improvement  in  costing 
tubular  articles,  granted  to  Iceman  P.  Rider,  constnied  to  be  limited  to  reduc- 
ing the  number  of  parts  liable  to  displacement  in  verticil  casting  joined  to 
pouring  througli  the  core-head,  so  as  to  still  further  reduce  the  liability  to 
displacement.  Held  tlmt  the  patent  is  not  infringed  by  a  mold  having  a 
oore-head  formed  with  the  core  and  a  print  at  the  lower  end,  the  core  being 
Mated  at  the  top  and  bottom  of  the  mold.    *JRider  v.  Adams  4'  Co,,  589. 
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67.  BiTTXR— Yauoitt— Akticipatiow^Pafbb  Box»»    Letteit  Patent  No.  171,866^ 

iiaaed  January  4, 1876,  to  Beuben  Ritter,  for  an  improFoment  in  pmptt  bozM, 
were  not  anticipated  by  prior  inventione,  and  are  valid.  *ymlUnuU  FMim§ 
BiKB  and  Paper  C^napanf  v.  Pkmnix  Paper  Company,  LUnited,  ei  tU.,  588. 

68.  RoBKirrs— Car-Wikdows— iNFRtNGKMBKi^Lettera  Patent  No.    198,014,  to 

George  S.  Boberte,  Jnne  12, 1877,  fot  impxDTement  in  ear  windows,  MM,  in 
Tiew  of  the  prior  state  of  the  art,  limited  to  the  spoeiAc  straotore  dasciibed 
and  shown^vis.,  a  bay-window  whose  two  sides  are  oblique  to  the  side  of  the 
ear  and  meet  in  an  obtose  angle,  and  therefore  not  infringed  by  a  straetore 
whose  two  sides  are  obliqoe  to  the  side  of  the  car,  bat  eonneeted  at  their  ontar 
extremities  by  a  line  parallel  therewith.  *  Jaisiaa  v.  Waeon  Mant^faetmHng 
Chmpany,  189. 

68.  RoBBBTS— Rod-OoilihgOonibs— In  Letters  Patent  No.  428,067,  issned  to  Henry 
Roberts,  for  an  apparatas  designed  for  ooiling  small  red-hot  metal  rods  as 
they  ran  rapidly  from  the  rolls,  the  patentee  describes  as  the  preferable  form 
a  rotary  doable  cone  consisting  of  two  concentric  cones  having  a  space 
between  them,  being  anited  by  a  spiral  rib  and  terminating  in  a  collar  at 
the  apex,  throagh  which  the  rod  is  received,  being  afterward  delivarad, 
coiled,  at  the  base.  The  second,  third,  and  fonrth  claims  cover  bobstantlally 
this  doable  cone;  bat  the  first  claim  covers  merely  a  rotary  receiving  and 
ooiling  cone  ''having  a  channel"  which  receives  the  metal  at  the  apex  and 
delivers  it  at  the  base.  Held  that  this  latter  combination  of  parts  being 
new,  the  first  claim  is  not  invalid  beoanse  it  covers  less  than  the  whole 
machine.    *Bohcri$  v.  H.  P.  NaU  Company,  800. 

80.  RoBMBB— Satohrl-Frames— Void  Claims— Claims  6  and  7  of  Letters  Patent 
No.  878,263,  issned  Febroary  21, 1888,  to  William  Roemer,  for  an  improvemeot 
in  bag  or  satchel  frames,  are  void,  as  covering  the  results  of  mere  mofbaa* 
leal  skill.    *  Bomner  v.  JenHneon  ei «{.,  606. 

61.  ROTBR— PBOCBBSKS  of  PbBPARIXQ  RaWHIOM  for  BbLTIHO— liiyRiirOBICBVT^ 

Letters  Patent  No.  149,854,  to  Herman  Royer,  April  21, 1874,  for  an  improve- 
ment In  the  mode  of  preparing  rawhide  for  bolting,  Held  limited  atrietly  to 
the  process  as  described  in  thespeciflcAtion  and  not  infringed  by  deliBAdaBta. 
*  Boyor  v.  Coupe  et  of.,  1 64. 

62.  SooTT—FRurr-PARKRS—lNFRiKOKMXNT— Patent  No.  232,871,  granted  to  B,  F. 

Scott  September  21, 1880,  for  fruit-par«rs,  Held  to  be  valid  and  to  cover  a 
rotary  dish-shaped  knife  having  a  coutlnuous-cattlng  edge,  whether  plain  or 
serrated,  and  to  be  infringed  by  a  machine  asing  a  rotary  dish-shaped  knife 
having  a  notch  or  nick  in  its  cottiug-^dge.    *  Sayre  v.  SooU,  388. 

63.  Scridnbu—Electrig  Arc  Lamps— Patbvt  Construbd-^Yaud— Letters  Pat- 

ent No.  420,109,  of  January  28, 1880,  to  Charles  E.  Scribner,  for  an  aro  lamp  in 
which  the  series  magnet  is  supported  upon  a  frame  adapted  to  be  raised  and 
lowered  by  the  shunt-magnet  to  regulate  the  arc,  the  series  magnet  and  its 
armature  being  maintained  in  relatively  fixed  positions  during  the  burning 
of  the  lamp,  Held  to  be  valid  and  bhe  first  and  second  claims  thereof  infringed 
by  defendants.  *  Weeiern  Electric  Company  v.  Sperry  XUoMe  Company  et  oL, 
673. 

64.  8IEMBN0  —  Glass-Mbltiko  Furnaobs—Infrinobmbnt— Letters  Patent  No. 

261,064,  to  Charles  William  Siemens,  assignee  of  Frederick  Siemens,  July  11, 
1882,  for  a  glass-melting  furnace,  covering  <<a  tank  Ibr  the  continnons 
melting  of  glass,  having  gas  and  air  porte  and  of  the  depth  herein  described 
tor  the  purpose  of  forming  below  the  upper  fi uld  portion  of  the  metal  a 
layer  of  metal  in  a  semi-fluid  or  partially  solid  condition,  as  and  for  the  par- 
pose  described,''  Held  invalid  in  view  of  the  state  of  the  art  at  the  tispw  af 
the  grant.    *  SUmene  et  al.  v.  Chambers  #•  McEee  Glaee  Company,  811. 
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tt.  Samis— Anticipation— Nbw  Pukposb— No  Akswsr  to— The  patent  is  antici- 
psted  by  Beli^ain  patent  to  C.  W.  Siemens^  granted  iu  1877,  which  shows  a 
furnace  meeting  every  requirement  of  this  patent,  and  it  is  no  answer  to  this 
anticipation  that  the  Belgian  patentee  "  may  not  have  fal]y  compreheir^  i 
the  possibilitiee  of  the  furnace/'  (Citing  Blake  ▼.  San  Franoiaeo,  C.  P  .j, 
288;  31  O.  G.,  880;  118  U.  8.,  679,  and  Burt  v.  Evory,  C.  D.,  1890,  24.>;  00  O. 
G.,  1294;  188  U.  8.,  358.)    •Id, 

06.  8impkin8—Bakkbs'Ovicn&—Ikfkinokmbnt— Letters  Patent  No.355,568,  issned 
to  Alvin  T.  Simpkins  January  4,  1887,  are  not  infringed  by  a  device  having 
retom-flaea  beneath  the  baking-chamber  and  a  ledge  at  the  inner  ends  of 
these  flues,  which  forms  a  part  of  the  back  wall  of  the  oven,  and  which 
extends  six  inches  farther  forward  tlinn  the  inner  end  of  the  baking-chamber. 
^Simpkim  v.  Peny  Pie  Compamy  et  aL,  461. 

67.  Spikgbl— Casks  for  Locks— Rkisaue— Estoppel— Broadened  Claim— 

DiFFBRBNT  INVENTION— VoiD— Claim  1  of  Keissue  Letters  Patent  No.  10,861, 
dated  July  81, 1883,  to  Henry  L.  Spie;^el,  for  improvement  in  machine  locks, 
examined  in  view  of  the  state  of  the  art,  the  proceedings  in  the  Patent  Office, 
and  the  law  applicable  to  reissue  of  patents,  and  Held  to  be  void  for  any  one 
or  all  of  the  following  reasons— to  wit :  (1)  because  the  patentee  was  estopped 
by  the  proceedings  in  the  Patent  Office  on  the  original  application  in  accept- 
ing a  narrow  claim  from  reissuing  with  a  broader  claim ;  (2)  that  aside  fh>m  the 
operation  of  the  estoppel  it  is  anticipated  by  the  references  cited  in  the  pro- 
ceeding on  the  original  application,  and  (3)  that  the  invention  therein  is 
different  from  that  sought  and  intended  to  be  covered  by  the  original 
patent.    *CorUii  Cabinet  Lock  Company  v.  Eagle  Lock  Company ^  612. 

68.  Same— Macuine-Locks— Want  of  Invention— Void— Letters  Patent  No. 

816,411,  dated  April  21,  1885,  granted  to  Henry  L.  Spiegel,  for  improve- 
ment in  machine-looks,  examined  in  view  of  the  state  of  the  art,  and  Held  to 
be  void,  both  on  account  of  want  of  iuveutioii  and  anticipation.    *Id, 

68.  Striker— Chemical  Fire-Extikouisiikhs— Anticipation— Application  o» 
Old  Device  to  New  Use— Letters  Patent  No.  147,422,  issued  February  10, 
1874,  to  John  II.  Steiner,  cover,  in  claim  4,  a  chemical  Are-engiiie  consisting 
of  a  wheeled  frame  provided  with  a  generator  or  extinguisher  and  with  a 
hollow  Joumaled  reel,  the  latter  having  its  journal  connected  permanently 
to  the  generator  by  a  pipe  and  being  provided  with  a  hose  coupled  to  it,  so 
that  the  fluid  may  be  forced  through  the  hose  while  wound  on  the  reel  and 
the  reel  may  be  unwound  to  any  de^tirod  length  without  kiukiug.  Held  that 
this  claim  is  void  because  of  anticipation  by  Patent  No.  142,488,  issned  Sep- 
tember 2,  1873,  to  O.  R.  Mason,  for  an  apparatus  for  thawing  ice  from  water 
and  gas  pipes,  and  by  British  Patent  No.  100,  granted  January  12,  1865,  to 
William  Russ,  for  an  improved  apparatus  for  distributing  liiiuid  manure, 
and  British  Patent  No.  2,510,  granted  August  12,  1868,  to  Edward  P.  G. 
Headley,  for  an  apparatus  for  watering  streets,  etc.,  and  extinguishing  ftres, 
since  all  these  patents  show  the  leading  idea  of  a  hollow  joumuled  reel  and 
hose  connected  thereto,  and  there  was  no  invontion  iu  applying  the  same  to 
a  chemical  flre-extinguisher  by  making  the  necessary  connections  with  the 
other  well  known  elements  of  such  a  machine.  *  Steiner  Fire  ExiinguieKer 
Company  v.  City  of  Adrian,  195. 

70.  8ams— New  Result— The  Steiner  patent  cannot  be  sustained  on  the  ground 
that  the  journaled  reel,  the  hose  coile<l  thereon,  and  its  connections,  in  tbo 
combination,  promote  the  perfect  nontrnlization  of  the  carlionic  acid  by  the 
alkali  and  diminish  the  liability  to  discharge  any  free  acid  which  may  have 
eocaped  from  the  generator,  for  the  patentee  did  not  invent  the  instrument- 
ality by  which  this  result  is  achieved,  and  his  si>eeiiications  contain  no  hint 
that  he  either  soiighi  or  expected  such  a  result.    */d.  <-" 
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71.  Stonemktz— Dkvices  for  CoNNEcnxo  AND  Oprratixg  Toorthkr  Papkr- 

FoLPiNo  Maciiinks  and  Prixtixo-Preskks— iNFRiNrfKMBNT— I^ettew  Pat- 
ent No.  343,677,  dated  Jtme  15,  lb86,  to  John  A.  8touemetz,  infriD|;ed  by  a 
device  coustriictod  in  aofonlnncc  with  Patent  Nt).  331,762,  dated  December 
8,  1885,  to  R.  T.  nrown.  •  SloHemetz  PHnler'i  Machinery  dmpang  v.  Broirn 
Folding  Machinn  Cowpaniff  478. 

72.  Thum—Fly-Papkr—Ixkuixiikmknt— Letters  Patent  No.  278.:»4,  May  22, 1883, 

to  OttoThnm,  and  cJnini  3  of  I^tt«i-H  Patent  No.  305,118,  September  16, 18K4, 
to  Otto  Thnm,  for  fly-pnpcr,  BnBtaiiifd  and^e/d  iufriii^.  *  TAhih  €t  at,  v. 
Andrvw$  et  a{.,  226. 

73.  ToxDKUR— Glass-Annralixo  Furxacks— Patkxtablk  Novelty— Letten 

Patent  to  Cleon  Tondenr,  No.  258,156,  dnted  May  16,  1882,  for  uu  improve- 
ment in  glam-annealing  furnaceH,  esn mined  and  construed  in  view  of  the 
state  of  the  art,  and  Held  to  bo  valid.    *  DLroN ,  Wooda  Company  v.  Pf^er,  411. 

74.  Trkxor— Rcnxing-Gkar  for  Uailroad-Cars  and  otiikr  Vkiiiclks— Doc- 

trixx,  Ut  Rr8  Mauis  Valkat  Quam  Pkrrat— When  tiie  CoNtfTBUcnuN 
OF  A  Claim  will  xpT  jir  Limitkd  in  Ordkr  to  Savk  Ii^llie  aecond 
claim  of  Letters  Patent  Xo.  50,518,  panted  to  Henry  H.  Ti-enor,  for  improve- 
ments in  the  running-gear  for  ruilroail-carn  nnd  otiicr  vehloleM,  dated  Ootober 
17, 1865,  which  is  as  follows—^'  2.  The  methml  of  coupling  the  eaivor  veblclee 
of  a  train  of  two  or  more  ears  or  vohiclcH  by  means  of  eonnoctlng-links 
attached  to  tlie  pivots  or  king-holts  of  the  tniekn,  snbntautially  as  herein 
shown  and  set  forth '*--<*» nnot  by  any  rensonabh*  eonstruciion  bo  limited  to 
a  methotl  of  conpling  earn  ov  vt^hirlt's  having  four  wheeleil  trucks,  and  niion 
the  broml  construction  given  to  the  second  claim  of  the  patent  it  was  Held 
vt>id  for  want  of  novelty.  *  Verrin  et  ah  v.  MaHhaitan  Railway  Company  et  ai,, 
212. 

75.  TRKNOR— RrNNING-OKAR   FOR    RAILROAD   CaRS— CoNSTRUCTKfN  OF  CLAIM— 

Anticipatiox— Truck-Couplings— Claim  2  of  Letters  Patent  No.  50,518, 
issued  October  17, 1865,  to  Henry  H.  Trenor,  covers  ''the  met  boil  of  conpling 
the  cars  or  vehicles  of  a  train  of  two  or  more  xsars  or  voliicles  by  menus  of 
the  connecting  links  attached  to  the  pivots  or  kiug-bolta  of  the  trucks,  sub- 
stantially iM  herein  set  forth."  There  is  nitthinu:  in  the  specifications  to 
limit  this  language.  Held  that  the  chiim  cannot  he  limite<l  to  tlie  coupling 
of  cars  or  vehicles  having  four- -wheeled  truekH,  and  is  therefore  void  for 
auticpivtion  by  the  English  patent  of  December  13, 1838,  to  Deville,  in  which 
the  same  method  is  shown  in  coupling  two  carriages  having  two-wheeled 
trucks,    ^rttrriu  et  al,  v.  ManhatiaH  Italltoay  Company ,  520. 

76.  UNDKRWOOI>— RKPRODUCINCr    SrUFACRB    FOR    TVPKWRniNa    AND   MANIFOLD- 

ING—INVENTION— Lett<'rs  Patent  No.  348,073,  granted  to  John  T.  Under- 
wood and  Frederick  W.  Underwoo<U  Augunt  24,  J 88'?,  for  a  reproducing  sur- 
face for  typewriting  and  niiini folding,  examined  .and  Held  invalid  for  want 
of  patentable  novelty.     *l'ndertcood  tt  at,  v.  Gcrhcr  et  al.,  340. 

77.  UxTKUMKYKR— Dksigx  FUR  Watchcasrs— Vaud.— Dcsigu  Pateut  No.  15,121, 

granted  July  1,1884,  to  Henry  Untcnneyer,  for  a  denign  for  watchcaeee,  con- 
siHting  of  a  conventional  star  in  which  any  ornament  may  be  set,  and  which 
placed  upon  a  ground  of  leaves  which  is  larger  than  the  star  and  of  cor- 
responding sliupr,  examined  in  view  of  the  defenses  of  want  of  novelty,  lack 
of  invention,  and  prior  ])iiblic  use  set  up  upon  a  snit  brought  npou  the 
patent,  and  Held  to  be  valid.    *  Vniermeyer  v.  Frennd,  664, 

78.  Vailk—Prock88  OF  AND  Apparatus  for  Cooking  0il-Mf.al— Void  Patent- 

Want  OF  Novelty  and  Invkxtiox— Lettci-s  patent  No.  :M)8,112,  granted 
November  18, 1884,  to  John  H.  Vaile,  for  a  process  and  apparatus  for  cook- 
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ing  oil-meal,  exftmiued  and  Held,  in  view  of  the  Btote  of  tbe  art,  to  be  void 
for  want  of  patentable  novelty  and  invention.  *  Vaile  et  ah  v.  Buckeye  Iron 
and  Bra$8  IVorJcs,  406. 

79.  Whitman— Riding-Saddlb8— Design  Patents— Infringemf.nt— Design  Pat- 

ent No.  10,844,  issned  September  24,  1878,  to  Royal  E.  Whitman,  for  riding- 
saddles,  construed  and  Held  not  infringed.  ^Smiih  el  al.  v.  fVhitman  Saddle 
Company,  324. 

80.  Wilou8—Lawx-Sprinklkr8— Letters  Patent  No.  443,734,  dated  December  30, 

1890,  issued  to  Daniel  C.  Wilgns,  for  an  improvement  in  lawn-sprinklers, 
Held  to  be  valid.    *  Harper  «|*  Iteynolde  Company  v.  WilgHB,  427. 

81.  WofFBXDRN— Design  for  Rubber   Mat»— Inf  ring  km  knt— Design  Patent 

No.  11,208,  May  27,  1879,  to  George  Woflfenden,  for  a  DeBign  for  rubber  mats, 
Held,  in  view  of  the  prior  state  of  tbe  art,  and  particularly  of  tbe  English 
patent  for  rnbber  brushes  to  Faushawe  and  Jacqu«)s,  No.  2,935,  November 
29,  I860,  limited  to  the  mere  design  or  pattern  shown  in  the  drawing,  and 
therefore  not  infringed.  *New  York  Belling  and  Packing  Company  v.  New 
Jeraey  Car  Spring  and  Rubber  Company,  172. 

82.  Zbllbr— Harness— Trimmings— Novbltt— letters  Patent  to  M.  E.  Zeller, 

No.  207,791,  dated  September  3, 1879,  for  an  improvement  in  drop-hooks  and 
terrets  for  harness,  snstained  and  Held  to  be  infringed.  *MerIiard  Manu- 
facturing Company  v.  Elbel  4'  Company,  472. 
88.  Same— Anticipation— Inutility  of  Prior  Devices- The  patent  in  suit  Held 
not  t-o  bi)  anticipated  by  a  prior  device  which  was  inoperative  as  to  the 
chief  advantage  claimed  for  the  patented  article.    */</. 

PARTIES  TO  SUIT.  See  Infringement,  5,  6;  Trade-Marke,  21. 
Suit  for  Infringement  of  Patents — ^Parties— A  licensee  may  prosecute  suit 
for  infringement  of  a  patent  in  his  own  name  whore  the  defendant  is  the 
owner  of  the  legal  title  to  the  patent.  (Citing  Litlleficld  v.  Perry,  7  O.  G., 
964;  21  Wall.,  205.)  "^Adrianee,  PlaU  4^  Co.y,  MoCormiek  Harvetting  Machine 
Company  ei  al„  382. 

PATENTAHILITY.    See  Invention. 

PATENTS.    See  Jeeignments,  2,3,  4;  Construetion  of  Specificationa  and  Paientt;  Par- 
ticular Patcnie;  Patents  to  Dead  Men, 

PATENTS  TO  DEAD  MEN. 
Validitv  ok  Gkant  to  a  Patentee  Dead  at  Time  of  Issue— A  patent  to  a 
man  dead  at  the  time  of  the  grant  is  not  void  for  want  of  a  grantee,  since 
the  ]ihra8n  **  his  heirs  or  assigns''  must  be  construed  as  creating  a  grant  in 
the  ultcruativi;,  and  the  use  of  the  word  **  heirs  "  in  a  patentgrant  raises  no 
limitation  in  the  sense  of  the  strict  comtuon-law  rule  applied  to  realty. 
(Reversing  De  f^a  Vergne  Refg.  Co,  v.  Feathcintonc,  C.  D.,  1892,  324;  58  O.  G., 
1842.)  ^J)e  La  Vergne  Refrigerating  Marhiue  Company  v.  Featheretoneet  al,,  181. 

PENALTY    FOR   MARKING    UNPATENTED    ARTICLES    "PATENTED."    See 
Marking  Unpatented  Articlee  "  Patented," 

PENALTY  FOR  NOT  MARKING  ARTICLES  "PATENTED."    See  Marking  Ariidee 
**  Patented,** 

PETITION  TO  COMMISSIONER.    See  De8igwi,2. 

1.  Rules  \S:\  ano  145— What  May  bh  Reviewed  on  Petition- The  question 

whether  or  not  an  ExHiiiinor  should  cite  ns  a  reference  an  applicant's  former 
patent,  the  application  for  which  was  co]>cndiug  with  the  present  applica- 
tion, is  one  pertaining  to  the  merits  of  the  invention  and  therefore  not 
revipwablo  by  1h»  ConimisHioner  on  petition.     Ex  parte  McDonald,  99. 

2.  Same- Same.    Ex  parte  MuUen  and  Mnllcn  (C.  D.,  1890,  9;  50  O.  G.,  837)  and  ex 

parte  Rogers  (49  MS.  Dec,  418)  discussed  and  held  not  to  indicate  a  different 
practice.    Id*  ^j 
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PHOTOGRAPHS.    9ee  De$iitn$,  9, 11, 

PLEADINGS.    See  Demurrer,  3  ;  Etidemce;  SuiUfor  Imfrimgmemtj  9, 10,  U. 

PRACTICE  IN  THE  COURTS.  See  Abandoned  Afplieaiio»$f  2,  3;  Ahtmdoned  tmd 
M^feetod  FiUt;  AgreemenU  ;  Appeal  to  ike  Cireuit  Court  of  Appoaio  ;  Bmrdea  of 
Proof;  ComUg;  Comiruetion  of  SpotA/teaUono  amd  PatenU,  3,  4,  5,  6,  9, 12, 13, 
28,  29,  30,  57;  Dolag  in  Bnnging  8nit;  Demurror;  Svidenee;  lufringomemt,  2, 
4,  6,  6,  7,  8, 19;  Injunction;  Impootion ofD^ondanto'  Faetorg;  Inlorferoace,  24, 
25;  InierfeHng  PatenU;  JuritdleHon;  Marking  Artiele$  '*  Patented;"  Marl^ 
Unpatented  Artielee  Patented;  Model;  Partieulmr  PatenU,  10,  27;  PmrUee  f» 
Suit;  Prior  A^ffudieaHon;  Subpeenae;  Smite  for  InfringemmU;  SuOe  under 
Seeiion  4915,  Bevieed  Statutee, 

1.  Patsnt— CBRTiricATioN  ov  Cask  to  Suprbmv  Court  frox  Cxbcuit  Coitst 

OF  Appeals— Requisites  or— The  Ciroait  Court  of  Appeals  for  one  oir- 
oait  liaTingou  a  matter  before  it  on  appeal  reached  a  conclnsion  opposite  to 
that  reached  by  the  Ciroait  Coart  of  Appeals  in  another  cironit  under  sim- 
ilar oircnmstanoes,  certified  the  case  to  the  Supreme  Court  solely  for  this 
leaeou,  ffeld  that  the  certificate  was  essentially  defective  in  that  it  did  not 
speoificallv  set  forth  the  question  to  be  determined  and  did  not  state  that 
instruction  was  desired  for  the  proper  decision  of  such  question.  '  GsIimi- 
hu  Watch  Compang  et  al.  v  Bohbine  et  al,,  270. 

2.  Comity  Between  Circuits— A  Circuit  Court  should  follow  the  decision  of 

another  Cireuit  Court  upholding  a  patent,  except  when  new  eyidenoe  of  inra- 
lidity  is  introduced,  and  in  the  latter  event  should  confine  its  investigation 
to  the  additional  evidence.  (Ifational  CaeK  Begieter  Compang  v.  .^tesrios* 
Cash  Begiater  Compang,  ante,  62  O.  G.,  449;  53  Fed.  Rep.,  367,  followed.) 
*  fTanamaker  v.  Bnterpriee  Man^faeturing  Compang,  276. 

3.  Same— Circuit  Court  of  Appeals— The  rule  of  comity  between  Cireuit  Courts 

in  reai>ect  to  decisions  in  patent  cases  does  not  apply  to  the  Cireuit  Court 
of  Appeals,  and  the  latter  court  will  examine  independently  all  the  ques- 
tions presented  by  the  record.    *  Id. 

PRACTICE  IN  THE  PATENT  OFFICE.  See  Abandoned  ApplieaUane ;  AmondmenU; 
Claime;  Copiee  of  Pending  dppllcatioHe;  Deeigne,  1, 2, 8, 9, 10, 11;  IHstsisa^ 
Applieaiione;  Examination  of  Applieation$;  Examinere;  Pinal  Fee;  Foreign 
Publication;  Interference,  1,  2, 3, 4, 5,  6,  7,  8, 12, 15;  OatK;  Public  Uee  Proeeed- 
ing»  ;  Beduotion  to  Practice  ;  Behearing  ;  Bejeotcd  Caece  ;  Testimong;  TetOmomg 
Taken  in  Foreign  Countrie%;  Withdrawal  of  Caeefrom  leeue, 

PRELIMINARY  STATEMENT.    See  Interference,  2. 
Practicb— Ami£KDeo  Preliminary  Statement— Upon  motion  of  a  Junior  party 
to  amend  his  own  and  strike  out  the  senior  party's  amended  preliminaiy 
statement,  certain  facts  Held  to  wnrrant  an  equitable  treatment  of  the  mat- 
ter, and  both  amendments  received.    Pratt  and  Johne  v.  TKomeon,  13. 

PRTOA  FACIE  EVIDENCE.    See  AeeignmenU,  1. 

PRINTED  PUBLICATIONS.    See  Foreign  Publication;    SuiU  for  InfringemmU,  12. 

PRINTS.    SeeLabeU. 

1.  Registration  of  Labels— ''Prints"  and  ''Labem"— Under  section  3  of  the 

act  of  June  18,  1874,  relating  to  patents,  trade-m«irks,  and  copyrights, 
"Prints"  as  well  as  "Labels"  are  entitled  to  registration.  Ex  parte  H.  J. 
Heine  Co,,  21. 

2.  Purpose  of  the  Label  Act— The  purpose  of  the  so-called  "Label  act"  was 

to  relegate  to  the  Patent  Office  all  registry  in  the  general  nature  of  or  akin 
to  copyright  of  things  which  are  mere  adjuncts  or  appurtenances  of  articles 
*  of  trade  and  to  leave  to  the  Librarian  of  Congress  the  registry  of  things 

whose  value  in  exchange  resides  in  themselves.  In  any  case  some  spark  of 
intellectnal  creation  must  be  present.  See  Ex  parte  PalmoTjC.  V.,  1S92,  6; 
68  0.Q.,383.    Id.  gi,,edb,  Google 
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PRIlfr8--Continued. 
8.  Prints— What  can  be  Rbgistbrkd  as  Such  in  thb  Patent  Office— The 
word  "prints''  as  used  in  the  etatnte  aathorizing  the  registration  of  prints 
in  the  Patent  Office  means  a  pictnie  similar  in  kind  to  an  engraving,  ent,  or 
photograph.  MM,  therefore,  thnt  a  sheet  of  paper  with  several  mnltiool- 
ored  designs  on  both  sides,  with  no  attempt  to  prodnoe  snoh  nnitaxy  effeet 
as  is  produced  by  a  single  cnt  or  engraving,  was  not  snch  a  print  as  ooold 
be  registered.  JBx  parte  SekUgel,  113. 
4.  Saub— Same— Must  Have  Some  Value  as  a  Composition— To  be  registra- 
ble a  print  mnst  have  by  itself  some  value  as  a  composition,  at  least  to  the 
extent  of  serving  some  purpose  other  than  as  a  mere  advertisement.    Id, 

PRIOR  ABJUDICATION.  See  IvjuneUon,  2, 3, 5^  7, 8, 17, 19, 22, 25 ;  Partieular  FatmU, 
10;  SmUfor  Infringement,  7. 
Prbuminaht  Injunction— Decision  in  Anothrb  Circuit- A  decision  of  the 
Cirenit  Conrt  of  Appeals  sustaining  the  validity  of  a  patent  is  not  ooneln- 
siTe  in  a  second  suit  in  a  Circuit  Court  of  another  circuit  inTolving  the  same 
patent,  where  a  different  defense  is  made.  *  Edieon  Eleetrio  Light  Ccmptmg 
«f  al.Y.  Coluwibia  Incandescent  Lamp  Company  et  «Z.,  540. 

PRIORirr  OF  INVENTION.    See  Diligenoe;  Foreign  Publieation;  Interference,  2, 8, 
i,  5, 9, 11, 14, 23, 24 ;  Particnlar  PatenU,  45;  Meduetikm  to  Praetiee,  1, 2, 4. 

1.  INTERFBBENCX— RsoucnoN  TO  PRACTICE— EviDRNCE  OF— Where  a  party  to 

an  interference  claimed  to  have  reduced  to  practice  early  in  1887  and  then 
discontinued  the  use  of  his  invention  for  two  years,  meantime  applying  for 
two  other  patents  upon  devices  of  the  same  general  character.  Held  that 
such  conduct  was  inconsistent  with  the  supposition  that  he  made  a  suocess- 
fnl  reduction  to  practice  at  the  earlier  date.    Benmgeon  v.  Merntt,  42. 

2.  Same- Prior  Invention  Known  to  Patentee— Where  a  device,  covered  by  a 

patent  granted  two  and  one-half  years  after  the  date  of  the  patent  in  suit, 
was  invented  before  that  of  the  earlier  patentee  and  such  earlier  patentee 
had  full  knowledge  of  it  before  he  made  his  alleged  invention.  Held  that 
the  device  covered  by  the  later  patent  should  be  considered  as  part  of  the 
art  as  it  existed  at  the  date  of  the  earlier  patent.  *  Duer  r,  Corhin  Cabinet 
Look  Company,  334. 

3.  Priority  of  Invention— Reducing  to  Practice- The  man  who  first  reduces 

an  invention  to  practice  is  prima  facie  the  first  inventor  under  act  July  4, 
1836  (5  St.,  p.  117 ;)  but  the  man  who  first  conceives  the  invention  may  date 
It  back  to  such  conception  if  he  uses  doe  diligence  in  reducing  it  to  prac- 
tice, and  he  must  use  such  diligence  before,  as  well  as  after,  the  second  con* 
ception  of  the  invention.  {Beed  v.  Cutter,  1  Story,  590,  followed.)  *  Chris- 
tU  V.  Seybold,  515. 

PRIOR  USE.    See  Burden  of  Proof. 

PROCEEDINGS  IN  THE  PATENT  OFFICE.    See  Ahandwed  Applications,  2;  Con- 
struction of  Specifications  and  Patents,  57;  Particnlar  Patents,  87. 

PROCESS.    See  Infringement,  1 ;  Invention,  I. 

PROCESS  AND  APPARATUS.    See  Ditfision  of  AppHoaUon,  1;  Use  and  Sale  of  Pat- 
ented Articles,  2, 

PROCESS  AND  PRODUCT.    See  Dhisi^m  of  Application,  9, 10, 14, 15, 16;  Drawings; 
Limitation  of  United  States  Patent  by  Foreign  Patent  Previously  Granted,  8. 

PROTEST  AGAINST  ISSUANCE  OP  PATENT.    See  Public-Use  Proceedings,  2; 
IteheaHng,  2. 

PUBLIC  RECOGNITION  EVIDENCE  OF  INVENTION.    See  Construction  of  Specifi- 
cations and  Patents,  16, 22, 23, 24. 
Kovkltt— Effect  of  Large  Sales  -Largo  sales  of  apatented  machine,  while  evi- 
dence more  or  less  cogent  of  value  and  usofhlness,  are  not  conclusive  evidence 
of  patentable  novelty  and  are  of  little  weight  when  it  appears  that  snch 
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PUBLIC  RECOGNITION  EVIDKNCE  OF  INVENTION— Continued. 

sales  arc  tUo  retiiiU  <»f  aotivo  nuil  enor^j^otic  efforts  by  meaaii  of  circalara  and 
traveling  agcuta.  {McClain  v.  Ortwayer,  C.  D.,  18U1,  532;  57  O.  G.,  1129;  12 
Sap.  Ct.  Rep.,  76;  141  IT.  S.,  427-429,  followed.)    ''Fox  v.  Perkins  et  aU,  143. 

PUBLICATION.  See  Foreign  rnbHeaiioH;  InterfereHce,  14 ;  TeMiw^ny  Taken  im  For- 
eign Countriee. 

PUBLIC  USE.  See  Abandonment;  Conetruction  of  Specijlcationa  and  Paiente,  33;  Ex- 
perimental Uee, 
Facts  Occurkinq  in  Forrign  Country— Evidrxck  to  dk  Excludki>— In  eon- 
Bidering  the  qnestion  of  prior  or  public  use  or  prior  invention  all  evidence 
of  facts  occnrring  in  a  foreign  conn  try  must  be  excluded.  {Brown  f  TapUn, 
V.  Bixhyy  C.  D.,  1891,  166;  57  O.  G.,  123.)    Parkin  and  Wright  v.  Jemneee,  64. 

PUBLIC  USE  PROCEEDINGS. 

1.  Pubuc-Usr  Prockkdinus— Whkn  InstitutkI)— With  the  small  snm  appropri- 

ated by  Congress  for  <*onductiug  public-use  proceedings  the  Patent  Office  is 
not  Justilied  in  instituting  such  proceedings  unless  a  strong  jiKma/aciVcaae 
is  presented.    Fay  v.  Conradeon,  129. 

2.  Samk— IN8UKFICIKXCY  OK  AFFIDAVIT- Where  a  protcstant  against  the  insue 

of  a  patent  only  filed  an  altidavit  describing  a  device  which  he  alleged 
had  been  in  public  use  more  than  two  years  before  the  npplicant  had  filed 
his  application  and  failed  t-o  Ale  an  exhibit  model  or  drawing  clearly  show- 
ing the  natnre  of  the  device  so  alleged  to  have  been  in  publit*  use,  Held  that 
such  ailidavit  was  insuflirieut  to  warrant  public  use  proceedings.    Id, 

RECORDS  OF  THE  PATENT  OFFICE.  See  Abandoned  Applications,  3;  SnU  for 
Infringement,  6. 

REDUCTION  TO  PRACTICE.  See  Diligence;  Interference,  i,  7 ;  Ptiority  of  Inren- 
iion,  3. 

1.  Rbduction  TO  PRAcncK— Rrasonablk  Diliorkck— An  interval  of  a  year  and  a 

half  nftor  conception  of  an  invention,  during  which  the  inventor  practically 
gave  up  work  on  his  improvement,  Held  to  negative  reasonable  diligence. 
Staitery  v.  Skallenhergery  39. 

2.  Intrrff.rrncr— Priority— Rkduction  to-Practipr-tWhat  Constitutrs — 

Reduction  to  practice  of  a  mechanism  consists  in  the  ctMiHtruction  of  the 
mechanism  of  a  nize  capable  of  practical'  use  and  a  knowledge,  preferably 
by  actual  trial,  that  it  ay  ill  work  x>f<M*tically  for  the  intended  parpose. 
Jnengst  v.  Boyer  ct  at.,  44. 

3.  Samk— .Same— Samk— OPKRATIVKNR88  of  iNVRN'nox — Where  the  mechanism 

emlKMlylng  the  issue  in  interference  works  practically  and  another  mech- 
anism connected  thereto  fails  to  work  practically,  Held  that  each  stands  on 
its  own  basis  and  that  the  former  is  competent  evidence  of  reduction  to 
practice.    Id. 

4.  Skktch  of  Maciiinf.— a  rough  sketch  of  an  invention  is  not  such  a  rednction 

to  practice  as  to  make  its  author  the  original  inventor  within  the  meaning 
of  the  patent  laws.     *  Christie  v.  Seybold^  515. 

REFERENCES.  See  Construction  of  Specifications  and  Patents,  57;  Petition  to  Ctm- 
missiontr;  Bejccted  Cases,  1. 

REFERENCE-LKITERS.    See  Constrnction  of  Specifications  and  Patents,  12,  35. 

REHEARING. 
1,  Practicr— Rkiikaring — Dkcision  Aoaxnst  Evidknck— On  a  motion  for  rehear- 
ing of  a  case  originally  heard  and  determined  by  the  Acting  Commissioner, 
upon  the  ground  of  decision  contrary  to  evidence,  the  Commissioner  will 
not  disturb  the  prior  decision  upon  a  showing  that  the  testimony  was  closely 
balanced  and  admitted  the  ])ossibility  of  a  contrary  conclusion;  bnt  it  mnsi 
appear  that  th  e  decision  was  clearly  against  the  weight  of  testimony.  W^h 
▼.  BliokensderfoTf  1.  /^  ^  ^  ^^  T  ^ 
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BEHEARINO— Gontinaed. 
2.  RsHKABiNG— Motion  for  reheariDg  in  matter  of  protests  of  Biley  v.  Bo/mard 

denied  in  view  of  oortain  evidence  herein  qnoted.    Ex  parte  Biley,  36. 
REISSUES.    See  CoMtmotion  of  l^ecificaiious  and  PatettU,  45,  46,  47,  48,  49,  60,  61, 

62,  58,  57;  Limitation  of  United  States  Patent  by  Foreign  Patent  Pretfiouely 

Granted,  14;  Particular  Pattntv,  2,  29,  80,  45,  58,  67. 

1.  BXISSUKD  LETTER8  PATENT— IXADYKRTBKCR,  ACCIDENT,'  AND  MISTAKE— SaME 

Invention— Broadened  Claims— Where  a  patent  was  reissued  for  the  pur- 
pose of  enlarging  the  claims  to  cover  apparatus  patented  subsequently  to  the 
date  of  complainants*  original  patent,  and  where  the  element  omitted  from 
the  claims  of  the  reissue  was  shown,  described,  and  olaimod  in  the  original 
application  and  patent  as  an  essential  element  of  each  of  the  combinations 
claimed.  Held  tiiat  the  fuiliire  to  claim  the  particular  combination  not 
claimed  in  the  originul  patent,  but  claimed  in  the  reissue,  was  not  due  to 
any  such  inadvertence  or  mistalce  as  would  authorize  the  claiming  of  it  in 
the  reissue,  and  that  the  reissue  is  not  for  the  same  invention  as  the  original 
patent  and  is  therefore  void.  *Huher  et  al,  v.  N,  0,  Xeleon  Manufacturing 
Company,  211 » 

2.  Validity- Expansion  of  Claims- Where  the  sole  claim  of  the  original  patent 

covered  a  process  of  lining  barnds,  casks,  etc.,  with  glue  and  the  reissue 
included  not  only  the  claim  of  the  originul  putmit,  but  n]s(»  a  claim  for  a 
barrel,  cask,  etc.,  couted  or  sized  with  glue  by  the  process  described,  Held 
that  this  was  in  efteot  an  expansion  of  the  claims  in  order  to  embrace  an 
invention  not  specified  in  the  original  patent,  iind  that  the  second  claim  of 
the  reissue  was  therefore  invalid.    "Legtjett  v.  Siundurd  Oil  Company,  345. 

3.  Reiskuk  Application — Same  Standing  as  Guigixal  Patent  as  to  Burden 

of  Proof— Since  patents  are  now  reissued  strictly  for  the  same  invention 
covered  by  the  original  patent,  the  reissue  application  ought  to  have  the 
same  standing  as  the  original  patent  as  to  burden  of  proof.  *  Hu$on  v. 
Croirell  v.  Tatee,  107. 

4.  Reissue  Application— When  Considered  a  Continuation  of  the  Orig- 

inal Appu cation— Where  the  Office  holds  an  applicant  to  be  entitled  to  a 
reissue  for  broader  claims,  it  in  effect  holds  that  it  was.  by  reason  of  inad- 
vertanoe,  at-cident,  or  mistake  that  applicant  did  not  make  the  broad  claims 
in  the  patent;  that  he  has  been  reasonably  diligent  in  applying  for  such 
reissue,  and,  therefore,  that  there  has  been  no  such  dedication  to  the  public 
of  the  inventions  covered  by  the  broad  claims  as  should  prevent  the  Office 
from  considering  the  reissue  application  a  continuation  of  the  original  appli- 
cation.   */d. 

6.  What  is  Necessary  to  Warrant  Broadened  Claims  in  a  Rrissuf — The 
AUTHORITIE.H — Itissettlcdby  the  authorities  tliatto  warrant  new  or  broader 
claims  in  a  reissue  such  claims  must  not  only  bo  indicated  in  the  original 
application,  but  it  must  further  appejir  (1)  that  they  couKtitutcd  apart  of 
the  original  invention  and  (2)  were  sought  and  intcndeil  to  be  covered  or 
secured  by  the  original  patent.  {Baniz  v.  I'rants,  C.  D.,  1882,  300;  21  O.  G., 
20:^7;  105  U.  S.,  160;  Heald  v.  Bice,  C.  D.,  1882,  215;  21  O.  G.,  1443;  104  U.  S. 
737;  Miller  y.  Brasa  Co.,  C.  D.,  1882,  40;  21  O.  G.  201;  104  U.  S.,  350; 
James  y. Campbell,  C.  1).,  1882,  07;  21  O.  G.  337;  104  II.  S.,  356;  Topliffy^Top- 
liff,  C.  D.,  1892, 402 ;  59  O.  G .,  1:^57 ;  145  U.  8.,  156. )  •  Cvrbin  Cabinet  Lock  Com- 
pany  v.  Eagle  Lock  Compqgty^  612. 
REJECTED  CASES.    See  Designs,  2, 12. 

1.  Practice— Rule  66— Rkjection  POR  "Lack  of  Invkntion"  and  "Want  op 
NovKf.TV  "—A  rejection  for  "lack  of  invention"  Held  in  etlect  a  rejection 
for  "want  of  novelty/'  and  that  the  Examiner  must  cite  references  under 
Rule  66.    Ex  parte  CliJlford,d, 
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REJECTED  CABE8— Continned. 
2.  Practice— Final  rejeotlon  should  not  be  given  until  all  matters  of  fonn  ara 

settled.  Sx  parte  Klau$f  87. 
8.  Same— Amsndmknts— Where  a  claim  was  finally  rejected  and  at  the  same  time 
the  statement  of  invention  was  criticised  as  being  too  broad,  the  final 
rejection  waa  prematnre  and  an  amendment  touching  the  merits  may  prop- 
erly be  admitted  thereafter.  Id, 
4.  Application— Rejection—Objection— Where  an  application  was  rejected  on 
a  previously  allowed  application  taken  cumulatively  with  a  patent  and  the 
applicant  petitioned  the  Commissioner  for  relief  firom  such  action,  Heid, 
that  the  question  involved  was  appealable  to  the  Board  of  £kaminers-in- 
Chief.    Ex  parte  Setftnour,  127. 

REJECTED  CLAIMS.    See  AmendmenU,  2 ;  CanHrueiion  of  Speoificatione  and  PaimtU, 
19,  45,  46,  47,  48,  49,  50,  51,  52,  53. 

REOPENING  OF  CASES.    See  Inter/ereneey  21. 

RESERVATION  FOR  SUBSEQUENT  PATENTS.    See  Suheeqmeni  Paisi^U,  % 

RESIDENCE.    See  Juriedioiian  of  Federal  Courte. 

RESULTS.    See  Con$iruetion  of  SpecifieaHonB  and  PatenU,  7;  Infringement,  12;  J«cei»- 
tion^  I. 

REVIVAL  OF  ABANDONED  APPLICATIONS.    See  Abandoned  Applieatume,  1. 
Abandoned  Application— Ukvivai.— In  order  to  revive  an  abandoned  applies- 
tion,  unavoidable  delay  in  the  prosecution  thereof  must  be  shown,  and  aiieh 
showing  munt  cover  the  entire  period  of  delay.    Ex  parte  Heine,  106. 

REVOCATION  OF  POWER  OF  ATTORNEY.    See  AHomeg, 

SALE  OF  PATENTED  ARTICLES.    See  Injunction,  10,  11;  Z7m  and  eaU  of  pmt- 
ented  article: 

SCOPE  OF  PATENT.    See  ConBtmoHon  of  Spedjicatione  and  Paiente,  11, 13. 

SEAL  OF  CORPORATIONS.    See  Trade-Marke,  2. 

SECRETARY  OF  THE  INTERIOR.    See  Appeal  to  the  Seeretarg  of  ike  luiertar; 
A9ingnment8f  10. 

SIGNATURE  OF  APPLICANT.    See  Witneeece  to  AppUoathns, 

SPECIFICATIONS.    See  Conetmetion  of  Specifieatioint  and  Pateuie,  32. 

STATE  AS  A  CORPORATION.    See  Trade  Marke,  29. 

STATE  COURTS.    See  ShUb  for  Infiingemeitt,  11. 

STATE  OF  THE  ART.    See  Conetruction  of  Spec^eationa  and  PaienU,  19,  28»  29; 
PriofUg  of  Invent  ion,  2. 

STATE  STATUTES.    See  Trade- }farkfi,  39. 

STATUTES  OF  LIMITATION.    See  Delay  in  Bringing  Snit,  1 ;  Marking  Ui^faiented 
Artielee  "Patented." 

SUBPCENAS. 
Witness— Subikena  Ducks  Tecum— Authority  of  Clerk- Patent  Office 
Interference  Proceedinga — Sec.  41K)0,  Revised  Statutes,  providing  tliat, 
on  the  application  of  any  party  to  a  contested  case  pending  in  the  Patent 
Office,  the  clerk  of  any  Federal  court  shall  issue  »  subpcvnn  for  a  witness 
commanding  him  "  to  appear  and  testify,''  does  not  include  an  anthoiity  to 
issue  a  subpoena  duces  tecum.    *  Ex  parte  JHoset,  2o5. 

SUBSEQUENT  PATENTS.    See  PrioHty  of  Intention,  2. 

1.  Mechanical  Skill— Subsequent  Patent  for  Mere  Change  in  Hodk  of 
Operation  Should  be  Denied — Whore  the  inventor  of  a  maehine  for 
coupling  the  links  of  drive-chains  sininltaneously  filed  two  applications  for 
patents,  one  for  a  machine  for  an  endwise  and  the  other  for  a  machine  for  a 
side  wise  thrust  of  the  coiipliiig-bnr,  and  had  a  patent  iwined  on  Che  first 
machine,  Held  that  he  was  not  afterward  entitled  to  a  iiatent  on  tli«  aeoood 
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SUBSEQUENT  PATENTS-Continned. 

maohiuey  as  it  was  only  a  matter  of  mechanical  Rkill,  and  not  invention,  to 
adapt  the  endwise  to  the  sidewise  thrust.  *Fa99eti  v.  Bw€trt  Manufactwring 
Cimpany.  434. 
2.  RE8XRVAT10N  FOR  Sudsequxht  Patbkt— Where,  in  the  ease  aboye,  the 
patent  on  the  eudwise-thmst  machine  contained  a  reservation  saying  that 
''the  feed-chnte,  gitideway,  and  means  for  pushing  the  assembled  links 
forward,  a  delivery  wheel  or  device,  the  fnloram  plate  or  comer,  operating 
mechanism,  and  such  details  of  eonstraction  as  are  not  herein  broadly 
claimed  form  the  sabject  of  a  separate  application/'  HM  that  snch  reser- 
Tation  meant  that  the  invention  was  broadly  claimed  in  the  patent,  and 
that  the  patentee  meant  to  reserve  only  the  right  to  claim  the  elements 
specifically  in  his  Rcparate  application,  and  that  a  patent  on  snch  separate 
application,  claiming  tlie  features  mentioned  in  the  reservation  broadly 
and  generically,  conld  not  be  sustained  as  covered  by  the  reservation.    *i<L 

SUITS  FOR  INFRINGEMENT.  See  C&natrueiion  of  Specificalions  and  PateniB,  45, 
46,47,48,  49,  50,  51,  52,53;  Damagea  and  ProJlt$;  Demnrrer,'  Di$elaimer$; 
JTtideaos;  ItiJHngement,  2, 6, 6,  7,  8, 18,  22;  IitfunetUm;  8ubpa!na$;  ParHm  to 
Suit. 

1.  IvriUNOBSiBNT— OnNiON'EviDBKCB— Dktino  APPARATU9--In  an  action  for 

infringement  of  a  patent  for  improvements  in  fmit-driers,  the  patentee,  alter 
stating  that  he  had  been  engaged  in  mechanical  pnrsaits,  had  seen  many 
diflferent  driers,  and  bad  sufficient  knowledge  of  mechanics  to  permit  him  to 
give  an  intelligent  opinion  as  to  the  cost  of  a  piece  of  machinery  when  he 
saw  it,  was  asked  which  in  his  Judgment  would  be  the  cheaper  to  eonstmct, 
his  or  the  alleged  infringing  drier.  Held  that  the  question  was  not  objec- 
tionable, on  the  ground  that  the  witness  had  said  he  did  not  know  the  cost 
of  the  infringing  drier,     ^ffuni  Bron.  Fruit  Packing  Company  v.  Caandg,  202. 

2.  Samk— Invention— Burden  of  Proof— Directing  Vrri>ict— The  existence  ol 

Letters  Patent  iasnc<l  in  due  form  constitutes  prima  facie  evidence  of  the 
validity  of  the  patent,  and  where,  in  an  action  at  law  Tor  infringement,  sucb 
letters  are  introduced  an  alleged  want  of  invention  is  matter  of  defense,  the 
burden  of  showing  which  is  on  defendant,  and  the  court  cannot  direct  a 
judgment  for  dcfendiint,  even  though  the  patentee  on  cross-examination  has 
given  evidence  that  may  tend  to  show  a  prior  state  of  the  art  excluding 
invention  on  his  part.  '  Jd. 
S.  Same— iNSTRrcTiONS— QrKSTioNfl  for  Jury— Whether  there  was  invention  in 
the  patent,  whether  plaintiff  was  the  lirnt  inveutor,  and  whether  the  use  of 
gravity-catclies  as  mechanical  equivalents  of  spring-catchen  was  known  at 
the  time  of  plaintiff's  application  were  questions  of  fact  for  the  jury.     */d. 

4.  Trial— Instructions— Waiver  of  Objections— An  exception  to  the  court's 

refusal  to  direct  a  verdict  for  defendant  at  the  close  of  plaintiff's  evidence 
is  waived  by  proceeding  in  the  cause  and  intro<lncing  evidence  for  the 
defense.  {Railwag  Co  v.  Cumminge,  1  Sup.  Ct.  Rep.,  493,  106  U.  S.,  700,  and 
Inwrance  Co,  v.  Crandall,  7  Sup.  Ct.  Rep.,  685, 120  U.  S.,  527  followed.)    'Jd. 

5.  Pleadino— Demdrrku  for  Want  of  Invention— In  a  suit  for  infringement 

of  a  patent  the  bill  may  be  met  by  a  demurrer  when  it  makes  profert  of  the 
patent  and  the  same  appears  on  its  face  to  be  invalid  for  want  of  patentable 
invention.  (Poet  v.  Hardware  Co.,  C.  D.,  1886,  247;  ^  O.  O.,  1226;  26  Fe<1. 
Rep.,  618,  followed.)  ""United  Staite  Credit  Sgetem  Company  v.  Americam 
Credit  Indemnity  Company,  292. 

6.  AppeaI/— Objections  Not  Raised  Below — Evidence— Certified  Copy  ok 

Assionment- In  a  suit  for  the  infringement  of  a  patent,  wlicn  tlie  defense 
is  that  complainant  had  parted  with  all  his  interest  tlicrein  by  adsignnieut 
before  filing  his  bill,  and  a  copy  of  the  record  of  such  assignment  in  the 
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SUITS  FOB  INFRINGEMENT— Contiuued. 

Patent  Offloe  ia  introduced  in  aapport  thereof,  while,  perhaps,  such  copy,  if 
stMiding  alone  and  aeaaonably  and  properly  objected  to,  woold  be  iuad- 
iniAsible,  yet  the  objection  that  no  foundation  was  laid  for  the  introdnction 
of  secondary  evidence  will  not  be  considered  on  appeal  when  it  was  not 
rahied  below.    *Paine  v.  Trask,  558. 

7.  Pbiok  Adjudications— In  a  suit  for  infringement  of  a  patent,  where  it  appears 

that  the  courts  of  other  circnits  have  already  sustained  the  validity  of  the 
patent  as  against  all  the  defenaes  now  made,  save  that  of  autieipation  by 
reason  of  certain  pat-ents  not  before  in  evidence,  and  have  also  fonud  thai 
defendants  infringed,  the  court  will  accept  those  decisions  and  examine 
only  the  anticipation  alleged.  *KaUoual  Folding  Box  and  Paper  Comjpanjf  v. 
Fhomix  Paper  Compantf,  Limited,  et  ah,  588. 

8.  Fkdkral  Courts— J urisdictiox—Terkitokial  Limits— Suits  Against  Cor- 

PORATIONS— A  corporation  cannot  be  sued  in  the  Federal  (fourts  of  a  district 
other  than  in  the  State  of  its  incorporation.  ^Natioual  TjfpevriUr  Compamg 
T.  Pope  Manufaoiuring  Compang,  595. 

9.  Action   at  Law   for  Invrixokmext— Pleading— In  an  action  at  law  for 

infringement  of  a  patent  defeudants,  although  they  plead  the  general  issue, 
may  also  maintain  a  8|>ecial  plea  that  the  combination  covered  by  the  pat- 
ent was  not  an  invention,  and  also  a  further  plea  that  the  combination  cov- 
ered by  the  patent  required  for  its  production  nothing  but  mechanical  skill, 
in  view  of  the  prior  state  of  the  art.  *Briokill  ei  al,  v.  Citg  of  Hartford 
et  al,  601. 

10.  Drm URRXR— In  an  action  at  law  for  infringement  of  a  patent  defenses  which 

have  been  raised  by  demurrer  to  the  complaint  and  overruled  caanot  be 
part  of  the  answer  without  leave  of  court.    */d. 

11.  Same— Writ  ov   Error— But   in  Connecticut   the  court  will  allow  such 

defenses  to  be  set  up  by  plea  for  the  purposes  of  saving  a  right  to  review  ou 
writ  of  error  to  the  Circuit  Court  of  Appeals,  it  being  uncertain  whether, 
under  the  code  pleading,  an  assignment  of  error  in  the  ruling  on  the  demur- 
rer is  sufflciout  to  secure  such  right  when  the  demurrant  does  not  allow  final 
Judgment  to  go  against  him  upon  it.    */e2. 

12.  Anticipation— Defense  under— A  plea  alleging  want  of  novelty  beeause  the 

alleged  invention  had  been  previously  patented,  on  specified  dates,  to  other 
parties  is  insufficient,  for  Revised  Statutes,  section  -1920,  requires  an  allegation 
that  the  invention  had  been  patented  or  de8cribe<l  iu  some  printed  publica- 
tion before  the  time  of  the  supposed  invention.     *ld. 

13.  pRurtKD  Record,  Unneckssauv  Parts— Costs— Application  ok  Rule  10, 

Supreme  Court  of  the  United  States— Whore  a  party  to  a  suit  encum- 
bers the  printed  record  with  copies  of  some  fifty  iuuiialerial  patents,  Heid 
it  is  a  proper  case  for  the  application  of  the  tenth  rule,  which  autliorices  the 
court  (paragraph  9)  to  impose  costs  upon  the  party  so  guilty.  (MaUwag 
Co.  V.  Stewart,  95  U.  S.,  279,  284.)  *Ball  and  Socket  Faetener  Compang  t. 
Kraetsfr,  646. 

SUITS  UNDER  SECTION  4915,  REVISED  STATUTES.  See  Initrferenee,  9. 
Jurisdiction— Claim  that  Third  Party  was  Inventor— Under  Reviwd  Stat- 
utes, section  4915,  the  only  question  the  Court  can  consider,  is  whether  the 
complainant  is  the  first  inventor  of  a  patentable  device.  Whether  respon- 
dent or  a  third  party  was  tlio  inventor  of  the  device  for  which  respondent 
has  received  a  patent  should  not  be  iu(|uired  into  eitlier  by  the  Court  or  by 
the  Commissioner  in  interference  proceedings  between  the  same  partiea. 
*Chri8tit  V.  Self  hold,  515. 

SUPREME  COURT  OF  DISTRICT  OF  COLUMBIA.    See  InjHnetioH,  8. 

SUPREME  COURT  OF  THE  UNITED  STATES.     See  Decree;  Xnjauetum,  7j  Prmo- 
iioe  in  the  Courts,  1. 
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TECHNICAL  TERMS.    See  Infirimgmemi,  1;  JurUdkiUm  of  Federal  CcmrU;  Ximita- 
Itoii  of  VnUed  SUOee  PatetU  hjf  Foreign  Patent  PrevUmely  Gramted,  18. 

TEKH  OF  PATENT.    See  JAmUatUm  of  United  Statee  Patent  fry  Foreign  Patent  Pre- 
vimuly  Granted,'  Partionlar  PatenU,  28. 

TESTIMONY.  See  Burdm  of  Ptoef;  If^wncflMm,  18;  InUfferenee,  S,7, 10, 11, 12,13, 
14,15;  BeheaHng^l. 
TB8TIMONT— WuoBT  AND  CoNSTRUcnoK  OF  ~  Testimony  mast  be  construed 
with  reference  to  **  the  ordinary  laws  that  govern  homan  conduct.''  (Qnot- 
.  ing  and  diseossinfr  Jtlantie  Worke  t.  Brady,  C.  D.,  1888,  214;  28  O.  G.,  1830; 
107  U.  S.,  192,  and  The  TdepJume  Caeee,  C.  D.,  1883,  321;  43  O.  G.,  377;  126 
U.  S.,1.)    Bmnggerr.amiiky92. 

TESTIMONY  TAKEN  IN  FOREIGN  COUNTRIES.  See  DUigenoe,  1 ;  Interference,  14. 
TicsTiMONT  IN  Foreign  Countrt—Rxquisitbs  of  Publigation  as  Foundation 
FOR-— In  order  to  constitute  a  proper  foundation  for  taking  testimony  in  a 
foreign  country;  a  publication  must  disclose  the  invention  in  controversy 
and  must  disclose  it  as  the  invention  of  the  party  seeking  to  take  such  testi- 
mony.   Parker  and  Wright  v.  Jenneee,  64. 

TITLE  OF  INVENTION. 

1.  TiTi«B  OF  Invention— RKQUI8ITB8  OF-*-If  the  title  of  an  application  is  short 

and  correctly  indicates  the  nature  and  design  of  the  invention,  the  appli- 
cant  should  be  allowed,  within  reasonable  limits,  to  say  what  it  shall  be. 
Fx  parte  Becker,  95. 

2.  Examiner  Has  No  Right  to  ARBiTRABiiiT  Select— If  the  title  given  by  the 

applicant  is  not  satisfactory  to  the  Examiner,  objection  should  be  made;  but 
the  Examiner  himself  should  not  arbitrarily  select  such  title.    Id. 

TITLE  TO  PATENT.    See  Aeeignmente,  2,  3,  4;  Mortgage  of  Patent. 

TRADE-MARKS.    See  Appeal  to  ike  Secretary  of  ike  Interior;  Interference,  26. 

1.  Trade-Mark— Word  and  Piotore— A  word  ^uid  a  picture  which  are  true 

alternatives  aud  invariably  express  the  same  idea  may  be  covered  by  one 
Trade-Mark  registration;  but  the  rule  will  not  cover  the  case  of  a  word  and 
a  picture  capable  of  such  a  variety  of  modifications  that  two  of  them  might 
appear  as  substantially  different  things  to  an  ordinary  purchaser.  JESc  parte 
Adam  Both  Grocery  Company,  6. 

2.  CoNXEssioN  OF  JPriority  by  Corporation— Use  of  Seai/— Where  the  Exam- 

iner of  Interferences  refused  to  recognize  a  concession  of  priority  of  Trade- 
Mark  adoption  executed  by  an  officer  of  a  corporation  without  the  corporate 
seal,  Held  that  a  concession  of  priority  is  not  such  an  instrument  as  requires 
tLo  use  of  a  seal  by  corporation  or  individual,  and  that,  it  satisfactorily 
appearing  on  the  record  that  the  officer  was  empowered  to  execute  the  paper, 
the  Office  will  accept  it.  Jeney  CUy  Packing  Company  v.  Jacob  Bold  Packing 
Company,  10. 

3.  Word  "Magico"— The  word  <'Magico"  Held  not  anticipated  by  the  word 

''Magic''  already  registered  for  use  on  a  similar  class  of  goods.  Ex  parte 
American  Chemical  Company,  16. 

4.  Word  ''Famous"  Not  PitopsR  Subject  of— The  word  "Famous"  is  merely 

descriptive  in  its  nature  and  not  registrable  as  a  Trade-Mark.  Ex  parte 
Brand  Stove  Company,  (Limited,)  17. 

5.  The  RRPRB8ENTATia.y  of  a  Portion  of  a  Qlovb— A  "  representation  of  a  band 

with  eyelets  therein  and  cross-lacings  connecting  the  eyelets''  ffeld  not 
registrable  as  a  Trade-Mark,  since  its  function  is  purely  decorative  in  the 
connection  in  which  it  is  intended  for  use.    Ex  parte  Peyter  4"  Co.,  18. 

6.  SAME—The  primary  function  of  a  Trade-Mark  is  to  denote  the  origin  of  the 

article  which  bears  it.    A  ''representation"  which  upon  its  face  appears 
clearly  to  have  another  purpose^  such  as  decoration,  and  which  by  reason  of 
that  decorative  character  creates  no  suspicion  that  it  is  intended  as  a  Trade- 
Mark,  is  not  registrable  as  each.    Id.  OOQle 
13182  PAT 48 
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TBADE.MAHKS--Coiitliiiied. 

7.  INFRINOEMKHT^"  Ooe  KigM  Cure  "  SM  not  infriagied  by  the  words  '^Bedkoro 

One  Night  Cough  Core."    ''KoKler  Mmmfactmiiig  Compamy  r.  Bceftore,  179. 

8.  Certificatx  or  Rbgutration  CoxcLuaiTS  as  to  Kabk— A  eertifieate  of  vQg- 

istration  BM  condaaiTe  m  to  deecriptioii  of  plalntifTe  mftrk  irheie  be  ooii|^ 
to  enlarge  its  tenns  on  a  enit  for  infringement.    *I4, 

9.  Hekk  Aj>opnoN  Cabribs  No  Rights  Whbbb  OoirranjoiTB  Usb  Dobs  Not 

Concur— A  mere  adoption  of  a  mark  earries  no  rights  unless  tiure  ooneur 
a  eontinuous  use  of  it  and  public  fMniliarity  with  it.  To  establisb  »  pro- 
prietary right  in  such  a  mark,  it  is  neoessary  that  the  publie  uadsBstsading 
respecting  the  purpose  of  its  use  shall  be  folly  proTed.    *Id, 

10.  TnK  Suit  Between  the  Partibs— Wsat  it  is— The  eoatroveny  betwesa 

the  parties  is  the  single  question  whether,  comparing  the  two  designs  upon 
the  upper  ends  of  the  spools,  thero  is  snoh  lessmblaace  between  them  as  to 
indicate  an  intent  on  the  part  of  defendants  to  put  off  their  thread  upon 
the  public  as  that  of  plaintiffs',  and  thus  to  trade  upon  their  leputatloa. 
*  Coati  et  al  v.  Merriok  Thread  Company  et  al.,  873. 

11.  Goops  PREPARKD  TO  DECEIVE  A  PuRCHASER—IrTSspeetivo  of  tiio  teohuioal 

question  of  trade-mark,  the  defendants  have  no  ri|^t  to  dress  their  goods 
up  in  such  manner  as  to  deceive  an  intending  purehaser  and  fndoee  him  to 
believe  he  is  buying  those  of  the  plalntlils.    *  Id. 

12.  SAME—The  plaintiffs'  and  defendants'  devices  examined  and  oompaced  wilii 

each  other  and  found  to  be  hanllj  possible  to  mistake  one  for  the  other. 
Held,  consequently,  that  the  defsndants'  had  olesrly  disproved  any  intention 
to  mislead  purchasers,    ^/d. 

13.  Same— Design  Patent— Expiration  or— The  history  of  plaintiffs'  and  defend- 

ants' labels  inqoired  into,  and  Held  that  after  the  ezptraHon  of  plaintilb' 
design  patent  in  1877  for  embossing  the  ends  of  sewing-thread  spools  the 
public  hod  the  right  to  use  it.    */d. 

14.  Syrup  of  Figs— The  laxative  medioal  oomponnd  mannflfcotnred  by  tiie  Cali- 

fornia Fig  Syrup  Company  under  the  name  "  Syrup  of  Figs  "  is  a  preparation 
which  a  court  of  equity  will  look  upon  with  fsvor  as  entitled  to  protection 
under  the  Trade-Mark  laws.  ^Impreved  Fig  Sjfrup  CompoHjf  etoLr.  Cui{famim 
Fig  Sgrttp  Company ,  416. 

15.  Same— Statements  on  Bottles  and  Packaobs— The  representations  and 

statements  on  the  bottles  and  packages  of  the  Califomia  Fig  Syrup  Com- 
pany's medical  compound  ''  Syrup  of  Figs''  are  not  such  as  will  deprive  the 
California.  Fig  Syrup  Company  of  standing  in  a  oont  of  equity  in  respect 
to  infringement  of  its  Trade- Mark  or  trade-name.    *Jd. 

IG.  Samk— Not  Descriftivb,  but  Indicative  of  Orkhn  and  OwNBBBHiF^The 
name  **  Syrup  of  Figs  "  is  a  good  Trade-Mark  or  trade-name,  and  one  to  whiob 
the  California  Fig  Syrup  Company  has  an  exolusive  right  as  applied  to  a 
laxative  compound,  and  as  such  is  not  merely  descriptive  of  its  prejiajnition, 
bat  iiidicjitcs  the  origin  and  ownership  of  this  medical  compound,  and  tiie 
Califomia  Fig  Syrup  Company  was  the  first  to  apply  this  name  to  a  laxative 
coniponud.     *Id. 

17.  Sam K— Not  GK^r eric— The  name  or  phrase  "Syrup  of  Figs"  is  in  no  sense  a 
genorir  <inu.  it  is  not  »  name  of  a  natural  prodnct  or  of  a  class  of  natural 
)>r(><lnct8.  It  is  merely  a  name  coined  and  first  applied  to  designate  the  lax- 
ative coiii)>4»nnd  of  the  California  Fig  Syrnp  Company.     "Id. 

LS.  Samk— In  kui  nckmrnt— IX^fendants  infringe  the  Trade-Mark  rights  of  the  Cali- 
fornia Fig  Syrup  Company  when  they  apply  to  their  laxative  compound  the 
name  ''  Syrnp  of  Figs"  or  any  colorable  imitation  of  that  name,  as  such  a 
name  does  not  dcBdihe  defendants'  compound,  but  merely  serves  to  induce 
llie  public  to  believe  that  the  goods  matle  and  sold  by  them  are  those  i 
nfacturod  by  the  Califomia  Fig  Syrnp  Company,     •/d.  ^y  GoOqIc 


DIGEST  OP  DECISIONS.  755 

TRADE-MABK^-Continaed. 

10.  Sams— SAMS^While  th«re  may  be  a  difforenoe  between  defeadanW  packages 
of  laxative  compoand  and  tbe  packages  of  tho  California  Fig  Syrup  Com- 
pany's laxative  oompoand^  and  snob  a  difference  as  to  probably  put  the  gen- 
oral  trade  dealer  on  his  guard,  yet,  deliondants  having  adopted  the  trade- 
name of  the  California  Fig  Syxnp  Company,  the  eonsmner  is  likely  to  be 
deceived  thereby,  and  it  is  against  the  probability  of  snch  imposition  upon 
the  consuming  class  of  the  public  that  courts  will  CKtend  tiiMr  protec- 
tion.   ''Id. 

90.  Beoistration  OF  THE  WoRD  "Splbnduo''  RKPUSEi>—The  registration  of  the 
word  "  Splendid  '^  as  a  Trade-Hark  for  flour  refused  upon  the  ground  that  it 
is  not  arbitrary  or  fanciful.    Ex  parte  8toke$t  90. 

21.  A  Tbadb-Mark  Mat  hb  Uskd  ut  Many  Joiktly  and  Aix  Join  nr  ah 

Action  fob  Infrxnobmbnt— A  Trade-Mark  may  be  adopted,  owned,  and 
used  by  a  number  of  parties  engaged  in  the  same  business  as  separate  finns, 
and  all  of  them  may  Join  as  complainants  in  a  suit  to  resteain  infringement. 
XGranel  Boofwf  Exchange  et  ol.  v.  I'Mmbull  et  al.,  688. 

22.  Same— The  members  of  an  association  may  adopt  and  use  a  Trade-Mark  to  indi- 

cate that  the  goods  on  which  it  is  placed  are  manufactured  or  sold  by  some 
member  of  tho  association,  in  which  case  the  Trade-Mack  indicates  a  class 
of  persons  or  firms,  rather  than  any  single  one.    tid. 

28.  Hotel  Name— "Columbia''  a  Fanciful  Wobi>  and  Bbgistbable— The 
name  <<  Columbia"  as  applied  to  a  hotel  is  a  fancifhl  name,  indicating  no 
people,  no  locality,  and  no  particular  service  which  a  hotel  will  render,  and 
the  person  first  selecting  it  is  entitled  to  its  use.    t  WMiJUld  v.  Lavelettf  694. 

24.  Same— GxooiiAPHiCAL  Words — ^A  name,  although  generic  and  geogri^hieal, 
is  within  the  rule  of  protection  in  law  if  it  does  not  indicate  that  the  busi- 
ness carried  on  is  to  be  patronized  by  the  people  of  any  particular  locality, 
or  that  any  specific  product  is  therein  to  be  sold,  or  any  particular  language 
is  there  to  be  spoken.    tId, 

26.  Same— PiaoKiTY— That  which  is  prior  in  time  is  first  in  right.    tId, 

26.  Kegistratiok  of  the  Word  **  Florentine  "  GRANTKD—The  registration  of 

the  word  *'  Florentine''  as  a  Trade-Mark  for  glass  granted,  as  Florence  is  not 
loted  as  a  place  for  the  manufacture  of  glosH,  and  therefore  no  deception  as 
to  the  quality  or  origin  of  the  manufacture  can  occur.  Ex  parte  MUHseippi 
OloBB  Company,  96. 

27.  Registration  of  Mere  Words  by  German  Citizens— A  trade-mark  con- 

sisting of  the  word  ^'Qermania''  may  be  registered  in  the  United  States  by 
a  German  citizen,  under  the  provisions  of  Article  XVII  of  the  convention  of 
December  11, 1871,  although  tho  German  statutes  make  no  provisions  for  tho 
registration  of  mere  words  as  Trade  Marks.  Mx  parte  Portland-  Cememt-Fabrik 
"  QermanW*  H,  Manake  #•  Co.,  101. 

28.  Trade-Marks— BcLE  18— Trade-Mark  Rule  18,  which  states  that  "each  appli- 

cant and  registrant  will  be  held  to  the  date  of  adoption  alleged  in  the  state- 
ment filed  with  his  application,''  Held  to  be  not  inconsistent  witli  law,  and 
therefore  has  the  force  of  a  statute.  8Uart  MedUAne  Company  v.  Ooldaine, 
104. 

29.  Appucation  to  Register  bt  a  State— Commerce  bt  a  State  Outside 

Its  Own  Limits— The  State  of  South  Carol iua  applies  to  register  the  Trade- 
Mark  "Palmetto''  in  the  Patent  Office,  to  bo  applied  by  labohi  to  bottles  of 
intozieating  liquors  to  be  regularly  sold  by  the  State  outside  its  own  limits 
in  commerce  with  foreign  nations  or  with  Indian  tribes. 

1.  It  seems  that  a  State  may  take  upon  itself  tlie  character  of  a  tmdiiiji; 
corporation  while  retaining  in  other  respects  the  essentials  of  a  sovereign 
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2.  While  it  is  not  neoeMuy  to  decide  how,  if  in  any  mttiner,  a  State  may 
enter  the  domain  of  oommeroe,  whether  by  an  expreae  anthorising  provieion 
in  its  constitntion  rapplemented  by  appropriate  legislation  to  carry  it  into 
eifect,  or  otherwise,  the  execntiTc  officers  of  a  State  may  not,  in  the  abeenoe 
of  legislation,  embark  the  State  in  each  a  trade. 

3.  The  act  of  the  State  of  Sonth  Carolina,  approved  December  24, 1B02, 
entitled  "An  act  to  prohibit  the  mannfiMtnre  and  sale  of  intoxicating  liqnora 
as  a  beyerage  within  this  State,  except  as  herein  provided,''  is  a  measnre  for 
the  suppression  of  the  liquor  traffic  within  the  State  by  private  individnala 
and  to  substitute  therefor  its  complete  control  by  the  State,  and  is  not  a 
law  which  authorises  a  regular  trade  in  liquors  by  way  of  sale  to  foreign 
purchasers. 

4.  The  State  of  South  Carolina,  notwithstanding  the  acts  of  its  Govenior 
and  State  Board  of  Cootrol  has  no  authorized  trade  in  liquors  outside  ita 
own  limits.  It  is  not  the  owner  of  any  Trade-Mark,  has  not  at  this  time  the 
right  to  the  use  of  the  Trade-Mark  sought  to  be  registered,  and  therefore— 

6.  The  application  is  denied.    Ex  parte  State  of  South  CmroliiMf  115. 

90.  Altbrnativbs— The  word  '<  Crescent '^  and  the  representation  of  a  ereseeaV 
shaped  figure  refhsed  registration  on  the  ground  that  they  are  not  true  alterna- 
tives.   Ex  pairU  Latitnu,  Sekwarn,  and  Ufper,  119. 

31.  Kaick  and  Sionatuub  of  a  Dsckasbd  Physician— a  druggist  whose  only 
relation  with  a  physician  was  that  he  filled  the  tatter's  prescriptions  occa- 
sionally cannot,  upon  the  death  of  the  physician,  adopt  the  fac-whMe  of 
his  signature  and  picture,  or  either  of  them,  as  a  Trade-Mark  without  show- 
ing to  the  Office  in  some  manner  the  consent  of  the  physician  that  this 
should  be  done,  or  acquiring  the  right  to  do  so  from  the  peiaonal  represent- 
ative of  the  decedent.    Stemoirt  v.  £?l«<tei»  v.  SawhOly  123. 

82.  Sam*  —  Ownbb  ov  —  Intbrfbrvngb  —  pRionrrr  —  Practicb  —  The  person 
attempting  to  do  this  is  not  the  owner  of  the  Trade-Mark;  his  use  of  it  in 
commerce  with  foreign  nations  or  otherwise  is  nnlawfril,  and  in  interfereaoe 
proceedings  Judgment  of  priority  cannot  be  rendered  in  his  favor,    /d. 

88.  Samb— Parthbrbhip  ik  Tbadb— Pbtsiciak  and  Pharmacist— Eight  of 
SoRYiviNO  Pabtnxr  TO  Inchoatb  Tradk-Mark— Another  druggist  who 
had  a  commercial  partnership  with  the  physician  up  to  the  time  of  his  death, 
in  the  business  of  dispensing  the  remedies  used  by  the  physician,  the  two 
having  an  extensive  trade  in  them,  domestic  and  foreign,  has  a  rights  aa 
surviving  partner  to  the  trade  which  had  become  established,  to  the  good- 
will connected  with  it  and  to  the  inchoate  Trade-Mark  right  which  waa 
incident  to  it,  at  least  to  the  extent  of  treating  them  as  aasets  of  the  pari- 
nerahip  for  the  purpose  of  closing  out  the  partnership  bosiness.    Id. 

84.  Samk— Application  for  a  Tradb-Mark  by  a  Survivino  Pabivbr— Nov- 

UsB  OF  THB  Tradb-Mark  in  Fobbion  Comkbrcb  Untii.  Aftkr  tsb 
FiUNO  OF  thb  Appucation— Practicb— Upon  an  application  by  the  lat- 
ter druggist  showing  the  adoption  of  the  Trade-Mark  in  this  trade  after  the 
death  of  the  physician,  and  its  use  in  foreign  commerce  after  the  filing  of 
the  application,  but  not  before,  the  case  is  remanded  to  the  Examiner  of 
Trade-Marks,  with  instructions  to  register  the  same  under  a  supplemental 
application,  should  one  be  filed,  ^pon  a  showing  that  commerce  with  Ibr^ 
eign  nations  in  these  remedies,  with  the  label  suitably  applied,  haa  been 
carried  on  prior  to  the  filing  of  such  sapplemental  application.    Id. 

85.  Rbsbmblancb— Application  for  the  registration  of  the  word  "  M.  V.  Monarch  * 

refiiHcd  on  a  prior  Trade-Mark,  "Monarch  Distilliujr  Co.,"  used  upon  the 
>  eUaa  of  merchandise.    ExjfeiHe  Ooraiaf  ^  OssijHMf,  12& 
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36.  Cigars— Name  Originatkd  bt  Mkrchamt—Rioht  ov  BfAKUTACTUSBR— Two 

classes  of  labels  are  reoognized  by  oigar  mannfactaiera—" factory  brands" 
and  "  onstomers'  brands."  The  latter  are  originated  by  a  costomer  and  nsed 
only  on  goods  manufactured  for  him.  A  oigar  merchant  ordered  a  lot  of 
cigars,  of  a  certain  size  and  qnality,  under  the  name  of  "  Blackstone," 
which  he  originated.  This  order  the  manufacturer  tilled;  but  the  cigars 
were  not  taken  by  the  merchant,  and  were  sold  to  other  parties.  Held  that 
the  manufacturer  acquired  no  right  to  use  the  word  <'Blaokstone"  as  a 
Trade-Mark.    'Levg  ei  al.  v.  Waitt  €t  ol.,  606. 

37.  RKaiSTRATION  OF  THB  WOBD  "  PALMETTO "  BY  THE  STATE  OF  SOUTH  CARO- 

LINA—DISCRETION  OF  THE  Commissioner— FoREiON  Commerce— The  Com- 
missioner of  Patents  under  the  Trade-Mark  statute  of  March  8, 188  L,  is  not 
iuTcsted  with  discretionary  power  to  determine  whether  the  applicant  for 
registration  Is  lawfully  engaged  in  foreign  trade.*  United  8taie$  ex  rel.  ike 
State  of  South  Carolina  t.  Chmmieeioner  of  Patente,  622. 

88.  Same— Same— Same— The  discretion  of  the  Commissioner,  under  that  statute, 

is  to  decide  the  presumptive  lawAilness  of  claim  to  the  ownership  of  the 
alleged  Trade-Mark,  not  whether  such  mark  is  lawfully  used  in  foreign  com- 
merce.   *Id. 

89.  Same— Sabcb— Same— The  Commissioner  having  denied  registration  to  the  State 

of  South  Carolina  on  the  ground  that,  in  his  judgment,  the  statute  under 
which  the  State's  officers  and  agents  were  acting  did  not  authorise  a  trade 
with  foreign  nations.  Held  that  that  question  was  one  for  the  courts  in  a 
proper  case  and  the  people  of  the  State  to  determine,  it  not  being  a  matter 
in  which  the  United  States,  the  Commissioner  of  Patents,  or  the  general 
public  had  any  concern  or  interest.  */d. 
'  40.  Same— Same— Same— Mandamus— The  Commissioner,,  in  the  present  ease, 
having  exercised  and  exhausted  his  discretion,  and  having  refused  to  regis- 
ter simply  on  the  ground  that  he  has  decided  that  the  act  of  engaging  in 
foreign  trade  is  ultra  viree  the  relator,  Held  proper  case  for  peremptory  man- 
damns,  the  relator  having  oompliecl  with  the  provisions  of  the  Trade-Mark 
statue  and  the  lawfhl  regulations  of  the  Patent  Office.    */d. 

41.  Registration  of  the  Word  *' Columbia  "—Invalid— The  word  Columbia 
is  not  a  valid  Trade-Mark,  because  it  is  not  the  subject  of  exclusive  appro- 
priation under  the  general  rule  that  a  word  or  words  in  common  use  as  des- 
ignating locality  or  section  of  a  country  <sannot  be  appropriated  by  any 
one  as  his  exclusive  Trade-Mark.  {Canal  Co,  v.  Clark,  13  Wall.,  311;  Koek- 
ler  V.  Sandere,  122  N.  T.,  65;  Connell  v.  Reed,  128  Mass.,  477;  Olendon  Iron 
Co.  V.  Ukler,  75  Pa.  St.,  467;  Loughman  et  al  v.  Piper,  128  Pa.  St.,  1;  AmoB- 
heag  Mfg.  Co.  v.  Spear,  2  Sandf.,  599.)  ""Columhia  MiU  Company  v.  Aloom  et 
a{.,672. 
USE  AND  SALE  OF  PATENTED  ABTICLES.  See  PubUe  BeoognitUm  Evidence 
of  Invention. 

1.  Letters  Patent— Assignee  of  Specified  Territory— Sales  for  Use  Out- 
side OF  Territory- Where  an  assignee  for  a  specified  territory  holds  title 
under  an  otherwise  unconditional  and  unrestricted  assignment,  the  sale  of 
the  patented  article  by  the  assignee  within  his  territory  carries  the  right  to 
use  it  everywhere,  notwithstanding  the  knowledge  of  both  parties  that  a 
use  outside  of  the  territory  is  intended.  (Following  Adams  v.  Burke,  C.  D., 
1885,  438;  33  O.  O.,  114;  17  Wall.,  453.)    *Hoblne  et  al,  v.  Jennieon,  362. 

3.  Use  of  the  Product  Made  Under  a  Process  Patent— A  Purchaser  of  an 
Article  Made  Uitder  a  Patent  for  a  Process  a  Licensee  to  Use  the 
Process  to  the  Extent  of  Using  the  Purchased  Asticlb— Where  the 
defendant  bonnet  from  the  patentee  a  creamery  containing  four  cans  made 


758  DIGEST  OF  DE0I8IOK8. 

USE  AND  SALE  OF  PATENTED  ARTlCL£8--CoDtiDaed. 

QiKleT  tlie  patent,  Held  that  the  defendant  thereby  became  a  licensee  to  oee 
the  procuae  in  connection  with  that  c^amery  and  ite  cans  and  their  neces- 
sary repairs,  bnt  no  further.    *  Vermont  Farm  Machine  Compamy  v.  Giheoti,  421. 

UTILITY.    See  Conetruoti&n  of  Sptc^/icaUont  and  Patenia,  22,  81;  Desiftne,  1,  3. 

VALIDITY  OP  PATENTS.    Sec  Demwrrer,  2;  Injunction,  5j  Prior  AdJudieaHon, 

VALID  PAllCNTS.  Sec  Conttruotion  of  Speeijicaiione  and  Pa^eutt,  18, 19,32,35,38, 
37, 38, 39, 40, 41, 42, 43, 44, 45, 46, 47, 48, 49, 50, 51, 52,  53 ;  Paiente  to  Dead  Men; 
Particular  PaieuU,  5, 10, 11, 18, 19, 22,  25, 32, 41, 42,  46, 51, 55,  57, 62,  63, 72, 73, 
77,80,82. 

VOID  PATENTS.  See  Conetruotion  of  Speeijicatione  and  Patents,  20,  34;  Particular 
Pa<fi>te,l,2,3,4,6k7,8,9,12,13^14,15,  21,  30,  31,  34^38,40,44^45,  48,54,60,64^ 
65, 67, 68, 69, 70, 74,75, 76»  78 ;  Beieauee,  1, 2. 

WAIVEB  OF  OBJECTIONS.    See  Suite  for  InfHngemeni,  4. 

WrrHDRAWAL  OF  CASE  FROM  ISSUE.    See  Amendments,  1. 

1.  Application  for  PATKirr— Withdrawal  from  Issur— An  aVpUcationwill  not 

be  withdrawn  from  issoe  for  the  insertion  of  a  claim'  in  the  absence  of  any 
showing  of  great  hardship  or  irremediable  ii^ory.    Ex  parte  Blakeslce,  72. 

2.  Saxm— Samk— <:;laim  Voluktarily  Camcklbd— The  witlidrawal  of  an  applica- 

tion from  issQc  for  the  purpose  of  inserting  a  claim  previoosly  presented  and 

▼olnntorily  canceled  will  not  be  permitted.    Id. 
WITNESSES.    See  Interference,  12;  8ubpa:nae;  Suits  for  Ii^ftingmnoni,  1. . 
WITNESSES  TO  APPLICATIONS. 

ApFUGATIORS  for  PaTKNTS— ATTRBTATION  of  INVRNT0R*8  SfGNATURR  TO  SPBCX- 

FiCATioN— The  attestation  by  two  witnesses  of -.the  inventor's  signature  to 
the  sjMciflcation  forming  part  of  his  application  for  patent  is  made  impera- 
tive by  section  4888,   Revised  Statute*,  and  Hnle  40.    Jfisr  parU  Acbropd 
at  al,,  58. 
WRIT  OF  ERROR.    Sm  Suite  for  TnfringemeMt,  11. 
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